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NOTICE. 

The  London  cases  in  this  volume  were  (with  a  few  exceptions)  reported 
by  Frank  O.  Underhay,  M.  D.  Warmington,  W.  H.  Draper,  E.  Green- 
wood, M.  A.  Robertson,  H.  J.  Douglas,  and  W.  J.  Burke,  Barristers-at- 
Law.  The  Reporter  for  cases  in  the  Palatine  Court  is  A.  Grant,  Barrister-at- 
Law  ;  the  Reporter  for  Scotch  cases  is  J.  Crabb  Watt,  Advocate  ;  and  the 
Reporter  for  Irish  cases  is  Henry  Holt,  Barrister-at-Law. 

The  judgments  are  taken  from  the  shorthand  notes  of  Messrs.  Marthn, 
Meredith,  Henderson,  and  White. 


ERRATA. 
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Page    94,  line  1,  for  u  trial "  read  "  hearing/* 

Page  155,  line  23,  for  "  magnets  "  read  "  meters. 

Page  174,  lines  8, 11,  and  22,  for  "  plates  "  read  "  sheets/' 

Page  199,  line  27,  for  "  is  not  embraced  "  read  "  is  embraced. 

Page  375,  line  27,  after  "  agreement "  insert  "  as/' 

Page  468,  lines  44, 45,  for  "  L J.  31  Ch.  D.  462  "  read  "  L. J.  31  Ch.  462. 

Pftge  491,  line  20,  before  u  Royal "  insert  "  Worcester:' 

Page  499,  line  45,  for  "  wards  "  read  "  words." 
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list  of  Abbreviations  of  Names  of  Reports  other 

than  the  Law  Reports. 


Bea. — Beavan's  Reports. 

D.  F.  ft  J. — De  Gex  Fisher  and  Jones. 

D.  J.  ft  S.— De  Gex  Jones  and  Smith. 

D.  M.  ft  G. — De  Gex  Maonaghten  and  Gordon. 

Giff.— Giffard. 

Griffin's  P.  C.— Griffin's  Patent  Oases. 

H.  ft  M. — Hemming  and  Miller. 

H.  L.  C. — House  of  Lords  Cases. 

J.  ft  H. — Johnson  and  Hemming. 

Jnr.  N.  S. — Jurist,  New  Series. 

L.  J.,  N.  S. — Law  Journal,  New  Series. 

L.  T.— Law  Times. 

M.  ft  C.  or  Myl.  ft  C. — Mylne  and  Craig. 

H.  ft  G. — Maonaghten  and  Gordon. 

M.  ft  W. — Meeson  and  Websby. 

Seb.  Dig. — Sebastian's  Digest. 

Sw. — Swanston. 

W.  P.  C.  or  Webs.— Webster's  Patent  Cases. 

W.  N.— Weekly  Notes. 

W.  R.— Weekly  Reporter. 

W.  ft  T.— White  and  Tudor. 
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DIGEST 


or  THE 


PATENT,  TRADE  MARK,  AND  OTHER 

CASES 


RIPOBTRD  IN 


VOL.  XIX.  OF  THE  REPORTS  OF  PATENT,  &c.  CASES. 

OOKPILBD  BT 

FRANK  O.  UNDERHAY,  MA.,  Barristbr-at-law. 


DIGEST  OF  PATENT  CASES. 


ADMISSION. 

De&ult  in  pleading. — An  admission  by  default  of  pleading  never 
admits  anything  beyond  the  minimum  which  is  necessary  to  carry 
the  judgment.  Per  Vaughan  Williams,  L.J.,  in  Ripley  v. 
Arthur  &  Co.,  p.  448. 

AGREEMENT.    See  also  Licence. 

l-  Agreement  for  sale  of  Patent.    Provisions  as  to  prosecuting 

infringement  action. — Action  dismissed. — Appeal. — Application 
by  Patentees  for  leave  to  withdraw  appeal. — Action  for  injunction  to 
restrain  Patentees  so  applying. — Interlocutory  injunction  granted 
and  confirmed  on  appeal.  Patentees,  after  commencing  an  action 
for  infringement,  entered  into  a  conditional  contract  for  sale  of  the 
Patent  with  a  clause  providing  that  the  Patentees  should  prosecute 
the  action  to  trial,  and  by  a  subsequent  further  agreement  the 
Patentees  agreed  to  instruct  the  purchasers'  solicitors,  and  that  such 
solicitors  should  prosecute  the  action  to  final  judgment  or  settle- 
ment, the  purchaser*  indemnifying  them  against  costs.    At  the  trial 
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AGREEMENT—  continued. 

the  action  was  dismissed  on  the  ground  (inter  alia)  of  the  invalidity 
of  the  Patent,  and  the  Plaintiffs  appealed.  Before  the  trial  the 
Patentees  sold  the  Patent,  subject  to  the  agreements,  to  a  trustee  for 
the  Defendants  in  the  action.  The  Defendants  applied  to  strike  out 
the  appeal,  and  the  Patentees  applied  subsequently  in  person  to 
withdraw  it.  These  applications  stood  over  to  allow  the  first  pur- 
chasers to  bring  an  action  and  move  for  an  injunction  restraining 
the  Patentees  from  so  applying,  which  they  did. — Held,  at  the 
hearing,  that  the  words  "  final  judgment "  were  not  satisfied  by  a 
judgment  of  first  instance  from  which  an  appeal  was  pending,  and 
that  the  Patentees  were  trustees  for  the  first  purchasers.  An  inter- 
16outory  injunction  was  granted.  The  Patentees  appealed. — Held, 
"by  the  Court  of  Appeal,  that,  although  the  sale  was  still  conditional, 
the  Patentees  could  not  defeat  the  rights  of  the  first  purchasers,  and 
that  the  latter  were  entitled  to  prosecute  the  appeal  in  the  Patent 
action.      The    judgment    below    was    affirmed     on    this    ground. 

Commercial  Development  Corporation,  Ld.  v.  Atkins  and 

APPLEGARTH  ;   ATKINS   AND    APPLEGARTH   V.  CASTNER-KELLNER 

Alkali  Co.,  Ld.,  p.  93. 

2.  AgTOement  to  pay  royalties. — Patent. — Action  for  royalties. — Agree- 
ment.— Independent  invention.  D.  was  the  inventor  of  a  new 
gunpowder  for  blasting  purposes,  afterwards  known  as  "Argus" 
powder,  in  respect  of  which  a  Provisional  Specification  was  lodged 
in  April  1898.  In  January  1899  an  agreement  was  made  between 
D.  and  C.  H.  &  Co.,  Ld.,  by  which  C.  H.  &  Co.  agreed  to  pay  D., 
during  the  continuance  of  the  agreement,  royalties  on  the  manu- 
facture of  the  "  Argus  "  powder,  and  it  was  provided  that  improve- 
ments in  and  additions  to  D.'s  invention  should  be  within  the 
agreement.  C.  and  others  were  afterwards  granted  Letters  Patent  in 
respect  of  another  gunpowder  which  afterwards  came  to  be  known 
as  "  Bulldog  "  powder.  C.  H.  &  Co.  proceeded  to  manufacture  and 
sell  this  "  Bulldog "  powder.  D.  thereupon  brought  an  action  for 
royalties  under  the  agreement,  contending  that  "  Bulldog "  was 
identical  in  composition  with  "  Argus  "  powder,  or,  alternatively, 
was  an  improved  modification  of  "  Argus,"  and  was  subject  to  the 
agreement. — Held,  that  the  use  of  lignite  instead  of  ordinary  charcoal 
as  the  source  of  carbon  in  the  composition  of  the  •'  Argus  "  powder 
was  of  the  essence  of  the  Plaintiff's  patented  invention  ;  and  that  the 
Defendants  in  manufacturing  "Bulldog"  powder  without  using 
lignite  were  only  doing  what  all  the  world  were  entitled  to  do 
and  without  infringing  D.'s  Patent ;  and  that  such  manufacture  did 
not  come  within  the  agreement ;  and  further  that  the  "  Bulldog  " 
powder  was  not  an  improvement  in  or  addition  to  the  Plaintiff's 
invention.    The    action    was    dismissed    with    costs.     Davies    v. 

CURTTS'S  AND   HARVEY,  Ld.,  p.  580. 


AMENDMENT  OF  SPECIFICATION.     See  also  SPECIFICATION  (CONSTRUC- 
TION OP),  Nos.  8  and  9. 

Application  to  amend  whether  suspended  by  subsequent  petition 

.  for  revocation. — Action  for  infringement.— Preliminary  trial  on 

v.      .    points  of  law. — Application  at  Patent.  Office  for  leave  to  amend 

,  c  : ; ,  -; .    ..  Specification. — Subsequent  p  resentation  of  'petition  for .  revocation. — 

.-.■■•  m  ;    Bight  of  Patentee  to  proceed  with  application  without  leave  of  Court. 
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AMENDMENT  OF  SPECIFICATION— continued. 

Jurisdiction  of  Comptroller  to  give  leave  to  amend  not  suspended.^ 
Patent^  Ac.  Act*  1883,  sections  18  and  19 ;  Patents,  Ac.  Act,  1888, 
section  5.  A  petition  for  revocation  of  a  Patent  was  presented  by  a 
Company  after  the  Patentee  had,  by  request  in  writing,  applied  at 
the  Patent  Office  for  leave  to  amend  his  Specification.  The  leave 
was  given  by  the  Comptroller,  and  the  Specification  was  amended 
accordingly.  In  a  subsequent  action  for  infringement  the  Defend- 
ants, being  the  Company  which  had  presented  the  petition,  by  their 
defence  raised  the  points  that  under  section  18  (10)  of  the  Patents, 
&c.  Act,  1883,  the  power  of  the  Patentee  to  apply  for  and  the  juris- 
diction of  the  Comptroller  to  grant  leave  to  amend  the  Patent  were 
suspended  so  long  as  the  petition  was  pending,  and  that  the  decision 
of  the  Comptroller  giving  leave  to  amend  was  ineffectual.  These 
points  were  ordered  to  be  heard  as  preliminary  points  of  law, 
together  with  another  point  which,  in  view  of  the  judgment,  it 
became  unnecessary  to  decide. — Held,  that  where  an  application 
has  been  made  by  a  Patentee  for  leave  to  amend  his  Specification, 
there  being  at  that  time  no  action  for  infringement  or  proceeding 
for  revocation  pending,  the  application  can  proceed  without  the 
leave  of  the  Court  under  section  19,  notwithstanding  that  an  action 
for  infringement  or  proceeding  for  revocation  is  subsequently 
commenced.  Woolfb  v.  Automatic  Picture  Gallery,  Ld., 
p.  425.  N.B. — The  judgment  in  this  case  has  been  affirmed  on 
appeal. 

ANALOGOUS  USER.    See  Subject-matter,  No.  2. 

ANTICIPATION.    See  also  Novelty  (Want  op). 

Alleged  anticipation  insufficient. 

1.  Patent  for  improvements  in  closing  devices  for  preserve  jars  held  not  to 
have  been  anticipated  either  by  alleged  prior  publication  or  user. 

Automatic  Air-tight  Cover,  Ld.  v.  Stockeord,  p.  453,    See 

INFRINGEMENT,  No.  17. 

2k  Patent  for  tyres  with  edges  stiffened  by  means  of  zig-zag  wire  held  not 
to  have  been  anticipated  by  Specification  not  suggesting  zig-zag  wire. 
Birmingham  Pneumatic  Tyre  Co.,  Ld.  v  Reliance  Tyre  Co., 
Ld.,  p.  298.    See  Variance. 

3.  Patent  for  improvements  in  atmospheric  or  power  hammers  held  not  to 

have  been  anticipated  by  alleged  prior  publication.    In  THE  Matter 

op  Jameson's  Patent,  p.  246.  See  Revocation  (Petition  for), 
No.  2. 

4.  Patent  for  improvement  connected  with  the  concentration  or  'distillation 

of  glycerine  held  not  to  be  anticipated  by  alleged  prior  user.  In 
the  Matter  op  Scott's  Patent  (No.  5889  of  1897),  p.  273. 
See  Revocation  (Petition  por),  No.  3. 

APPEAL. 

Withdrawal  of.    See  Agbbejibnt, 
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APPLICATION  FOR  PATENT.  See  also  Grant  op  Patent  (Opposition  to). 

1*  Manner  of  Manufacture. — Alleged  invention.  Although  by  section  46 
of  the  Patents,  &c.  Act,  1883,  invention  includes  an  alleged  inven- 
tion, this  does  not  relieve  the  Comptroller-General  from  the  duty  of 
satisfying  himself  that  what  is  sought  to  be  patented  is  an  invention 
relating  to  some  manner  of  manufacture  within  the  Statute  of 
Monopolies.  An  alleged  invention  consisted  in  leaving  a  space  or 
spaces  across  or  down  the  printed  page  of  a  newspaper  or  the  like, 
the  object  being  to  enable  a  person  reading  a  newspaper  to  fold  it 
along  these  spaces.  The  application  was  refused  by  the  Chief 
Examiner,  but,  on  appeal,  was  allowed  by  the  Law  Officer,  as 
relating  to  a  manufacture.  Cooper's  Application  for  a  Patent, 
p.  53. 

2.  Manner  of  Manufacture. — Alleged  invention. — Patents,  Ac.  Act,  1888, 

section  46.  An  application  having  been  made  for  a  Patent  for  an 
alleged  invention  consisting  of  an  envelope,  postcard,  or  the  like, 
with  certain  printed  matter  thereon,  which  would  have  enabled  a 
certain  system  of  business  correspondence  to  be  carried  out,  the 
application  was  refused.  The  Applicant  appealed. — Held,  that  the 
alleged  invention  was  not  a  "  manner  of  manufacture  "  within  the 
Statute    of    Monopolies.    The   appeal  was  dismissed.      JOHNSON'S 

Application  foe  a  Patent,  p.  56. 

3.  Withdrawal. — Application  for  grant  by  R.,  the  inventor,  and  W.,  tlie 

purchaser,  of  an  invention. — Threat  by  JR.  to  withdraw  from  and 
abandon  the  application. — Action  to  restrain  R.from  so  doing. — 
Injunction  awarded  by  consent.  Wool,  Hide,  and  Skin  Syndicate, 
Ld.  v.  Riches,  p.  127. 

4.  International  Convention.  Option  of  Patentee  under  section 
103  of  Patents,  &c.  Act,  1883.  Within  what  period  exercise- 
able. — Date  of  commencement  of  protection  against  anticipation. — 
Date  of  Patent  conclusive. — Patents,  Ac.  Act,  1888,  section  108 ; 
Patents,  Ac.  Act,  1885,  section  6;  Patent  Rules,  1890,  24-29.  W. 
applied,  on  the  28th  of  February  1894,  for  a  Patent  in  the  United 
States,  and  on  the  1st  of  September  1894,  applied  in  the  United 
Kingdom  for  Letters  Patent  for  an  invention  of  "  Improved  metallic 
•  "  carbides  applicable  for  use  in  the  production  of  acetylene,*  and 
u  means  for  producing  the  same,"  this  being  alleged  to  be  the  same 
invention  as  that  patented  in  the  United  States.  The  application 
was  made  in  the  ordinary  form,  and  not  in  that  prescribed  in  the 
Patent  Rules  for  an  application  claiming  the  benefit  of  section  103 
of  the  Patents  Act,  1883,  and  after  seven  months  from  the  date  of 
the  American  application  had  elapsed,  but  before  the  grant  of  the 
Patent,  the  Patentee  applied  to  the  Patent  Office  to  have  the  Patent 
dated  as  of  the  same  date  as  the  American  application.  This  was 
refused,  and  the  Patent,  which  was  granted,  was  dated  the  1st  of 
September  1894.  The  owners  of  the  Patent  having  commenced  an 
action  for  infringement,  the  Defendants  denied  infringement,  and 
alleged  want  of  invention  and  novelty,  relying  on  {inter  alia)  a 
United  States  Patent  of  W.  of  1892  and  five  papers  by  M.  One  of 
these  papers  was  published  in  this  country  on  the  16th  of  March 
1894.  The  Plaintiffs  contended  that  the  Patent  was  protected  by 
section  103  of  the  Patents,  &c.  Act,  1883,  as  amended  by  section  6 
of  the  Patents,  &c.  Act,  1885,  from  anticipation  by  M.'s  paper, 
alleging  that  the  Patent  ought  to  have  been  dated  the  28th  of 
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APPLICATION  FOR  PATENT— continued. 

February  1894,  and  that,  although  not  so  dated,  it  was  protected 
under  subsection  (2).  This  was  decided  at  the  trial  as  a  preliminary 
point. — Held,  that  the  Patentee  could  only  exercise  the  option  con- 
ferred upon  him  by  section  103  within  seven  months  from  the  date 
of  the  American  application,  "  application  "  in  that  section  meaning 
one  on  which  the  Patentee  elects  to  take  the  benefit  of  the  section, 
and  (following  the  British  Tanning  Co.  v.  Qroth,  8  R.P.C.  113) 
that  subsection  (2)  only  applies  where  the  Patentee  avails  himself  of 
the  privileges  of  the  section  ;  that  the  date  of  the  Patent  is  conclu- 
sive ;  and  that  therefore  the  Defendants  were  not  precluded  from 
relying  on  M.'s  paper  as  a  prior  publication  of    the  invention. 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  213.  N.B. — The  judgment  in  this  case  has  been  affirmed  on  appeal, 
but  on  the  ground  that  the  date  of  the  Patent  was  conclusive. 

ASSIGNEE  OF  LICENCE.    See  LICENCE. 

CANADIAN  LAW. 

Canadian  Patent.— Whether  expiring  with  British  Patent  for  same 

invention. — Expiry  of  British  Patent  before  the  end  of  the  term  for 
which  the  Canadian  Patent  was  granted. — Canadian  Patent  Act% 
section  8,  and  Canadian  Act,  55  and  56  Victoria,  chapter  24,  secion  1. 
On  the  1st  of  March  1892  J.  applied  in  Canada  for  a  Canadian 
Patent  and  in  England  for  a  British  Patent  for  the  same  invention. 
On  the  12th  of  July  1892  the  British  Patent  was  granted  for  14  years 
from  the  1st  of  March  1892,  and  on  the  15th  of  October  1892  the 
Canadian  Patent  was  granted  for  18  years  from  that  date.  On  the 
1st  of  March  1897  the  British  Patent  expired  for  non-payment 
of  fees.  On  the  1st  of  September  1898  the  owners  of  the  Canadian 
Patent  brought  an  action  for  infringement  thereof,  and  the 
Defendants,  among  other  things,  pleaded  that  before  the  com- 
nlbncement  of  the  action  the  Canadian  Patent  had  expired  by 
reason  of  the  expiration  of  the  British  Patent.  At  the  trial 
judgment  was  given  for  the  Defendants  on  the  last-mentioned 
ground.  The  Plaintiffs  appealed  to  the  Supreme  Court  of  Canada, 
which  reversed  the  judgment  below.  The  Defendants  appealed  to 
the  Privy  Council. — Held,  that  the  Canadian  Patent  expired  as  soon 
as  the  British  Patent  expired,  and  that  the  judgment  of  the  Supreme 
Court  should  be  reversed  with  costs,  and  the  judgment  of  the  lower 
Court  restored.  Dominion  Cotton  Mills  Co.,  Ld.  v.  General 
Engineering  Co.  of  Ontario,  Ld.,  p.  521. 

CERTIFICATE    AS    TO    PARTICULARS    OF    OBJECTIONS.      See    also 

Practice,  No.  1. 

1-  Certificate  refused. — Action  for  infringement. — Plaintiffs  offering 
no  evidence  at  trial. — Costs  of  Particulars  of  Objections. — Patents, 
Ac.  Act,  1883,  section  29  (0).  On  an  action  for  infringement  of  a 
Patent  coming  on  for  trial,  the  Plaintiffs  stated  that  they  were 
unable  to  bring  the  alleged  infringement  within  their  Patents,  and 
accordingly  offered  no  evidence.  Th6  Defendants  by  their  Defence 
alleged  that  the  Patents  were  invalid  and  delivered  Particulars  of 
Objections.    The  action  was  clispciissed  with  coptp,    The  Defendants 
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CERTIFICATE  AS  TO  PARTICULARS  OF  OBJECTIONS-r^mt^. 

asked  for  a  Certificate  that  their  particulars  were.. reasonable  and 
proper. — Held,  that  a  Certificate  that  the  Particulars  of  Objections 
were  reasonable  and  proper  could  not  be  granted.  AMERICAN  STEEL 

AND  WlEE  CO.  V.  W.  T.  GlO.VEE  &  CO.,  LD.,  p.  111. 

2.  Certificate  granted,  but  not  covering  certain  evidence  as  being  outside  the 

Particulars  of  Objections.  Acetylene  Illuminating  Co.,  Ld.  v. 
United  Alkali  Co.,  Ld.,  p.  213. 

3.  Certificate  refused,  as  to  three  Patents  with  respect  to  which  the  Plain- 

tiffs offered  no  evidence  at  the  trial.  ACETYLENE  ILLUMINATING 
Co.,  Ld.  v.  United  Alkali  Co.,  Ld.,  p.  213. 


CERTIFICATE    OF     VALIDITY     OF     PATENT     HAVING    COME    IN 
QUESTION. 

1.  Certificate  refused  in  an  action  in  which  the  Patent  was  held  invalid. 
Haslam  v.  Hall  (5  R.P.C.  27)  discussed.  Acetylene  Illumi- 
nating Co.,  Ld.  v.  United  Alkali  Co.,  Ld.,  p.  213. 

2.  Certificate  refused  to  a  successful  Plaintiff,  the  Defendant  not 

appearing  at  the  trial. — Action  for  infringement — Splash  pre- 
venter.— Injunction  granted  with  costs,  the  Defendant  not  appearing 
at  the  trial. — Inquiry  as  to  damages  and  certificate  of  validity 
refused.  Where  the  infringement  of  Letters  Patent  was  proved  but 
the  Defendant,  after  delivering  a  Defence,  did  not  appear  at  the  trial 
to  speak  to  the  anticipation  by  eleven  prior  Specifications  referred  to 
in  his  Particulars  of  Objections. — Held,  that  although  the  Plaintiffs 
were  entitled  to  an  injunction  restraining  infringement  and  to  the 
costs  of  the  action,  an  inquiry  as  to  damages  and  a  certificate  of 
validity  ought  not  to  be  granted.  Webb  Lamp  Co.,  Ld.  v.  ATKINSON, 
p.  599.  , 


COMBINATION.    See  Infringement,  Nos.  8  and  14.    Also  Specification 
(Construction  of). 


COMMUNICATION  FROM  ABROAD.    See  Revocation  (Petition  fob), 
No.  2. 


CONSTRUCTION.  See  Specification  (Construction  of);  Infringement ; 
Agreement. 


CONTEMPT  OP  COURT. 

Threats  whether  contempt  of  Court.— Action  for  infringement- 
Motion  by  Defendants  to  restrain  circular  sent  out  by  Plaintiff^. — 
Alleged  contempt  of  Court — Motion  dismissed.    Dunlop  PNEUMATIC 

Tyre  Co.,  Ld.  v.  Clifton  Rubber  Co.,  Ld.,  p.  527. 
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COSTS.     See  also   Certificate   as   to  Particulars   op   Objections  ; 
Practice,  No.  6. 

1.  Leave  to  discontinue  an  action  for  infringement  on  paying  the  costs  of 

the  action,  including  the  costs  of  those  of  the  Particulars  of  Objections 
which  the  Registrar  should  certify  to  have  been  reasonable  and 
proper.  Kerr  and  Hoegger,  Ld.  v.  Crompton  and  Horrocks, 
p.  9. 

2.  Costs  on  higher  scale  of  appeal  refused,  although  higher  scale  costs 

allowed  at  trial.  Chambbrlain  and  Hookham,  Ld.  v.  Mayor,  &c. 
op  Bradford,  p.  78.    See  Infringement,  No.  3. 

3.  Costs    of  three    Counsel    allowed.— Actions  for    infringement.— 

Judgment  for  Defendants. — Taxation  of  costs.  Bradford  Dyers' 
Association,  Ld.  v.  Bury.    Same  v.  Williams,  p.  125. 

4.  Direction  as  to  costs  of  three  Counsel  not  given  at  trial.     Ferranti  v. 

Thomson-Houston  Co.,  Ld.,  p.  147. 

,.  »  . 

5.  Solicitor  and  client  costs  refused,  although  the  Plaintiffs  had  a  certificate 

of  validity,  because  the  only  issue  was  infringement.  Saccharin 
Corporation,  Ld.  v.  Dawson,  p.  169. 

6.  Issue  Of  fraud. — The  Respondent  to  a   Petition  for  revocation  held 

entitled  to  the  costs  of  an  issue  of  fraud,  which  was  withdrawn, 
although  consenting  to  the  revocation  of  the  Patent.  In  the 
Matter  of  Scott's  Patent  (No.  12,136  of  1890),  p.  280. 

7.  Certificate  granted  to  deprive  Plaintiffs  of  solicitor  and  client 

costs. — Action  for  infringement.— Defendants  not  contesting  the 
Plaintiffs'  case. — Certificate  as  to  validity  of  Patent  having  come  in 
question  granted  in  previous  action.  Edison-Bell  Consolidated 
Phonograph  Co.,  Ld.  v.  Waterfield,  Clifford  &  Co.,  p.  330. 


DAMAGES. 

Inquiry  as  to,  refused  to  a  successful  Plaintiff,  the  Defendant  not  appearing 
at  the  trial.    Webb  Lamp  Co.,  Ld.  v.  Atkinson,  p.  599. 


DISCONFORMITY.    See  Variance. 

DISCOVERY.    See  Practice,  No.  5. 

ESTOPPEL.    See  Revocation  (Petition  for),  No.  2. 

EVIDENCE. 

■  • 

1-  Particulars  of  Objection. — "  You  can  prove  anything  that  is  material  in 
"  an  action,  subject  to  this  limitation,  that,  if  it  is  an  objection,  you 
t'  must  give  particulars  of  it  under  the  statute,  if  it  is  no  objection, 
,    "  you  may  prove  it."    Per  BUCKLEY,  J.    ACETYLftNE  ILLUMINA- 
TING Co,,  Ld.  v. United  Alkali  Co.,  Ld.,  p.,234. 
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EVIDENCE— continued. 

2.  Grounds  of  information  and  belief. — Action  for  infringement. — Motion 
for  interlocutory  injunction — Evidence. — Affidavit  on  information 
and  belief — Admissibility. — Order  XXXVIII.y  rule  3.  An  affidavit 
made  in  an  interlocutory  application  on  information  and  belief  must 
assign  satisfactory  grounds  for  the  belief,  but  it  is  not  necessarily 
essential  that  the  names  of  the  persons  from  whom  the  information 
has  been  obtained  should  be  stated.     BADISCHE   Anilin  und  Soda 

Fabrik  v.  W.  G.  Thompson,  Ld.,  and  Others,  p.  502. 
EXPIRATION  OF  CANADIAN  PATENT.    See  Canadian  Law. 


EXTENSION  OF  TIME  FOR  SEALING  PATENT.    See  GRANT  OF  PATENT 
(Opposition  to),  No.  2. 

FIAT    OF    ATTORNEY    GENERAL.    See    REVOCATION    (PETITION     FOR), 
No.  2. 

"  FINAL  JUDGMENT."    See  Agreement. 

FRAUD.    See  Revocation  (Petition  for),  Nob.  2,  3,  and  4. 

FOREIGN  CORPORATION.    See  Practice,  No.  2. 

"  FOREIGN  PATENT." 

A  British  Patent  is  a  foreign  Patent  within  the  meaning  of  the  Canadian 

Patent  Act.  Dominion  Cotton  Mills  Co.,  Ld.  v.  General 
Engineering  Co.  of  Ontario,  Ld.,  p.  526.  See  also  Canadian 
Law. 

GRANT.    See  Application  for  Patent  ;  Grant  of  Patent  (Opposition 
to). 

GRANT  OF  PATENT  (OPPOSITION  TO). 

1.  Improvement  of  previously  patented  invention.    Opposition  on 
the  ground  that  the  invention   had  been   patented  upon 

applications  of  prior  date. — The  Chief  Examiner,  acting  for  the 
Comptroller-General,  decided  to  seal  a  Patent  on  the  application, 
with  certain  amendments  in  the  Specification,  including  an  extension 
of  a  disclaiming  clause.  The  Opponents  appealed. — Held,  by  the 
Law  Officer,  on  appeal,  that  the  Chief  Examiner's  decision  be  varied 
by  striking  out  some  of  the  claims. 

Where  the  invention  is  an  improvement  on  previously  patented 
inventions  general  words,  which  may  in  any  sense  be  token  to 
include  anything  that  has  been  previously  patented,  are  not  to  be 
used  in  the  claims.  In  the  Matter  op  Hamilton,  Hamilton 
and  Hamilton's  Application  for  a  Patent,  p.  33. 
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GRANT  OP  PATENT   (OPPOSITION  TOy-continued. 

2.  Collusive  Oppositions.— Opposition  to  the. grant  of  a  Patent  on  the 
ground  that  the  invention  had  been  patented  upon  an  application  of 
prior  date.  There  "was  no  appearance  on  behalf  of  either  of  the 
parties,  and  the  Comptroller-General  decided  to  seal  a  Patent  on  the 
application.  The  Opponent  appealed. — Held,  that  the  appeal  be  dis- 
missed. Where  the  opposition  is  not  a  genuine  opposition,  but  is 
entered  merely  for  the  purpose  of  delaying  the  sealing  of  the  Patent, 
applicants  run  a  grave  risk  of  entirely  losing  their  Patents.  The 
Law  Officer  will  not  grant  orders  extending  the  time  for  sealing 
without     satisfactory     evidence    that     the     proceedings    are    not 

collusive.*  In  The  Matter  op  an  Application  for  a  Patent 
by  A.  B.,  p.  403. 

3.  Locus  standi.  No  interest  in  prior  Patent.— Opposition  to  the  grant 

of  Patent  on  the  grounds  (a)  that  the  invention  had  been  obtained 
from  the  Opponent ;  and  (b)  that  the  invention  had  already  been 
patented  on  an  application  of  prior  date. — Held,  on  appeal,  by  the 
Law  Officer,  that  the  Opponent,  having  no  interest  in  the  prior 
Patent,  was  not  entitled  to  be  heard  upon  the  second  ground, 
although  he  was  a  lawful  Opponent  upon  the  first  ground,  on 
which,  however,  he  failed.  In  the  Matter  of  J.  &  J.'s  Appli- 
cation for  a  Patent,  p.  555. 

IMPROVEMENT.    See  Grant  of  Patent  (Opposition  to),  No.  1,  and 
Agreement,  No.  2. 

INFORMATION  AND  BELIEF.    See  Evidence,  No.  2. 

INFRINGEMENT.    See  also  cases  under  Novelty  (Want  of)  ;    Subject- 
matter;  Variance. 

1.  Construction  of  Specification.— Defendant  held  not  to  infringe.— 
Action  dismissed. — Appeal  dismissed.  Letters  Patent  having  been 
granted  for  a  "  Method  of  producing  a  silky  lustre  upon  fabrics  and 
44  webs  of  all  kinds,"  the  owners  of  the  Patent  commenced  an  action 
for  infringement,  in  which  the  Defendant  denied  infringement,  and 
alleged  that  the  Patent  was  invalid  on  several  grounds.  The 
Patentee,  in  his  Complete  Specification,  after  giving  a  theory  to 
explain  the  lustre  of  silk,  continued  : — "  If,  therefore,  the  lustre  of 
44  silk  is  to  be  given  to  other  parts  (sic)  of  fabric,  it  becomes  requisite 
to  provide  the  web  with  a  great  number  of  small  surfaces,  which 
are  distributed,  not  on  one  but  on  several  planes  lying  each 
in  an  angle  to  all  the  other,  the  angles  being  different  ones  "  ;  and, 
after  stating  that  this  might  be  done  by  means  of  a  stamp  to  which 
the  structure  of  a  silk-satin  web  had  been  transferred  by  a  galvano- 
plastic  process,  but  that  the  manufacture  of  such  stamps  was  difficult, 
stated  as  follows  : — "  I,  therefore,  prefer  to  engrave  a  great  number 
44  of  small  surfaces  of  the  said  kind  into  a  plate  or  roller  consisting 
u  of  steel  or  any  other  hard  material,  or  I  cut  such  surfaces  into  said 
44  parts  by  means  of  a  suitable  machine.  A  section  through  a  plate 
"  or  roller  provided  with  the  differently  inclined  small  surfaces  will 
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*  The  Mating  mm  in  this  oase  ref  used,  p.  656. 
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INFRINGEMENT-*^™™**.  '  '     '" 

"  represent  an  appearance  similar  to  that  of  a  fine-toothed  saw,  there 
being,  however,  the  difference  that  there  may  be  more  directions  of 
"  inclination  than  only  two."  After  saying  that  the  breadth  of  the 
surfaces  should  not  be  so  great  as  for  them  to  be  cognizable  by  a 
sound  eye  and  describing  the  surfaces  as  representing  "a  sort  of 
"  parallel  grooves  "  and  that  the  direction  of  the  said  grooves  should 
be  parallel  to  the  threads  of  the  fabric,  the  Specification  concluded 
with  three  claims,  the  first  being  for  "  the  method  of  producing  a 
"  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the 
"  latter  with  numerous  small  surfaces  having  different  inclinations 
44  with  regard,  to  the  plane  of  the  stuff,  substantially  as  described.' f 
The  Defendant  used  for  the  purpose  of  producing  a  silky  lustre  a 
roller  having  on  it  a  large  number  of  fine  parallel  lines,  about  250  to 
the  inch.  Rollers  engraved  with  about  90  such  lines  to  the  inch 
were  known  for  the  same  purpose  previously  to  the  Patent.  '  At  the 
trial  (reported  18  R.P.C.  161),  JOYCE,  «/.,  without  deciding  the 
questions  as  to  validity,  held  that  such  a  roller  as  the  Defendant  used 
was  not  what  the  Patentee  intended  to  describe,  and  that  the  Defen- 
dant had  not  infringed.  The  action  was  dismissed  with  costs.  The 
Plaintiffs  appealed.   The  appeal  wa3  dismissed  with  costs.    BRADFORD 

Dyers'  Association  v.  Bury,  p.  1. 

''«■.'  » 

<  .  *' 

2.  Construction  of  Specification.— Defendant  held  not  to  infringe.— 

Action  dismissed. — Appeal  dismissed.  An  action  on  the  same  Patent 
as  that  mentioned  in  No.  1,  and  raising  the  same  questions,  having 
been  dismissed  at  the  trial  (18  R.P.C.  229),  it  was  arranged  that  an 
appeal  by  the  Plaintiffs  should  abide  the  result  of  the  appeal  in  No. 
1,  and  the  appeal  was  accordingly  dismissed.     BRADFORD  DYERS' 

Association  v.  Williams,  p.  8. 

3.  Construction  of  SvGQlfiQ&tion.— Infringement  not  found* — Appeal.— 

Appeal  dismissed. — Higher  scale  costs  allowed  at  trial,  refused  on 
appeal.  The  owners  of  a  Patent  for  "  Improvements  in  electricity 
44  meters,  parts  of  which  improvements  are  applicable  to  dynamo 
44  electric  generators  and  motors,"  sued  the  Mayor,  &c.  of  Bradford 
for  infringement.  The  Defendants  pleaded  non-infringement,  and 
alleged  that  the  Patent  was  invalid  by  reason  of  insufficiency,  want 
of  utility,  prior  publication,  and  disconformity.  It  was  held  at  the 
trial,  that  the  Defendants  had  not  infringed  (17  R.P.C.  493).  No 
judgment  was  given  on  the  other  issues  raised.  A  Certificate  was 
granted  that  the  Particulars  of  Objections,  which  were  referred  to  at 
the  trial,  were  reasonable  and  proper.  Costs  were  given  on  the 
higher  scale.  The  Plaintiffs  appealed. — Held,  by  the  Court  of  Appeal, 
that  the  Defendants  had  not  infringed  the  Plaintiffs'  Letters  Patent. 
Costs    on    the   higher    scale   were  refused.     CHAMBERLAIN    AND 

Hookham,  Ld.  v.  Mayor,  Aldermen  and  Burgesses  of  the 
Borough  op  Bradford,  p.  78. 

4.  Construction     of    Specification.—  Infringement   not  found.      The 

grantee  of  a  Patent  for  *'  Improvements  in  electrical  meters  "  sued 
the  Defendants  for  infringement.  The  Defendants  denied  infringe- 
ment, and  alleged  that  the  Patent  was  invalid.  The  first  claim  of 
the  Specification  was  as  follows  : — "  The  employment  in  electric 
44  motor  meters  of  an  additional  coil  of  insulated  conductors  through 
u  which  a  current  not  forming  any  part  of  the  current  to  be 
"  measured  is  passed  continuously  for  the  purpose  herein  before 
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u  described." — Held  that  on  the  true  construction  of  the  Specification 
the  invention  was  confined  to  electrical  meters  in  which  the  current 
passing  through  the  additional  coil  did  not  pass  through  the  mercury 
bath  or  other  armature  of  the  meter,  and  was  confined  to  current 
meters  as  distinguished  from  energy  meters,  and  that  the  Defendants 
had  not  infringed ;  the  action  was  dismissed.  Db  Fbrranti  v. 
Thomson- Houston  Co.,  Ld.,  p.  147.  N.B.— The  judgment  in  this 
case  hoe  been  affirmed  on  appeal. 

5.  Presumption  of  infringement  of  some  of  five  Patents.— Action 

for  infringement  of  five  Patents. —  Validity  not  denied. — No  proof 
under  which  Patent  the  infringing  articles  were  made. — Form  of 
injunction. — Certificate  of  validity  of  Patent  granted  in  prior  action. 
—Solicitor  and  client  c^sts  refused.  In  an  action  brought  for  an 
injunction  to  restrain  the  infringement  of  five  Patents,  which 
covered  all  known  methods  of  making  pure  saccharin,  the  Plaintiffs 
were  unable  to  prove  which  of  the  Patents  had  been  infringed. 
•  The  evidence  showed  that  the  infringing  articles  complained  of 
consisted  of  pure  saccharin ;  that  pure  saccharin  could  not  be  pro- 
duced by  the  use  of  the  processes  described  in  an  expired  Patent  for 
saccharin  upon  which  the  Defendant  relied ;  and  that  one  of  the 
Patents  sued  upon  must  have  been  infringed. — Held,  that  an 
injunction  and  inquiry  as  to  damages  should  be  granted,  but  that  the 
injunction  should  be  limited  to  the  period  covered  by  the  oldest  of 
the  five  unexpired  Patents.  The  Plaintiffs  were  awarded  the  costs 
of  both  actions  ;  but,  although  they  held  a  Certificate  of  validity  of 
one  of  the  Patents,  the  Judge,  as  the  only  issue  in  the  actions  was 
infringement,  certified  for  party  and  party  costs  only.  Automatic 
Weighing  Machine  Go.  v.  International  Hygienic  Society  (6  R.P.C. 

480)  followed.  Saccharin  Corporation,  Ld.  v.  Dawson,  p.  169. 

6.  Limited  claim  for  combination.    Mechanical  equivalents.— Con- 

struction of  Specification. — Defendants  held  not  to  infringe. — Action 
dismissed. — Appeal  dismissed.  A  Patent  for  "  A  horizontal  sifting 
"  machine  with  circular  shaped  sieves  "  was  granted  to  B.,  the  claim 
in  the  Specification  being  : — "  In  a  sifting  apparatus,  a  number  of 
"  circular  sieves,  connected  together  and  put  in  rotary  motion  on 
"  a  horizontal  plane,  so  that  the  material  fed  by  the  shoot  falls  on 
"  to  cone-shaped  surfaces  placed  above  each  sieve  and  glides  from 
u  there  over  the  edges  into  the  sieves  where  it  is  evenly  spread  over 
"  the  sifting  bottom,  the  coarser  particles  of  the  material  thereby 
"  agglomerating  automatically  in  the  middle  of  the  sieve  and  being 
"  removed  thence  from  the  machine  by  discharging  tubes,  while  the 
"  finer  part  passes  through  the  remaining  sieves  and  falls  to  the 
"  ground,  while  rotAing  arms  provided  with  brushes  are  fastened  to 
"  the  inner  walls  of  the  sieves  in  such  a  manner  as  to  keep  clean  the 
**  under  surface  of  the  sieve  or  sieves  and  so  prevent  the  perfora- 
"  tions  from  being  stopped  up,  constructed  and  arranged  substantially 
"  as  described."  As  explained  in  the  body  of  the  Specification,  the 
brushes  were  fixed  to  a  ring  of  a  diameter  a  little  greater  than  that 
of  the  circular  inner  walls  of  the  sieves,  and  were  shown  in  the 
drawings  in  a  radial  position.  B.  having  brought  an  action  for 
'  infringement  of  the  Patent,  the  Defendants  relied  mainly  on  non- 
infringement. In  their  machine  the  material  was  fed  on  to  a  flat 
surface  which  was  provided  with  slats,  and  the  brushes  were  fixed 
to  a  ring  of  a  diameter  a  little  less  than  that  of  the  circular  outer 
walls  of  the  sieves,  and  were  at  an  angle  and  not  radial,  and  the 
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Defendants  relied  on  this  and  other  differences.  At  the  trial,  it  was 
held  that  the  Patentee  had  claimed  the  cone-shaped  surfaces  as  an 
essential  element  of  his  combination,  and  that  the  Defendants  had 
not  infringed.  The  Plaintiff  appealed. — Held,  by  the  Court  of 
Appeal,  that  the  Patentee  had  limited  his  claim  to  a  combination 
possessing  as  one  of  its  elements  the  brushing  arrangement  described 
by  him,  and  that  the  Defendants  had  not  taken  this  or  a  known 
equivalent  for  it,  and  had  not  infringed.  The  appeal  was  dismissed 
with  costs.    BUNGB  v.  HlGGlNBOTTOM  &  Co.,  Ld.,  p.  187. 

7.  Old  Result. — "  Prima  facie,  no  doubt  it  has  been  said  that  when  an 

4k  invention  relates  to  the  production  of  an  old  and  known  result,  the 
"  Patentee  is  protected  in  respect  of  the  particular  means  of  per- 
"  forming  the  invention  he  sets  forth  in  the  Specification,  and  under 
"  such  circumstances  it  may  be  no  infringement  to  achieve  the  same 
"  result  by  the  use  of  well  known  equivalents  ;  but  it  is  not  a  true 
"  proposition  of  law  to  say  that  in  no  case  can  the  achievement  of 
"  the  same  result  by  the  use  of  well-known  equivalents  be  an 
"  infringement.  No  one  would  say  that  the  substitution  of  a  hinge 
"  for  a  slide  would  constitute  such  a  difference  in  the  combination 
"  as  that  the  substitution  would  negative  infringement ;  or,  to  take 
"  another  case,  no  one  would  say  that  if  there  was  a  Patent  for  a 
"  machine  for  making  bricks,  in  which  part  of  the  process  consisted 
"  in  moving  cutting  wires  against  clay,  the  moving  of  clay  against 
"  cutting  wires  was  such  a  difference  in  the  combination  as  to 
"  negative  an  infringement."    Per  Vaughan  Williams,  L.J.,  in 

BUNGE  V.  HlGGINBOTTOM  &  CO.,  L.D.,  at  p.  196. 

8.  Combination. — "  It  was  contended  that  the  law  is  not  such  that  in  an 

"  action  for  infringement  of  a  combination  (the  merit  of  the  machine 
"  lying  in  the  combination)  a  Defendant  is  to  escape  on  the  ground 
"  of  non-infringement  simply  because  he  has  departed  in  some 
"  particular  from  the  combination  which  has  been  chosen  by  the 
"  Plaintiff.  I  agree  that  the  lav/  is  not  so.  I  think  that  the  case 
"  which  has  been  already  referred  to  of  the  brickmaking  machine  is 
"  a  clear  example  to  the  contrary.  But  of  course  there  must  be  a 
"  limit,  and  the  limit,  as  it  seems  to  me,  must  be  ascertained  by 
"  considering  really  what  it  is  that  the  inventor  claims  as  the  subject 
"  of  his  Patent.  That,  of  course,  is  to  be  ascertained  by  construing 
"  the  Specification."  Per  STIRLING,  L.J.,  in  BUNGB  v.  HlGGIN- 
BOTTOM, Ld.,  at  p.  198. 

9-  New  Article. — "  Assume  that  an  article  is  produced  by  a  particular 
u  process,  and  that  that  article  is  new,  you  may  say  that  you  take 
"  out  a  Patent  for  the  article  in  the  peiree  that  it  is  a  new  thing,  and 
"  it  is  got  out  in  a  way  which  was  not  known  before,  but  I  do  not 
"  think  it  has  ever  been  laid  down  that  it  "would  be  an  infringement 
"  of  a  Patent  for  that  article  if  someone  ascertained  a  totally  different 
fc<  path  by  which  you  would  arrive  at  the  completed  thing.  I  do  not 
"  think  that  Thomson  v.  American  Braided  Wire  Company  affirmed 
•*  that."  Per  BUCKLEY,  J.>  in  KOPP  I/.  ROSBNWALD  BROTHERS,  at 
p.  211. 

io.  Defendants  held  not  to  have  infringed  a  combination  according 
to  the  Specification  as  fairly  construed.—  Infringement  found 

at  trial. — Appeal  allowed  on  ground  of  non-infringement.     The 
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owners  of  a  Patent  for  "  An  improved  boiler  flue "  sued  the 
Defendant  Company  and  its  directors  for  infringement.  The 
Patentee  claimed :  "  A  boiler  Hue  or  furnace  consisting,  as  to  its 
"  general  form,  of  a  series  of  annular  or  partially  annular  flutings 
u  connecting  a  corresponding  series  of  sharp  ridges."  The  Defen- 
dants' flue  had  corrugations  which  the  Plaintiffs  contended  were 
ridges,  and  also  a  subsidiary  corrugation  between  these.  It  was 
contended  by  the  Defendants  that  their  corrugations  were  not  similar 
to  the  sharp  ridges  claimed  by  the  Patentee,  and  that  this  and  the 
subsidiary  corrugations  so  differentiated  the  Defendant's  flue  as  to 
take  it  outside  the  claims  in  the  Plaintiffs1  Specification.  At  the 
trial  it  was  held  that  the  Defendants  had  infringed,  and  an 
injunction  was  granted.  The  injunction  was  suspended  until  the 
1st  of  May,  1901,  to  enable  the  Defendants  to  apply  to  the  Court  of 
Appeal.  On  such  application  the  injunction  was  by  consent  stayed 
pending  the  appeal.  On  the  appeal  being  heard, — Held,  that  the 
Defendants  had  not  infringed,  and  the  appeal  was  allowed.     LEEDS 

Forge  Co.,  Ld.  v.  Dbighton's  Patent  Flue  and  Tube  Co., 
Ld.,  p.  285. 

11*  Infringement  found. — Denial  of  infringement  by  one  Defendant. — 
Judgment  for  Plaintiffs.  The  owners  of  the  Welch  Patent,  having 
brought  an  action  for  infringement  of  the  same  against  a  vendor  of 
a  tyre  and  the  person  from  whom  the  vendor  was  alleged  to  have 
bought  the  same,  that  person  denied  the  fact  of  the  sale  by  him. 
The  vendor  of  the  tyre  entered  no  appearance  in  the  action. — Held, 
that  the  Defendant  denying  infringement  had  infringed.  •  Judgment 
was  given  for  the  Plaintiffs.  Dunlop  Pneumatic  Tyre  Co.,  Ld. 
v.  W.  Fulton,  Fair  &  Co.,  p.  318. 

12.  Patented  device  not  in  operation  in  ordinary  nse  but  present 

in  reserve.  —  Defendants  held  to  infringe. — Judgment  for  Plaintiffs. 
The  owners  of  the  Welch  Patent  having  brought  an  action  for 
infringement,  the  Defendants  denied  infringement.  The  Defen- 
dants' tyre  complained  of  had  in  its  edges  wires  which  had  hooks  at 
their  ends,  and  where  the  ends  met  there  was  in  each  edge  a  slotted 
tube.  The  Defendants  alleged  that  as  sold  and  in  use  the  hooks  did 
not  engage  in  the  slots,  and  that  the  tyre  was  kept  on  by  other  forces 
than  those  in  the  Welch  tyre,  and  did  not  depend  on  the  inextensi- 
bility  of  the  wires. — Held,  that  it  was  not  proved  that  in  ordinary 
operation  the  Defendants9  tyre  depended  on  a  complete  engagement 
of  the  hooks  in  the  slots,  but  that  the  arrangement  was  one  putting 
a  limit  on  extensibility  and  securing  the  benefits  of  the  Plaintiffs' 
invention  by  a  slight  variation  of  it,  and  that  the  Defendants  had 
infringed.      Judgment    was   given    for    the    Plaintiffs.      DUNLOP 

Pneumatic  Tyre  Co.,  Ld.  v.  Ostrich  Tyre  and  Rim  Co., 
p.  365. 

13.  Specification  not  covering  the  actual  invention.— Judgment  for 

the  Defendants  with  costs.  A  Patent  having  been  granted  to  P.  for 
"  Improvements  in  means  of  connecting  trucks  and  the  like  to 
"  hauling  cables,"  P.  brought  an  action  against  a  Company  for 
infringement.  P.'s  invention  really  consisted  of  a  shackle  hitch 
having  a  plate  in  which  were  two  eyes.  The  Specification  and 
drawings  showed  a  plate  with  one  eye.    The  Defendants  were  using 
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a  shackle  hitch  with  two  eyes.  Judgment  was  given  for  the 
Defendants  with  costs.  Parker  v.  Powell  Dttffryn  Steam 
Goal  Co.,  Ld.,  p.  372. 

14.  Combination  held  to  be  infringed — Infringement  denied.— In- 
fringement found. — Judgment  for  Pursuers.  The  owners  of  a 
Patent  granted  in  1890  (No.  14,563)  to  Charles  Kingston  Welch  for 
Improvements  in  the  construction  of  rubber  tyres  and  metal  rims 
or  felloes,  and  methods  of  securing  the  same  one  to  the  other,  for 
"  the  wheels  of  cycles  and  other  light  vehicles,"  the  validity  of 
which  had  been  certified,  having  brought  an  action  for  infringement, 
the  Defenders,  while  not  disputing  the  validity  of  the  Patent,  denied 
infringement  thereof.  A  proof  having  been  led  before  the  Lord 
Ordinary,  he  issued  a  judgment  in  terms  of  the  declaratory 
conclusions,  and  interdicted  the  Defenders  from  infringing  the 
Pursuers'  Patent.  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  New 
Lamb  Tyre  Co.,  p.  384. 

15.  Patented  device  practically  in  operation*  during  use  of  tyres  — 

Infringement  denied. — Judgment  for  Plaintiffs.  The  owners  of  the 
Welch  Patent,  having  brought  an  aetion  for  infringement  of  the 
same,  the  Defendants  denied  infringement.  The  tyre  complained 
of  by  the  Plaintiffs  had  in  its  edges  wires,  each  of  which  had  an 
overlap  of  more  than  half  the  circumference,  and  had  its  ends  joined, 
by  a  spiral  spring,  and  on  either  side  of  such  spring  loops  were 
formed  which  projected  through  the  canvas  pocket,  and  which  could 
be  connected  by  hooks  with  the  loops  in  the  other  wire  ;  the 
Defendants  contended  that  the  edges  of  the  tyre  were  extensible. — 
Held,  that  in  operation  the  wires  acted  as  practically  inextensible 
wires,  and  that  the  Defendants  had  infringed.  Judgment  was  given 
for  the  Plaintiffs.  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  United 
Rubber  Works,  Ld.,  p.  406. 

16.  Patentees'  invention  not  used. — Consolidated  actions  for  infringe- 
ment.— Judgment  for  Defendants  on  ground  of  non-infringement. 
In  an  action  brought  for  infringement  of  the  Welch  Patent,  the 
Defendants  denied  infringement.  Claim  4  of  Welch's  Specification 
claimed  :  u  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle 
"  or  arch  in  section  lined  with  canvas  in  combination  with  two 
"  wires  or  sufficiently  inelastic  cores  for  securing  the  same  to  the 
"  rims  or  tyres  substantially  as  herein  described."  The  Defendants* 
tyre  was  a  saddle-shaped  cover  with  wires  in  its  edges,  each  wire 
making  one  complete  convolution,  and  having  also  an  overlap  of 
about  22  inches.  Each  wire  was  enclosed  in  a  mohair  tube,  the  two 
parts  of  the  wire  at  the  overlap  being  in  the  one  tube  ;  the  ends 
of  the  wires,  which  projected,  had  knobs  on  them,  and  each  of 
these  knotys  was  by  means  of  a  string  lashing,  which  went  round  it 
and  the  other  wire  outside  the  mohair  tube,  secured  to  a  tape  which 
was  inserted  in  the  pocket  at  the  edge  of  the  wire  ;  one  overlap  was 
opposite  to  the  other  on  the  circumference  ;  the  cover  was  moiimcd 
in  its  inflated  form  and  was  stiff.  The  Plaintiffs  contended  that 
the  wires  of  the  Defendants'  tyre  were  in  action  inextensible  by 
reason  of  the  friction  and  the  anchorage.  The  Defendants  contended 
that  the  wires  were  extensible,  but. were  held  by  the  pull  on  their 
ends  from  the  cover  when  inflated. — Held,  that  the  Defendants'  tyre  - 
.  was  not  held  on  by  reason  of  the  inextensibility  of  the  wires,  and 
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that  therefore  there  was  no  infringement.     The  action  was  dismissed 

with  costs.  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  Clifton  Rubber 
Co.,  Ld.,  p.  433. 

17.  Infringement  found. — Alleged  prior  publication  and  prior  user. — 
Infringement. — Judgment  for  Plaintiffs.  Letters  Patent  were 
granted  to  G.  and  G.  for  "  Improvements  in  closing  devices  for 
u  preserve  jars  or  other  receptacles,"  the  claim  being  for  "  A  closure 
"  for  preserve  jars  and  like  receptacles  in  which  the  inner  part  of 
"the  cover  is  formed  with  a  shoulder  a1  a2  applied  to  the  packing 
«  "  materia]  in  a  tangential  direction  and  having  an  extension  a2  a? 
"  applied  at  a3  against  the  conical  rim  b  under  the  action  of  a  vacuum 
**  produced  in  the  interior  of  the  vessel  substantially  as  described." 
The  Defendants  in  an  action  for  infringement  denied  infringement, 
and  alleged  invalidity  on  the  grounds  of  prior  publication,  prior 
user,  and  want  of  utility.  They  contended  that  it  was  of  the  essence 
of  the  invention  that  there  should  be  contact  all  round  between  the 
extension  and  the  conical  rim,  and  that  this  was  not  useful,  and  was 
not  used  by  the  Plaintiffs  or  themselves.  The  Plaintiffs  said  that 
their  cover  was  the  first  to  fasten  by  air  pressure,  and  gave  evidence 
of  very  large  sales,  and  denied  that  they  had  abandoned  the  contact. 
— Held,  that  the  invention  was  new  and  useful,  and  had  been 
infringed.      Judgment   was  given    for    the    Plaintiffs  with  costs. 

Automatic  Air-Tig  ht  Cover,  Ld.  v.  Stockpord,  p.  453. 

18.  A  substantial  part  of  Plaintiff's  invention  used.  Ashworth  v. 
English  Card  Clothing  Co.,  Ld.,  p.  463.  See  Subject-matter, 
No.  3. 

INJUNCTION  (FORM  OF).    See  Infringement,  No.  5. 

INSUFFICIENCY    OF    SPECIFICATION. 

Insufficiency  not  established. — A  Patent  for  *'  Improvements  connected 
"  with  the  concentration  or  distillation  of  glycerine  "  held  not  to  be 
invalidated  by  reason  of  alleged  insufficiency  of  Specification  in  not 
indicating  the  amount  of  condensing  surface  required,  since,  given 
the  pressure,  volume,  and  temperature  of  the  steam,  any  competent 
engineer  could  calculate  the  amount  of  surface  requisite.  In  THE 
Matter  of  Scott's  Patent  (No.  5889  of  1897),  p.  273.  See 
Revocation  (Petition  for),  No.  3. 

INTERLOCUTORY    INJUNCTION.    See  also  Evidence,  No.  2. 

Prima  facie  case  of  infringement.— Validity  admitted.— Offer  to  keep 
an  account  not  sufficient.  The  D.  P.  T.  Co.,  Ld.,  and  the  P.  T.  Co., 
Ld.,  as  owners  of  a  Patent  for  improvements  in  pneumatic  tyre 
valves  (Wood's  Patent,  No.  4175  of  1891)  brought  an  action  for 
infringement  against  the  H.  P.  and  T.  Syndicate,  claiming  the  usual 
relief  and  costs  as  between  solicitor  and  client.  The  Defence  was 
that  the  Defendants  were  bond  fide  purchasers  from  a  firm  dealing, 
apparently  in  a  legitimate  manner,  in  tyre  fittings  made  by  the 
Plaintiffs;    An  interim  injunction  was  .granted  by  Ridley,  J.,  and 
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against  this  Order  the  Defendants  appealed.  The  Defendants 
objected  to  give  an  undertaking,  but  offered  to  keep  an  account. — 
Held,  that  the  Plaintiffs  had  made  out  a  prima  fade  case  which  had 
not  been  rebutted  by  the  Defendants,  and  that  the  injunction  was 
rightly  granted.  The  appeal  was  dismissed.  Elwes  v.  Payne 
(X.R.  12,  CD.  468)  distinguished.  DtJNLOP  Pneumatic  Tyre  Co., 
Ld.  v.  Hubbard  Patents  and  Tyre  Syndicate,  Ld.,  p.  546. 

INTERNATIONAL  CONVENTION.    See  Application  for  Patent,  No.  4. 

INVENTION.    See  Application  for   Patent,  Nos.  1  and  2;    Novelty 
(Want  of)  ;  Revocation  (Petition  for),  No.  1 ;  Subject-matter. 

JURISDICTION.    See  PRACTICE,  No.  2. 

LEAVE  TO  DISCONTINUE.    See  Practice,  Nos.  1  and  6. 

LETTER  BEFORE  ACTION.    See  Threats  (Action  to  restrain),  No.  1. 
LICENCE. 

Privity  of  Contract.    Liability  of  equitable  assignee  of  licence.— 

Agreement  by  licensee  to  pay  certain  sums  to  owners  of  Patent. — 
Action  by  owners  of  Patent  against  equitable  assignee  of  licence  to 
recover  such  sums. — Action  dismissed. — Appeal  dismissed.  The 
owners  of  a  Patent  agreed  with  P.  to  grant  a  licence  to  P.,  or  a 
Company  to  be  formed  by  him,  and  it  was  agreed  that  the 
consideration  should  be  the  payment  of  a  percentage  and  further 
sums  out  of  the  profits  of  the  Company  after  providing  for  certain 
payments  having  priority.  A  licence  was  granted  to  P.  in  accordance 
with  this  agreement,  the  consideration  being  the  said  agreement  and 
the  payment  therein  agreed  to  be  made  by  P.  P.  subsequently 
entered  into  an  agreement  to  sell  the  licence  to  a  trustee  for  the 
Company,  which  was  afterwards  incorporated  and  adopted  this 
agreement.  No  actual  assignment  of  the  licence  was  executed,  but 
the  Company  had  worked  under  it.  The  owners  of  the  Patent 
brought  an  action  against  the  Company  alleging  that  money  was  due 
to  them  under  the  agreement  with  P.  The  Defendants  pleaded 
{inter  alia)  that  the  Statement  of  Claim  disclosed  no  cause  of  action 
against  them. — Held,  by  Kekewich,  J.,  that  there  was  no  privity  of 
*  contract    between   the   Plaintiffs    and  the     Defendants,  and  (dis- 

tinguishing Werderman  v.  Societe  Generate  (PElectricite,  L.R.  19  Ch. 
D.  246)  that  the  Defendants  were  not  owners  in  equity  of  a  licence 
subject  to  liabilities  attached  to  it,  the  agreement  to  pay  being 
independent  of  the  licence.  The  action  was  dismissed.  The 
Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs  on  the 
grounds  that  there  was  no  privity  of  contract  between  the  Plaintiffs 
and  the  Defendants,  and  that  in  any  case  no  sums  had  become  due 
under  the  agreement  between  P.  and  the  Plaintiffs.  Per  Vaughah 
Williams,  LJ.  Werderman  v.  Societe  Genirale  <F  Electricity  (L.R. 
19  Ch.  D.  246)  applies  only  where  a  property  is  assigned  subject  to  a 
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charge  or  incumbrance.  Per  Romer,  LJ. — u  Neither  do  I  propose 
"  to  prejudice  any  claim  the  Plaintiffs  may  possibly  have  in  the 
44  same  unforeseen  circumstances  of  there  being  profits,  in  which 
"  otherwise  the  Plaintiffs  would  be  entitled,  or  might  be  entitled,  to 
u  participate,  which  may  have  arisen  by  reason  of  the  principle  of 
"  the  decision  in  Werderman  v.  SociSte  Generate  (TElectricite.  But  the 
"  principle  of  that  case,  even  if  it  applied,  would  not  to  my  mind 
"  establish  in  this  case  any  personal  contract  between  the  Defendant 
"  Company  and  the  Plaintiff  Company."  Bagot  PNEUMATIC  Tyre 
Co.,  Ld.  v  Clipper  Pneumatic  Tyre  Co.,  Ld.,  p.  69. 

LIS  PENDENS,    See  PRACTICE,  No.  6. 

MANUFACTURE  (MANNER  OP).    See  Application  for  Patent,  Nos.  1 
and  2. 

MECHANICAL  EQUIVALENT. 

.  .  .  .  "I  doubt  whether  the  substitution  of  a  known  mechanical 
"  equivalent  for  producing  a  step  in  the  patented  process  can  ever 
"  negative  infringement  unless  in  some  respect  it  betters  the  step." 

Per  Vaughan  Williams,  LJ.  Bungb  v.  Higginbottom  &  Co., 
Ld.,  p.  196. 

NOVELTY  (WANT  OF).    See  also  Revocation  (Petition  fob),  No.  1 : 

SUBJBOT-MATTEB. 

1.  Patent  held  invalid  for  want  of  novelty  .—Action  for  infringement.— 
Construction  of  Specification. — Action  dismissed.  The  owners  of  a 
Patent  for  an  improvement  in  galvanic  batteries  having  commenced 
an  action  for  infringement,  the  Defendants  denied  infringement  and 
alleged  that  the  Patent  was  invalid  by  reason  of  being  anticipated, 
want  of  subject-matter,  and  of  inutility.  The  Specification,  after 
stating  that  the  invention  related  to  galvanic  batteries  constructed 
and  arranged  as  was  thereinafter  described,  contained  the  following 
passage  : — "  The  materials  mentioned  as  electrodes  and  as  exciting 
"  and  depolarising  agents  and  their  proportions  may  be  varied,  as  the 
"  important  feature  of  the  invention  is  the  interposition  between  the 
"  positive  and  negative  electrodes  of  two  layers  of  exciting  compo- 
"  sition,  in  a  semi  solid  or  plastic  state,  the  one  in  contact  with  the 
"  negative  electrode  having  intermixed  with  it  depolarising  agents 
"  and  the  one  in  contact  with  the  positive  electrode  having  no  such 
"  depolarising  agents  in  its  composition  " ;  and  the  Patentee  claimed  : 
u  A  galvanic  battery  having  the  space  between  its  positive  and 
44  negative  electrodes  filled  with  a  semi  solict  or  plastic  exciting 
"  agent  in  two  layers,  the  one  layer  in  contact  with  the  negative 
"  electrode  having  depolarising  agents  intermixed  therewith,  and 
44  the  other  layer  in  contact  with  the  positive  electrode  having  no 
44  such  depolarising  agents,  substantially  as  set  forth."  The  Plaintiffs 
contended  that  the  width  of  the  claim  was  limited  by  certain  limita- 
tions which  they  alleged  were  contained  in  the  Specification,  and 
particularly  that  the  depolarising  layer  was  to  be  composed  of  materials 
finely  pulverised.    It  was  proved  that  the  Plaintiffs'  battery  made 
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under  the  Patent  had  been  a  commercial  success. — Held,  that,  although 
the  claim  should  be  construed  as  embodying  some  limitations  indi- 
cated in  the  body  of  the  Specification,  the  Patentee  had  not  insisted 
on  a&  necessary  or  claimed  as  part  of  his  invention  the  pulverisation 
of  the  ingredients  for  the  depolarising  layer  ;  that  the  claim  was  too 
wide  ;  and  that  the  Patent  was  invalid  for  want  of  novelty.  The 
action  was  dismissed  with  costs.  Patent  Exploitation,  Ld.  v. 
Siemens  Brothers  &  Co.,  Ld.,  p.  113.  N.B.— The  judgment  in 
N  this  case  has  been  reversed  on  appeal. 

- ' 

2.  Patentee  held  not  to  have  discovered  either  of  two  suggested 

inventions. — Action  for  infringement. — Alleged  anticipation. — 
Option  of  Patentee  under  section  108  of  Patents,  Ac.  Act,  1883. — 
Within  what  period  exercisable. — Date  of  commencement  of  protection 
against  anticipation. — Date  of  Patent  conclusive.— Construction  of 
Specification. — Novelty.  —  Infringement. — Patent  held  invalid. — 
Action  dismissed. — Particulars  of  Objections. — Certificate  of  validity 
refused. — Patents,  Ac.  Act,  1883,  sections  29,  31,  103 ;  Patents,  Ac. 
Act,  1885,  section  6.— Patent  Rules,  1890,  24-29.  W.  applied  on  the 
28th  of  February  1894  for  a  Patent  in  the  United  States,  and  on  the 
1st  of  September  1894  applied  in  the  United  Kingdom  for  Letters 
Patent  for  an  invention  of  "  Iinproved  metallic  carbides  applicable 
"  for  use  in  the  production  of  acetylene,  and  means  for  producing 
"  the  same,"  this  being  alleged  to  be  the  same  invention  as  that 
patented  in  the  United  States.  The  application  was  made  in  the 
ordinary  form  and  not  in  that  prescribed  in  the  Patent  Rules  for  an 
application  claiming  the  benefit  of  section  103  of  the  Patents  Act, 
1883,  and  after  seven  months  from  the  date  of  the  American  applica- 
tion had  elapsed,  but  'before  the  grant  of  the  Patent,  the  Patentee 
applied  to  the  Patent  Office  to  have  the  Patent  dated  as  of  the  same 
date  as  the  American  application  ;  this  was  refused,  and  the  Patent, 
which  was  granted,  was  dated  the  1st  of  September  1894.  The 
owners  of  the  Patent  having  commenced  an  action  for  infringement, 
the  Defendants  denied  infringement  and  alleged  want  of  invention 
and  novelty,  relying  on  {inter  alia)  a  United  States  Patent  of  W.  of 
1892  and  five  papers  by  M.  One  of  these  papers  was  published  in 
this  country  on  the  16th  of  March  1894.  The  Plaintiffs  contended 
that  the  Patent  was  protected  by  section  103  of  the  Patents,  &c,  Act, 
1883,  as  amended  by  section  6  of  the  Patents,  &c.,  Act,  1885,  from 
anticipation  by  M.'s  paper,  alleging  that  the  Patent  ought  to  have 
been  dated  the  28th  of  February  1894,  and  that,  although  not  so 
dated,  it  was  protected  under  subsection  (2).  This  was  decided  at 
the  trial  as  a  preliminary  point. — Held,  that  the  Patentee  could  only 
exercise  the  option  conferred  upon  him  by  section  103  within  seven 
months  from  the  date  of  the  American  application,  "  application  "  in 
that  section  meaning  one  on  which  the  Patentee  elects  to  take  the 
benefit  of  the  section,  and  (following  the  British  Tanning  Company 
v.  Qroth,  8  R.P.C.  113)  that  subsection  (2)  only  applies  where  the 
Patentee  avails  himself  of  the  privileges  of  the  section ;  that  the 
date  of  the  Patent  is  conclusive ;  and  that  therefore  the  Defendants 
were  not  precluded  from  relying  on  M.'s  paper  as  a  prior  publication 
of  the  invention. 

The  first  claim  in  the  Specification  was  for  "the  manufacture  of 
"  crystalline  calcium  carbide  by  subjecting  lime  and  carbonaceous 
u  matter  in  suitable  proportions  to  the  continued  action  of  electri- 
u  cally  generated  heat,  substantially  as  hereinbefore  described."  In 
the  body  of  the  Specification  the  Patentee  said  tl&t  be  employed 
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"  a  suitable  electric  furnace,  such  as  Siemens  arcfnrnpce."  The 
Plaintiffs1  case  was  that  the  Patentee  was  the  first  person  to  show 
how  to  manufacture  calcium,  carbide  on  a  commercial  scale ;  that  the 
Patent  was  confined  to  using  an  electric  furnace  so  that  the  current 
passed  through  the  material ;  but  not  to  an  arc  furnace  as  distin- 
guished from  an  incandescent  furnace  ;  that  there  were  no  sufficient 
directions  in  W.'s  U.S.  Patent  for  the  manufacture  of  calcium 
carbide  ;  that  M.  only  produced  calcium  carbide  in  minute  quantities, 
and  avoided  electrolytic  action,  which  the  Patentee  discovered  was 
harmless. — Held^  that  according  to  the  true  construction  of  the 
Specification,  the  Patentee  intended  to  use  an  arc,  as  opposed  to  an 
incandescent,  furnace,  and  that  it  was  known  before  the  Patent  that 
electrolytic  action  was  harmless,  and  that  there  was  .no  invention  in 
using  a  process  to  make  calcium  carbide  on  a  commercial  scale  which 
already  was  known,  to  ppoduqe,  it,;  .that  tjie  patent  ,wa#  invalid  for 
want  of  novelty  ;  and  that  even  if  it  had  been  novel  it  had  not  been 
infringed,  as  the  Defendants  used  an  incandescent  furnace.  The 
action  was  dismissed,  the  costs  of  certain  of  the  Particulars  of 
Objections  being  allowed,  but  not  including  those  Particulars  setting 
out  Specifications  and  documents  referred  to  during  the  tpial  merely 
for  the  purpose  of  explaining  '  the  term  "  Siemens  arc  furnace " 
and  similar  terms,  and  not  relied  on  as  anticipations.  A  certificate 
that  the  validity  of  the  Patent  came  in  question  was  refused  ;  such 
a  Certificate  cannot  be  given  when  the  Patent  is  held  to  be  invalid. 
Haslam  A  Go.  v.  Hall  (5  R.P.C.  1)  not  followed.  ACETYLENE 
Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  LD.,  p.  213. 
N.B. — TJw  judgment  in  this  case  has  been  affirmed  on  appeal. 


OPPOSITION.    See  Grant  op  Patent  (Opposition  to). 


PARTICULARS  OF  OBJECTIONS.    See  Certificate  as  to  Particulars 
op  Objections  ;  Practice,  No.  1. 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  213. 


PATENTS,  <fec.  ACT,  1883. 

Section  12,  subsection  (3)  (a). 

In  the  Matter  op  an  Application  for  a  Patent  by  A.  B., 
p.  556. 

Section  18— 

Woolpb  v.  Automatic  Picture  Gallery,  Ld.,  p.  425. 

Section  19— 

Woolpb  t>  Arrpoif^Tjo  p^ot^jw  , QApusfyj,  U^  p.  425., 
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Section  26— 

In  the  Matter  of  Klabbr's  Patent,  p.  174. 

Section  29— 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  213. 

American  Steel  and  Wire  Co.  v.  W.  T.  Glover  ft  Co.,  Ld., 
p.  111. 

Section  31 — 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  213. 

Section  32— 

Barber  v.  Nathan  &  Somerb,  p.  331. 

Engbls  v.  Hubert  Unchangeable  Eyelet  Syndicate,  Ld., 
p.  201. 

Section  46 — 

Cooper's  Application,  p.  53. 
Johnson's  Application,  p.  56. 

Section  1G&— 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  213. 

PATENTS,  Ac.  ACT,  1885. 

Section  6 — 

Acetylene  Illuminating  Co.,  Ld.  v.  United  Alkali  Co.,  Ld., 
p.  213. 

PATENT  ACT,  1888. 
Section  5 — 

V 

Woolfe  v.  Automatic  Picture  Gallery,  Ld.,  p.  425. 

PATENT  RULES,  1890. 
Roles  24-29. 

PETITION.     See  REVOCATION  (PETITION  FOR);  PROLONGATION. 
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PRACTICE.    See  also  Contempt  op  Court  ;  Costs  ;  Evidence  ;  Inter, 
looutory  Injunction  ;    Stay  op  Execution. 

!•  Aotion  for  Infringement.    Leave  to  discontinue.— Terms  on  which 

leave  granted. — Costs  of  Particulars.  The  Plaintiffs  in  a  Patent 
action  applied  after  the  pleadings  had  been  closed  for  leave  to 
discontinue  on  paying  the  costs  of  the  Defendants.  The  Plaintiffs 
had  previously  taken  out  a  summons  against  the  Defendants  for 
further  and  better  Particulars  of  Objections,  which  summons  had 
under  the  rules  of  the  Palatine  Court  been  heard  by  the  Registrar  of 
the  Court  and  an  Order  was  made  and  Particulars  were  delivered  in 
pursuance  of  such  Order.  The  Defendants  asked  that  leave  should 
only  be  given  on  the  terms  (1)  that  the  Plaintiffs  should  undertake 
not  to  bring  any  other  action  against  the  Defendants  in  respect  of 
the  Patent;  (2)  that  the  Plaintiffs  should  pay  the  costs  of  the 
Defendants1  Particulars  of  Objections  on  the  ground  that  they  were 
reasonable  and  proper.  Leave  was  given  to  the  Plaintiffs  to 
discontinue  on  paying  the  costs  of  the  action,  including  in  the  costs 
of  the  action  the  costs  of  those  of  the  Particulars  of  Objections 
which  the  Registrar  should  certify  to  have  been  reasonable  and 
proper,  if    any.     Kerr   AND   HOEGGER,  Ld.  v.  CROMPTON   AND 

HORROCKS,  p.  9. 

2.  Service  on  Foreign  Corporation.— Carrying  on  business  within  the 

jurisdiction. — Application  in  action  for  infringement  to  set  aside 
service    dismissed. — Appeal    dismissed. — Order   IX.,    r.    8.      The 
Defendants,  a  foreign  Corporation,  exhibited  motor  cars  at  an  exhi- 
/  bition  of  the  National  Cycle  Show  in  England,  having  a  stand  but 

no  office  there.  The  stand  was  in  charge  of  a  person  who  was 
exclusively  in  the  employ  of  the  Defendants  for  the  purpose  of 
explaining  and  pushing  the  sale  of  their  motor  cars,  and  it  bore  their 
name.  The  Plaintiffs,  who  alleged  that  certain  tyres  on  motor  cars 
of  the  Defendants  at  the  show  infringed  their  Letters  Patent,  com- 
menced an  action  against  the  Defendants,  and  served  the  writ  on  a 
person  whom  they  found  in  charge  of  the  stand,  and  whom  the 
Defendants  alleged  to  be  merely  a  clerk.  The  Defendants  applied 
to  set  aside  the  proceedings  on  the  ground  that  they  were  at  the  time 
of  issue  and  service  of  the  writ  a  foreign  Corporation  resident  out  of 
the  jurisdiction.  The  Master,  and  subsequently  the  Judge,  refused 
the  application,  and  the  Defendants  appealed.  Before  the  Judge  and 
the  Court  of  Appeal  they  asked  leave  to  amend  by  adding  an  appli- 
cation to  set  aside  the  service  as  invalid  on  the  ground  that  the 
wrong  person  was  served. — Held,  that  the  Defendants  were  at  the 
time  of  service  carrying  on  business  and  resident  within  the  juris- 
diction. The  appeal  was  dismissed  with  costs,  leave  to  $mend  being 
refused.  Dunlop  Pneumatic  Tyre  Co.,  Ld.  v.  Actien 
Gesellschapt  pDr  Motor,  &c,  vorm.  Cudell  &  Co.,  p.  46. 

3.  Injunction  to  restrain  an  inventor  from  withdrawing  an  application  for 

a  Patent.  Wool,  Hide  and  Skin  Syndicate,  Ld.  v.  Riches, 
p.  127. 

4.  Petition  for  revocation. — Petition  ordered  to  go  into  the  witness  list. — 

Fixing  day  for  setting  down.  In  the  Matter  of  Borrowman's 
Patent,  p.  159. 

5.  Discovery  before  Defence.— Jetton  for  infringement.— Alleged  prior 

user  by  Patentee, — Application  by  Defendants  before  delivery  of 
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Defence  for  discovery  of  documents. — Application  refused. — Motion 
to  discharge  Order  refused. — Leave  to  appeal  refused  by  Judge  and 

Court  of  Appeal.  Woolfe  v.  Automatic  Picture  Galley,  Ld., 
p.  161. 

6.  Leave  to  discontinue. — Action  for  infringement. — Motion  by  Defen- 

dant to  restore  to  list. — Motion  by  Plaintiffs  to  discontinue. — Costs. 
— Appeal  dismissed.  Where  an  action,  set  down  in  the  list  for  trial 
had  been  dropped  by  tacit  agreement  between  the  parties  without 
any  special  or  express  stipulation,  and  without  any  provision  in  the 
event  (which  happened)  of  the  agreement  for  the  settlement  of  their 
differences  subsequently  going  off.  —Held,  first,  on  the  motion  of  the 
Defendant,  that  the  action  should  be  restored  to  the  list ;  that  it  was 
a  lis  pendens  and  could  be  restored  ;  but,  secondly,  on  the  motion  of 
the  Plaintiffs  for  leave  to  discontinue,  that  owing  to  the  tacit  agree- 
ment the  Plaintiffs  were  entitled  to  discontinue  it,  if  they  chosfe  to 
do  so,  each  party  to  bear  their  own  costs.  The  Defendant  appealed. 
The  appeal  was  dismissed  with  costs  on  the  ground  that  the  learned 
Judge  had  exercised  his  discretion  properly.  T.  B.  BROOKS  &  Co., 
Ld.  v.  Lyoett,  pp.  166  and  364. 

7.  When  a  Plaintiff  sues  upon  four  Patents,  but  submits  to  judgment  as  to 

three  and  fails  on  the  fourth,  the  action  will  be  simply  dismissed 

With  COStS.    ACETYLENE  ILLUMINATING  CO.,  LD.  V.  UNITED  ALKALI 

Co.,  Ld.,  p.  233. 

8.  A  Petition  for  Revocation  ought  not  to  be  put  into  the  witness  list  until 

it  is  effective  for  hearing.  Inspection  or  discovery  should  be  applied 
for  when  the  Petition  comes  into  the  Petition  list.  In  the  Matter 
op  Scott's  Patent  (No.  5889  op  1897),  p.  273. 

9.  Preliminary  trial  on  points  of  law.      WOOLPE  v.  AUTOMATIC  PICTURE 

Gallery,  Ld.,  p.  425. 

10.  Adjournment  of  hearing  of  Petition  for  Prolongation  for  the  purpose  of 

supplying  deficiencies  in  the  evidence  will  not  be  granted.     In  THE 

Matter  op  Peach's  Patent,  p.  65. 

11.  Adjournment  allowed  of  hearing  of  Petition  for  Revocation  for  the 

purpose  of  obtaining  the  fiat  of  the  Attorney-General  and  pending  an 
appeal  in  an  action  raising  the  same  issues.     In  THE  MATTER  OP 

Jameson's  Patent,  p.  246. 

12.  An  issue  of  mala  fides  not  tried  on  affidavit  evidence.    Barber  v. 

Nathan  and  Somers,  p.  332. 


PRIOR  GRANT. 

Defence  of  prior  grant  not  established.    BIRMINGHAM  PNEUMATIC  TYRE 

Syndicate,  Ld.  v.  Reliance  Tyre  Co.,  p.  298. 


PRIOR  PUBLICATION.    See  Anticipation  and  Novelty  (Want  of). 
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PRIOR  USER.    See  Anticipation  and  Novelty  (Want  op). 
PRIVITY  OP  CONT&ACT.    See  Licence. 

* 

PROCESS.    See  Specification  (Construction  of),  Nos.  2  and  6. 
PROLONGATION. 

1-  Foreign  inventor  whether  remunerated.    Adjournment — Petition 

for  prolongatitm  by  Patentee  and  assigns. — Communication  from 
abroad. — No  evidence  as  to  whether  the  foreign  inventor  was 
remunerated. — Application  for  adjournment  refused. — Prolongation 
refused.    In  the  Matter  of  Peach's  Patent,  p.  65. 

2-  Prolongation  for  seven  years.— Petition  by  original  Patentee.— 
Utility.— No  remuneration.— Foreign  Patents.    IN  THE  MATTER 

of  Thompson's  Patent,  p.  557. 
3.  Foreign  Patents.    See  No.  2. 

PURCHASER. 

Rights  of,  when  purchase  made  whilst  infringement  action  is  pending.    See 

Agreement,  No.  1. 

RES  JUDICATA.    See  also  Revocation  (Petition  for),  No.  2. 

Proceedings  abroad — Actum  for  breach  of  warranty  of  validity.— 
Proceedings  abroad.  —Plea  of  res  judicata  set  up  by  Defendants  not  held 
established.— Appeal  dismissed.  In  1882  Letters  Patent  were  granted 
to  L.  G.  and  J.  D.G.,  their  executors,  administrators,  and  assigns,  and 
in  1883  they  entered  into  an  agreement  under  seal  with  a  Company 
by  which  they  agreed  to  sell  this  and  other  Patents  to  the  Company, 
and  the  agreement,  after  providing  for  assignments  by  the  vendors 
to  the  Company,  stipulated  in  effect  that  such  assignments  respectively 
should  contain  joint  and  several  covenants  by  the  vendors  that  the 
Patents  were  valid.  L.  G.  having  died,  the  Plaintiffs  commenced 
proceedings  in  France  against  his  representatives  for  specific 
performance  and  damages  for  breach  of  the  contract  to  assign.  Before 
these  proceedings  a  Petition  for  revocation  of  the  English  Patent  had 
been  presented,  and  the  Patent  had  been  held  to  be  invalid,  but  the 
Plaintiffs  appealed.  The  French  Court  gave  judgment  for  specific 
performance,  and  held  a  sum  to  be  due  from  the  Plaintiffs  to  the 
Defendants  in  respect  of  purchase-money.  There  was  an  appeal  in 
these  proceedings,  and  before  the  appeal  the  Patent  had  been  finally 
held  to  be  invalid  by  the  House  of  Lords.  The  Plaintiffs  onan 
incidental  appeal  in  France  had  asked  in  effect  to  retain  with  a  view 
to  a  set  off  the  money  due  from  them  pending  this  action  which  they 
had  commenced  in  England  for  breach  of  warranty,  but  they  had 
not  made  any  claim  for  damages  for  such  breach  in  the  French 
proceedings.  The  French  Court  refused  the  request,  and 
substantially  on  appeal  upheld  the  judgment  below.  In  this  action 
the  Deftudwttf  alleged  that  the  matter  of  breach  of  warranty  was 

Da 
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res  judicata,  or  that  at  all  events  the  Plaintiffs  ought  not  under  the 
circumstance^  to  be  allowed  to  raise  a  claim  for  breach  of  warranty. 
The  Defendant  also  counterclaimed  for  the  amount  found  due  by 
the  French  Court. — Held,  that  the  Plaintiff's  claim  was  not  res 
judicata  and  that  they  were  not.  precluded  from  making  it ;  an 
inquiry  as  to  damages  was  ordered,  confined,  by  agreement,  to  the 
English  Patent ;  and  the  Defendant,  not  admitting  assets,  a  decree 
for  administration  was  made,  but  no  proceedings  were  to  be  taken 
under  it  without  leave.  A  declaration  was  made  in  favour  of  the 
Defendant  on  the  counterclaim,  judgment  on  it  not  to  be  enforced 
pending  the  result  of  the  inquiry.  The  Defendant  appealed. — Held, 
that  the  claim  for  damages  was  not  res  judicata,  and  the  appeal  was 
dismissed  with  costs.  National  Co.  fob  thb  Distribution  of 
Electricity  bt  Sboondabt  Generators,  Ld.  v.  Gibbs,  p.  492. 

REVOCATION  (PETITION  FOR).   See  also  Amendment  of  Specification  ; 
and  Pbaotioe,  Nos.  4  and  8. 

1-  Want    of   novelty    and    invention.     Patent    held    invalid.— 

Patents,  Ac.  Act,  1888,  section  26.  In  1900  Letters  Patent  were 
granted  to  K.  for  "  Improvements  in  and  connected  with  stencil 
"  sheets."  A  Petition  was  presented  for  revocation  of  this  Patent, 
and  the  Petitioners  alleged  in  their  Petition  that  they  had  publicly 
manufactured,  used,  and  sold  within  the  realm  before  the  date  of 
the  Patent  stencil  sheets  made  according  to  the  alleged  invention. 
In  their  Particulars  of  Objections  they  stated  that  the  invention  was 
not  new,  and  alleged  want  of  subject-matter.  Prior  to  the  trial 
leave  had  been  granted  by  the  Comptroller  to  amend  the  Specification 
by  the  omission  of  Claims  1  and  2.  Owing  to  delay  the  Order  had 
not  been  drawn  up.  To  avoid  postponement  of  the  hearing  of  the 
Petition  it  was  arranged  by  consent  that  the  hearing  should  take 
place  upon  the  footing  of  the  Specification  having  been  amended. — 
Held,  that  the  Petitioners  were  entitled  to  succeed,  there  being  no 
real  novelty  or  invention  in  that  which  was  described  in  the 
Specification.    In  the  Matteb  of  Klabeb's  Patent,  p.  174. 

2.  True  and  firat  inventor.— Alleged  fraud. — Communication  from 
abroad. — Anticipation. — Inconsistency  of  grounds  of  Petition.— 
Attorney -OeneraVs  flat. — Estoppel.  —  Res  judicata.  —  Petition  dis- 
missed. A  Patent  having  in  1894  been  granted  to  J.  on  a 
communication  from  abroad  for  u  Improvements  in  atmospheric  or 
"  power  hammers,'1  Y.,  who  had  unsuccessfully  defended  an  action 
brought  by  J.  for  infringement,  presented  a  Petition  for  revocation 
of  the  Patent,  alleging  that  he  was  the  first  and  true  inventor  of  the 
patented  invention,  and  that  the  invention  had  been  patented  by 
J.  in  fraud  of  him.  On  the  first  hearing  of  the  Petition  it  was 
adjourned,  pending  the  hearing  of  the  appeal  from  the  judgment  of 
Kekewich,  J.,  in  the  action  of  Pilkington  v.  TeaMey  Vacuum 
Hammer  Co.  (18  R.P.C.  459),  with  liberty  to  amend  by  alleging 
the  Attorney-General's  fiat.  Application  was  made  to  the  Court  of 
Appeal  to  advance  the  hearing  of  the  appeal,  but  this  was  refused, 
and  the  Court  directed  that  the  Petition  should  be  restored  to  the 
list.  The  Attorney-General's  fiat  having  been  obtained  the  Petition 
was  restored,  and  came  on  for  further  hearing. — Held,  that  the 
Petitioner  was  not  estopped  by  the  judgment  in  the  action,  and 
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(following  KeJcewich,  J.),  that  J.  was  the  true  and  first  inventor ; 
and,  farther,  that  no  fraud  had  been  proved.  The  Petition  was 
dismissed  with  costs.  In  the  Matter  of  Jameson's  Patent, 
p.  246. 

3.  True  and  first  inventor.   Prior  user.  Alleged  Fraud.— Insufficiency 

of  Specification. — Practice. — Adjournment  for  inspection. — Petition 
dismissed  with  costs.  A  Patent  was  granted  in  1897  to  E.  G.  S.  for 
"  Improvements  connected  with  the  concentration  or  distillation  of 
"  glycerine."  E.  6.  S.  subsequently  assigned  his  rights  to  F.  W.  S.  On 
the  24th  of  December,  1901,  C.  &  Sons  and  K.  E.  M.  presented  a 
Petition  for  revocation,  alleging  that  the  said  K.  E.  M.  was  first  and 
true  inventor,  and  alleging  also  fraud,  prior  user,  and  insufficiency 
of  the  Specification.  On  the  5th  of  February,  1902,  when  the 
Petition  first  came  on  for  hearing,  on  granting  an  adjournment  by 
consent,  Buckley,  «/.,  said  that  a  Petition  for  revocation  ought  not  to 
be  put  into  the  witness  list  until  it  was  effective  for  hearing. 
Inspection  should  be  applied  for  when  the  Petition  comes  into  the 
Petition  list.  On  the  7th  of  March  the  Petition  was  dismissed  with 
costs,  it  being  held  that  the  invention  was  new  ;  that  the  Patentee 
was  the  inventor  ;  that  the  Specification  was  sufficient ;  and  that  the 
charge  that  the  Patentee  obtained  it  from  the  Petitioners  was 
entirely  unfounded.  In  the  Matter  OP  Scott's  Patent 
(No.  5889  op  1897),  p.  273.  N.B.— The  judgment  in  this  case  has 
been  reversed  on  appeal. 

4.  Costs. — Order  for  revocation  cotisen  ted  to. — Charge  of  fraud  by  Petitioner 
withdrawn.  The  Respondent  to  a  petition  held  entitled  to  the  costs  of 
an  issue  of  fraud  which  was  withdrawn,  although  consenting  to  the 
revocation  of  the  Patent.  In  the  Matter  op  Scott's  Patent 
(No.  12,316  op  1890),  p.  280. 

SEALING  PATENT. 

Sealing  after  normal  time  refused.— Opposition  to  the  grant  of  a  Patent 
on  the  ground  that  the  invention  had  been  already  patented. — 
Collusive  opposition. — The  Law  Officer's  jurisdiction  to  direct  the 
sealing  of  a  Patent  under  section  12,  subsection  (3)  (a)  of  the  Patents, 
Ac.  Act. — Direction  to  semi  refused.  In  THE  Matter  OP  AN 
Application  por  a  Patent  by  A.  B.,  p.  556. 

SERVICE.    See  Practice,  No.  2. 

SPECIFICATION  (AMENDMENT  OF).  See  Amendment  op  Specification. 

SPECIFICATION  (CONSTRUCTION  OF).    See  also  INFRINGEMENT,  Nos.  1, 
2, 3, 4 ;  Subject-matter,  Nos.  1,  2,  3  ;  Novelty  (Want  op),  Nos.  1,  2. 

1-  Obscurity  of  Specification.— A  Specification  held  by  the  Court  of 
Appeal  (affirming  Joyce,  J.)  to  be  so  obscure  as  to  be  unintelligible, 
but,  whatever  it  meant,  the  characteristic  feature  of  the  invention 
was  not  that  contended  for  on  behalf  of  the  Plaintiffs,  and  that  the 
Defendant  had  not  infringed.  BRADFORD  DYERS'  ASSOCIATION, 
Ld.  v.  Bury,  p.  1.    See  Infringement,  No.  1. 
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2.  Process. — A  Specification,  the  claim  of  which  was  for  "  Flexible  or 

"  compound  electrical  conductors  provided  with  solid  ends  in  the 
"  manner  hereinbefore  described,"  held  to  be  for  a  process,  the 
words  "  in  the  manner  hereinbefore  described  "  meaning  "  according 
"  to  the  process  hereinbefore  described."  W.  T.  GLOVER  &'  Co., 
Ld.  v.  American  Steel  and  Wire  Co.,  p.  102.  See  Subject- 
matter,  No.  1. 

i 

3.  Inventor  should  be  explicit. — t;  It  is  incumbent  upon  an  inventor, 

"  when  he  desires  to  have  the  monopoly  given  to  him  by  a  Patent, 
"  to    be    explicit    in    the    words    he    uses."      Per    Farwell,    J. 

W.  T.  Glover  &  Co.,  Ld.  v.  American  Steel  and  Wire  Co., 
at  p.  109. 

4.  Limitations  on  Claim. — Claim  construed  as  embodying  some  limita- 

tions indicated  in  the  body  of  the  Specification.  "  In  order  to 
"  determine  the  exact  meaning  and  limits  of  the  claim  I  ought 
"  not  to  read  the  claim  with  which  the  Specification  concludes  to 
"  the  exclusion  of  that  which  precedes  it.  But  reading  the  whole 
"  together  I  ought  to  ascertain  what  upon  the  fair  construction  of  the 
"  whole  document  is  the  claim  which  the  Patentee  makes.  I  ought 
"  to  include  anything  which  I  can  see  he  fairly  claims  as  his 
"  invention."     Per  Buckley,  J.    Patent  Exploitation,  Ld.  v. 

Siemens  Brothers  &  Co.,  Ld.,  p.  113.  See  Novelty  (Want 
of),  No.  1. 

5.  Combination. — Claim  held  to  be  limited  to  a  combination  possessing  as 

one  of  its  elements  a  particular  arrangement.  Bunge  v.  HlGGlN- 
bottom  &  Co.,  Ld.,  p.  187.    See  Infringement,  No.  6. 

6.  Process. — A  Claim  for  "  The  manufacture  of  the  new  material  strips  of 

"  natural  whalebone  covered  or  braided  with  threads  of  fibrous 
u  material  applied  substantially  in  the  manner  and  by  the  means 
"  hereinbefore  described  with  reference  to  and  shown  in  the 
"  drawings  "  held  to  be  a  claim  for  a  process  and  not  for  a  product. 

Kopp  v.  RosBNWALD  Brothers,  p.  205.  See  Threats  (Action 
to  restrain),  No.  2. 

7.  Artificial   construction — Where  a  Specification  claimed  "A  boiler 

"  flue  or  furnace  consisting,  as  to  its  general  form,  of  a  series  of 
"  annular,  or  partially  annular,  fiutings,  connecting  a  corresponding 
"  series  of  sharp  ridges,"  apart  from  the  means  of  manufacture,  the 
Court  of  Appeal  held  that  the  Plaintiffs  were  not  justified  in  inviting 
the  Court  to  put  on  the  words  "sharp  ridges"  the  meaning  of 
corrugations,  because  there  would  be  practical  difficulties  in  making 

the  sharp  ridges.  Leeds  Forge  Co.,  Ld.  v.  Deighton's  Patent 
Flue  and  Tube  Co.,  Ld.,  p.  285.    See  Infringement,  No.  10. 

8.  Amendment    Of    Specification.  —  Whether,    after    amendment,    the 

unamended  Specification  can  be  looked  at  on  questions  of  construc- 
.  tion,  query.   Birmingham  Pneumatic  Tyre  Co.,  Ld.  v.  Reliance 
Tyre  Co.,  p.  298.     Also  Reason  Manufacturing  Co.,  Ld.  i\ 
E.  F.  Moy,  Ld.,  p.  409. 
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9.  Claim  limited  by  body  of  Specification.— A  Claim  for  «  The  con- 

"  struction  and  arrangement  of  electrical  fuse  or  cut-out  boxes  or 
"  covers,  which  automatically  prevent  access  being  obtained  to  more 
44  than  one  main  at  a  time,"  held  to  be,  on  reading  the  whole  Specifi- 
cation, a  claim  for  the  particular  construction  and  arrangement 
described  in  the  Specification.  REASON  MANUFACTURING  Co.,  Ld. 
v.  Ernest  F.  Moy,  Ld.,  p.  409.    See  Subject-matter,  No.  2. 


SPECIFICATION  (INSUFFICIENCY  OF).    See  Insufficiency  of  Specifi- 
cation. 


STAY  OF  EXECUTION. 

Execution  stayed  pending  appeal  on  certain  terms.     BIRMINGHAM  PNEU- 
MATIC Tyre  Syndicate,  Ld.  v.  Reliance  Tyre  Co.,  p.  317. 


SUBJECT-MATTER.    See  also  Novelty  (Want  of)  ;  Revocation  (Peti- 
tion fob),  No.  J  ;  Threats  (Action  to  restrain),  No.  2. 

1.  Old  process  applied  to  old  substances.— Helton  for  infringement- 
Prior  publication. —  Want  of  novelty. —  Want  of  subject-matter. — 
Insufficiency  of  description. — Construction  of  Specification.  The 
Plaintiffs  were  the  assignees  of  a  Patent  for  "  Improvements  in  the 
"  formation  of  solid  ends  on  flexible  or  compound  electrical 
"conductors."  The  Specification  stated: — "According  to  my 
"  invention  metal  (which  should  be  of  the  same  kind  as  that  of 
"  which  the  wires  or  strips  are  composed)  is  applied  at  the  requisite 
"  temperature  to  the  ends  of  the  wires  or  strips.  This  is  most 
"  conveniently  effected  by  introducing  the  ends  of  the  wires  or 
"  strips,  to  be  connected  to  an  extent  necessary  to  ensure  firm 
"  connection,  into  a  mould  of  the  form  and  size  which  the  solid  ends 
"  are  to  have  and  introducing  molten  metal  into  this  mould."  The 
claim  was  for :  "  Flexible  or  compound  electrical  conductors 
"  provided  with  solid  ends'  in  the  manner  hereinbefore  described." 
The  Plaintiffs  manufactured  and  sold  an  integral  rail-bond  consisting 
of  a  flexible  body  made  of  strands  of  copper  wire  with  solid  ends  of 
the  same  metal  burnt  on  in  a  mould,  i.e.,  the  flexible  wire  being 
placed  in  a  mould,  the  molten  metal  being  rnn  through  inlet  and  outlet 
holes  prior  to  filling  the  mould,  in  order  to  remove  the  chill  from 
the  wires  and  effect  fusion  of  the  surface  of  the  wire.  The 
Defendants  manufactured  and  sold  an  integral  rail-bond  produced 
by,  first,  forging  the  ends ;  secondly,  drilling  them  and  inserting 
the  wires ;  and,  thirdly,  by  subjecting  them  to  heat  and  pressure. 
The  Plaintiffs  claimed  to  have  taught  the  world  to  produce  a  new 
article,  viz.,  an  integral  flexible  rail-bond  composed  of  copper,  and 
alleged  that  Defendants  had  infringed  by  producing  a  similar  article 
by  an  equivalent  process,  viz.,  welding. — Held,  that  the  Patent  was 
for  a  process  ;  that  the  process  was  an  old  process  applied  to  sub- 
stances to  which  it  had  been  previously  applied  ;  and  that  there  was 
no  invention.  The  action  was  dismissed  with  costs.  W.  T.  GLOVER 
<fc  Co.,  Ld.  v.  American  Steel  and  Wire  Co.,  p.  102. 
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2.  Alleged  analogous  user. — Action  for  infringement. — Construction  of 

Specification. — Subject-matter.  —  Invention. — Patent  held  valid. — 
Judgment  for  Plaintiffs.  Letters  Patent  were  granted  to  R.  for 
**  Improvements  in  fuse  boxes  for  electricity  supply  mains."  The 
Patentee  claimed,  first,  the  construction  and  arrangement  of  electrical 
fuse  or  cut-out  boxes  or  covers  which  automatically  prevent  access 
being  obtained  to  more  than  one  main  at  a  time  ;  and,  secondly,  the 
construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes 
substantially  as  described  and  shown  in  the  figures.  In  an  action 
for  infringement  brought  by  the  owners  of  the  Patent,  the  Defend- 
ants alleged  that  the  Patent  was  invalid  on  the  grounds  of  want  of 
novelty,  want  of  utility,  and  want  of  subject-matter.  The  Defendants 
relied  on  the  user  of  interlocking  apparatus  in  signals  and  other 
things,  and  also  on  the  common  knowledge  that  in  certain  positions 
doors  interfered  with  one  another  in  opening.  The  Plaintiffs  alleged 
that  the  Patentee  had  for  a  useful  purpose  adopted  what  had  in  other 
ways  only  been  known  as  an  inconvenience. — He  Id,  that  reading  the 
whole  Specification  the  first  claim  ought  to  be  construed  as  one  for 
the  construction  and  arrangement  described  in  the  Specification,  and 
that  there  was  novelty,  utility,  and  subject-matter.  Judgment  was 
given  for  the  Plaintiffs.  Moser  v.  Marsden  (13  R.P.C.  24)  discussed 
as  to  whether  on  a  question  of  construction  an  original  Specification 
can  be  referred  to  after  amendment.  Reason  Manufacturing  Co., 
Ld.  v.  Ernest  F.  Moy,  Ld.,  p.  409. 

3.  New  step  in  old  process. — Action  for  infringement, — Construction  of 

Specification. — Subject-matter . — Infringement. — Plaintiff 's  appeal 
allowed.  Action  for  infringing  a  Patent  for  "Improvements  in 
"  apparatus  for  hardening  and  tempering  steel  wire  and  tape."  The 
improvement  consisted  in  a  method  of  keeping  the  wire  bright,  after 
passing  through  the  tempering  flame,  by  passing  the  wire  direct 
from  the  flame  into  a  tube  or  chamber  "from  which  oxygen  is 
"  excluded  as  much  as  is  conveniently  possible,  and  which  is  long 
44  enough  to  permit  the  wire  to  become  sufficiently  cooled."  The 
Specification  described  a  chamber  supplied  by  means  of  a  pipe 
44  with  a  gas  or  with  a  mixture  of  gases  which  is  as  near  as  con- 
44  veniently  possible  free  from  admixture  with  oxygen."  The 
Defendants  passed  their  wire  into  a  tube  which  was  not  supplied 
with  gas,  but  which  was  sealed  against  the  admission  of  air  by 
dipping  under  molten  lead  at  its  mouth. — Held,  at  the  trial 
(18  R.P.C.  367),  that  this  was  not  an  infringement,  the  Plaintiff's 
method  involving  an  artificial  supply  of  gas,  and  that  if  the  con- 
struction of  the  Plaintiff's  Specification  did  not  imply  an  artificial 
supply,  then  there  was  want  of  subject-matter.  The  action  was 
dismissed  with  costs.  The  Plaintiff  appealed. — Held,  on  appeal, 
that  the  Patentee  had  introduced  a  new  step  into  the  manufacture 
of  wire  which  required  experiment  and  observation  ;  that  the  Patent 
was  valid  ;  and  that  the  Defendants  had  infringed.  Otto  v.  Linford 
(46  L.T.  N.S.  39)  followed.  Ashworth  v.  English  Card  Co.,  Ld., 
p.  463. 

4.  Taking  two  known  things  and  joining  together  is  not  inventing.— 

Action  for  infringement. — Subject-matter. — Invention. — Anticipa- 
tion.--Disconformity. — Infringement.— Judgment  for  Plaintiff  at 
trial. — Defendant's  appeal  allowed. — Patent  held  invalid.  C.  was  the 
registered  owner  of  a  Patent  for  "  Improvements  in  candlesticks," 
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by  making  the  sockets  in  one  piece  with  fangs  projecting  above  the 
nozzle  to  hold  candles  of  different  sizes.  In  the  Specification  there 
was  no  provision  as  to  the  fixing  of  the  socket  on  the  base  or  bed  of  the 
candlestick,  nor  was  it  expressly  stated  that  the  socket  and  fangs 
should  be  made  in  one  piece.  In  the  Complete  Specification,  but 
not  in  the  Provisional  Specification,  it  was  provided  that  small  tits 
cut  on  the  socket  piece  should  overlap  and  hold  the  nozzle  or  grease- 
catcher.  In  1901  C.  commenced  an  action  against  L.,  who  denied 
infringement,  novelty,  and  subject-matter,  and  alleged  disconformity 
and  prior  publication.  It  appeared  that  holders  with  similar  fangs, 
fitting  or  standing  in  common  candlesticks,  were  well  known  prior 
to  C.'s  Patent.  At  the  trial  it  was  held  that  a  socket  with  fangs  in 
one  piece  was  new  ;  that  the  arrangement  of  tits  for  holding  the 
nozzle  was  merely  a  method  of  carrying  out  the  invention,  and  was 
therefore  rightly  added  in  the  Complete  Specification  without 
disconformity;  that  there  had  been  an  infringement  by  the 
Defendant ;  and  that  the  Plaintiff  was  entitled  to  the  relief  claimed. 
Judgment  was  given  for  the  Plaintiff  (18  R.P.C.  508).  The  Defendant 
appealed. — Held,  on  appeal,  that  the  only  novelty  was  in  attaching 
the  socket  made  in  one  piece  directly  to  the  base  of  the  candlestick, 
and  that  there  was  no  subject-matter.  The  appeal  was  allowed  with 
costs.  Carter  v.  Letson  (trading  as  the  Pbckham  Box  Co.), 
p.  473. 

5.  Patent  held  invalid  for  want  of  invention.— Mere  improvement  on 

articles  already  in  market. — Action  for  infringement. — Validity. — 
Novelty. — Anticipation. — Subject-matter. — Patent  held  invalid.  In 
1898  a  Patent  was  granted  to  W.  for  "  Improvements  in  attachments  for 
"  corsets,"  consisting  of  an  abdominal  belt  composed  of  two  or  more 
parts  provided  with  vertical  stiffening  ribs,  at  each  side  of  the  top  of 
which  were  eyelet  holes  through  which  safety  pins  could  be  fastened 
to  attach  the  belt  to  a  corset.  In  1902  W.  commenced  an  action  against 
a  Company  for  infringing  the  Patent.  The  Defendants  denied 
infringement  and  attacked  the  validity  of  the  Patent  on  the  grounds 
of  want  of  novelty  and  want  of  subject-matter.  They  also  alleged 
various  anticipations  by  divers  Specifications,  and  by  cases  of  public 
manufacture  and  sale. — Held,  that  although  the  Plaintiff  was  entitled 
to  the  credit  of  having  improved  upon  articles  that  were  in  the 
market  before,  and  although  the  Defendants  had  distinctly  and 
intentionally  copied  the  alleged  invention,  yet  there  was  not  invention 
which  the  Court  could  recognise  ;  that  substantially  the  same  thing 
had  been  in  the  market,  either  patented  or  within  common  knowledge 
and  common  use,  for  some  years  prior  to  1898  ;  and  that  the  Plain- 
tiff's Patent  was  therefore  invalid.  Judgment  was  given  for  the 
Defendants  with  costs.  Wardroper  v.  Oborob  Gibbs,  Ld., 
p.  550. 

6.  Article. — Whether  an  article  per  se  can  ever  be  the  subject-matter  of  a 

Patent,  query.    BUCKLEY,  J.y  in  Kopp  v.  Rosbnwald,  p.  211. 

7.  Particular  use  of  old  machine  to  produce  a  new  article.— 

"  I  think  that  this  proposition  of  law  is  probably  true :  that  a 
"  Patentee  who  says — *  Select  one  of  a  known  class  of  machines,  use 
"  '  it  in  the  manner  indicated  in  my  Specification,  and  which  I 
"  '  insist  upon  as  being  the  essence  of  my  Patent,  and  you  will 
"  '  produce  a  new  article ; '  that  I  think  could  be  the  subject  of  a 
M  Patent."    Per  BUCKLEY,  J.,  in  Kopp  v.  ROSBNWALD,  pp.  211,  212. 
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8.  Application  of  old  machine. — The  application  of  a  known  machine 

for  braiding  in  such  a  manner  as  to  get  a  certain  number  of  thread* 
to  interlace  and  a  certain  number  of  threads  to  form  the  selvage  held 
not  to  be  subject-matter  for  a  Patent,  and  the  Patent  held  to  be 
invalid.     Kopp  v  Rosbnwald,  p.  205.    See  also  THREATS  (ACTION 

TO  RESTRAIN.) 

9.  Now  Step. — A  new  additional  step  in  an  old  process,  by  which  a  better 

article  is  produced,  may  be  the  subject-matter  of  a  Patent. 
Ashworth  v.  English  Card  Clothing  Co.,  Ld.,  p.  470. 

THREATS  (ACTION  TO  RESTRAIN).    See  also  Contempt  op  Court. 

1-  Solicitor's  letter  before  action. — Motion  /or  interlocutory  injunc- 
tion.— Infringement  action  against  customer  settled. — No  pending 
infringement  action. — Injunction  granted. — Appeal. — Injunction 
dissolved  on  terms. — Patents,  Ac.  Act,  1883,  section  82.  The 
Defendants,  being  the  owners  of  a  Patent  for  "  An  improvement  in 
"  eyelets,"  wrote  by  their  solicitors  to  B.  and  R.,  customers  of  the 
Plaintiffs,  complaining  of  the  sale  by  B.  and  R.  of  eyelets  alleged  to 
be  infringements  of  the  Patent  and  threatening  proceedings  ;  B.  and 
R.  thereupon  wrote  saying  that  they  had  discontinued  the  sale.  The 
solicitors  of  the  Defendants  also  wrote  a  similar  letter  to  P.,  another 
of  the  Plaintiffs9  customers,  and  an  action  for  infringement  was 
subsequently  commenced  by  the  Defendants  against  him,  in  which 
he  consented  to  a  perpetual  injunction.  The  Plaintiffs,  who  manu- 
factured the  articles  complained  of  abroad,  had  only  an  agent  in  this 
country.  They  commenced  an  action  against  the  Defendants  to 
restrain  threats,  and  moved  for  an  interlocutory  injunction.  BYRNE, 
«/.,  granted  an  injunction.  The  Defendants  appealed.  The  appeal 
was  settled  on  the  terms  that  the  Defendants  should  bring  an 
infringement  action  against  the  Plaintiffs9  agent,  the  Plaintiffs 
undertaking  to  give  security  for  costs,  and  the  injunction  being 
dissolved  with  liberty  to  apply  to  restore  it  if  the  action  were  not 
prosecuted  with  due  diligence.  Engbls  v.  Hubert  Unchange- 
able Eyelet  Syndicate,  Ld.,  p.  201. 

2.  Patent  held  invalid. — Subject-matter. — Injunction  granted.  The 
owners  of  a  Patent  for  **  New  or  improved  manufacture  of  covered  • 
"  whalebone  "  having  threatened  customers  of  K.,  the  latter  brought 
an  action  to  restrain  the  threats.  The  Defendants,  having  justified 
the  threats  under  the  Patent,  the  Plaintiffs  denied  infringement  and 
alleged  the  invalidity  of  the  Patent  on  the  ground  (inter'  alia)  of 
want  of  subject-matter.  The  Specification  claimed  "  the  manufacture 
41  of  the  new  material,  strips  of  natural  whalebone  covered  or  braided 
"  with  threads  of  fibrous  material  applied  substantially  in  the  manner 
"  and  by  the  means  hereinbefore  described  with  reference  to  and 
"  shown  in  the  drawings."  Braiding  machines  were  old  at  the  date 
of  the  Patent.  The  Defendants  contended  that  the  invention  was 
the  application  of  a  particular  type  of  a  known  machine  in  a 
particular  way  to  produce  an  article  that  was  new. — Held,  that  the 
claim  was  for  a  process  and  not  for  a  product,  and  that  the  claim  was 
for  something  old,  and  that  the  Patent  was  invalid  for  want  of 
subject-matter.     An  injunction  was  granted  and  an  inquiry  as  to 
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THREATS  (ACTION  TO  RESTRAIN)  -*m tinned. 

damages,  the  inquiry  being  stayed  on  terms. — Query,  whether  an 
article  per  se  can  ever  be  the  subject-matter  of  a  Patent.  KOPP  v. 
Rosenwald,  p.  205.  N.B. — The  judgment  in  this  case  has  been 
affirmed  on  appeal. 

*  ' 

3.  Interlocutory  Injunction  refused. — Action  to  restrain  threats  under 

section  82  of  the  Patents,  Ac.  Act,  1883,  and  at  Common  Law. — 
Conflict  of  evidence.— Motion  for  interlocutory  injunction  refused. — 
Costs  reserved.    Barber  v.  Nathan  &  Somers,  p.  331. 

TRUE  AND  FIRST  INVENTOR.    See  Revocation  (Petition  for),  Nos.  2 
and  3. 

TRUSTEE  OF  LITIGATION.    See  Agreement. 

UTILITY.    See  Infringement,  No.  17  ;  Subject-matter,  No.  2. 

VARIANCE. 

i 

Dispensing  in  Complete  Specification  with  one  detail  not  of  the 
essence  of  an  invention  does  not  render  a  Patent  void  for 

disconformity . — Action  for  infringement  of  several  Patents. — Prior 
grant. — Novelty. — Infringement. — Plaintiffs  successful  as  to  three 
Patents.  The  owners  of  five  Patents  commenced  an  action  for  infringe- 
ment of  the  same,  but  subsequently  withdrew  one,  and  at  the  trial 
offered  no  evidence  on  another.  The  Defendants  denied  infringement, 
and  alleged  as  to  C.'s  Patent  that  it  was  invalid  on  several  grounds, 
relying  especially  on  a  prior  grant  to  W.  and  on  disconformity,  and, 
as  to  two  Patents  of  S.,  on  anticipation  and  prior  grant. — Held,  that 
these  three  Patents  were  valid,  and  had  been  infringed.  Judgment 
was  given  for  the  Plaintiffs  on  the  three  Patents,  Certificates  of 
validity  being  granted  as  to  them*  A  stay  was  granted  on  certain 
terms  in  the  event  of  the  Defendants  appealing.      Moter  v.  Marsden 

(13  R.P.C.  24)  discussed.  Birmingham  Pneumatic  Tyre 
Syndicate,  Ld.  v.  Reliance  Tyre  Co.,  p.  298. 

WITHDRAWAL.    See  Application  for  Patent,  No.  3. 


WITHDRAWAL  OF  APPEAL.    See  Agreement,  No.  1. 
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DIGEST  OF  TKADE  MARK,  TRADE  NAME  AND 

OTHER  CASES. 


ABANDONMENT. 

Discussed.    Hart's  Trade  Mark,  p.  573. 

ACTIONABLE  WRONG.    See  Trade  Namb,  No.  5. 

M  ADDED  MATTER."    See  Registration,  No.  2. 

ADVERTISEMENT.    See  Infringement,  Nos.  1  and  4;    Rectification, 
No.  7. 

AGREEMENT  AS  TO  USE  OF  TRADE  MARE.    See  Rectification.    No.  5. 
ALTERATION  OF  MARK. 


Old  Mark.  Firm  Name. — Application  for  leave  to  alter  old  mark. — 
Alteration  of  firm  name. — No  opposition  by  OomptroUer-Oeneral. — 
Leave  granted.  S.  Maw,  Son  A  Sons  having  succeeded  to  the 
business  of  S.  Maw,  Son,  and  Thompson,  leave  was  granted  to  alter 
the  firm  name  in  an  old  Trade  Mark  accordingly.  In  the  Matter 
of  Maw,  Son,  and  Thompson's  Trade  Mark,  p.  260. 

APPLICATION  FOR  REGISTRATION.    See  Registration;  Rectifica- 
tion, No.  2. 

u  CALCULATED  TO  DECEIVE."    See  Per  ROMBR,  LJ.,  In  THE  MATTER 
of  the  Trade  Marks  of  Bass,  Ratcliff,  and  Grbtton,  Ld.,  p.  544. 

COLOUR.    See  In  the  Matter  of  the  Trade  Marks  of  Bass,  Ratcliff, 
and  Grbtton,  Ld.,  pp.  537,  539. 

COMBINATION  OF  DEVICES.    See  Rectification,  No.  2. 
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COMPANY. 

Non-compliance  by  a  limited  company  with  section  41  of  the  Companies 
Act,  1862,  does  not  preclude  them  from  suing  to  restrain  other 
persons  from  using  their  Trade  Name.  H.  £.  Randall,  Ld.  v. 
British  and  American  Shoe  Co.,  p.  402. 

COMPANIES  ACT,  1862,  SECTION  20.    See  Trade  Name,  No.  6. 

Section  41.— See  Company. 

COMMON  TO  THE  TRADE. 

1.  In  considering  a  question  of  infringement  of  a  label,  which  includes 

features  common  to  the  trade,  one  must  ascertain  what  parts  are 
peculiar  to  the  Plaintiff,  and  what  are  common  to  the  trade. 
Hennbssy  &  Co.  v.  Doupe,  p.  340.    See  Infringement,  No.  2. 

2.  Old  Trade  Mark  consisting  of  a  plain  diamond  alleged  to  have  been 

common  to  the  trade  at  the  date  of  registration  held  to  be  distinctive, 
notwithstanding  the  presence  of  a  device  of  a  diamond  in  several 
other  complex  marks.  In  the  Matter  of  the  Trade  Marks  of 
Bass,  Ratoliff,  and  Oretton,  Ld.,  p.  529.  See  Rectification, 
No.  6. 

CONCURRENT  USE. 

1.  "  As  at  present  advised  I  am  not  prepared  to  accept  the  view  that  the 

"  Plaintiffs  would  have  had  no  enforceable  rights  under  the  circum- 
"  stances  against  a  third  person  starting  a  new  business  and  selling 
"  his  goods  as  *  Worcester  China '  simply  because  one  other  firm  had 
"  an  equal  right  with  the  Plaintiffs  to  use  the  words  as  descriptive 
"  of  their  goods  also."  Per  Byrne,  J.y  in  Worcester  Royal 
Porcelain  Co.,  Ld.  v.  Locke  &  Co.,  p.  489.  See  Passing-off, 
No.  6. 

2.  Concurrent  use  before  1889  by  three  firms,  whose  businesses  had  since 

1889    been    represented  by  the  Plaintiffs.      WORCESTER    Royal 

Porcelain  Co.,  Ld.  v.  Locke  &  Co.,  p.  489.  See  Passing-off, 
No.  6. 

3.  Concurrent  use  in  different  localities.    See  RECTIFICATION,  No.  7. 

4.  Concurrent  right  to  use  of  name  "  Castle  Brewery."    See  Trade  Name, 

No.  1. 

5.  Concurrent  right  to  name  in  Plaintiffs  and  other  persons.    See  Trade 

Name,«No.  5. 

CORKS. 

Use  of  brand  on  .corks.  Findlatbr,  Mackib,  Todd  «&  Co,  v.  Newman 
&  Co.,-p.(235.    See  Trade  Name.  No.  5. 
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COSTS. 

1.  Offer  to  consent  to  injunction.— Where  goods  of  the  Plaintiffs  had 

been  passed  off  as  goods  of  the  Plaintiffs  of  a  superior  class  by  means 
of  a  fraudulent  imitation  by  one  of  their  labels,  the  Plaintiffs  were 
held  to  be  entitled  at  the  trial  to  an  injunction  and  costs,  although 
after  the  commencement  of  the  action  the  Defendant  had  offered  to 
consent  to  an  injunction  and  to  pay  the  costs  already  incurred. 
John  Jameson  &  Son,  Ld.  v.  Clarke,  p.  255. 

2.  Successful  Defendants  refused  costs  because  of  letters  written  by  one  of 

them,  and  evidence  given  by  another.    Lambert  and  Butler  v. 

T.  P.  AND  R.  GOODBODY,  p.  383. 

3.  In  an  interlocutory  appeal  heard  by  two  Lords  Justices  who  differed, 

the  appeal  was  dismissed  without  costs.  Ripley  v.  Arthur  &  Co., 
p.  452, 

4.  Costs  apportioned. — In  a  Trade  Name  case  where  the  Plaintiffs  were 

partly  successful,  the  Defendants  were  ordered  to  pay  one  third  of 
the  Plaintiffs'  costs.  Findlater,  Mackib,  Todd  &  Co.  v.  NbwMan 
&  Co.,  p.  249.  s 


CUSTOM  OF  TRADE. 

Where  a  person  is  bound  to  distinguish  goods  sold  by  him  from  those 
manufactured  and  sold  by  another  person,  it  is  no  answer  to  say  that 
the  custom  of  the  trade  generally  is  not  to  do  it.  F.  Rbddaway  & 
Co.,  Ld.  v.  Ahlers,  p.  12. 


DECEPTION  (PROBABILITY    OF).    See  also  Calculated  to  Deceive  ; 
Infringement  ;  Passing-off. 

1*  Evidence. — Questions  not  allowed  to  be  put  to  trade  witnesses  whether 
customers  would  be  likely  to  be  deceived.  Hennessy  &  Co.  v. 
DompA,  p.  339.    See  Infringement,  No.  2. 

2.  Evidence. — Th6  evidence  necessary  and  admissible  in  actions  for  in- 

fringement considered.  Lambert  AND  Butler,  Ld.  v.  GOODBODY, 
p.  377.    See  Infringement,  No.  3. 

3.  Evidence. — Motion  to  commit.    Where,  on.  default  in  pleading,  an  injunc- 

tion is  granted  in  a  passing-off  case  in  general  terms  and  not  in 
respect  of  a  specific  article  or  thing,  the  Plaintiff  must  on  a  motion 
to  commit  satisfy  the  Court  as  to  probability  of  deception  by  what  is 
alleged  to  be  a  breach  of  the  injunction.  Ripley  v.  ARTHUR  & 
Co.,  p.  443. 

4.  Uncorroborated  evidence  of   unreliable   witness    not  to   be   acted   on. 

Hennessy  &  Co.  v.  Nbary,  p.  42. 

5.  Use  of  "  Trade  Mark  "  on  a  registered  Trade  Mark  held  not  to  be  decep- 

tive. In  the  Matter  of  the  Trade  Marks  of  Bass,  Ratoliff 
and  Gretton,  Ld.,  p.  529.    See  Rectification,  No.  6. 
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DELAY. 

1.  Interlocutory  injunction  refused  on  the  ground  that  the  acts  complained 

of  had  been  going  on  for  five  years.     YOST  TYPEWRITER  Co.,  Ld.  v. 

Typewriter  Exchange  Co.,  p.  422. 

2.  Interlocutory  injunction  in  Trade  Name  case  not  refused  on  account  of 

a  delay  of  three  months,  such  delay  being  sufficiently  explained. 
Army  and  Navy  Co-operative  Society,  Ld.  v.  Army,  Navy  and 
Civil  Service  Co-operative  Society  op  South  Africa,  Ld., 
p.  574. 

DESCRIPTIVE  WORD. 

"  Uaeeda  "  held  not  to  be  a  word  having  no  reference  to  the  character  or 
quality  of  the  goods.  In  the  Matter  of  an  Application  by  the 
National  Biscuit  Co.,  p.  281. 

DISCLAIMER. 

One  half  of  a  label  consisting  of  directions  for  use,  Ac,  held  to  be  a  added 
"  matter,"  which  ought  to  have  been  disclaimed  in  an  application  to 

register.  In  the  Matter  of  the  Royal  Baking  Powder 
Co.'s  Application,  p.  261. 

DISTINCTIVE  MARK.    See  Rectification.    Nos.  3  and  6. 
ESSENTIAL  PARTICULARS.    See  Rectification,  No.  2. 

EVIDENCE.    See  also  Deception  (Probability  of). 

1*  Probability  of  Deception. — Questions  not  allowed  to  be  pat  to  trade 
"witnesses  whether  customers  would  be  likely  to  be  deceived. 
Hennessy  &  Co.  v.  Dompe,  p.  339.    See  Infringement,  No.  2. 

2.  Probability  of  Deception. — What  evidence  of  probability  of  deception 

is  admissible  in  actions  for  infringement.  LAMBERT  AND  BUTLER, 
Ld.  v.  Goodbody,  p.  377.    See  Infringement,  No.  3. 

3.  Motion  to  commit. — Where,  on  default  in  pleading,  an  injunction  is 

granted  in  a  passing-off  case  in  general  terms  and  without  restraining 
the  sale  of  a  particular  article,  the  Plaintiff  must  on  a  motion  to 
commit  satisfy  the  Court  that  a  thing  complained  of  is  a  breach  of 
the  injunction.     RlPLEY  v.  ARTHUR  &  Co.,  p.  443. 

FIVE  YEARS'  REGISTRATION.    See  Rectification,  No.  7. 

FRAUD. 

1.  u  If  I  once  came  to  the  conclusion  that  fraud  had  been   intended  I 

"  should  restrain  the  Defendants  altogether.  It  is  no  defence  to  say, 
44  *  We  tried  to  commit  a  fraud  and  failed.' "  Per  Farwell,  J.y 
in  Lambert  and  Butler,  Ld.  v.  Goodbody,  p.  381.  See 
Infringement,  No.  3. 

2.  It  is  not  necessary  to  prove  fraud  in  an  action  for  passing-off,    CARR  & 

Sons  v.  Crisp  &  Co.,  Ld.?  p.  499, 
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GEOGRAPHICAL  WORD.    See  Passing-off,  No.  6.      • 

INFRINGEMENT.    See  also  Passing-off. 

1.  Alleged  infringement  and  passing-off  by  Posters.— Motion  for 

interlocutory  injunction  refused. — Appeal. — Action  settled.  Manu- 
facturers of  soap,  whose  registered  Trade  Mark  consisted  of  a  ship, 
and  whose  goods  had  in  consequence  come  to  be  known  as  "  Ship 
"  Brand  "  soap,  commenced  an  action  to  restrain  the  use  by  another 
firm  of  soap  manufacturers  of  a  poster,  on  which  a  ship  was  a 
prominent  feature.  This  ship  was  different  from  that  of  the 
Plaintiffs,  and  bore  on  its  sail  a  conspicuous  Geneva  cross,  the 
Defendants'  Trade  Mark  being  a  hospital  nurse  with  a  Geneva  cross 
on  one  arm.  The  poster  also  bore  the  Defendants'  name  prominently, 
and  the  words  "  Fluid,  Powder,  Soap."  The  Plaintiffs  alleged  that 
the  poster  was  calculated  to  deceive  by  leading  people  to  the  con- 
clusion that  the  Defendants  were  the  makers  of  "Ship  Brand 
"  Soap."  They  moved  for  an  interlocutory  injunction,  which  was 
refused  by  Joyce,  J.  The  Plaintiffs  appealed,  and  the  action  was 
settled  in  Court,  the  Plaintiffs  accepting  an  offer  by  the  Defendants 
not  to  use  the  poster  in  connection  with  powder  or  soap.  Semble. — 
A  Trade  Mark  may  be  infringed  by  advertisement.  Price's  PATENT 
Candle  Co.,  Ld.  v.  Jeyes  Sanitary  Compounds  Co.,  Ld.,  p.  17. 

2.  Parts  of  Mark  common  to  the  trade  copied.    Probability  of 

deception. — Alleged  infringement. — Alleged  passing-off  of  Defen- 
dant's goods  as  Plaintiffs'. — Probability  of  deception. — Third  party 
joined  as  Defendant. — Action  dismissed. — Costs.  H.  &  Co.  were  the 
registered  owners  of  label  Trade  Marks  consisting  of  a  frame  of 
vine-leaves  surrounding  a  space,  in  which  their  name  appeared,  and 
enclosing  in  the  top  centre  an  "  arm  and  battle  axe  "  device,  which 
was  also  registered  by  them  as  a  Trade  Mark  ;  these  labels  were  used 
by  them  printed  in  gold  on  a  white  ground  upon  their  bottles  of 
Cognac  brandy,  in  which  they  did  an  extensive  and  old-established 
trade.  They  brought  an  action  for  injunctions  to  restrain  both 
infringement  of  Trade  Mark  and  passing-off  against  D.,  who  served 
R.  with  a  "  third-party  notice  "  (R.  being  joined  as  co-Defendant  at 
the  trial)  in  respect  of  bottles  of  brandy,  a  limited  quantity  of  which 
had  accidentally  been  acquired  by  R.,  from  whom  D.  had  purchased 
a  few,  and  which  were  labelled  with  a  label  printed  in  gold  on  a 
white  ground,  and  consisting  of  a  similar  frame  of  vine-leaves 
surrounding  a  space  in  which  appeared  the  name  of  "  Jules  Chateau 
"  et  Cie"  but  in  this  case  the  small  top-centre  space  occupied  by  the 
device  in  the  Plaintiffs'  label  was  filled  up  by  continuing  the  vine- 
leaf  frame. — Reld>  that  although  whoever  designed  the  Defendant's 
label  must  have  copied  the  vine-leaf  part  thereof  from  the  Plaintiffs' 
label,  yet  as  the  evidence  showed  that  vine-leaves  encircling  a  label 
printed  in  gold  on  a  white  ground  were  common  to  the  trade,  the 
Defendant's  label,  containing  a  different  name  and  not  containing 
the  device  of  the  Plaintiffs,  was  not  calculated  to  deceive.  The 
injunctions  asked  for  were  refused  with  costs.  Hennessy  &  Co.  v 
DOMP&,  p.  333. 

3.  Device,  alleged  to  resemble  a  registered  Trade  Mark,  used  in  com- 

bination with  Other  matter. — Probability  of  deception. — Evidence. 
— Absence  of  fraud.—  Withdrawal  of  one  label  objected  to  before 
action  brought.^Un^ertc^king  by  Defendants. — Injunction  refused 
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without  costs.  L.  and  B.  were  the  registered  owners  of  two  Trade 
Marks  for  tobacco,  one,  registered  1876,  representing  a  recumbent 
sphinx  facing  to  the  left,  and  the  other,  registered  1888,  consisting 
of  the  same  figure  with  the  word  "  Sphinx  "  added.  In  and  from 
1899  to  June  1901  the  Defendants  used  on  their  cardboard  boxes  of 
cigarettes  the  device  of  a  recumbent  sphinx.  Since  December  1899 
they  used  on  their  tin  boxes  of  cigarettes  an  Egyptian  design,  which 
included,  amongst  other  things,  a  figure  said  to  resemble  a  sphinx. 
In  February  1901  the  Defendants  issued  a  show-card,  which  was 
merely  an  enlargement  of  the  Egyptian  design,  but  they  withdrew 
their  original  device.  An  action  having  been  brought  by  L.  and  B. 
for  infringement  of  Trade  Mark  and  passing-off, — Held%  that  the 
Defendants  had  acted  without  fraud,  and  the  so-called  sphinx  which 
they  were  in  fact  using  was  so  unlike  the  conventional  sphinx  of 
Plaintiffs  as  to  exclude  any  reasonable  probability  of  deception,  but 
that  the  Defendants  had  by  their  conduct  brought  the  action  on 
themselves,  and  therefore  no  costs  should  be  given  to  them.  The 
evidence  necessary  and  admissible  in  infringement  actions  discussed. 
The  Defendants  having  fiffered  an  undertaking,  it  was  embodied  in 
an  Order  made  without  costs.    Lambert   AND    Butler,   Ld.  v. 

T.   P.  AND  R.  GOODBODY,  p.  377. 

4.  A  Trade  Mark,  consisting  of  a  plain  diamond,  held  not  to  be  infringed 
by  the  use  on  a  show-card,  with  other  matter,  of  a  geometrical  figure 
alleged  to  be  a  colourable  imitation  of  the  diamond  mark,  and  having 
the  word  u  Famous  "  thereon.  Bass,  Ratclipp  and  Grbtton,  Ld. 
v.  John  Davenport  &  Sons'  Brewery,  Ld.,  p.  129.  See 
Rectification  op  the  Register,  No.  6. 


INTERLOCUTORY    INJUNCTION. 

1-  Acts  complained  of  going  on  for  five  years.— Action  to  restrain 

passing-off. — "  Yost  pads." — Motion  for  interlocutory  injunction.— 
No  Order  on  motion.  The  Yost  Typewriter  Co.,  Ld.y  having  com- 
menced an  action  to  restrain  the  use  of  the  name  "Yost  pads," 
moved  for  an  interlocutory  injunction.  The  Plaintiffs  alleged  that 
the  term  "  Yost  pads  "  meant  their  goods,  and  that  the  use  by  the 
Defendants  of  the  term  *4  Palmer  Yost  pads  "  would  lead  to  the 
Defendants1  goods  being  passed  off  as  the  Plaintiffs1.  It  appeared 
from  the  evidence  that  the  term  "  Palmer  Yost  pads "  had  since 
1897  been  used  by  the  Defendants,  but  the  Plaintiffs  denied  any 
knowledge  of  this.  There  was  also  evidence  that  persons  other  than 
the  Plaintiffs  had  for  some  years  used  the  term  "  Yost  pads."— Held, 
that,  under  the  circumstances,  no  case  for  an  interlocutory  injunction 
had  been  made  out.  No  Order  was  made  on  the  motion,  except  that 
costs  should  be  costs  in  the  action.  YOST  TYPEWRITER  Co.,  Ld.  v. 
Typewriter  Exchange  Co.,  p.  422. 

2.  Granted  after  explained  delay  of  three  months.  Army  and  Navy 
Co-operative  Society,  Ld.  v.  Army,  Navy  and  Civil  Service 
Co-operative  Society  op  South  Africa,  Ld.,  p.  574. 


INVENTED  NAME  OF  ARTICLE.    ^^Rectification,  No.  3, 
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INVENTED  WORD. 

"  Uneeda,"  applied  for  in  respect  of  articles  in  Class  42,  held  not  to  be  an 
invented  word.     In   THE   Matter  OP   AN  APPLICATION  OP  THE 

National  Biscuit  Co.,  p.  281. 

> 

LABEL. 

1.  In  considering  a  question  of  infringement  of  a  label,  which  includes 

features  common  to  the  trade,  one  must  ascertain  what  parts  are 
peculiar  to  the  Plaintiff  and  what  are  common  to  the  trade. 
Hennessy  &  Co.  v.  Dompe,  p.  340.    See  Infringement,  No.  2. 

2.  Three  labels  held  to  constitute  one  Trade  Mark.     In  THE  Matter  OP 

A.  AND  A.  CROMPTON  &  CO.'S  TRADE  MARK,  p.  265. 

3.  A  label  consisted  as  to  one  half  of  directions  for  use,  descriptive  matter, 

together  with  the  name  and  address  of  the  Company,  and  the  words 
u  Royal  Baking  Company." — Held  that  this  portion  of  the  label  was 
u added  matter"  and  ought  to  "have   been   disclaimed.      In   THE 

Matter  op  the  Royal  Baking  Powder  Co.'s  Application, 
p.  261. 

LIMITATION  OF  REGISTRATION.    See  RECTIFICATION  OP  THE  REGISTER, 
Nob.  1  and  8. 

MANUFACTURER. 

Difference  in  the  position  of  manufacturers  and  retailers  as  Defendants  in 
passing-off  cases  discussed.  See  F.  Reddawat  &#  Co.,  Ld.  v. 
Frictionlbss  Engine  Packing  Co.,  Ld.,  p.  516. 

MOTION  TO  COMMIT. 

Injunction  in  general  terms.    Breach  not  proved.— Action  to  restrain 

Defendants  from  passing  off  their  goods  as  those  of  the  Plaintiff's. — 
Order  for  injunction  in  general  terms  in  default  of  defence.— Motion 
to  commit  for  breath  ofinjunctign.  —Statement  of  Claim  not  referred 
to  in  Order. — Inference  to  be  drawn  from  affidavits  filed  on  motion 
to  commit.    R.  brought  an  action  against  S.,  trading  as  J.  A.  &  Co., 
for  an  injunction  to  restrain  passing  off  their  laundry  blue  as  his, 
and  delivered  a  Statement  of  Claim.     A  Defence  was  delivered  but 
subsequently  withdrawn,  and  an  Order  was  made  for  an  injunction 
to  restrain  the  Defendants  from  selling  blue  so  got  up  as  to  induce  the 
belief  or  enable  others  to  represent  that  it  was  of  the  Plaintiff's  manu- 
facture, and  from  in  any  way  representing  their  blue  to  be  "  Oval 
u  Blue  "  or  of  the  Plaintiff's  manufacture.    Subsequently  the  Plain- 
tiff moved  to  commit  S.  for  breach  of  the  Order.    Affidavits  were 
filed  on  both  sides.— Held,  by  Parwbll,  J.y  that  the  Plaintiff  had 
not  proved,  nor  had    the  Defendants  admitted,  a  breach  of  the 
Order,  and  the  motion  was  dismissed   with  costs.     The   Plaintiff 
appealed. — Held,  by  Vatjghan  Williams,  L.J.,  that  the  evidence 
established  that  the  point  of  the  resemblance  between  the  Plaintiff's 
packet  of  blue  and  the  packet  of  the  Defendant's  at  the  time  of  the 
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action  was  concluded  by  the  judgment  in  the  action,  and  that  the 
difference  between  the  packet  of  the  Defendants  at  the  time  of  the 
action  and  the  packet  of  the  Defendants  complained  of  in  the  motion 
was  really  nothing,  and  that  the  Plaintiff  was  entitled  to  succeed. 
But  held  by  STIRLING,  L.J.,  that  the  decision  of  Farwell,  «/.,  was 
right.     The  appeal  was  dismissed   with  costs.     RlPLBY  v.   JOHN 

Arthur  &  Co.,  p.  443. 
NAME.    See  Trade  Name. 

NAME  OF  ARTICLE.    See  Rectification,  No.  3. 

**  It  appears  from  the  Appellants1  own  evidence  that  the  word  '  Vaseline ' 
"  was  an  invented  word  to  describe  an  invented  thing,  and,  if  so, 
"  I  think  it  follows  that  anyone  was  at  liberty  to  make  the  invented 
"  article  which  was  not  protected  by  Patent  in  England,  and  at  liberty 
"  to  call  it  by  the  name  attributed  to  it  by  the  inventor.  In  the  case 
"  of  the  Linoleum  Co.  v.  Nairn  (L.R.  7,  Ch.  D.  834)  Mr.  Justice  Fry 
"  applied  this  principle  to  the  case  of  a  patented  article  after  the 
44  expiration  of  the  Patent,  but  I  think  it  cannot  be  limited  to  that 
44  case."  Per  Cozens  Hardy,  L.J.n  In  the  Matter  of  the  Chese- 
brough  Manufacturing  Co.'s  Trade  Mark,  pp.  355,  356. 

NAME  OF  FIRM.    See  Alteration  of  Mark. 

NAME  OF  PLACE.    See  Pa.ssing-off,  No.  6 ;  Trade  Name,  Nos.  1  and  5. 

NAME  OF  PREMISES.    See  Passing-off,  No.  4. 

OLD  MARE.    See  also  Alteration  of  Mark. 

On  an  application  to  remove  an  old  mark  from  the  Register  on  the  ground 
that  it  had  not  been  used  as  a  Trade  Mark  before  the  13th  of  August 
1875,  the  onus  of  proof  is  on  the  applicant.    In  the  Matter  of 

THE  OHBSEBROUGH   MANUFACTURING  CO.'S  TRADE  MARK,  p.  342. 

See  Rectification,  No.  3. 

PASSING-OFF.    See  also  Infringement  ;    Interlocutory   Injunction  ; 
Trade  Name. 

l.  Trade  name  of  goods.  Name  which  if  used  by  itself  indicates 
goods  of  a  certain  manufacturer.    Liability  of  other  users  of 

the  name  to  distinguish. — Action  to  restrain  use  of  "  Camel-hair  " 
for  belting  so  as  to  pass  goods  off  as  and  for  the  Plaintiffs'*  goods. — 
Use  by  Defendants  of  words  "  Camel-hair  Belting  "  or  u  Belting  of 
"  Camel-hair"  simpliciter.—  Use  of  these  names  with  addition  which 
would  be  taken  to  indicate  the  seller  of  the  goods. — Insufficient  dis- 
tinction.— Judgment  for  Plaintiffs.  F.  Reddauay  A  Co.9  the  successors 
in  business  of  F.  Redd  away,  who  was  the  Plaintiff  in  Reddaway  v. 
Banham  (13  R.P.C.   218),    brought    an  action  against  A.  for  an 

E  2 
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injunction  to  restrain  him  from  continuing  to  use  the  word  "  Oamel " 
or  "  Camel-hair  "  in  such  a  manner  as  to  deceive  purchasers  into  the 
belief  that  they  were  purchasing  the  Plaintiffs'  belting.  What  was 
complained  of  by  the  Plaintiffs  was  the  issue  of  certain  trade  docu- 
ments by  the  Defendant  in  which  "Belting  of  camel-hair"  was 
offered  for  sale.  In  one  of  such  documents  no  name  appeared  ;  in 
the  others  there  appeared  the  name  of  Conrad  Scholte>  who  manu- 
factured the  belting  in  question,  but  such  belting  was  not  expressly 
described  as  being  manufactured  by  Conrad  Scholtz. — Held,  that 
*•  Camel-hair  belting  "  meant  in  the  trade  at  the  date  of  the  action, 
as  well  as  before,  the  belting  of  the  Plaintiffs,  and  nothing  else,  and 
that  the  Defendant  was  offering  for  sale  or  describing  belting  in  such 
a  manner  as  to  be  likely  to  be  taken  for  the  Plaintiffs1  goods,  and  an 
injunction  was  granted  with  costs.  A  custom  of  the  trade  generally 
will  not  exonerate  a  trader,  who  is  otherwise  bound  to  do  so,  from 
the  necessity  of  distinguishing  his  goods  from  those  sold  by  another 
person.    F.  Rbddaway  &  Co.,  Ld.  v.  Ahlbrs,  p.  12. 

2.  Selling,  in  bottles  bearing  Plaintiffs'  genuine  label  and  Trade 

Mark,    brandy  not   of  Plaintiffs'  manufacture.— Action    to 

restrain  infringement  and  passing-off. — Uncorroborated  evidence  of 
unreliable  witness. — Injunction  granted  with  costs.  The  Plaintiffs 
were  distillers  of  brandy  at  Cognac,  known  to  the  trade  and  the 
public  as  "  Hennessy's  Three-Star  Brandy,"  which  they  supplied  to 
the  trade  in  bottles  bearing  labels  on  which  were  printed  the  name 
of  the  firm,  Ja*  Hennessy  &  Co.,  which  had  been  registered  as  their 
Trade  Mark  and  Three  Stars.  The  Defendant,  a  proprietor  of  a 
restaurant  in  Dublin,  sold  to  customers  two  glasses  of  brandy  as 
"  Hennessy's  Three-Star  Brandy  "  from  a  bottle  bearing  one  of  the 
Plaintiffs1  genuine  labels,  and  afterwards  sold  them  the  bottle  with 
the  remainder  of  the  brandy  it  contained.  Experts  proved  that  the 
brandy  was  not  the  Plaintiffs',  but  an  inferior  article.  An  action 
was  brought  and  an  injunction  was  granted  with  costs.  HENNESSY 
&  Co.  v.  Neary,  p.  36. 

3.  Fraudulent  imitation  of  Plaintiffs'  labels.    One  class  of  Plain- 

tiffs' goods  passed  off  as  of  a  superior  class.— Injunction 

awarded  with  costs  notwithstanding  offer  previous  to  trial  to  consent 
to.  an  injunction  and  pay  costs  up  to  date.  J.  J.  &  S.,  distillers  of 
whisky  in  Dublin,  which  they  sold  in  casks  to  retailers,  supplied 
their  customers  with  two  descriptions  of  labels — one  for  three  years 
old  whisky  bearing  their  registered  Trade  Mark  "  J.  J.  &  S.,"  the 
other  bearing  the  Trade  Mark  and  three  stars,  for  use  on  bottles 
containing  whisky  at  least  seven  years  old.  C,  having  purchased 
from  them  some  of  their  three  years  old  whisky,  and  having 
been  supplied  with  a  number  of  labels  of  the  first  kind,  got  imita- 
tions made  of  the  second  description  of  label,  with  the  distinctive 
mark;  of  three  stars,  affixed  same  on  bottles  not  containing  seven 
years  old  whisky,  and  sold  it  as  the  seven  years  old  whisky.  On 
being  written  to  he  stated  that  he  had  used  the  label  merely  for 
ornament,  and  denied  that  he  had  sold  the  whisky  as  seven  years 
old  whisky  or  committed  any  fraud,  and  promised  not  to  use  the 
label  again.  The  solicitors  for  J.  J.  &  S.  replied,  4<  You  have  com- 
"  mitted  a  gross  fraud  ;  Plaintiffs  will  require  you  to  pay  501. ;  also 
"  10/.  to  Belfast  General  Hospital  and  10Z  for  costs  ;  also  to  sign  an 
"  apology  to  be  published  in  two  newspapers,  and  to  deliver  up  all 
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"  the  imitation  labels  in  your  posession."  The  solicitor  for  C.  wrote 
characterising  the  terms  as  extortionate,  but  offering  to  pay  any  costs 
incurred  up  to  date  and  sign  a  letter  of  regret.  J.  J.  &  S.  then  com- 
menced an  action  against  C.  Thereupon  his  solicitor  wrote  on  the 
11th  of  October  1901  to  the  Plaintiffs'  solicitors  offering  to  sign  a 
consent  to  an  injunction  and  to  pay  the  Plaintiffs1  solicitors  costs 
properly  and  necessarily  incurred.  The  Plaintiffs  went  on  to  trial, 
and  proved  that  the  Defendant  had  on  two  occasions  sold  the  whisky 
as  Plaintiffs'  seven  year  old  whisky.  Defendant's  Counsel,  while 
not  resisting  the  injunction,  submitted  that  the  Plaintiffs  were 
entitled  only  to  the  costs  incurred  prior  to  the  date  of  the  letter  in 
which  they  offered  to  consent  and  to  pay  the  costs.  The  Court  held 
that  the  Defendant  was  not  entitled  to  the  exemption  he  asked  for, 
and  granted  the  injunction  with  costs.  JOHN  JAMESON  &  SON,  Ld. 
v.  Clarke,  p.  255. 

4.  Name  of  premises.  Alleged  representation  that  Defendant  was 
carrying  on  the  business  of  former  proprietor.— Separation  of 

premises  from  goodwill  and  Trade  Mark  of  business, — Action  by  tlie 
purchasers  of  the  goodwill  and  Trade  Mark  to  restrain  the  purchaser 
of  the  premises  from  representing  that  he  was  carrying  on  the 
business  formerly  carried  on  by  the  vendors. — Use  of  name  of 
premises  and  sign  by  purchaser  of  premises  whetlier  calculated  to 
deceive. — Judgment  for  Defendant.  A  firm  of  distillers,  whose 
principal  business  was  in  gin,  were  the  owners  of  premises  which 
had  for  many  years  been  known  as  the  Black  Swan  Distillery,  and 
had  on  the  front  the  Bign  of  a  black  swan.  They  were  also  the 
owners  of  a  Trade  Mark  registered  in  Class  43  for  spirits,  the 
principal  feature  of  which  was  a  black  swan.  They  conveyed  the 
freehold  of  the  premises  to  B.,  and  subsequently  assigned  the  good- 
will of  their  business  and  the  Trade  Mark  to  N.  B.  was  a  whisky 
distiller,  and  continued  to  call  the  premises  by  the  name  of  the 
Black  Swan  Distillery  and  to  use  the  sign  of  a  black  swan  on  the 
premises,  and  used  the  words  Black  Swan  Distillery  extensively  in 
advertisements.  He  did  not  use  the  premises  as  a  distillery,  but  as 
offices  and  stores,  his  distillery  being  in  Scotland.  N.  commenced 
an  action  to  restrain  B.  from  representing  that  he  was  carrying  on 
the  business  formerly  carried  on  by  the  vendors. — Held,  that  the 
Plaintiffs  had  not  established  that  the  acts  of  B.  were  calculated  to 
mislead.  The  action  was  dismissed  with  costs.  J.  &  W.  NICHOLSON 
&  Co.,  Ld.  v .  Buchanan,  p.  321. 

5.  Get-up. — Liqueur  bottle  sold  at  restaurant  bar. — Injunction  awarded, 
with  20s.  damages  and  costs.  The  manufacturers  and  their  London 
agents  sold  a  liqueur  known  as  "  Creme  de  Menthe  Glaciale  "  in 
bottles,  shaped  somewhat  peculiarly  but  common  for  such  liqueurs, 
with  a  label  upon  them  bearing  those  words,  and  underneath  that 
label  a  rectangular  slip  with  the  word  "  Gusenier  "  in  plain  letters. 
The  managing  director  of  the  London  agents,  having  had  his 
suspicions  aroused  as  to  the  passing-off  of  a  liqueur  which  was  not 
the  Plaintiffs  at  the  bars  of  the  Gaiety  Theatre  which  were  controlled 
by  the  Defendants,  purchased  from  a  barmaid  there  a  bottle  from 
which  he  had  been  supplied  with  liqueur  in  response  to  a  request 
for  "  a  glass  of  Gusenier }s  Cre*me  de  Menthe."  The  liqueur  was  not 
of  the  Plaintiffs'  manufacture,  and  the  bottle  bore  the  label  of 
another  manufacturer  named  Per  Her  with  the  "Cusenier"  white 
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injunction  to  restrain  him  from  continuing  to  use  the  word  "  Camel " 
or  "  Camel-hair  "  in  such  a  manner  as  to  deceive  purchasers  into  the 
belief  that  they  were  purchasing  the  Plaintiffs'  belting.  What  was 
complained  of  by  the  Plaintiffs  was  the  issue  of  certain  trade  docu- 
ments by  the  Defendant  in  which  "Belting  of  camel-hair"  was 
offered  for  sale.  In  one  of  such  documents  no  name  appeared  ;  in 
the  others  there  appeared  the  name  of  Conrad  Scholtz,  who  manu- 
factured the  belting  in  question,  but  such  belting  was  not  expressly 
described  as  being  manufactured  by  Conrad  Scholtz. — Held,  that 
*•  Camel-hair  belting  "  meant  in  the  trade  at  the  date  of  the  action, 
as  well  as  before,  the  belting  of  the  Plaintiffs,  and  nothing  else,  and 
that  the  Defendant  was  offering  for  sale  or  describing  belting  in  such 
a  manner  as  to  be  likely  to  be  taken  for  the  Plaintiffs1  goods,  and  an 
injunction  was  granted  with  costs.  A  custom  of  the  trade  generally 
will  not  exonerate  a  trader,  who  is  otherwise  bound  to  do  so,  from 
the  necessity  of  distinguishing  his  goods  from  those  sold  by  another 
person.    F.  Reddaway  &  Co.,  Ld.  v.  Ahlbrs,  p.  12. 

2.  Selling,  in  bottles  bearing  Plaintiffs'  genuine  label  and  Trade 

Mark,    brandy  not   of  Plaintiffs'  manufacture.— Action    to 

restrain  infringement  and' passing-off. — Uncorroborated  evidence  of 
unreliable  witness. — Injunction  granted  with  costs.  The  Plaintiffs 
were  distillers  of  brandy  at  Cognac,  known  to  the  trade  and  the 
public  as  "  Hennessy's  Three-Star  Brandy,"  which  they  supplied  to 
the  trade  in  bottles  bearing  labels  on  which  were  printed  the  name 
of  the  firm,  Ja*  Hennessy  &  Co.,  which  had  been  registered  as  their 
Trade  Mark  and  Three  Stars.  The  Defendant,  a  proprietor  of  a 
restaurant  in  Dublin,  sold  to  customers  two  glasses  of  brandy  as 
"  Hennessy's  Three-Star  Brandy  "  from  a  bottle  bearing  one  of  the 
Plaintiffs'  genuine  labels,  and  afterwards  sold  them  the  bottle  with 
the  remainder  of  the  brandy  it  contained.  Experts  proved  that  the 
brandy  was  not  the  Plaintiffs',  but  an  inferior  article.  An  action 
was  brought  and  an  injunction  was  granted  with  costs.  HENNESSY 
&  Co.  v.  Neary,  p.  36. 

3.  Fraudulent  imitation  of  Plaintiffs'  labels.    One  class  of  Plain- 

tiffs' goods  passed  off  as  of  a  superior  class.— Injunction 

awarded  with  costs  notwithstanding  offer  previous  to  trial  to  consent 
to.  an  injunction  and  pay  costs  up  to  date.  J.  J.  &  S.,  distillers  of 
whisky  in  Dublin,  which  they  sold  in  casks  to  retailers,  supplied 
their  customers  with  two  descriptions  of  labels — one  for  three  years 
old  whisky  bearing  their  registered  Trade  Mark  "  J.  J.  &  S.,"  the 
other  bearing  the  Trade  Mark  and  three  stars,  for  use  on  bottles 
containing  whisky  at  least  seven  years  old.  C,  having  purchased 
from  them  some  of  their  three  years  old  whisky,  and  having 
been  supplied  with  a  number  of  labels  of  the  first  kind,  got  imita- 
tions made  of  the  second  description  of  label,  with  the  distinctive 
mark;  of  three  stars,  affixed  same  on  bottles  not  containing  seven 
years  old  whisky,  and  sold  it  as  the  seven  years  old  whisky.  On 
being  written  to  he  stated  that  he  had  used  the  label  merely  for 
ornament,  and  denied  that  he  had  sold  the  whisky  as  seven  years 
old  whisky  or  committed  any  fraud,  and  promised  not  to  use  the 
label  again.  The  solicitors  for  J.  J.  &  S.  replied,  u  You  have  com- 
"  mitted  a  gross  fraud  ;  Plaintiffs  will  require  you  to  pay  501. ;  also 
"  10/.  to  Belfast  General  Hospital  and  10/  for  costs  ;  also  to  sign  an 
"  apology  to  be  published  in  two  newspapers,  and  to  deliver  up  all 


TRADE    MARK    CASES.  69 

PASSING-OFF— continued. 

"  the  imitation  labels  in  your  posession."  The  solicitor  for  C.  wrote 
characterising  the  terms  as  extortionate,  but  offering  to  pay  any  costs 
incurred  up  to  date  and  sign  a  letter  of  regret.  J.  J.  &  S.  then  com- 
menced an  action  against  C.  Thereupon  his  solicitor  wrote  on  the 
11th  of  October  1901  to  the  Plaintiffs'  solicitors  offering  to  sign  a 
consent  to  an  injunction  and  to  pay  the  Plaintiffs'  solicitors  costs 
properly  and  necessarily  incurred.  The  Plaintiffs  went  on  to  trial, 
and  proved  that  the  Defendant  had  on  two  occasions  sold  the  whisky 
as  Plaintiffs'  seven  year  old  whisky.  Defendant's  Counsel,  while 
not  resisting  the  injunction,  submitted  that  the  Plaintiffs  were 
entitled  only  to  the  costs  incurred  prior  to  the  date  of  the  letter  in 
which  they  offered  to  consent  and  to  pay  the  costs.  The  Court  held 
that  the  Defendant  was  not  entitled  to  the  exemption  he  asked  for, 
and  granted  the  injunction  with  costs.  JOHN  JAMESON  &  SON,  Ld. 
v.  Clarke,  p.  255. 

4.  Name  of  premises.    Alleged  representation  that  Defendant  was 
carrying  on  the  business  of  former  proprietor.— Separation  of 

premises  from  goodwill  and  Trade  Mark  of  business. — Action  by  the 
purchasers  of  the  goodwill  and  J  rode  Mark  to  restrain  the  purchaser 
of  the  premises  from  representing  that  he  was  carrying  on  the 
business  formerly  carried  on  by  the  vendors. — Use  of  name  of 
premises  and  sign  by  purchaser  of  premises  whetJwr  calculated  to 
deceive. — Judgment  for  Defendant.  A  firm  of  distillers,  whose 
principal  business  was  in  gin,  were  the  owners  of  premises  which 
had  for  many  years  been  known  as  the  Black  Swan  Distillery,  and 
had  on  the  front  the  sign  of  a  black  swan.  They  were  also  the 
owners  of  a  Trade  Mark  registered  in  Class  43  for  spirits,  the 
principal  feature  of  which  was  a  black  swan.  They  conveyed  the 
freehold  of  the  premises  to  B.,  and  subsequently  assigned  the  good- 
will of  their  business  and  the  Trade  Mark  to  N.  B.  was  a  whisky 
distiller,  and  continued  to  call  the  premises  by  the  name  of  the 
Black  Swan  Distillery  and  to  use  the  sign  of  a  black  swan  on  the 
premises,  and  used  the  words  Black  Swan  Distillery  extensively  in 
advertisements.  He  did  not  use  the  premises  as  a  distillery,  but  as 
offices  and  stores,  his  distillery  being  in  Scotland.  N.  commenced 
an  action  to  restrain  B.  from  representing  that  he  was  carrying  on 
the  business  formerly  carried  on  by  the  vendors. — Held,  that  the 
Plaintiffs  had  not  established  that  the  acts  of  B.  were  calculated  to 
i  mislead.    The  action  whs  dismissed  with  costs.    J.  &  W.  NICHOLSON 

&  Co.,  Ld.  v.  Buchanan,  p.  321. 

5.  Get-up. — Liqueur  bottle  sold  at  restaurant  bar. — Injunction  awarded, 
with  20s.  damages  and  costs.  The  manufacturers  and  their  London 
agents  sold  a  liqueur  known  as  "  Creme  de  Menthe  Glaciale  "  in 
bottles,  shaped  somewhat  peculiarly  but  common  for  such  liqueurs, 
with  a  label  upon  them  bearing  those  words,  and  underneath  that 
label  a  rectangular  slip  with  the  word  "  Gusenier  "  in  plain  letters. 
The  managing  director  of  the  London  agents,  having  had  bis 
suspicions  aroused  as  to  the  passing-off  oi  a  liqueur  which  was  not 
the  Plaintiffs  at  the  bars  of  the  Gaiety  Theatre  which  were  controlled 
by  the  Defendants,  purchased  from  a  barmaid  there  a  bottle  from 
which  he  had  been  supplied  with  liqueur  in  response  to  a  request 
for  "  a  glass  of  Gusenier }s  Creme  de  Menthe."  The  liqueur  was  not 
x  of  the   Plaintiffs'  manufacture,  and   the  bottle  bore  the  label  of 

another  manufacturer  named  Per  Her  with  the  "  Gusenier"  white 
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rectangular  slip  stuck  over  the  word  "  Perrier."  It  was  not  proved 
how  the  bottle  had  been  put  into  this  condition,  and  the  Defendants 
sought  to  show  by  their  cellar-books  that  they  could  not  have  had, 
on  the  day  in  question,  a  Perrier  bottle  with  or  without  an 
additional  label.  —Held,  that  the  Defendants,  whether  with  the  guilty 
knowledge  of  their  directors  or  not,  had  passed  off  as  a  liqueur  of 
the  Plaintiffs  that  which  was  not  a  liqueur  of  the  Plaintiffs,  and  that 
the  Plaintiffs  were  entitled  to  an  injunction,  with  20s.  damages  and 

COStS.       E.   CUSENIER   FlLS,   AlNE,   &C,   LD.    V.    GAIETY    BAR    AND 

Restaurant  Co.,  Ld.,  p.  357. 
6.  Trade  name  of  goods.    Former  use  by  three  firms.— M  Worcester 

"  China." — Secondary  meaning  d-ue  to  personal  merits  of  manufac- 
turer and  not  to  anything  indigenous  to  tJie  place  of  manufacture. — 
44  Exclusive "  not  necessarily  " sole  and  exclusive" — Injunctions 
granted  against  both  manufacturer  and  retailer  of  goods  complained 
•  of.  The  original  factory  of  china  and  porcelain  known  as 
"  Worcester  "  or  "  Worcester  China  "  was  founded  at  Worcester  in 
1751.  From  1786  to  1801  there  were  two  factories  and  firms,  from 
1801  to  1840  three  factories  and  firms,  and  from  1840  to  1889  two 
factories  and  firms  engaged  independently  in  this  manufacture  at 
Worcester.  Since  1889  the  Plaintiffs,  who  claimed  to  be  the 
successors  of  all  the  above-mentioned  firms,  had  been  the  only 
manufacturers  of  china  or  porcelain  in  Worcester  until  1897,  when 
one  Locke,  who  had  been  in  their  employment,  set  up  a  new  manu- 
factory. In  1898  Locke  sold  his  business  to  the  Defendant  Company. 
It  appeared  that  there  were  no  natural  advantages  in  the  way  of  soil 
or  water  or  otherwise  attaching  to  the  city  or  county  of  Worcester 
making  it  specially  suitable  for  the  manufacture  of  china  and 
porcelain,  and  that  the  productions  of  the  Worcester  makers  had 
never  been  confined  to  any  special  types,  but  had  included  specimens 
of  all  classes  of  such  wares  and  all  descriptions  of  design,  subjects, 
and  colouring.  It  also  appeared  that  from  some  time  prior  to  1889 
the  Plaintiffs  had  used  as  generally  as  possible  the  word  '*  Royal "  as 
well  as  u  Worcester  "  in  connection  with  their  goods  ;  and  since,  in 
1889,  they  acquired  the  works  and  business  of  Grainger,  the  last 
surviving  of  the  above-mentioned  firms,  they  had  kept  those  works 
as  a  separate  establishment,  and  had  described  products  therefrom  as 
"  Grainger's  Worcester  China."  In  two  actions  brought  by  the 
Plaintiffs  against  the  Defendant  Company  and  against  a  retail  dealer 
who  sold  the  products  of  the  Defendant  Company  as  '*  Worcester 
44  China." — Held,  (1)  that  between  1889  and  the  commencement  of 
sales  by  Locke  and  the  Defendant  Company  the  word  **  Worcester," 
as  applied  to  current  trade  productions  in  china  and  porcelain, 
acquired  and  had  a  secondary  meaning  as  denoting  goods  made  by 
the  Plaintiffs  at  one  or  other  of  their  manufactories  to  the  exclusion 
of  all  other  manufacturers  of  china  or  porcelain  and  similar  articles ; 
(2)  that  the  Plaintiffs  were  not  disentitled  to  relief  either  by  reason 
of  previous  manufacturers  having  made  at  Worcester  china  now 
known  as  %i  Worcester  "  or  by  the  feet  that  some  of  their  goods  were 
described  as  "  Royal  Worcester  "  or  "  Grainger* s  Worcester  China  ;  " 
and  (3)  that,  although  no  actual  instance  of  deception  had  been 
proved,  the  acts  of  the  Defendants  were  calculated  to  deceive 
purchasers  and  the  public  into  the  belief  that  their  goods  were  those 
of  the  Plaintiffs.    Montgomery  v.   Thompson  (8  R.P.C.  361 ;  L.R. 

(1891)  A.C.  217)  followed.  Worcester  Royal  Porcelain  Co., 
Ld.  v.  Locke  &  Co.;  Same  v.  Rhodes,  p.  479. 
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7.  Fraud  not  necessary.     Trap  Orders.— Alleged  passing  off  by  shop 

assistants. — Action  dismissed.  Carr  &  Sons,  manufacturers  of 
window  blind  tapes,  alleged  that  their  best  quality  of  such  tapes 
only  were  known  as  "  Carr's  Tapes,"  and  that  a  Company,  carrying 
on  business  as  drapers,  &c,  had  by  their  assistants  sold  tne  second 
quality  of  their  tapes,  and  also  the  tapes  of  other  manufacturers  as 
4  Carr's  Tapes,"  and  brought  an  action  to  restrain  the  Company 
from  so  doing.  The  Plaintiffs  had  before  action  sent  persons  to  the 
Defendants1  shops  to  purchase  "  Carr's  Tapf  s,"  and  at  the  trial  the 
case  turned  on  what  took  place  on  the  occasions  of  the  purchases  by 
the  persons  so  sent.  The  Defendants  contended  that  it  was  necessary 
for  the  Plaintiffs  to  establish  fraud. — Held  (following  Cellular 
Clothing  Company  v,  Maxton  and  Murray,  16  R.P.G.  397 ;  L.R. 
(1899)  App.  Cas.  326),  that  fraud  was  not  necessary  in  order  to 
sustain  the  action,  but  that  the  Plaintiffs  had  not  established  their 
allegations  of  passing-off.  The  action  was  dismissed  with  costs. 
Observations  as  to  trap  orders  in  passing-off  cases.    CARR  &  SONS  v. 

Crisp  &  Co.,  Ld.,  p.  497. 

* 

8.  Trade  name   of  goods   whether   sufficiently  distinguished.— 

"  Camel-hair  Belting" — Use  of  •*  Karmal  "for  Belting  restrained. — 
"  Camel-hair"  uriih  the  Defendants*  name  prefixed,  not  restrained. 
F.Reddaway  &Co.,Ld.,  successors  in  business  of  F.  Reddaway  &  Co., 
brought  an  action  against  the  Friclionless  Engine  Packing  Co.,  Ld., 
in  respect  of  the  use  of  the  words  "  Karmal  "  and  "  Camel-hair  "  in 
connection  with  belting.  The  Plaintiffs  complained  (1)  of  the  use 
of  the  words  "  Camel-hair  "  without  any  distinctive  word  or  prefix  ; 
(2)  of  the  use  of  the  word  "  Karmal "  as  being  likely  to  deceive 
purchasers  into  the  belief  that  by  purchasing  "  Karmalhair  Belting" 
they  were  purchasing  the  Plaintiffs'  belting ;  (3)  of  the  use  of  the 
name  "  Frictionless  Engine  Packing  Co.'s  Camel-hair  Belting."  The 
Defendants  admitted  that  "  Camel-hair  Belting  "  used  alone  denoted 
belting  made  by  the  Plaintiffs.  Held,  (1)  that  the  Defendants  had 
used  the  words  "  Camel-hair  Belting  "  without  any  distinction,  and 
had,  therefore,  brought  themselves  within  the  decision  in  Reddaway 
v.  BanJiam  (13  R.P.C.  218  ;  L.R.  (1896)  App.  Cas.  199)  ;'  (2)  that  the 
use  of  the  word  "  Karmal "  was  likely  to  deceive  and  ought  to  be 
restrained  by  injunction  ;  but  (3)  that  the  prefix  of  the  proper  name 
was  sufficient  to  distinguish  the  Defendants'  "  Camel-hair  Belting  " 
from  the  Plaintiffs.  F.  Reddaway  &  Co.,  Ld.  v.  Frictionless 
Engine  Packing  Co.,  Ld.,  antf  Harry  Gordon  Small,  p.  505. 

9.  Distinctive  shape  of  goods. — Motion  for  interlocutory  injunction. — 
Distinctive  shape  of  PlaintiffV  goods  imitated. — Injunction  claimed 
granted  in  part.  A  Company,  which  manufactured  and  dealt  in 
cigars,  had  acquired  a  reputation  in  connection  with  cigars  of  a 
distinctive  shape,  which  consisted  in  the  cigars  being  fiat-ended,  and 
they  sold  these  cigars  under  the  name  of  u  Bull-dog  "  cigars,  and  in 
boxes  bearing  the  word  u  Bull-dog  "  and  the  picture  of  a  bull-dog  ; 
the  cigars  themselves  had  no  bands  on  them.  The  Company  com- 
menced an  action  against  a  person  who  was  selling  cigars  of  the 
same  shape  and  without  bands  under  the  name  of  "  Turnbull "  cigars 
in  boxes  bearing  that  word  and  the  picture  of  a  bull  thrown  down 
by  a  man,  and  claimed  an  injunction,  first,  to  restrain  the  sale  by 
the  Defendant  of  his  cigars  in  his  boxes ;  and,  secondly,  an  injunction 
to  restrain  him  from  selling  cigars  made  in  the  Plaintiffs1  distinctive 
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shape  without  clearly  distinguishing  his  cigars  from  the  Plaintiffs' 
cigars.  The  Plaintiffs  moved  for  an  interlocutory  injunction  to  the 
above  effect. — Held,  that  the  boxes  were  sufficiently  distinct,  but  that 
the  cigars  might  be  sold  apart  from  the  boxes  so  as  to  mislead 
purchasers,  and  that  the  Plaintiffs  were  entitled  to  the  second 
injunction  claimed  until  the  trial.      R.  J.  ELLIOTT  &  Co.,  Ld.  v. 

Hodgson,  p.  518. 

10.  Alleged  secondary  meaning  to  descriptive  word.    Burden  on 
Plaintiff  not  discharged.  Trap  Orders.— "  Oval  Blue:'— Claim 

in  respect  of  words  describing  shape  but  not  in  respect  of  the  shape 
itself. — Actual  deception.— Insufficient  discharge  of  burden  of  proof. 
— Catching  or  "trap"  orders. — Injunction  refused.  The  Plaintiff 
had  for  many  years  manufactured  laundry  blue  made  up  in  oval 
blocks  or  cakes,  and  until  a  few  years  ago  no  other  maker  of  laundry 
blue  had  put  blue  on  the  market  in  oval  shape.  The  Plaintiff 
alleged  that  as  a  result  of  this  and  of  the  quality  of  his  goods  and  of 
his  extensive  advertising  the  public  and  the  trade  had  come  to  call 
and  know  his  blue  as  "  Oval  Blue,"  and  that  "  Oval  Blue  "  meant 
44  Ripley's  Oval  Blue  "  and  no  other.  The  Defendant  was  a  retail 
grocer  who  had  previously  been  a  customer  of  the  Plaintiff,  but  was 
now  selling  laundry  blue  made  up  in  similar  blocks  or  cakes  by 
another  manufacturer,  and  labelled  "  Booby  Blue."  The  Plaintiff 
alleged  that  blocks  of  this  latter  blue  had  been  fraudulently  passed 
off  by  the  Defendant  upon  purchasers  sent  by  him  with  written  or 
verbal  orders  for  "  Oval  Blue,"  and  he  claimed  relief  on  the  footing 
that,  apart  from  any  question  of  shape,  the  words  "Oval  Blue" 
signified  laundry  blue  of  only  his  manufacture.  Held  (1)  that  the 
principles  enunciated  by  Lord  Davey  in  Cellular  Clothing  Company, 
Ld.  v.  Maxton  and  Murray  (15  R.P.C.  581 ;  L.R.  (1899)  A.C.  326) 
applied  to  the  present  case  ;  (2)  that  the  Plaintiff  had  not  sufficiently 
discharged  the  burden  of  proving  that  words,  purely  descriptive 
and  in  common  use  in  the  English  language  and  accurately 
describing  the  article,  had  been  acquired  by  him  by  evidence  that  he 
alone  for  several  years  had  made  the  article  in  the  shape  so  described 
by  the  words  under  which  it  was  sold  ;  (3)  that  no  personal  fraud  or 
intentional  deception  on  the  part  of  the  Defendant  had  been  proved  ; 
(4)  that  on  the  conflict  of  testimony  as  to  the  purchases  the  evidence 
given  on  behalf  of  the  Plaintiff  was  not  entitled  to  credit ;  and 
therefore  (5)  that  the  action  wholly  failed  and  must  be  dismissed 
with  costs.  Per  Farwell,  J. — 4*  If  you.  want  the  Court  to  rely 
"  upon  the  testimony  of  persons  trapping,  when  they  have  completed 
44  their  trap  and  have  got  the  victim  in  it,  the  least  they  can  do  is 
"  to  tell  him  that  that  is  the  occasion  that  they  are  going  to  give 
44  evidence  about  in  Court,  so  that,  then  and  there,  he  may  be  able  to 
44  recall  and  recover  his  recollection  of  the  circumstances  and  be 
44  ready  to  give  his  account  in  Court,  so  that  the  Court  should  not 
44  be  asked  to  rely  upon  the  testimony  of  the  witnesses  for  the 
44  Plaintiff  on  the  ground  that  the  Defendant  cannot  possibly 
44  remember  what  took  place."    Ripley  v.  Griffiths,  p.  590. 

PATENTED  ARTICLE. 

44  Vaseline  "  held  not  to  be  the  name  of  a  patented  article.    In  THE  Matter 

OF     THE    CHESEBROUGH    MANUFACTURING    CO.'S     TRADE    MARK, 

p.  342.    See  Rectification,  No.  3. 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1883. 
Section  64 — 

In  the  Matter  of  the  Royal  Baking  Powder  Co.'s  Appli- 
cation, p.  261. 

In  the  Matter  op  the  Trade  Mark  of  A.  and  A.  Crompton 
A  Co.,  Ld.,  p.  265. 

In  the  Matter  of  the  National  Biscuit  Co.'s  Application, 
p.  281. 

Section  72— 

Verity's  Trade  Mark,  p.  58. 

Section  76— 

Verity's  Trade  Mark,  p.  58. 

Section  90 — 

Verity's  Trade  Mark,  p.  58. 

Section  92 — 

*  « 

Maw,  Son  &  Thompson's  Trade  Mark,  p.  260. 


PATENTS,  &o.  ACT,  1888. 
Section  10 — 


In  the  Matter  of  the  Royal  Baking  Powder  Co.'s  Applica- 
tion, p.  261. 

In  the  Matter  of  the  Trade  Mark  o*  A.  and  A.  Crompton 
&  Co.,  Ld.,  p.  265. 

In  the  Matter  of  the  National  Biscuit  Co.'s  Application, 
p.  281. 


PERSON  AGGRIEVED. 

See  In  the  Matter  of  the  Trade  Marks  of  Suter,  Ac,  Co.,  Ld., 
p.  44. 

See  In  the  Matter  of  the  Trade  Mark  of  A.  and  A.  Crompton 
&  Co.,  Ld.,  p.  271. 
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PRACTICE. 

1-  Third  party  notice. — In  an  action  for  infringement  and  passing-off, 
the  Defendant  in  pursuance  of  an  order  obtained  under  R.S.C- 
Order  XVI,  r.  48,  served  a  third  party  notice  on  the  person  from 
whom  the  goods  had  been  purchased  by  him,  claiming  an  indemnity. 
At  the  trial  leave  was  given  to  the  Plaintiff  to  amend  by  adding 
such  person  as  a  co-Defendant.    Hbnnbssy  &  Co.  v.  DOMPE,  p.  338. 

2.  Where  a  successful  Defendant,  who  is  refused  his  costs,  offers  an  under- 

taking to  discontinue  what  is  complained  of,  the  proper  course  is 
for  the  Judge  not  to  dismiss  the  action,  but  to  say  no  order  as  to 
costs  on  the  Defendant  giving  undertaking.  Lambert  and  Butler, 
Ld.  v.  Goodbody,  p  383. 

3.  Where,  in  a  passing-off  action,  judgment  was  given  for  an  injunction  but 

not  for  damages  or  an  account  of  profits,  a  stay  of  injunction 
pending  appeal  was  only  granted  upon  the  terms  of  the  Defendants 
undertaking  to  keep  an  account  of  all  future  sales  coming  within 
the  terms  of  the  injunction  and  if  the  appeal  failed  to  pay  over  the 
profits  of  such  sales.  Worcester  Royal  Porcelain  Co.,  Ld.  v. 
Locke  &  Co.,  p.  491. 


RECTIFICATION  OF  THE  REGISTER.    See  also  Alteration  OP  Mark. 

1.  Limitation  of  registration   to   certain    goods.— Trade  Marks 

registered  for  the  whole  of  a  class. — Rectification  of  Register  by 
limiting  the  Trade  Marks  to  certain  goods.  Two  Trade  Marks, 
registered  for  the  whole  of  Class  1,  each  consisted  solely  or  mainly 
of  an  open  hand.  On  a  motion  by  a  person  who  had  been  refused 
registration  for  certain  goods  in  Class  1  of  a  mark  also  consisting  of 
an  open  hand,  the  registered  Trade  Marks  were  limited  to  the  goods 
for  which  they  were  actually  used  by  the  proprietors.  The 
Applicants9  goods  held  not  to  be  the  same  goods  or  description  of 
goods  as  those  in  respect  of  which  the  Respondents  ought  to  be 
registered.  Edwards  v.  Dennis  (L.R.  ^0  Ch.  D.  454)  commented  on 
and  followed.  In  the  Matter  of  the  Trade  Marks  of  Suter, 
Hartmann,  and  Rahtjen's  Composition  Co.,  Ld.,  p.  42. 

2.  Statement  of  essential  particulars.  Combination  mark  consisting 

of  three  labels.  Use  as  a  Trade  Mark.  Alleged  superfluous 
registration.     Use  for  certain  only  of  the  goods  for  which 

the  mark  was  registered. — Application  to  remove  from  Register 
dismissed. — Patents,  Ac.  Act,  1883,  section  64 ;  Patents,  Ac.  Act,  1888, 
section  10.  In  1894  a  Company  registered  as  a  Trade  Mark  in  Class 
21i  in  respect  of  cotton  yarn  and  sewing  cotton,  not  on  spools  or  reels, 
three  labels  as  one  mark,  the  essential  particulars  being  stated  to  be 
the  combination  of  devices,  and  the  Applicants  disclaimed  any  right 
to  the  exclusive  use  of  the  added  matter  except  in  so  far  as  it  con- 
sisted of  their  own  name  and  address.  The  three  labels,  as  shown 
on  the  application  to  register,  were  of  different  sizes,  the  smallest 
being  identical  in  design  with  a  Trade  Mark  for  which  the  owners 
were  already  registered  for  the  same  goods.  The  medium  sized  label 
}.■:/..  f  .  .  was  similar,  except  that  the  name  of  the  Company  was  perforated  in 
a  horseshoe  form  on  the  cardboard  on  which  the  label  was  and  so 
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that  the  perforation  was  partly  across  the  label.  The  large  label  con- 
sisted of  descriptive  matter  in  nine  languages  surrounded  by  an 
oblong  border.  The  mark  had  always  been  used  by  the  Company 
by  placing  the  large  and  small  labels  outside  a  package  of  yarn  and 
the  medium  sized  one  inside  on  the  backing  of  the  yarn.  The 
Company  having  commenced  an  action  for  infringement  of  the  mark, 
the  Defendants  moved  to  rectify  the  Register  by  removing  it,  and 
alleged  that  the  mark  was  wrongly  registered  on  the  grounds  that 
the  essential  particulars  were  not  sufficiently  stated  ;  that  the  regis- 
tration added  nothing  to  the  previous  registration,  and  was  super- 
fluous and  therefore  bad ;  that  the  mark,  if  registrable  at  all,  was 
three  marks  and  not  one,  and  that  it  never  had  in  fact  been  used  or 
was  intended  to  be  used  as  a  Trade  Mark,  part  of  it  being  concealed 
within  the  package  ;  and  that  it  had  been  used  for  yarn  only.  For 
the  owners  of  the  mark  it  was  contended  that  the  combination  of 
devices  consisted  of  the  devices  on  the  smaller  labels,  the  outlines  of 
the  three  labels,  and  the  perforation. — Held,  that  the  essential 
particulars  were  sufficiently  stated,  no  verbal  description  of  the  com- 
bination of  devices  being  necessary  ;  that  the  mark  was  not  bad  by 
reason  of  the  prior  registration  ;  either  it  added  something  to  that  or 
the  Defendants  were  not  aggrieved  ;  that  the  mark  was  a  combina- 
tion Trade  Mark  ;  that  the  fact  that  all  portions  were  not  in  use  visible 
at  once  did  not  prevent  them  forming  one  Trade  Mark  ;  and  that  the 
fact  that  the  mark  had  been  used  for  yarn  only  was  not  a  ground  for 
removing  it.  The  motion  was  dismissed  with  costs.  Spencer's  Trade 
Marks  (3  R.P.C.  73)  followed  and  Player's  Application  (18  R.P.C.  65) 
distinguished.  In  THE  Matter  of  the  Trade  Mark  of  A.  and 
A.  Cbompton  <fc  Co.,  Ld.,  p.  265. 

3.  Burden  of  proof  on  Applicant  not  discharged.  —Motion  to  remove 

44  Vaseline" — Old  mark. — Distinctive  word. —  Whether  44  Vaseline " 
the  name  of  article. — Order  made  to  remove  mark. — Appeal. — Admis- 
sion of  further  evidence. — Onus  of  proof. — Use  alone  as  a  Trade 
Mark. — Appeal  allowed. — Trade  Marks  Registration  Act,  1875, 
section  10.  An  application  having  been  made  for  the  registration  of 
*4  Vasogen  "  as  a  Trade  Mark  in  Class  3  for  chemical  substances 
prepared  for  use  in  medicine  and  pharmacy,  the  Comptroller  required 
the  Applicant  to  obtain  the  consent  of  the  registered  proprietors  of 
the  Trade  Mark  "  Vaseline,"  which  had  been  registered  as  an  old 
mark  in  1877  in  Classes  3,  4,  47,  and  48  for  certain  goods  including 
44  Vaseline,  six  years  user  being  claimed,  and,  such  consent  not  being 
obtained,  he  refused  the  application.  The  Applicant  appealed,  and 
the  appeal  was  referred  to  the  Court.  The  Applicant  moved  to 
remove  the  Trade  Mark  "Vaseline"  from  the  Register  on  the 
ground  that  the  word  at  the  date  of  registration  denoted  petro- 
leum jelly  filtered  through  animal  charcoal,  and  not  the  goods  of 
any  particular  firm.  He  relied  particularly  on  the  use  of  the  word 
in  certain  Patents  taken  out  by  the  predecessor  of  the  registered 
proprietors  and  in  the  application  for  registration.  The  proprietors 
alleged  that  the  word  indicated  goods  of  their  manufacture.  On  the 
hearing  of  the  motions  it  was  held,  that  at  the  date  of  registration 
the  word  u  Vaseline  "  indicated  petroleum  jelly  as  manufactured  by 
a  particular  process,  which  had  been  protected  by  Patents,  and  that  it 
accordingly  was  not  distinctive  within  the  meaning  of  section  10  of 
the  Trade  Mark  Regulation  Act,  1875.  The  Register  was  ordered  to 
be  rectified  by  the  removal  of  the  Trade  Mark  44  Vaseline."  The 
appeal  as  to  44 Vasogen"  was  refused  for   similar  reasons.    The 
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Respondents  appealed,  and  at  the  hearing  of  the  appeal  further 
evidence  in  support  of  their  appeal  was  admitted. — Held,  by 
Vaughan  Williams  and  Stirling,  L.JJ.  (Cozens-Hardt,  LJ. 
dissenting),  that  the  appeal  ought  to  be  allowed,  it  not  having  been 
proved  that  the  word  "  Vaseiine  "  was  at  the  date  of  registration  the 
name  of  an  article,  or  that  it  had  not  been  used  as  a  Trade  Mark 
before  the  13th  of  August  1875.  On  an  application  to  remove  an  old 
mark  from  the  Register  on  the  ground  that  it  had  not  been  used  as 
a  Trade  Mark  before  the  13th  of  August  1875  the  onus  of  proof  is  on 
the  Applicant.  Leonard  and  Ellis'  Trade  Mark  (L.R.  26  Ch.  D  288) 
followed.  Per  Cozens-Hardy,  L.J. — When  an  article  is  invented 
and  a  word  is  invented  and  applied  to  the  article  alone,  anyone  is  at 
liberty  to  call  the  article  by  the  name  attributed  to  it  by  the 
inventor  ;  and  this  is  independent  of  the  existence  of  Patents 
protecting  the  article.     In  THE    MATTER   OF    THE   CHESEBROUGH 

Manufacturing  Co.  's  Trade  Mark,  p.  342. 

# 

4.  Motion  to  expunge  from  Register, — Order  made  by  consent — Agreement 

as  to  future  use  of  mark. — Form  of  Order.  In  the  Matter  of 
Golding's  Trade  Mark,  p.  375. 

5.  Special  terms  will  not  be  put  into  an  Order  for  Rectification  except  with 

the  approval  of  the  Comptroller.    See  No.  4. 

6.  Old  Mark  held  to  be  distinctive.     Words  "Trade  Mark"  held 

not  to  be  deceptive. — Registered  Trade  Marks. — Action  for 
infringement  and  breach  of  agreement. — Resemblance  of  Defen- 
dants*  device  to  Plaintiffs'  Trade  Mark. — Action  dismissed. — 
Motion  to  rectify. — Trade  Marks  ordered  to  be  expunged. — Appeal 
in  motion  to  rectify. — Judgment  below  reversed. — Appeal  allowed 
with  costs.  In  1876  Bass  A  Go.  registered  a  label  for  beer  on  which 
was  {inter  alia)  the  device  of  a  diamond  and  the  words  "  Trade 
"  Mark  "  upon  such  device.  They  subsequently  registered  the  device 
of  a  diamond  with  the  words  "  Trade  Mark  "  upon  it  as  a  separate 
mark,  and  in  1883  Bass,  Ratcliff  and  Qretton,  Ld.,  who  had 
succeeded  to  the  business  of  Bass  A  Co.,  registered  the  device  of 
a  diamond  without  the  words  "Trade  Mark"  on  it.  This  device 
was  registered  in  black,  the  other  diamonds  being  coloured  red. 
All  these  Trade  Marks  were  registered  as  old  marks.  In  1900  Bass, 
Ratcliff  and  Qretton,  Ld.,  (hereinafter  called  the  Plaintiffs)  com- 
menced an  action  against  John  Davenport  <fc  Sons'  Brewery,  Ld. 
(hereinafter  called  the  Defendants)  to  restrain  them  from  using  a 
red  diamond  upon  their  show- cards.  This  action  was  abandoned 
upon  an  agreement  being  entered  into  by  the  Defendants,  in 
consideration  of  the  payment  to  them  of  250/.,  to  withdraw  their 
show-cards  and  not  to  use  a  geometrical  figure  of  a  diamond  in  any 
form  whatever  in  the  future.  Finding  that  the  Defendants  were 
using  upon  their  show-cards  a  device  which  the  Plaintiffs  contended 
was  a  diamond  with  two  of  the  corners  squared,  the  Plaintiffs 
commenced  a  second  action  against  them.  The  Defendants,  among 
other  things,  alleged  that  the  Plaintiffs1  agent  had  sanctioned  their 
new  device  at  the  time  of  the  above-mentioned  agreement,  which 
the  Plaintiffs  denied. — Held,  that  the  Defendants'  device  was  not 
an  infringement  of  the  Plaintiffs9  diamond,  and  the  action  was 
dismissed  with  costs.  The  Defendants  also  moved  to  rectify  the 
Register  of  Trade  Marks  by  striking  off  the  Trade  Marks  on  which 


TRADE   MARK   CA8ES.  77 

RECTIFICATION  OP  THE  REGISTER— continued. 

the  Plaintiffs  relied  in  their  action  and  certain  other  Trade  Marks, 
including  the  label  registered  in  1876,  on  the  ground  (among  others) 
that  the  device  of  a  diamond  was  common  to  the  trade  at  the  date 
of  the  registration  of  the  Plaintiffs'  Trade  Marks,  and  that  the 
registered  label  was  calculated  to  deceive  because  by  putting  the 
words  "  Trade  Mark "  on  the  diamond  there  was  a  statement  to 
the  public  that  what  was  claimed  as  the  Trade  Mark  was  the 
diamond  and  nothing  else,  although  the  whole  label  was  registered, 
and  that  this  was  deceptive. — Held,  that  the  Defendants'  motions 
succeeded  on  both  the  above  grounds,  and  an  Order  for  rectification 
was  made  with  costs.  The  Plaintiffs  appealed  from  the  judgment 
on  the  motions  to  rectify. — Held%  that  the  Plaintiffs'  device  of  a 
diamond  was  not  common  to  the  trade  and  was  properly  registered, 
and  that  no  one  could  be  misled  or  injured  by  the  words  "  Trade 
"  Mark,"  as  they  appeared  on  the  Plaintiffs'  label,  and  that  the  appeals 
on  both  motions  should  be  allowed  with  costs.  In  the  Matter  of 
the  Registered  Trade  Marks  of  the  Apollinaris  Co.  (8  R.P.C.  ]  37  ; 
L.R.  (1891)  2  Ch.  186),  discussed.  In  the  Matter  of  the 
Registered  Trade  Marks  of  Bass,  Ratcliff  and  Gretton, 
Ld.  Bass,  Ratoliff  and  Gretton,  Ld.  v.  John  Davenport  & 
Sons,  Ld.,  pp.  129,  529. 

7.  Prior  user  by  Applicant  in  advertisements  not  a  ground  for  the 
removal  of  a  registered  mark.— Five  years'  registration.— 

Application  for  registration. — Mark  refused  by  reason  of  resem- 
blance to  registered  mark. — Appeal  to  Court. — Motion  to  rectify 
Register. — Priority  of  user. — Use  as  a  Trade  Mark.— Five  years9 
registration. — Motions  dismissed. — Patents,  Ac.  Act,  1883,  sections 
72,  76,  and  90.  In  1888  a  mineral  water  manufacturer  trading  in 
Yorkshire  registered  a  Badger  as  a  Trade  Mark  in  Class  44  for 
aerated  waters.  A  firm  of  brewers  trading  in  Dorsetshire  had 
adopted  the  device  of  a  Badger  as  their  Trade  Mark  for  beer  in  the 
year  1875,  and  in  1882  they  extended  their  business  to  aerated 
waters,  but  had  not  used  the  Badger  on  those  goods ;  their  price 
lists,  however,  bore  the  device  of  a  Badger  with  the  words  "  Trade 
"  Mark,"  and  they  alleged  that  before  1888  the  device  of  a  Badger 
had  become  associated  with  all  the  goods  in  which  they  dealt.  In 
1901  they  applied  to  register  their  Trade  Mark,  but  registration  in 
Class  44  was  refused  by  the  Comptroller  on  account  of  the  presence 
of  the  first-mentioned  mark  on  the  Register.  The  businesses  were  , 
local  and  did  not  in  any  way  conflict.  The  Applicants  moved  to 
rectify  the  Register  by  removing  that  mark  on  the  ground  that  they 
could  have  successfully  opposed  the  registration,  and  appealed 
from  the  refusal  to  register  ;  at  the  hearing  they  asked  alternatively 
that  their  mark  might  also  be  entered  on  the  Register.  The 
Respondent  contended  (inter  alia)  that  under  section  76  of  the 
Patents,  &c.  Act,  1883,  the  registration  of  his  mark  was,  against  the 
Applicants  on  the  present  application,  conclusive  evidence  of  his 
right  to  it. — Held,  following  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  454) 
that  five  years'  registration  is  not  conclusive  evidence  on  an 
application  to  rectify  the  Register ;  but  that  the  Applicants  had 
not,  either  before  1888  or  since,  used  the  device  of  a  Badger  as  a 
Trade  Mark  in  respect  of  aerated  waters ;  that  it  was  not  sufficient 
for  them  to  prove  use  of  the  mark  in  advertisements ;  and  that 
therefore  the  entry  of  the  Respondent's  mark  on  the  Register  was 
not  shown  to  have  been  made  without  sufficient  cause ;  also  that 
the  Applicants'  mark  ought  not  to  be  registered.    Both  motions 
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were  dismissed  with  costs.     In  THE  MATTER  OF  VERITY'S  TRADE 

Mark.    In  the  Matter  op  the  Application  op  Hall  and 
Woodhousk,  Ld.,  p.  58. 

8.  Intention  to  use. — Trade  Mark  registered  for  the  whole  of  a  class. — 
User  for  part  of  the  class. — Non-user  in  respect  ofotJier  goois  in  the 
class,  but  dealing  in  these  by  the  owner  of  the  Trade  Mark. — Bona 
fide  intention  to  use. — Abandonment. — Limitation  to  part  of  class. 
H.  was  the  owner  of  a  Trade  Mark  registered  in  1880  for  the  whole 
of  Class  42 — that  is  for  "  Substances  used  as  food,  or  ingredients  in 
"  food."  He  used  it  for  part  of  the  class,  but  not  for  condensed 
milk,  in  which  food  substance  he  dealt  under  other  Tfade  Marks. 
Recently  H.  decided  to  use  his  mark,  a  conventional  Red  Rose,  for 
condensed  milk.  The/  A.  S.  C.  M.  Co.,  desiring  to  register  a  Red 
Rose  device  which  they  had  been  using  for  condensed  milk,  were 
unable  to  do  so,  as  H.'s  mark  was  still  on  the  Register  for  the  whole 
of  Class  42.  They  accordingly  moved  to  have  the  mark  expunged, 
or  limited  by  excluding  condensed  milk  from  the  goods  for  which  it 
was  registered. — Held,  that  the  Register  should  be  rectified  by 
excluding  condensed  milk  from  the  goods  for  which  the  Trade 
Mark  was  registered.  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  454) 
discussed.  In  the  Matter  op  the  Registered  Trade  Mark 
op  Maurice  John  Hart,  p.  569. 


REGISTRATION.    See  also  Rectification,  Nos.  2  and  7. 

1.  On  an  application  to  register,  there  being  a  similar  mark  already  on  the 
Register,  the  Applicant  must  make  out  that  there  was  a  user  of  his 
mark  in  England  before  the  13th  of  August  1875.     IN  THE  MATTER 

of  Verity's  Trade  Mark,  p.  58.    See  Rectification,  No.  7. 
2,  Application  to  register  refused  for  want  of  a  disclaimer  of 

"  added  matter." — Label. — Disclaimer. — Application  for  registrar 
Hon  refused. — Appeal  to  Court  dismissed. — Patents,  &c.  Act,  1883, 
section  64 ;  Patents,  &c.  Act,  1888,  section  10.  A  Company  called  the 
Royal  Baking  Powder  Go.  applied  to  register  a  mark  as  a 
Trade  Mark  in  Class  42  in  respect  of  baking  powder,  claiming  as  its 
essential  particular  that  it  was  a  distinctive  label.  The  mark  con- 
sisted of  two  parts  on  one  sheet  of  paper,  one  part  consisting  of 
directions  for  use  and  mere  descriptive  matter,  with  the  name  and 
address  of  the  Company  and  the  words  "  Royal  Baking  Powder." 
The  Comptroller  required  the  Applicants  to  claim  the  combination 
of  devices  and  to  disclaim  the  added  matter  except  their  own  name. 
The  Applicants  refused,  and  the  Comptroller  refused  the  mark.  The 
Applicants  appealed,  and  the  appeal  was  referred  to  the  Court. — 
Held,  that  the  portion  of  the  mark  which  comprised  the  descriptive 
matter  was  "  added  matter "  within  section  64  (2)  of  the  Patents, 
&c.  Act,  1883,  as  amended  by  section  10  of  the  Patents,  &c.  Act, 
1888,  and  should  have  been  disclaimed.  The  appeal  was  dismissed 
with  costs.     Clement  et  Cie.'s  Trade  Mark  (16  R.P.C.  611)  followed. 

.  In  the  Matter  of  the  Royai,  Baking  Powder  Co  's  Applica- 
tion, p,  261. 
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3.  Invented  word.  Mis-spelling.  Word  having  reference  to  char- 
acter or  quality  of  the  goods. — Application  for  registration. — 
44  Uneeda." — Refusal  by  Comptroller. — Appeal  referred  to  Court — 
"  Invented  word" — "  Word  having  no  reference  to  character  or  quality 
"  of  goods"— Appeal  dismissed. — Appeal  to  Court  of  Appeal  dis- 
missed.— Patents j  Ac.  Act,  1883,  section  64 ;  Patents,  Ac.  Act,  1888, 
section  10.  A  Company  having  applied  to  register  the  word 
44  Uneeda "  as  a  Trade  Mark  in  Class  42,  the  Comptroller  refused 
the  application.  The  Applicants  appealed,  and  the  appeal  was 
referred  to  the  Court.  The  Applicants  alleged  that  the  word  in  its 
inception  was  not  arrived  at  from  the  words  *4  You  neecl  a,"  but 
they  admitted  that  the  public  had  read  it  with  the  pronunciation  and 
meaning  of  those  words.  On  the  hearing  of  the  motion  it  was  held 
that  " Uneeda"  was  the  mere  putting  together  of  three  ordinary 
English  words  with  a  misspelling  without  any  change  of  pronunci- 
ation, and  was  therefore  not  an  invented  word  ;  also  that  it  was  not 
a  word  having  no  reference  to  the  character  or  quality  of  the 
goods.  The  appeal  was  dismissed  with  costs.  The  Applicants 
appealed  to  the  Court  of  Appeal.  The  appeal  was  dismissed  with 
costs.  In  the  Matter  op  an  Application  by  the  National 
Biscuit  Co.  for  a  Trade  Mark,  p.  281. 

4.  "  Speaking  for  myself  I  must  say  I  think  that  the  Cpurts  of  first 
44  instance  and  the  Court  of  Appeal  have  in  many  cases  in  admin* 
44  istering  the  Trade  Mark  law  been  unnecessarily  hard  upon  traders, 
44  and  I  myself  should  not  be  astute  to  find  objections  to  a  suggested 
44  Trade  Mark  which  has  been  honestly  chosen  and  which  is  not 
'•  obviously  objectionable."  Per  Romer,  L.J.,  In  the  Matter  op 
the  National  Biscuit  Co.'s  Application,  p.  286. 

«  *  - 

5.  Conflict  between  mark  applied  for  and  marks  on  the  Register 

44  Upon  the  evidence  I  have  come  to  the  conclusion  that  thp  Appli- 
44  cant's  mark,  though  identical  with  one  and  closely  resembling  the 
44  other  of  the  Respondents'  marks,  would  not  if  registered  be 
44  calculated  to  deceive,  because  it  would  not  be  on  the  Register  with 
14  respect  to  the  goods  or  descriptions  of  goods  for  which  the 
44  Respondents  ought  to  be  registered."     Per  BYRNE,  J.,  In  the 

Matter  of  the  Trade  Marks  op  Suter,  &c.  Co.,  Ld.,  p.  44. 
See  Rectification,  No.  1. 

SECONDARY  MEANING.    See  Passing-off  ;  Trade  Name. 

SHAPE  OF  GOODS. 

Distinctive  shape  of  Plaintiffs1  cigars  protected  by  interlocutory  injunction 
restraining  the  Defendant  from  selling  cigars  made  in  the  Plaintiffs' 
distinctive  shape  without  clearly  distinguishing  his  cigars  from  the 
Plaintiffs'  cigars.    R.  J.  Elliott  &  Co.,  Ld.  v.  Hodgson,  p.  518. 

SUPERFLUOUS  REGISTRATION. 

The  objection  that  a  registration  is  superfluous  is  only  open  to  an  opponent 
to  an    application  for    registration    and  not   to  an  applicant  for 

rectification.  In  the  Matter  of  the  Trade  Mark  of  A.  and 
A,  Cbompton  &  Co,,  Ld.,  p.  271, 
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TRADE  CUSTOM.    See  Custom. 

TRADE  MARK. 

1.  "  Nor  has  the  argument  that  the  mark  is  in  reality  three  Trade  Marks 

"  any  validity.  Provided  that  the  mark  complies  with  the 
"  requisites  of  section  64  of  the  Act  of  1883,  the  whole  mark  need 
"  not  appear  on  any  one  ticket,  label,  stamp,  or  impression.  A 
"  combination  of  several  different  marks,  like  that  which'  was  the 
"  subject  of  dispute  in  Robinson  v.  Finlay  (L.R.  9  Ch.  D.  487),  and 
"  which  is  very  common  among  dealers  in  cotton  goods,  may  be 
u  treated  as  equivalent  to  a  jingle  mark.11  Per  SWINFEN  Eady,  «/., 
In  the  Matter  op  the  Trade  Mark  op  A.  and  A .  Crompton  & 
Co.,  Ld.,  p.  271. 

2.  Where  a  Trade  Mark  consists  of  several  labels,  all  the  labels  need  not 

be  visible  at  once  to  constitute  user  as  one  Trade  Mark.     In  THE 

Matter  op  the  Trade  Mark  op  A.  and  A.  Crompton  &  Co., 
Ld.,  p.  272. 

TRADE  MARKS  REGISTRATION  ACT,  1875. 

Section  10 — 

In  the  Matter  op  the  Chesebrough  Manufacturing  Co.'s 
Trade  Mark,  p.  342. 

"  TRADE  MARK."    See  RECTIFICATION,  No.  6. 

TRADE  NAME. 

1.  Concurrent  right  to  use  of  name  "  Castle  Brewery."— Trade  name 

attached  to  premises. — "  Castle  Brewery,  Edinburgh" — Sufficient 
distinction.  —  Secondary  meaning.  —  Probability  of  deception. — 
Absence  of  deceit  or  fraud. — interdict  refused.  The  Complainers, 
after  1875,  when  their  business  was  established,  carried  on  the 
business  of  brewers  and  maltsters  at  the  "  Castle  Brewery,  Edin- 
"  burgh."  They  never  used  "  Castle  Brewery "  dissociated  from 
their  firm  name.  On  the  29th  of  March  1900  the  Respondents,  one 
of  whom  had  started  business  as  a  wholesale  and  retail  spirit 
merchant  at  Oovan  in  1872  in  premises  which  he  named  the  "  Castle 
"  Vaults,"  opened  a  brewery  at  Duddingston,  near  Edinburgh,  which 
they  called  "  Castle  Brewery,  Edinburgh,"  and  which  they  later 
designated  "Maclachlans1  Castle  Brewery,  Edinburgh,"  and  some- 
times "  Maclachlans1  Castle  Brewery,  Duddingston,  Edinburgh." 
They  had  had  a  "  Castle  Brewery  "  at  Maryhill,  Glasgow,  since  1888, 
and  had  not  unfrequently  there  not  used  their  own  name  pn  their 
advertisements  and  labels  but  trusted  to  "  Castle  Beer."  In  an 
action  of  suspension  and  interdict  it  was  held  that  both  parties  had 
the  right  to  use  "  Castle  Brewery  "  in  the  sale  of  beer ;  that  there 
was  no  proof  that  the  Respondents1  beer  had  been  mistaken  for  the 
Complainers1  or  that  the  Complainers1  trade  had  been  interfered 
with  by  the  Respondents ;  that  there  was  no  ground  for  apprehend- 
ing that  the  public  would  be  misled  or  the  Complainers  injured  by 
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what  the  Respondents  had  done.  Interdict  was  refused  by  the  Lord 
Ordinary.  The  Complainers  reclaimed,  but  the  Second  Division 
affirmed  the  judgment  of  the  Lord  Ordinary.  COOPER  AND  McLEOD 
v.  6.  and  J.  Maclachlan,  p.  27. 

2.  Form  of  Injunction.    An  absolute  restraint  against  the  use  of 

a  person's  own  name  will  not  be  granted. — Injunction  granted 

to  restrain  a  person  absolutely  from  cairying  on  business  in  certain 
goods  under  his  own  name. — Appeal  by  Defendant. — Order  modified 
on  appeal.  J.  and  J.  Cash,  Ld.,  and  their  predecessors,  Messrs.  J. 
and  J.  Gash,  had  for  many  years  manufactured  and  sold  at  Coventry 
"  Cash's  Frillings,"  "  Cash's  Woven  Names,"  and  "  Cash's  Woven 
"  Initials,"  and  those  terms  meant  their  goods.  Joseph  Cash 
commenced  to  carry  on  business  also  at  Coventry  under  the  name 
of  "  Joseph  Gash  <k  Co.,  and  also  manufactured  and  sold  frillings  and 
woven  names  and  initials,  but  did  not  call  them  "Cash's  Frillings," 
&c.  He  also  registered  a  Company  under  the  name  of  "Joseph 
"  Cash,  Ld."  to  carry  on  a  similar  business.  J.  and  J.  Cash,  Ld,, 
brought  an  action  against  Joseph  Gash  claiming  an  injunction  to 
restrain  him  carrying  on  business  in  the  three  articles  named  under 
the  name  of  "  Cash"  and  for  other  relief.  It  was  held  at  the  trial 
by  Kekbwich  J.,  that  the  Defendant  could  not  carry  on  business  in 
the  three  articles  under  the  name  of  "Joseph  Cash  &  Go"  or  that  of 
•*  Gash  "  without  such  articles  being  called  or  known  by  the  names 
by  which  the  Plaintiffs'  articles  were  known,  and  an  injunction  was 
granted  by  him  restraining  the  Defendant  from  carrying  on  the 
business  of  a  manufacturer  or  seller  cf  frillings  or  woven  names  or 
initials  under  the  name,  of  "  Joseph  Cash  A  Co."  or  under  the  name 
of  "  Cash"  or  under  any  name  so  as  to  mislead  ;  also  from  making 
over  any  business  in  those  articles  to  any  Company  having  a  name 
calculated  to  deceive,  and  to  restrain  the  Defendant  from  soliciting 
customers  of  the  Plaintiffs,  with  the  costs  of  the  action.  The 
Defendant  appealed  on  the  ground  that  the  first  part  of  the  Order 
was  too  wide.  He  did  not  claim  to  use  the  terms  "  Cash's  Frillings  " 
or  "  Cash's  Woven  Names  and  Initials."  The  appeal  was  allowed 
with  costs,  the  Order  made  below  being  modified.     J.  AND  J.  CASH, 

Ld.  v.  Cash,  p.  181. 

3.  The  Court  will  not  restrain  a  person  absolutely  from  carrying  on 

a  business  in  his  own  name.  "  It  may  be  that  a  trade  is  of  such 
"  a  nature  that  the  products  of  the  trade  will  become  almost 
44  indissolubly  connected  with  the  business  carried  on  by  a  particular 
**  manufacturer,  who,  it  may  be,  created  the  particular  trade ;  but 
"  still,  even  though  that  may  be  so,  and  even  though  such  fact  is  to 
be  taken  into  consideration  in  an  action  for  an  injunction,  there 
never  has  been  a  case  yet  in  which  an  Order  has  been  made 
"  restraining  a  man  altogether  from  carrying  on  in  his  own  name  a 
"  particular  trade.  Every  decision  that  has  as  yet  been  given  has 
"  been  limited  to  restraining  him  from  carrying  on  such  trade,  so 
identified  with  the  Plaintiff's  business,  without  taking  the  steps, 
which  any  honest  man  ought  to  wish  to  take,  to  prevent  his  goods 
being  confounded  with  the  Plaintiff's  goods,  whose  goods  are  so 
much  identified  with  the  particular  trade."  Per  VAUGHAN 
Williams,  L.J.,  in  J.  and  J.  Cash,  Ld.  v.  Gash,  p.  186. 
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4.  Non-compliance  by  Plaintiff  Company  with  Companies  Act,  1862, 

section  41,  no  defence. — Trade  name  of  business. — Words  descrip- 
tive of  goods  dealt  in. — Probability  of  deception. — Action  by  Limited 
Company. — Non-compliance  with  Companies  Act,  1862,  section  41. — 
Judgment  for  Plaintiffs. — Injunction  granted. — A  Company,  H.  E.  R., 
Ld.,  who  owned  a  number  of  retail  boot  and  shoe  shops,  opened 
certain  shops,  including  a  shop  in  Regent  Street  and  one  at  Richmond, 
for  the  exclusive  sale  of  American  shoes,  and  over  these  shops  put 
up  the  name  American  Shoe  Co.,  and  advertised  under  that 
name.  They  complained  of  the  use  at  Putney  by  the  Defendants  of 
the  name  London  American  Shoe  Co.,  and  thereupon  the 
Defendants  before  action  changed  their  name  to  British  and 
American  Shoe  Co.,  but  the  Company,  not  being  satisfied  with 
such  change,  commenced  an  action  to  restrain  the  use  by  the 
Defendants  of  the  latter  name.  The  Plaintiffs  had  not  at  first 
complied  with  section  41  of  the  Companies  Act,  1862,  but,  on  their 
attention  being  called  to  the  matter  by  their  solicitor,  had  added 
their  limited  name  where  required  by  the  section.  The  Defendants 
denied  that  American  Shoe  Company  meant  the  business  of  the 
Company,  and  that  there  was  any  probability  of  deception,  and 
contended  that  the  Plaintiffs  had  built  up  siny  reputation  under  the 
name  American  Shoe  Co.  in  an  illegal  manner,  and  were 
therefore  disentitled  to  sue  in  respect  of  it. — Held,  that  the  Defend- 
ants took  the  name  British  and  American  Shoe  Co.  fraudulently, 
and  that  there  was  probability  of  deception,  and  (following  Pearks, 
Gunston,  and  Tee,  Ld.  v.  Thompson,  Talmey  A  Go.,  18  R.P.C.  185) 
that  the  past  non-compliance  with  section  41  of  the  Companies  Act, 
1862,  constituted  no  defence.  The  Defendants  not  having  wholly 
discontinued  to  use  the  name  London  American  STvm  Co.,  an 
injunction  was  granted   restraining  the   use  of  either  name  with 

costs.  H.  E.  Randall,  Ld.  v.  British  and  American  Shoe 
Co.,  Ld.,  p.  393. 

5.  Plaintiffe  not  solely  entitled   to    name.—"  Findlater  A  Coy— 

"  Findlater's  Corner." — "  F.,  M.,  T.  A  Co."  as  a  brand  on  corks. — 
Account  of  p?*ofits. — Injunction  7%efused. — Costs.  The  Plaintiffs, 
J.  H.  Todd  and  W.  J.  Todd,  were  the  surviving  partners  in  the  old 
firm  of  Findlater,  Mackie,  Todd  A  Co.,  wine  and  spirit  merchants, 
trading  in  London.  The  Defendant,  Henry  Newman,  traded  as  a 
wine  and  spirit  merchant  at  Bournemouth,  under  the  style  of 
Henry  Newman  A  Co.,  having  in  1879  purchased  the  business  from 
his  father-in-law,  T.  Beechey.  Prior  to  1879,  Beechey  had  been 
agent  or  sole  consignee  in  Bournemouth  for  the  goods  supplied  by 
the  Plaintiffs'  firm,  and  this  relation  had  continued  between  the 
Plaintiffs1  firm  and  the  Defendant.  It  appeared  that  about  1879  the 
father  of  the  Plaintiffs,  since  deceased,  had  called  on  Beechey  and 
the  Defendant,  and  had  encouraged  them  to  advertise  the  name  of 
the  Plaintiffs'  firm  in  pushing  the  business  at  Bournemouth  for  their 
mutual  benefit.  The  Defendant's  premises,  bill-heads,  letter-paper, 
and  delivery-books  had  for  many  years  borne  references  to  the 
Plaintiffs'  firm,  and  it  was  alleged  that  his  place  of  business  had  for 
many  years  been  known  as  "  Findlater's  Corner."  There  was  u 
gradual  falling-off  in  the  business  done  between  the  Plaintiffs  and 
the  Defendant,  of  which  the  Plaintiffs  complained  in  1898,  although 
they  had  never  prior  to  that  date  or  since  given  any  notice  of 
terminating  their  connection  with  the  Defendant.    The  Defendant 
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admitted  that  a  substantial  number  of  corks  branded  "  Findlater  & 
"  Co.,  Bournemouth,"  had  gone  out  to  his  customers  in  bottles  contain- 
ing goods  not  supplied  by  the  Plaintiffs,  and  it  appeared  that  in  1&98 
and  1899  at  least  25  gross  of  corks  branded  on  their  ends  with  "F.,  M., 
"  T.  &  Co."  had  been  ordered  by  and  supplied  to  the  Defendant.  There 
was  also  some  evidence  of  the  Defendant  using  labels  on  which  were 
printed  u  Findlater,  Newman  &  Co."  It  appeared  that  there  were 
three  firms  in  the  same  line  of  business  at  Dublin,  Brighton,  and  Man- 
chester, in  the  styles  of  which  the  name  "  Findlater  "  was  included. 
— Held,  that  the  Plaintiffs  were  not  entitled  to  an  injunction  restrain- 
ing the  Defendant  from  using  the  name  "  Findlater  "  in  connection 
with  his  business,  or  as  to  "  Findlater's  Corner,"  but  that  they  were 
entitled,  with  respect  to  the  initials  "  F.,  M.,  T.  &  Co."  (the  use  of 
which  had  been  discontinued  by  the  Defendant  before  the  issue  of 
the  writ),  to  a  declaration  negativing  the  Defendant's  right  to  use 
the  same  and  to  an  account  of  profits  limited  in  each  case  to  "  corks 
"  bearing  the  name  or  the  initials  or  letters  *  F.,  M.,  T.  &  Co.'  and 
"  used  for  bottles  containing  wines  or  spirits  not  supplied  by  the 
"  Plaintiffs  and  limited  as  regards  the  account  to  six  years  from  the 
"  date  of  the  writ."  There  was  no  Order  as  to  costs,  except  that 
the  Defendant  was  ordered  to  pay  one-third  of  the  Plaintiffs'  costs. 
Per  Kekewich,  J. — "  In  order  to  constitute  an  actionable  wrong — a 
"  wrong  where  a  Plaintiff  complains  of  something  being  done — 
"  you  must  find  a  duty  on  the  part  of  the  Defendant  towards  the 
"  Plaintiff   to  abstain   from   doing  that  which  is  complained  of." 

Findlater,  Mackie,  Todd  &  Co.  v.  Newman  &  Co.,  p.  235. 

6.  Action  by  a  Joint  Stock  Company  to  restrain  the  Defendants 
from  registering  another  Company  under  a  name  so  nearly 
resembling  the  name  of  the  Plaintiff  Company  as  to  be 

calculated  to  deceive. — Dissimilarity  of  business. — Companies 
Act,  1862,  section  20.  Aerators,  Ld.,  commenced  an  action  to 
restrain  the  Defendants  from  registering  a  Company  under  the 
name  of  the  Automatic  Awator  Patents,  Ld.  The  Plaintiffs  dealt 
in  "Sparklets,"  a  small  apparatus  for  aerating  the  contents  of 
bottles.  The  Company  proposed  to  be  registered  by  the  Defendants 
was  intended  to  acquire  Patents  for  the  aeration  of  liquids  contained 
in  tanks  or  cisterns  of  large  size. — Held,  that  there  was  no  prob- 
ability of  deception,  as  the  articles  in  which  the  Plaintiffs  dealt  were 
very  different  from  those  to  be  manufactured  under  the  Defendants' 
Patents,  and  that  the  Plaintiffs'  action  was  an  attempt  to  monopolise 
for  the  purpose  of  nomenclature  a  word  in  ordinary  use  in  the 
•  English  language,  and  must  be  dismissed  with  costs.  Manchester 
Brewery  Co.  v.  North  Cheshire  and  Manchester  Brewery  Co. 
(L.R.  (1889)  A.  C.  83)  explained.    Aerators,  Ld.  v.  Tollit,  p.  418. 

7.  "  The  Plaintiffs  have  argued  that  the  House  of  Lords,  in  the  Manchester 
"  Brewery  case,  decided  that  in  no  case  can  a  new  Company  take 
the  whole  title  of  an  existing  Company  whatever  additional  words 
they  may  add  to  it,  and  they  accordingly  claim  a  monopoly  in  the 
"  word  '  Aerators.'  In  my  opinion  this  is  not  correct.  The  House 
"  of  Lords  found,  as  a  fact,  in  the  case  before  them,  that  the  adop- 
"  tion  by  the  Defendant  Company  of  the  whole  of  the  Plaintiffs' 
"  title,  although  added  to  other  words,  was  calculated  to  deceive ; 
"  but  it  appears  to  me  impossible  to  say,  as  a  general  proposition, 
"  that  a  Company  can,  by  registering  a  single  word,  whatever  its 
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"  nature,  remove  that  word  from  the  English  language  so  far  as 
"  regards  its  use  in  the  title  of  subsequent  Companies."  Per 
Farwbll,  J.,  in  Aerators,  Ld.  /;.  Tollit,  p.  420. 

8.  Fraudulent  purchase  of  goodwill  of  business  for  the  colourable 

purpose  of  acquiring  manufacturer's  name.— Action  to  restrain 

use  of  trade  name  and  passing-off. — "  Mor rail's  Needles "  and 
"  Mogg's  Needles." — Injunction.  The  Plaintiffs  and  their  prede- 
cessors had  carried  on  the  business  of  needle  manufacturers  for 
about  a  hundred  years  under  the  style  of  "  Abel  Morrall,"  and  their 
needles  had  acquired  a  great  reputation  and  were  sold  and  bought  as 
"  Abel  MorralVs,"  or  ".4.  MorralVs,"  or  " MorralVs,"  or  "  MorralVs 
"  Needles,"  as  was  admitted  by  the  Defendants  during  the  trial.  In 
1891  the  Plaintiffs  purchased  the  goodwill  of  the  business  of  Joseph 
Mogg  and  Joseph  John  Richard  Mogg,  trading  under  the  styles  of 
"  Joseph  Mogg  &  Co."  and  u  Joseph  J.  R.  Mogg  &  Co."  and  the 
market  for  the  needles  now  sold  by  the  Plaintiffs  under  these  names 
was  in  Ireland  and  Scandinavia,  where  they  were  well  known  as 
"  Mogg's  Needles."  In  1900  the  Defendant,  who  had  started 
business  in  1893  in  the  same  neighbourhood,  purchased  for  687.  from 
one  Jdbez  Yardley  Morrall,  a  man  in  a  small  way  of  business,  his 
goodwill  and  stock-in-trade,  the  latter  having  been  just  valued  at 
36/.  the  deed  of  assignment  binding  him  not  to  authorise  his  name 
to  be  used  for  the  purpose  of  a  needle  manufacturer  by  any  other 
person  or  persons.  In  1897,  by  a  similar  transaction,  the  Defendant 
had  purchased  from  one  William  Mogg  his  machinery  with  the 
goodwill  of  his  business  and  use  of  his  name,  it  appearing  that 
beyond  the  manufacture  of  crochet-hooks  he  did  nothing  to  needles 
beyond  packing  them  in  paper.  The  Plaintiffs  having  brought  an 
action  against  the  Defendant  for  an  injunction  and  other  relief, — 
Held,  that  the  purchases  from  Jabez  Yardley  Morrall  and  William 
Mogg  were  not  bond  fide  transactions,  but  were  colourable  devices 
for  giving  the  Defendant  some  appearance  of  weight  to  use  their 
names,  in  order  that  by  using  surnames  where  different  initials  were 
insufficient  to  distinguish  the  goods  and  businesses  he  might  obtain 
trade  intended  for  the  Plaintiffs  ;  and  that  this  was  sufficient  fraud 
to  enable  the  Court  to  inquire  into  the  motives  of  such  transactions 
even  where  it  has  been  the  man's  own  name  that  has  been  purchased 
irrespective  of  goodwill.  An  injunction  was  granted  to  restrain  the 
Defendant  from  carrying  on  business  under  the  name  of 
J.  Y.  Morrall  or  W.  Mogg  Jk  Co.,  or  any  other  name  calculated  to 
represent  that  the  Defendant  was  carrying  on  the  Plaintiffs1  business 
and  to  restrain  passing-off.  Abel  Morrall,  Ld.  v.  T.  Hkssin  & 
Co.,  p.  557. 

9.  Name  of  Limited   Company.     Delay.— Motion  for  interlocutory 

injunction. — Probability  of  deception, — Delay.— Injunction  granted. 
— Form  of  Order. — Appeal  dismissed  on  agreed  terms.  The  Army 
ami  Navy  Co-operative  Society,  Ld.,  which  had  been  incorporated 
for  30  years,  commenced  an  action  against  a  recently  incorporated 
Company,  called  Army,  Navy,  and  Civil  Service  Co-operative 
Society  of  South  Africa,  Ld.,  to  restrain  it  from  using  that  name, 
and  moved  for  an  interlocutory  injunction. — Held,  by  Buckley,  J., 
that  the  Defendants'  name  was  calculated  to  deceive,  and  that  a 
delay  of  three  months  since  the  incorporation  of  the  Defendant 
Company  was  sufficiently  explained.     An  interlocutory  injunction 
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was  granted,  but  words  were  directed  to  be  inserted  in  the  Order 
permitting  the  Defendant  Company  to  use  its  name  for  a  short 
period  provided  it  added  that  it  had  no  connection  with  the  Plaintiff 
Company.  The  Defendants  appealed.  On  the  hearing  of  the  appeal 
the  Defendants  undertook  to  change  their  name  to  Naval,  Military, 
and  Civil  Service  Co-operative  Society  of  South  Africa,  Ld.,  and  the 
appeal  was  dismissed  with  costs,  the  hearing  of  the  motion  being 
treated  as  the  trial.  Army  and  Navy  Co-operative  Society, 
Ld.  v.  Army,  Navy,  and  Civil  Service  Co-operative  Society 
op  South  Africa,  Ld..  p.  574. 

TRADE  NAME  OF  GOODS.    See  PASSING-OFF,  Nos.  1,  6,  8  and  10. 

TRAP  ORDERS. 

1.  In  passing-off  cases  written  orders  are  preferable.    See  Carr  &  Sons 

v.  Crisp  &  Co.,  Ld.,  p.  500. 

2.  In  an  action  for  passing-off  the  Plaintiffs  relied  upon  the  execution  of 

certain  trap  orders.  Byrne,  «/.,  said: — **Then  I  want  to  say  one 
"  more  thing  with  regard  to  a  case  of  this  class,  and  that  is  that  I 
"  think  it  is  only  fair  that,  if  it  is  intended  to  take  proceedings,  those 
"  proceedings  should  be  taken  as  quickly  as  possible,  so  that  warning 
"  may  be  given  to  the  Defendants  that  certain  transactions  are  going 
"  to  be  called  in  question  before  the  memory  grows  dull  with 
"  reference  to  such  transactions.  In  this  case  there  was  a  lapse  of 
"  three  weeks,  and  the  first  intimation  that  the  Defendants  got  that 
"  proceedings  were  going  to  be  taken  was  the  writ,  together  with 
"  13  affidavits.  I  do  not  think  it  is  a  sufficient  answer  to  that  to  say 
"  that  if  you  gave  warning  there  might  be  something  done  by  the 
"  Defendants — I  do  not  know  what  the  suggestion  was  exactly — but 
"  that  the  evidence  might  be  destroyed,  or  kept  out  of  the  way. 
"  Whatever  it  was  I  do  not  think  that  is  a  sufficient  excuse.  I  think 
"  that  the  proceedings  should  be  taken  at  the  earliest  possible 
u  moment."    Carr  &  Sons  v.  Crisp  &  Co.,  Ld.,  p.  502. 

3.  "  If  you  want  the  Court  to  rely  upon  the  testimony  of  persons  trapping, 

"  when  they  have  completed  their  trap  and  have  got  the  victim  in  it, 
44  the  least  they  can  do  is  to  tell  him  that  that  is  the  occasion  that 
"  they  are  going  to  give  evidence  about  in  Court,  so  that,  then  and 
"  there,  he  may  be  able  to  recall  and  recover  his  recollection  of  the 
"  circumstances  and  be  ready  to  give  his  account  in  Court,  so  that 
"  the  Court  should  not  be  asked  to  rely  upon  the  testimony  of  the 
"  witnesses  for  the  Plaintiff  on  the  ground  that  the  Defendant 
"  cannot  possibly  remember  what  took  place."  Per  FARWELL, ,/., 
in  Ripley  v.  Griffiths,  p.  5(J7. 


USE  AS  A  TRADE  MARK. 

1.  It  is  not  necessary  that  all  parts  of  a  mark  should  be  visible  at  once  in 
order  to  constitute  a  user  as  a  Trade  Mark.  Three  labels,  two  of 
which  were  placed  outside  a  wrapper  and   the  third   inside  the 
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wrapper,  held  to  form  one  Trade  Mark.  In  THE  Matter  OP 
A.  and  A.  Crompton  &  Co.'s  Trade  Mark,  p.  265.  See 
Rectification,  No.  2. 

2.  Use  alone  as  a  Trade  Mark.    In  the  Matter  op  the  Chesebrough 

Manufacturing  Co.'s  Trade  Mark,  p.  354.  See  Rectification, 
No.  3. 

3.  Placing  a  mark  on  the  back  of  a  price-list,  which  included  aerated 

waters,  with  the  word  "  Trade  Mark,"  is  not  use  of  it  as  a  Trade 
Mark  in  connection   with  aerated  waters.     IN  THE    MATTER   OP 

Verity's  Trade  Mark,  p.  58.    See  Rectification,  No.  7. 
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In  the  Court  of  Appeal. 
Before  Lords  Justices  Yaughan  Williams,  Romer,  and  Cozens-Hardy. 

November  29th  and  December  2nd,  1901. 

Bradford  Dyers'  Association,  Ld.  v.  Bury. 

5       Patent — Action  for  infringemmt.—Construction  of  Specification. — Defendant 
held  not  to  infringe. — Action  dismissed. — Appeal  dismissed. 

Letters  Patent  having  been  granted  for  a  "  Method  of  producing  a  silky  lustre 
"upon  fabrics  and  webs  of  all  kinds"  the  owners  of  the  Patent  commenced  an 
action  for  infringement,  in  which  the  Defendant  denied  infringement,  and 

10  alleged  that  the  Patent  was  invalid  on  several  grounds.  The  Patentee,  in  his 
Complete  Specification,  after  giving  a  theory  to  explain  the  lustre  of  silk, 
continued : — "  If  therefore,  the  lustre  of  silk  is  to  be  given  to  other  parts  (sic) 
**  of  fabric,  it  becomes  requisite  to  provide  the  web  with  a  great  number  of  small 
u  surfaces,  which  are  distributed,  not  on  one  but  on  several  planes  lying  each  in 

15  u  an  angle  to  all  the  other,  the  angles  being  different  ones  " ;  and,  after  stating 
that  this  might  be  done  by  means  of  a  stamp  to  which  the  structure  of  a  silk- 
satin   web  had  been  transferred  by  a  galvanoplastic  process,  hut  that  the 

A 


I  REPORTS  OF  PATENT,  DESIGN,         [Jan.  15, 1902. 

■WWfc— ^i     *  m>      ■  ■■"■■  !■■■■■■■         ■  i    i  ■    i  ■     ■■—      mm  ■  ■— ^^^^^—^— ^— ■         ■  —    ■■—■■■    i    ■       — —■ — ^ — — ^^— ^^ »^a  ■     i      »— — —  ■    ■  — ^^m^^» 

Bradford  Dyers'  Association,  Ld.  v.  Bury. 

manufacture  of  stick  stamps  was  difficulty  stated  as  follows : — "  I,  therefore, 
44  prefer  to  engrave  a  great  number  of  small  surfaces  of  the  said  kind  into 
"  a  plate  or  roller  consisting  of  steel  or  any  other  hard  material,  or  I 
"  cut  such  surfaces  into  said  parts  by  means  of  a  suitable  machine.  A 
44  section  through  a  plate  or  roller  provided  with  the  differently  inclined  small  5 
44  surfaces  will  represent  an  appearance  similar  to  that  of  a  fine-toothed  saw, 
"  there  being,  however,  the  difference  that  there  may  be  more  directions  of 
44  inclination  than  only  two"  After  saying  that  the  breadth  of  the  surfaces 
should  not  be  so  great  as  for  them  to  be  cognizable  by  a  sound  eye  and  describing 
the  surfaces  as  representing  "  a  sort  of  parallel  grooves  "  and  that  the  direction  10 
of  the  said  grooves  should  beparalhl  to  the  threads  of  the  fabric,  the  Specification 
concluded  with  three  claims,  the  first  being  for  "  the  method  of  producing  a 
"  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the  latter  with 
"  numerous  small  surfaces  having  different  inclinations  with  regard  to  the 
44 plane  of  the  stuff,  substantially  as  described"  The  Defendant  used  for  the  15 
purpose  of  producing  a  silky  lustre  a  roller  having  on  it  a  large  number  of 
fine  parallel  lines,  about  250  to  the  inch.  Rollers  engraved  with  about  90  such 
lines  to  the  inch  were  known  for  the  same  purpose  previously  to  the  Patent.  At 
the  trial,  Joyce,  J.,  without  deciding  the  questions  as  to  validity \  held  that  such 
a  roller  as  the  Defendant  used  was  not  what  the  Patentee  intended  to  describe,  20 
and  that  the  Defendant  had  not  infringed.  The  action  was  dismissed  with 
costs.    The  Plaintiffs  appealed. 

The  appeal  was  dismissed  with  costs. 

On  the  16th  of  April  1895  Letters  Patent  (No.  7637  of  1895)  were  granted  to 
Ludwig  Schreiner  for  an  invention  of  a  "  Method  of  producing  a  silky  lustre  25 
"  upon  fabrics  and  webs  of  all  kinds."    The  Complete  Specification  was  as 
follows  : — 

"  Silk,  as  is  known,  is  distinguished  from  all  other  sorts  of  fabrics  and  webs 
"  by  its  brilliant  lustre  caused  by  the  peculiar  property  of  the  silk  fibre  strongly 
"  to  reflect  rays  of  light.  That  property  is  due  to  the  particular  shape  of  the  30 
44  silk-fibre  or  cocoon-thread  respectively,  in  that  the  shape  of  said  fibre  or 
"  thread  is  similar  to  that  of  a  band  or  ribbon,  whilst  the  section  of  all  other 
"  sorts  of  fibres  is  a  more  or  less  round  one.  The  rays  of  light  are,  thus,  with 
"  the  common  fibres  reflected  not  by  a  surface,  but  by  a  line  only,  whilst  with 
"  silk  there  is  on  each  of  the  broad  sides  of  the  fibre  or  thread  a  reflecting  35 
"  surface  having  a  breadth  of  from  0*01  to  0*015  millimetres.  As,  now,  the 
"  cocoon-thread  on  being  spun  and  woven  is  distorted,  there  result  a  great 
"  number  of  surfaces  lying  in  different  angles  to  each  other,  and  producing  the 
"  lustre  by  the  rays  of  light  being  reflected  by  them. 

"  If  a  web  is  exposed  to  a  slight  pressure  by  aid  of  any  known  means,  there  49 
"  are  produced  small  surfaces  upon  the  fibres,  and  a  certain  slight  lustre  results 
44  therefrom ;  if,  however,  the  pressure  is  increased,  for  the  purpose  of 
44  increasing  the  lustre,  then  the  many  small  surfaces  afore  mentioned  are 
44  practically  turned  into  one  large  surface.  There  is  then  produced  no  lustre 
44  proper  at  all,  but  only  that  of  a  mirror,  because  all  the  surfaces  are  in  one  45 
44  plane,  and  reflect  the  rays  of  light  all  at  a  time. 

44  In  contrary  to  the  above,  there  are  in  the  silk-web  the  rays  of  light 
44  reflected  only  by  those  of  the  many  small  surfaces,  which  by  chance  are  in 
44  one  plane,  and  are  situated  in  the  proper  angle  of  reflection  corresponding  to 
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4  the  place  of  the  eye  ;  said  reflecting  surfaces  are,  however,  separated  by  a 

"  great  many  of  other  surfaces,  which  form  different  angles  with  the  former 

44  ones,  and  are  also  caused  in  an  ever- varying  number  to  reflect  the  rays  of 

"  light  as  soon  as  either  the  web  or  the  eye,  or  the  source  of  light  is  moved,  or 

5  "  the  direction  of  the  glance  of  the  eye  becomes  another  one. 

44  If,  therefore,  the  lustre  of  silk  is  to  be  given  to  other  parts*  of  fabric,  it 
44  becomes  requisite  to  provide  the  web  with  a  great  number  of  small  surfaces, 
"  which  are  distributed  not  on  one  but  on  several  planes  lying  each  in  an  angle 
44  to  all  the  other,  the  angles  being  different  ones.    This  may  be  made,  for 

10  M  instance,  by  pressing  the  web  to  be  improved  by  means  of  a  stamp  or  die, 
44  upon  the  working-surface  of  which  the  structure  of  a  silk-satin- web  has  been 
"  transferred  by  a  galvanoplastic  process. 

u  The  manufacture  of  stamps  or  dies  of  this  kind  is,  however,  a  very  difficult 
44  one,  and  the    latter,  moreover,  are  of  but  slight  durability.    I  therefore 

15  "  prefer  to  engrave  a  great  number  of  small  surfaces  of  the  said  kind  into 
"  a  plate  or  roller  consisting  of  steel  or  any  other  hard  material,  or  I  cut  such 
44  surfaces  into  said  parts  by  means  of  a  suitable  machine.  A  section  through 
44  a  plate  or  roller  provided  with  the  differently  inclined  small  surfaces  will 
44  represent    an  appearance  similar  to  that  of  a  fine-toothed  saw,  there  being, 

20  "  however,  the  difference,  that  there  may  be  more  directions  of  inclination 
44  than  only  two. 

44  The  various  surfaces  produced  by  pressing  the  fabric  to  be  improved  in  the 
44  manner  described  may  be  so  small,  that  a  millimeter  may  have  about  from  12 
44  to  30  of  them ;  said  surfaces  need  not  indispensably  have  a  breadth  equal  to 

25  "  that  of  a  broad  side  of  a  cocoon-thread,  but  it  is,  in  fact,  of  advantage,  if  that 
44  breadth  is  a  somewhat  greater  one,  provided  the  latter  be  not  so  great  as  to  be 
44  cognizable  by  a  sound  eye.  The  said  small  surfaces  are  arranged  in  parallel 
44  lines  upon  the  surface  of  the  plate  or  roller,  so  as  to  represent  a  sort  of  parallel 
44  grooves  ;  in  using  said  plate  or  roller  for  the  purpose  in  question,  care  is  to  be 

30  "  taken,  that  the  direction  of  said  grooves  is  parallel  to  that  of  the  threads  of  the 
41  respective  fabric  or  web.  The  pressure  employed  ought  to  be  at  least  50  kilo- 
44  grammes  per  square  centimeter,  but  may  be  increased  up  to  300  atmospheres, 
44  or  even  more.  If  the  fabric  or  web  is  pressed  by  means  of  rollers,  the 
44  pressure  exerted  upon  each  end  of  the  roller-shaft,  or  upon  each  pivot 

35  "  respectively,  may  amount  to  from  6000  to  30000  kilogrammes. 

44  After  the  operation  has  been  finished,  and  the  stuff  is  taken  out  of  the 
44  press,  the  differently  inclined  surfaces  produced  by  that  operation  subdivide 
44  each  into  a  number  of  smaller  ones,  in  that  the  relative  position  of  the  threads 
"  of  the  stuff  becomes  somewhat  altered  by  the  various  movements,  bendings, 

40  44  formation  of  folds,  and  the  like,  which  the  stuff  is  exposed  to.  The  lustre  of 
44  the  stuff  is  exactly  that  of  silk,  and  even  the  lustre  of  silk  may  greatly  be 
44  improved  by  letting  the  silk  undergo  the  above-described  process. 

44  In  order  to  make  the  artificial  lustre  more  durable,  or  to  fix  the  small 
44  surfaces  as  much  as  possible  respectively,  it  is  advisable  to  perform  the  process 

45  44  at  rather  high  temperatures,  such  as  permitted  by  the  quality  or  condition  of 
44  the  respective  stuff  ;  the  latter  may  in  some  cases  be  moreover  exposed  to  the 
44  action  of  steam,  either  before  the  pressing,  or  after  the  same. 

44  The  above  described  method  is  applicable  to  fabrics  and  webs  consisting  of 
44  vegetable  fibres  as  well  as  to  such  consisting  of  animal  ones,  or  of  a  mixture  of 

50  "  both  the  said  kinds.  Wool  is  especially  adapted  for  being  provided  with  a 
44  lustre." 

The  Patentee  claimed  : — 44 1.  The  method  of  producing  a  silky  lustre  upon 
44  fabrics  and  webs,  consisting  in  providing  the  latter  with  numerous  small 
44  surfaces  having  different  inclinations  with  regard  to  the  plane  of  the  stuff, 

j 

w  Sky  but  treated  by  both  sides  as  "  sorte." 
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"  substantially  as  described.  2.  The  method  of  producing  a  silky  lustre  upon 
u  fabrics  and  webs,  consisting  in  providing  the  latter  with  numerous  small 
"  surfaces  by  means  of  a  plate  or  roller  having  said  surfaces  engraved  or  cut  into 
"  it ;  the  latter  having  different  inclinations  with  regard  to  the  plane  of  said 
"  plate,  or  the  mantle  of  said  roller,  substantially  as  described.  3.  The  method  5 
"  of  producing  a  silky  lustre  upon  fabrics  and  webs,  consisting  in  providing  the 
"  latter  with  numerous  small  surfaces  having  different  inclinations  with  regard 
"  to  the  plane  of  the  stuff,  and  in  steaming  the  latter  either  before  or  after  the 
"  said  operation,  substantially  as  described.1' 

The  Patent  subsequently  became  vested  in  the  Bradford  Dyers'  Association,  \q 
Ld.,  who  on  the  31st  of  May  1899  commenced  an  action  against  Isaac  Bury  for 
infringement  of  the  same,  claiming  the  usual  relief. 

The  Plan  tiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  registered 
legal  owners  of  the  Patent,  and  that  the  Defendant  had  infringed  the  same  in 
manner  by  the  Particulars  of  Breaches  therewith  delivered  appearing.  ]£ 

The  Particulars  of  Breaches  alleged  that  the  Defendant,  at  his  works  at 
Adelphi,  Sal  ford,  in  the  county  of  Lancaster,  had  produced  a  silky  lustre  upon 
fabrics  and  webs  according  to  the  invention  and  by  the  method  described  in  the 
Specification  of  the  Patent,  and  claimed  in  the  first,  second,  and  third  claiming 
clauses  thereof ;  in  particular  the  Defendant,  on  or  about  the  22nd  of  June,  20 
produced  upon  certain  fabrics  forwarded  to  him  by  the  firm  of  J.  G.  Murray  & 
Co.,  of  &c,  a  silky  lustre  of  the  character  hereinbefore  referred  to,  which  silky 
lustre  was  produced  by  means  of  the  devices  described  in  the  Plaintiffs' 
Specification,  and  they  reserved  the  right  to  claim  compensation  in  respect  of 
all  infringements.      *  25 

The  Defendant  by  his  Defence  denied  infringement,  and  alleged  the  invalidity 
of  the  Patent  for  the  reasons  appearing  in  the  Particulars  of  Objections  delivered 
therewith. 

The  Particulars  of  Objections  alleged  CI)  that  the  alleged  invention  for  which  the 
Patent  was  granted  was  not  new  at  the  date  of  the  Patent,  but  had  been  published  30 
within  the  realm  (A)  by  the  publication  of  the  following  Specifications  ;  (B)  by 
the  use  in  public  of  the  methods  claimed  in  all  the  claims  of  the  Specification  ; 
(C)  by  the  manufacture  and  sale  of  rollers  engraved  with  fine  lines  for  the 
purpose  of  putting  the  said  methods  into  practice  by  the  persons  at  the  places 
and  on  the  dates  set  out  below  :— (A)  (a)  The  Specification  of  Letters  Patent  35 
(No.  2654  of  1858)  granted  to  Walter  Ralston,  as  amended  and  filed  on  the 
28th  of  January  1860,  the  whole  being  relied  upon  ;  (b)  the  Specification  of 
Letters  Patent  (No.  170  of  1860)  granted  to  John  Appleby,  the  whole  being 
relied  upon  ;  (c)  the  Specification  of  Letters  Patent  (No.  2792  of  1862)  granted 
to   G.  T.  H.  Pattison,  the  whole  being  relied  upon  ;  (d)  the  Specification  of  40 
Letters  Patent  (No.  2793  of  1862)  granted  to  G.  T.  H.  Pattison,  the  whole 
being  relied  upon  ;  (e)  the  Specification  of  Letters  Patent  (No  4593  of  1885) 
granted  to  George  William  Chambers  Kirkham,  the  whole  being  relied  upon. 
B)  (a)  The  Defendants  at  Adelphi.  Salford,  in  the  county  of  Lancaster  ; 
b)  Robert  Williams,  at  Chatsworth  Mills,  Gorton,  near  Manchester  ;  (c)  Samuel  45 
Lawton  A  Sons,  at  their  works  at  Middleton,  in  the  county  of  Lancaster  ; 
(d)  Robert  Peel  A  Co.,  Ld.,  at  their  works  in  the  city  of  Manchester ;  (e)  the 
Winterbottom  Book  Cloth  Company,  Ld.,  at  their  works  at  Salford,  in  the 
county  of  Lancaster ;  and  that  all  the  above  persons,  firms  and  companies 
used  the  said  methods  continuously  for  many  years  prior  to  the  Patent.  50 
(C)  Lockett,  Crossland  A  Co.,  engravers,  Manchester,  and  their  predecessors  in 
business,  from  1823  down  to  the  date  of  the  Patent  ;  that  the  mills  or  dies  and 
the  rollers  made  therefrom  were  engraved  with  lines  or  grooves.    The  lines  or 
grooves  were  in  some  cases  across  the  roller,  i.e.  parallel  to  the  axis,  in 
others    round  the    roller,    i.e.  at    right  angles    to    the    axis,  and   in  others  55 
diagonally,  and  were  of  the  shape  shown  in  the  drawing  contained  in  the 
Particulars,  and  that  the  rollers  were  sold  to  various  embossers  in  and  about 
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Manchester  ;  that  the  above  Specifications  and  public  users  were  relied  upon  as 

anticipating  all  the  claims  of  the  Patent ;  (2)  that  long  prior  to  the  date  of  the 

Specification  it  was  well  and  commonly  known  that  a  silky  lustre  could  be 

given  to  cotton  and  other  fabrics  by  embossing  them  with  rollers  engraved  in 

5  substantially  the  same  manner  as  the  rollers  used  by  the  Defendant  in  the 

treatment  of  the  fabric  complained  of  in  the  Particulars  of  Breaches  ;  that  such 

rollers  had  been  publicly  used  by  the  Defendant  before  the  date  of  the  Pbtent 

as  set  out  in  paragraph  B  (a)  thereof ;  (3)  that,  having  regard  to  the  publications 

thereinbefore  mentioned  and  to  the  state  of  knowledge  at  the  date  of  the  Patent, 

10  no  invention  was  required  to  produce  a  silky  lustre  in  the  manner  described 

and  claimed  in  the  Specification  of  the  Patent,  and  that  the  Patent  was  invalid 

for  want  of  subject-matter  ;  (4)  that  the  persons,  firms  and  companies  mentioned 

in  the  Objections,  paragraphs  lB(c,d,  e),  produced  a  silky  lustre  on  fabrics 

prior  to  the  date  of  the  Patent  by  the  ordinary  process  of  embossing,  which 

15  consisted  in  passing  the  fabrics  between  two  rollers,  one  of  which  was  of  metal 

and  had  fine  lines  or  grooves  engraved  upon  it,  the  other  being  of  paper,  cotton, 

or  other  similar  material  ;  that  the  metal  roller  was  heated  in  the  manner 

usually  adopted  in  embossing  ;  that  no  plates  were  used  by  any  of  the  above 

firms  or  companies  for  the  purpose  of  producing  a  silky  lustre ;  (5)  that  the 

20  shapes  of  the  lines  or  grooves  on  the  rollers  in  the  possession  of  the  persons, 

firms,  and  persons  mentioned  in  the  Objections,  paragraphs  1  B  (c,  d, e),  for 

producing  a  silky  lustre  prior  to  the  date  of  the  Patent  were  as  indicated  in  the 

sketches  contained  in  the  Particulars ;   that  the  said  lines  or  grooves  were 

engraved  either  (1)  across  the  roller  and  parallel  to  the  axis,  (2)  round  the 

25  roller,  or  (3)  diagonal  to  the  axis  of  the  roller ;  (6)  that  all  the  rollers  exhibited 

by  the  Defendants  except  the  alleged  infringing  roller,  and  except  the  roller 

with  the  diagonal  or  "slash"  line  engraved  upon  it,   were  original  rollers 

which  were  in  the  possession  of  the  Defendant  prior  to  the  date  of  the 

Specification ;   that  in  the  case  of  the  roller  engraved  with  the  diagonal  or 

30  u  slash  "  line  this  was  a  reproduction  of  an  exactly  similar  roller  which  the 

Defendant  had  in  his  possession  prior  to  the  date  of  the  Specification ;  that 

the  original  engraving  was  turned  off  and  then  the  roller  was  re-engraved ; 

(7)  that  the  Patent  was  also  invalid  by  reason  that  the  Specification  did  not 

particularly  describe  and  ascertain  the  nature  of  the  invention  and  in  what 

3?>  manner  it  was  to  be  performed  pursuant  to  section  5  of  the  Patent,  Designs,  and 

Trade  Marks  Act,  1883,  and  the  alleged  invention  was  of  no  utility ;  that  in 

support  of    the   above    Objections   the    Defendant   would  contend  that  no 

sufficient   directions  were  given  whereby  the    sizes  of   the  small   surfaces 

mentioned  in  the  claims  could  be  ascertained,  and  that  some  sizes  which  were 

40  included  in  the  claims  were  of  no  utility ;  that  no  sufficient  directions  were 

given  as  to  the  means  of  providing  the  web  with  a  great  number  of  small 

surfaces  which  were  to  be  distributed  not  on  one  but  on  several  planes  lying 

each  in  an  angle  to  all  the  others,  the  angles  being  different  ones  (see  page  1, 

line  32  of  the  Specification^)  ;  that  the  methods  of  forming  and  using  a  stamp  or 

45  die  described  on  page  1,  lines  34  to  37,t  were  impracticable  and  useless ;  that  no 

sufficient  directions  were  given  as  to  engraving  on  to  or  cutting  into  a  plate  or 

roller  a  great  number  of  small  surfaces  of  the  said  kind  (see  page  1,  lines  39 

to  42)4    By  a  letter  of  <**«  20th  of  November  1900  the  Defendant's  solicitors 

stated  that  certain  additional  shapes  of  rollers  should  have  been  included 

50  under  C. 

The  roller  used  by  the  Defendant  and  complained  of  by  the  Plaintiffs  was 
admitted  to  have  250  lines  to  the  inch. 

The  witnesses  for  the  Plaintiffs  were  Dr.  Liebmann,  Messrs.  J.  Swinburne, 
Dugald  Clerk,  T.  O.  McKie,  F.  Cawley,  and  J.  T.  Hemingway. 


•  Ante,  p.  3,  L  8.  f  Ante,  p.  8, 11.  9  to  12.  t    I***,  p.  3,  !!•  14  to  17. 
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The  witnesses  for  the  Defendant  were  Sir  F.  J.  B ram  well.  Professor 
G.  V.  Bays,  Professor  S.  P.  Thompson,  Messrs.  A.  A.  Grassland,  E.  J.  Bevan, 
8.  Williams,  P.  Lawton,  and  W.  Cherry. 

On  the  15th  of  January  1901,  Joyce,  J.,  gave  judgment  for  the  Defendants, 
on  the  ground  of  non-infringement  (18  R.P.C.  161).  5 

The  Plaintiffs  appealed. 

Prior  to  the  hearing  of  the  appeal  it  was  agreed  between  the  parties  that  the 
evidence  in  the  case  of  Bradford  Dyers?  Association,  Ld,  v.  Williams 
(18  R.P.C.  229),  in  which  the  issues  were  the  same,  and  in  which  Joyce,  J.,  on 
the  30th  of  March  1901,  also  gave  judgment  for  the  Defendant,  should  be  treated  10 
as  given  also  in  this  action,  and  that  an  appeal  by  the  Plaintiffs  in  the  latter 
action  should  abide  the  result  of  this  appeal. 

Moulton,  K.C.,  Cripps,  K.C.,  A.  J.  Walter,  and  H.  A.  Golefax  (instructed  by 
H.  .E.    Warner  A  Go.,  agents  for  Mumford,  Johnson  A  Co.,   of   Bradford) 
appeared  "for  the  Appellants ;  T.  Terrell,  K.C.,  Jenkins,  K.C.,  and  J.  G.  Graham  15 
(instructed   by  Patersons,  Snow,  Bloxam    and  Kinder,  agents  for   Wilson, 
Wright  and  Wilson^  of  Manchester)  appeared  for  the  Respondent. 

Moulton,  K.C.,  and  Cripps,  K.C.,  for  the  Appellants. — This  is  a  Patent  for 
producing  a  finish  on  woollen  and  cotton  cloth ;    it  has  been  used  to  an 
enormous  extent.    The  method  gives  a  patternless  gloss  to  the  goods.     The  20 
.finish  is  produced  by  rolling  the  cloth  with  a  roller  which  is  engraved  with  -a 
large  number  of  lines— about  250  to  the  inch.     The  result  produced  is  quite 
different  from  what   is  produced  by  a  plain  roller,  or  one  with  a  small  or 
moderate  number  of  lines.     There  was  uncontradicted  evidence  of  the  great 
improvement  on  the  ordinary  finish.    There  was  no  contest  that  this  was  novel ;  25 
the  anticipations  put  forward  had  only  about  80  or  90  lines  to  the  inch.     The 
Defendants  never  used  any  larger  number  before  the  Patent,  and  now  they 
never  use  less  than  250.    There  is  no  advantage  in  any  numbers  between  90 
and  250.    No  prior  users  were  proved.    The  objection  that  the  Specification  was 
insufficient  or  did  not  sufficiently  describe  the  invention  was  the  real  substance   30 
of  the  case  at  the  trial.     [The  Specification  was  read.]     The  first  paragraph  only 
describes  how  the  Patentee  leads  up  to  the  invention  ;  it  is  really  immaterial 
whether    he    is  correct  in  his  theory  or  not.    Next   he  explains  how  the 
calendering  glaze  does  not  give  the  lustre.    He  afterwards  suggests  that  the 
lustre  may  be  obtained  by  getting  a  facsimile  of  silk.    Then  he  gives  the  means  2)5 
which  he  prefers.    The  section  of  his  roller  may  be  that  of  an  irregular  saw. 
This  clearly  indicates  what  he  intended.    No  better  direction  could  be  given 
as  to  the  breadth  of  the  surfaces  than  that  given  by  the  Patentee.    In  the 
fabrics  to  which  the  invention  would  be  applied  there  would  be  as  a  rule 
floating  threads,  and  the  direction  of  the  grooves  is  to  be  parallel  to  these.    The  40 
Patentee  then  says  that  in  folding  or  bending  the  stuff  these  grooves  are  broken 
up.    The  Patentee  says  that  one  is  to  have  grooves  on  the  roller  or  plate  parallel 
to  the  threads  and  so  narrow  that  they  are  not  cognizable  by  a  sound  eye  ;  they 
may  be  irregular  as  regards  inclination  to  the  plane  of  the  stuff.    The  direction, 
inclination,  and  breadth  of  the  grooves  are  all  sufficiently  indicated  in  the  45 
Specification.    For  the  Defence  Sir  Frederick  B ram  well  suggested  that  what 
the  Patentee  meant  was  the  exhibit  he  produced.    This  could  not  as  a  fact  be 
made  on  the  necessary  scale.    The  Patentee  speaks  of  surfaces  because  he  has 
the    notion    of    tape-like    surfaces.    In    Sir    Frederick    BramwelVs    model 
the  surfaces  are  not  parallel  to  the  threads.    [The  judgments  of  Joyce,  J.,  50 
in    this    action    and    in    Bradford  Dyers*    Association,    Ld.    v.     Williams 
(18   R.P.C.    229)  were    also    read,  and   the  evidence  was  then   referred  to.] 
'The  alleged  anticipations  with  the  exception  of  Kirkham  had  a  frictional  action. 
[Kirkham's  Specification  was  read.]    Kirkham  only  produced  a  ribbed  effect ; 
he  did  not  produce  a  patternless  gloss.    However  alike  his  language  is  to  that  55 
of  the  Patentee,  as  a  matter  of  substance  the  two  things  are  different.    Between 
88  and  150  lines  to  the  inch  there  is  no  improvement  in  result.    No  one  went  over 
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88  lines  to  the  inch  before  the  Patent.  It  is  the  unexpectedly  good  effect  with 
a  large  number  of  lines  that  makes  the  good  invention.  It  was  held  below  that 
only  a  galvanoplastic  pattern  was  meant ;  if  a  chessboard  was  meant,  what  the 
Defendants  do  would  infringe.  The  evidence  shows  that  the  Specification  was 
5  sufficiently  clear.  The  galvanoplastic  pattern  is  that  got  by  the  breaking  up 
that  occurs  in  bending  the  stuff.  It  is  not  on  the  stuff  as  it  comes  from  the 
roller.  The  Specification  itself  points  out  this.  No  doubt  in  the  silk  itself  the 
surface  of  a  thread  is  broken  up  into  innumerable  small  surfaces.  [ROMBR,  L.J., 
referred  to  the  words  "  each  in .  an  angle  to  all  the  other."]    These  are  to  be 

10  produced  in  the  stuff,  but  not  on  the  roller,  only  by  the  subsequent  bondings, 
Ac.  [Vaughan  Williams,  L.J.— Do  you  say  that  the  roller  with  lines  is  all 
that  the  Specification  describes  ?]  That  and  the  galvanoplastic  method.  Only 
one  practical  workman,  Fuller,  was  called,  and  that  by  the  Plaintiffs.  [Terrell, 
K.C. — Crossland  gave   evidence  on   this  point.]     The   Specification   is   not 

15  limited  to  a  roller  having  the  surfaces  which  one  wants  on  the  stuff.    In  fact 
this  is  inconsistent  with  the  section  being  that  of  the  fine-toothed  saw.    On  the 
questions  of  invention  and  subject-matter,  a  new  stuff  is  produced  by  a  process 
that  is  new  and  not  an  adaptation  of  an  old  one. 
Counsel  for  the  Respondent  were  not  called  on. 

20      Vaughan  Williams,  LJ.— This  appeal  fails.    I  think  that  the  judgment  of 

Mr.  Justice  Joyce  is  perfectly  right,  and  I  do  not  feel  much  inclined  to  add  to 

'    it ;  but  I  will  just  say  a  word  or  two.    In  the  first  place,  I  think  that  this 

Specification  is  so  obscure  as.  to  be  unintelligible,  and  I  think  that  on  the 

evidence  it  is  perfectly  clear  that  it  could  not  be  said  that  it  would  enable  an 

25  intelligent  and  competent  workman  to  know  what  it  was  that  the  inventor 
meant  should  be  done.  But  I  go  a  step  further  than  that.  Although  the 
Specification  is  obscure,  and  obscure  I  think  up  to  the  point  of  unintelligibility, 
yet  there  are  some  things  in  the  Specification  which  are  tolerably  clear,  and  one 
is  this.    As  I  understand,  the  Plaintiffs'  claim  in  this  case  is  that  this  Specifi- 

30  cation  describes  a  roller,  which  has  for  its  characteristic  feature  that  it  has 
engraved  or  cut  upon  it  lines  so  close  together  that  you  get  250  in  the  inch. 
Now  that  is  the  case  which  is  put  before  us.  I  say,  and  I  say  without  any 
hesitation  at  all,  that  whatever  the  Specification  means  it  is  perfectly  plain 
that  it  does  not  mean  that.    I  am  inclined  to  think  that  the  inventor  meant 

35  to  have  upon  the  roller,  and  then  produce  from  the  roller  upon  the  fabric, 
something  which  should  be  very  like  his  idea  of  the  surface  of  silk,  and  I  do 
not  think  that  this  roller  with  these  close  lines  upon  it  would  produce,  or  could 
have  been  intended  by  the  inventor  to  produce,  anything  like  that  facsimile- 
surface  which  he  did  mean  to  produce. 

40      Rombb,  Z.J. — I  agree. 

Cozbns-Hardy,  LJ.—l  agree. 

Terrell,  E.G. — Then  the  other  appeal  in  the  list  will  of  course  be  dismissed 
in  the  same  way — the  Williams'  action. 
MoulUm,  K.C. — Yes  ;  it  stands  or  falls  with  this. 

45     Vaughan  Williams,  L. J.— Yes. 
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In  the  Court  of  Appeal. 


A       • 


ppfore  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozens-Hardy. 


December  2nd,  1901. 


Bradford  Dyers'  Association,  Ld.  v.  Williams. 


The  appeal  in  this  action  from  the  decision  of  Joyce,  J.  (reported  18  R.P.C.  5 
229),  in  which  he  had  followed  his  decision  in  the  case  of  Bradford  Dyers' 
Association  v.  Bury,  was  dismissed  immediately  after  the  dismissal  of  the 
appeal  in  the  last-mentioned  action  (supra,  page  7). 
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Kerr  and  Hoegger,  Ld.,  and  the  British  Cotton  and  Wool  Dyers* 
Association,  Ld.  v.  Grompton  and  Horrocks. 


In  the  Ghancbry  of  the  County  Palatine  of  Lancaster 

(Manchester  District). 

Before  Vicb-Chancellor  Hall. 


August  6th,  1901. 

5  Kerr  and  Hoegger,  Ld.,  and  the  British  Cotton  and  Wool  Dyers9 

Association,  Ld.  v.  Crompton  and  Horrocks. 

Patent. — Action  for  infringement — Leave  to  discontinue. — Terms  on  which 
leave  granted. — Costs  of  Particulars. 

The  Plaintiffs  in  a  Patent  action  applied,  after  tlie  pleadings  had  been  closed,  for 
10   leave  to  discontinue  on  paying  the  costs  of  the  Defendants.    The  Plaintiffs  had 
previously  taken  out  a  summons  against  the  Defendants  for  furtlier  and  better 
Particulars  of  Objections,  which  summons  had  under  the  rules  of  tJie  Palatine 
Court  been  heard  by  the  Registrar  of  the  Court  and  an  Order  Was  made. 
The  Defendants  asked  that  leave  should  only  be  given  on  t/ie  terms  (7)  that  the 
15   Plaintiffs  should  undertake  not  to  bring  any  other  action  against  the  Defen- 
dants in  respect  of  the  Patent ;  (2)  that  the  Plaintiffs  should  pay  the  costs  of 
the  Defendants'   Particulars   of  Objections  on  t?ie  ground   that   they    were 
reasonable  and  proper. 
Hall,  V.-C,  gave  the  Plaintiff^  leave  to  discontinue  on  paying  the  costs  of 
20  the  action,  including  in  the  costs  of  the  action  tlie  costs  of  those  of  the  Particulars 
of  Objections  which  the  Registrar  should  certify  to  have  been  reasonable  and 
proper,  if  any. 

On  the  15th  of  August  1900  Kerr  and  Hoegger,  Ld.,  the  registered  owners  of 
Letters  Patent  No.  19,633*  of  1896,  granted  to  Adolf  Liebmann  for  an  invention 
25  of  a  Improvements  in  the  production  of  a  silky  or  similar  lustrous  effect  on 
"  yarns,  threads,  and  fabrics  having  a  vegetable  origin,"  commenced  an  action 
against  Crompton  and  Horrocks,  Ld.,  for  infringement  of  the  same  :  the  process 
referred  to  is  generally  known  in  the  trade  as  "  Mercerising." 

By  an  agreement  dated  the  20th  of  January  1900  Kerr  and  Hoegger,  Ld., 
30  had  agreed  to  assign  the  said  Letters  Patent  to  the  British  Cotton  and  Wool 
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Dyers'1  Association,  Ld.,  and,  pursuant  to  an  Order  dated  the  5th  of  October 
1900,  the  writ  in  the  action  was  amended  on  the  6th  of  October  1900  by  adding 
the  British  Cotton  and  Wool  Dyers'  Association,  Ld.,  as  Plaintiffs. 

The  Particulars  of  Breaches  delivered  with  the  Statement  of  Claim  on  the 
31st  of  October  1900  alleged  that  the  Defendants  had  at  various  times  since  the  5 
1st  day  of  June  1900,  and  previously  to  the  commencement  of  this  action  and 
subsequently  thereto,  infringed  the  Patent  in  manner  therein  mentioned. 

On  the  4th  of  February  1901  the  Defendants  delivered  their  Defence  and 
Particulars  of  Objections.    They  denied  infringement,  and  alleged  the  inva- 
lidity of  the  Patent  on  the  following  grounds  which  were  set  forth  in  the  10 
Particulars,  namely  : — (1)  That  the  alleged  invention  was  not  new ;  (2)  nor  proper 
subject-matter ;  (3)  that  the  Patentee  was  not  the  true  and  first  inventor  ;  (4)  that 
the  alleged  invention  was  published  prior  to  the  date  of  the  Plaintiffs'  Patent 
by  six  Specifications  in  the  Particulars  mentioned,  an  article  on  Mercerisation 
contained  in  a  magazine  entitled  the  "  Oesterreiche  Wollen  und  Leinen  Industrie  "  15 
bearing  date  the  16th  day  of  August  1896,  and  by  the  manufacture,  sale,  use,  or 
purchase  at  the  places,  by  the  parties,  and  at  or  about  the  times  therein  set  forth 
of  yarns  or  fabrics  which,  as  to  material  and  preparation  or  process,  were  the 
same  as  those  described,  and  were  produced  or  manufactured  or  prepared  in 
the  manner  set  out  in  the  alleged  invention  ;  (5)  that  there  was  disconformity  20 
between  the  Provisional  and  the  Complete  Specifications  ;  (6)  that  the  Complete 
Specification  was  insufficient  and  ambiguous. 

On  the  20th  of  March  1901  an  application  was  made  by  the  Plaintiffs  by 
summons  before  the  Registrar  for  further  and  better  Particulars  of  Objections. 
The  summons  was  heard  on  the  25th  of  April  1901,  when  each  paragraph  was  25 
separately  considered,  and  an  Order  was  made  for  certain  further  and  better 
Particulars. 

The  Defendants1  further  and  better  Particulars  of  Objections  were  delivered 
on  the  26th  of  April  1901. 

The  Reply  was  delivered  on  the  1st  of  May  1901.  30 

On  the  3rd  of  July  1901  the  Plaintiffs  applied  by  summons  for  leave  to  wholly 
discontinue  the  action.    This  summons  was  adjourned  into  Court. 
'  Maberly  (instructed  by  Boote,  Edgar  &  Co.)  appeared  for  the  Applicants ; 
Grant  (instructed  by  Sale,  Seddon  <t  Co.)  appeared  for  the  Respondents. 

Maberly. — I  ask  leave  to  discontinue  the  action  on  payment  of  the  Defen-  35 
dants'  costs  of  the  action  (R.S.C.  O.  26,  r.  1).    The  Defendants  will  ask  that  the 
costs  of  the  action  shall  include  the  costs  of  their  Particulars  of  Objections.    The 
Court  cannot  give  such  costs  because  no  Certificate  that  such  costs  were  reasonable 
and  proper  has  been  granted  (Middleton  v.  Bradley,  12  R.P.C.  390 ;  L.R.  (1895) 
2  Ch.  716  ;  Wilcox  and  Oibbs  v.  James,  14  R.P.C.  523 ;  L.R.  (1897)  2  Ch.  71).  40 
Further,  the  Court  not  having  had  an  opportunity  of  going  into  these  Particulars, 
cannot  now  grant  such  Certificate  (Mandleberg  v.  Mor ley,  12  R.P.C.  35). 
•  Grant. — The  costs  of  the  action  should  include  the  costs  of  the  Defendants' 
Particulars  of  Objections,  and  even  if  there  be  no  Certificate  the  Court  has 
power  to  impose  as  one  of  the  terms  of  leave  being  given  to  discontinue  the  45 
action,  that  the  Plaintiff  shall  pay  not  only  the  costs  of  the  action  but  any  costs 
to  which  the  Defendant  has  been  reasonably  put  in  defending  himself  {Boake, 
Roberts  &  Co.  v.  Stevenson  and  Hcwell,  12  R.P.C.  228).    The  Plaintiffs  ought 
not  to  be  allowed  to  discontinue  without  paying  such  costs  and  without  under- 
taking at  the  same  time  not  to  bring  any  action  in  the  future  against  the  50 
Defendants  in  respect  of  any  alleged  infringement  of  the  Patent  (Bethell  v. 
Gage,  14  R.P.C.  699). 

Hall,  V.-C. — In  this  case  the  Plaintiffs  desire  to  discontinue  their  action 
against  the  Defendants,  and  that  is  resisted  by  the  Defendants  on  the  ground 
that  the  Court  has  power  to  impose  terms  before  it  will  give  leave  to  discontinue,  55 
and  the  Defendants  desire  that  leave  should  only  be  given  oq  the  terms  (1)  that    , 
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the  Plaintiffs  should  undertake  not  to  begin  any  other  action  against  the  Defen- 
dants ;  (2)  that  they  shall  pay  not  only  the  ordinary  costs  of  the  action  but  also 
the  cost  of  the  Defendants'  Particulars  of  Objections  on  the  ground  that  they 
are  reasonable  and  proper. 
5  As  to  the  first — the  undertaking  not  to  commence  any  other  action  against 
the  Defendants — I  did  impose  that  term  in  an  action  of  Bethell  v.  Gage,  but 
that  was  because  the  Plaintiff  in  that  case  had  commenced  an  action  before 
against  the  same  Defendant  and  had  discontinued  it  and  then  brought  a  second 
action  and  asked  for  leave  to  discontinue  that,  and  I  thought  under  those 

10  circumstances  it  was  right  to  impose  the  condition  that  he  should  undertake  not 
to  begin  any  other  action.  But  as  this  is  the  first  occasion  upon  which  the 
Plaintiffs  have  brought  an  action  against  the  Defendants  1  think  it  would  be 
going  too  far  to  impose  such  a  condition. 

The  second  question  is  as  to  whether  or  not  the  Plaintiffs  should  be  ordered 

15  to  pay  the  costs  of  the  Particulars  of  Objections,  and  there  is  considerable 
difficulty  about  it,  because  the  Act  of  Parliament  says  that  on  taxation  of  costs 
neither  party  shall  be  allowed  any  costs  in  respect  of  Particulars  unless  the 
same  are  certified  by  the  Court  or  a  Judge  to  have  been  proven  or  to  have  been 
reasonable  and  proper. 

20  In  these  cases  the  Court  never  directs  or  allows  the  action  or  the  summons  to 
be  set  down  for  the  purpose  of  examining  whether  the  Particulars  are  reasonable 
and  proper  ;  but  if  the  Court  has  gone  into  the  matter,  and  knows  enough  about 
it  to  grant  a  Certificate,  then  it  does  not  matter  whether  it  was  at  the  trial  or  in 
some  interlocutory  proceedings  that  the  Court  obtained  materials  on  which  to 

25  found  a  Certificate. 

Now  in  this  case  it  has  come  before  the  Court.  It  came  before  the  Registrar 
and  was  adjourned  before  me,  and  I  saw  the  Particulars  myself  ;  and  the  conclu- 
sion come  to  was  that  in  the  state  of  business  that  day  it  had  better  go  before  the 
Registrar  for  him  to  examine  into  the  matter,  and  ultimately  he  did  make  an 

30  Order  in  the  case.  I  am  of  opinion  that  the  Registrar  has  sufficient  materials 
before  him  and  knows  enough  about  the  case  to  be  able  to  make  a  Certificate. 
Therefore  it  seems  to  me  wrong  that  the  Plaintiffs  should  be  allowed  to  dis- 
continue without  making  them  pay  all  such  costs  as  it  is  right  they  should  pay, 
and  although  I  cannot  make  a  Certificate  in  the  form  in  which  Mr.  Justice 

35  Kekeurich  did — that  they  are  to  pay  the  costs  of  the  Particulars  in  the  same  way 
as  if  they  had  been  certified  to  be  reasonable  and  proper — still  I  do  see  my 
way  here  to  do  justice  by  making  an  Order  of  this  kind  :  that  they  be  at  liberty 
to  discontinue  on  paying  the  costs  of  the  action,  including  in  the  costs  of  the 
action  the  costs  of  the  Particulars  which  the  Registrar  shall  certify  to  have  been 

40  reasonable  and  proper. 
Maherly, — If  any. 

Hall,  V.-C. — Of  course,  if  any.  The  costs  (if  any)  of  the  Particulars  which 
the  Registrar  shall  certify  to  have  been  reasonable  and  proper.  The  costs  of 
to-day  will  be  costs  in  the  action. 
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F.  Reddaway  Jk  Co.,  Ld.  v.  Ahlers. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Swinfen  Eady. 

December  2nd  and  3rd,  1901. 

F.   Reddaway   &   Co.,   Ld.   v.  Ahlers. 

F.  Reddaway  &  Co.,  the  successors  in  business  of  F.  Reddaway,  who  was  the  5 
Plaintiff  in  Reddaway  v.  Banham,  brought  an  action  against  Ahlers  for  an 
injunction  to  restrain  him  from  continuing  to  use  the  word  "Camel"  or 
"  Camel-hair  "  in  such  a  manner  as  to  deceive  purchasers  into  the  belief  that 
they  were  purchasing  the  Plaintiffs'  belting.  What  was  complained  of  by  the 
Plaintiffs  was  the  issue  of  certain  trade  documents  by  the  Defendant  in  which  10 
"  Belting  of  cameUhair  "  was  offered  for  sale.  In  one  of  such  documents  no 
name  appeared;  in  the  others  there  appeared  the  name  of  Conrad  Scholtz,  who 
manufactured  the  belting  in  question,  but  such  belting  was  not  expressly 
described  as  being  manufactured  by  Conrad  Scholtz. 

Held,  that  "  Camd-hair  Belting "   meant  in  the  trade  at  the  date  of  the  15 
action,  as  well  as  before,  the  belting  of  the  Plaintiffs,  and  nothing  else,  and 
that  the  Defendant   was  offering  for  sale  or   describing  belting  in    such  a 
manner  as  to  be  likely  to  be  taken  for  the  Plaintiffs1  goods,  and  an  injunction 
was  granted  with  costs. 

A  custom  of  the  trade  generally  will  not  exonerate  a  trader*  who  is  otherwise  20 
bound  to  do  so,  from  the  necessity  of  distinguishing  his  goods  from  those  sold  by 
another  person. 

On  the  2nd  of  March  1901  F.  Reddaway  Jk  Co.,  Ld.,  commenced  an  action 
against  Adolphus  Ahlers  for  an   injunction  to    restrain  the  Defendant,  his 
servants  and  agents,  from  continuing  to  use  the  word  "  Camel "  or  "  Camel-  25 
"  hair  "  in  such  manner  as  to  pass  off  his  goods  as  and  for  the  Plaintiffs'  goods, 
and  other  consequential  relief. 

By  the  Statement  of  Claim  the  Plaintiffs  (who  are  manufacturers  of  machine 
belting  carrying  on  business  at  Pendleton  in  Lancashire)  stated  that  they  and 
their  predecessors  in  business  had  continuously  since  the  year  1879  invoiced  30 
and  sold  both  at  home  and  abroad  very  large  quantities  of  belting  under  the 
name  "  Camel-hair  Belting  "  and  had  very  extensively  advertised  the  same  as 
"  Camel-hair  Belting,"  and  that  the  words  "  Camel-hair"  and  "  Camel "  belting 
were  generally  understood  to  mean  that  belting  so  described  was  of  the  Plaintiffs' 
manufacture.  They  also  alleged  that  the  Defendant,  who  carried  on  business  as  35 
a  dealer  in  machine  belting  at  Whitley,  in  the  county  of  Northumberland,  had 
recently  sold  and  advertised  for  sale  in  this  country  belting  as  Camel-hair 
belting  in  such  a  manner  as  to  lead  purchasers  into  the  belief  that  such 
belting  was  of  the  Plaintiffs'  manufacture  when  in  fact  it  was  not.  And  the 
Plaintiffs   more   especially  complained  of   certain  price  lists  and   circulars  40 
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marked  R.V.A.  1,  R.V.A.  3,  and  R.V.A.  4.  These  consisted  of  lists  of 
belt  fasteners  and  various  kinds  of  belting  sold  by  Ahlers  with  the  prices  at 
which  they  were  sold,  and  a  list  containing  the  various  sizes  of  belting  with 
code-words  appropriated  to  their  sizes  and  headed  "  Belting  of  Camel-hair"  with 
5  a  blank  space  at  the  bottom  for  the  insertion  of  the  name  of  any  retailer  to 
whom  it  might  be  issued. 

The  Defendant,  by  his  Defence,  denied  that  the  woMs  "  Camel "  or 
14  Camel-hair  "  belting  indicated  or  were  understood  to  indicate  that  belting  so 
described  was  of  the  Plaintiffs'  manufacture.     He  stated  that  the  words  as 

10  applied  to  belting  meant  that  the  belting  was  actually  made  from  yarn  which 
contained  the  hair  of  a  camel,  and  that  the  words  had  been  used  to  the 
knowledge  of  the  Plaintiffs  by  certain  manufacturers  who  distinguished  their 
belting  from  the  belting  made  by  the  Plaintiffs  by  using  their  own  name  or  a 
fancy  word  in  connection  with  the  goods.     The  Defendant  denied  that  he  had 

15  advertised  for  sale  or  sold  in  this  country  any  camel-hair  belting  in  such  a 
manner  as  to  lead  purchasers  into  the  belief  that  such  belting  was  of  the 
Plaintiffs9  manufacture,  and  denied  that  by  the  use  of  the  trade  and  price  lists 
referred  to  in  the  Statement  of  Claim  any  person  could  be  led  to  believe  that 
the  camel-hair  belting    sold  by  the  Defendant  was  of  the  Plaintiffs'   manu- 

20  facture.  The  Defendant  further  said  that  he  was  the  agent  in  England  of  one 
Conrad  Scholtz,  a  very  large  maker  of  camel-hair  belting,  and  that  he 
distinguished  all  camel-hair  belting  sold  by  him  by  the  use  therewith  of 
the  name  Scholtz,  and  had  not  and  did  not  intend  to  sell  any  camel-hair 
belting  except  in  connection  with  such  name. 

25      The  action  came  on  for  trial  on  the  3rd  of  December,  1901. 

Moulton,  K.C.,  and  J.  C.  Graham  (instructed  by  W.  J.  and  E.  H.  Tremellen, 
agents  for  Blair  and  Seddon,  of  Manchester)  appeared  for  the  Plaintiffs  ;  Eve, 
K.C.,  and  Waller  (instructed  by  King,  Wigg  <k  Co.,  agents  for  Francis  and 
Bates,  of  Newcastle-on-Tyne)  appeared  for  the  Defendant. 

30  Moulton,  K.C.,  for  Plaintiffs. — It  will  be  shown  by  our  evidence  that  the 
Plaintiffs  were  long  the  only  makers  of  belting  known  as  Camel-hair  belting, 
and  the  name  became  identified  with  goods  of  their  manufacture.  In  the  case  of 
Reddaway  v.  Banham  (13  R.P.C.  218  ;  L.R.  (1896)  App.  Cas.  199)  it  was 
decided  in  favour  of  the  Plaintiffs  that  other  manufacturers  were  not  entitled 

35  to  sell  camel-hair  belting  without  distinguishing  such  belting  from  that 
made  by  the  Plaintiffs.  The  Plaintiffs  have  now  an  equal  right  to  that  which 
they  had  at  the  date  of  that  decision,  and  the  evidence  will  show  clearly  that 
the  Defendant  has  not  distinguished  his  goods  from  those  of  the  Plaintiffs.  He 
has  issued  circulars  which  do  not  indicate  that  the  camel-hair  belting  which 

40  he  sells  is  made  by  him  or  by  anyone  rather  than  by  the  Plaintiffs.  In  some 
cases  he  calls  it  "  Belting  of  camel-hair,"  but  this  is  a  difference  which  makes 
no  distinction. 

Frank  Reddaway  was  called  as  witness  for  the  Plaintiffs,  and  said  Reddaway' s 
Camel-hair  belting  was  the  first  in  the  trade,  and  acquired  such  a  reputation 

45  that  "  Camel-hair  Belting  "  meant  Reddaway' s  unless  some  distinguishing  words 
were  used,  and  the  House  of  Lords  had  so  held  in  the  case  of  Reddaway  v. 
Banham.  The  Defendant  in  one  of  his  circulars  issued  to  the  trade  a  price 
list  of  "  Belting  of  camel-hair,"  and  attached  no  distinguishing  name  or  word. 
Such  a  circular  he  complained  of,  and  also  the  circulars  saying  that  Defendant 

50  sold  camel-hair  belting,  although  the  circulars  said  that  Scholtz,  for  whom 
the  Defendant  was  agent,  was  a  manufacturer  of  camel-hair  belting.  Certain 
other  witnesses  were  called  to  corroborate. 

Eve,  K.C.,  for  the  Defendants. — All  the  witnesses  called  for  the  Plaintiffs  are 
evidently  imbued  with  the  false  idea  that  Reddaway  A  Co.  have  the  exclusive 

55  right  to  use  the  words  "  Camel-hair."  In  the  price  lists  Scholtz  is  clearly 
indicated  as  the  manufacturer  of  the  Camel-hair  belting.  Scholtz  in  the 
circulars  advertises  himself  as  a  maker  of  Camel-hair  belting,  and  puts  his 
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address  in  Hamburg  and  bis  agent  Ahlers'  name  and  address  in  Newcastle  is  on 
the  circulars.  There  is  nothing  whatever  to  lead  anyone  to  believe  that  Ahlers 
is  selling  any  other  than  Scholtz's  goods.  The  witnesses  have  failed  to  suggest 
any  person  who  could  possibly  be  deceived,  and,  as  one  would  naturally  expect, 
there  is  no  case  of  anyone  who  says  he  has  been  deceived.  In  the  circular  5 
R.V.A.  3  it  is  true  that  no  name  appears  ;  this  is  due  to  the  custom  of  the  trade 
in  which  such  circulars  are  sent  out  with  a  blank  space  by  the  wholesale 
dealers  to  the  retailers  to  issue  to  their  customers  with  the  retailers'  names 
filled  in.  The  Plaintiffs'  witnesses  have  admitted  such  a  custom,  and  our 
evidence  will  corroborate  them.  10 

Ahlers  was  called,  and  said  he  had  prepared  the  circular  with  particular  care 
to  indicate  that  the  goods  were  not  of  Redda way's  make,  as  he  knew  of  the 
decision  in  the  former  case  of  Reddaway  v.  Banham.  There  are  many  makers 
of  Camel-hair  belting  in  the  trade,  and  they  distinguish  their  makes  frpm 
one  another  by  using  the  name  of  the  maker  or  a  fancy  word  in  connection  J5 
with  the  goods.  In  all  the  circulars  complained  of  he  was  of  opinion  that  it 
was  clearly  indicated  that  the  belting  was  of  Scholtz's  make.  Other  witnesses 
were  called  to  show  it  was  the  universal  custom  of  the  trade  to  send  out 
circulars  like  R.V.A.  3  with  a  blank  space  for  the  retailer's  name  ;  that 
Reddaway's  was  not  the  only  belting  known  as  "  Camel-hair  Belting  "  ;  and  that  20 
the  circulars  complained  of  in  the  action  did  clearly  distinguish  the  belting 
sold  by  Ahlers  as  manufactured  by  Scholte. 

Walter  for  Defendants. — This  action  is  brought  to  restrain  us  from  issuing 
certain  circulars,  and  in  particular  the  circular  R.V.A.  3  is  complained  of.  This 
is  nothing  more  than  a  price  list  with  code-words  which  it  is  the  universal  25 
custom  of  the  trade  to  issue  with  a  blank  space  for  the  name.  This  deceives  no 
one,  for  the  dealers  to  whom  it  is  sent  know  perfectly  well  from  whom  they 
receive  it.  It  is  not  alleged  that  the  list  is  issued  to  any  other  class  of  people. 
The  Defendants  are  obliged  to  use  some  word  indicating  which  class  of  their 
belting  is  alluded  to  in  the  catalogue,  and  they  have  used  the  only  appropriate  30 
words  in  calling  it  "Belting  of  camel-hair,"  for  it  is  made  of  camel-hair. 
There  are  many  makers  of  Camel-hair  belting  besides  the  Plaintiffs,  and  they 
have  no  right  to  stop  the  use  of  such  a  descriptive  term. 

Moulton,  K.C.,  in  reply. — All  the  evidence  in  this  case  shows  that  where  any 
person  is  a  maker  of  Camel-hair  belting  he  fadds  his  name  or  some  other  35 
distinctive  mark  to  distinguish  his  goods  from  Reddaway' s.  Reddaway  was 
the  first  to  use  the  term  "  Camel-hair "  applied  to  belting,  and  acquired  the 
reputation  of  being  the  maker  of  it,  and  he  is  obliged  to  enforce  his  rights  as 
declared  in  the  case  of  Reddaway  v.  Banham  or  he  would  lose  those  rights. 
I  submit  that  we  are  entitled  to  the  same  relief  in  this  case  as  we  were  held  to  40 
be  entitled  to  in  the  former  case. 

SwiNPBN  Eady,  J.— The  Plaintiffs'  claim  is  for  an  injunction  to  restrain  the 
Defendant  from  continuing  to  use  the  words  "Camel"  or  "Camel-hair"  in 
such  a  manner  as  to  deceive  purchasers  into  the  belief  that  they  are  purchasing 
belting  of  the  Plaintiffs'  manufacture,  and  from  passing  off  their  belting  as  and  45 
for  belting  of  the  Plaintiffs'  manufacture. 

The  Plaintiffs  are  manufacturers  of  machine  belting,  and  since  October  1892 
have  continued  to  carry  on  the  business  which  for  many  years  previously  had 
been  carried  on  by  Mr.  Frank  Reddaway.  They  manufacture  belting  known 
as  "  Camel-hair  Belting."  The  Defendant  is  the  representative  in  England  of  50 
Mr.  Conrad  ScholtZ)  of  Hamburg,  a  manufacturer  of  every  kind  of  textile  belting. 
In  February  1901  the  Plaintiffs  first  heard  of  the  issue  by  the  Defendant  of 
certain  trade  or  price  lists  identified  by  the  exhibit  marks  R.V.A.  1,  3.  and  4  ; 
and  after  the  commencement  of  this  action  they  became  aware  of  another  list, 
W.J.T.  2,  and  they  complain  that  those  lists  describe  and  advertise  belting  as  55 
camel-hair  belting  in  such  a  manner  as  is  calculated  to  lead  purchasers  into 
the  belief  that  the  belting  so  advertised  is  of  the  Plaintiffs'  manufacture  when 
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in  fact  it  is  not.  The  Defendant  denies  that  by  the  use  of  these  trade  or  price 
lists  any  person  could  believe  or  could  be  led  to  believe  that  the  Camel-hair 
belting  sold  by  the  Defendant  was  of  the  Plaintiffs'  manufacture. 

The  Plaintiffs  do  not  claim  to  restrain  the  Defendant  absolutely  from  using 

5  the  words  "  Camel-hair  Belting  "  with  reference  to  the  goods  sold  by  him,  but 

only  to  restrain  the  Defendant  from  using  those  words  in  a  manner  calculated 

to  deceive,  or  without  clearly  distinguishing  his  belting  from  the  belting  of  the 

Plaintiffs. 

It  was  admitted  before  me  that  down  to  the  year  1891  the  words  "  Camel- 

10  "  hair  Belting  "  used  alone  meant  belting  manufactured  by  the  Plaintiffs ;  but 
it  is  said  that  since  that  date  there  have  been  other  manufacturers  of  Camel- 
hair  belting,  and  that  the  words,  used  alone,  no  longer  refer  to  and  imply 
the  goods  of  the  Plaintiffs'  manufacture  and  of  no  one  else.  Upon  the  evidence 
I  am  satisfied  that  the  state  of  things  admitted  to  exist  down  to  1891  with  regard 

15  to  the  sale  of  belting  by  the  Plaintiffs'  predecessor  as  "  Camel-hair  Belting  " 
continues  to  the  present  time,  and  there  is  no  ground  for  making  any  distinc- 
tion before  and  after  1891.  The  Plaintiffs'  evidence  was  that  the  Company  had 
continued  to  the  present  time  to  sell  some  belting  as  "  Camel-hair  Belting,"  and 
without  any  name  or  mark  being  stamped  upon  it  other  than  "  Camel-hair 

20  "  Belting "  ;  and  further  that  some  belting  was  sold  simply  as  "  Camel-hair 

"  Belting  "  without  any  name  or  mark  at  all,  and  that  since  1891  the  Plaintiff 

Company  had  not  altered  the  practice  followed  by  Mr.  Frank  Reddaway 

previously. 

The  Defendant's  evidence  was  to  the  same  effect.    The  Defendant  himself  in 

25  cross-examination  said  that,  although  some  German  makers  sold  belting  abroad 
as  "  Camel-hair  Belting "  simply,  he  did  not  think  they  would  so  sell  it  in 
England,  as — to  use  his  own  expression — "  Reddaway* &  would  go  for  him  "  ; 
and  Mr.  Henry  J.  Fenner,  a  witness  from  Hull  called  by  the  Defendant,  with 
great  reluctance,  disclosed  the  name  of  Messrs.  Taylor  &  Sons,  of  Newchurch, 

30  near  Manchester,  as  makers  of  Camel-hair  belting,  but  he  would  not  say  that 
they  sold  it  as  such  without  the  addition  of  other  words  to  distinguish  the 
goods  as  of  their  manufacture. 

The  result  is  that  the  words  "  Camel-hair  Belting "  mean  in  the  trade,  as 
well  before  1891  as  since  and  up  to  the -present  time,  the  belting  of  the 

35  Plaintiffs  and  their  predecessors  in  trade  and  nothing  else. 

The  question  then  is  whether  the  Defendant  is  offering  for  sale  or  describing 
Camel-hair  belting  in  such  a  manner  that  the  goods  sold  by  him  and  made 
in  Germany  are  likely  to  be  taken  for  the  Plaintiffs'  goods.  The  Defendant 
has  issued  all  the  four  trade  or  price  lists  before  referred  to.    They  were 

40  printed  in  Hamburg,  and  the  Defendant  and  Mr.  Conrad  Scholtz  have  given  an 
account  of  the  preparation  of  R.V.A.  3.  The  Defendant  said  that  the  result  of 
the  action  of  Reddaway  v.  Banham  had  become  well  known  in  the  trade  here, 
abroad,  and  in  India ;  that  he  was  consulted  by  Mr.  Conrad  Scholtz  in  Hamburg 
with  reference  to  the  language  of  the  circular  ;  and  that  they  were  guided  in 

45  drawing  up  the  circular  by  the  result  of  that  action.  They  had  before  them  a 
circular  A.A  2,  issued  by  Banham  after  the  hearing  in  the  House  of  Lords, 
and  entitled  "With  whom  rests  the  victory,"  setting  out  extracts  from  the 
speeches  of  several  of  the  noble  and  learned  Lords,  and  claiming  that  Banham 
had  unquestionably  won  on  the  merits  of  the  action.    The  Defendant  said  that 

50  he  and  Mr.  Scholtz  had  put  their  heads  together  in  the  preparation  of  R.V.A.  3. 
They  could  not  call  their  belting  "  Scholtz's  Belting,"  as  it  would  displease 
their  customers,  and  they  could  not  call  it  "Camel-hair  Belting,"  as  it 
would  be  going  against  the  House  of  Lords.  They  then  came  to  the 
conclusion  that  if  they  called   it   "Belting  of  camel-hair"  no   one   would 

55  complain  ;  the  agent  or  dealer  who  purchased  it  might  then  put  his  own  name 
and  call  it  "  Brown's  Belting  of  Camel-hair,"  or  whatever  other  name  it  might 
be.    Mr.  Scholtz  said,  with  regard  to  the  preparation  of  that  circular  R,V.A.  3. 
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that  it  was  a  circular  for  the  use  of  dealers,  and  that  several  dealers  wanted  a 
list  without  the  name  of  the  manufacturer  upon  it.     Mr.  Scholte  further  said, 
with  regard  to  the  goods  themselves  manufactured  by  him,  that  when  intended 
for  foreign  countries  no  mark  was  put  upon  them.    Mr.  Walter  for  the  Defen- 
dant contended  that  R.V.A.  3  was  merely  a  reprint  of  the  last  page  of  R.V.A.  4  5 
and  was  quite  harmless,  and  that  it  was  a  common  custom  of  the  trade  not  to 
disclose  the  name  of  the  manufacturer;  but  where  a  person  is  bound  to 
distinguish  goods  sold  by  him  from  those  manufactured  and  sold  by  another 
person  (as  in  my  judgment  the  Defendant  is  bound  to  do  in  the  present  case)  it 
is  no  answer  to  say  that  the  custom  of  the  trade  generally  is  not  to  do  it.  10 
Comparing  R.V.A.  4  with  R.V.A.  3,  the  latter  omits  the  name   of   Scholtz 
from  the  heading  of  the  top  of  the  page  and  alters  "  Camel-hair  Belting  "  to 
"  Belting  of  Camel-hair."    The  latter  is  obviously  a  colourable  alteration  only. 
It  cannot  be  seriously  contended  that  the  list  R.V.A.  3  distinguishes  the  goods 
there  advertised  from  the  goods  manufactured  by  the  Plaintiffs.    The  Plaintiffs'  15 
witnesses  deny  that,  and  Mr.  Marsden,  a  very  intelligent  and  accurate  witness 
for  the  Plaintiffs,  said,  with  reference  to  that  list,  that  he  should  not  gather  from 
it  that  Mr.  Scholtz  made  the  belting  there  advertised,  but  should  infer  that  it  * 
was  the  Plaintiffs'  manufacture.    The  highest  that  it  was  put  by  Mr.  Goffer  and 
Mr.  Fenner,  witnesses  for  the  Defendant,  was  that  that  circular  did  not  indicate  20 
any  definite  maker,  while  Mr.  Walter  Smith,  also  a  witness  for  the  Defendant, 
said  that  the  circular  left  it  rather  in  doubt  who  the  maker  would  be.    The 
result  is  that,  in  my  opinion,  this  circular  is  calculated  to  lead  to  the  belief  that 
the  goods  advertised  in  it  and  sold  by  the  Defendant  are  manufactured  by  the 
Plaintiffs,  and  that  it  does  not  clearly  distinguish  the  goods  sold  by  the  Defen-  25 
dant  from  the  goods  manufactured  by  the  Plaintiffs.    Mr.  Walter  then  said 
that  since  the  action  all  further  copies  of  this  circular  have  been  destroyed, 
but  that  destruction  was  not  communicated  to  the  Plaintiffs,  and  the  Statement 
of  Defence  denies  that  that  circular  is  misleading.    The  circular  or  list  R.V.A.  1 
is,  in  my  judgment,  also  misleading.    At  the  bottom  of  the  page  a  reference  is  30 
made  to  "  Camel-hair  Belting  "  without  any  statement  of  the  manufacturer,  and 
this  is  calculated  to  lead  to  the  belief  that  it  is  the  Plaintiffs'  production.     Mr. 
Marsden,  whose  evidence  I  have  already  referred  to,  said  that  he  inferred  from 
this  list  that  Conrad  Scholtz  was  a  seller  of  the  belting,  but  not  that  it  was 
manufactured  by  him,  and  the  circular  is  certainly  open  to  that  interpretation.  35 
The    circular  W.J.T.  2  is    also  open    to    the    same    objection.    The    words 
"  Manufactured  by  "  appearing  therein  refer,  in  my  opinion,  to  the  fasteners 
and  not  to  the  Camel-hair  belting. 

Then  it  is  said  that  the  Defendant  describes  his  goods  by  the  only  appropriate 
description  of  them,  as  they  are  really  made  from  camel's  hair  with  a  weft  of  40 
cotton  ;  but  when  Mr.  Marsden  was  pressed  in  cross-examination  by  Mr.  Eve 
as  to  how  the  Defendant  could  distinguish  his  goods  from  the  Plaintiffs'  better 
than  he  had  done,  Mr.  MarsderCs  answer  was  by  stating  that  the  Camel-hair 
belting  was  manufactured  by  Conrad  Scholtz,  of  Hamburg.  If  this  had 
been  done  this  action  probably  would  never  have  been  brought.  In  my  45 
opinion  the  Defendant  has  not  endeavoured  clearly  to  distinguish  his  goods 
from  the  Plaintiffs',  but  has  rather  endeavoured  to  keep  as  closely  as  he  thought 
possible  to  the  Plaintiffs'  description  of  their  goods.  In  so  doing  he  has  gone 
too  close,  and  the  circulars  that  I  have  already  dealt  with  must  be  restrained  by 
injunction.  50 

The  form  of  the  injunction  will  be  to  restrain  the  further  circulation  of  these 
three  circulars,  and  then  the  injunction  will  also  go  in  general  terms,  following 
the  language  of  the  judgment  of  the  House  of  Lords  in  Reddaway  v.  Banham. 
The  Defendant  must  pay  the  costs  of  the  action. 


Vol.  XIX.,  No.  3.]         AND  TRADE  MARK  OASES.  17 


Price's  Patent  Candle  Company,  Ld.  v.  Jeyes'  Sanitary  Compounds 

Company,  Ld. 


In  the  High  Court  of  Justice;.— Chancery  Division. 


Before  Mr.  Justice   Joyce. 


October  25th,  1901. 


In  the  Court  op  Appeal. 


5  Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Oozens-Hardy. 


November  6th,  1901. 


Price's  Patent  Candle  Company,  Ld.  v.  Jbyes'  Sanitary 

Compounds  Company,  Ld. 

Trade  Mark  and  passing-off. — Alleged  infringement  and  passing-off  by 
10  posters. — Motion    for   interlocutory    injunction   refused.  —  Appeal.  —  Action 
settled. 

Manufacturers  of  soap,  whose  registered  Trade  Mark  consisted  of  a  ship, 
and  whose  goods  had  in  consequence  come  to  be  known  as  "  Ship  Brand  "  soap, 
commenced  an  action  to  restrain  the  use  by  another  firm  of  soap  manufacturers 

15  of  a  poster,  on  which  a  ship  was  a  prominent  feature.  This  ship  was  different 
from  that  of  the  Plaintiffs,  and  bore  on  its  sail  a  conspicuous  Geneva  oross,  tJie 
Defendants'  Trade  Mark  being  a  hospital  nurse  with  a  Geneva  cross  on  one 
arm.  The  poster  also  bore  the  Defendants'  name  prominently,  and  the  words 
u  Fluid,  P&fvder,  Soap."    The  Plaintiffs  alleged  that  the  poster  was  calculated 

20  to  deceive  by  leading  people  to  the  conclusion  that  the  Defendants  were  the 

makers  of  "Ship  Brand  Soap."    They  moved  for  an  interlocutory  injunction, 

which  was  refused  by  Joyce,  J.    The  Plaintiffs  appealed,  and  the  action  was 

settled  in  Court,  the  Plaintiffs  accepting  an  offer  by  the  Defendants  not  to  use 

the  poster  in  connection  with  powder  or  soap. 

25      Ssmble. — A  Trade  Mark  may  be  infringed  by  advertisement. 

0 
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Company,  Ld. 

On  the  14th  of  August  1901  Price's  Patent  Candle  Company,  Ld.,  commenced 
an  action  against  Jeyes"  Sanitary  Compounds  Company,  Ld.,  claimingan  injunc- 
tion to  restrain  the  Defendants,  their  servants  and  agents,  from  in  any  manner 
infringing  the  Plaintiffs'  registered  Trade  Marks  numbered  22,899,  158,279, 
216,268,  221,013,  222,561,  or  any  of  them,  and  from  in  any  manner  using  the  5 
device  of  a  ship  upon  any  poster,  advertisement,  or  Bhow  card  or  otherwise  in 
respect  of  or  in  connection  with  the  sale  of  any  soap  not  of  the  Plaintiffs' 
manufacture  or  merchandise,  and  from  in  any  other  manner  acting  so  as  to 
pass  off  or  enable  to  be  passed  off  any  soap  not  of  the  Plaintiffs'  manufacture  as 
and  for  the  Plaintiffs'  soap,  and  for  delivery  up,  damages,  and  costs.  1;) 

The  Plaintiffs  moved  for  an  interlocutory  injunction. 
r^Both  the  Plaintiflsand  Defendants  were  manufacturers  of  soap.   The  Plaintiffs 
Trade  Mark  No.  22,899,  which  is  shown  below,  was  registered  in  1880  in  Class  4" 


for  common  soap  and  other  articles,  and  in  1881  in  Class  48  for  toilet  and  other 
perfumed  soaps.  The  Plaintiffs  in  the  affidavits  filed  on  their  behalf  alleged  15 
that  by  the  nse  of  their  Trade  Marks  and  by  advertisement  their  soap  had 
become  known  and  was  ordered  nnder  the  name  "  Ship  Brand "  or  other 
names  including  the  word  "  Ship,"  and  they  complained  of  the  use  by  the 
Defendants  of  a  large  poster  on  which  there  was  a  ship  having  on  one  of  its 
sails  a  Geneva  cross.  This  poster  bore  the  words,  "  The  only  Royal  Warrants  20 
"for  Disinfectants,  Jeyes*  Fluid,  Powder,  Soaps,"  in  large  letters,  and  the 
Geneva  cross  was  part  of  the  Defendants'  Trade  Mark,  which  consisted  of  a 
picture  of  a  hospital  nurse  with  such  a  cross  on  her  arm. 

Neville,  K.C.,   W.  F.  Hamilton,  K.C.,  and  L.  B.  Sebastian  (instructed  by 
Wilson,  Bristowes,  and  Carpmaet)  appeared  for  the  Plaintiffs ;  Hughes,  K.C.,  25 
and  G.  8.  Alexander  (instructed  by  Montagu,  Mitcham,  and  Montagu)  appeared 
for  the  Defendants. 
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Neville,  K.C.,  and  Hamilton,  K.C.,  for  the  Plaintiffs. — The  Plaintiffs'  goods 
are  known  as  and  ordered  by  the  name  of  "  Ship  Brand,"  and  the  use  of  the 
poster  by  the  Defendants  is  calculated  to  lead  to  their  soap  being  passed  off  as 
the  Plaintiffs1,  and  to  lead  people  to  think  that  the  Defendants  deal  in  "  Ship 
5  u  Brand  Soap  "  ;  it  is  also  an  infringement  of  the  Plaintiffs'  Trade  Mark.  It  is 
true  that  the  use  complained  of  is  as  a  poster  and  not  on  the  goods,  but  that  is  a 
matter  of  degree  ;  it  must  be  admitted  that  the  Defendants  could  not  use  the 
Plaintiffs'  actual  Trade  Mark  as  a  poster.  After  seeing  the  poster  a  purchaser  who 
had  heard  of  the  "  Ship  Brand  Soap  "  would  think  that  the  Defendants  dealt  in 

10  it.  The  poster  is  a  pictorial  representation  that  the  Defendants  sell  "  Ship  Brand 
"Soap."  It  would  enable  a  retailer  to  deceive  purchasers,  [Seixo  v.  Provezende 
(L.R.  1  Ch.  192) ;  Read  v.  Richardson  (45  L.T.  N.S.  54)  ;  Singer  Manufacturing 
Company  v.  Loog  (L.R.  18  Ch.  D.  395)  ;  and  Edelsten  v.  Edelsten  (1  D.  J.  &  S. 
185)  were  referred  to.] 

15  Hughes,  K.C.,  for  the  Defendants. — There  is  no  likelihood  of  any  deception. 
The  Court  will  not  assume  fraud  on  the  part  of  retailers.  The  ships  are  in  fact 
quite  different,  and  the  Plaintiffs  are  really  claiming  a  monopoly  in  ships. 
There  is  no  allegation  of  fraud,  and  no  reasonable  ground  for  apprehending 
that  any  person  will  be  deceived.     [Orr-Ewing  v.  Johnston  (L.R.  7  App.  Cas. 

20  219)  ;  Leather  Cloth  Company  v.  American  Leather  Cloth  Company  (11  H.L.C. 
523)  ;  and  Payton  A  Co,  v.  Snelling,  Lampard  &  Co.  (17  R.P.C.  628)  were 
referred  to.] 

Neville,  K.C.,  replied,  and  referred  to  Singer  Manufacturing  Company  v. 
Wilson  (L.R.  3  App.  Cas.  376). 

25  JOYCE,  J. — What  the  ultimate  conclusion  of  this  case  may  be  when  it  comes 
to  be  tried  before  the  Court  finally  it  is  impossible  for  me  to  say.  I  suggested 
at  the  beginning  that  it  was  probably  a  case  for  a  trial,  and  one  in  which  an  early 
trial  would  be  granted  by  the  Court.  But,  notwithstanding  that,  the  case  has 
been  brought  on,  and  deliberately  brought  on,  upon  an  interlocutory  application, 

30  and  I  must  decide  it  as  it  comes  on  before  me. 

The  Plaintiffs  have  a  Trade  Mark,  a  representation  of  which  is  now  displayed 
before  me  ;  and  what  the  Defendants  have  done  is  this — they,  being  in  the 
same  trade  as  to  some  of  the  goods  in  which  they  deal  as  the  Plaintiffs,  have 
published  or  used  a  poster,  a  copy  of  which  is  also  before  me.    The  complaint 

35  of  the  Plaintiffs  is  of  the  use  in  the  poster  of  the  Defendants  of  the  ship  or 
vessel  which  there  appears. 

Now  there  is  some  similarity  between  the  two  in  the  sense  that  one 
consists  of  a  ship,  and  there  is  a  ship  or  vessel  in  the  other ;  but  when  you 
come  to  look  at  the  two  they  are  very  different  indeed,  and  the  name  of 

40  the  Defendants  is  plainly  and  manifestly  portrayed  on  the  poster  which  is 
complained  of. 

It  haB  not  been  shown  that  there  has  been  any  actual  deception.  The 
Plaintiffs  come  before  the  Court  on  the  ground  of  apprehended  injury  in  the 
future  from  some  mistake  by  persons  as  the  result  of  the  use  of  the  poster. 

45  The  ground  of  their  complaint  is  not  strictly  infringement  cf  Trade  Mark,  but 
they  say  that  their  goods  have  come  to  be  known  as  "  Ship  Brand  "  or  "  Ship 
"  Mark"  goods,  and  the  effect  of  that  poster  will  be  to  lead  either  to  the  Defendants' 
goods  being  known  as  "  Ship  Mark  "  goods,  or  to  the  goods  of  the  Defendants 
being  supplied  as  "  Ship  Mark "  when  the  goods  of  the  Plaintiffs  are  asked 

50  for  and  intended  to  be  obtained.  The  Plaintiffs  stop  short  of  imputing  any 
distinctly  fraudulent  intent  to  the  Defendants,  nor  does  it  appear  to  me  on  the 
present  materials  that  there  is  any  ground  for  imputing  to  them  any  fraudulent 
intent.  The  real  question  is  whether  this  user  of  a  ship  in  the  poster  complained 
of  id  in  effect  a  misrepresentation,  or  whether  the  necessary  or  natural  effect 

55  of  it  will  be  to  deceive,  to  the  injury  of  the  Plaintiffs. 

c  2 
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Now  1  think  that  is  a  question  of  fact ;  and  without  going  so  far  as  to  say  that 
the  use  of  that  vessel  in  that  poster  might  not,  among  persons  of  phenomenal 
ignorance  or  extraordinarily  defective  intelligence,  lead  to  some  mistakes,  I  am 
not  prepared  to  hold  that  it  would  probably  do  so  among  persons  of  ordinary 
intelligence  or  common  sense ;  and,  not  being  prepared  so  to  hold,  I  am  unable  5 
to  grant  the  injunction  on  an  interlocutory  application. 

The  Plaintiffs  appealed. 

The  same  Counsel  appeared  as  below. 

Neville,  K.C.,  and  W.  F.  Hamilton,  K.C.,  for  the  Appellants. — This  is  an 
appeal  from  an  Order  of  Mr.  Justice  Joyce  refusing  a  motion  of  the  Plaintiffs  10 
for  an  injunction  to  restrain  the  Defendants  from  using  a  poster  for  the  sale  of 
their  goods  with  a  ship  upon  it.  The  facts,  which  are  contained  in  some  short 
affidavits,  are  practically  admitted  on  both  sides,  but  what  the  result  of  the 
facts  may  be  is  a  matter  upon  which  we  are  at  variance.  Both  the  Plaintiffs 
and  the  Defendants  are  dealers  in  soap,  and  in  the  soap  classes  the  Plaintiffs  15 
have  a  registered  Trade  Mark  in  the  form  of  a  three-masted  ship  in  full  sail. 
The  Defendants  have  a  Trade  Mark  in  the  soap  classes,  and  their  Trade  Mark  is  a 
hospital  nurse  with  a  red  cross  on  a  band  upon  her  arm.  The  evidence  is  clear  and 
uncontradicted,  that  all  over  the  world  the  Plaintiffs'  goods  are  known  as  the  "  Ship 
"Mark  "  or  "  Ship  Brand."  They  have  successfully  struggled  against  admission  20 
upon  the  Register  of  any  Trade  Mark  which  might  have  the  result  of  giving  to  other 
goods  in  the  market  the  name  of  "  Ship  Brand,"  which  has  been  exclusively 
given  to  theirs  for  so  many  years.  The  nature  of  our  case  is  this  :  we  put  it  on 
two  grounds,  that  what  has  been  done  is  an  infringement  of  our  registered 
Trade  Mark  ;  and,  secondly,  that  it  must  lead  to  the  passing  off  of  the  goods  of  25 
the  Defendants  as  the  goods  of  the  Plaintiffs,  for  this  reason,  that  the  Plaintiffs' 
goods  are  ordered  as  "  Ship  Mark "  goods.  It  is  upon  that,  and  not  upon  any 
striking  similarity  between  the  two  posters,  that  our  case  is  based.  Mr.  Justice 
Joyce  decided  the  case  rather  upon  the  question  of  whether  looking  at  the  two 
posters  one  bore  such  a  resemblance  to  another  as  to  be  calculated  to  deceive.  30 
That  is  not  our  point.  What  we  say  is  that  the  essential  feature  in  both  is  the  ship, 
and  where  you  have  a  trader  whose  goods  have  got  to  be  known  by  the  name 
of  the  "  Ship  Mark  "  goods,  any  person  coming  into  the  market  with  a  Trade 
Mark  the  essential  feature  of  which  is  a  ship  must  necessarily  get  his  goods 
known  as  "  Ship  Mark  "  goods,  or  be  able  to  supply,  and  very  likely  innocently  35 
supply,  "  Ship  Mark"  goods  in  response  to  orders  which  were  intended  not  for 
his  goods,  but  for  the  goods  which  have  been  so  long  known  under  that  name. 
The  Defendants  suggest  that  the  mark  they  use  was  not  intended  as  a  Trade 
Mark  at  all,  but  is  only  a  pretty  picture.  I  think  their  own  affidavit  contradicts 
the  accuracy  of  that  assertion,  because  the  ship  which  they  have  got  is  a  lugger,  40 
which  they  call,  I  think,  a  Viking  ship,  with  upon  it  the  Geneva  cross,  which  is 
part  of  their  Trade  Mark  ;  so  that  they  have  in  truth  inserted  upon  their  poster 
a  combination  of  the  two  Trade  Marks,  our  Trade  Mark  the  ship,  and  their  own 
Trade  Mark  the  Geneva  cross.  I  think  that  shows  quite  clearly  that  it  was  with 
a  view  of  indicating  that  their  goods  were  sold  under  that  mark  that  they  45 
produced  their  poster.  A  good  deal  was  made  of  the  fact,  which  is  an 
undoubted  fact,  that  the  Defendants  exhibit  their  name  in  large  letters  upon 
their  poster.  From  our  point  of  view  that  is  part  of  the  offence,  because  the 
result  is  that  people  who  know  of  a  "  Ship  Brand  "  soap  in  the  market,  and  do  not 
know  whose  it  is,  might  see  J  eyes  selling  the  same  article  under  that  ship,  and  50 
say,  "Then  Jeyes  is  the  manufacturer  of  the  'Ship  Brand.'  We  always 
"  wondered  who  it  was."  The  poster  will  lead  the  Defendants'  goods  to  be 
known  as  "  Ship  Mark "  goods ;  they  will  be  getting  customers  who,  when 
they  buy  the  Defendants'  soap,  imagine  themselves  to  be  buying  the  "  Ship  Mark  " 
of  which  they  have  heard  so  often,  and  which  has  been  so  long  in  the  market.  A  55 
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person  who  had  heard  of  and  wanted  "  Ship  Mark  "  Soap,  but  did  not  know 
who#was  the  maker,  might  go  into  a  shop  and  ask  for  "Ship  Mark" 
goods,  and  the  shopkeeper  perhaps  quite  innocently  exhibiting  that 
poster,  and  selling  Jeyes'  goods,  might  say,  *'  Oh,  Jeyes*  are  the  manufacturers 
5  "  of  the  *  Ship  Mark '  goods  ;  there  is  their  mark,"  and  the  person  who  had 
not  seen  Price's  mark  and  did  not  know  that  Price's  were  the  manufacturers,  but 
did  know  he  wanted  "  Ship  Mark,"  would  be  satisfied.  [The  following 
cases  were  referred  to,  namely  : — Societe  Anonyme  des  Verreries  de  VEtoiU 
(11  R.P.C.  142)  ;  Powell  v.  Birmingham  Vinegar  Brewery  Company  (13  R.P.C. 

10  235)  ;  Read  Bros.  v.  Richardson  A  Co.  (45  L.T.  N.S.  54)  ;  Seixo  v.  Provezende 
(L.R.  1  Ch.  192)  ;  Edelsten  v.  Edelsten  (1  D.  G.  J.  &  S.  185)  ;  Singer  v.  Wilson 
(L.R.  3  App.  Cas.  at  page  388)  ;  and  Ford  v.  Foster  (L.R:  7  Oh.  611).  The 
evidence,  which  included  evidence  as  to  probability  of  deception,  was  also 
read,  including    an    affidavit  made  by    one    of  the  directors  of  J.   C.  and 

15  J.  Field,  Ld.'] 

Hughes,  K.C.,  for  the  Respondents. — I  submit  that  the  judgment  of  the 
learned  Judge  is  right  in  this  case.  The  Plaintiffs  seek  here  to  carry  the 
principles  laid  down  by  the  Court  a  great  deal  further  than  they  have  been 
carried  in  any  case  which  has  been  cited,  or  which  could  be  cited.     In  the 

20  present  case,  the  Defendants  are  not  using  the  mark  upon  goods  at  all ; 
they  are  not  selling  their  goods,  their  soap,  in  boxes  with  the  ship  upon 
them,  or  with  labels  containing  the  ship  or  anything  of  that  kind.  They 
are  not  using  it,  in  fact,  as  a  wrapper  for  their  goods  or  in  connection  with  the 
make-up  of  their  goods  in  any  way.     [Vaughan  Williams,  LJ. — Do  you 

25  mean  by  that  you  cannot  infringe  a  Trade  Mark  by  advertisement  ?]  No,  I  do 
not,  necessarily.  I  do  not  put  it  as  high  as  that ;  but  I  want  to  be  sure  your 
Lordships  quite  appreciate  that  it  is  not  being  used  in  any  way  in  connection 
with  the  actual  sale  of  the  goods  ;  not  being  used  on  the  boxes,  wrappers,  or 
anything  of  that  kind.    What  the  Plaintiffs  have  to  satisfy  the  Court  of  is  this  : 

30  that  the  use  by  the  Defendants  of  this  poster  is  calculated  to  lead  people  to  buy 
the  Defendants1  soap  under  the  impression  that  they  are  buying  the  Plaintiffs . 
Of  course,  if  the  Plaintiffs  had  actual  evidence  of  it,  that  is  one  thing.  If 
they  have  not  actual  evidence  of  it  doing  so,  then  they  must  satisfy  the 
Court   that  it  is  necessarily    calculated    to    produce    that    result.    I  submit 

35  that  is  impossible  that  the  user  of  this  poster  by  the  Defendants  can  in  any  way 
lead  anyone  to  buy  the  Defendants'  soaps  under  the  impression  that  they 
are  the  Plaintiffs1  soaps.  The  Defendants  ship  is  an  absolutely  different  one — as 
different  as  it  could  possibly  be.  It  contains  that  very  large  red  cross  upon 
the  sail,  which  is  a  well-known  part  of  Jeyes*  Trade  Mark,  and  it  contains  the 

40  word  "JeyesV1  in  very  large  letters.  [Vaughan  Williams,  LJ. — Do  you 
mean  the  nurse  Trade  Mark?  It  is  the  nurse  Trade  Mark  only  without 
the  nurse.]  It  is  the  red  cross  that  appears  on  the  nurse's  sleeve.  The  red 
cross  is  a  conspicuous  part  of  the  Trade  Mark  as  appearing  on  the  nurse's  arm ; 
therefore  anyone  seeing  these  advertisements  knows  that  it  is  Jeyetf  advertise- 

45  ment,  and  when  they  come  to  see  the  soap,  or  whatever  the  goods  may  be  (it  is 
only  soap  that  we  are  now  concerned  with),  they  know  perfectly  well  that  they 
are  buying  Jeyetf  soap.  [Vaughan  Williams,  LJ. — Quite  so ;  but  that 
is  forgetting  what  Mr.  Neville  pointed  out.  It  is  common  ground  here  in 
the  affidavits  on  both  sides  that  the  Plaintiffs1  soap  is  known  as  "  Ship  Mark  " 

50  or  "Ship  Brand"  Soap.  That  is  not  in  dispute.]  No,  my  Lord.  [Vaughan 
Williams,  LJ. — And  what  is  said  is  this,  that  that  advertisement  is  calculated 
to  make  people  think  that  "  Ship  Brand  "  or  "  Ship  Mark  "  Soap  is  Jeyes'  soap, 
which  is  very  obviously  a  great  injury  to  the  Plaintiffs  and  is  a  deception  of 
the  buyer.]      I   submit    that  it   is    impossible  that    the  user  of  that  poster 

55  in  the  way  it  is  used  can  lead  to  anyone  being  deceived,  or  that  there  is  any 
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reasonable  probability  of  any  one  being  deceived  by  the  use  of  it  for  this 
reason.  .  Assume,  as  your  Lordships  are  entitled  to  assume,  that  the  Plaintiffs' 
goods  are  known  by  the  "  Ship  Mark  "  or  in  connection  with  the  "  Ship  Mtok." 
The  Plaintiffs  say  that  is  so  well  known  that  everybody  in  the  trade  knows 
that  "  Ship  Mark"  goods  mean  the  Plaintiffs'  goods.    If  that  is  so  those  people  5 
who  know  that  fact  clearly  cannot  take  Jeyes'  soap  and  Jeyes'  name  upon  it  as 
being  the  "  Ship  Mark  Soap  " — there  is  no  question  of  that.    There  are  those 
who  understand  the  trade— dealing  with  them  first  as  one  class— and  those  who  . 
understand  the  trade  cannot  possibly  be  deceived,  because  they  know  perfectly 
well  that  the  "  Ship  Mark "  is  Price's  mark,  and  they  would  not  take  goods  10 
with  Jeyes'  name  upon  them  as  Price's  goods — that  is  clear.     [Vaughan 
Williams,  L. J. — You  are  still  a  long  way  off  what  you  really  have  to  meet. 
Supposing  that  "  Ship  Mark "  or  "  Ship  Brand "   Soaps  bear    a  good  name 
in    the    market.      It  is     quite    possible     that    hundreds    of     people     who 
know    what   good    soaps    "Ship     Mark"    or    "Ship     Brand"    Soaps    are  15 
have  never  troubled  themselves  to  look   and    see  who  is  the  manufacturer. 
Thereupon  they  are  led  through  this  advertisement  to  buy  as  "  Ship  Mark 
"  Soaps "  Jeyes'  soaps,  but  those  customers  will  not  be  getting  what  they 
intended  to  get.    It  is  quite  true  they  may  know  the  manufacturers  of  the 
soap,  but  there  is  a  soap  which  they  wish  to  get,  this  "  Ship  Mark  Soap,"  and  20 
if  they  buy  Jeyes'  soap  they  will  not  get  that.    These  advertisements  may  lead 
them  to  suppose  that  "  Ship  Mark  Soap  "  and  Jeyes'  soap  are  identical.]     Surely 
that  cannot  be  so  when  you  find  that  J  eyes'  soap  is  never  sold  in  wrappers 
containing  the  ship  mark.     I  will  take  the  case  of  the  purchaser  who  knows 
that  the  "  Ship  Mark  Soap  "  is  a  good  soap  without  knowing  who  is  the  manu-  25 
facturer  of  it.    He  knows  perfectly  well  when  he  gets  a  packet  of  that  soap 
that  it  is  Jeyes'  soap.    [Vaughan  Williams,  L.J. — But  he  still  thinks  it  is 
"Ship  MarkSoap."]     If  it  is  a  man  who  knows  anything  about  the  "Ship  Mark" 
then  he  knows  it  is  not.     If  he  does  not  know  the  "  Ship  Mark  "  then  it  does 
not  affect  him.    [Cozens-Hardy,  L.J. — How  so  ?    I  see  that  which  for  the  30 
moment  I  assume  to  be  the  "  Ship  Mark."     I  want  "  Ship  Mark  Soap,"  and  I 
see  Jeyes  make  that,  and  I  go  into  the  next  shop  and  get  Jeyes'.    That  is  the 
point  which  has  been  put  against  you.]    [Vaughan  Williams,  LJ. — You 
may  have  an  answer  behind,  but  at  present  you  have  not  answered  it.    At 
present  you  have  only  answered  it  by  saying  that  as  Jeyes  is  written  upon  it  35 
he  must  know  he  is  buying  Jeyes'  soap.    That  really  does  not  meet  the  difficulty 
in  the  least  degree.    I  want  you  to  meet  the  difficulty.    You  are  saying  that  it 
is  quite  impossible  that  any  person  endowed  with  sense  could  be  deceived,  and 
that  he  could  not  be  deceived  because  he  could  not  mistake  the  one  poster  for 
the  other,  but  it  is  put  to  you  that  he  may  be  deceived  in  this  way,  that  he  may  40 
wish  to  buy  "  Ship  Mark  Soap  "  ;  he  may  not  know  what  is  the  name  of  the 
manufacturer  of  "  Ship  Mark  Soap,"  but  he  knows  the  soap  is  a  very  good 
soap,  and  has  a  good  name  in  the  market.    He  may,  by  those  false  posters,  be 
induced  to  buy  Jeyes'  soap,  and  if  he  does  he  will  not  get  what  he  meant  to. 
What  he  meant  was  Price's  soap,  and,  although  he  did  not  know  the  name  of  45 
Price,    he   meant   that  soap  of  Price's  which  he  knows  under  the  name  of 
"  Ship  Mark  Soap."]     I  quite  appreciate  the  point  put  to  me,  but  I  submit  there 
is  nothing  at  all  in  this  poster  which  will  lead  to  that  result,  or  is  likely  to  lead  to 
that  result.  There  is  no  evidence  at  present  that  it  has  done  so.  I  agree  that  this  is  not 
conclusive.    It  is  enough  for  the  Plaintiffs,  if  they  can,  to  satisfy  your  Lordships  50 
that  that  is  the  necessary  result  of  the  issue  of  that  poster.    [VAUGHAN 
Williams,  L.J. — There  are  two  pieces  of  evidence,  not  of  actual  occasions  of 
deception,  but  there  is  Mr.  Field's  evidence,  and  I  will  say  to  my  mind  there  is 
the  evidence  of  Messrs.  Jeyes  A  Co.  having  themselves  happened  to  light  upon 
a  "Ship  Mark"  for  their  advertisement.]     I  venture  to  think,  with  great  55 
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respect,  that  it  is,  if  I  may  put  it  so,  unfair  to  Messrs.  Jeyes  to  proceed  upon 
that  assumption,  because  if  they  had  in  the  least  wanted  to  take  a  device  that 
had  any  resemblance  to  the  Plaintiffs'  they  could  have  done  it  so  much  better — 
the  differences  are  so  enormous.  [Vaughan  Williams,  LJ. — I  think  you  do 
5  injustice  to  the  artist.  They  desired  to  have  a  species  of  the  genus  ship-poster. 
The  genus  was  already  fixed,  and  the  artist  was  to  determine  the  differential^ 
But  surely  anyone  who  wanted  to  lead  to  deception  could  do  it  much  better 
than  that.  He  could  do  something  more  effective  than  that.  [Vaughan 
WILLIAMS,  LJ. — One  need  not  say  at  all  it  leads  to  deception,  but  you  have 

10  only  to  look  at  the  various  things  that  goods  are  done  up  in  to  see  that  many  a 
man  who  means  no  deception  at  all  does  like  to  sell  his  goods  in  a  guise  which 
the  public  are  familiar  with.]  With  great  respect,  that  might  be  very  forcible 
if  we  were  selling  our  goods  in  wrappers,  or  boxes,  or  whatever  may  be, 
colourably  representing  the  Plaintiffs1.     [Vaughan   Williams,    LJ. — The 

15  poster  is  the  same  ;  it  is  only  a  question  of  degree.  The  poster  is  intended  to 
invite  purchasers  just  as  much  as  a  wrapper.]  Certainly  ;  but  the  suggestion 
of  the  Plaintiffs  really  is  this,  that  nobody  can  use  any  pictorial  representation 
containing  a  ship  as  an  advertisement,  or  anything  of  that  kind,  for  their 
goods.    That  is  really  going  very  far.    It  amounts  to  this,  I  presume,  that  if 

30  one  trader  has  a  child  blowing  bubbles,  or  anything  of  that  sort,  no  other  trader 
can  use  a  child  at  all  in  a  pictorial  advertisement.  [Vaughan  Williams,  L. J. — 
Very  hard  on  the  other  traders,  is  it  not  ?]  It  is  very  hard  that  they  should  be 
suspected  of  unfair  trading,  when  I  venture  to  think  there  is  really  no  ground 
for  the  suspicion.    [Vaughan  Williams,  LJ. — It  is  wonderfully  unlucky. 

85  I  am  sorry  for  them,  it  is  hard  ;  but  of  the  countless  emblems  which  they  could 
have  hit  upon,  as  bad  luck  would  have  it,  they  hit  upon  a  ship.]  The  fields 
which  have  not  been  appropriated  are  not  countless,  and,  if  we  take  some  other 
device,  somebody  else  will  turn  up  and  say,  "  That  is  our  Trade  Mark."  The 
honest  trader  is  in  a  serious  difficulty  in  these  matters.    It  is  very  hard  when 

30  he  has  taken  a  device,  a  mere  poster,  not  a  wrapper,  for  his  goods,  which  is 
about  as  unlike  as  it  well  can  be  to  the  Plaintiffs',  except  that  it  contains  a 
ship ;  the  only  resemblance  is  that  there  is  ajship  in  it,  but  this  ship  is  as  unlike 
as  possible.  [Vaughan  Williams,  LJ. — Have  you  got  a  poster  of  the  nurse 
with  the  red  cross  ?    Tour  Trade  Mark  is  a  nurse  with  a  red  cross  on  her  arm. 

35  It  must  have  been  a  great  wrench  for  you  to  leave  out  the  nurse,  and  only  use 
the  red  cross.  You  might  have  had  the  nurse,  red  cross  and  all.]  That  is  used 
as  an  advertisement.  Again  I  say  there  is  no  resemblance  between  the  two  ships 
in  any  way.  Our  name  is  conspicuousl y  upon  the  poster.  [Vaughan  Williams, 
LJ. — There  was  no  resemblance  between  the  terrier  and  the  bulldog.]     That 

40  was  a  totally  different  case ;  that  was  using  a  dog's  head  upon  the  bottles  of  beer. 
The  Defendants  used  a  Trade  Mark  strongly  resembling  the  Plaintiffs9  upon  the 
bottle.*  [COZBNS-H  ARD  Y,  LJ. — Do  you  say  that  you  could  register  that  ship  with 
a  cross  on  it  as  a  Trade  Mark  ?]  I  do  not  know  whether  that  would  be  admitted 
or  not.    Of  course  different  considerations  apply  to  the  question  of  the  regis- 

45  tration  of  Trade  Marks.  [Cozens-Hardy,  LJ. — On  what  ground  would 
registration  be  refused — on  the  ground  that  it  was  calculated  to  deceive  ?]  In 
questions  of  registration  the  Court  goes  upon  much  wider  or  narrower  grounds, 
whichever  point  of  view  one  takes,  and  is  careful  to  keep  off  the  Register 
everything  where  there  can  be  the  faintest  possibility  of  mistake.    That  is  for 

50  this  reason,  as  was  pointed  out  in  one  case,  that  if  it  is  admitted  as  a  Trade  Mark 
it  may  be  used  in  all  sorts  of  ways.  It  may  be  used  for  wrappers  or  labels  or  in 
every  way,  and  may  be  used  with  every  colour  or  without  colour  at  all,  so 
that  it  would  open  the  door  to  strong  resemblances  by  altering  the  colour. 
It  wap  pointed  out  i$  the  W or  thing  ton\  case  most  strongly  that  in  questions 
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of  registration  you    have    to    avoid   having    anything  at  all  resembling  or 

which    might    resemble    if    the    colours    were    varied.      I     submit    in    the 

present  case  there  is  no  ground  shown  to  the  Court  for  assuming  for  one 

moment  that    anyone  will   be    misled  into    buying   the  Defendants'  soaps 

as  the  Plaintiffs'  soaps.    [Vaughan  Williams,  LJ. — Lord  Justice  Cozens-  5 

HARDY  has  just  called  attention  to  the  72nd  section  of  the  Act  of  1883. 

Perhaps  you  did  not  remember  it  when  you  gave  the  answer  just  now  as  to 

why  the  registration  might  be  refused  of  the  device  on  this  poster.]     Yes, 

"  So  nearly  resembling  as  to  be  calculated  to  deceive."    [Vaughan  Williams, 

LJ. — Then  if  there  were  a  refusal  that  would  be  the  ground  of  the  refusal.]   10 

I  quite  agree.    That  is  to  say,  so  nearly  resembling  that  it  could,  under 

circumstances  such  as  alteration  of  colour  and  so  forth,  be  calculated  to 

deceive.    Of  course  it  might  possibly  be.    The  position  is  quite  an  intelligible 

one  if  we  sought,  as  we  never  have  done,  to  use  a  ship  as  a  label  upon  our 

goods  or  our  boxes.    Then  the  question  pointed  out  in  section  72  might  arise  15 

very  easily.    It  might  be  said,  if  you  use  a  ship  upon  your  soaps,  you  are 

putting  into  the  hands  of  the  retailer  a  weapon  of  deception.     [VAUGHAN 

Williams,  LJ. — Why  did  not  the  Defendants  use  this  innocent  device  on 

their  soaps  ?]    I  really  do  not  know.    [Vaughan  Williams,  LJ. — It  looks 

as  if    they  thought  they  were  getting  rather  near  the  line,  and  it  would  20 

not  be  safe  to  put  it  on  the  soaps.    I  am  not  putting  it  as  anything  against 

them,  but  I  am  putting  it  that  it  is  some  evidence  that  they  were  afraid  that  if 

they  did  put  this  upon  the  soaps  it  might  lead  to  mistakes.]     Surely  not,  with 

great  respect.    They  had  a  device  on  their  soaps  that  they  were  quite  content 

with  for  selling  them.    [Vaughan  Williams,  LJ. — They  are  quite  content  25 

with  it  for  some  purposes.]     [Romer,  LJ. — Do  they  supply  these  posters  to 

the  retail  dealers  ?]    No,  they  are  only  to  be  put  on  railway  hoardings  and 

so  forth.    They  are  obviously  much  too  large  to  be  put  in  shops  by  the  retailer. 

[Rombr,  LJ. — They  have  not  hitherto  used  smaller  forms  for  the  retail  shops  ?] 

No,  my  Lord,  there  are  no  smaller  ones  at  all.    They  are  to  put  on  such  places  30 

as  railway  hoardings.    One  instance  Mr.  Field  mentioned  is  Raynes  Park 

Railway  Station.    [Neville,  K.C.— Just  so,  but  they  are  outside  shops  as  well.] 

I  do  not  think  they  are  put  outside  shops.    [Vaughan  Williams,  LJ. — They 

are  put  up  in  streets,  but  not  outside  shops  apparently.]    No,  they  are  not  in 

the  sense  of  being  given  to  retailers  in  a  small  form  ;  they  are  simply  put  up  35 

in  conspicuous  places,  just  in  the  same  way  as  Messrs.  Pears  put  up  a  picture  of 

"  Bubbles,'*  not  as  a  Trade  Mark  in  any  sense,  but  as  an  attractive  picture  to 

catch  the  eye  of  the  public.    [Romer,  LJ. — But  is  not  the  object  to  identify 

in  the  minds  of  the  public  that  picture  with  Jeyes*  goods  ?]     I  should  have 

thought  not,  except  in  connection  with  the  name  of  Jeyes  of  course.     [Romeb,  40 

LJ. — Do  not  you  think  the  result  will  be  that  people  will  think  that  is  the 

thing  which  identifies  Jeyes?  goods  ?    Jeyes*  goods,  they  will  say,  are  identified 

in  our  minds  with  a  ship  with  a  red  cross  upon  the  sail.    Suppose  it  is  the  effect 

of  those  posters  upon  the  minds  of  the  public,  that  Jeyes'*  goods  are  identified 

by  a  ship  in  full  sail,  with  a  red  cross  on  the  sail  ?    That,  I  should  think,  is  £  45 

natural  inference  from  the  fact  of  these  advertisements  being  all  in  the  same 

form.]  I  should  have  thought  there  was  no  reason  to  think  the  public  would  from 

that  poster,  or  anything  of  that  kind,  come  to  identify  Jeyes*  soap  with  the  name 

u  Ship  Mark  "  or  "  Ship  Brand."    [Romrr,  LJ. — I  was  coming  to  that  in  a 

moment.    I  was  going  by  steps  to  see  what  was  the  object  of  that  advertisement.  50 

It  is  not  like  a  very  pretty  picture  that  is  obviously  intended  not  to  be  identified 

with  the  goods  themselves  actually,  but  to  attract  attention.    That  red  cross 

especially  is  not  very  artistic.    Why  do  you  think  that  red  cross  was  put  there  ? 

I  should  have  thought  that  red  cross  was  certainly  intended  to  denote  the 

goods.]    I  should  have  thought,  I  confess,  that  that  was  much  more  likely  to  55 
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identify  the  red  cross  upon  the  goods  than  the  ship.  [ROMBR,  LJ. — Now,  take  it 
that  the  red  cross  is  intended  to  identify  the  goods,  and  that  is  the  object  of  it ; 
why  should  the  public  draw  the  line  there  ?  Why  should  not  they  think  the 
ship  too  was  intended  to  identify  the  goods  ?  If  the  fact  is  to  impress  an 
5  identity  on  the  mind  of  the  public  of  Jeyes*  ship  with  J  eyes"  goods ;  and 
suppose  they  find  out — suppose  they  are  told — that  the  "  Ship  Mark " 
goods  are  very  good,  the  best  in  the  world,  do  not  you  think  a  man 
who  did  not  know  the  Plaintiffs  might  suppose :  u  Oh,  yes,  that  is 
"  Jeyes* ;  I   know  Jeyes ;   he  advertises  with  a  ship  and  a  cross ;    those  are 

10  "  the  *  Ship '  goods  ;  [  have  heard  of  them  ;  I  remember  the  name  was  Jeyes?" 
That  is  the  way  it  is  put  against  you.]  I  quite  appreciate  that  it  is  put 
in  that  way.  [Romer,  LJ. — They  come  at  a  very  early  period — it  is  quite 
right  to  come  at  once.  You  have  some  evidence  against  you  of  an  independent 
person  who  says  that  will  be  the  effect.]    That  it  may  be  the  effect.     [ROMER, 

15  LJ. — He  said  it  will  be.]  That  is  really  a  matter  for  the  Court,  rather  than 
for  any  witness.  [Romer,  LJ. — You  are  quite  right ;  that  is  so.  At  the  same 
time,  that  is,  so  far  as  it  may  have  any  bearing  upon  the  soap  trade,  and  the 
soap  trade  has  its  peculiarities  which  we  are  not  familiar  with.  It  is  relevant 
as  far  as  it  goes.    Do  you  think  you  ought  to  have  gone  on  ?]    We  desire  to  go 

20  on,  because  my  clients  instruct  me  it  is  a  matter  on  which  no  evidence  can  help 
your  Lordships.  They  consider  there  is  no  possible  danger  to  the  Plaintiffs' 
trade.  [Romeq,  LJ. — I  do  not  understand  that  the  Plaintiffs  suggest  fraud.  It 
might  be  fraudulent  to  go  on  after  you  were  told  that  the  effect  would  be  to 
take  the  Plaintiffs9  trade.    I  know  you  say  the  effect  will  not  be  that,  but  is  it 

25  right  to  go  on  and  risk  such  a  thing  as  that  on  behalf  of  a  firm  like  yours  ?] 
I  will  say  this,  that  if  my  clients  were  satisfied  that  it  would  be  reasonably 
likely  to  lead  to  deception,  of  course  it  would  be  in  a  sense  fraudulent  to 
continue  to  use  it ;  but  they  are  not.  [ROMER,  LJ. — I  was  thinking  that  you 
would  not  like  to  run  the  risk.]     [Vaughan  Williams,  LJ. — As  I  understand, 

30  your  clients  say  this,  that  they  have  considered  the  question  whether  it  would 
injure  the  Plaintiffs,  and  they  honestly  come  to  the  conclusion  that  it  would 
not.]  I  do  not  say  they  considered  it  before  this  was  done.  They  did  not.  It 
never  struck  them  that  it  might  injure  the  Plaintiffs  at  all.  I  do  not  mean  to 
say  that  they  considered  it  beforehand.    The  possibility  of  it  did  not  occur  to 

35  their  minds,  a*  far  as  I  know.  [ROMER,  LJ. — Would  it  not  be  worth  while  to 
stop  it  ?  Yours  is  a  very  large  company,  a  very  large  business.  I  should  have 
thought  they  would  not  like  to  run  the  risk  of  their  goods  being  mistaken.]  What 
my  clients  would  be  perfectly  ready  to  do  would  be  this :  to  remove  all  reference 
on  that  poster  to  soaps,  in  so  far  as  what  I  may  call  the  overlapping  part  of  the  two 

40  businesses,  which  is  soaps.  The  main  part,  1  presume,  from  their  name,  of  Price's 
business  is  candles.  The  main  part  of  Jeyes"  business  is  disinfecting  fluid  and 
powder,  but  they  deal  »in  soaps ;  and  in  so  far  as  soaps  are  concerned  they 
overlap  with  Price's.  They  would  be  quite  willing  to  remove  all  reference  to 
soaps  from  any  further  issued  of  the  placard  if  it  were  thought  there  was  any 

45  risk.  [ROMER,  LJ. — If  they  do  not  refer  in  the  advertisement  to  soaps  at  all, 
I  do  not  see  at  present  that  the  other  side  would  have  any  ground  for  complaint.] 
I  should  have  thought  not.  [Romer,  LJ. — Even  as  to  soaps,  I  should  have 
thought,  if  you  omit  the  ship,  you  could  not  do  better  than  have  the  red  cross 
by  itself.]     [Vaughan  Williams,  LJ. — I  cannot  see  the  value  attached  to 

50  the  ship.]  I  think  mainly  because  the  suggestion  has  been  made  that  we  are 
anxious  to  take  the  Plaintiffs9  trade.  [Romer,  LJ. — I  am  pointing  out  that 
feeling  ought  to  urge  them  the  other  way.  I  know  the  costs  in  a  matter  like  this 
are  of  no  importance.  There  have  been  very  little  costs  incurred  up  to  the  present 
time,  and  it  must  be  a  matter  of  no  importance  to  your  clients,  and  the  costs  of 

55  the  advertisements  so  far  could  not  be  much.]    In  a  large  business  it  is  not  a 
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serious  matter.  [ROMER,  L.J. — I  should  have  thought  it  would  settle  the  whole 
thing.  It  is  not  for  me  to  suggest  a  settlement,  but  you  might  undertake  not 
to  use  in  future  that  advertisement  with  any  reference  to  soaps,  and  so 
end  the  case.]  I  am  quite  content  to  do  that.  To  say  that  we 
will  not  use  it  in  reference  to  soaps  whatever.  [ROMER,  LJ. — Fluids  5 
and  powder  have  nothing  to  do  with  soaps,  have  they  ?]  [Neville,  K.C. — 
I  am  afraid  the  powders  have — not  the  fluid,  of  course.]  [VATOHAN  WILLIAMS, 
jjju — Do  you  sell  powder  and  soaps  ?]  {Neville,  K.C. — Yes,  we  sell  soap  and 
powder.  I  am  afraid  we  are  registered  in  the  same  class.]  I  thought  you  did 
not  sell  any  powders.  [Rombr,  LJ. — Would  it  not  be  better  to  omit  the  ship  10 
altogether  ?  That  is  a  much  simpler  thing.  The  ship  cannot  be  of  importance 
to  you.  Omit  the  ship  and  keep  the  cross.]  [Vaughan  Williams,  L.J. — 
Nothing  would  be  stronger  evidence  of  your  good  faith  than  your  willingness 
to  keep  the  ship  out  altogether.]  [ROMER,  LJ. — And  you  can  do  it  now  with 
grace,  because  there  is  no  imputation  made  against  you  up  to  the  present  15 
time  of  any  intention  at  all.  If  you  continue  there  may  be,  after  you  have 
heard  it  is  thought  so — after  you  see  there  is  a  reason  for  their  being  mistaken.] 
I  will  speak  to  my  clients. 

Hughes,  K.C. — I  have  now  consulted  my  clients  about  this,  and  they  say 
they  will  do  this  with  a  view  to  meet  any  possible  objection  the  Plaintiffs  20 
have — they  will  discontinue  all  reference  on  the  poster   to  either  soap  or 
powder,  and  use  it  only  for  fluid. 

ROMER,  LJ. — That  will  do,  I  should  think. 

Neville,  K.C. — Yes,  that  is  in  connection  with  the  classes  in  which  we  are  not 
registered.    As  to  goods  in  the  classes  in  which  we  are  registered,  they  must  25 
not  advertise  in  regard  to  them. 

Hughes,  K.C. — I  am  willing  to  confine  it  to  fluid. 

Neville,  K.C. — That  will  do.    Then  of  course  I  must  accept  that  undertaking. 
If  my  friend  wishes  it  I  am  quite  willing  the  motion  should  stand  till  the  trial, 
and  I  have  no  doubt  we  can  arrange  the  matter  without  troubling  your  30 
Lordships. 

Romer,  L.J. — That  would  be  sufficient  on  that  undertaking,  and  I  should 
have  thought  you  might  settle  it  now — you  are  two  big  companies. 

Neville,  E.O. — Then  my  friend  undertakes  not  to  use  that  poster  in  connection 
with  either  powder  or  soaps  ?  35 

Hughes,  K.C. — Yes. 

Neville,  K.C. — And  treat  this  as  the  trial  of  the  action  and  there  will  be  no 
Order  as  to  costs  ? 

ROMER,  L.J. — Yes,  that  is  a  very  proper  settlement. 

Neville,  K.C. — Of  course  my  friend  understands  (it  is  always  well  there   40 
should  be  no  misunderstanding  about  these  things)  that  this  applies  to  the 
posters  actually  in  use.    They  must  be  taken  down. 

ROMER,  LJ.— Yes. 

Neville,  K.C. — They  say  there  are  none  out,  so  there  is  no  difficulty  about  it. 
I  mean  the  undertaking  applies   to  the   existing   facts   as   well    as   to    the  45 
future. 

Hughes,  K.C. — Yes,  it  will  be  carried  out  in  the  fullest  way. 
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In  the  Court  op  Session  in  Scotland.— Second  Division. 


Before  The  Lord  Justice  Clerk  and  Lords  Young  and  Trayner. 


October  29th  and  November  1st,  1901. 


Cooper  and  M'Leod  v.  O.  and  J.  Maclachlan. 


5  Trade  names. — Trade  name  attached  to  premises. — "  Castle  Brewery* 
u  Edinburgh." — Sufficient  distinction. — Secondary  meaning. — Probability  of 
deception. — Absence  of  deceit  or  fraud. — Interdict  refused. 

The  Complainers,  Messrs.  Cooper  and  M'Leod,  after  1875,  when  their  business 
was  established,  carried  on  the  business  of  brewers  and  maltsters  at  the  "  Castle 

10  "Brewery,  Edinburgh"  They  never  used  "Castle  Brewery"  dissociated 
from  their  firm  name.  On  the  29th  of  March  1900  the  Respondents,  Messrs. 
6.  and  J.  Maclachlan,  one  of  whom  had  started  business  as  a  wholesale  and 
retail  spirit  merchant  at  Govan  in  1872  in  premises  which  he  named  the 
"  Castle  Vaults,"  opened  a  brewery  at  Duddingston,  near  Edinburgh,  which 

15  they  called  "Castle  Brewery,  Edinburgh"  and  which  they  later  designated 
"  Maclachlans'  Castle  Brewery,  Edinburgh,"  and  sometimes  "  Maclachlans1 
u  Castle  Brewery,  Duddingston,  Edinburgh."  They  had  had  a  "  Castle 
"  Brewery "  at  Maryhill,  Glasgow,  since  1888,  and  liad  not  unfrequently 
there  not  used  their  own  name  on  their  advertisements  and  labels  but  trusted 

20  to  "  Castle  Beer"  In  an  action  of  suspension  and  interdict  it  was  held  that 
both  parties  had  the  right  to  use  "Castle  Brewery"  in  the  sale  of  beer;  that 
there  was  no  proof  that  the  Respondents*  beer  had  been  mistaken  for  the 
Complainers]  or  that  the  Complainers*  trade  had  been  interfered  with  by  the 
Respondents;    that  there  was  no  ground  for  apprehending  that  the  public 

25  would  be  misled  or  the  Complainers  injured  by  what  the  Respondents  had 
done;  and  that  there  was  no  probability-  of  confusion  between  the  Trade 
Marks  of  the  parties.    Interdict  was  refused  by  the  Lord  Ordinary. 

The  Complainers  reclaimed,  but  the  Second  Division  affirmed  tl\e  judgment 
of  the  Lord  Ordinary. 
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This  action  had  reference  to  the  use  of  the  name  "  Castle  Brewery,  Edinburgh." 
Messrs.  Cooper  and  M'Leod  (whose  firm  originally  consisted  of  two  partners, 
John  Henry  Cooper,  brewer,  Edinburgh,  and  Hugh  Munro  M'Leod,  also  brewer, 
Edinburgh)  established,  on  the  16th  of  February  1875,  the  business  of  brewers 
and  maltsters  in  Edinburgh,  at  the  premises  in  Grassmarket  there,  which  they  5 
designated  "  Castle  Brewery."  The  partnership  subsisted  until  the  10th  of  July 
1884,  at  which  date  it  was  dissolved,  and  the  partners,  as  trustees  for  their  firm, 
conveyed  by  disposition  to  John  Henry  Cooper  "  the  subjects  known  as  *  Castle 
"  '  Brewery.' "  John  Henry  Cooper  continued  to  carry  on  business  under  the 
firm  name  of  Cooper  and  M'Leod  at  the  "  Castle  Brewery."  10 

In  the  pleadings  it  was  stated  that  the  said  name  of  "Castle  Brewery" 
appeared  in  the  deed  dissolving  the  said  firm  of  Cooper  and  APLeod,  and  in  the 
deed  conveying  the  property  to  the  said  John  Henry  Cooper  ;  that  the  name 
was  displayed  in  large  letters  on  the  north-east  side  of  the  brewery  premises  in 
Orassmarket ;  and  that  it  appeared  prominently  at  the  main  entrance  to  the  15 
brewery  premises,  and  on  the  notepaper,  &c.  used  in  connection  with  the 
business.  It  was  further  stated  that  they  intended  to  continue  using  the  name 
"  Castle  Brewery,"  which  had  been  continuously  used  and  appropriated  as  the 
distinctive  and  specific  description  or  designation  by  which  the  brewery  had 
been  known  and  had  been  in  repute  since  1875  ;  and  that  there  was  not,  and  20 
had  not  been,  any  other  brewery  in  or  near  Edinburgh  known  by  the  same  or  a 
similar  designation ;  and  that  the  name  was  a  valuable  commercial  incident 
and  asset  of  the  Complainers'  property.  The  situation  of  the  brewery  was  in 
Grassmarket,  at  the  foot  of  the  Castle  Rock. 

The  Respondents  were  the  firm  of    G.   and  J.  Maclachlan  and   George  25 
Maclachlan  and  John  Maclachlan,  the  individual  partners  of  the  firm.    The 
firm  carry  on  the  business  of  brewers  at  "  Castle  Brewery,"  Maryhill,  Glasgow, 
and  they  own  a  number  of  licensed  houses  and  aerated  and  bottling  stores  in 
the  west  of  Scotland.    On  the  29th  of  March  1900  they  opened  a  brewery  at 
Duddingston,  which  is  situated  just  outside  the  municipal  boundary  of  the  city  30 
of  Edinburgh,   and   they  proceeded    to  carry  on  business  there   under  the 
designation  of  "  Castle  Brewery."     The  Complainers  on  being  informed  of  this 
fact  wrote  to  the  Respondents  on  the  28th  of  March  1900,  pointing  out  that  their 
brewery  had,  for  over  a  quarter  of  a  century,  been  known  as  "  Castle  Brewery," 
and    expressing    the    hope    that    their    information  regarding   the  proposed  35 
designation  of  the  Respondents'  brewery  was  incorrect.    The  Respondents,  on 
the  31st  of  March  1900,  replied  that  they  intended  to  continue  using  the  name 
44  Castle  Brewery,"  but  would  in  future  prefix  the  word  "  Maclachlans' "  thereto. 
They  advertised  (as  was  mentioned  in  Statement  IV.  of  the  Complainers'  case), 
on  or  about  the  30th  of  March,  the  18th  of  May,  and  the  25th  of  May,  in  the  40 
"  National  Guardian,"  the  organ  of  the  Scottish  licensed  trade,  "  Maclachlans' 
"  Castle  Brewery,  Edinburgh,"  and  they  issued  business  cards  (as  was  mentioned 
in  Statement  V.  of  the  Complainers'  case)  on  which  the  name  ik  Castle  Brewery" 
appeared.    They  also  instructed  a  firm  of  coopers  in  Edinburgh  to  stamp 
"  Maclachlans'   Castle  Brewery,  Edinburgh,"   on  a  large  number  of  barrels  45 
which  they  ordered  from  them. 

In  these  circumstances  the  Complainers  raised  an  action  of  suspension  and 
interdict,  in  which  they  stated  that  the  actings  and  representations  of  the 
Respondents  were  intended  by  them  and  calculated  to  mislead  and  deceive  the 
public  into  the  belief  that  the  business  carried  on  by  them  at  Duddingston  was  50 
similar  to,  or  had  some  connection  with,  that  carried  on  by  the  Complainers, 
and  to  deprive  the  Complainers  of  the  benefit  accruing  from  the  said  distinctive 
name,  and  to  divert  or  attract  custom  to  a  material  extent  from  the  business 
carried  on  by  the  Complainers  to  that  carried  on  by  the  Respondents  by  pirating 
the  said  distinctive  name,  or  using  some  merely  colourable  imitation  of  it  55 
They  further  stated  that  the  addition  of  the  name  "  Maclachlans' "  was  not 
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distinctive  ;  that  the  actings  of  the  Respondents  had  caused,  and  would  continue 
to  cause,  serious  injury  to  the  Oomplainers  ;  and  that,  as  a  matter  of  fact, 
confusion  had  already  arisen  regarding  the  delivery  of  postal  matter.  The 
conclusion  in  the  action  was  as  follows  : — "  May  it  therefore  please  your 
5  "  Lordships  to  suspend  the  proceedings  complained  of,  and  to  interdict, 
"  prohibit,  and  discharge  the  Respondents  G.  and  J.  Maclachlan,  and  George 
"  Maclachlan  and  John  Maclachlan  and  their  agents,  servants,  and  all  others 
u  acting  for  them,  from  issuing  business  cards,  and  publishing  or  causing  to 
"  be  published  notices  or  advertisements  in  the  terms  set  out  in  Statements  IV. 
10  "  and  V.  hereto  annexed,  or  terms  of  a  like  import  and  effect ;  and  from 
*'  exhibiting  or  using  the  name  *  Castle  Brewery,1  or  *  Maclachlans'  Castle 
"  *  Brewery,'  or  any  name  framed  so  as  to  be  a  colourable  imitation  of  the 
u  name  by  which  the  Complainers1  said  brewery  is  commonly  known,  or  so  as 
"  to  mislead  the  public,  as  the  name  of  any  brewery  carried  on  by  them  at  the 
15  •*  premises  presently  occupied  by  them  at  Duddingston,  Edinburgh,  or  in  any 
"  other  premises  in  or  near  Edinburgh,  and  from  using  the  said  names  in  the 
"  said  manner  on  their  barrels,  boxes,  crates,  bottles,  notepaper,  invoices, 
"  memoranda,  bills,  accounts,  business  books,  and  all  other  papers,  documents, 
"  books,  and  effects  of  whatever  kind,  connected  with  their  said  business  of 
20  u  brewers  ;  and  to  grant  interim  interdict,  or  to  do  further  or  otherwise  herein 
"  as  to  your  Lordships  shall  seem  proper." 

The  Respondents  answered  that  George  Maclachlan  had  in  the  year  1872 
commenced  business  as  a  wholesale  and  retail  spirit  merchant  in  Govan,  his 
premises  being  called  the  "  Castle  Vaults  "  ;  that  he  produced  a  special  brand 
25  of  whisky  called  "  Castle  Blend,"  the  labels  used  showing  the  Maclachlan  coat 
of  arms,  being  an  heraldic  castle  and  the  motto  "  Fortis  etfidus"  and  that  he 
registered  this  label  as  a  Trade  Mark  on  the  27th  of  March  1883  for  fermented 
liquors  and  spirits  under  the  Patents,  Designs,  and  Trade  Marks  Act,  1883  ; 
that  in  the  year  1888  the  Respondents'  firm  of  G.  and  J.  Maclachlan  was 
30  established,  and  in  October  of  that  year  they  opened  a  brewery  at  Maryhill, 
Glasgow,  where  they  had  since  conducted  a  large  business  ;  that  in  connection 
with  their  business  they  had  all  along  used  labels  bearing  the  name  "  Castle 
"  Brewery  "  for  beer  and  stout  and  the  "  Castle  Blend  "  for  whisky,  and  have 
extensively  advertised  their  products  so  that  these  have  become  known  in  the 
35  trade  as  "  Maclachlans'  Castle  "  liquors  ;  that  their  -various  businesses  are  carried 
on  under  names  in  which  the  word  "  Castle  "  is  the  leading  feature,  e.g.,  the 
44  Castle  Vault,"  "  Castle  Bar,"  and  the  like  ;  that  they  called  their  brewery  at 
Duddingston  "  Castle  Brewery,"  it  being  a  natural  extension  or  development  of 
their  "  Castle  Brewery  "  at  Glasgow  ;  that  they  had  and  have  no  intention  of 
40  interfering  in  any  way  with  the  Complainers'  business,  but  applied  the  term 
"  Castle,"  to  which  they  had  from  long  usage  and  under  registration  of  their 
Trade  Mark  acquired  full  right,  to  their  brewery  in  the  most  perfect  good  faith  ; 
that  the  name  "  Maclachlans'  Castle  Brewery  "  could  not  reasonably  be  mistaken 
for  the  Complainers'  "  Castle  Brewery  "  ;  and  that  the  term  "  Castle  "  and  the 
45  figure  of  a  castle  on  the  label  for  beer,  stout,  or  whisky  were  both  in  common 
use  in  the  wine,  spirit,  and  beer  trade,  and  were  not  peculiar  to  the  Complainers 
or  Respondents'. 

The  important  pleas  in  law  for  the  Complainers  were  : — 1.  The  Complainers 
being  proprietors  of  the  premises  known  by  the  distinctive  designation  of 
50  "  Castle  Brewery  "  are  entitled  to  interdict  against  the  use  or  exhibition  of  the 
name  "  Castle  Brewery,"  or  any  colourable  imitation  thereof,  by  the  Respondents, 
as  the  name  of  their  said  brewing  premises  at  Duddingston  aforesaid.  2.  The 
addition  of  "  Maclachlans'  "  to  the  name  "  Castle  Brewery  "  not  being  distinc- 
tive, but  framed  by  the  Respondents  in  order  to  mislead  the  public,  and  unfairly 
55  attract  custom  to  their  business  of  brewers,  the  Respondents  should  be  inter- 
dicted from  exhibiting  " Maclachlans'  Castle  Brewery"  as  the  name  of  their 
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said  brewery  premises,  or  using  in  any  way  the  said  name  in  connection  with 
their  said  business.  3.  The  Respondents1  said  actings  and  representations  being 
intended  or  calculated  to  mislead  and  deceive  the  public,  and  wrongfully  attract 
custom  from  the  Complainers1  said  "  Castle  Brewery  "  to  the  Respondents1  said 
brewery  at  Duddingston,  interdict  with  expenses  should  be  granted  in  terms  of  5 
the  prayer  of  the  note. 

The  Respondents,  in  addition  to  pleas  dealing  with  relevancy,  &c.,  pleaded 
on  the  merits  of  the  case  as  follows  : — 3.  The  name  "  Castle "  or  "  Castle 
"  Brewery  "  not  being  a  distinctive  designation  appropriated  to  the  Complainers    . 
and  their  manufactures,  the  Complainers  cannot  complain  of  the  use  of  the  10 
said   name   by   the   Respondents.    4.   In  any  event,   the   use  of   the   name 
"  Maclachlans1  Castle  Brewery  "  being  distinctive  of  the  Respondents'  brewery 
and  manufacture,  the  Complainers  are  not  entitled  to  the  interdict  prayed  for. 
5.  The  Respondents,   being  entitled  to  use  the  name    "  Maclachlans1  Castle    . 
"  Brewery,11  interdict  should  be  refused.  15 

The  note  of  suspension  and  interdict  was  presented  in  the  Bill  Chamber  on 
the  13th  of  June  1900,  when  the  Lord  Ordinary  on  the  Bills  (Lord  Pearson) 
allowed  the  note  to  be  answered  by  the  Respondents.  On  the  27th  of  June 
1900,  of  consent  of  parties,  Lord  Pearson  passed  the  note,  and  the  Complainers 
marked  the  case  to  Lord  Kincairney,  who,  on  the  16th  of  October  1900,  closed  20 
the  record,  and  allowed  the  parties  a  proof  of  their  averments  on  record,  and 
the  Complainers  a  conjunct  probation,  which  was  by  interlocutor  of  the  23rd  of 
October  1900  appointed  to  proceed  before  Lord  Kincairney  on  the  14th  of 
December  1900.  The  evidence  was  accordingly  taken  on  the  14th  and  15th  of 
December  1900,  and  on  the  8th  of  March  1901.  The  hearing  on  the  evidence  25 
took  place  on  the  8th  and  9th  of  March  1901. 

Lord  Kincairney,  in  advising  the  case  in  favour  of  the  Respondents  Messrs. 
Maclachlan,  reviewed  the  evidence  at  great  length,  finding  that  the  Complainers' 
trade  had  not  in  fact  been  interfered  with  by  the  manner  in  which  the  Respon- 
dents had  conducted  their  business,  and  that  there  was  really  no  reasonable  30 
grounds  for  apprehending  that  the  public  would  be  misled  or  the  Complainers 
injured  by  what  the  Respondents  had  done.  That,  his  Lordship  said,  involved 
little  but  a  question  of  impression,  but  it  was  in  his  view  the  turning  point  in 
the  case.  The  Respondents  created  a  sufficient  distinction  between  their  use  of 
"  Castle  Brewery  "  and  the  Complainers1  use  of  it  by  prefixing  prominently  the  35 
Respondents1  own  name  and  the  heraldic  castle.* 

The  Complainers  reclaimed  to  the  Second  Division,  and  the  case  was  heard 
on  Tuesday,  the  29th  of  October. 

C.  K.  Mackenzie,  K.C.,  and  Welsh  (instructed  by  Welsh  and  Forbes,  W.S.) 
appeared  for  the  Complainers  ;  Salvesm,  K.C.,  and  Hunter  (instructed  by  John   40 
Veitch,  solicitor)  appeared  for  the  Respondents. 

Mackenzie,  K.C.,  and  Welsh  for  the  Complainers. — The  Lord  Ordinary  has 
wrongly  interpreted  the  evidence,  and  ignored  the  propositions  established  by 
the  cases  relied  on  by  the  Complainers,  notably  by  Henariks  v.  Montagu  (L.R. 
17  Ch.  D.  638),  that  the  possibility  of  deception  was  the  criterion  of  a  traders  45 
right  to  interdict.  Here  the  Complainers  were  first  in  the  field,  and,  having 
established  a  trade  under  a  particular  name,  were  entitled  to  be  protected. 

Counsel  were  asked  to  deal  with  the  question  as  one  of  fact,  and  the  Court 
then,  without  calling  on  Counsel  for  the  Respondents,  intimated  that  they 
would  communicate  with  the  parties  if  they  desired  further  argument,  and   50 
meantime  they  would  read  the  evidence. 

On  the  1st  of  November  their  Lordships  adhered  to  the  Lord  Ordinary's 
judgment. 


*  18  R.P.O.  880. 
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Lord   Justice   Clerk. — In  this    case    the  Gomplainers    seek    to    have  the 

Defenders  interdicted  from  issuing  certain  business  cards,  publishing  certain 

advertisements,  and  from  using  the  words  "  Castle  Brewery  "  or  "  Maclachlans' 

"  Castle  Brewery  "  in  their  business  as  brewers  at  Duddingston,  near  Edinburgh. 

5  They  maintain  that  by  the  use  of  the  different  designations  adopted  by  the 

Defenders  the  public  will  be  led  to  believe  that  in  buying  the  Defenders' 

beer  they  are  getting  the  Coniplainers'  beer. 

The  whole  case  turns  upon  the  use  of  the  word  "  Castle  "  in  conjunction  with 

.  Edinburgh  as  an  address.    The  Gomplainers  maintain  that,  as  they  have  used 

10  the  word  u  Castle  "  for  a  considerable  time  in  connection  with  their  brewery, 
calling  it  the  **  Castle  Brewery,"  no  one  may  use  the  word  "  Castle  "  in  connec- 
tion with  an  Edinburgh  brewery  except  themselves.    I  am  unable  to  assent  to 
the  proposition  that  they  have  any  exclusive  right  to  the  use  of  the  word 
.  "  Castle  "  in  connection  with  beer  brewed  in  Edinburgh.    That  as  an  abstract 

15  proposition  cannot  be  maintained.  It  is  quite  certain  that  the  Complainers, 
having  used  the  word  "  Castle  "  in  connection  with  their  business,  they  would 
be  entitled  to  an  interdict  against  any  other  trader  using  the  word  "  Castle  " 
in  such  a  way  and  with  such  devices  as  to  constitute  a  colourable  imitation  of 
printed  or  stamped  matter  so  as  to  mislead  the  public  into  the  belief  that  in 

20  purchasing  the  article  offered  by  the  Respondents  they  were  obtaining  the 
article  manufactured  by  the  Complainers.  It  is  important,  therefore,  to  look 
at  the  facts  proved  and  the  productions  made  in  this  case.  The  productions, 
in  my  opinion,  give  no  support  to  the  Complainers9  case.  I  have  examined 
these  with  some  care,  and  come  without  any  doubt  to  the  conclusion  that  they 

25  do  not  support  the  Complainers9  case.  In  all  of  them  the  name  of  the  maker  of 
the  article  is  distinctly  and  clearly  given,  and  nothing  appears  which  could  lead 
anyone  to  suppose  that  in  dealing  with  the  Respondents  they  were  dealing  with 
the  Complainers  and  obtaining  their  goods.  It  is  not  without  significance  that 
both  parties  while  using  the  word  "  Castle  "  give  pictorial  representations.     In 

30  the  one  case  "  Castle  "  is  represented  by  a  picture  of  Edinburgh  Castle  ;  in  the 
other  it  is  represented  by  a  castle  with  three  turrets  in  a  symbolic  style,  and 
not  representing  any  actual  castle  or  scene.  This  latter  the  Respondents  have 
used  for  many  years  in  connection  with  all  their  numerous  manufactures, 
which  till  lately  were  all  made  in  Glasgow,  and  is  well  known  in  the  trade  as 

35  their  symbol  which  they  have  regularly  used. 

The  Respondents  state  that  their  purpose  in  building  a  brewery  in  the 
Edinburgh  district  was  to  get  the  benefit  of  Edinburgh  water  in  brewing,  and 
the  whole  evidence  indicates  that  beer  made  with  Edinburgh  water  is  more  in 
favour  in  the  beer  trade  than  beer  made  with  Glasgow  water.     There  is  no 

40  ground  for  suggesting  that  they  intended  or  have  tried  in  any  way  to  interfere 
otherwise  than  by  legitimate  competition  with  the  business  of  the  Complainers. 
I  think  it  is  established  that  the  Respondents  have  acted  with  perfect  bona  fides 
throughout,  and  that  any  resistance  they  make  to  the  Complainers'  demands  is 
limited  only  to  maintaining  their  legitimate  right  to  use  the  word  "  Castle  "  as 

45  they  have  always  done,  and  to  state  that  Edinburgh  is  the  place  where  their  beer 
is  brewed.  They  use  their  own  name  distinctly  on  their  papers,  labels,  and 
brands,  and  I  am  satisfied  that  no  one  exercising  ordinary  care  in  his  own 
interest  could  be  misled  into  supposing  that  he  was  getting  the  goods  of  the 
Complainers. 

50  When  I  turn  to  the  evidence  of  persons  connected  with  the  trade,  who  are 
brought  forward  by  the  Complainers,  I  find  that  their  evidence  is  unsatisfactory 
and  speculative.  No  case  has  occurred  in  which  the  error,  that  the  Complainers 
say  is  likely,  has  ever  occurred,  and  the  speculative  statements  made  are  in 
almost  every  case  deprived  of  any  weight  they  might  appear  to  bear  by  the 

55  statements  brought  out  in  cross-examination.  As  regards  facts,  there  is  nothing 
on  which  the  Complainers  can  found. 


32 


REPORTS  OP  PATENT,  DESIGN,         [Jan.  29, 1902. 


Cooper  and  APLeod  v.  G.  and  J.  Maclachlan. 


But  then  it  is  said  that  although  the  Respondents  distinctly  use  their  own 
name,  and  that  no  one  looking  at  any  of  their  papers  or  brandings  can  fail  to 
see  that  the  Maclachlans  and  not  Cooper  and  WLeod  are  the  writers  of  the 
communications  or  the  senders  of  the  goods,  nevertheless  the  public  will  think, 
in  consequence  of  the  word  "  Castle  "  being  used,  that  the  Maclachlans  have  5 
acquired  and  absorbed  Cooper  and  M' Lead's  business.  Such  a  contention 
seems  to  me  to  be  altogether  untenable.  The  Complainers'  case  is  that 
their  beer  has  a  very  high  reputation.  It  is  inconceivable  that  if  such  a 
business  were  to  be  bought  up  the  purchasers  should  suppress  the  name  of  the 
successful  firm  whose  business  they  had  acquired.  Such  a  thing  would  be  10 
(mite  contrary  to  the  ordinary  practice  of  persons  attending  to  their  own  interests. 
No  one  says  that  such  a  view  was  taken  by  any  customer  of  the  Complainers, 
or  that  any  one  who  bought  beer  from  Maclachlans  supposed  that  he  was 
getting  beer  brewed  at  the  brewery  at  which  Cooper  and  M'Leod  do  business, 
and  at  which  they  advertise  themselves  as  continuing  to  do  business.  15 

I  come  to  the  conclusion  without  difficulty  that  the  Lord  Ordinary  was 
right  in  holding  that  the  Complainers  have  failed  to  prove  any  case  entitling 
them  to  the  interdict  which  they  ask. 

Lord  YOUNG  and  Lord  Traynkr  concurred. 
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Before  The  Solicitor-General. 
November  12th,  ]  901 . 

In  the  Matter  of  Hamilton,  Hamilton,  and  Hamilton's  Application 

for  a  Patent. 


5  Opposition  to  the  grant  of  a  Patent  on  the  ground  that  the  invention  had  been 
patented  upon  applications  of  prior  date.  The  Chief  Examiner,  acting  for 
the  Comptroller-Qeneral,  decided  to  seal  a  Patent  on  the  application,  with  certain 
amendments  in  the  Specification.    The  Opponents  appealed. 

Held,  by  the  Law  Officer,  on  appeal*  tluxt  the  Chief  Examiner's  decision  be 
10  varied  by  striking  out  Claims  3,  4,  5,  and  6. 

Where  the  invention  is  an  improvement  on  previously  patented  inventions 
general  words,  which  may  in  any  sense  be  taken  to  include  anything  that  has 
been  previously  patented,  are  not  to  be  used  in  the  claims. 

On  the  9th  of  May  1900  John  Hamilton,  Ernest  Hamilton,  and  Frederick 

15  Hamilton  applied  for  a  Patent  (No.  8543  of  1900)  for  "  Improvements  in  guards 
"  for  platen  printing  machines.1' 

The  invention  relates  to  guards  which  are  fitted  to  platen  printing  machines 
for  preventing  the  fingers  of  the  person,  who  feeds  the  paper  upon  the  platen  or 
impression  plate  and  remove3  it  therefrom,  from  being  trapped  between  the 

20  platen  and  the  printing  surface.  The  invention  comprised  two  principal 
features.  The  first  feature  consisted  in  operating  the  guard  in  such  a  manner 
as  to  avoid  interference  with  the  rate  at  which  the  machine  is  fed  with  paper. 
For  this  purpose  the  guard  is  rapidly  raised  after  the  platen  has  made  about 
half  or  two-thirds  of  its  rise  towards  the  printing  surface,  and  is  rapidly 

25  lowered  during  or  shortly  after  the  making  of  the  impression.  The  means 
employed  comprise  (1)  a  guard  rod  across  the  top  of  the  platen  carried  by  a 
plate  or  bar  which  is  slotted  and  fitted  upon  studs  so  as  to  be  movable  up  and 
down  at  the  side  of  the  platen  ;  and  (2)  a  cam  mounted  in  connection  with  one 
of  the  usual  toggle  or  platen  cranks,  so  as  to  engage  a  stud  projecting  from  the 

30  bottom  of  the  above-mentioned  slotted  plate  or  bar.  As  described  in  the 
Specification  and  shown  in  the  drawings  the  cam  by  an  approximately 
horizontal  movement  raises  the  slotted  bar  just  before  the  platen  reaches  the 
printing  surface,  and  subsequently  by  an  approximately  vertical  movement 
allows  the  slotted  bar  to  fall  rapidly  when  the  platen  is  about  to  retire  or  has 

35  commenced  to  retire  from  the  printing  surface.  In  order  to  prevent  the 
operator  from  putting  his  hand  beneath  the  guard  as  it  descends  an  apron  is 
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attached  to  the  guard.  The  second  feature  of  the  invention  consisted  in  moving 
the  guard  not  only  upwards  with  relation  to  the  platen,  but  also  forwards  away 
from  the  platen  and  towards  the  operator.  This  is  effected  by  curving  the 
slots  in  the  plates  or  bars  carrying  the  guard  rod.  Or,  as  an  alternative,  the 
bar  is  not  slotted  but  moves  between  guide  studs.  5 

The  claims  were  as  follows  : — "  1.  In  safety  guard  apparatus  for  platen 
u  printing  machines,  a  sliding  bar,  a  rod  or  guard  carried  by  such  bar,  and  a 
44  cam  adapted  to  operate  the  said  bar  under  the  movements  of  one  of  the 
"  platen  cranks,  or  a  like  moving  part,  substantially  as  and  for  the  purposes 
44  herein  set  forth.  2.  A  plate  or  bar,  such  as  (D),  in  combination  with  a  rod  or  \q 
"  guard  with  or  without  a  screen  or  apron,  substantially  as  and  for  the  purposes 
44  herein  set  forth.  3.  A  cam,  such  as  (G),  mounted  and  operating  substantially 
"  as  and  for  the  purposes  herein  set  forth.  4.  A  safety  guard  of  the  kind 
44  indicated,  which  comes  into  operation  quickly  just  prior  to  the  *  dwell,*  and 
"  retires  out  of  the  way  of  the  feeder  during  or  immediately  after  the  'dwell,'  15 
"  substantially  as  and  for  the  purposes  herein  set  forth.  5.  A  safety  guard  for 
44  platen  printing  machines  rising  upwards  and  towards  the  feeder,  substantially 
"  as  herein  set  forth.  6.  In  safety  guard  apparatus  for  platen  printing  machines, 
44  the  construction,  arrangement,  and  combination  of  parts,  substantially  as 
"  herein  set  forth  and  illustrated  on  the  accompanying  drawings.11  20 

The  preamble  to  the  claims  was  as  follows : — "  Having  now  particularly 
"  described  and  ascertained  the  nature  of  the  said  invention  and  in  what 
44  manner  the  same  is  to  be  performed,  we  wish  it  to  be  understood  that  we 
44  are  aware  that  it  has  previously  been  proposed  to  employ  a  rod  or  fence 
44  which  removes  the  feeder's  hand  out  of  danger  with  the  movements  of  the  25 
44  platen,  and  therefore  we  make  no  general  claim  thereto,  but  what  we  do 
"  claim  is  : — " 

The  grant  cf  a  Patent  was  opposed  by  Maximilian  Thomas  Parker  and  the 
Manchester  Platen  Machine  Safety  Guard,  Company,  Ld.,  on  the  ground  that 
the  invention  had  been  patented  upon  the  prior  applications,  No.  19,261  of  1897  30 
(Pindar),  No.  10,949  of  1899  (Barber),  and  No,  19,584  of  1899  (Pallister  and 
others). 

The  Specifications  of  the  prior  Patents  described  several  arrangements  of 
guard  bars  movable  relatively  to  the  platen.  In  Specification  No.  19,584  of 
1899  the  supports  of  the  guard  rods  are  operated  by  a  cam  path  fixed  to  one  35 
of  the  side  roller  arms  of  the  machine.  The  motion  of  the  side  roller  arm  is 
not  described  in  the  Specification,  and  so  far  as  can  be  ascertained  from  the 
drawings  it  does  not  appear  that  the  cam  path  is  moved  in  the  same  manner  as 
that  described  in  the  Applicants'  Specification.  Specification  No.  10,949  of  1899 
claimed  a  combination  with  a  transverse  guard  bar  rising  and  falling  relatively  40 
to  the  edges  of  the  platen  of  a  fender  or  apron  for  masking  the  opening  between 
the  platen  and  the  rising  guard. 

The  Chief  Examiner  decided  to  seal  a  Patent  on  the  application  with  the 
Specification  amended  in  the  following  manner — extending  the  disclaimer  in  the 
preamble  so  as  to  make  it  read — "  we  wish  it  to  be  understood  that  we  are  aware  45 
44  that  it  has  been  previously  proposed  to  employ  a  rod  or  fence  which  rises  and 
44  falls  with  respect  to  the  platen  and  removes  the  feeder's  hand  out  of  danger 
44  with  the  movements  of  the  platen,  and  that  it  has  been  previously  proposed 
44  to  use,  in  combination  with  such  rod  or  fence,  an  apron  for  preventing  the 
44  operator's  hand  from  being  trapped  between  the  rod  and  the  platen,  and  50 
"  therefore  we  make  no  general  claim  thereto "  ;  and  amending  Claims  1, 
2,  3,  and  5  so  as  make  them  read  : — "  1.  In  safety  guard  apparatus  for 
44  platen  printing  machines,  a  curved  or  straight  sliding  bar,  with  curved 
44  slot  or  slots,  a  rod  or  guard  carried  by  such  bar,  and  a  cam  adapted  to 
44  operate  the  said  bar  under  the  movements  of  one  of  the  platen  cranks,  or  a  55 
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"  like  moving  part,  substantially  as  and  for  the  purposes  herein  set  forth. 
i%  2.  A  plate  or  bar,  such  as  (D),  with  curved  slot  or  slots  in  combination  with  a 
"  rod  or  guard  with  or  without  a  screen  or  apron,  substantially  as  and  for  the 
"  purposes  herein  set  forth.  3.  A  cam,  such  as  (G),  for  effecting  the  quick 
5  "  raising  and  lowering  of  the  platen  guard  apparatus,  and  mounted  and  operating 
"  substantially  as  herein  set  forth.  5.  A  safety  guard  for  platen  printing  machines 
"  rising  upwards  and  out  of  the  plane  of  the  platen  towards  the  feeder, 
"  substantially  as  herein  set  forth." 
The  Opponents  appealed. 

10  Whitelow  appeared  as  Agent  for  the  Appellants  and  Russell  Clarke  as  Counsel 
for  the  Respondents. 

Sir  Edward  CARSON,  S.G. — In  this  case  I  am  really  very  doubtful  whether 
I  ought  not  to  refuse  the  Patent  altogether,  but  as  the  result  of  that  would  be 
that  the  matter  could  not  be  further  litigated  if  the  parties  think  proper,  I  am 

15  of  opinion  that  on  the  whole  it  is  better  to  allow  the  Patent  to  be  sealed. 

There  may  be  an  improvement  in  two  respects  ;  one  by  reason  of  these  curved 
slots,  which  are  clearly  claimed  in  the  Specification,  although  they  were  not 
originally  claimed  before  the  amendments  allowed  by  the  Chief  Examiner  in 
the  claims.     It  may  be  that  there  is  an  improved  lateral  motion  towards  the 

20  feeder  which  may  render  the  rail  more  effective  in  protecting  the  feeder's  hand. 
Secondly,  there  may  also  be  an  improvement  in  the  manner  in  which  the  cam 
operates  upon  the  bar  under  the  movement  of  those  platen  cranks,  or  the 
moving  part  as  they  are  called,  by  which  there  is  a  more  convenient  drop  of 
this  bar  so  as  to  allow  the  papers  to  be  put  in — I  am  not  now  saying  that  it  is 

25  so,  nor  am  I  saying  it  is  not  so,  but  at  all  events  it  is  claimed,  and  it  is 
possible  that  it  may  be  so.  Under  these  circumstances  I  think  there  may  be, 
without  deciding  that  there  actually  is,  an  invention  different  from  that  which 
has  been  patented  by  any  of  the  Patents  that  have  been  referred  to.  But  having 
said  so  much,  and  having  said  that  I  will  allow  that,  I  must  take  care,  in  a  case 

30  of  this  kind,  as  I  have  said  previously  in  many  other  cases,  that,  where  we  pick 
out  a  very  small  invention,  or  what  may  prove  to  be  a  very  small  invention,'  the 
Patent  is  limited  to  the  actual  invention  itself ;  and  I  deprecate  in  cases  of  this 
kind,  where  what*  the  Applicants  are  really  doing  is  obtaining  a  Patent  for 
an  improvement  on  previously  existing  Patents,  putting  in  any  general  words 

35  whatsoever  which  may  in  any  sense  be  taken  to  include  in  their  Patent  anything 
that  has  been  previously  patented.  I  think  there  has  been  a  great  deal  of  abuse 
hitherto  in  allowing  these  general  words.  I  can  easily  see  that  Patents  might 
be  (I  am  not  saying  that  they  would  in  this  case)  but  they  might  be  made  use 
of  fraudulently  to  prevent  either  the  public,  or  some  persons  whom  you  wish  to 

40  deter  from  doing  so,  from  using  previous  inventions  by  pointing  to  general  words 
which  would  include  matters  which  have  been  already  patented  ;  and  therefore, 
however  strict  it  may  seem,  I  cannot  see  any  reason  in  this  case  for  allowing 
Claims  3,  4,  5,  and  6.  I  shall,  therefore,  order  these  to  be  struck  out.  Subject 
to  that  I   shall  allow  the  claims  as  contained  in  Claims  1  and  2  ;  and  with 

45  respect  to  them  I  shall  confirm  the  decision  of  the  Chief  Examiner,  and  I  shall 
direct  the  Patent  to  be  sealed,  and,  under  the  circumstances,  I  shall  give  no 
costs. 

Russell  Clarke. — Do  you  direct  that  the  disclaimers  should  remain. 

The  Solicitor-General. — Yes,  1  think  the  disclaimers  are  right ;  and  what 

50  is  struck  out  does  not  affect  them. 
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In  the  High  Court  of  Justice  (Ireland).— Chancery  Division. 


Be/ore  VICE-CHANCELLOR  Chatterton. 


November  21st  and  22nd,  1901. 


Hbnnbsst  &  Co.  v.  Neary. 


Action  to  restrain  infringement  of  Trade  Marks  and  passing-off. — Selling,  5 
in  bottles  bearing  Plaintiffs'  genuine  label  and  Trade  Mark,  brandy  not  of 
Plaintiffs1  manufacture. — Injunction  granted  with  costs. 

The  Plaintiffs  were  distillers  of  brandy  at  Cognac,  known  to  the  trade  and 
the  public  as  "  Hennessy"  s  Three-Star  Brandy?  which  they  supplied  to  the 
trade  in  bottles  bearing  labels  on  which  were  printed  the  name  of  the  firm,  10 
Ja*  Hennessy  &  Co.,  which  had  been  registered  as  their  Trade  Mark  and 
Three  Stars.  The  Defendant,  a  proprietor  of  a  restaurant  in  Dublin,  sold 
to  customers  two  glasses  of  brandy  as  "  Hennessy  *s  Three-Star  Brandy " 
from  a  bottle  bearing  one  of  the  Plaintiffs'  genuine  labels,  and  afterwards  sold 
them  the  bottle  with  the  remainder  of  the  brandy  it  contained.  Experts  proved  15 
that  the  brandy  was  not  the  Plaintiffs',  but  an  inferior  article.  An  action  was 
brought,  and  an  injunction  was  granted  with  costs. 

This  ,was  an  action  brought  by  James  Hennessy  A  Co.,  of  Cognac,  against 
Thomas  Neary,  of  Dublin,  wine  and  spirit  merchant,  for  an  injunction  to 
restrain  the  Defendant,  his  servants  and  agents,  from  infringing  the  Plaintiffs9  20 
Trade  Mark  and  their  trade  name  of  "  Hennessy  "  in  connection  with  the  sale 
of  brandy,  and  from  using  the  words  "Ja8  Hennessy  &  Co.'s  Cognac, "  or 
other  of  their  Trade  Marks,  upon  labels  affixed  to  bottles,  or  on  bottles  or 
capsules  in  or  upon  bottles  containing  brandy  not  made  by  the  Plaintiffs,  or 
disposing  of  such  brandy  as  brandy  of  the  Plaintiffs  ;  and  for  an  account,  25 
damages,  and  delivery  up  of  all  infringing  labels. 

The  Statement  of  Claim  alleged  that  the  Plaintiffs  had  for  many  years  been 
manufacturers  of  brandy,  which  they  sold  in  bottle  to  the  trade ;  that  their 
brandy  was  of  superior  quality  and  commanded  high  prices.    All  their  brandy 
was   manufactured   at   Cognac,   and  labelled  with  their  Trade    Marks.      It  30 
alleged  that  the  Defendant  was  selling  brandy  not  manufactured  or  bottled  by 
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the  Plaintiffs  as  their  product ;  that  he  had  refilled  their  empty  bottles  with 
inferior  brandy,  manufactured  by  other  firms,  and  was  in  the  habit  of  patting 
their  labels,  or  copies  of  their  labels,  on  other  bottles,  and  of  selling  as 
"  Hennessy's  Brandy,"  brandy  not  their  manufacture.  The  Defendant  denied 
5  that  he  had  ever  passed  off  brandy  not  Hennessy's  as  "  Hennessy's  Brandy,"  or 
that  he  had  ever  sold  spurious  or  inferior  brandy  as  alleged,  or  refilled 
Hennessy's  bottles,  or  bottles  labelled  with  their  labels  or  Trade  Marks,  with 
spurious  or  other  brandy,  as  alleged. 
Ronan,  K.C.,  Blood,  K.C.,  and  T.  H.  Maxwell  (instructed  by  Kennedy,  Son, 

10  and  Figgis),  appeared  for  the  Plaintiffs  ;  Matheson,  K.C.,  Molony,  K.C.,  and 
Robert  J.  Doyle  (instructed  by  Gerrard  <k  Go.),  appeared  for  the  Defendant. 

Ronan,  K.C.,  stated  the  case  for  the  Plaintiffs. — The  firm  of  Hennessy  A  Co.,  so 
well  known  to  the  public  as  manufacturers  of  brandy,  was  founded  by  Richard 
Hennessy,  who  emigrated  from  Cork  in  1728,  and  settled  at  Cognac.    They  had 

15  for  many  years  enjoyed  a  high  reputation  as  manufacturers  of  brandy,  and  as 
usual  when  a  firm  have  a  reputation  as  makers  of  an  article,  others  endeavour 
to  imitate  them,  and  to  pass  off,  as  their  manufacture,  an  article  of  inferior 
quality.  Early  in  the  present  year  the  Plaintiffs'  solicitors  in  Dublin  received 
information  from  a  former  employee  of  the  Defendant,  that  he  was  in  the  habit 

20  of  selling  as  **  Hennessy's  Brandy,"  brandy  of  inferior  quality  which  was  not 
their  manufacture.  It  would,  of  course,  be  a  dangerous  thing  to  get  spurious 
labels  printed,  but  it  was  easier  and  safer  to  refill  the  Plaintiffs'  bottles  with 
an  inferior  brandy  and  sell  it  to  the  public  as  the  Plaintiffs'  Brandy.  It 
would    be    shown    that    this    was    what   the   Defendant,   or  persons  in  his 

25  employment,  did.  On  receiving  this  information,  the  Plaintiffs'  solicitors, 
before  taking  any  steps,  resolved  to  make  further  inquiries.  Accordingly,  on 
the  9th  of  March,  Mr.  Figgis,  solicitor,  accompanied  by  Mr.  Rogan,  an  assistant, 
went  to  the  Defendant's  restaurant  in  Chatham  Street,  bringing  with  them 
a  small  bottle.     On  entering  the  Defendant's  restaurant,  one  of  them  asked  the 

30  other,  "  What  will  you  have  ?  "  He  replied,  "  I  will  have  a  glass  of  Hennessy's 
"  Three-Star  Brandy."  "  I  will  have  the  same,"  said  the  other.  They  observed 
on  the  shelf  behind  the  counter  several  bottles  of  what  appeared  to  be  genuine 
Hennessy's  brandy.  The  shop  assistant  filled  them  two  glasses  of  brandy 
from  a  bottle  behind  the  counter,  out  of  which  some  of  the  contents  had 

35  previously  been  taken,  and  which  had  one  of  Hennessy's  labels  on  it.  One  of 
them  then  said,  "  We  will  have  a  bottle  of  soda,  and  split  it."  While  the 
assistant  was  getting  the  soda  water  they  slipped  the  contents  of  one  of  the 
glasses  into  the  bottle  they  had  brought  with  them,  and  they  then  divided  the 
remaining  glass  of  brandy  between  them,  and  put  the  soda  water  in  it.  Then, 

40  while  drinking  the  brandy  and  soda  water,  they  procured  a  railway  time  table 
and  pretended  to  consult  it,  and  spoke  about  going  by  the  train  ;  and  one  of 
them  said,  "  I  think  we  will  take  the  rest  of  the  bottle  with  us."  The  assistant 
reached  to  the  upper  shelf  to  take  down  a  bottle  from  it,  but  Mr.  Figgis  6aid, 
u  Oh,  we  have  taken  two  glasses  out  of  this  and  we  will  have  the  rest  of  it ; " 

45  and  after  some  hesitation  the  assistant  sold  them  the  bottle  and  the  remainder 
of  the  brandy  contained  in  it.  On  leaving  the  place  they  went  straight  to 
Mr.  Smyth's,  wine  merchant,  Stephen's  Green,  and  there  bought  a  bottle  of 
genuine  Hennessy's  brandy.  At  a  glance  it  was  evident  that,  even  in  colour, 
they  were  not  the  same  thing.     Samples  were  sent  for  analysis  to  Sir  Charles 

50  Cameron  and  Professor  Adeney,  who  would  prove  that  the  brandy  sold  by  the 
Defendant's  assistant  was  not  Hennessy's  brandy. 

Figgis,  solicitor,  was  sworn,  and  stated  the  circumstances  under  which  the 
brandy  was  purchased.     He  sent  samples  of  it  to  Sir  Charles  Cameron  and 
Professor  Adeney  for  analysis. 
55      Martin  Rogan*  assistant  in    Messrs.    Kennedy    and    Figgis'    office,    gave 
corroborative  evidence. 
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Sir  Charles  Cameron,  City  of  Dublin  analyst,  deposed  that  he  had  analysed 
the  brandy  sold  by  the  Defendant's  assistant,  and  also  a  sample  of  the  Plaintiffs* 
genuine  brandy.  He  found  they  were  very  dissimilar.  The  genuine  sample, 
on  evaporation,  yielded  *68  per  cent  of  solid  matter,  and  the  other  *98  per  cent. 
One  was  18  under  proof,  and  the  other  25  under  proof.  As  regarded  the  volatile  5 
ethers  there  was  a  considerable  difference.  The  genuine  sample  contained 
double  the  quantity  of  alcohol,  and  the  volatile  ethers  were  "0185  and  -1076 
respectively.  The  difference  as  to  alcohol  was  a  very  grave  difference.  There 
was  also  a  difference  in  the  flavour.  Witness  did  not  pretend  to  be  an  absolute 
judge,  but,  in  his  opinion,  the  flavour  of  Hennessy^s  genuine  brandy  and  the  10 
odour  were  more  pleasant  than  in  the  case  of  the  other.  (Q.)  "  As  the  result  of 
"  your  analysis,  did  you  find  the  two  samples  represented  two  substantially 
"  different  things  ?" — (A.)  "  Yes  ;  they  were  substantially  different.  They  were 
"  two  different  kinds  of  brandy.  Beyond  that  I  won't  go."  Cross-examined. — 
(Q.)  u  Have  you  ever  analysed  two  different  vintages  of  brandy  by  the  same  15 
"  maker  ?  "  (A.)  "  Not  knowingly."  (Q.)  u  I  suppose  we  may  assume  that 
"  one  vintage  of  a  particular  maker  might  be  entirely  different  from  another  of 
"  a  different  year  ?  " — (A.)  "  Not  entirely  different.  There  might  be  differences. 
"  The  storing  of  brandy  in  sherry  casks  would  alter  the  colour.  It  would  also 
44  vary  by  exposure  to  the  air.  What  would  alter  it  most  of  all  would  be  20 
"  exposure  to  sunshine." 

By  the  Vice-Chancellor.— (Q.)  "  Is  it  your  opinion  that  the  difference 
"  between  the  two  samples  might  have  been  caused  by  age,  or  any  of  the  other 
"  causes  that  have  been  mentioned  ?  " — (A.)  "  No  ;  they  were  totally  different 
"  kinds  of  brandy."  25 

Professor  Adeney,  Vice-President  of  the  Institute  of  Chemists,  deposed  that 
the  two  samples  were  distinctly  different  brandies.  There  were  differences  of 
colour,  aroma,  and  taste.  The  specific  gravity  of  the  genuine  brandy  was 
•93947,  and  that  of  the  other  '9485.  The  amount  of  alcohol  was  also  different, 
the  proportion  in  the  real  brandy,  as  compared  with  the  other,  being  as  40*38  to  30 
37*68.  In  loose  spirits  the  proportions  were,  in  the  genuine  brandy,  83*69,  and 
in  the  other,  78*52.  He  would  not  expect  brandy  to  vary  with  the  vintage. 
The  alcoholic  strength  and  the  colour  were  adjustable.  He  would  not  expect 
to  find  differences  at  all,  save  in  taste  and  aroma,  things  not  to  be  discovered  by 
analysis,  and  only  to  be  judged  by  experts  in  tastes.  35 

Dr.  Benjamin  Paul,  consulting  analytical  chemist,  London,  deposed  that  the 
specimens  examined  by  Sir  Charles  Cameron  and  Professor  Adeney  were  quite 
different  articles  from  Hennessy' s  brandy.  There  was  a  very  marked  difference 
in  every  detail — amount  of  spirit,  specific  gravity,  quantity  of  ethers,  and  every- 
thing else.  40 

Gerald  Orehan  deposed  that  he  had  been  employed  by  the  Defendant  as  an 
assistant  from  26th  April  1900,  to  February  1901.  His  duty  was  partly 
bottling,  and  partly  attending  in  the  bar.  When  bottling  he  was  under  the 
direction  of  Hannigan,  the  cellarman.  He  had  frequently  bottled  brandy  from 
casks.  He  had  put  brandy  from  a  cask  marked  "  Australian  Brandy  "  into  bottles  45 
bearing  Hennessy's  label — into  bottles  like  this  (i.e.  the  bottle  purchased  by 
Figgis  and  Rogan).  There  were  three  of  Hennessy's  bottles  kept  in  the  bar, 
and  they  were  refilled  frequently,  and  the  contents  sold  as  Hennessy's  brandy 
to  persons  who  came  in  and  asked  for  a  drink,  but  not  to  persons  who  bought 
brandy  by  the  bottle.  It  was  sold  as  "  Hennessy's  Three-Star  Brandy."  Cross-  50 
examined. — Witness  was  junior  assistant.  He  was  not  dismissed,  he  left  at  his 
own  request.  He  had  words  with  Mr.  Neary.  He  had  not  stayed  out  at  night 
without  leave,  he  got  leave  from  the  foreman  ;  but  Neary  spoke  to  him  about 
it.  He  left  his  situation  when  Neary  rebuked  him.  He  did  not  threaten 
Neary,  or  say,  "  You  will  be  sorry  for  this,"  or  "  You  will  pay  for  this,"  or  "  It  55 
"  will  be  worse  for  you."    He  sold  the  stuff  at  the  counter  as  "  Hennessy's 
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"  Three-Star  Brandy."  A  good  deal  of  it  was  sold  at  the  counter.  He  knew  it 
was  a  fraud,  but  he  never  objected  to  it.  Messrs.  Hennessy  had  offered  a 
reward  of  10CW.  to  any  person  giving  information.  It  was  not  the  reward  that 
made  him  give  the  information.  Re-examined. — When  he  was  leaving,  Neary 
5  gave  him  a  discharge  stating  him  to  be  honest,  sober,  and  reliable. 
This  closed  the  Plaintiffs'  case. 

Matheson,  K.C.,  in  stating  the  case  for  the  Defendant,  said  he  was  a 
respectable  trader,  and  was  caterer  for  most  of  the  big  races.  Neary  and  every- 
one in  his  employment  would  be  examined,  and  would  show  that  the  Plaintiffs' 

10  case  was  without  foundation.  QreharCs  evidence  was  that  of  an  informer,  given 
under  a  powerful  inducement,  namely,  the  offer  of  100Z.,  which,  to  a  person  in 
his  position,  was  a  large  bribe.  He  had  been  in  the  Defendant's  employment, 
and  left  upon  being  reprimanded  for  staying  out  at  night,  and  when  leaving  he 
said  to  Neary,  "  You  will  be  sorry  for  this."    His  evidence  was  an  infamous  lie, 

15  invented  under  the  influence  of  the  100/.  reward,  which  he  would  only  get  if 
the  Plaintiffs  succeeded  in  this  case.  With  regard  to  the  analyses  which  had 
been  deposed  to,  it  would  be  very  unsafe  for  the  Court  to  decide  the  case  upon 
such  evidence.  There  appeared  to  be  considerable  differences  between  the 
results  of  Sir  Charles  Cameron's  and  Professor  Adeney's  examinations.    The 

20  comparison  made  between  the  brandy  sold  by  the  Defendant  and  that  purchased 
at  Smyth's  was  not  a  fair  one.  The  two  were  not  bought  at  the  same  place. 
The  Court  should  be  satisfied  that  the  expert  test  was  thorough  and  fair  ;  and 
he  submitted  that  it  was  not  thorough  and  fair  to  compare  the  brandy  sold  by 
the  Defendant  with  brandy  sold  at  a  different  place,  which  might  be  of  a 

25  different  age,  vintage,  and  growth.  The  Defendant  sold  various  brandies — 
Hennessy' sy  MarteWs,  and  others,  but  he  was  careful  never  to  sell  the  brandy  of 
one  maker  as  the  manufacture  of  another. 

The  Defendant,  ThomasNeary,  was  examined,  and  deposed  that  he  had  been 
in  business  since  1878.     He  did  not  himself  sell  behind  the  counter.     He  sold 

30  Hennessy's  and  MartelVs  brandies,  also  other  brandies,  which  he  bought  in 
casks,  and  which  were  bottled  and  sold  on  the  premises.  There  were  generally 
four  or  five  bottles  of  brandy  kept  behind  the  counter — one  of  Hennessy's,  one 
of  MartelVSy  another  labelled  in  ink  "  Fine  Old  Liqueur  Brandy,"  and  another 
44  Fine  Old  Brandy."    The  two  latter  were  bottled  on  the  premises.    He  had  never 

35  told  his  assistants  to  put  other  brandy  into  Hennessy's  bottles.  His  instructions 
were  the  contrary.  Previous  to  the  receipt  of  Kennedy  and  Figgis*  letter  he 
had  never  heard  of  such  a  thing  being  done  in  his  establishment.  GreharCs 
evidence  was  untrue  ;  he  had  discharged  him  for  staying  out  all  night  without 
leave  ;  and  Crehan  when  leaving  said,  **  You  will  be  sorry  for  this."     Cross- 

40  examined. — (Q.)  "  What  is  your  explanation  about  this  brandy  that  we  say  was 
44  spurious — do  you  say  it  was  Hennessy's  brandy  ?  " — (A.)  "  I  believe  it  was. 
(Q.)  44  Do  you  say  it  was  brandy  taken  from  one  of  Hennessy's  fresh  bottles  ? 
(A.)  <4No,  not  from  a  fresh  bottle,  but  one  from  which  the  capsule  was 
44  removed."     (Q.)   44  How  do  you  explain  the  quality   being  different  ?  " — 

45  (A.)  u  If  it  was  different  it  is  a  mystery  to  me.  When  I  got  the  letter  from  the 
44  Plaintiffs'  solicitors,  I  asked  my  assistants  if  they  knew  anything  about  it : 
44  they  all  said  they  knew  nothing  about  it,  and  that  they  never  sold  other 
44  brandy  as  Hennessy's.  I  believe  if  Mr.  Figgis  asked  for  4  Hennessy's  Three- 
44  4  Star  Brandy,'  that  he  got 4  Hennessy's  Three  Star.'    If  a  bottle  of  Hennessy's 

50  44  brandy  was  finished  in  the  shop,  a  fresh  one  would  be  uncorked  before  it  was 
44  asked  for,  so  as  to  have  it  ready." 

James  Rogers,  assistant  to  Defendant  since  March  1899,  deposed  that  he  was 
in  the  establishment  during  the  whole  of  March  1901.  He  had  heard  the 
evidence  of  Figgis  and  Rogan.    He  did  not  sell  either  of  them  any  brandy. 

55  He  never  knew  of  brandy  other  thar  Hennessy's  being  put  into  Hennessy's 
bottles.    They  might  sell  about  three  or  four  bottles  of  Hennessy's  brandy 
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across  the  counter  in  a  week.  Cfoss-examined. — He  did  not  remember  Figgis 
or  Rogan  being  in  the  Defendant's  establishment  in  March  1901.  He  certainly 
did  not  sell  them  any  brandy. 

John  Shortal  deposed  that  he  was  manager  of  the  Defendant's  business  since 
July  1900.    There  were  two  other  assistants,  Rogers  and  O'DonneU,  and  there  5 
were  three  men  employed  in  the  cellar.     Qrehan  was  junior  hand.    Hennessy  s 
and  MartelVs  brandies  came  in  bottles  in  cases,  and  the  other  brandies  in  casks. 
They  always  kept  a  bottle  of  each  kind  opened  for  sale  ;  and  when  a  bottle  was 
finished  a  new  one  was  opened,  the  capsule  taken  off,  and  the  cork  drawn. 
Witness  never  filled  any  of  Hennessy's  bottles  with  other  brandy.    Defendant  10 
had  never  instructed  him  to  do  so.    He  had  never  heard  of  Hennessy's  bottles 
being  filled  from  the  casks  in  the  store-room.    He  never  gave  anyone  instruc- 
tions to  do  so.    He  never,  either  directly  or  indirectly,  instructed  Qrehan  to  do 
so;  and  never  heard  that  he  did.    There  was  no    foundation  for  Grehans 
statement  that  three  bottles  bearing  Hennessy' s  label  were  kept  open  at  the  same  15 
time  in  the  bar.    There  was  never  more  than  one  kept  open  at  a  time.    Witness  did 
not  remember  ever  seeing  Figgis  or  Rogan  at  the  bar,  he  had  no  recollection  of 
two  persons  coming  in  March  and  getting  two  glasses  of  Hennessy's  brandy, 
and  then  taking  the  bottle  with  them.     If  the  bottle  purchased  by  Figgis 
was  labelled  "  Hennessy's  Brandy,"  it  was  Hennessy's  brandy  that  was  in  it.  20 
Cross-examined. — He  would  rarely  sell  half-a-dozen  bottjes  in  a  day  ;    but 
occasionally  one  or  two  dozen  would  be  sold  on  one  order.    The  brandy  was 
chiefly  got  from  Waiters  and  from  Miller.    When  our  stock  would  run  down 
to  about  half-a-dozen  bottles  a  new  supply  was  ordered.    On  1st  March,  1901, 
we  got  a  case  of  Hennessy's  brandy  from  Watters.    I  could  not  Bay  how  much  25 
we  had  then  in  stock.    (Q.)  "  Had  vou  bought  any  of  Hennessys's  brandy  for 
"two    years    before    that?"— (A.)   "Yes;   I  bought  it  myself."    Asked  to 
produce  the  entries  of  the  purchases  of  Hennessy's  brandy,  witness  said  no 
entries  were  kept ;  there  was  no  entry  of  it  in  the  stock-book.    He  swore  he 
had  bought  Hennessy's  brandy  at  Falkner's  and   at    Burke's.    Could    not  30 
remember  the  dates.    The  purchases  might  have  been  entered  in  the  books,  but 
if  so  they  would  be  simply  entered  as  "goods."     (Q.)  "You  observe  that  the 
"  label  on  the  bottle  purchased  by  Figgis  is  soiled,  and  that  the  bottle  had 
"  been  evidently  some  time  in  use  ;  if  it  was  one  of  those  you  had  purchased 
"  from   Watters  on  the  1st  March,  would  it  not  be  a  spick  and  span  new  bottle,  35 
"  with  a  clean  label,  and  not  soiled  like  that  ?  "—(A.)  "  Of  course  it  would. 

Patrick  J.  Hannigan,  cellarman  in  the  employment  of  Defendant  for  11  years, 
deposed  that  he  washed  all  empty  bottles  daily  when  taken  down  from  the 
shop.  The  labels  came  off  in  washing.  Witness  never  filled  brandy  bottles  for 
the  shop.  That  was  done  by  the  assistants.  Qrehan  might  have  filled  bottles  40 
for  the  shop.  Witness  never  gave  him  orders  to  fill  bottles  bearing  Hennessy  s 
label  with  other  brandy.  Witness  himself  never  did  so,  and  never  told  any 
one  to  do  so.  Never  knew  bottles  bearing  Hennessy's  labels  to  be  in  the  spirit 


room. 


Michael  O'Donnell,  shop  assistant  of  Defendant,  deposed  that  he  had  never  45 
sold  as  Hennesstfs,  brandy  that  was  not  of  their  manufacture.    He  had  never 
filled  any  of  Hennessy *s  bottles,  but  he  had  filled  other  bottles,  not  Hennessy  s, 
with  brandy  from  casks.    There  was  one  cask  marked  "  Australian  Brandy.    ^ 

Figgis,  recalled,  stated  that  at  the  time  he  purchased  the  bottle  in  Neary  s 
shop  the  label  had  the  same  dirty  appearance  as  at  present.  ^  w 

After  hearing  Counsel  on  behalf  of  the  Defendant  and  the  Plaintiff, 

Chatterton,  V.-C— This  case  is  one  of  a  grave  and  serious  nature,  and 
deserved  to  be  thoroughly  investigated.     I  regard  it  as  one  of  those  cases  which 
have  come  into  the  Court,  from  time  to  time,  where  parties  make  improper  use 
of  the  Trade  Mark  or  trade  name  of  a  person,  by  way  of  representation  that  the  00 
goods  sold  are  of  his  manufacture,  thus  committing  a  fraud,  not  only  on 
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the  manufacturer,  but  on  the  public  who  purchase  the  goods.  Now,  in  this 
case  the  two  gentlemen  who  purchased  this  brandy  acted  with  considerable 
skill  and  judgment  in  the  way  they  proceeded.  They  went  to  the  Defendant's 
place  of  business,  representing  themselves  as  ordinary  customers  who  wanted 
5  to  get  a  drink,  and  asked  the  attendant  in  the  shop  for  two  glasses  of 
44  Hennessy's  Three-Star  Brandy."  I  have  not  the  least  doubt  on  my  mind  that 
they  expressly  and  distinctly  asked  for  that.  The  assistant  went  to  a  bottle 
that  was  standing  behind  the  counter,  and  filled  them  out  two  glasses  of 
brandy.      They    then    called    for    a    bottle    of    soda  water,    and  while  the 

10  assistant  was  getting  it,  they  poured  one  of  the  glasses  of  brandy 
into  a  small  bottle  which  they  had  brought  with  them,  divided 
the  othor  'glass  between  them,  added  the  soda  water  to  it,  and  drank  it. 
While  drinking  it  they  got  a  railway  time  table,  and  pretended  that 
they  were  going  on  a  journey  ;  that  they  wished  to  purchase  the  remainder  of 

15  the  brandy  that  was  in  the  bottle  to  take  with  them,  and  asked  the  assistant  to 
sell  it  to  them.  There  appears  to  have  been  some  reluctance  on  the  part  of  the 
assistant  to  do  so.  He  offered  to  give  them  brandy  out  of  another  bottle,  there 
being  several  bottles  on  the  shelf,  but  they  insisted  on  getting  the  bottle  from 
which  they  had  already  been  supplied,  and  accordingly  they  got  that  bottle, 

20  with  the  remainder  of  the  brandy  that  it  contained,  paid  for  it,  and  left  the 
shop.  They  then  went  to  Messrs.  Smyth,  wine  merchants,  purchased  a  bottle 
of  Hennessy's  genuine  brandy,  and  took  it,  together  with  the  bottle  they  had 
purchased  from  the  Defendant,  and  also  the  glass  of  brandy  which  had  been 
supplied  to  them  as  "  Hennessy's  Three-Star  Brandy,"  to  Sir  Charles  Cameron 

25  for  analysis.  Having  made  an  analysis,  Sir  Charles  Cameron  came  to  the 
conclusion  without  any  hesitation  that  the  brandy  supplied  by  the  Defendant 
was  not  of  the  same  quality  as  that  in  the  genuine  bottle.  Again,  they  were 
submitted  to  Professor  Adeney,  and  he  swears  they  were  not  the  same  brandies ; 
and  though  there  were  some  decimals  in  which  his  analysis  differed  from  that 

30  of  Sir  Charles  Cameron,  they  were  both  able  to  state,  as  the  result  of  their 
analysis,  that  the  brandy  supplied  by  the  Defendant  was  not  the  genuine 
brandy.  The  only  matter  I  have  to  decide  is  whether  the  brandy  sold  by  the 
Defendant  was  "  Hennessy's  Three-Star  Brandy,"  and  both  those  gentlemen 
are  of  opinion  that  it  was  not.    On  behalf  of  the  Defendant  it  was  contended 

35  that  there  was  some  difference  between  the  results  of  the  two  analyses,  and  it  is 
true  that  there  was  ;  but  both  the  experts  came  to  the  conclusion  that  it  was 
not  "  Hennessy's  Three-Star  Brandy."  I  had  also  the  evidence  of  Dr.  Paul,  a 
gentleman  of  considerable  eminence,  who  deposed  that  the  brandy  supplied  was 
not  the  same  as  "  Hennessy's  Three-Star  Brandy,"  either  in  specific  gravity, 

40  aroma,  colour,  or  flavour.  The  first  question  is  :  Did  the  Defendant — not  by 
himself,  but  by  his  servants,  for  #vhom  he  is  responsible — sell  to  Mr.  Figgis 
two  glasses  of  brandy,  and  subsequently  the  residue  of  the  bottle,  as  4i  Hennessy's 
44  Three-Star  Brandy  "  ?  -  I  have  not  the  slightest  doubt  that  he  did.  Mr.  Figgis 
and  Mr.  Rogan  both  swear  that  they  asked  for  "  Hennessy's  Three-Star  Brandy  " ; 

45  and  the  bottle  has  been  produced,  and  bears  upon  it  one  of  the  Plaintiffs'  labels. 
Secondly  :  Was  the  brandy  so  sold  44  Hennessy's  Three-Star  Brandy  "  ?  I  am 
of  opinion  that  it  was  not ;  and  that  therefore  there  was  a  false  representation 
on  the  part  of  the  Defendant.  There  is  also  the  evidence  of  the  witness  Orehan, 
who  had  been  in  the  employment  of  the  Defendant  as  an  assistant.    He  has 

50  stated  how  the  thing  was  done  ;  that  other  brandy,  called  "  Australian  Brandy," 
was  kept  in  a  cask,  and  was  put  into  Hennessy's  bottles  and  sold  as  Hennessy's. 
If  his  evidence  is  true  it  puts  the  case  beyond  ail  doubt ;  but  his  testimony  is 
open  to  grave  observation,  because  he  left  the  Defendant's  employment  under 
circumstances  which,  as  represented,  were  not  creditable  ;  and  it  is  alleged  that 

55  he  told  the  Defendant  that  he  would  be  sorry  for  dismissing  him,  and  also  that 
he  gave  the  information  in  the  hope  of  getting  a  reward.    Though  I  cannot 
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disregard  his  testimony  altogether,  I  should  be  sorry  to  have  to  decide  the  case 
simply  on  the  evidence  of  that  witness.  I  would  feel  considerable  hesitation 
in  acting  upon  his  evidence  if  uncorroborated.  I  decide  the  case  independently 
of  his  evidence.  I  hold  that  the  Defendant  supplied,  as  Hennessy's  brandy, 
brandy  not  of  Hennessy's  manufacture,  and  there  must  be  an  injunction  with  ;3 
costs. 


In  the  High  Court  op  Justice. — Chancery  Division. 


Before  Mr.  Justice  Byrne. 


August  9th  and  November  6th  and  7th,  1901. 


In  the  Matter  of  the  Trade  Marks  of  Suter,  Hartmann,  and    io 

Raht jen's  Composition  Company,  Ld. 


Trade  Marks  registered  for  the  whole  of  a  class. — Rectification  of  Register  by 
limiting  the  Trade  Marks  to  certain  goods. 

m 
The  S.  H.  and  R.  C.  Co.,  Ld.,  were  owners  of  two  Trade  Marks,  registered  for 

the  whole  of  Class  /,  consisting  of  an  open  hand.    On  a  motion  by  L.,  who  had  15 

been  refused  registration  of  a  mark  for  certain  goods  in  Class  1,  also  consisting 

of  an  open  hand,  the  registered  Trade  Marks  were  limited  to  the  goods  for  which 

they  were  actually  used  by  the  S.  H.  and  R.  C.  Co.,  Ld. 

Edwards  v.  Dennis  (L.R.  80  Ch.  D.  454)  commented  on  and  followed. 

This  was  a  motion  by  Arnold  Leiner,  trading  as  Philip  Leiner  A  Sons,  under  20 
section  90  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  to  rectify  the 
Register  of  Trade  Marks  by  limiting  the  registration  of  two  Trade  Marks 
belonging  to  Suter,  Hartmann,  and  Rahtjen's  Composition  Company,  Ld., 
and. registered  for  the  whole  of  Class  1,  to  anti-fouling  compositions  for  ships' 
bottoms  or  by  excluding  glue  and  gelatine.  25 
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Composition  Company ',  Ld. 

On  the  27th  of  April  1883  the  Respondents,  or  their  predecessors  in  title, 

applied  for  and  obtained    registration    of    a  mark  (No.  32,194),  consisting 

mainly    of    an    open,  hand,  in  Class  1  for  "Chemical  substances  used  in 

"  manufactures,  photography,  and  philosophical  research,  anti-corrosives,  and 

5  "  anti-foulers." 

On  the  18th  of  December  1890  the  Respondents  applied  for  and  obtained 

registration  of  another  mark  (No.  152,830),  which  consisted  solely  of  an  open 

hand,  in  Class  1  for  "  Chemical  substances  used  in  manufactures,  photography, 

"  and    philosophical    research,    anti-corrosives,    and    anti-foulers,    including 

10  "  compositions  for  ships'  bottoms." 

On  the  7th  of  May  1901  the  Applicant  applied  for  registration  of  a  mark, 
consisting  of  an  open  hand,  for  "Glue  and  gelatine  "  in  Class  1.  The  Comptroller- 
General  refused  to  register  such  mark  owing  to  its  similarity  to  the  two  marks 
of  the  Respondents,  above  mentioned,  without  the  consent  of  the  Respondents. 
15  On  the  refusal  of  such  consent  by  the  Respondents,  the  Applicant  gave  notice  of 
a  motion  to  limit  the  Respondents9  marks  to  anti-fouling  compositions  for 
ships'  bottoms,  or  to  exclude  from  them  glue  and  gelatine. 

The  motion  was  brought  on  upon  the  9th  of  August  1901,  when  Mr.  Justice 
Byrne  directed  that  it  should  go  into  the  witness  list  on  the  affidavits  then 
20  filed,  subject  to  cross-examination,  and  with  leave  to  supplement  the  affidavits 
by  oral  evidence. 

The  motion  came  on  for  hearing  on  the  6th  and  7th  November  1901. 

Levett,  K.C.,  and  Sebastian  (instructed  by  Lionel  E.  Toivnroe)  appeared  for 
the  Applicant ;  T.  Terrell,  K.C.,  and  Rotliery  (instructed  by  Payne  andLattey) 
25  appeared  for  the  Respondents. 

The  effect  of  the  evidence  contained  in  the  affidavits  and  given  orally  will  be 
found  in  the  judgment  of  the  learned  Judge. 

The  following  cases  were  referred  to  in  the  course  of  the  arguments  (which 

sufficiently  appear  from  the  judgment)  : — Edwards  v.  Dennis  (L.R.  30  Ch.  D. 

30  454) ;  Hargreaves  v.  Freeman  (8  R.P.C.  237  :  L.R.  (1891)  3  Ch.  39)  ;  In  re 

J.  Batt  A  Co:s  Trade  Marks  (15  R.P.C.  262  and  534 ;  16  R.P.C.  4J 1 ;  L.R. 

(1898)  2  Ch.  432 ;  (1899)  A.O.  428) ;  In  re  the  Australian  Wine  Importers 

(6  R.P.C.  311 ;  L.R.  41  Ch.  D.  278)  ;  and  Saxlehner  v.  Apollinaris  Company 

(14  R.P.C.  645  ;  L.R.  (1897)  1  Ch.  893). 

35       Byrnb,  <7. — This  is  a  motion  on  behalf  of  Arnold  Leiner,  trading  as  Philip 

Leiner  A  Sons,  under  section  90  of  the  Patents,  Designs,  and  Trade  Marks 

Acts,  1883    to    1888,    to  vary  entrieB  in  the  Register  of  two  Trade  Marks 

(Nos.  32,194  and  152,830),  by  limiting  them  to  Anti-fouling  compositions  for 

ships'  bottoms,  or  by  excluding  from  them  glue  and  gelatine. 

40      The  Applicant  carries  on  business  as  a  manufacturer  of  glue  and  gelatine, 

and  on  the  7th  of  May  last  he  applied  to  register  a  Trade  Mark,  consisting  of 

the  representation  of  an  open  hand,  in  respect  of  glue  and  gelatine,  but  the 

Comptroller-General  declined  to  proceed  with  such  registration  on  account  of 

the  two  Trade  Marks,  before  referred  to,  being  already  upon  the  Register  for  the 

45  goods    in  Class  1,  without  the  consent  of  the  Respondents,  the  registered 

proprietors.    This  consent  has  been  refused,  hence  the  present  motion.    The 

first  of  the  two  marks  (No.  32,194),  application  for  which  bears  date  the  27th  of 

April  1883,  consists  of  the  representation  of  an  open  hand,  with  the  words 

above  *4  Genuine  Composition,"  the  words  "  Trade  Mark "  at  the    side,    and 

50  "  Hartmann's  Manufacture,"  below.    The  description  of  goods  in  Class  1,  for 

which  it  is  registered,  is  "  Chemical  substances  used  in  manufactures,  photo- 

"  graphy,  and  philosophical  research,  anti-corrosives  and  anti-foulers." 

The  other  mark  (No.  152,830),  application  for  which  bears  date  the  18th  of 

December  1890,  consists  simply  of  the  representation  of  an  open  hand,  and  the 

,55  description  of  goods  in  Class  1,  is  "  Chemical  substances  used  in  manufacture*, 
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"  photography,  and    philosophical   research,  anti-corrosives  and  anti-foulers, 
".  including  compositions  for  ships'  bottoms." 

The  Applicant  manufactures  and  sells  glue  and  gelatine  only,  and  his 
principal,  and  practically  his  only,  customers  are  paper  manufacturers  and  con- 
fectioners. The  main  business  of  the  Respondents  is  and  has  been,  undoubtedly,  5 
the  manufacture  and  sale  of  anti-corrosive  and  anti-fouiing  compositions  for 
the  protection  of  ships9  bottoms  and  other  surfaces,  but  they  have  also  manu- 
factured and  sold  paints  for  protection  of  metal,  plaster,  wood,  and  other 
surfaces,  and  varnishes  and  cements  used  for  filling  up  holes. 

I  have  taken  the  description  of  articles  so  manufactured  and  dealt  in  by  the  10 
Respondents  from  the  affidavit  of  their  managing  director.  Glue  and  gelatine 
are  not  now  and  have  never  been  used  in  any  of  the  Respondents9  manufactures, 
but  it  is  suggested  that  those  materials  may,  perhaps,  hereafter  be  advantageously 
used  by  them  as  an  ingredient  of  goods  of  a  similar  nature  to  their  present 
products  ;  and  some  evidence  was  adduced  intended  to  show  this.  I  cannot  say  15 
it  is  impossible,  though  I  do  not  think  it  very  likely  that  this  may  be  the  case  ; 
and  there  is  certainly  no  proof  of  more  than  a  possibility  that  at  some  future 
date  they  may  desire  to  make  use  of  glue  or  gelatine  for  the  purposes  of  their 
manufactures  or  some  of  them. 

The  Respondents'  Counsel  do  not  dispute  the  right  of  the  Applicant  to  have  20 
the  obstacle  to  proceeding  with  his  application  removed,  in  accordance  with  the 
principle  of  the  decision  in  Edwards  v.  Dennis,  and  Hargreaves  v.  Freeman, 
unless  as  they  say  upon  the  evidence  it  appears  that  the  goods  or  description 
of  goods,  in  respect  of  which  the  Applicant  is  desirous  of  registering,  are  of  the 
same  description  as  the  goods  in  respect  of  which  the  Respondents  ought  to  be  25 
upon  the  Register,  and  section  72,  subsections  1  and  2  of  the  Act,  and  the  case 
of  the  Australian  Wine  Importers,  Ld.,  were  referred  to  in  support  of  their 
contention.  I  think  the  argument  may  be  fairly  put  thus  : — The*  Applicant  is 
aggrieved  because  he  cannot  proceed  with  his  registration  owing  to  the  presence 
of  the  marks  in  question  upon  the  Register,  but  if  it  can  be  shown  that  his  mark  30 
would  not  be  put  on  the  Register,  owing  to  its  being  calculated  to  deceive  as 
resembling  a  mark  already  on  the  Register  (treating  the:  latter  as  properly 
confined)  his  application  ought  to  be  refused.  I  need  not  decide  whether  or 
not  this  way  of  presenting  the  case  (there  being  no  application  to  register  now 
before  me)  is  a  sound  one,  and  I  content  myself  with  saying  that  I  am  not  35 
satisfied  that  it  is,  because  upon  the  evidence  I  have  come  to  the  conclusion 
that  the  Applicant's  mark,  though  identical  with  one  and  closely  resembling  the 
other  of  the  Respondents'  marks,  would  not  if  registered  be  calculated  to 
deceive,  because  it  would  not  be  on  the  Register  with  respect  to  the  goods 
or  descriptions  of  goods  for  which  the  Respondents  ought  to  be  registered.  '40 

Glue  and  gelatine  are  not  articles  which  are  or  ever  have  been  manufactured 
or  sold  by  the  Respondents,  nor  are  nor  have  they  ever  been  ingredients  of 
any  such  articles.  The  nature  of  the  respective  businesses  and  trades  of  the 
Applicant  and  Respondents  are  quite  distinct,  and  I  see  no  reason  to  suppose 
that  the  registration  of  the  mark  for  which  the  Applicant  has  applied,  limited  '45 
as  he  proposes  to  limit  it,  would  be  calculated  to  deceive.  The  case  relied  on 
was  a  case  in  which,  having  regard  to  the  subject  matter  for  which  registration 
was  sought,  the  subject  matter  of  the  goods  sold  by  the  owners  of  the  previously 
registered  mark,  and  the  natnre  of  the  respective  businesses, '  there  was  a 
likelihood  of  deception  from  the  resemblance,  but  in  the  present  case  I  come  to  50 
a  contrary  conclusion  on  the  facts. 

I  think  the  Applicants  are  entitled  to  an  Order,  but  the  form  of  Order  requires 
some  consideration.  I  gather  that  the  Court  of  Appeal  in  Edwards  v.  Dennis 
were  of  opinion  that  it  is  not  a  right  form  of  Order  simply  to  exclude  the 
articles  in  respect  of  which  the  Applicant  for  registration  iB  interested,  but  to  55 
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amend  bo  as  to  confine  the  entry  to  the  goods  in  respect  of  which  the  registered 
mark  had  been  used,  so  as  to  avoid,  as  far  as  possible,  farther  applications  to 
limit.  This  seems  to  be  in  the  interest  alike  of  the  owner  of  the  prior  Trade 
Mark  and  of  the  public.  In  Edwards  v.  Dennis  the  matter  was  comparatively 
5  simple,  but  in  the  present  case  as  to  the  mark  later  in  date,  I  do  not  think  that 
I  ought,  unless  at  the  instance  of  the  Respondents,  to  limit  it  otherwise  than  in 
accordance  with  their  own  evidence,  following  as  nearly  as  may  be  the  words 
of  the  affidavit  of  their  director.  As  to  the  earlier  mark,  I  think  it  was  meant 
and  intended  only  to  apply  to  composition,  bo  that  the  limit  should  be  accord- 

10  ingly  more  stringent.  Subject  to  any  modification  which  may  be  suggested, 
I  propose  to  order  the  entry  of  the  later  mark  to  be  confined  to  "  Anti-corrosive 
"  and  anti-fouling  compositions  for  the  protection  of  ships9  bottoms  and  other 
"  surfaces,  paints  for  the  protection  of  metal,  plaster,  wood,  and  other  surfaces  ; 
"  and  varnishes  and  cements  used  for  filling  up  holes." 

15  I  pause  for  a  moment  to  say  that  as  against  the  public  upon  their  own 
evidence  they  have  used  this  mark  in  respect  of  these  particular  matters, 
therefore  it  at  least  ought  to  be  confined  to  them. 

Then,  with  reference  to  the  other  mark,  as  I  understand,  it  is  part  of  the 
Respondents9  case  that  it  was  intended  to  apply  to  compositions,  and  it  would 

20  appear  therefore  that  that  should  be  confined  to  compositions  being  anti- 
corrosives  and  anti-foulers.  If  the  Respondents  in  their  own  interest  desire  to 
limit  it  still  further,  I  will  hear  what  they  have  to  say.  I  have  done  the  best 
I  can  with  the  assistance  I  have  had. 

Some  discussion  then  took  place  as  to  the  form  of  the  Order,  which  was 
25  ultimately  passed  and  entered  in  the  form  stated  below. 

The  costs  of  the  application  were  given  to  the  Applicant,  and  a  stay  of 
execution  was  refused. 

The  Order  made  was  (omitting  formal  parts)  as  follows  : — "  This  Court  doth 
"  Order  that  the  Register  of  Trade  Marks  be  rectified  by  limiting  the  Trade 
30  "  Mark  No.  32,194  to  *  Anti-corrosive  and  anti-fouling  compositions,'  and 
44  by  limiting  the  Trade  Mark  No.  152,830  to  'Anti-corrosive  and  anti-fouling 
"  '  compositions  for  the  protection  of  ships'  bottoms  and  other  surfaces,  and 
"  paints  for  the  protection  of  metal,  plaster,  wood,  and  all  other  surfaces,  and 
"  varnishes  as  included  in  Class  1,  and  cements  used  for  filling  up  holes  or  pits 
or  making  level  uneven  surfaces,  being  in  the  nature  of  anti-corrosives 
"  included  in  Class  1.'  And  it  is  ordered  that  due  notice  of  this  Order  be  given 
"  to  the  said  Comptroller-General  by  serving  an  office  copy  of  this  Order  upon 
"  the  said  Comptroller,  or  by  leaving  the  same  with  a  clerk  at  the  office  of  the 
"  said  Comptroller,  Trade  Marks  Branch.  And  it  is  ordered  that  the  said 
40  "  Suter,  Hartmann,  and  Rahtjen's  Composition  Company,  Ld.,  do  pay  unto 
"  the  said  Arnold  Leiner  his  costs  of  the  said  motion,  to  be  taxed  by  the 
w  Taxing  Master.1 


35 
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vorm.  Cudell  &  Go. 


In  the  Court  op  Appeal. 


Before  The  Master  op  the  Rolls  and  Lords  Justices  Romer 

and  Mathew. 


January  13th,  1902. 


Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Actien  Gesellschapt  pCr  5 

Motor,  &c,  vorm.  Cudell  &  Co. 


Patent. — Action  far  infringement. — Foreign  Corporation. — Carrying  on 
business  within  the  jurisdiction. — Application  to  set  aside  jtroceedings  and 
service  dismissed. — Appeal  dismissed. — Order  9,  r.  8. 

The  Defendants,  a  foreign  Corporation,  exhibited  motor  cars  at  an  exhibition  \Q 
of  the  National  Cycle  SJww  in  England,  having  a  stand  but  no  office  there. 
The  stand  was  in  charge  of  a  person  who  was  exclusively  in  the  employ  of  the 
Defendants  for  tlte  purpose  of  explaining  and  pushing  the  sale  of  their  motor 
cars,  and  it  bore  tJieir  name.     The  Plaintiffs,  who  alleged  that  certain  tyres  on 
motor  cars  of  the  Defendants  at  the  show  infringed  their  Letters  Patent,  15 
commenced  an  action  against  the  Defendants,  and  served  Die  writ  on  a  person 
whom  they  found  in  charge  of  the  stand,  and  whom  the  Defendants  alleged  to 
be  merely  a  clerk.    The  Defendants  applied  to  set  aside  the  proceedings  on  the 
ground  that  they  were  at  the  time  of  issue  and  service  of  the  writ  a  foreign 
Corporation  resident  out  of  the  jurisdiction.     The  Master,  and  subsequently  the  20 
Judge,  refused  the  application,  and  the  Defendants  appealed.    Before  the  Judge 
and  the  Court  of  Appeal  they  ashed  leave  to  amend  by  adding  an  application 
to  set  aside  the  service  as  invalid  on  the  ground  thai  the  wrong  person  was 
served. 

Held,  that  the  Defendants  were  at  the  time  of  service  carrying  on  business  25 
and  resident  within  the  jurisdiction.    The  appeal  WW  dismissed  with  costs, 
leave  to  amend  being  refused. 
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Dunlop  Pneumatic  Tyre  Company \  Ld.  v.  Actien  Qesellschaft  fur  Motor ;  <kc> 

vorm.  Gudell  A  Co. 

On  the  26th  of  November  1901  the  Dunlop  Pneumatic  Tyre  Company,  Ld. 
and  the  Pneumatic  Tyre  Company*  Ld.*  commenced  an  action  against  the 
Actien  Qesellschaft  filr  Motor  and  Motorfahrzeugbau  vorm.  Gudell  <k  Co.  for 
infringement  of  Bartletfs  Patent  (No.  16,783  of  1890),  claiming  an  injunction 
5  to  restrain  the  Defendants,  their  servants  and  agents,  from  manufacturing, 
selling,  offering  for  sale,  using  or  causing  to  be  used,  or  exhibiting  any  tyres 
for  vehicles  made  according  to  the  Patent,  and  from  importing  into  this  country 
any  such  tyres  from  abroad,  and  for  other  relief. 

On  the  3rd  of  December  1901  the  Defendants  took  out  a  summons  that  the 

10  writ  and  the  service  thereof  and  all  proceedings  in  the  action  should  be  set 
aside  on  the  ground  that  at  the  time  of  the  issue  and  the  service  of  the  writ  the 
Defendants  were  a  foreign  Corporation  resident  out  of  the  jurisdiction,  and  that 
the  costs  of  and  occasioned  by  that  application  might  be  taxed  and  paid  by  the 
Plaintiffs  to  the  Defendants. 

15  In  support  of  this  summons  an  affidavit  was  made  by  Robert  Struck,  which 
alleged  : — "  (1)  The  above-named  Defendants  are  a  foreign  Corporation,  regis- 
"  tered  under  German  law,  and  carrying  on  business  at  Aix-la-Chappelle  in 
"  Germany.  (2)  The  Defendants  have  not  now  and  have  never  had  any  office 
u  or  place  of  business  in  England.    They  have  during  the  recent  exhibition  at 

20  **  the  Crystal  Palace  only  had  a  stand  where  they  have  exhibited  some  of  their 
"  manufactures.  I  have  been  representing  the  Defendants  at  the  exhibition  at 
"  the  Crystal  Palace,  but  I  am  neither  secretary  or  director  of  the  Company,  my 
"  only  business  being  to  look  after  the  exhibits  and  to  push  the  sales  of  the 
u  Defendants9  manufactures.    The  only  other  person  in  England  in  the  employ 

25  "  of  the  Defendants  is  a  clerk  named  Muller*  whose  duties  are. entirely  to  look 
"  after  the  exhibits  and  to  answer  inquiries  when  I  happen  to  be  away.  (3)  I 
u  am  informed  by  the  said  Muller  and  verily  believe  that  the  writ  of  .summons, 
"  copy  injunction  and  copy  summons  in  this  matter  were  served  upon  him  at 
"  the  Crystal  Palace  on  the  evening  of  the  27th  of  November  1901.    At  the 

30  "  time  of  such  service  there  was  not  and  there  is  not  now  any  person  in  this 
"  country  who  has  authority  to  receive  or  accept  service  of  any  legal  proceedings 
"  on  behalf  of  the  Defendants." 

In  an  affidavit  on  behalf  of  the  Plaintiffs,  made  subsequently  to  the  hearing 
before  the  Master,  W.  Tees  stated  : — "  (2)  That  since  the  hearing  before  Master 

35  u  Day  of  the  Defendants'  summons  to  set  aside  the  proceedings  dated  the  3rd  of 
"  December  1901  I  have  made  inquiries  of  the  secretary  to  the  National  Show, 
"  Ld.*  and  I  am  informed  and  verily  believe  that  the  Defendants  themselves 
"  applied  for  and  were  granted  and  entered  into  an  agreement  with  the  National 
"  Cycle  Show*  Ld.*  to  rent  and  did  rent  and  paid  the  rental  of  the  said  stand 

40  "  they  occupied  at  the  National  Cycle  Show.  The  Defendants'  name  was  the  only 
"  name  upon  the  said  stand  when  I  visited  such  exhibition,  and  the  catalogue 
"  and  conditions  under  which  the  Defendants  rented  such  stand,  now  produced 
"  and  shown  to  me  marked  "  A,"  will  also  show  the  manner  in  which  the 
"  Defendants   advertised    their   goods    and    the    amounts  charged  for    such 

45  "  advertisements.  (3)  It  is  alBO  to  my  personal  knowledge  that  exhibitions  of 
"cycles  and  motor  vehicles  and  their  accessories  are  held  at  various  times 
"  during  the  year  in  the  principal  towns  in  the  United  Kingdom,  at  which 
"  exhibitions,  if  the  Defendants  are  not  restrained,  it  would  be  open  for  them 
"to  exhibit,  use,  sell,  and  offer  for  sale  infringing  articles  similar  to  those 

50  4<  complained  of  in  this  action."  And  H.  Doe  said  : — "  (4)  I  served  the  copies 
"  of  following  documents  in  this  action,  viz.  : — Writ  of  summons,  Order  of 
"  injunction,  and  a  summons  to  continue  such  injunction  until  the  trial  of  this 
u  action,  at  the  Crystal  Palace,  at  the  Defendants'  place  of  business  there,  on  the 
"  27th  of  November  1901,  upon  a  gentleman  who  gave  me  his  name  as  Mr. 

55  M  Mutter.    The  said  Mr.  Muller  was  the  only  person  in  oharge  of  the  Def  endant*' 
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"  place  of  business,  and  he  had  the  sole  management  of  same  at  the  time 
"  of  such  service.  When  I  first  arrived  at  the  stand  Mr.  Muller  was  explaining 
"  to  some  of  the  visitors  the  merits  of  the  articles  which  the  Defendants  were 
"  exhibiting  at  the  said  stand,  and  I  had  to  wait  until  he  was  disengaged." 

The  rules  and  regulations  of  the  show  provided  for  a  charge  per  square  foot  5 
for  motor  cars  and  for  offices  not  being  permitted  amongst  the  exhibits  ;  office 
spaces  could  be  allotted  to  exhibitors,  but  the  Defendants  had  no  office  at  the 
show,  which  lasted  from  the  22nd  to  the  30th  of  November  1901  inclusive. 

The  Master  refused  the  application,  and  the  Defendants  appealed.    The 
appeal  came  before  Channell,  J.,  on  the  13th  of  December  1901,  when  an  10 
Order  was  made  as  follows,  namely,  after  stating  that  the  Judge  did  not  think 
fit  to  make  any  Order  to  set  aside  Bervice  on  the  ground  asked  in  the  summons, 
and  held  that  the  foreign  Corporation  were  carrying  on  business  in  this  country, 
and  refused  to  amend  the  summons  by  adding  grounds  for  setting  aside  service 
that  Struck  and  not  Muller  was  the  proper  person  to  serve,  because  if  their  J  5 
objection  had  been  taken  distinctly  in  the  first  instance  Struck  might  have 
been  served.    Leave  to  appeal  was  given,  and  proceedings  were  stayed  pending 
appeal.    An  interim  injunction  which  had  been  granted  was  continued  to  the 
trial  ;  the  costs  of  the  application  to  be  Plaintiffs'  in  any  event.    The  Defen- 
dants appealed  from  this  decision,  and  asked  for  an  Order  according  to  their  20 
summons.    At  the  hearing  of  the  appeal  they  asked  for  leave  to  amend,  and  to 
ask  to  set  aside  the  service  on  Mailer  as  invalid. 

Danckwerts,  K.C.,  and  R.  H.  B.  Acland  (instructed  by  Greusemann  and 
Rouse)  appeared  for  the  Appellants  ;  Bray,  K.C.,  and  A.  J.  Walter  (instructed 
by  J.  B.  and  F.  Purchase)  appeared  for  the  Respondents.  25 

Danckwerts,  K.C.,  and  Acland  for  the  Appellants. — The  Defendants  were  not 
carrying  on  business  within  the  jurisdiction  so  as  to  be  resident  within  it ;  that 
is  the  test  laid  down  by  the  cases  in  reference  to  Order  IX.,  r.  8.  [ROMBR,  L.J. — 
Is  not  your  sole  point  that  the  time  was  short  ?]  No ;  but  there  must  be 
something  approaching  to  a  permanent  place  of  business  here.  [The  following  30 
cases  were  cited  : — Newby  v.  Van  Oppen  (L.R.  7  Q.B.  293)  ;  La  Bourgogne 
(L.R.  (1899)  P.  16)  ;  Hoggin  v.  Comptoir,  &c.  de  Paris  (L.R.  23  Q.B.D.  518)  ; 
The  Princess  Clementine  (L.R.  (1897)  P.  18);  Badcock  v.  Cumberland,  Ac, 
Company  (L.R.  (1893)  1  Ch.  362).]  [  Walter. — La  Bourgogne  is  reported  also  in 
L.R.  (1899)  A.C.  431.]  [The  Master  of  the  Rolls.— In  La  Bourgogne  the  35 
person  served  was  not  in  the  exclusive  employ  of  the  foreign  Corporation  ;  he 
himself  carried  on  a  business ;  the  difficulty  was  that  he  had  two  capacities.] 
The  cases  show  that  where  the  residence  has  been  held  to  be  sufficient  it  has 
been  of  a  permanent  nature  ;  in  the  present  case  there  was  no  intention  to  stay. 
Carrying  on  business  within  the  jurisdiction  at  a  fixed  place  is  not  the  test.  40 
The  whole  circumstances  must  be  looked  at  to  see  if  there  is  residence  within 
the  jurisdiction — e.g.,  the  time  during  which  the  business  was  carried  on,  the 
position  of  the  person  who  was  carrying  it  on,  and  the  nature  and  purpose  of 
the  business.  All  that  the  Defendants  had  in  this  case  was  permission  to  exhibit 
and  space  for  that  purpose  ;  the  persons  who  were  in  charge  were  there  to  45 
explain  the  exhibits  and  give  the  prices,  although  they  would  of  course  forward 
any  order  received.  The  Defendants  were  at  the  show  for  the  purpose  of 
exhibition  and  advertisement,  and  they  could  not  be  said  to  be  carrying  on 
their  business  in  this  country.  [Leave  to  amend  was  also  asked  for  as  above 
stated.]  50 

Counsel  for  the  Respondents  were  not  called  on. 

COLLINS,  M.R. — I  am  of  opinion  that  this  appeal  must  be  dismissed.  The 
application  was  made  on  behalf  of  the  Defendants  who  are  a  foreign  Company. 
They  hired  certain  premises*  at  the  Crystal  Palace  for  the  purpose  of  exhibiting 
their  wares.     They  are  apparently  vendors  of .  motor  cars;  on  the  wheels  of  55 
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these  cars  they  have  apparently  pneumatic  tyres ;  and  an  action  was  brought 
against  them  by  the  Plaintiffs,  the  Dunlop  Pneumatic  Tyre  Company,  in 
respect  of  an  alleged  infringement  of  a  Patent.  The  question  is  whether  the 
foreign  Corporation  can  be  made  amenable  to  the  jurisdiction  of  these  Courts. 
5  Now,  two  points  were  raised  :  first  of  all,  that  the  Defendants,  being  a 
foreign  Corporation  were  ipso  facto  outside  the  jurisdiction  of  this  Court ;  andr 
secondly,  assuming  that  they  were  persons  who  could  be  brought  within  the 
jurisdiction,  that  the  service  had  not  been  effected  upon  the  proper  person. 
But  the  ground  on  which  the  application  was  made  and  formulated  in  their 

10  summons  was  "that  the  writ  of  summons  and  the  service  thereof,  and  all 
44  proceedings  in  this  action  may  be  set  aside  on  the  ground  that  at  the  time 
44  of  the  service  of  such  writ  of  summons,  the  Defendants  were  a  foreign  Corpo- 
44  ration  resident  out  of  the  jurisdiction  of  the  Court."  There  was  no  point  taken 
in  the  summons  as  to  the  defect  by  reason  of  such  service,  as  was  effected,  being 

15  effected  upon  a  person  who  was  not  the  proper  officer.    The  matter  came  before 
Mr.  Justice  Channell,  and  he  made  an  Order  in  which  he  sets  out  his  grounds  as 
follows  : — 4i  The  Judge  did  not   think    fit  to  make  any  Order  to  set  aside 
service  on  the  ground  asked  in  the  summons,  and  held  that  the  foreign 
Corporation  were  carrying  on  business  in  this  country  and  refused  to  amend 

20  "  the  summons  by  adding  grounds  for  setting  aside  service,  that  Struck,  not 
44  Mutter,  was  the  proper  person  to  serve,  because,  if  their  objection  had  been 
44  taken  distinctly  in  the  first  instance,  Struck  might  have  been  served." 

Now,  as  I  have  already  said,  the  Defendants  hired  certain  premises  at  the 
Crystal  Palace  for  the  purpose  of  exhibiting  their  wares,  and  they  sent  over  a 

25  person  called  Struck,  who,  with  his  subordinate,  Miiller,  looked  after  their 
interests  at  that  Exhibition.  We  have  an  affidavit  from  Struck  himself,  in 
which  he  says,  that  his  business  was  to  look  after  the  exhibits  and  to  push  the- 
sale  of  the  Defendants*  manufactures.  That  was  Struck's  business,  and  in 
Struck*  8     absence     Miiller    apparently     did     the    same    thing.      The   writ 

30  was,  as  a  matter  of  fact,  served  upon  Miiller.  The  learned  Judge  has  refused, 
at  the  Defendants9  instance,  to  amend  the  summons  by  taking  the  point  that  the 
service  was  effected  on  the  wrong  person  for  the  grounds  that  I  have  read  ; 
and,  inasmuch  as  I  do  not  think  the  Defendants  would,  on  a  strict  construction 
of  the  summons  as  it  stood,  be  entitled  to  take  that  point  without  amendment, 

35  they  ask  us  now  to  do  what  Mr.  Justice  Ghannell  refused — to  amend,  in  order 
to  allow  them  to  take  the  point  that  in  no  event  was  Miiller,  or  could  Miiller 
have  been,  the  right  person  upon  whom  to  effect  the  service.  Now,  as  a  matter 
of  discretion  to  make  an  amendment  of  that  kind,  when  the  learned  Judge  has 
refused  it,  in  order  to  let  in  a  merely  technical  point,  where  the  facts  as  we 

40  have  now  ascertained  them  would  have  admitted,  in  my  judgment,  of  a 
perfectly  good  service  within  the  Rule — I  think  to  exercise  our  discretion  by 
overruling  that  of  the  learned  Judge  would  be  distinctly  wrong  in  order  to  let 
in  a  merely  technical  objection  which  could  have  have  been  cured,  and  would 
have  been  cured  if  the  Defendants  had  had  notice  of  it  at  the  time. 

45  That  brings  me  to  the  machinery  under  which  this  process  has  to  be  carried 
out.  It  is  Rule  8  of  Order  9  : — "  In  the  absence  of  any  statutory  provision 
44  regulating  the  service  of  process,  every  writ  of  summons  issued  against  a 
44  Corporation  aggregate  may  be  served  on  the  mayor  or  other  head  officer,  or  on 
44  the  town  clerk."    I  need  not  read  any  more.    It  seems  to  me  that  in  this  case 

50  (I  am  dealing  with  this  second  point  first)  Struck  distinctly  came  within  the 
meaning  of  "  head  officer  "  in  that  connection.  He  was  a  person  sent  over  by 
the  Defendant  Company  to  do  that  which,  if  a  Corporation  could  be 
individualised  and  turned  into  a  living  being,  would  have  been  done  by  that 
being.     He  had  to  do  everything  incidental  to  carrying  on  that  part  of  their 

55  business  which  consisted  in  showing  and  vending  their  wares.    They  hired  a 
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special  place  for  that  purpose  ;  they  occupied  it  exclusively  with  their  wares 
and  they  employed  their  own  servant  to  concern  himself  exclusively  in 
conducting  that  part  of  their  business  at  that  place.  Under  those  circum- 
stances he  clearly  was  the  proper  officer  upon  whom  to  serve  the  writ, 
assuming  that  they  are  persons  who  were  within  the  jurisdiction  of  this  5 
Court  so  as  to  be  liable  to  be  served. 

Now,  in  order  to  see  that,  we  have  to  examine  the  facts  to  see  whether  or 
not  this  Corporation  could  be  said  to  be  resident  in  England,  because,  as  has 
been  pointed  out  before,  and  as  I  need  not  point  out  again,  this  is  a  question 
not  of  serving  a  foreigner  out  of  the  jurisdiction,  but  serving  some  one  who  10 
happens  to  be  a  foreigner,  but  who  can  be  served  if  he  is  resident  within  the 
jurisdiction.  We  are  dealing  with  this  Corporation  just  as  if  it  were  a  British 
Corporation.  If  we  get  the  Corporation  resident  in  England,  then  it  can  be 
.served  in  the  way  prescribed  by  the  Rule  which  I  have  just  read  ;  and,  there- 
fore, it  is  necessary  to  see,  when  you  are  dealing  with  a  foreign  Corporation  15 
(it  would  be  the  same  if  you  were  dealing  with  a  British  Corporation)  whether 
it  is  resident  here  or  not.  It  has  been  held  over  and  over  again,  and  the  cases 
have  been  cited  to  us  from  Newby  v.  Van  Oppm  down  to  La  Bourgogne,  that 
the  real  test  of  residence  is,  are  the  Corporation  conducting  their  business  in 
this  country  at  some  defined  place  ?  If  they  are,  then  that  is  the  way  a  20 
Corporation  existing  for  business  purposes  can  reside.  It  means  reside  through 
an  agency  of  some  kind  or  other  not  being  a  concrete  entity  itself,  and  if  a 
trading  Corporation  carries  on  its  own  business  by  its  own  agents,  in  a  particular 
place,  then  it  is  residing  in  that  place.  No  doubt  in  several  of  the  cases 
difficulties  have  arisen  upon  that  point,  whether  the  business  which  was  25 
being  carried  on  for  the  benefit  of  the  Corporation  was  being  carried  on 
by  the  Corporation  in  a  given  place,  so  as  to  justify  the  statement  that 
it  was  resident  in  that  place.  That  must  be,  and  was  in  some  of  those 
-cases  rather  a  nice  question  of  fact.  In  this  particular  case  we  are 
relieved  from  that  class  of  difficulty  altogether.  Here  the  Corporation  has  30 
not  resorted  10  the  assistance  of  some  person  carrying  on  an  independent 
business  in  this  country,  and  thereby  raised  the  difficult  question  as  to  how  far 
a  Corporation,  who  are  inviting  and  using  the  services  of  a  person  in  this 
country  resident  here  with  an  independent  business  of  his  own,  by  utilising 
his  efforts  and  using  his  premises  for  the  purpose  of  having  their  business  con*  35 
ducted,  can  be  said  to  be  themselves  residing  and  carrying  it  on.  That  is  a  difficult 
question.  It  is  a  question  which  the  late  Master  of  the  Rolls  and  myself  con- 
sidered in  the  case  of  the  Bourgogne.  There  a  French  Company  availed  them- 
selves of  the  services  of  a  broker,  a  Frenchman,  who  had  other  business  and 
was  agent  for  other  steamship  companies  as  well  as  theirs.  We  came  to  the  40 
conclusion  that  they  were  resident  and  carrying  on  business  themselves,  but  it 
was  a  question  that  admitted  of  discussion  and  involved  an  examination  of 
the  facts.  Here  no  such  difficulty  arises,  because,  as  I  have  already  pointed 
out,  the  Company  have  hired  for  their  own  exclusive  use  certain  premises, 
and  they  have  not  resorted  to  the  agency  of  some  person  having  an  inde-  45 
pendent  business  in  this  country  They  have  sent  over  their  own  servant  to 
conduct  their  business,  and  nobody  else's  business,  and  to  conduct  it  exclusively 
on  premises  rented  by  them  exclusively  for  their  own  purposes.  That  brings 
us  down  to  the  only  real  difficulty  in  the  case — one  which  was  pointed  out  by 
my  brother  ROMBR  very  early  in  the  case.  It  is  this,  the  time  for  which  these  50 
premises  were  occupied,  were  taken,  and  were  required,  was  the  duration  of  the 
exhibition  in  the  Crystal  Palace,  and  for  that  time  only.  That  was  nine  days. 
It  has  been  argued  by  Mr.  Acland,  who  put  the  point  very  clearly  before  us, 
and  also  by  Mr.  Danckwerts,  that  in  the  question  of  residence  or  no  residence, 
time  is  an  essential  element.    I  agree  with  him  that  time  is  an  element.  55 
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Residence  is  an  inference  from  a  number  of  different  facts.  You  cannot  exclude 
time.  But  Mr.  Danckwerts,  and,  indeed,  Mr.  Acland  also,  conceded  that  if  it 
were  clearly  proved  that  this  Corporation  had  announced  its  intention  of 
carrying  on  its  own  trade  in  England  for  the  space  of  nine  days,  the  mere  fact 
5  that  it  was  limited  to  nine  days  would  not,  of  itself,  make  it  impossible  that  it 
should  reside  during  that  period  and  carry  on  its  own  trade.  Nine  days  is  not 
so  short  a  period  as  to  be  a  negligible  quantity.  Nine  days  is  a  substantial  time, 
and  it  may  under  given  conditions  be  a  very  substantial  time.  In  this  particular 
case,  with  regard  to  the  nine  days  chosen  during  the  duration  of  an  exhibition, 

2K)  the  purpose  of  which  is  to  invite  a  large  concourse  of  people  interested  in  this 
particular  class  of  wares  from  all  parts  of  the  country — the  world  it  may  be — 
to  see  these  things  exhibited  in  a  place  presenting  special  facilities  for  inviting 
their  custom  and  securing  their  orders,  it  may  be  that  as  much  can  be  done  in 
10  days  at  a  concourse  of  that  kind  as  could  be  done  in  10  months  in  the 

1&  ordinary  opportunities  of  an  ordinary  town.  Therefore  it  seems  to  me  that  we 
could  not,  on  the  ground  that  nine  days  is  too  short  a  period  in  which  a 
residence  could  be  implied,  say  that  this  Company,  fulfilling  in  all  other  respects 
all  the  conditions  which  constitute  the  residence  of  a  Company,  is  to  be  deemed 
not  to  have  resided,  because  its  residence  lasted  for  only  nine  days.    It  seems 

30  to  me  you  have  all  the  elements  ;  you  have  exclusive  possession,  acquired  for 
the  purpose  of  carrying  on  their  business  and  nobody  else's  business,  and  you 
have  that  business  carried  on  by  them,  not  through  the  medium  of  another 
person  who  has  an  independent  business  of  his  own  and  is  acting  only 
casually  for  them,   but  carried  on  by  their  own  special  agent  sent  specially 

25  for  the  purpose,  and  exclusively  employed  in  their  business  and  no  other 
business. 

Then  Mr.  Acland  took  another  point.  He  said  they  cannot  be  said  to  be 
carrying  on  business  so  as  to  constitute  them  resident  in  this  country  unless 
they  are  carrying  on  the  whole  business  of  the  Corporation  that  they  represent, 

.30  and  in  this  case  he  said  this  Defendant  Corporation  are  manufacturers ;  they 
manufacture  abroad  though  they  sell  here,  and  inasmuch  as  they  did  not  manu- 
facture in  the  Crystal  Palace  within  this  shed  exclusively  occupied  by  them, 
they  cannot  be  said  to  be  resident  within  the  meaning  of  the  cases.  I  think 
that  point  only  requires  to  be  stated  to  bear  its  own  confutation.     I  agree  it  is 

35  not  the  whole  trade.  They  may  be  manufacturers — I  dare  say  they  are,  and'I 
have  assumed  they  are,  although  I  do  not  think  it  is  proved  before  us ;  but,  at 
all  events,  a  very  substantial  part  of  their  trade  is  vending  their  manufactures, 
and  everything  incident  to  the  vending  of  their  manufactures  was  performed 
here  in  the  only  way  in  which  it  could  be  performed — liberty  to  inspect,  infor- 

40  mation  given,  prices,  and  every  opportunity  of  examining  and  forming  a 
judgment  as  to  whether  persons  would  offer  or  not,  and  then  facilities  given  and 
orders  accepted.  What  more  could  be  done  if  they  were  at  their  own  head- 
quarters in  Berlin,  or  Cologne,  or  wherever  it  may  be — what  more  could  be 
done  in  the  way  of  vending  ?     All  that  could  be  done  in  that  way  was  being 

45  done  here.    The  mere  fact  that  they  are  manufacturers  elsewhere  does  not. 
appear  to  me  to  touch  the  question  at  all.     It  seems  to  me  that  the  learned 
Judge  was  perfectly  right  in  the  view  that  he  took,  and  that  this  appeal  must 
be  dismissed. 

Rombr,  LJ. — I  agree.    As  the  result  of  the  authorities,  it  appears  to  me  that 

50  if  for  a  substantial  period  a  foreign  Corporation  carries  on  business  at  a  fixed 

place  of  business  in  this  country,  rented,  hired,  or  taken  by  or  on  behalf  of  the 

Corporation,  then  during  that  period  the  Corporation  is  resident  here  for  the 

purpose  of  service. 

Now  the  facts  of  this  case,  to  my  mind,  clearly  bring  the  Defendant  Corpora- 

55  tion  within  the  statement  of  the  law  which  I  have  made.     It  appears  to  me  on 
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this  short  ground  that  the  appeal  on  the  main  ground  on  which  it  has  been 
based  fails. 

"With  regard  to  the  subsidiary  point,  I  also  am  of  opinion  that,  under  the 
peculiar  circumstances  of  this  case,  leave  to  amend  ought  not  to  be  given. 

Mathbw,  L.J. — I  am  of  the  same  opinion,  and  I  agree,  with  reference  to  the  & 
technical  point  that  has  been  made,  that  it  was  properly  disposed  of  by  the 
learned  Judge.    There  is  no  reason  whatever  why  we  should  differ  from  him 
on  this  point,  as  to  which  he  appears  to  have  exercised  his  discretion  extremely 
judiciously. 

Then,  with  reference  to  the  other  point,  the  main  point  in  the  case,  can  19 
anybody  doubt  that  if  this  Company  were  an  English  Company  it  must  be  held 
to  have  been  carrying  on  its  business  at  this  place  in  the  Crystal  Palace.    It  is  a 
place  hired  by  the  Company  and  intended  to  be  used  exclusively  by  the  Company 
for  the  purpose  of  their  business,  and  they  carried  their  business  on  there. 
That  appears  to  me  to  supply  the  condition  of  residence  which  is  to  be  found  in  15- 
many  of  the  descriptions  of  what  will  constitute  a  liability  to  be  sued.    A 
Corporation  can  only  be  said  figuratively  to  reside  anywhere.    The  criterion  of 
residence  is  where  it  has  a  fixed  place  used  by  it  exclusively  for  the  purpose  of 
the  business  that  it  is  carrying  on.    That  constitutes,  it  seems  to  me,  residence, 
and  enables  us  to  answer  the  question  of  fact  in  such  a  way  as  to  lead  to  the  20- 
dismissal  of  this  appeal. 
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In  the  Matter  op  Cooper's  Application  for  a  Patent. 


Manner*  of  manufacture. — Invention. — Section  46  of  the  Patents,  Ac.  Act, 
5    1883. 

Section  46  of  the  Patents,  &c.  Act,  of  1883  contains  the  following  provision : — 
**  In  and  for  the  purposes  of  this  Act  .  .  .  .  4  invention '  means  any 
**  manner  of  new  manufacture  the  subject  of  Letters  Patent  and  grant  of 
"  privilege  within  section  6  of  the  Statute  of  Monopolies  (that  is  the  Act  of  the 
10  "  twenty-first  year  of  the  reign  of  King  James  the  First,  chapter  three,  intituled 
'  An  Act  concerning  monopolies  and  dispensations  with  penal  laws  and  the 
*  forfeiture  thereof ')  and  includes  an  alleged  invention." 
It  had  been  the  practice  of  the  Comptroller-General,  after  consultation  with 
the  Law  Officers  as  to  the  meaning  of  this  definition,  to  hold  that,  although  the 
15  last  five  words  of  the  definition  exclude  all  inquiry  by  him  into  the  novelty  of 
any  alleged  invention,  they  do  not  relieve  him  from  the  duty  of  satisfying 
himself  that  what  is  sought  to  be  patented  is  an  invention  relating  to  some 
manner  of  manufacture  within  the  Statute  of  Monopolies. 

On  the  15th  of  May  1900  Edwin  James  Cooper  applied  for  a  Patent  for 
20  "  An  improved  form  of  newspaper  page,  and  of  printed  surfaces  of  a  like  kind  " 
(No.  8896  of  1900). 

The  alleged  invention  which  formed  the  subject  of  this  application  consisted 
in  leaving  a  space  or  spaces  across  the  printed  page  of  a  newspaper  or  the  like, 
the  object  being  to  enable  a  person  reading  a  newspaper  to  fold  it  along  these 
25  spaces  and  thus  avoid  the  trouble  involved  in  reading  over,  the  folded  part  of 
the  paper.  The  Applicant's  original  intention  was  to  have  a  space  running 
downward  or  longitudinally  across  the  page,  and  also  a  space  running 
transversely  across  it.  Subsequently  to  the  Law  Officer's  decision  he  decided 
to  claim  oniy  the  longitudinal  space. 
30  The  Chief  Examiner,  acting  for  the  Comptroller-General,  held  that  the  alleged 
invention  did  not  constitute  any  manner  of  manufacture  within  the  meaning 
of  section  46  of  the  Patents,  Designs,  and  Trade  Marks  Act,  18S3,  and  refused, 
therefore,  to  grant  a  Patent  upon  the  application. 

The  Applicant  appealed,  and  appeared  in  person  before  the  Attorney-General 
35  in  support  of  his  application.    The  Chief  Examiner  appeared  in  support  of  his 
decision. 

F 
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In  the  Matter  of  Cooper's  Application  for  a  Patent* 

Sir  ROBERT  Finlay,  A.  G. — This  case,  in  my  opinion,  raises  no  question  of 
general  principle.  So  far  as  the  argument  has  gone  Mr.  Cooper  has  not 
impeached  the  proposition  that  any  proposed  Patent  must  relate  to  some 
manufacture.  For  instance,  to  use  the  illustration  which  was  put  by  Mr. 
Hatfield  or  by  myself,  in  consequence  of  something  suggested  or  said  by  Mr.  5 
Hatfield,  a  man  could  not  ask  for  a  Patent  to  be  granted  to  him  for  a  literary 
composition.  That,  if  anything,  would  be  the  subject  of  copyright.  In  order 
to  ask  for  a  Patent  a  man  must  come  forward  saying  that  he  has  some  invention 
with  reference  to  a  manufacture.  If  he  alleges  that  he  has  such  an  invention, 
the  novelty  or  value  of  the  invention  is  not  the  subject  of  discussion  at  this  10 
stage.  I  have  heard  from  Mr.  Cooper  nothing  in  any  way  impugning  the 
direction  quoted  by  the  Comptroller  in  his  letter  to  Mr.  Cooper  in  these 
terms  : — "  A  Patent  may  be  properly  refused  in  any  case  in  which  no  material 
"  product  of  a  substantial  character  is  realised  or  effected  by  the  alleged 
"  invention,  or  in  which  the  only  material  product  is  a  printed  sheet,  or  its  15 
"  equivalent,  and  the  only  alleged  invention  an  arrangement  of  words,  or  the 
"  like,  upon  such  sheet." 

The  first  branch  of  that  proposition  seems  tolerably  obvious.    You  cannot 
have  a  Patent  for  a  mere  scheme  or  plan — a  plan  for  becoming  rich ;  a  plan  for 
the  better  government  of  a  State  ;  a  plan  for  the  efficient  conduct  of  business.  20 
The  subject  with  reference  to  which  you  must  apply  for  a  Patent  must  be  one 
which  results  in  a  material  product  of  some  substantial  character.    The  Specifi- 
cation must  show  how  some  such  material  product  is  to  be  realised  or  effected 
by  the  alleged  invention.    The  second  part  of  the  proposition  on  which  Mr. 
Cooper  commented  with  a  view  of  showing  that  he  brought  himself  within  its  25 
requirements  must  be  taken  as  a  whole.     It  should  not  be  split  up  in  two 
separate  propositions  in  the  direction  in  which  Mr.  Cooper's  remarks  rather 
tended.    If  the  case  is  one  in  which  the  only  material  product  is  a  printed 
sheet,  or  its  equivalent,  and  the  only  alleged  invention  an  arrangement  of 
words  or  the  like  upon  such  sheet,  it  appears  that  the  Comptroller  was  directed   30 
that  the  Patent  might  be  properly  refused. 

Now  I  take  it  that  that  points  to  a  class  of  cases  of  which  anyone  who  has 
followed  the  history  of  invention,  or  supposed  invention,  in  this  country  must 
have  had  experience — where  a  man  has  attempted  to  take  out  a  Patent  for  what 
is  really  a  plan  for  the  conduct  of  some  branch  of  business,  a  plan  for  co-operative  35 
trading,  a  plan  for  securing  the  payment  of  discount  in  a  particular  way,  and 
various  other  plans  of  that  sort,  which  it  is  not  the  least  necessary  to  refer  to  in 
detail.    Now  in  furtherance  of  his  application  for  a  Patent  for  such  plans  he 
might  propose  that  it  should  be  carried  out  by  virtue  of  a  ticket  containing 
printed  matter  arranged  in  a  particular  way  so  as  to  express  what  is  to  be  done,  40 
or  to  enable  the  holder  of  that  ticket,  or  coupon,  or  whatever  it  may  be,  to  take 
his  part  properly  in  the  development  of  the  plan  which  the  Applicant  thinks  he 
has  invented  and  believes  to  be  of  public  utility  ;  and  this  direction  I  take  to 
mean  this  :  that  the  mere  fact  that  one  feature  in  the  scheme  was  a  printed 
sheet,  or  coupon,  or  ticket,  or  any  equivalent,  the  invention  being  alleged  to  45 
be  an  arrangement  of  words  upon  the  sheet,  would  not  form  a  subject  in  respect 
to  which  a  Patent  might  properly  be  granted,  because  it  would  not  be  manu- 
facture ;  in  substance  it  would  be  a  scheme,  and  the  mere  arrangement  of 
printed  matter  in  connection  with  such  scheme  would  not  prevent  you  from 
looking  at  the  real  object  of  the  Applicant.    To  my  mind  the  present  application  50 
is  of  a  different  kind,  and  is  not  obnoxious  to  the  Direction  on  which  so  much 
comment  has  been  bestowed.    The  present  Applicant  in  no  way  proposes  to 
arrange  printed  matter  for  its  more  convenient  use  from  a  literary  point  of 
view.    What  he  proposes  iB  a  particular  way  of  manufacturing  a  newspaper  ; 
and  the  alleged  utility  of  his  supposed  invention  is  purely  mechanical.     It  in  55 
no  way  is  analogous  to  the  arrangement  of  an  index,  or  the  arrangement  of  any 
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other  production  of  a  literary  kind,  which  may  enable  the  reader  more  readily 
to  appreciate  the  sense  of  the  author.  His  proposal  is  not  a  proposal  with 
reference  to  the  arrangement  of  words  upon  the  newspaper.  His  proposal  is 
that  a  blank  space  should  be  left  down  the  middle  of  the  newspaper.  The 
5  advantage  of  that  is  said  to  be  the  mechanical  advantage  that  when  you  fold 
your  newspaper  you  will  probably  fold  it  down  the  middle  either  way,  and 
then  you  will  not  interfere  with  any  printed  matter,  and  you  will  be  able  to 
read  the  newspaper  more  easily  and  more  comfortably. 

Now  I  must  emphasize  the  fact  that  I  do  not  consider  myself  at  liberty  at  this 

10  stage  to  give  any  opinion  whatever  as  to  the  novelty  or  the  utility  of  this 
method  of  manufacture.  It  may  be  that  there  is  no  proper  subject-matter  for  a 
Patent  at  all.  It  may  be,  on  the  other  hand,  that  it  is  proper  subject-matter  for 
a  Patent.  It  may  be  as  useful  as  Mr.  Cooper  hopes  and  believes  it  to  be,  or  it 
may,  on  the  other  hand,  be  absolutely  useless,  and  such  that  no  newspaper 

15  proprietor  would  think  of  adopting.  But  with  that,  at  this  stage,  I  do  not 
consider  that  I  have  anything  to  do.  The  question  which  I  have  to  determine  is 
for  this  purpose,  I  think,  solely  whether  this  application  relates_to  a  manu- 
facture. I  feel  constrained  to  come  fo  the  conctttston  that  HHldes.  There  is  no 
dtrobt  that  a  newspaper  is  an  article  of  manufacture.    It  is  an  artificial  product. 

20  Mr.  Cooper  alleges  that  by  following  his  directions,  and  leaving  a  blank  space 
in  the  middle  of  the  page  each  way,  you  will  render  it  physically  much  more 
convenient  for  use  than  by  printing  it  in  the  way  hitherto  accustomed.  I  do 
not  see  myself  any  difference,  from  the  point  of  view  from  which  I  now  am 
dealing  with  this  matter,  between  such,  an  application  as  this  and  an  application 

25  relating  to  a  proposal  for  so  binding  a  book  that  it  opens  comfortably  and 
conveniently  for  the  reader,  so  that  there  should  be  no  difficulty  in  unfolding 
it  so  completely  that  he  would  have  the  whole  of  each  page  lying  flat  before 
him,  instead  of  being  curved,  and  almost  concealed,  aa^it  is  in  some  old- 
fashioned  methods  of  binding.    There  may  be  a  vast  diffeience  in  the  utility 

3C  of  the  two  processes,  but  in  point  of  principle  it  seems  to  me  that  the  one 
must  be  regarded  as  a  manufacture  just  as  much  as  the  other. 

Upon  the  whole,  while  I  must  repeat  that  I  do  not  think  that  this  case  decides 
any  question  of  principle,  because  the  only  point  that  has  been  argued  is — 
whether  the  particular  alleged  invention  satisfies  the  test  to  which  the  Comptroller 

35  referred  to  in  his  correspondence  with  Mr.  Cooper,  I  must  say  that  I  have 
come  to  the  conclusion  that  I  think  Mr,  Cooper  may  have  his  Patent  if  he  po 
desires. 


56  REPORTS  OP  PATENT,  DESIGN,         [Feb.  26, 1902. 

In  the  Mattel*  of  Johnson's  Application  for  a  Patent 


Before  The  Solicitor-General. 


December  5th,  1901. 

[n  the  Matter  of  Johnson's  Application  for  a  Patent. 


Manner  of  manvfacture. — Invention. — Section  46  of  the  Patents,  Ac.  Act, 
1863.  5 

On  the  23rd  of  May  1901  James  Yate  Johnson  applied  for  a  Patent  for 
44  Improvements  in  reply  missives." 

The  alleged  invention  to  which  this  application  related  was  an  envelope, 
postcard,  or  the  like,  with  certain  matter  printed  thereon,  which  would  have 
enabled  a  certain  system  of  business  correspondence  to  be  carried  out.     No  10 
claim  was  made  for  the  system  of  correspondence,  the  claim  being  confined  to 
the  envelope  or  the  like  as  "  a  new  article  ot  manufacture." 

After  hearing  Counsel  for  the  Applicant,  the  Comptroller  in  his  decision, 
after  explaining  the  object  of  the  alleged  invention,  proceeded  as  follows  : — "  The 
11  claim  of  the  Specification  is  in  terms  for  4  a  new  article  of  manufacture,'  viz.,  15 
"  the  printed  envelope  or  the  like ;  but  it  appears  to  me  that  what  is  really 
"  sought  to  be  patented  is  the  system  of  business  correspondence  above  set 
u  out,  and  that  the  mere  fact  that  in  the  carrying  out  of  that  system  a  printed 
'*  envelope  with  a  particular  arrangement  of  words  thereon  is  used  would  not 
"  justify  me  in  granting  a  Patent  on  the  present  application.  The  Attorney-  20 
u  General's  decision  in  the  case  of  Cooper's*  appeal,  quoted  at  the  hearing, 
"  seems  to  show  that,  where  the  alleged  invention  is  in  substance  a  plan  for  the 
"  conduct  of  some  branch  of  business,  the  fact  that  a  printed  sheet  of  some  kind 
"  is  claimed  for  carrying  out  the  plan  would  not  bring  the  alleged  invention 
44  within  the  definition  of  4  invention '  contained  in  section  46  of  the  Patents,  &c.  25 
44  Act,  1883.  I  have,  therefore,  come  to  the  conclusion  that  the  invention  is 
44  not  a  manner  of  manufacture  within  the  meaning  of  section  6  of  the  Statute 
44  of  Monopolies,  and  that  I  must  refuse  the  application." 

The  Applicant  appealed,  and  the  appeal  came  on  before  the   SOLICITOR- 
GENERAL.  30 

Mou/ton,  K.C.,  appeared  in  support  of  the  application,  and  the  Comptroller- 
General  appeared  in  support  of  his  decision. 

Moulton,  K.C.,  contended  that  the  question  whether  an  invention  for  which 
a  Patent  was  sought  was  of  a  patentable  nature  was  a  matter  upon  which 
the    Comptroller    had    not    to    pronounce ;    that    a    Patent    granted    for    an  35 
unpatentable  invention  could  be  revoked,  but  that  at  the  administrative  stage  of 
granting  a  Patent  it  was  irrelevant  to  discuss  the  patentability  of  an  invention. 


•  Now  reported,  ante  p.  63. 
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Referring  to  the  definition  of  "  invention"  in  section  46,  he  pointed  out  that  it 
included  an  alleged  invention,  and  contended  that  it  was  not  therefore  necessary 
for  the  Comptroller  to  decide  whether  the  alleged  invention  was  an  invention. 
He  discussed  the  powers  of  the  Comptroller  as  set  out  in  the  Patents,  &c.  Act, 
5  1883,  and  argued  that  these  were  confined  to  the  examination  sections,  and  to 
section  86,  which  enables  the  Comptroller  to  refuse  a  Patent  for  an  invention 
the  use  of  which  would  in  his  opinion  be  contrary  to  law  and  morality, 
and  that  there  was  no  jurisdiction  given  by  the  Act  to  refuse  an  applica- 
tion on  the  ground  that  it  did  not  contain  good  subject-matter  for  a  Patent. 

JO  [The  Solicitor-General. — Would  you  say  no  matter  how  frivolous  ? 
Moulton,  E.C. — I  think  I  must  go  as  far  as  that.]  Opinions  as  to  patentability 
varied  from  age  to  age  and  from  nation  to  nation.  The  question  of  patentability 
was  part  of  the  law  of  the  land,  and  ought  to  be  decided  by  the  Courts.  It  was 
not  a  mere  administrative  question.     He  stated  that  Johnson's  invention  had 

15  been  patented  in  America. 

The  Comptroller-General  stated  that  he  had  not  refused  the  application 
merely  because  he  did  not  consider  it  contained  any  patentable  subject- 
matter.  He  relied  entirely  upon  the  definition  of  "invention"  in  section  46. 
He  argued   that    it  was   necessary  to    interpret   this    definition    in    such    a 

20  manner  as  to  give  a  meaning  to  each  part  of  it,  and  if  the  reference  to  the 
Statute  of  Monopolies  meant  anything,  it  must  limit  the  meaning  which  it  was 
possible  to  put  upon  the  words  "and  includes  an  alleged  invention."  The 
interpretation  which  he  placed  upon  the  definition  as  a  whole  was  that  an 
invention  must  be  for  a  "  manner  of  manufacture,"  but  that  it  was  not  necessary 

25  to  consider  at  the  application  stage  whether  it  was  for  "a  new  manner  of 
"manufacture."  He  submitted  that  the  reference  to  "invention"  in  the 
examination  sections  and  throughout  the  Statute  always  meant  an  invention  fes 
defined  by  section  46,  and  that  the  whole  question  at  issue  was  the  interpretation 
of  that  definition. 

30  The  Solicitor-General  to  Moulton,  E.C— You  would  admit  that  the 
allegation  of  your  invention  in  your  Specification  must  amount  to  something 
that  would  come  within  the  definition  of  a  new  manufacture  ? 

Moulton,  K.C. — It  must  be  a  new  manufacture  ;  that  is  to  say,  it  must  lead  to 
the  production  of  some  article 

35  The  decision  of  the  Attorney-General  in  the  matter  of  Cooppr's  Application 
was  then  discussed,  and  the  nature  of  the  Applicant's  invention  was  explained. 
Judgment  was  reserved. 

Sir  Edward  Carson,  S.G. — I  reserved  judgment  in  this  case,  not  because 
I  had  any  doubt,  but  because  the  case  may  be  of  importance  in  guiding  the 

40  Comptroller. 

I  agree  with  the  decision  of  the  Comptroller  that  the  "  alleged  invention  "  in 
this  case  is  not  a  "  manner  of  manufacture  "  within  the  Statute  of  Monopolies, 
but  is  a  plan  for  the  conduct  of  business  in  a  particular  way.  I  do  not  think 
it  necessary  to  add  anything  to  the  reasons  given  by  the  Comptroller,  with 

45  which  I  concur. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before    Mr.    JUSTICE    BUCKLEY. 


December  11th  and  20th,  1901. 


In  the  Matter  op  Verity's  Trade  Mark. 
In  the  Matter  op  the  Application  op  Hall  and  Woodhouse,  Ld.    5 


Trade  Mark. — Application  for  registration. — Mark  refused  by  reason  of 
resemblance  to  registered  mark. — Appeal  to  Court. — Motion  to  rectify  Register. — 
Priority  of  user. —  Use  as  a  Trade  Mark.—  Five  years'1  registration. — Motions 
dismissed. — Patents,  Ac.  Act,  1883,  sections  72,  76,  and  90. 

In  1888  a  mineral  water  manufacturer  trading  in   Yorkshire  registered  a  10 
Badger  as  a  Trade  Mark  in  Class  44  for  aerated  waters.  A  firm  of  brewers  trading 
in  Dorsetshire  had  adopted  tJie  device  of  a  Badger  as  tlwir  Trade  Mark  for  beer 
in  tlie  year  1875,  and  in  1882  they  extended  their  business  to  aerated  waters,  but 
had  not  used  the  Badger  on  those  goods  ;  their  price  lists,  however,  bore  the  device 
of  a  Badger  with  the  words  "  Trade  Mark,"  and  they  alleged  that  before  1888  15 
the  device  of  a  Badger  had  become  associated  with  all  the  goods  in  which  they  dealt* 
In  1901  they  applied  to  register  their  Trade  Mark,  but  registration  in  Class  44 
was  refused  by  the  Comptroller  on  account  of  the  presence  of  the  first-mentioned 
mark  on  the  Register.     The  businesses  were  local  and  did  not  in  any  way  conflict. 
The  Applicants  inoved  to  rectify  the  Register  by  removing  that  mark  on  the  20 
ground  that  t/iey  could  have  successfully  opposed  the  registration,  and  appealed 
from  the  refusal  to  register ;  at  the  lvearing  they  asked  alternatively  that  their 
mark  might  also  be  entered  on  the  Register.     The  Respondent  contended  (inter 
alia)  that  under  section  76  of  the  Patents,  Ac.  Act,  1883,  the  registration  of  his 
mark  was,   against    the   Ajjplicants  on    the  present  application,  conclusive  25 
evidence  of  his  right  to  it. 

Held,  following  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  454)  that  five  years1 
registration  is  not  conclusive  evidence  on  an  application  to  rectify  the  Register ; 
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but  that  the  Applicants  had  not,  either  before  1888  or  since,  used  the  device  of  a 
Badger  as  a  Trade  Mark  in  respect  of  aerated  waters ;  that  it  was  not  sufficient 
for  them  to  prove  use  of  the  mark  in  advertisements ;  and  that  therefore  the  entry 
of  the  Respondent's  mark  on  the  Register  was  not  shown  to  have  been  made 
5  without  sufficient  cause;  also  that  the  Applicants'  mark  ought  not  to  be 
registered.    Both  motions  were  dismissed  with  costs. 

On  the  8th  o£  May  1888  Joseph  Topham  Verity,  of  Pateley  Bridge,  Yorkshire, 
applied  to  register  as  a  Trade  Mark  in  Olass  44  in  respect  of  aerated  and  mineral 
waters,  natural  and  artificial,  including  ginger  beer,  the  representation  of  a 
10  Badger,  and  obtained  registration  under  No.  76,008.    In  1893  J.  T.  Verity 
formed  a  Company — J.  T.  Verity  A  Go.,  Ld. — to  acquire  his  business.    At  the 
date  of  these  proceedings  no  legal  assignment  of  the  Trade  Mark  had  been  made 
but  J.  T.  Verity  held  it  as  a  trustee  for  the  Company.    On  the  7th  of  May  1901 
Hail  and  Woodhouse,  Ld.  (hereinafter  called  the  Applicants)  of  The  Brewery, 
15  Blandford,  brewers,  wine  and  spirit  merchants,  applied  for  the  registration  as  a 
Trade  Mark  of  a  different  representation  of  a  Badger  in  Class  43  for  ale,  beer, 
stout,  porter,  wines  and  spirits,  and  in  Class  44  for  aerated  waters,  ginger  beer, 
ginger  ale  (an  aerated  water),  and  lemonade  (an  aerated  water).    These  applica- 
tions were  numbered  237,974  and  237,975,  and  the  Applicants  were  registered 
20  in  Class  43,  but  as  to  the  application  No.  237,975  in  Class  44  the  Comptroller,  on 
the  17th  of  August  1901,  refused  to  register  the  mark  in  consequence  of  the 
presence  on    the  Register  of    the  above-mentioned  mark  No.  76,008.    The 
Applicants  appealed  on  the  24th  of  August  1901  to  the  Board  of  Trade,  who  at 
their  request  referred  the  matter  to  the  Court.    On  the  28th  of  October  1901 
25  the  Applicants  gave  notice  of  motion  for  an  Order  that  the  decision  of  the 
Comptroller  might  be  reversed,  and  that  he  might  be  ordered  to  proceed 
with  the  above-mentioned  application,  and  that  J.  T.  Verity  might  be  ordered 
to  pay  the  costs  of  and  occasioned  by  the  application ;  and  on  the  same 
day  they  also  gave  notice  to-move  that  the  Register  of  Trade  Marks  might 
30  be  rectified  by  removing  therefrom  Trade  Mark  No.   76,008,   or  that   such 
further  Order  might  be  made  for  the  rectification  of  the  Register  as  to  the 
Court  should  seem  just,  and  that  J.  T.  Verity  might  be  directed  to  pay  the 
costs  of  and  occasioned  by  that  application. 
An  affidavit  was  made  in  support  of  the  applications  by  George  Edward 
35   Woodhouse,  in  which,  after  stating  that  he  was  the  managing  director  of  the 
Applicants,  who  carried  on  business  at  Blandford,  in  the  county  of  Dorset,  as 
brewers  and  wine  and  spirit  merchants  and  manufacturers  and  vendors  of 
aerated  waters,  in  succession  to  Hall  and  Woodhouse,  and  that  the  Company 
was  incorporated  in  the  year  1898,  stated  (inter  alia)  :  — "  (2)  Sometime  in  or 
40  u  prior  to  the  year  1875  the  Appellants'  said  predecessors  in  business  determined 
"  to  adopt  as  their  Trade  Mark  the  device  of  a  Badger  and  to  give  the  name  of 
"  4  Badger  Beer  '  to  the  beers  brewed  by  them,  and  they  and  the  Appellants  in 
"  succession  to  them  have  ever  since  its  first  adoption  continued  to  use  such 
"  device  as  their  Trade  Mark.    Such  device  and  name  were  selected  by  my 
45  "father,  the  late  George  Edward  Illingworth  WoodJiouse,  who  died  on  the 
"  20th  of  August  1875.    (4)  In  October  1876  the  Appellants'  said  predecessors 
"  had  made  for  them  large  metal  tablets  containing  the  said  device  of  a  Badger 
w  conspicuously    printed    thereon,  and  the    words    *  Hall   and    Woodhouse's 
Ui  Celebrated  Dorset  Ales,  Ansty,  near  Dorchester.    Established  A.D.  1777.' 
50  "  One  of  such  tablets  is  now  produced  to  me  marked  W  2.    Such  tablets  were 
"  manufactured  and  printed  for  us  by  Sir  Joseph  Causton  A  Sons,  of  London. 
"  About  150  were  printed.    They  were  distributed  to  and  fixed  up  in  and  upon 
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"  public  houses  where  our  beers  were  sold.  There  is  now  produced  to  me 
"  marked  W  3  a  list  of  upwards  of  40  public  houses  where  some  of  the  said 
"  tablets  were  fixed  in  or  about  the  year  1876.  (5)  By  reason  of  our  giving  the 
"  name  '  Badger  •  to  our  beers  and  of  the  said  device  appearing  on  the  said 
"  metal  tablets  our  beers  became  known  and  asked  for  as  (  Badger '  or  '  Badger  5 
"  *  Brand  Beers.'  I  have  constantly  heard  people  come  into  a  public  house  and 
"  ask  for  a  pot  of  *  Badger,'  meaning  our  ale.  (6)  In  the  year  1880  the 
"  Appellants'  said  predecessors  had  a  large  picture  of  a  Badger  painted  on  the 
u  l  Prince  of  Wales '  public  house  in  Blandford,  where  our  beers  were  and  have 
"  continuously  since  been  sold,  together  with  the  words  i  Hall  and  Woodhouse*  s  10 
"  '  Celebrated  Dorset  Ales,  Stout,  Pale  Ale,  &c.'    Such  picture  and  words  have 

"  continuously  remained  on  the  said  public  house  up  to  the  present  time 

"  (7)  In  the  year  1882  the  Appellants'  said  predecessors  commenced  to  mann- 
"  facture  and  sell  aerated  waters,  and  they  and  the  said  Appellants  have 
"  continuously  since  manufactured  and  sold  the  same.    In  or  about  August  of  15 
"  the  said  year  1882  they  had  printed  and  commenced  to  issue  price  lists,  one 
"  of  which  is  now  produced  to  me  marked  W  5.    Such  price  lists  had  printed 
"  thereon  the    device  of    a  Badger  between  the  words   4  Trade  Mark,'  and 
"  (among  other  words)  the  words  '  Hall  and  Woodhouse,  Brewers,  Wine  and 
"  *  Spirit    Merchants,  Aerated  Water  Manufacturers,    Ansty    Brewery,    near  20 
"  i  Dorchester,1  and  contained  (in  addition  to  quotations  for  ales,  stout,  wines, 
"  spirits,  and  liqueurs)  quotations  for  aerated  waters,  including  soda  water, 
"  seltzer,  lemonade,  ginger  beer,  and  ginger  ale.     The  said  price  lists  were 
"  printed  by  the  said  Sir  Joseph  Gauston  A  Sons ;  to  the  best  of  my  recollection 
"  and  belief  2000  were  printed.     They  were  distributed  to  our  customers  in  the  25 
"  ordinary  course  of  our  business  from  about  August  1882.     (8)  In  addition  to 
"  the  Appellants  and  their  predecessors  selling  their  said  aerated  waters  to 
"  other  customers,  the  same  have  also  continuously  since  1882  been  sold  at  the 
"  public  houses  mentioned  in  the  said  exhibit   W.  5."    The  deponent  also 
referred  to  a  show  card  for  beers  and  ales  printed  in  1888,  and  bearing  the  30 
picture  of  a  Badger  and  the  words  "  Trade  Mark,"  and  to  price  lists  for  ales 
printed  in  1890  and  1896  and  bearing  the  deviee  of  a  badger  and  the  words 
"Hall  and  Woodhouse,  Brewers,  Wine  and  Spirit  Merchants,  Aerated  Water 
"  Manufacturers,  Ansty  and  Blandford  Breweries,"  and  to  the  use  of  a  Badger 
and  similar  words  on  letter  paper  from  1892,  and  he  alleged  that  the  Respondent  35 
refused  to  consent  to  the  registration  of  the  Applicants'  mark  No.  237,975 ;  and  that 
the  Applicants  had  not  before  their  application  heard  of  the  Respondent's  mark  ; 
and  further  stated  that  they  were  not  desirous  of  insisting  upon  the  removal 
from  the  Register  of  the  Respondent's  mark  if  they  could  obtain  registration  of 
their  own  mark  otherwise,  and  that  the  districts  in  which  the  respective  40 
businesses  were  carried  on  were  quite  different  and  removed  from  each  other, 
and  that  it  was  improbable  that  the  marks  would  come  into  conflict  in  the 
future  any  more  than  they  had  in  the  past.    An  affidavit  was  also  made  by 
R.  .7.  West,  managing  clerk  to  Sir  J.  Causton  A  Sons,  Ld. 

The  Respondent  in  an  affidavit  by  him  stated  (inter  alia)  that  he  adopted  45 
and  registered  his  mark  without   any  knowledge  that  it  had  been  used  by 
anyone  else,  and  that  it  had  been  used  continuously  by  him. 

Affidavits  in  opposition  to  the  motions  were  also  made  by  J.  Richardson, 
the  manager  of  the  retail  shop  of  J.  T.  Verity  A  Co.,  Ld.,  and  by  J.  Mason, 
printer.    An  affidavit  in  reply  was  made  by  T  Heckels.  50 

Astbury,  K.C.,  and  L.  B.  Sebastian  (instructed  by  Wilson,  Bristows,  and 
Carpmael)  appeared  for  the  Applicants  ;  R.  «/.  Parker  (instructed  by  the 
Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller ;  S.  O. 
Buckmaster  [(instructed  by  A.  Toovey,  agent  for  Kirby  A  Sons,  Harrogate) 
appeared  for  the  Respondent  Verity.  55 
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Astbury,  K.C.,  and  Sebastian,  for  the  Applicants. — The  Applicants  and 
Respondent  trade  in  quite  separate  districts,  and  the  Applicants  would  be 
willing  that  both  marks  should  be  on  the  Register.  The  Respondent  registered 
his  mark  after  twelve  years'  use  of  a  Badger  by  the  Applicants  for  beer  and  six 
5  years'  use  for  mineral  waters.  Except  that  each  of  the  marks  is  a  Badger,  they 
are  quite  different.  If,  however,  there  is  probability  of  deception,  the  Respond- 
ent could  not  by  registering  his  Trade  Mark  make  the  Applicants'  trade  illegal ; 
but,  if  not,  section  72  does  not  prevent  registration  of  the  Applicants'  mark. 
[BUCKLEY,  J. — The  exception  in  section  72  only  applies  where  two  persons  aro 

10  entitled  to  the  same  Trade  Mark.]    That  is  so  ;  in  other  cases  there  is  a  discretion* 
[Buckley,  «/. — Has  the  Court  in  such  cases  a  wider  discretion  that  the  Comp-. 
troller  ?]    The  practice  in  the  Office  is  that,  if  the  marks  are  at  all  similar,  the 
parties  must  come  to  the  Court.    On  the  hypothesis  that  the  Applicants'  mark 
would  be  "  calculated  to  deceive,"  the  Respondent  could  not  properly  register  a 

15  mark  previously  used  by  other  traders,  and  the  registration  was  "  without 
"sufficient  cause"  under  section  90.  [The  evidence  was  read.]  The 
Respondent  does  not  prove  that  his  goods  are  known  as  "  Badger  "  goods,  as- 
the  Applicants'  goods  are.  He  did  not  object  to  the  Applicants'  use,  although 
he  did  object  to  registration  ;  but  he  is  now  practically  setting  up  that  the  use 

20  by  the  Applicants  is  illegal.  [BUCKLEY,  «/. — There  is  no  evidence  that  the 
Applicants'  soda  water,  for  instance,  has  been  known  as  u  Badger  "  soda  water.] 
All  our  goods  have  been  generally  connected  with  the  Badger.  It  will  be  said  that 
there  has  been  no  user  as  a  Trade  Mark,  but  it  has  never  been  decided  that  there 
must  be  use  on  the  goods  for  the  purpose  of  preventing  registration  by  a  rival 

25  trader.  In  Mouson  v.  Boehm  (L.R.  26  Ch.  D.  398)  Chitty,  J.,  allowed  both 
marks  to  be  registered.  In  Christiansen's  Trade  Mark  (3  R.P.C.  54)  the 
registration  was  held  to  be  wrong,  because  of  another  older  mark  belonging  to 
the  person  who  moved  to  rectify.  The  protection  of  the  public  is  to  be 
considered.    The  material  date  is  that  of  the  Respondent's  registration.    The  use 

30  of  the  Badger  on  the  Applicants'  price  list  in  1882  was  sufficient  to  have  stopped 
the  Respondent's  registration  (fi^incter  Grip  Armoured  Hose  Company's  Trade 
Mark,  10  R.P.C.  84 ;  also  In  re  Wragg,  L.R.  29  Ch.  D.  551 ;  54  L.J.  Ch.  391). 
If  Verity's  mark  is  allowed  to  stay  on  the  Applicant's  price  list  would  infringe 
it   {Price's    Candle    Company   v.   J  eyes,    ante  p.  17).    In    Wragg's  case   it 

35  was  held  that  use  of  a  mark  in  price  lists  may  make  a  mark  common  to  the 
trade,  if  so  used  by  more  than  three  persons.  Singer  v.  Wilson  (L.R.  3  App. 
Cas.  376)  also  shows  that  there  can  be  infringement  by  use  in  advertise- 
ments (see  Lord  Cairns'  judgment,  at  page  388).  The  public  must  be 
considered   {Eno  v.  Dunn,  L.R.  15  App.  Cas.  252  7  R.P.C.  311).     As  to  the 

40  effect  of  live  years'  registration,  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  454) 
decides  the  point. 

Parker  for  the  Comptroller. — In  addition  to  section  72,  sections  73  and  86 
must  be  considered.  [Dewhurst's  Application  (13  R.P.C.  288),  and  Re 
La  Societe  Anonyme  des  Verreries  de  VEtoile  (11  R.P.C.  142)  were  referred 

45  to.]  Evidence  as  to  deception  is  not  usual  in  such  cases.  As  a  matter 
of  practice  if  on  an  application  it  appears  that  the  same  mark  is  used  by 
another  person  in  another  district  the  mark  is  refused,  because  the  Act  confers 
the  right  to  exclusive  use  independent  of  district.  If  Verity's  mark  is  removed 
the  Comptroller  will  still  object  to  register  the  Applicants'  mark,  because  it 

50  would  under  the  circumstances  be  unfair  that  they  should  be  registered  ;  also 
the  public  must  be  considered.  In  Christiansen's  Trade  Mark  the  new  mark 
was  removed,  leaving  the  old  mark  only  on  the  Register.  Two  identical  new 
marks  have  never  been  put  on  the  Register.  [Buckmaster  referred  to  Jackson 
v.  Napper  (L.R.  35  Ch.  D.  162  4  R.P.O.  45).]     [Sebastian.— If  Verity  ought 

55.  never  to  have  been  registered  the  Applicants1  mark  ought  to  be  registered.] 

G 
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Buckmaster  for  the  Respondent  Verity. — The  material  facts  are  not  in 
dispute.  Before  1882  the  Applicants  had  not  dealt  in  aerated  waters,  bnt  in 
that  year  they  extended  tfyeir  trade  to  those  goods,  and  their  price  list  included 
both,  bnt  no  aerated  waters  were  sold  under  the  device  of  a  Badger  :  nor  is  it 
suggested  that  aerated  waters  were  ordered  by  reference  to  that  device.  The  5 
Respondent  has  used  his  mark  on  the  goods  continuously  since  1888.  Even  if 
flection  76  does  not,  after  five  years*  user,  preserve  a  mark  from  attack  on  all 
grounds,  it  does  against  such  as  an  attack  as  this  by  a  rival  trader,  which  might 
have  been  reasonable  at  the  date  of  registration,  but  is  not  now.  The  mark 
was,  of  course,  duly  advertised  before  registration,  and  the  Applicants  had  the  10 
opportunity  of  opposing  it.  The  decisions  only  'show  that  if  a  mark  is  in  itself 
incapable  of  registration,  no  lapse  of  time  confers  any  title  ;  in  Edwards  v. 
Dennis  the  mark  was  not  properly  the  subject  of  registration.  [In  re  Palmer 
(L.R.  21  Ch.  D.  47)  was  referred  to.]  In  Edwards  v.  Dennis  the  right  of  the 
public  was  in  question ;  here  there  is  only  the  question  of  an  individual's  15 
right,  the  Applicants  were  the  only  persons  who  could  have  objected  to  the 
registration.  Even  if  the  period  of  registration  does  not  protect  the  Respondent, 
yet  under  section  90  the  Court  must  be  satisfied  that  the  Order  for  rectification 
ought  to  be  made,  and  the  want  of  vigilance  on  the  part  of  the  Applicants 
should  be  considered.  In  Mouson  v.  Boehm  rectification  was  refused  on  the  20 
ground,  namely,  that  of  a  bond  fide  title  acquired  and  a  substantial  trade  under 
the  mark.  If  this  is  not  to  be  considered,  great  hardship  might  result.  But, 
in  the  present  case,  the  Applicants  show  no  use  at  all  of  the  mark  in 
connection  with  aerated  waters  before  the  Respondent's  registration ;  and 
they  have  never  used  the  mark  on  such  goods.  As  to  the  Applicants  also  25 
coming  on  the  Register,  there  is  no  case  since  Jackson  v.  Napper  in  which 
it  has  been  suggested  that  this  can  be  done ;  and  all  the  prior  cases  relate 
to  old  marks  (In  re  White  Rose  Trade  Mark,  L.R.  30  Oh.  D.  505). 
[Parker. — As  to  the  motion  to  proceed,  in  Re  Ehrmann* s  Trade  Marks  (14  R.P.C. 
663)  the  registration  of  two  new  similar  marks  was  refused.  Evidence  as  to  30 
probability  of  deception  is  not  necessary  (DewhursVs  Trade  Mark,  13  R.P.C. 
288).  Even  if  the  motion  to  expunge  succeeds,  the  Applicants  ought  not  to  be 
registered,  as  the  result  would  be  unfair  to  the  Respondent.  Notes  on  the 
Register  are  now  discouraged.  There  is  in  all  cases  a  discretion  as  to  registra- 
tion (see  section  62,  and  Eno  v.  Dunn).']  35 

Sebastian  in  reply. — The  point  that  the  Applicants'  mark  should  not  be 
registered  although  the  Respondent's  mark  is  removed  is  new  and  has  never  been 
urged  before  (see,  for  instance,  Wright,  Grossley  A  Co.'s  Application,  17  R.P.C.  at 
p.  390,  where  the  Opponent's  marks  had  been  struck  off).  The  prior  rights  of  the 
Applicants  ought  to  be  protected.  I  admit  that  they  cannot  interfere  with  Verity* s  40 
use  of  his  mark,  and  the  Applicants  would  undertake  not  to  do  so.  As  to  the  argu- 
ment that  they  ought  to  have  known  of  the  advertisement  prior  to  the  registra- 
tion of  the  Respondent's  mark,  I  rely  on  In  re  Hyde  &  Go*s  Trade  Mark 
(L.R.  7  Ch.  D.  724).  In  Mouson  v.  Boehm,  Chitty,  J.,  did  substantial  justice 
between  the  parties.  Here  the  Respondent  has  not  proved  a  substantial  trade.  45 
The  Applicants  could  have  successfully  opposed  the  registration,  and  therefore 
the  Respondent's  mark  ought  to  be  removed.  The  entry  was  made  "  without 
"  sufficient  cause  "  at  the  date  of  registration.  In  no  case  has  a  new  mark  been 
kept  on  the  Register  against  an  older  mark. 

Buckmaster. — Hyde*s  Trade  Mark  was  a  decision  only  as  to  costs.  50 

Buckley,  J. — The  Applicants,  Hall  and  Woodhouse,  Ld.,  carry  on  business 
as  brewers  and  wine  and  spirit  merchants,  and  dealers  in  aerated  waters  at 
Blandford  in  Dorsetshire.  The  Respondents  carry  on  business  as  mineral 
water  manufacturers  at  Pateley  in  Yorkshire.  Neither  trader  is  known,  nor  are 
his  goods  known,  in  the  district  of  the  other  trader.    The  Applicants  and  their  55 
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predecessors  in  title  have  carried  on  tbe  above-mentioned  business  of  brewers 
and  wine  and  spirit  merchants  for  many  years,  extending  over  a  period  of 
from  before  1876  to  the  present  time.  In  1882  they  added  to  that  business  a 
business  in  aerated  waters.  In  1875,  or  thereabouts,  they  adopted  as  tiUeir 
"3  Trade  Mark,  in  connection  with  the  brewery  business,  a  pictorial  representation 
of  a  Badger,  and  they  have  used  it  in  connection  with  that  business  ever  since, 
using  it  in  connection  with  their  goods  and  the  brewery  business.  When,  in 
the  year  1882,  they  commenced  the  manufacture  of  aerated  waters,  they 
included  such  waters  in  their  ordinary  price  lists,  together  with  ales,  wines, 

10  spirits,  and  liqueurs,  and  on  the  back  of  the  price  list  they  placed  the  words 
44  Trade  Mark  "  and  the  picture  of  a  Badger.  They  did  not,  however,  put  on 
their  bottles  of  aerated  waters,  or  the  cases  containing  them,  the  Trade  Mark,  or 
any  label  bearing  the  Trade  Mark  ;  and  except  by  making  use  of  the  price  lists 
above  described  they  had  not,  before  1888,  made  any  use  of  the  Trade  Mark  in 

15  connection  with  aerated  waters.  After  1888,  they  did  the  following  things  : — 
In  1890,  and  again  in  1896,  they  'printed  and  used  cards  bearing  the  Trade 
Mark,  and  having  an  endorsement  of  prices  of  ales,  but  not  of  aerated  waters  ; 
and  on  these  cards  they  described  themselves  as  wine  and  spirit  merchants,  and 
aerated  water  manufacturers.    From  1892  onwards,  their  ordinary  letter  paper 

20  was  headed  with  the  Trade  Mark,  and  described  them  as  wine  and  spirit 
merchants,  and  aerated  water  manufacturers.  They  never  used  the  Trade 
Mark  in  connection  with  aerated  waters  in  any  other  manner  than  as  above 
stated.  They  never  used  it  in  any  way  on  the  goods,  or  on  packing  cases  con- 
taining the  goods.    The  Applicants  and   their  predecessors  in  title  did  not 

iJ5  register  their  Trade  Mark  for  any  class  of  goods. 

In  1887  the  Respondent's  predecessor  in  title  adopted  a  pictorial  representa- 
tion of  a  Badger  as  his  Trade  Mark  in  connection  with  his  mineral  water 
business.  In  May  1888,  he  registered  that  Trade  Mark  for  goods  in  Class  44, 
that  is  to  say,  "  Mineral  and  aerated  waters,  natural  and  artificial,  including 

50  "  ginger  beer,"  and  he  has  ever  since  used  it  in  labels  upon  their  bottles. 

In  1901  the  Applicants  registered  their  Trade  Mark  for  goods  in  Class  43, 
that  is,  "  Fermented  liquors  and  spirits.19  They  sought  also  to  register  the  same 
mark  for  goods  in  Class  44.  The  Comptroller  stopped  the  registration  on  the 
ground  that  the  Respondent's  mark  was  already  on  the  Register. 

.35  There  are  two  motions  before  me,  the  one  to  take  the  Respondent's  mark  off 
the  Register,  and  the  other  to  direct  the  Comptroller  to  proceed  with  the 
registration  of  the  Applicants'  mark.  The  Applicants  contended  that  justice 
might  be  done  by  registering  the  Applicants'  mark,  leaving  the  Respondent's 
mark  on  the  Register,  and  they  relied  upon  Mouson  v.  Boehm  (26  Chancery 

40  Division,  page  398).  In  my  opinion  the  registration  of  both  marks  cannot  be 
allowed.  Neither  of  the  marks  in  the  present  case  is  an  old  mark,  that  is  to 
say  a  mark  in  use  before  the  13th  of  August  1875.  BoehnCs  mark,  which 
Mr.  Justice  Chitty  added  to  the  Register  in  Mouson  v.  Boehm,  was  an  old 
mark.      I    take    the    law    from    the  judgment    of  Mr.  Justice  Stirling  in 

45  Jackson  v.  Napper  (35  Chancery  Division,  at  page  177),  that  in  order  to  enable 
you  to  register,  .there  being  a  similar  mark  already  on  the  Register,  you  must 
make  out  that  there  was  a  user  of  the  mark  in  England  before  the  13th  of 
August  1875. 

Then,  for  the  Respondent  it  was  contended  that  inasmuch  as  his  mark  has 

50  been  on  the  Register  more  than  five  years,  that  fact  is  by  virtue  of  section  76  of 
the  Act  of  1883,  conclusive  evidence  of  his  right  to  its  exclusive  use.  This 
contention  cannot,  in  my  opinion,  be  supported.  In  proceedings  for  infringe- 
ment the  Register  is,  after  five  years,  conclusive  evidence  ;  but,  when  the 
matter  in  debate  is  what  the  Register  ought  to  contain,  its  existing  contents 

<55  cannot  be  conclusive  as  to  what  its  contents  ought  to  be.    That,  I  think,  was 
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the  decision  in  Edwards  v.  Dennis  (30  Chancery  Division,  page  454).    Under' 
these  circumstances  I  have  to  decide  whether  the  Respondent's  mark  ought  to 
be  taken  off  or  not.     For  this  purpose  I  have  to  see  whether  in  188S  the  entry 
on  the  Register  was  made  without  sufficient  cause  (Act  of  1883,  section  90). 
The  facts  are  that  in  that  year  a  trader,  namely,  the  Respondent's  predecessor  & 
in  title,  acting  perfectly  bond  fide,  and  without  any  knowledge  of  the  Applic- 
ants' business  or  Trade  Mark,  had  adopted  as  his  mark,  and  was  using  in 
connection  with  his  goods,  a  mark  which  was  the  same,  or  substantially  the 
same,  as  the  mark  which  another  trader  was  using  in  another  part  of  England. 
The  former  trader  registered  his  mark  in  1888  for  the  class  of  goods  with  which  10* 
he  was  using  it,  namely,  Class  44,  and  has  used  it  ever  since — that  is  for  13 
years.    The  latter  trader,  the  Applicants'  predecessor  in  title,  has  never  used  the 
mark  upon  goods  of  that  class,  or  upon  any  wrapper  or  case  containing  such 
goods.    Such  a  user  I  take  to  be  necessary  for  the  purpose  of  user  as  a  Trade 
Mark.    For  this  I  may  refer  to  what  was  said  by  Mr.  Justice  Kay  in  Richards  15* 
v.  Butcher  (1891,  2  Chancery,  page  532),  and  by  Lord  Justice  Bowen  in  PowelVs 
Trade  Mark  (1893,  2  Chancery,  page  404). 

The  Applicants  endeavoured  to  show  from  Wragg's  Trade  Mark  (29  Chancery 
Division,  page  551 ;  54  Law  Journal,  Chancery,  page  391),  that  user,  not  upon  the 
goods  but  in  advertisements  or  trade  circulars,  would  be  sufficient.    I  do  not  20' 
think  that  decision  supports  the  contention.    The  report  in  the  Law  Journal 
shows  that  six  instances  of  user  were  relied  on,  and  the  statement  of  fact  as  to 
the  kind  of  user  would  seem  to  be  deficient,  for  as  regards  one  only,  namely 
Kinmond's,  was  it  alleged  in  argument  that  the  user  had  not  been  on  the 
goods.    The  report  in  29  Chancery  Division,  at  page  554,  shows  alike  that  only  25 
one  case  of  user  not  on  the  goods  was  alleged.    This  left  five  cases  of  user  on 
the  goods,  so  the  point  did  not  arise.    The  Applicants  also  cited  the  language  of 
Lord  Cairns  in  the  Singer  Machine  Manufacturers  v.  Wilson  (3  Appeal  Cases, 
page  389),  but  that  was  a  case  not  of  Trade  Mark  but  of  trade  name.    Lastly, 
they  referred  to  the  Sphincter  Grip  Case  (10  Reports  of  Patent  Cases,  page  84),  30" 
but  that  was  on  the  question  of  the  two  marks  being  calculated  to  deceive.  The 
user  in  this  case  by  the  Applicants'  predecessors  in  title  was  confined  down  to 
1888,  so  far  as  Class  44  was  concerned,  to  placing  the  mark  on  the  back  of  a  price 
list  in  which  ales,  wines,  spirits,  and  liqueurs  were  given,  and  also  aerated 
waters.     If  this  were  sufficient  to  constitute  a  user  upon,  or  in  connection  with,  35 
aerated  waters,  then  a  trader  who  circulates  a  price  list  offering  a  great  variety 
of  goods,  which  the  stores  and  retail  dealers  now  commonly  supply,  and  who 
put  a  mark  on  the  outside  of  his  price  list  would  be  able  to  set  up  that  he  was 
using  the  mark  in  connection  with  each  one  of  the  numerous  classes  of  goods 
offered  within.    I  think  there  was  here  no  user  before  1888  by  the  Applicants'   40 
predecessors  in  title  of  this  mark  as  a  Trade  Mark  upon  aerated  waters. 

In  my  judgment  the  entry  of  the  Respondent's  mark  upon  the  Register  in 
1888  was  not  made  without  sufficient  cause,  and  he  is  entitled  to  retain  it. 
This  being  so,  it  follows  from  what  I  have  said  that  the  Applicants'  mark  cannot 
be  put  on  the  Register.  45 

Under  these  circumstances  I  dismiss  both  motions  with  costs. 
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Before  The  Judicial  Committee  of  the  Privy  Council. 

Present:  Lords  Macnaghtkn,  Davey,  Shand,  Lindley,  and  Sir  Ford 

North. 

December  18th,  1901. 

5  In  the  Matter  of  Peach's  Patent. 

Patent — Petition  for  prolongation  by  Patentee  and  assigns. — Communication, 
from  abroad. — No  evidence  as  to  whether  the  foreign  inventor  was  remunerated. 
— Application  for  adjournment  refused. — Prolongation  refused. 

On  the  30th  of  January  1888  Letters  Patent  (No.  1382  of  1888)  were  granted 

10  to  Charles  Peachy  on  a  communication  from  abroad  by  Allen  Johnston,  of  the 

United  States,  for  an  invention  of  "  Improvements  in  the  method  of  and  in 

44  machinery  or  apparatus  for  grinding  cutlery  or  other  articles  which  require  to 

"  have  a  convex  surface." 

On  the  11th  of  July  1901  Charles  Peach  and  Boswell  Hatfield  &  Co.,  Ld., 

15  as  assignees  of  the  Patent,  presented  a  Petition  for  prolongation  of  the  same. 
The  Petition,  after  stating  the  grant  of  the  Patent,  that  all  conditions  had  been 
performed,  that  the  invention  was  new  and  of  great  utility,  and  was  communi- 
cated solely  to  Charles.  Peach,  and  that  it  was  originally  conceived,  developed, 
and  perfected  by  Allen  Johnston  in  the  United  States,  and  after  stating  the 

20  advantages  and  features  of  the  invention,  alleged  {inter  alia)  :—  "(9)  Machines 
44  embodying  the  foregoing  features  of  invention  have  proved  to  be  entirely 
44  successful  in  practice,  and  have  been  highly  commended  by  many  cutlery  manu- 
44  facturers  of  great  experience,  some  of  whom  your  Petitioners  will  crave  leave 
"  to  call  as  witnesses  on  their  behalf  at  the  hearing  of  this  Petition.     Indeed, 

25  "  there  is  little  doubt  but  that  if  the  machines  had  met  with  a  fair  reception 
k4  and  been  allowed  to  stand  on  their  merits,  they  would  have  effected  a  revo- 
44  lution  in  the  trade.  The  commercial  failure  of  the  invention  was  due  to  the 
44  feet  that  after  the  grinding  process  was  completed  the  blades  still  required 
44  hand  labour  for  the  subsequent  processes,  and  the  workmen  in  the  cutlery 

30  "  centres  resolved  to  charge  just  as  much  to  finish  the  machine-ground  blades  as 
44  they  charged  for  grinding  and  finishing.  (10)  Much  trouble  and  expense 
44  were  incurred  in  vain  attempts  to  overcome  opposition  of  this  kind,  and  to 
44  induce  manufacturers  of  cutlery  in  Sheffield  and  elsewhere  to  adopt  the  said 
4%  invention  ;  but  your  Petitioner,  Charles  Peach,  and  the  said  Allen  Johnston 

35  44  finally  realised  that  in  order  to  achieve  any  degree  of  commercial  success  they 
44  must,  if  possible,  render  themselves  absolutely  independent  of  skilled  labour 
44  by  inventing  a  series  of  machines  for  performing  each  successive  step  in 
44  the  manufacturing  process.  (11)  During  the  years  1888  to  1900,  therefore, 
44  the  said  Allen  Johnston  applied  himself  to  these  problems  with  the  result 

W  44  that  he  invented  machines  to  dispense  with  skilled  hand  labour  in  connection 
44  with  the  stamping,  rolling,  whitening,  and  polishing  processes.  These 
44  machines,  which  are  ancillary  to  the  grinding  machine  above  described,  are 
44  the  subject  matter  of  the  following  Letters  Patent."  [The  Patents  were  set 
out]    "  (12)  The  series  of  machines  included  in  these  inventions  whereby 
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"  a  complete  process  for  the  manufacture  of  knife  blades  by  machinery  was 
u  first  accomplished,  was  erected  by  the  said  Allen  Johnston  in 
"  the  year  1896  at  Norwich,  Connecticut,  in  the  United  States  of 
"  America.  This  machinery  was  successfully  tried,  and  thereupon  a  Company 
"  was  registered  in  this  country  on  the  28th  day  of  June  1897,  under  the  name  5 
"  of  Charles  Peach  A  Co.,  Ld.,  for  the  purpose  of  purchasing  all  the  British  and 
"  European  Patent  rights  relating  to  the  said  process  (including  the  said  Letters 
"  Patent,  No.  1382  of  1888),  which  was  duly  assigned  to  the  said  Company  on 
"  the  7th  of  July  1897.  The  capital  of  the  said  Company  was  500W.,  divided 
"  into  5000  ordinary  shares  of  11.  each,  whereof  as  consideration  for  the  said  10 
u  assignment  1000  fully-paid  shares  were  issued  to  the  said  Allen  Johnston , 
"  1000  to  the  said  Charles  Peach,  and  500  to  his  brother,  John  Peach.  The 
"  remaining  2500  were  allotted  to  other  persons,  and  fully  paid  in  cash. 
"  (13)  The  said  Company  purchased  machines  for  effecting  the  said 
u  process,  erected  the  same  in  Derby,  and  gave  a  series  of  demonstrations  for  15 
"  the  purpose  of  proving  their  great  value.  Subsequently,  at  the  request  of  a 
"  number  of  influential  persons,  the  machinery  was  transferred  to  Sheffield,  and 
"  it  was  then  decided  to  form  the  present  petitioning  Company,  Boswell 
u  Hatfield  A  Co.,  Ld.y  to  purchase  the  Patent  rights  of  Charles  Peach  A  Co.,  Ld.% 
"  together  with  the  cutlery  business  then  being  carried  on  in  Sheffield,  under  20 
"  the  style  of  Boswell  and  Hatfield.  (14)  On  the  17th  day  of  June  1899, 
"  Boswell  Hatfield  A  Co.,  Ld.,  was  registered  with  a  share  capital  of  80,000/., 
"  divided  into  60,000  ordinary  shares  of  11.  each,  and  20,000  preference  shares 
"  of  11.  each.  By  an  indenture  of  assignment,  dated  the  1st  day  of  January 
"  1900,  the  said  diaries  Peach  and  Charles  Peach  A  Co^  Ld.,  assigned  the  25 
"  various  Patent  rights  hereinbefore  referred  to,  and  particularly  the  said  Letters 
41  Patent  No.  1382  of  1888  to  the  said  Boswell  Hatfield  A  Co.,  Ld.  The  said 
"  indenture  was  duly  registered,  and  the  said  Company  are  now  the  sole  beneficial 
"  owners  of  the  said  Letters  Patent.  As  consideration  for  the  said  assignment 
"  30,000  fully-paid  ordinary  shares  of  11.  each  in  Boswell  Hatfield  A  Co.,*Ld.,  were  30 
'*  allotted  to  Charles  Peach  A  Co.,  Ld.,  and  of  these  the  said  Charles  Peach,  Allen 
u  Johnston  and  John  Peach  received  8459  in  exchange  for  the  shares  held  by 
"  them  in  Charles  Peach  A  Co.,  Ld.  With  the  exception  of  the  sum  of  100J., 
41  which  your  Petitioners  believe  was  paid  to  the  said  Allen  Johnston  On  the 
"  sale  by  him  of  100  shares  in  Charles  Peach  A  Co.,  Ld.,  no  remuneration  35 
"  whatever  beyond  the  above  shares  has  been  received  by  the  said  Allen 
"  Johnston,  Charles  Peach,  or  John  Peach,  in  respect  of  the  said  Letters  Patent, 
"  or  of  the  other  Patent  rights  included  in  the  assignment  to  Boswell  Hatfield 
"  A  Co.,  Ld.  On  the  other  hand,  in  so  far  as  your  Petitioner,  Charles  Peach, 
"  is  concerned,  the  accounts  which  he  will  submit  with  this  Petition  show  40 
"  that  the  introduction  of  the  said  invention  has  entailed  upon  him  an  actual 
"  and  considerable  loss.  (15)  The  said  Boswell  Hatfield  A  Co.,  Ld.,  was 
"  formed  with  the  intention  of  first  working  the  said  machines  on  small  lines, 
"  and  afterwards  developing  and  extending  the  business.  This  is  now  being 
"  done  ;  only  a  few  machines  are,  however,  as  yet  working,  and  although  the  45 
"  directors  are  very  sanguine  of  success,  they  are  not  as  yet  dividend-earning. 
"  (17)  Foreign  Patents  were  applied  for  and  granted  in  respect  of  the  said 
"  invention.  Your  Petitioners  are  using  their  best  endeavours  to  obtain  full 
"  and  exact  particulars  of  such  Foreign  Patents  and  respectfully  crave  leave  to 
"  submit  the  same  at  a  subsequent  stage  of  the  proceedings.  By  reason  of  the  50 
%*  opposition  of  workmen  and  other  adverse  circumstances  hereinbefore  set 
44  forth,  all  the  said  Foreign  Patents  were  allowed  to  lapse  in  the  second  or 
44  third  year  of  their  respective  terms,  and  no  pecuniary  or  other  remunera- 
44  tion  has  directly  or  indirectly  accrued  to  your  Petitioners  in  respect  of  the 
44  same.  (18)  Letters  Patent  No.  377,201  dated  the  31st  of  January  1888,  55 
4t  and  No.  377,202  dated  the  31st  of  January  1888  were  granted  in  the  United 
"  States  of  America  to  the  said  Allen  Johnston  in  respect  of  the  said  invention! 
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u  but  your  Petitioners  have  never  had  any  interest  in  or  received  any  remune- 
"  ration  from  the  same."    The  Petition  asked  for  an  extension  of  the  term  of 
the  Patent  for  14  years. 
Moulton,  E.C.,  and  Lever  (instructed  by  C.  A.  Anderson)  appeared  for  the 
5  Petitioners  ;  Sutton  appeared  for  the  Crown. 

Moulton,  K.C.,  opened  the  case  for  the  Petitioners,  and  at  the  close  of  his 
opening  the  following  discussion  took  place  : 

Moulton,  E.C. — We  put  into  paragraph  17  of  the  Petition  a  statement  that  we 
are  making  inquiries  as  to  the  foreign  Patents. 
10    -  Lord  MACNAGHTBN. — That  statement  is  anything  but  satisfactory. 

Moulton,  E.C. — Certainly ;  but,  my  Lord,  we  were  of  opinion  that  it  was 
better  to  state  it ;  it  was  against  us,  and  the  alternative  was  to  state  it  and 
examine  into  it  or  leave  it  out  because  we  did  not  know. 

Lord  MACNAGHTBN. — Have  you  known  any  case  in  which  this  Board  has 
15  allowed  an  adjournment  in  order  to  supplement  what  is  known  to  be  required 
in  every  case  ? 

Moulton,  E.C. — It  is  always  within  the  power  of  the  Board,  of  course,  to 
grant  it. 

Lord  MACNAGHTBN. — I  have  no  doubt  it  is  within  our  power,  but  I  have 
20  directed  a  search  to  be  made  and  no  case  has  been  found  where  it  has  been 
done. 

Moulton,  E.C. — My  Lord,  generally  the  hearing  is  very  near  the  period  of 
expiration  of  the  Patent. 

Lord  MACNAGHTBN. — But  it  is  your  own  application. 
25       Moulton,  E.C. — There  is  time  for  an  adjournment  in  this  case. 

Lord  MACNAGHTBN. — What  strikes  me  is  that  the  rules  are  perfectly  well 
known  and  perfectly  well  understood,  and  that  you  have  contravened  them  in 
this  case. 

Moulton,  E.C. — I  do  not  think  there  is  really  the  slightest  doubt  here  that 

30  there  were  no  profits,  so  that  I  think  it  would  be  a  pity  if  there  is  a  case  of  merit. 

Lord  MACNAGHTBN. — No,  there  are  certain  rules  that  must  be  adhered  to. 

Moulton,  E.C. — Surely  your  Lordship  will  not  put  it  so  high  as  that  there 

must  be  accounts  in  all  cases  of  the  foreign  Patents  ;  that  would  make  it  almost 

prohibitory.    Of  course,  if  your  Lordship  says  there  must  be  evidence  there 

35  must  certainly  be  ;  but  where  there  is  no  reason  whatever  to  think  that  there  is 

any  profit,  and  if  it  is  only  that  point  which  causes  difficulty,  it  is  for  your 

Lordship  to  say  whether  there  should  be  an  adjournment ;  it  is  well  within  the 

power  of  the  tribunal  to  grant  it. 

Lord  Davby. — Your  own  Petition  is  so  very  unsatisfactory.  I  do  not  want 
40  to  read  it  more  strongly  against  you  than  I  can  help,  but  look  what  it  says — 
that  no  profit  has  been  made  by  your  Petitioners  ;  that  your  Petitioners  have 
never  received  any  remuneration.  But  that  is  not  the  point ;  and  the  Petition 
is  as  demurrable  as  it  can  be  because,  being  an  assignee,  your  whole  right  to 
petition  depends  upon  the  allegation  that  the  inventor  has  been  insufficiently 
45  remunerated,  and  from  beginning  to  end  of  the  Petition  we  find  no  suggestion 
to  that  effect ;  and,  on  the  contrary,  when  you  speak  of  the  United  States  Patent 
you  do  not  say  that  Johnston  has  not  been  remunerated  but  that  your  Petitioners 
have  not,  and  that  is  not  the  point. 

Moulton,  E.C. — My  Lord,  I  think  there  is  an  answer  to  that ;  we  do  put 
50  forward  Peach  as  the  meritorious  inventor  as  far  as  the  trade  in  this  country  is 
concerned,  because,  my  Lord,  it  is  not  a  case  of  a  mere  communication  to  him  ; 
he  goes  out  to  America,  he  finds  this,  he  comes  back  and  patents  it  in  his  name, 
and  the  whole  of  the  work  of  trying  to  develop  it  falls  on  Peach  and  not  on 
Johnston. 
55  Sir  FORD  North. — Where  do  you  say  that,  Mr.  Moulton  f  There  is  nothing 
like  that  in  your  Petition.  What  the  Petition  states  is  that  the  Patent  was 
communicated  to  Charles  Peach  from  abroad, 
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Moulton,  K.C. — Yes,  he  went  to  America  and  got  it.  Johnston  is  the  inventor 
right  throughout,  but  we  put  forward  Peach  as  the  very  person  who  is  pointed 
at  by  the  Statute  of  Monopolies  when  you  say  that  he  brings  a  new  trade  into 
England.  According  to  the  whole  of  the  Statutes  Peach  is  the  Patentee  and 
Peach  is  the  inventor.  5 

Lord  Davkt. — That  is  quite  true  in  one  sense,  but  you  are  as  well  acquainted 
with  the  rules  in  this  matter  as  any  one.  Could  you  hope  to  succeed  in 
this  application  except  upon  the  terms  of  proving  that  the  Patentee  had  not 
been  sufficiently  remunerated  ? 

Moulton,  K.C. — That  the  foreign  inventor  ?  10 

Lord  Da  VET. — That  the  inventor  had  not  been  sufficiently  remunerated  ? 

Moulton,  K.C. — I  think  of  recent  years  probably  this  Board  has  been  much 
more  severe  with  regard  to  that,  but  I  think  that  the  actual — the  legal  inventor, 
where  he  is  a  person  who  has  really  done  the  meritorious  service  in  this 
country — the  legal  inventor,  that  is  to  say  Peachy  would  have  a  case  to  come  15 
before  your  Lordships,  and  I  think  it  would  be  a  very  great  pity  if  he  had  not, 
because  the  whole  merit,  as  far  as  England  is  concerned,  is  due  to  him.  The 
Board  has  again  and  again  laid  down  this,  that  the  persons  who  expend  time 
and  money  in  establishing  an  invention  have  merits  which  will  be  recognised. 
Now  in  this  case  from  the  very  beginning  Johnston  has  never  done  anything  20 
in  this  country.  Peach  has  collected  the  whole  of  this  capital  and  worked 
during  the  whole  of  these  years,  and  therefore  I  should  submit  it  was  a  case  in 
which  Peach's  own  merits  were  such  that  you  would  recompense  them.  I  do 
not  know  why  Peach  should  not  be  considered  as  being  the  inventor  in  the  eye 
of  the  law,  if  he  does  these  services  ;  it  is  not  a  case  where  he  is  merely  a  name,  25 
merely  a  trustee  for  other  people  ;  but  where  he  has  done  these  services  I  do  not 
see  why  that  which  made  the  law  give  him  the  privileges  of  an  inventor  should 
not  give  him  this  privilege  of  an  inventor,  that  he  should  come  to  your  Lordships 
and  ask  to  be  rewarded. 

Lord  MACNAGHTBN. — Are  you  justifying  the  silence  of  the  Petition  with  30 
regard  to  this  information  ? 

Moulton,  K.C. — No,  my  Lord,  I  am  justifying  this  :  It  is  pointed  out  that  we 
said  the  Petitioners  had  never  had  any  interest  or  received  any  remuneration 
for  their  services. 

Lord  MACNAGHTBN. — T  am  referring  to  the  enumeration  of  Johnston.  35 

Moulton,  K.C. — We  have  put  forward  the  merits  of  the  Petitioners  here  as 
entitling  them  to  favourable  consideration. 

Lord  Maonaghten. — Do  you  say  that  it  is  immaterial  whether  Johnston  has 
had  remuneration  or  not  ?  * 

Moulton,  K.C. — I  do  not  go  so  far  as  to  say  it  is  immaterial  to  show  that.    I  40 
say  the  Petitioners  not  having  received  any  profit  was  the  main  fact.    I  am 
very  sorry  that  they  could  not  get  Johnston  here,  but  they  did  their  best. 

Lord  Shand. — Johnston  was  not  wanted  ;  it  is  his  accounts  that  are  wanted. 

Moulton,  K.C. — My  Lord,  there  is  no  way  of  getting  the  accounts. 

Lord  Shand. — I  beg  your  pardon  ;  I  do  not  understand  that  at  all.  45 

Moulton,  K.C. — You  must  get  somebody  to  swear  to  them. 

Lord  Shand. — If  the  accounts  had  been  here  you  would  have  been  in  a 
totally  different  position.   v 

Moulton,  K.C. — I  do  not  see  how  it  would  have  altered  my  position  at  all  to 
have  the  accounts  here  not  sworn  to ;  but,  my  Lord,  if  that  would  have  made  50 
the  difference  I  have  got  so  far  as  that ;  I  have  got  a  statement  that  there  were 
no  profits,  but  not  in  a  form  in  which  it  could  be  produced  as  evidence.  I 
submit  that  in  this  case  there  ip  no  ground  for  thinking  that  there  has  been  any 
remuneration  to  the  original  inventor,  Johnston,  and,  if  your  Lordships  will 
allow  them,  the  Petitioners  will  bring  him  over  in  order  to  prove  that  fact.  55 

Lord  MACNAGHTBN. — This  is  an  application  for  an  extension  of  a  Patent, 
which  is  a  communication  from  abroad.    The  Petitioners,  who  are  a  commercial 
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Company,  the  assignees  of  the  Patent,  have  given  their  Lordships  no  opportunity 

of  judging  whether  the  inventor  has  been  remunerated  in  any  shape  or  form. 

That,  in  their  Lordship's  opinion,  is  fatal  to  the  Petition. 

Their  Lordships  have  been  asked  to  grant  an  adjournment  in  order  that  the 

5  information  which  is  now  wanting  may  be  supplied.    They  decline  to  do  so. 

They  do  not  find  that  there  has  been  any  case  in  which  such  an  application  has 

been  granted  by  this  Board.    The  rules  which  guide  their  Lordships  in  th« 

exercise  of  their  duty  of  recommending  to  the  Crown  whether  a  Patent  should 

be  extended  or  not  are  perfectly  well  known,  and  they  must  be  strictly  followed. 

10  An  application  for  an  extension  of  a  Patent  is  an  indulgence,  and  an  indulgence 

of  a  very  extraordinary  kind,  and  Patentees  who  come  and  ask  for  that  indulgence 

must  understand  that  the  settled  rules  that  guide  this  Board  will  be  adhered 

to.    Their  Lordships  will  humbly  advise  His  Majesty  to  refuse  this  Petition. 


In  the  High  Court  op  Justice. — Chancery  Division. 


15  Before   MR.    JUSTICE    KfiKEWICH. 


December  5th,  1900. 


In  the  Court  of  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozens-Hardy. 

December  7th,  9th,  and  10th,  1901. 

20    Bagot  Pneumatic  Tyre  Company,  Ld.  r.  Clipper  Pneumatic 

Tyre  Company,  Ld. 

Patetit. — Licence.— Agreement  by  licensee  to  pay  certain  sums  to  owners  of 
Patent.— Action  by  owners  of  Patent  against  equitable  assignee  of  licence  to 
recover  such  sums. — Privity  of  contract. — Action  dismissed.— Appeal  dismissed. 

25  The  owners  of  a  Patent  agreed  with  P.  to  grant  a  licence  to  P.,  or  a  Company 
to  be  formed  by  Turn,  and  it  was  agreed  that  the  consideration  should  be  the 
payment  of  a  percentage  and  further  sums  out  of  the  profits  of  the  Company 
after  providing  for  certain  payments  having  priority.  A  licence  was  granted 
to  P.  in  accordance  with  this  agreement,  the  consideration  being  the  said 

30  agreement  and  the  payment  tfierein  agreed  to  be  made  by  P.  P.  subsequently 
entered  into  an  agreement  to  sell  the  licence  to  a  trustee  for  the  Company >  which 
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was  afterwards  incorporated  and  adopted  this  agreement.  No  actual  assign- 
ment of  the  licence  was  executed,  hut  the  Company  had  worked  under  it  The 
owners  of  the  Patent  brought  an  action  against  the  Company  alleging  that 
money  was  due  to  tliem  under  the  agreement  with  P.  The  Defendants  pleaded 
(inter  alia)  that  the  Statement  of  Claim  disclosed  no  cause  of  action  against  them.  5 
Held,  by  Kekewich,  J.,  that  there  was  no  privity  of  contract  between  the 
Plaintiffs  and  the  Defendants,  and  {distinguishing  Werderman  v.  Societe 
GenSrale  d'Electricite,  L.R.  19  Ch.  D.  246)  that  the  Defendants  were  not  owners 
in  equity  of  a  licence  subject  to  liabilities  attached  to  it,  tlie  agreement  to  pay 
being  independent  of  tlie  licence.  The  action  was  dismissed.  The  Plaintiffs  10 
appealed. 

The  appeal  was  dismissed  with  costs  on  the  grounds  that  there  was  no  privity 
of  contract  between  the  Plaintiffs  and  the  Defendants,  and  that  in  any  case  no 
sums  had  become  due  under  the  agreement  between  P.  and  the  Plaintiffs. 

Per  Vaughan  Williams,  L.J. — Werderman  v.  Soci6t6  Generale  d'Electricite  15 
(L.R.  19  Ch.  D.  246)  applies  only  where  a  property  is  assigned  subject  to  a 
charge  or  incumbrance. 

Per  Rohbr,  LJ. — "  NeitJier  do  I  propose  to  prejudice  any  claim  the  Plaintiffs 
*  may  possibly  have  in  the  same  unforeseen  circumstances  of  there  being  profits, 
%i  in  which  otherwise  the  Plaintiffs  would  be  entitled,  or  might  be  entitled,  to  20 
"  participate,  which  may  have  arisen  by  reason  of  the  principle  of  the  decision  in 
"  Werderman  v.  Societe  Generate  d'Electricite!  But  the  principle  of  that  case, 
"  even  if  it  applied,  would  not  to  my  mind  establish  in  this  case  any  personal 
"  contract  between  the  Defendant  Company  and  the  Plaintiff  Company" 

The  Plaintiffs,  the  Bagot  Pneumatic  Tyre  Company,  Ld.,  commenced  an  25 
action  against  the  Clipper  Pneumatic  Tyre  Company,  Ld.,  alleging  that  the 
Defendants  were  liable  to  pay  certain  sums  which,  as  the  Plaintiffs  alleged, 
were  due  to  them  under  an  agreement  of  the  3rd  of  March  1897,  whereby  the 
Plaintiffs  agreed  to  grant  a  licence  under  a  Patent  to  Thomas  Gouchman  Phelps. 
On  the  4th  of  March  1897  the  licence  was  granted  in  consideration  of  the  said  30 
agreement  and  the  payments  therein  agreed  to  be  made  by  T.  C.  Phelps  to  the 
Plaintiffs.  The  case  is  reported  here  on  the  question  whether  the  Defendants 
as  equitable  assignees  of  the  licence  could  be  sued  by  the  Plaintiffs  for  such 
sums. 

The  following  statement  of  the  facts  is  taken  from  the  judgment  of  Lord  35 
Justice  Vaughan  Williams  in  the  appeal  hereinafter  mentioned  : — "In  this- 
"  case,  on  the  3rd  of  March  1897  there  was  an  agreement  between  the  Bagot 
u  Pneumatic  Tyre  Company  and  one  TJwmas  Couchman  Phelps,  which  says, 
"  after  reciting  that  the  Bagot  Pneumatic  Tyre  Company,  who  in  this  deed 
"  are  called  the  grantors,  were  entitled  to  certain  Letters  Patent,  and  that  they  40 
"  had  agreed  to  grant  to  the  grantee  in  this  deed,  Mr.  Thomas  Gouchman  Phelps^ 
"  therein  called  the  grantee,  '  the  sole  and  exclusive  licence  thereunder  in  the 
"  '  form  contained  in  the  second  schedule  hereto,'  '  Now  it  is  hereby  agreed  as 
"  '  follows  :  1.  The  grantors  shall  grant  to  the  grantee  and  the  grantee  or  the 
"  '  Company  hereinafter  mentioned  shall  accept  the  sole  and  exclusive  licence  45 
"  ( in  the  form  set  forth  in  the  second  schedule  hereto.    2.  The  consideration 
u  i  for  the  grant  of  such  licence  shall  be  as  follows  : — (a)  After  providing  for 
••  •  payment  to  the  shareholders  of  a  Company  in  course  of  formation  by  the 
"  'grantee'  (that  Company  is  the  Defendant  Company,  the  Clipper  Company, 
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"  which  at  that  time  was  not  incorporated)  'in  each  year  of  a  cumulative  preferen- 
"  *  tial  dividend  equal  to  8/.  per  cent,  on  a  capital  of  150,000/.,  and  after  such  a  sum 
( as  the  directors  of  the  said  Company  think  fit  shall  have  been  set  aside  as  a 
'  reserve  fund,  the  said  Company  shall  pay  to  the  grantors  in  each  year  out  of 
4  their  remaining  profits  available  for  dividend  a  sum  equal  to  SI.  per  cent,  upon 
'  a  fixed  capital  of  150,000/.  To  the  intent  that  the  shareholders  in  the  said 
'  Company  shall  in  the*  first  place  be  entitled  to  a  preferential  cumulative 
'  annual  dividend  of  81.  per  cent,  on  150,000/.,  and  the  grantors  shall,  subject 

*  to  the  payment  of  such  preferential  cumulative  dividend  and  to  the  provision 
"  *  for  the  said  reserve  fund,  be  entitled  out  of  the  remaining  profits  as  aforesaid 

4  to  a  yearly  payment  equal  to  8/.  per  cent,  on  150,000/.,  but  such  yearly 
'  payment  shall  only  be  payable  out  of  and  in  case  the  said  remaining  net 

*  profits  for  the  particular  year  are  sufficient  to  pay  the  same  and  shall  not  be 

*  cumulative.*  It  would  seem,  therefore,  that  the  consideration  was  in  part 
the  payment  to  the  grantors  of  8  per  cent,  on  a  fixed  capital  of  150,000/. 
provided  the  net  profits  for  the  particular  year  were  sufficient  to  pay  the  same. 
Then  :  '  (b)  After  providing  for  payment  of  the  above  sums  the  grantors  shall 

be  entitled  to  receive  a  further  sum  equal  to  one-half  of  the  balance  (if  any) 
of  net  profits  of  the  said  Company  available  for  dividend  in  each  year,    (c) 
The  grantors  shall  accept  the  certificate  of  the  auditors  of  the  said  Company 
on  all  matters  of  accounts  and  net  profits  of  the  said  Company  available  for 
dividend,  and  all  sums  payable  to  the  grantors  shall  be  paid  within  one 
month  after  the  auditors'  annual  certificate.'    Then  the  fourth  paragraph  is  : 
The  grantors  further  undertake  and  agree  that  they  will  at  all  times  hereafter 
during  the  continuance  of  this  agreement  do  all  things  in  their  power  to 
assist  the  said  Company  in  their  business,  and  also  that  they  will  not  for  the 
same  period  manufacture,  sell,  or  deal  in  pneumatic  or  other  tyres  for  cycles 
or  vehicles  in  the  United  Kingdom,  or  compete  in  any  business  or  trade 
similar  to  that  carried  on  for  the  time  being  by  the  said  Company.    5.  The 
grantors  further  agree  for  the  consideration  aforesaid  to  give  to  the  said 
Company  the  free,  sole,  and  exclusive  use  of  all  their  registered  designs  or 
Trade  Marks,  and  will  at  any  time  hereafter  execute  and  do  all  such  further 
assurances  and  things  to  more  fully  vest  in  the  said  Company  the  rights 
hereunder.'     Then  1  do  not  think  1  need  read  any  more  of  the  agreement 
44  until  I  come  to  paragraphs  8  and  9.    Paragraph  8  is  :  'If  the  benefit  of  this 
agreement  shall  not  be  assigned  to  the  said  Company  before  the  30th  day  of 
April  next,  it  shall  be  lawful  for  either  of  the  parties  hereto  by  notice  in 
writing  tathe  other  to  rescind  the  same.    9.  The  grantee  shall  have  the 
right  of  assigning  this  agreement  and  the  licence  referred  to  herein  to  a 
Company  now  in  course  of  formation,  and  upon  the  adoption  thereof  by 
such  Company  the  same  shall  be  as  binding  and  effective  as  if  the  Company 
had  been  named  herein  in  lieu  of  tbe  grantee.'    Then  in  the  schedule  there 
"  is  a  form  of  licence,  and  that  form  of  licence  was  executed  on  the  4th  of 
44  March  1897,  at  a  time  when  the  Company  was  still  unformed,  and  the  parties 
"  to  that  licence  are  these — the  Bagot  Company,  the  licensors,  and  Mr.  Phelps, 
44  the  licensee.    The  grant  is  a  grant  of  the  licence  to  Mr.  Phelps.    It  recites 
"  the  agreement  that  I  have  already  referred  to  of  the  3rd  of  March.    Then  it 
44  goes  on :  *  Now  this  indenture  witnesseth,  that  in  consideration  of  the  said 
44  *  agreement  and  in  consideration  of  the  payment  therein  agreed  to  be  made 
"  *  by  the  licensee  to  the  licensors  and  of  the  obligations  of  the  licensee  therein 
44  '  and  thereafter  set  forth  ' — that  is  the  agreement  referred  to   under  head  (a) 
44  in  the  agreement  of  the  3rd  of  March.    Strictly  speaking,  that  was  a  payment 
41  which  was  to  be  made  by  the  new  Company  out  of  their  net  profits,  but  there 
4<  can  be  no  doubt  that  that  is  what  is  referred  to  here  in  speaking  of  the 
44  consideration :  *  The  licensors  do  hereby  grant  unto  the  licensee  and   his 
44  4  assigns  the  full,  sole,  and   exclusive  liberty,  right,  licence,  power,  and 
44  4  authority  within  the  United  Kingdom  and  the  Isle  of  Man  to  use,  exercise, 
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"  '  and  Tend  the  said  inventions ;  to  have,  hold,  exercise,  and  enjoy  the  said 
44  *  premises '  (that  is  the  Patent  rights)  *  unto  and  by  the  licensee  and  his 
"  *  assigns '  during  the  unexpired  term  of  the  Patent.  Under  the  terms  of  the 
"  deed  of  the  3rd  of  March  the  licence  might  have  been  granted  either  to  Mr. 
"  Phelps  or  to  the  Company  at  the  election,  as  I  understand  it,  of  Mr.  Phelps.  5 
"  This  document  shows  that  Mr.  Phelps  elected  to  take  the  licence  as  a  licence 
"  to  himself.  I  do  not  know  that  there  it  is  anything  further  that  it  is  necessary  to 
"  read  in  the  licence.  Then  comes  the  agreement  of  the  5th  of  March  between  Mr. 
"  Phelps  and  Mr.  Ernest  Piercy,  who  contracts  as  the  trustee  for  the  Company, 
"  and  in  this  agreement  Mr  Phelps  himself  is  the  vendor.  The  agreement  states  \Q 
44 '  that  the  vendor  shall  sell  and  the  Company  shall  purchase  the  full  benefits  of 
44  4and  under  the  hereinbefore  recited  licences  and  agreements.'  So  that  one 
sees  that  this  agreement  treats  the  grant  of  the  licence  and  the  agreement 
generally  of  the  3rd  of  March  as  matters  done  by  the  Bagot  Company  with 
44  Mr.  Couchman  Phelps,  not  as  trustee  for  anybody  but  for  his  own  benefit ;  15 
44  and  then  follows  the  consideration.  4  The  consideration  for  the  said 
44  4  sale '  (that  is  the  sale  by  Phelps  to  the  Clipper  Company)  4  shall  be 
44  4  the  sum  of  120,000Z.  which  shall  be  paid  and  satisfied  as  follows ' ; 
44  and  then  there  is  so  much  in  cash  and  so  much  in  shares.  Now  the 
44  Company  was  presently  formed  and  matters  went  on  for  some  time.  20 
44  The  Clipper  Company  are  now  saying  that  there  are,  according  even 
44  to  the  construction  of  the  agreement  of  the  3rd  of  March  between  tbe  Bagot 
44  Company  and  the  Clipper  Company,  no  available  profits  out  of  which  the 
44 12,000/.  yearly  was  to  come  to  the  Bagot  Company.  The  Bagot  Company 
44  take  a  different  view  of  that  matter,  and  thereupon  the  Bagot  Company  25 
44  proceed  to  sue  the  Clipper  Company,  and  the  largest  question  that  is  raised 
here  is  that  the  Defendant  Company,  the  Clipper*  Company,  say  that  there  is 
no  direct  contract  whatsoever  between  the  Bagot  Company  and  themselves  ; 
4t  that  there  is  no  such  privity  of  contract  as  enables  the  Bagot  Company  to  sue 
44  them.  In  addition  to  that  the  question  is  raised  as  to  whether,  upon  the  true  30 
44  construction  of  the  deed  of  the  3rd  of  March,  there  are,  or  had  been  prior  to 
44  the  bringing  of  this  action,  any  profits  available  within  the  meaning  of  that 
44  agreement  for  the  payment  of  any  sum  to  the  Bagot  Company  which  has  not 
"  been  duly  paid." 

Warrington,  K.C.,  and  E.  F.  Spence  (instructed  by  Capel-Cure  and  Ball)  35 
appeared  for  the  Plaintiffs ;  Neville,  K.C.,  and  Sargant  (instructed  by  Beale  & 
Co.)  appeared  for  the  Defendants. 

Warrington,  K.C.,  and  Spence  for  the  Plaintiffs  argued,  first,  that  a  contract 
between  the  Plaintiffs  and  Defendants  was  to  be  inferred  from  the  circum- 
stances ;  and,  secondly,  that  the  Defendants,  having  an  equitable  right  to  work  40 
the  Patent  under  the  licence,  and  having  notice  of  the  liability  attached  to 
that  right,  took  subject  to  that  liability,  and  could  be  sued  in  respect  of  it 
{Werderman  v.  Sociiti  QSneraU  cTEleclricitd,  L.K.  19  Ch.  D.  246). 

Neville,  E.C.,  and  Sargant  for  the  Defendants  argued  that  there  was  no 
contract    to    be  inferred  between  the    Plaintiffs  and  Defendants,  and  that  45 
Werderman  v.  Societe  Oinirale  d'Electricite  did  not  apply ;   also    that    the 
Defendants  not  being  even  legal  assignees  were  not  liable,  and,  even  if  they 
had  been  legal  assignees  of  the  licence,  the  obligation  was  not  contained  in  it. 

Kbkbwioh,  J.,  after  deciding  that  no  contract  between  the  parties  to  the 
action  ought  to  be  inferred,  continued  21s  follows  : — Then  the  Plaintiffs  relied  50 
on  the  case  of  Werderman  v.  Societi  Generale  d?  EUctricite.  That  again  is  a 
very  peculiar  case,  requiring  a  little  investigation  ;  but  when  looked  into  I  do 
not  think  that  it  presents  any  difficulty.  I  do  not  think  that  it  has  any  real 
resemblance  to  the  case  now  in  hand.  There  certain  persons  referred  to  in 
the  head  note  as  A  and  B,  and  whom  for  convenience  1  will  refer  to  as  A  and  55 
6,  had  entered  into  a  covenant  on  the  assignment  to  them  of  Letters  Patent 
that  they  or  the  survivor  of  them,  or  the  executors  or  administrators  of  the 
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survivor,  their  or  his  assigns,  would  make  certain  payments  on  account  of  the 
Patent  that  was  assigned,  and  the  Defendants  were  held  by  the  Court  of  Appeal 
to  be  assigns  of  A  and  B  within  the  meaning  of  that  covenant.  The  question 
was  whether  they  were  under  any  liability  to  make  those  payments.  The  point 
5  taken  there  as  here  under  a  different  state  of  facts  was  that  they  had  entered 
into  no  contract  to  pay.  The  Master  of  the  Rolls,  Sir  George  Jessel,  disposes  of 
that  point  in  a  very  few  words.  "  I  think/'  he  says,  "  it  is  tolerably  plain  that 
"  the  parties  intended  certain  liabilities  to  attach  to  the  Patent  itself."  Once 
you  get  to  that  there  is  no  further  question  about  personal  liability.    The 

10  question  was  not  whether  the  Defendants  had  entered  into  a  contract  to  pay, 
but  whether  they  had  taken  property  to  which  the  liability  was  attached.  If 
they  had  they  were  bound  to  perform  that  as  a.  condition  of  holding  the  Patent. 
He  put  the  same  point  a  little  differently  later  on  in  his  judgment,  the  only 
particular  importance  of  that  being  that  it  compares  with  a  passage  in  the 

15  judgment  of  Lindley,  L.J.,  where  he  says  :  "The  case  seems  to  me  almost  the 
"  same  as  the  common  case  of  persons  on  a  dissolution  of  partnership  assigning 
"  the  assets  charged  with  the  payment  of  an  annuity  to  the  outgoing  partner. 
"  In  that  case  a  purchaser  of  the  assets  with  notice  must  take  subject  to  the 
"  annuity."    What  the  learned  Lord  Justice  said  and  what  the  learned  Master  of 

20  the  Rolls  said  agree  exactly.  It  is  only  an  expression  of  the  same  thing  in 
different  language.  The  Defendants  in  that  case  were  the  assigns  of  a  Patent 
to  which  certain  liabilities  attached.  They  could  not  take  the  Patent  and  say 
that  they  were  not  liable  to  pay  the  sums  which  had  been  agreed  to  be  paid. 
In  this  licence  there  is  a  reference  to  the  agreement  and  to  the  payments 

25  thereunder,  but  it  is  an  independent  agreement  altogether  dehors  the  licence 
for  this  purpose.  J  t  is  as  if  it  had  said,  u  In  consideration  of  the  licensee 
"  having  entered  into  a  covenant  to  make  certain  payments."  It  is  the 
covenant  which  is  the  consideration,  and  the  covenant  must  be  sued  upon  as 
a  personal  liability  and  not  otherwise.    For  these  reasons  I  think  there  is  no 

30  right  of  action,  and  that  the  action  fails. 

The  Plaintiffs  appealed. 

The  same  Counsel  appeared  as  below,  and  argued  the  same  points. 
Vaughan  Williams,  L.J.,  after  stating  the  facts  in  manner  set  out,  ante, 
page  70,  continued  : — Now  I  propose,  in  the  first  instance,  to  deal  with  the 

35  wider  question.  Looking  at  the  matter,  first,  merely  as  a  question  of  law,  there 
can  be  no  doubt  whatsoever,  to  my  mind,  that  there  is  not  in  this  case  any 
direct  contract  between  the  Bagot  Company  and  the  Clipper  Company  which 
would  enable  the  Bagot  Company  to  sue  the  Clipper  Company  or  create  any 
privity  of  contract  whatsoever.    Really  there  is  no  question  as  to  this  part  of 

40  the  case,  and  nobody  denies  but  that  the  case  of  a  reversioner  and  assignee  of 
a  lease  is  the  only  case  at  law  which  is  an  exception  to  the  rule  that  you  cannot 
sue  upon  a  contract  persons  who  are  not  parties  in  some  shape,  either  by  name 
or  by  agency,  to  the  contract.  Then  it  is  suggested  that,  although  that  may  be 
so,  and  although  it  may  be  true  that  the  Bagot  Company  cannot  sue  the  dipper 

45  Company  on  the  contract  of  the  3rd  of  March,  yet  there  may  be  evidence  in 

this  case  of  a  new  contract  having  been   entered   into  between  the  Bagot 

Company  and  the  Clipper  Company  upon  the  same  basis  as  the  agreement  of 

the  3rd  of  March. 

It  is  not  suggested  that  there  has  been  any  new  contract  by  any  writing,  or 

50  by  any  resolution  communicated  by  the  Bagot  Company ;  but  what  is  suggested 
is  that  there  may  have  been  a  new  contract  entered  into  by  implication  from 
the  conduct  of  the  parties,  a  sort  of  suggestion  which  was  made  and  rejected  in 
the  case  of  In  re  Northumberland  Avenue  Hotel  Company*  and  which  was,  it  is 
said,  made  and,  in  different  circumstances,  accepted  in  Howard  v.  Patent  Ivory 

55  Manufacturing  Company .t    With  regard  to  that  I  wish  to  say  two  things.    In 

*  LJL  33  0  J).~li!  t  UU.  38  OJ).  168. 
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the  first  place,  I  do  not  think  that  the  Statement  of  Claim  here  really  alleges  or 
suggests  any  such  contract,  but,  even  if  it  does,  it  seems  to  me  that  there  is  no 
evidence  whatsoever  of  any  such  contract  having  been  entered  into.  It  is  quite 
true  that  there  have  been  many  things  done  by  the  Defendant  Company  which 
they  might  well  have  done  if  they  had  been  parties  to  the  agreement  of  the  5 
3rd  of  March,  but  the  answer  to  that  is  that  all  such  acts  were  equally  referable 
to  the  contract  of  the  5th  of  March  and  equally  consistent  with  the  obligations 
of  the  Defendant  Company  towards  Mr.  Phelps.  In  my  judgment  there  is  no 
ground  for  saying  that  there  is  evidence  of  any  such  contract. 

Then,  that  being  so,  there  is  really  only  one  more  ground  suggested  here  for  10 
saying  that  the  Defendant  Company  are  directly  liable  to  the  Plaintiffs,  the 
Bagot  Company.    As  I  understand  the  suggestion  is  this,  that,  although  it  may 
be  quite  true  that  they  are  not  liable  in  law,  they  are  liable  in  equity  ;  and  it  is 
suggested  that  they  are  liable  in  equity  because,  although  the  contract  of  the 
3rd  of  March  was  not  with  them,  and  although  the  licence  of  the  4th  of  March  15 
was  not  a  licence  to  them,  yet  they  have  had  the  benefit  of  the  licence  and  have 
been  acting  under  the  licence,  and  there  is  a  suggestion  that,  because  the 
Defendants  have  had  the  benefit  of  this  licence,  that  in  equity  makes  them 
directly    answerable    to    the    Plaintiff    Company  —  a    suggestion    that,    "As 
"  you  have  received  the  benefit  which  has  resulted  from  a  contract  to  which  you  SO 
"  were  not  a  party,  you  have  thereby  taken  upon  yourself  the  burden  of  that 
"  contract.1'    To  my  mind  that  has  never  been  the  law  at  all.    In  the  first  place, 
it  seems  to  me,  without  going  at  great  length  into  it,  that  that  is  clearly  decided 
in  Cox  v.  Bishop.    Cox  v.  Bishop  is  reported  in  8  De  Gex,  Macnaghten  and 
Gordon,  page  815,  and  the  particular  observations  to  which  I  am  going  to  refer  25 
are  observations  in  the  judgment  of  Lord  Justice  Knight  Bruce.    On  page  822 
he  says  this — I  think  the  shortest  way,  instead  of  stating  the  facts,  is  to  read  the 
words  in  which  the  Lord  Justice  states  the  facts:  "The  substantial  question 
"  upon  this  appeal  is  whether  an  equitable  assignee  of  a  legal  term  of  years 
"  granted  in  mines,  or  mines  and  other  heriditaments,  under  a  reserved,  rent  30 
"  and  certain  covenants,  is  liable  to  be  sued  in  equity  by  the  lessor  for  rent 
"  which  became  due,  and  damages  in  respect  or  breaches  of  some  of  the 
"  covenants  committed,  during  the  time  that  the  assignee  was  in  the  possession 
"  and  enjoyment  of  the  demised  property  as  the  equitable  assignee  of  it,  which 
"  he  has  now  ceased  to  be.    There  is  not  any  special  or  any  other  circumstance  35 
"  in  the  case  that  is  in  my  view  material.    It  was  properly  conceded  on  the 
"  part  of  the  Respondents  that  the  liability  would  not  have  existed  but  for  the 
"  possession  or  enjoyment  of  the  property  under  the  equitable  assignment    It 
44  appears,  however,  to  me,  I  acknowledge,  that  the  possession  and  enjoyment 
"  make  no  difference.    They  do  not,  in  my  opinion,  create  a  contract  between  40 
"  the  lessor  and  the  equitable  assignee  which  can  give  the  former  a  title  to  the 
"  relief  prayed  against  the  latter."    I  do  not  know  that  I  need  read  any  more. 
Lord  Justice  Turner's  judgment  is  to  the  same  effect.    I  take  it  that  that 
principle  applies  in  this  case,  and,  indeed,  applies  in  all  cases.    It  seems  to  me 
that  if  the  principle  was  rightly  applied  in  the  case  of  an  equitable  assignee  of  45 
a  lease,  a  priori  it  must  apply  in  a  case  where  that  which  has  been  taken 
possession  of  and  enjoyed  is  not  land,  but  is  personalty  or  a  chattel.    I  may 
mention  that  the  principle  so  laid  down  was  not  a  new  principle  when  it  was 
laid  down  in  Cox  v.  Bishop.    There  is  a  decision  of  Lord  CoUenhanCs  in 
Moore  v.  Greig  in  the  2nd  Phillips  where,  although  it  was  not  essential  to  the  50 
decision  of  the  case,  Lord  Cottenham  does  express  an  opinion  which  is  in 
substance  the  very  same  opinion  that  Lord  Justice  Knight  Bruce  expressed. 

Now  the  only  other  matter  that  I  have  to  deal  with  on  this  part  of  the  case  is 
the  case  of  Werderman  v.  Socitti  Oinirale  d?  Electricity,  which  is  reported  in 
the  19th  Chancery  Division.    It  was  decided  in  the  Court  of  Appeal  by  Sir  55 
George  Jessel,  Lord  Justice  Lush,  and  Lord  Justice  Lindley.    All  three  learned 
Judges  delivered  judgments,  and  the  real  suggestion  now  made  on  the  basis  of  , 
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that  case  is  this,  that  where  there  is,  as  between  two  persons,  an  agreement 
which  effects  the  transfer  of  the  property  from  one  of  those  to  the  other,  if 
presently  someone  obtains  possession  and  enjoyment  of  that  property  with 
notice  of  the  bargain  between  the  person  from  whom  he  obtains  the  possession 

5  and  enjoyment  and  the  other  person,  the  party  to  the  original  contract,  then  the 
person  who  has  had  possession  and  enjoyment  is  under  an  obligation  to  perform 
the  consideration  of  that  contract  of  which  he  had  notice  at  the  time  when  he 
took  the  possession  and  had  the  enjoyment,  and  may  be  sued  by  the  person  to 
whom  that  consideration  was  granted  under  the  original  contract,  even  though 

10  the  Defendant  was  not  a  party  to  the  contract.  I  wish  to  say  for  myself  that  I  do 
not  believe  that  Werderman  v.  Societe  Generate  (TElectricitS  decides  anything 
of  the  sort.  In  the  first  place,  it  seems  to  me  that  if  Werderman  v.  Societe 
Generate  d'ElectricitS  did  decide  that,  it  would  be  in  direct  conflict  with  the 
principle  laid  down  in  the  Court  of  Appeal  by  Lord  Justice  Knight  Bruce  and 

15  Lord  Justice  Turner  in  their  judgments  in  the  case  of  Cox  v.  Bishop,  to  which 

I  have  already  referred.    But  I  do  not  think  that  the  case  of  Werderman  v. 

Societe  Generate  cTJSlectricitS,  if  you  look  at  the  judgments,  decides  anything  of 

*   the  sort ;  and  I  do  not  think  that  any  one  of  the  three  judgments,  if  you  look 

at  them  separately,  is  intended  to  assert  any  such  proposition.    It  seems  to  me 

20  that  all  that  can  be  said  to  be  decided  by  that  case  is,  that  if  you  had  notice  of 
a  contract  between  the  person  under  whom  you  claim  and  a  former  owner  of 
the  property  (whether  real  or  personal  does  not  matter)  whereby  a  charge  or 
incumbrance  has  been  imposed  upon  the  property  of  which  you  thus  take 
possession  and  of  which  you  thus  have  enjoyment,  you  take  the  property 

25  subject  to  that  charge  or  incumbrance,  and  that  if  you  insist  upon  holding  the 
property  you  hold  it  subject  to  that  charge  or  incumbrance.  But  it  does  not 
seem  to  me  that  that  proposition  in  any  way  involves  the  proposition  that  the 
Defendant  is  liable  to  be  sued  for  non-performance  of  the  various  terms 
contained  in  the  contract  to  which  he  was  not  a  party.    It  seems  to  me  the 

30  utmost  length  to  which  that  case  goes  is  to  impose  on  the  property  an  incum- 
brance, and  not  to  impose  upon  the  person  who  has  been  in  possession  and 
enjoyment  of  the  property  an  obligation  to  perform  the  terms  of  a  contract  to 
which  he  was  not  a  party.  Under  those  circumstances  I  think  that  there  is 
no  ground  whatsoever  for  saying  that  there  is  privity  of  contract  in  this  case 

35  between  the  Plaintiff  Company  and  the  Defendant  Company,  or  that  there 
is  any  direct  contract,  whether  in  writing  or  by  word  of  mouth  or  by  conduct, 
between  the  Plaintiff  Company  and  the  Defendant  Company. 

That  practically  disposes  of  nearly  the  whole  of  the  case,  but  it  is  necessary 
perhaps  to  say  a  word  or  two  upon  one  other  matter,  and  that  is  this,  that  it  is 

40  coaceded  in  this  case  that,  at  the  time  of  the  bringing  the  action,  there  was  no 
sam  of  money  which  under  the  terms  of  the  contract  of  the  3rd  of  March  was 
payable  to  the  Bagot  Company  which  has  not  been  paid,  and  under  those 
circumstances  it  does  seem  to  me  that,  quite  apart  from  the  question  of  privity 
of  contract,  this  action  would  have  failed  as  being  premature  at  the  moment  it 

45  was  brought.  Mr.  Justice  Kekewich  decided  as  to  this  ground  that  there  was, 
apart  from  the  question  of  privity  of  contract,  a  present  cause  of  action  at  the 
time  of  action  brought,  and  that  made  it  necessary  to  go  on  and  decide  the 
question  as  to  privity  ;  but,  speaking  for  myself,  I  am  inclined  to  think  that, 
even  if  there  had  been  privity  of  contract,  yet  in  the  circumstances  of  this  case 

50  there  would  have  been  no  immediate  cause  of  action  at  the  moment  when  the 

action  was  brought,  whether  or  not  the  cause  of  action  could  possibly  have 

arisen  afterwards    as    between    the    Plaintiff  Company  and  the  Defendant 

Company. 

ROMBB,  LJ, — I  propose,  first,  to  say  a  few  words  to  dispose  of  what  I  may 

55  call  the  merits  of  this  case — that  is  to  say,  the  pecuniary  question  involved. 

That  question  is  whether  the  Defendant  Company  has  earned  any  profits  which 

,  are  "available  for  dividend"   within  the  meaning  of  the  agreement  of  the 
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3rd  of  March  1897,  or  whether  it  is  dealing  with  its  income  in  a  manner  not 
justified  by  that  agreement,  assuming  it  to  be  binding  on  the  Defendant 
Company.  That  question  narrows  itself  substantially  to  this — Was  the 
Defendant  Company  justified  in  doing  what  it  purported  to  do,  and  in  fact  did 
by  its  balance  sheet  in  1899,  viz.,  make  an  allowance  of  3000Z.  in  respect  of  the  5 
amount  written  off  for  licences,  &c.  ?  J  n  my  opinion  the  Company  were  entitled 
to  write  off  that  amount.  There  is  in  this  case  no  question  of  bad  faith.  It  is 
not  said  that  the  licences  belonging  to  the  Company  had  not  depreciated  in 
value  beyond  the  amount  at  which  they  stood  in  the  books  of  the  Company, 
or,  if  the  Company  were  entitled  to  make  any  allowance  for  the  falling  off  in  10 
value,  3000J.  was  a  wrong  sum  or  an  improper  sum  to  allow  as  depreciation  in 
that  year,  it  is  said,  however,  that  the  Company  were  not  entitled  to  make  any 
allowance  in  respect  of  the  depreciation  of  the  property  in  question  as  a  matter 
of  principle  as  against  the  Plaintiff  Company,  assuming  the  Plaintiff  Company 
to  have  rights  directly  against  the  Defendant  Company  in  respect  of  the  15 
agreements  mentioned  in  the  pleadings.  1  do  not  myself  agree  that  the 
Plaintiff  Company  had  any  right,  even  on  the  footing  suggested,  to  say  that  the 
Defendant  Company  could  not  properly  apply  out  of  its  income  for  the  year 
this  sum  of  3000/.  before  ascertaining  the  "  net  profits  available  for  dividend." 
I  think  that  the  agreement  of  the  3rd  of  March  was  not  intended  to  deprive  the  20 
Defendant  Company  of  its  ordinary  right  to  ascertain,  in  a  right  and  proper 
course  of  business,  and  in  good  faith,  what  were  the  profits  of  the  Company 
available  for  dividend  in  any  particular  year.  It  appears  to  me  that  if  the 
Defendant  Company,  acting  intra  vires  and  in  good  faith,  and  in  a  due  and 
proper  course  of  business,  makes  certain  payments  out  of  income  before  25 
ascertaining  what-  were  the  profits  of  the  year  available  for  dividend,  the 
Plaintiff  Company  would  have  no  right  to  interfere  with  the  Company  in 
its  act. 

It  appears  to  me  that  the  Defendant  Company  not  only  had  a  right,  before 
saying  what  profits  in  this  year  1899  were  available  for  dividend,  to  write  off  a  30 
sum  of  3000Z.  for  depreciation  in  the  value  of  its  licences,  but  it  appears  to  me 
that  in  doing  so  they  were  only  doing  that  which  it  was  right,  honest,  and 
proper  for  them  to  do.    It  may  possibly  be  that  if  they  had  not  written  it  off, 
and  had  chosen  to  say  that  the  3000/.  was  part  of  the  monies  available  for  dividend 
in  the  year  they  could  not  have  been  restrained  from  so  doing.    I  say  that  that  is  35 
possible,  because  the  whole  question  of  the  rights  of  a  Company  at  the  present 
day  to  divide  profits  in  any  one  particular  year,  without  making  good  losses  of 
its  assets,  is  really  awaiting  an  authoritative  judgment  of  the  House  of  Lords  ; 
but,  even  assuming  that  the  Company  here  could  not  be  restrained  from  dividing 
the  3000/.  if  they  thought  fit  to  do  so,  I  do  not  see  that  the  Plaintiff  Company  40 
has  a  right  to  complain  under  the  circumstances  when  it  is  an  ordinarily 
reasonable  and  proper  course  for  the  Defendant  Company  to  pursue  in  the  due 
conduct  of  its  business  to  deduct  this  sum  before  it  distributes  its  profits  by 
way  of  dividend.    It  appears  to  me  that  the  Plaintiff  Company,  even  assuming 
that  the  Defendant  Company  is  liable  to  them,  is  bound  by  what  the  Defendant  45 
Company  has  done  under  the  circumstances. 

There  were  two  other  items  which  were  challenged  by  the  Plaintiff  Company 
here,  but  I  need  not  deal  with  those  in  detail.  It  may  be  sufficient  for  me  to 
say  that  the  Plaintiff  Company  has  not  established  that  on  the  merits  of  the 
case  the  sums  are  not  properly  deducted  by  the  Defendant  Company  from  its  50 
income  before  it  ascertains  its  "  profits  available  for  dividend."  Now  really 
this  decision  renders  the  discussion  as  to  the  legal  points  which  arise  in  this 
case  mere  academic  questions,  because  not  only  are  there  no  "  profits  available 
ufor  dividend,"  bat  in  all  human  probability  there  never  will  be  "profits 
"  available  for  dividend  "  which  would  in  any  wise  benefit  the  Plaintiff  Com-  55 
pany.  Theoretically,  however,  there  might  be  ;  and  to  a  certain  extent  I  agree 
that  the  Plaintiff  Company  is  right  in  saying  that  if  there  was  a  direct  contract 
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existing  between  the  two  Companies  then  it  would  not  be  right  to  let  the  judgment 
of  the  Court  below  stand  as  it  does,  and  to  merely  dismiss  the  action  on  the  ground 
that  no  money  is  now  payable  to  the  Plaintiff  Company.  For  theoretically  if  there 
was  a  direct  contract  existing  between  the  Plaintiff  Company  and  the  Defendant 
5  Company,  then  the  Defendants  have,  I  think,  repudiated  the  existence  of  any 
such  direct  contract,  and  I  think  that  would  give  rise  to  questions  which  would 
require,  or  might  require,  immediate  solution.  Therefore  I  do  think  that 
we  ought  to  go  into  the  legal  questions  that  arise,  at  any  rate  to  this  extent — to 
try  and  ascertain  whether  there  was  or  was  not  a  direct  contract  existing  between 

10  the  Plaintiff  Company  and  the  Defendant  Company.  In  my  opinion  there  was 
no  such  direct  contract.  There  clearly  was  a  contract  between  the  Plaintiff 
Company  and  Plielps.  There  was  just  as  clearly  a  contract  between  Phelps  and 
the  Defendant  Company,  and  those  were  each  of  them  direct  contracts.  Phelps 
was  not  a  mere  shadow,  or  a  nominee,  or  a  trustee.    Phelps  was  a  direct 

15  contractual  party,  who  had  a  direct  interest  in  his  contract  with  the  Plaintiff 
Company.  He  also  was  a  contractor  having  other  rights  in  his  contract 
with  the  Defendant  Company.  When  those  contracts  are  looked  at,  it  appears 
to  me  impossible  to  say  that  by  reason  of  them  there  was  any  contract  created 
by  virtue  of  them  between  the  Plaintiff  Company  and  the  Defendant  Company. 

20  Was  there  then  any  other  contract  come  to  by  the  Defendant  Company  ?  In 
the  first  place,  let  me  point  out  that  no  such  other  or  further  contract  is  even 
pleaded  by  the  Plaintiffs  in  the  Statement  of  Claim,  but  I  should  be  sorry  to 
leave  the  case  there,  as  a  mere  matter  of  pleading.  Dealing  with  it  as  a  question 
of  substance,  I  cannot  myself  find  sufficient  or  any  true  evidence  of  any  contract 

25  having  been  made  between  the  Defendant  Company  and  the  Plaintiff  Company 
direct.  All  that  has  been  done  by  the  Defendant  Company  appears  to  me  plainly 
referable  to  the  express  contract  with  Phelps  and  to  that  contract  alone. 
Nothing,  as  far  as  I  can  see,  has  been  done  by  the  Defendant  Company  which 
would  justify  the  Court  in  holding  that  a  fresh  contract  has  arisen  between  the 

30  Plaintiff  Company  and  the  Defendant  Company.  The  user,  for  example,  of  the 
patented  inventions  is,  to  my  mind,  explainable  by  the  right  of  the  Company 
under  its  contract  with  Phelps  alone.  Phelps,  as  between  himself  and  the 
Plaintiff  Company,  by  his  contract  between  them  being  exclusive  licensee  of 
the  patented  inventions,  could,  and  to  my  mind  did  by  his  contract  with  the 

35  Defendant  Company,  authorise  the  Defendant  Company  to  use  these  inven- 
tions. I  may  add  that  the  Company  are  not  in  fact  the  real  assigns  of  the 
licence,  and  that  the  fact  that  they  are  equitable  assigns  by  contract  with 
Phelps  would  not  in  itself  give  the  Plaintiffs  any  special  right  to  sue  them,  as 
was  pointed  out  in  the  case  of  Cox  v.  Bishop,  to  which  my  Lord  has  referred. 

40  It  appears  to  "me,  therefore,  that  there  was  no  direct  contract  existing  between 
the  Plaintiff  Company  and  the  Defendant  Company,  which  would  entitle  the 
Plaintiff  Company  to  sue  the  Defendant  Company  direct  in  the  absence  of 
Phelps,  as  has  been  done  in  this  case.  But  I  wish  it  distinctly  to  be  understood 
that  I  am  not  in  any  way  saying  that  in  the  unforeseen  case  of  profits  arising 

45  hereafter  the  Plaintiff  Company  may  not  have  rights  against  Phelps  or  rights  to 
use  Phelps's  name  in  proceedings  which  would  enable  them  in  some  shape  or 
form  to  recover  a  share  of  the  profits,  or  that  the  Plaintiff  Company  in  such  a 
case  might  not  in  proper  proceedings,  to  which  Phelps  is  a  party,  have  certain 
rights  and  remedies,    Phelps  is  not  a  party  to  these  proceedings,  nor  is  it  a  case 

50  in  which  leave  to  amend  ought  to  have  been  granted,  even  if  it  had  been  asked 
for  in  this  case,  so  as  to  raise  a  different  case  from  what  has  been  raised  by  the 
Plaintiffs  ;  because,  as  I  have  pointed  out,  there  are  no  merits  in  this  case  to  be 
decided.  There  is  no  money  payable,  or  ever  likely,  so  far  as  I  can  see,  to  be 
payable,  to  the  Plaintiff  Company  by  the  Defendant  Company.    So  that  it  would 

55  not  be  right  to  have  given  leave  to  amend  merely  for  the  purpose  of  raising  what 
is  practically  an  academic  question.  Neither  do  I  propose  to  prejudice  any  claim 
the  Plaintiff  Company  may  possibly  have  in  the  same  unforeseen  circumstances 
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of  there  being  profits,  in  which  otherwise  the  Plaintiff  Company  would  be 
entitled,  or  might  be  entitled,  to  participate,  which  may  have  arisen  by  reason 
of  the  principle  of  the  decision  in  Werderman  v.  SocUte  Genirale  <T  Electricity. 
But  the  principle  of  that  case,  even  if  it  applied,  would  not  to  my  mind  establish 
in  this  case  any  personal  contract  between  the  Defendant  Company  and  the  5 
Plaintiff  Company ;  and  I  may  point  out  that  I  can  find  here  no  repudiation 
by  the  Defendant  Company  of  any  liability  of  any  kind  which  has  been  cast 
upon  it  by  reason  of  this  contract  with  Phelps,  and,  this  being  so,  I  think  that 
the  appeal  fails  for  the  reasons  which  I  have  pointed  out.  But  care  should  be 
taken  to  see  that  any  form  of  judgment  which  is  made  carries  out  the  intention  10 
of  this  Court. 

Cozbns-Hardy,  L.J. — I  agree,  and  I  have  nothing  to  add. 

Vaughan  Williams,  L.J. — The  result  is  that  the  appeal  is  dismissed  with 
costs. 


In  the  Court  of  Appeal.  15 

* 

Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Cozbns-Hardy. 

November  19th,  20th,  21st,  22nd,  23rd,  25th,  26th,  27th,  28th,  29th,  and 

December  20th,  1901. 

Chamberlain  &  Hookham,  Ld.  v.  Mayor,  Aldermen,  and 

Burgesses  of  the  Borough  of  Bradford.  20 

Patent. — Action  for  infringement. — Infringement  not  found. — Appeal. — 
Appeal  dismissed. — Higher  scale  qqsts  allowed  at  trial,  refused  on  appeal. 

The  owners  of  a  Patent  for  "  Improvements  in  electricity  meters,  parts  of 
"  which  improvements  are  applicable  to  dynamo  electric  generators  and  motors," 
sued  the  Mayor,  Ac.  of  Bradford  for  infringement.  The  Defendants  pleaded  25 
noninfringement,  and  alleged  that  the  Patent  was  invalid  by  reason  of 
insufficiency,  want  of  utility,  prior  publication,  and  disconformity.  Held, 
at  the  trial,  that  the  Defendants  had  not  infringed.  No  judgment  was 
given  on  the  other  issues  raised.  A  Certificate  was  granted  that  the 
Particulars  of  Objections,  which  were  referred  to  at  the  trial,  were  reasonable  30 
and  proper.    Costs  were  given  on  the  higher  scale.    The  Plaintiffk  appealed. 

Held,  by  the  Court  of  Appeal,  that  the  Defendants  had  not  infringed  the 
Plaintijf/V  Letters  Patent    Costs  on  the  higher  scale  were  refused, 


Vol.  XIX.,  No.  6.]       AND  TRADE  MARE  CASES.  T9 

.  Chamberlain  A  Hookham,  Ld.  v.  Mayor,  Aldermen,  and  Burgesses  of  the 

Borough  of  Bradfw*d. 

On  the  2lBt  of  March  1887  Letters  Patent  (No.  4225##  of  1887)  were  granted 
to  George  Hookham  for  "  Improvements  in  electricity  meters,  parts  of  which 
"  improvements  are  applicable  to  dynamo  electric  generators  and  motors." 
The  Complete  Specification,  which  was  amended,  was,  as  finally  amended,  as 
5  follows,  the  final  amendments  being  shown  in  erased  and  italic  type  : — u  My 
44  invention  consists  of  the  improvements  hereinafter  described  in  electricity 
44  meters,  parts  of  the  said  improvements,  as  hereinafter  pointed  out,  being  also 
44  applicable  to  dynamo-electric  generators  and  motors. 

44  1  will  describe  my  invention  as  applied  to  an  electricity  meter.    My  said 

10  "  electricity  meter  consists  essentially  of  an  electro  motor  with  constant  or 

44  nearly  constant  field,  the  armature  carrying  the  current  to  be  metered  and  an 

44  electric  brake  consisting  of  a  mass  of  metal  in  the  form  of  a  disc,  cylinder  or 

44  other  figure  of  rotation,  rotating  in  a  magnetic  field  in  such  a  manner  as  to 

44  have  i  eddy  *  or  so  called  4  Foucault  *  currents  generated  in  it.    When  all  other 

15  "  work  done  by  the  motor  is  negligible  compared  with  that  done  against '  eddy  * 

44  currents  the  speed  of  rotation  of  its  armature  is  directly  proportional  to  the 

44  armature  current.    The  electro  motor  may  be  of  any  of  the  ordinary  forms 

44  now  in  use.    It  may  for  instance  have  a  drum,  ring  or  disc  armature.    Or  it 

44  may  consist  of  a  simple  solid  disc  or  cylinder  rotating  between  magnetic  poles. 

20  "  In  the  latter  case  however  I  may  use  two  thicknesses  of  metal  in  the  disc  or 

*4  cylinder,  the  one  carrying  the  current  to  be  measured  being  insulated  from 

44  the  other  except  near  the  centre.    And  in  order  to  confine  the  current  to  a 

44  narrow  field  the  said  disc  or  cylinder  may  be  slit  in  directions  at  right  angles 

44  to  the  motion  in  the  field  ;  or  instead  of  a  disc  or  cylinder  so  slit,  insulated 

25  "  wires  or  metal  strips  may  be  used.    The  electric  brake  may  be  formed  by  the 

44  armature  itself  or  it  may  be  attached  to  the  armature  so  as  to  rotate  in  the 

44  same  field,  or  it  may  be  independent  of  the  armature  and  rotate  in  a  separate 

44  field ;  or  a  separate  brake  may  be  used  in  addition  to  an  armature  brake.    In 

44  order  that  other  work  done  by  the  motor  may  be  very  small  compared  with 

30  "  the  work  done  on  the  electric  brake,  special  means  to  reduce  friction  are 

44  adopted.    If   the  axis  of   the  motor  armature  is  horizontal,  the  spindle  is 

supported  on  anti  friction  wheels  and  if  vertical  or  nearly  vertical  on  hardened 

points  and  in  both  cases  I  use   mercury  contacts  or   commutators  where 

44  practicable.    If  the  spindle  of  the  motor  is  horizontal  I  form  a  double  or 

35  "  divided  commutator  consisting  of  two  sets  of  insulated  spokes  or  projections 

placed  side  by  side  each  set  dipping  into  a  mercury  trough  the  mercury 

troughs  being  connected  one  with  each  terminal  of  the  machine.    Each  com- 

44  mutator  spoke  is  put  in  connection  with  the  one  opposite  to  it  on  the  other 

44  half  of  the  double  commutator  so  that  the  mercury  troughs  though  both  on 

40  "  the  same  side  act  as  ordinary  brushes  act  when  placed  on  opposite  sides  of  the 

44  commutator.    If  the  spindle  is  vertical  I  take  advantage  of  the  high  surface 

"  tension  of  mercury  in  virtue  of  which  it  may  be  made  to  stand  above  the  level 

44  of  the  vessel  containing  it.    The  ends  of  wires  or  metallic  strips  from  the 

44  vertical  armature  can  thus  cut  the  mercury  without  touching  the  vessel. 

45      "  When  I  use  a  motor  consisting  of  a  simple  solid  disc  or  cylinder  I  may  in 

44  order  to  economise  magnetising  force,   corrugate  the  disc  or  cylinder  in 

44  concentric  rings  and  form  the  magnet  poles  to  correspond  and  thereby  not 

44  only  lessen  the  resistance  of  the  non-magnetic  space  but  also  increase  the 

44  efficiency  of  the  driving  current.    If  in  any  case  it  is  found  impracticable  to 

50  "  render  friction  or  other  disturbing  causes  inappreciable  I  may  4  compound- 

44 '  wind '  the  magnets  or  armature  of  the  motor  or  if  it  is  separate  of  the  electric 

44  brake. 

u  In  cases  where  iron  is  used  in  the  armature  or  the  electric  brake,  I  may  so 
44  dispose  the  magnets  as  to  counteract  or  partially  counteract  gravity  and 
55  "  thereby  lessen  friction.    For  alternating  currents  the  magnet  cores  and  if  of 
•*  iron  the  armature  core  must  be  finally  divided  into  wires  or  metal  strips, 


44 
44 


44 

44 
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44  The  rotations  of  the  axis  of  the  armature  of  the  meter  are  registered  by 
"  means  of  counting  apparatus  of  an  ordinary  type. 

"  The  double  commutator  and  the  corrugation  of  the  disc  or  cylinder  and  pole 
"  pieces  herein  before  described  are  applicable  to  dynamo  electric  generators 
44  and  motors.  5 

44  Having  described  the  nature  of  my  said  invention  I  will  proceed  to  describe 
44  with  reference  to  the  accompanying  drawings  the  manner  is  which  the  same 
44  is  to  be  performed.  Figure  1  represents  in  side  elevation  an  electricity  meter 
44  constructed  according  to  one  form  of  my  invention  ;  Figure  2  represents  a 
u  plan  of  the  same  ;  Figure  3  is  an  end  elevation  of  the  same  partly  in  section  10 
4(  taken  at  the  cbmmutator  end  and  Figure  4  is  an  elevation  of  the  opposite  end  ; 
44  Figure  5  represents  the  armature  in  elevation  and  Figure  6  id  a  diagram 
44  illustrating  the  course  of  the  electrical  current  as  hereinafter  explained.  The 
44  armature  consists  of  a  series  of  metallic  sectors  marked  respectively  1  to  16 
44  both  inclusive  in  Figure  5.  These  sectors  make  up  a  circular  disc  with  radial  15 
44  slits  by  which  slits  the  said  sectors  are  electrically  insulated  from  one  another. 
44  These  sectors  do  not  extend  to  the  axis  a  of  the  machine  as  seen  in  Figure  5. 
44  The  said  sectors  are  carried  by  the  circular  disc  b  which  is  mounted  on  the 
44  axis  a  and  constitutes  the  brake  of  the  meter  as  hereinafter  explained.  The 
44  sectors  are  connected  to  the  disc  or  brake  b  by  means  of  the  pins  or  pegs  c  20 
44  made  of  ivory  or  wood  or  other  insulating  material.  Between  the  brake  b 
44  and  the  sectors  is  a  disc  of  brown  paper  d  by  which  the  said  sectors  are 
44  electrically  insulated  from  the  brake  b ;  e  is  the  magnet  between  the  pole 
44  pieces/  and  g  of  which  the  armature  and  brake  b  rotate.  The  sectors  are 
44  electrically  connected  with  each  other  in  the  manner  best  seen  in  Figure  5.  25 
44  The  connections  are  effected  by  flat  wires  or  bands  of  copper  covered 
44  with  silk  ribbon  or  other  insulating  material  and  are  carefully  insulated 
44  from  one  another.  The  sector  marked  1  is  connected  to  the  sector 
44  marked  8  by  the  outer  band  A  one  end  of  which  is  soldered  to  the 
4%  sector  1  and  the  other  end  is  soldered  to  the  sector  8.  The  inner  end  of  30 
44  the  sector  8  is  electrically  connected  by  the  inner  band  h2  to  the  inner  end  of 
44  the  sector  15.  By  tracing  the  several  outer  and  inner  bands,  it  will  be  seen 
44  that  the  several  sectors  are  connected  in  the  following  manner.  The  sector  1 
44  is  connected  to  the  sector  8  and  the  sector  8  to  the  sector  15.  The  sector  15  is 
44  connected  to  the  sector  6  and  the  sector  6  to  the  sector  13.  The  sector  13  is  35 
44  connected  to  the  sector  4  and  the  sector  4  to  the  sector  11.  The  sector  11  is 
%4  connected  to  the  sector  2  and  the  sector  2  to  the  sector  9.  The  sector  9  is 
44  connected  to  the  sector  16  and  the  sector  16  to  the  sector  7.  The  sector  7  is 
44  connected  to  the  sector  14  and  the  sector  14  to  the  sector  5.  The  sector  5  is 
44  connected  to  the  sector  12  and  the  sector  12  to  the  sector  3.  The  sector  3  is  40 
44  connected  to  the  sector  10  and  the  sector  10  to  the  sector  1. 

44  Referring  to  Figure  5  I  will  assume  that  the  sectors  7  to  13  are  for  the 
44  moment  situated  between  the  pole  pieces/  and  g  Figure  1 ;  that  is,  are  in  a 
44  strong  magnetic  field.    By  tracing  an  electric  current  entering  at  the  inner  or 
44  small  end  of  the  sector  14  it  will  be  seen,  as  indicated  by  the  arrow  head,  that  45 
44  the  said  current  in  part  passes  to  the  marginal  end  of  the  said  sector  14  and 
*4  in  part  passes  to  the  inner  end  of  the  sector  5.     I  will  first  indicate  the  path 
44  of  the  current  which  passes  to  the  marginal  part  of  the  sector  14.    The  said 
44  current  passes  from  the  sector  14  to  the  sector  7  the  current  in  the  said  sector  7 
44  travelling  inwards  that  is  from  the  marginal  part  to  the  central  or  inner  part  50 
44  and  then  by  the  inner  connection  of  the  said  sector  7  it  passes  to  the  inner 
44  part  of  the  sector  16  where  it  travels  outwards.     By  the  outer  connection 
44  of  the  sector  16  the  current  passes  to  the  outer  or  marginal  part  of  the  sector  9, 
44  in  which  sector  the  current  travels  inwards.     By  pursuing  this  part  of  the 
"  current  it  will  be  found  that  it  travels  outwards  in  the  sectors  14, 16,  2  and  4  55 
"  and^that  it  travels  inwards  in  the  sectors  7,  9, 11  and  13  which  latter  namely 


Vol.  XIX.,  No.  6.]       AND  TRADE  MARK  CASES.  81 

Chamberlain  A  Hookham,  Ld.  v.  Mayor,  Aldermen,  and  Burgesses  of  the 

Borough  of  Bradford. 

"  7,  9,  11  and  13  are  in  the  magnetic  field,  while  the  sectors  14,  16,  2  and  4 
44  carrying  the  outward  currents  are  out  of  the  magnetic  field.  I  will  now 
44  indicate  the  path  of  that  part  of  the  current  entering  the  sector  14  which  part 
44  of  the  current  passes  by  the  inner  connection  of  the  sector  14  to  the  inner  end 
5  H  of  the  sector  5,  in  which  sector  it  travels  outwards.  From  the  sector  5  the 
44  current  passes  to  the  marginal  end  of  the  sector  12,  in  which  sector  12  it 
44  travels  inwards.  By  means  of  the  inner  connection  of  the  sector  12  the 
44  current  passes  to  the  inner  end  of  the  sector  3  in  which  it  travels  out- 
u  wards.    By  further  tracing  this  part  of  the  current  it  will  be  seen  that  it 

10  "  passes  outwards  in  the  sectors  5,  3, 1  and  15  and  passes  inwards  in  the  sectors 
'•  12, 10,  8  and  6.  It  will  thus  be  seen  that  in  the  sectors  7, 8, 9, 10, 11, 12  and  13 
"  which  are  all  in  the  magnetic  field  the  currents  are  all  passing  in  the  same 
"  direction  namely  inwards  and  that  all  the  currents  in  the  other  sectors 
"  excepting  sector  6  pass  outwards  and  are  outside  the  magnetic  field.    The 

15  "  result  is  that  the  sectors  7,  8,  9, 10, 11, 12  and  13  are  urged  from  between  the 
"  pole  pieces  /and  g  of  the  electro  magnet  e  communicating  a  rotary  motion  to 
"  the  axis  a  of  the  armature.  As  the  armature  rotates  the  sectors  which  were 
"  in  the  magnetic  field  and  were  traversed  by  currents  travelling  inwards  pass 
"  in  succession  out  of  the  magnetic,  field  when  the  direction  of  the  currents  in 

20  u  them  is  changed  by  the  commutator  as  hereinafter  explained  and  the  sectors 
"  coming  into  the  magnetic  field  also  have  the  direction  of  their  currents 
44  changed  from  outwards  to  inwards  by  the  action  of  the  commutator.  The 
u  normal  state  of  the  currents  in  the  sectors  is  illustrated  by  the  diagram  Figure  6 
44  by  which  diagram  it  will  be  seen  that  the  current  in  eight  of  the  sectors  is 

25  "  flowing  in  one  direction  and  that  the  current  on  the  other  eight  is  flowing  in 
"  the  opposite  direction.  The  line  of  commutation  is  marked  A,  A  and  it  will 
"  be  noted  that  all  the  currents  on  the  right  of  the  line  will  be  flowing  inwards 
"  as  indicated  by  the  arrow  heads  and  all  the  currents  on  the  left  of  the  line  are 
"  flowing  outwards.    In  the  said  diagram  Figure  6  the  path  of  the  current  is 

30  "  represented  in  part  in  continuous  and  in  part  in  dotted  lines  by  which  method 
"  of  indication  the  path  of  the  current  will  be  the  more  readily  traced. 

44  The  commutator  consists  of  two  series  of  insulated  sectors./,  k  fixed  a  short 
44  distance  apart  on  the  apex  a  of  the  armature,  the  marginal  portions  of  the 
44  several  sectors  dipping  in  turn  as  the  axis  a  rotates  in  the  mercury  troughs 

35  4t  /,  m  respectively.  The  series  of  sectors  j9  k  exactly  resemble  in  their  action 
44  an  ordinary  commutator  the  highest  and  lowest  sectors  respectively  carrying 
"  the  incoming  and  outgoing  current.  But  in  order  to  ?woid  the  friction  of  a 
44  brush  or  spring  upon  the  two  opposite  sectors  and  to  effect  the  transmission 
44  of  the  current  through  mercury  which  is  practically  frictionless  each  of  the 

40  "  sectors  of  the  series  j  is  connected  by  one  of  the  wires  p  with  the  sector 
diametrically  opposite  to  it  on  the  series  k  so  that  the  opposite  sectors  of  the 
series  j  are  respectively  connected  with  the  mercury  in  the  two  troughs  I  and 
44  ra.  The  wires  r  and  s  are  the  conductors  by  which  the  electric  current  to  be 
44  metered'is  conveyed  to  and  from  the  meter. 

45  "  If  for  any  reason  I  desire  to  make  the  axis  of  the  meter  vertical  I  may 
44  make  use  of  the  high  surface  tension  of  mercury  to  form  a  nearly  frictionless 
44  commutator  by  means  of  two  cisterns  of  mercury  filled  so  completely  that  the 
44  surface  of  the  mercury  at  a  little  distance  from  the  side  of  the  vessel  stands 
44  higher  than  the  edge  of  the  vessel.    In  such  case  the  segments  of  the  com- 

50  "  mutator  will  revolve  horizontally  and  then  the  commutator  need  not  be 
44  divided  but  may  Consist  of  horizontal  sectors  moving  in  one  horizontal  plane. 

44  The  brake  consists  of  a  metallic  disc  b  preferably  of  copper  fixed  on  the  axis 
44  a  and  consequently  rotating  with  it.  As  the  said  disc  b  travels  between  the 
44  pole  pieces/,  g  electric  currents  (commonly  known  as  4  eddy '  or  4  Foucault * 

55  "  currents)  are  generated  in  the  said  disc  b  the  resistance  they  cause  to  the 
44  motion  of  the  disc  being  proportional  to  its  velocity. 

I 
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"  It  is  of  importance  to  increase  as  far  as  possible  the  magnitude  of  these 
44  eddy  currents.  In  or(\er  to  do  this  I  form  the  pole  pieces /and  g  with  grooves 
"  in  them  radial  or  nearly  radial  to  the  axis  of  rotation  of  the  armature  as 
"  shown  in  Figures  1 ,  2  and  3.  The  said  grooves  increase  the  retarding  action 
•'  of  the  brake  disc  b.  They  may  be  either  made  in  both  of  the  pole  pieces  /  5 
44  and  g  as  shown  or  only  in  the  pole  piece  /  nearest  the  brake  disc  b.  Though 
44  these  grooves  are  advantageous  they  are  not  essential  as  both  the  pole  pieces 
44  may  be  without  grooves. 

44  The  special  means  I  employ  for  reducing  the  friction  of  the  axis  a  on  its 
44  bearings  to  a  minimum  consists  of  the  arrangement  of  anti-friction  wheels  10 
fc4  and  adjuncts  represented  in  the  drawings.  Each  of  the  reduced  ends  of  the 
44  axis  a  bears  upon  the  summit  of  the  anti-friction  wheel  t  and  the  axis  of  the 
44  said  wheel  t  bears  upon  the  summits  of  the  wheels  v  and  vl.  The  end  of  the 
4i  axis  a  is  preserved  in  position  on  the  summit  of  the  wheel  t,  that  is,  lateral 
44  and  end  motion  in  the  said  axis  a  is  prevented  by  the  conical  termination  of  15 
*4  the  said  axis  a  engaging  in  the  V  shaped  vertical  groove  w  as  illustrated  in 
44  the  detached  detail  of  Figure  1.  The  axes  of  the  wheels  t  are  kept  in  position 
44  by  a  similar  arrangement. 

44  The  rate  of  rotation  of  the  axis  a  and  the  current  passing  through  the  meter 
k;  are  measured  by  the  transmission  of  the  rotary  motion  of  the  said  axis  a  to  an  20 
"  ordinary  indicating  apparatus.  To  effect  this  a  worm  x  is  made  on  the  axis  a 
"  which  worm  is  geared  with  a  worm  wheel  (not  shown  in  the  drawings)  which 
44  worm  wheel  by  its  rotation  drives  a  train  of  toothed  wheels  the  axes  of  which 
%4  carry  fingers  or  pointers  which  indicate  on  dials  the  amount  of  electric 
44  current  which  has  passed  through  the  meter.  I  do  not  confine  myself  to  the  25 
44  use  of  any  particular  indicating  apparatus. 

44  In  order  to  standardise  the  meter  the  strength  of  the  magnetic  field  may  be 
44  modified  by  varying  the  resistance  of  the  shunt  circuit ;  or  I  may  in  place  of 
44  or  in  addition  to  varying  the  resistance  of  the  shunt  circuit  partially  short 
44  circuit  the  magnetic  field  by  a  bar  or  bars  of  iron  connecting  the  poles  whose  30 
14  section  or  proximity  to  the  magnet  can  be  adjusted.  This  method  is  applicable 
44  to  permanent  magnets  whose  field  may  be  increased  at  intervals  if  it  falls  off 
44  by  removing  one  or  more  of  the  iron  bars. 

44  In  the  meter  I  have  described  and  represented  the  armature  is  divided  into 
44  sectors  in   order  that  the   current   to   be   measured  may  pass  several  times  35 
44  across  the  magnetic  field,  and  the  sensitiveness  of  the  meter  may  be  thereby 
44  proportionately  increased.     I  wish  it  however  to  be  understood  that  I  do  not 
44  limit  myself  to  the  use  of  an  armature  divided  into  sectors  as  a  continuous 
44  disc  may  be  employed  in  which  the  current  travels  only  between  the  axis  and 
44  periphery.     This    arrangement    although  inferior    in    sensitiveness    to    the  40 
44  arrangement  described  may  be  conveniently  employed  when  heavy  currents 
44  are  to  be  measured.    In  the  meter  described  and  represented  the  main  current 
%4  passes  through  the  armature  and  the  shunt  through  the  field   magnet  but 
"  similar  results  may  be  obtained  by  reversing  this  arrangement  in  which  case 
44  the  use  of  iron  in  the  armature  is  preferable.    In  order  to  enable  the  meter  to  45 
44  measure  current  the  field  must  be  constant  or  else  the  armature  must  be  of 
4(  constant  magnetic  power  and  the  current  to  be  measured  must  in  such  latter 
44  case  pass  round  the  field  magnets.    To  obtain   this  constancy  in  electro 
••  magnets  £hey  must  be  saturated  and  the  magnetising  force  and  the  dimensions 
44  of  the  core  must  be  so  proportioned  as  to  secure  this.    The  constancy  of  th«  60 
44  field  in  which  the  brake  moves  (in  the  case  in  which  it  moves  in  a  separate 
••  field)  may  be  secured  in  an  analogous  way.    In  electrical  circuits  in  which  the 
44  electro-motive  force  is  practically  constant  this  degree  of  saturation  in  electro- 
*4  magnets  is  not  essential.    But  I  prefer  to  have  as  field  magnets  both  of  the 
44  electro  motor  and  of  the  brake  permanent  magnets  as  they  can  be  made  to  be  55 
»•  very  powerful  and  very  constant  by  the  following  means, 
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44  In  place  of  electro  magnets  as  described  and  represented  I  prefer  using  for 
"  smaller  installations  permanent  magnets,  a  number  of  bar  magnets  being  sub- 
*'  stituted  for  the  electro  magnet  represented  in  the  drawings  though  I  may  use 
magnets  of  other  shape  or  configuration  but  in  all  cases  in  which  I  use  per- 
manent magnets  whether  for  the  field  of  the  motor  or  of  the  brake  the  pole 
44  pieces  should  have  their  surfaces  very  large  compared  with  their  distance 
"  apart  as  represented  in  the  drawings  so  as  to  form  a  narrow  slit  in  which  the 
"  disc  armature  revolves.  When  this  is  done  the  permanent  magnets  are 
u  practically  constant  and  this  arrangement  is  essential  to  the  constancy  of 

10  "  permanent  magnets  unless  the  disc  is  of  iron  which  is  objectionable  on  other 
"  grounds.  The  power  and  constancy  of  these  permanent  magnets  are  increased 
44  by  magnetising  them  when  in  position  which  is  easily  done  by  wrapping 
"  wire  round  them  and  passing  a  powerful  current  through  the  coil  so  formed. 
"  I  prefer  to  make  the  ratio  between  the  area  of  the  pole  pieces  and  the  distance 

15  "  apart  of  the  said  pole  pieces  at  least  seventy  times  as  great  as  the  ratio  between 
"  the  sectional  area  of  the  steel  magnets  and  the  length  of  the  said  magnets. 
"  For  example  if  the  length  of  the  steel  magnet  bars  be  six  inches  and  their 
"  sectional  area  four  square  inches  the  area  of  each  of  the  pole  pieces  may  be 
"  six  square  inches  and  their  distance  apart  one-eighth  of  an  inch.     Or  the  area 

20  "  of  each  of  the  pole  pieces  may  be  three  square  inches  and  their  distance  apart 
44  one-sixteenth  of  an  inch.  When  these  proportions  are  adopted  a  powerful 
"  and  stable  field  is  obtained. 

44  If  iron  is  used  in  the  armature  however  pure  and  soft  the  said  iron  may  be 
44  there  is  still  a  constant  drag  due  to  the  work  expended  on  magnetisation  and 

25  "  de-magnetisation.  In  such  cases  this  drag  may  be  overcome  by  compound 
44  winding  the  armature  with  a  shunt  current  having  separate  commutator  and 
44  brush  arrangements.  This  is  proportioned  so  as  just  to  balance  the  magnetic 
44  drag  and  enable  the  meter  to  start  with  the  required  (small)  current.  Or  I 
44  may  pass  the  greater  part  of  the  shunt  circuit  round  the  armature  and  a  small 

80  "  part  round  the  magnets  which  in  this  case  are  wound  with  the  thicker 
44  cod  due  tor  carrying  the  current  to  be  metered  the  said  small  part  of  the  shunt 
44  serving  the  above  mentioned  purpose. 

m  "  I  have  not  thought  it  necessary  to  represent  an  electricity  meter  in  which 
44  the  disc  or   cylinder  and  magnetic  poles  are  corrugated  as  I  believe  this 

35  "  modification  will  be  understood.  It  is  only  necessary  to  remark  that  the 
44  corrugations  in  the  disc  or  cylinder  are  concentric  with  the  axis  of  rotation 
44  and  that  the  corrugations  in  the  pole  pieces  of  the  magnet  or  magnets  are  the 
44  counterparts  of  those  in  the  disc  or  cylinder.  The  said  corrugations  not  only 
44  diminish  air  resistance  but  the  increase  in  the  length  of  the  conductor  cutting 

40  "  the  field  increases  the  driving  force. 

4%  Neither  do  I  think  it  necessary  to  represent  and  describe  a  dynamo  electric 
44  generator  or  motor  having  a  commutator  and  corrugations  as  I  believe  the 
*4  application  of  the  commutator  and  corrugations  to  dynamo-electric  generators 
44  and  motors  will  be  sufficiently  understood  by  the  description  hereinbefore 

45  <4  given  of  their  application  to  an  electricity  meter.     Mercury  being  inadmissible 

44  for  high  speed  dynamos  I  employ  the  ordinary  brushes  but  placed  side  by 

44  side  one   on  each   part  of  the  divided  commutator  the  parts  of   which  are 

44  connected  as  described  and  represented. 

"Although  I  have  described  only  that  form  of  electric  brake  which  I  prefer  to  em- 

50  44  ploy  yet  I  do  not  limit  myself  to  that  form  as  it  may  be  replaced  by  any  electrical 
44  generating  machine  having  a  constant  field  and  working  on  constant  resistance 
44  or  stated  generally  by  any  arrangement  involving  the  motion  of  a  conductor 
u  relatively  to  a  magnetic  field  the  strength  of  the  field  being  maintained  constant 
44  and  the  current  in  the  conductor  being  proportional  to  the  rate  of  rotation. 

55  "  The  armature  itself  may  be  made  to  act  as  an  efficient  brake  and  the 
44  brake  disc  ^dispensed  with  by  making  the  sectors  of  thick  copper  and  of 
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"considerable   breadth  as  compared    with   the  teeth   or  projections    of   the 
"  pole  pieces. 

"  Although  I  prefer  generally  to  use  only  one  pair  of  poles  I  may  uae  a 
"  second  pair  of  similar  poles  symmetrically  disposed  on  the  opposite  side  of 
"  the  axis.  5 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my 
"  invention  and  the  manner  in  which  the  same  is  to  be  performed  I  declare  that 
"  I  claim  as  my  invention  of  '  Improvements  in  electricity  meters,  part  of  which 
"  'improvements  are  applicable  to  dynamo  electric  generators  and  motors.' 

"  First — An  electricity  meter  for  measuring  current  consisting  of  an  electro  10 
"  mstor  with  constant  field  arranged  substantially  as  hereinbefore  described  and, 
"  illustrated  in  the  accompanying  drawings,  the  said  electro  motor  being 
"  combined  with  an  electric  brake  also  moving  in  a  constant  or  nearly  constant 
"  field  preferably  the  same  field  as  that  in  which  the  armature  rotates  substan- 
"  tially  as  herein  described  and   illustrated  in  the  accompanying  drawings.    Lit 


^fer-taagDctio  drag  w -friotion  op-betb-by  ee»pettft4 
tf-the  armfttnpo-eg-tke-BMg-aetflT — H-btfrity  Secondly—  In  elec- 
"  tricity  meters  the  obtaining  a  constant  field  either  for  the  brake  or  the 
"  armature  or  both  by  the  use  of  electro  magnets  of  such  construction  and 
"  dimensions  that  they  become  saturated  while  in  use  in  the  circuits  of  the  kind  30 
"  for  which  they  are  designed  substantially  as  herein  described.     Feiirthly 
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Thirdly — In  electricity  meters  the  use  for  the  purpose  of  procuring  a  powerful 
and  constant  magnetic  field  of  permanent  magnets  arranged  as  described  with 
44  very  large  polar  surfaces  closely  fronting  each  other  so  as  to  form  a  narrow 
slit  in  which  the  disc  armature  revolves  whether  the  same  be  magnetised  in 
position  or  otherwise  and  the  means  described  for  regulating  the  same  when 
or  if  necessary  substantially  as  herein  described  and  in  part  illustrated  in  the 
44  accompanying  drawings.  Fifthly  Fourthly — In  electricity  meters  the  con- 
44  struction  and  arrangement  of  parts  forming  a  divided  commutator  making 
44  contact  by  means  of  mercury  placed  in  insulated  vessels  substantially  as 
10  4A  hereinbefore  described  and  illustrated  in  the  accompanying  drawings  and  the 
44  use  of  the  divided  commutator  in  and  in  connection  with  dynamo  machines 
44  or  electro  motors  as  described.  Sixthly  Fifthly — The  construction  and 
44  arrangement  of  parts  forming  a  commutator  making  contact  by  means  of 
44  mercury  placed  in  insulated  vessels  the  axis  of  revolution  of  the  commutator 
44  being  vertical  substantially  as  herein  described.  Sovonthly  Sixthly — Making 
44  grooves  in  the  pole  pieces  of  the  electro  magnet  or  permanent  magnet  of  an 
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electricity  meter  for  the  purpose  of  increasing  the  action  of  the  brake  substan- 
44  tially  as  hereinbefore  described  and  illustrated  in  the  accompanying  drawings. 
Eighthly  Seventhly — The  method  hereinbefore  described  and  illustrated  in 
the  accompanying  drawings  of  combining  the  disc  armature  or  insulated 
44  sectors  with  the  continuous  disc  constituting  the  brake.  Ninthly  Eighthly — 
44  The  arrangement  and  combination  of  parts  hereinbefore  described  and  illus- 
44  trated  in  the  accompanying  drawings  for  diminishing  the  friction  of  the 
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"  rotating  axis  of  the  meter  in  its  bearings.  Tonthly  Ninthly — An  electricity 
"  meter  constructed  substantially  as  herein  described  and  illustrated  in  the 
44  accompanying  drawings.'1 

On  the  20th  of  July  1897  Chambe?*lain  A  Hookhamy  Ld.,  commenced  an 
action  for  infringement  of  this  Patent  against  the  Mayor,  Aldermen,  and  5 
Burgesses  of  Bradford. 

By  their  Statement  of  Claim,  delivered  the  3rd  of  August  1897,  the  Plaintiffs 
alleged  that  (1)  the  Plaintiffs  were  the  registered  proprietors  of  the  Patent ; 
(2)  the  Defendants  had  infringed  in  manner  by  the  Particulars  of  Breaches 
appearing;  (3)  in  an  action*  between  the  present  Plaintiffs  and  Johnson  A  10 
Phillips  as  Defendants,  a  Certificate  that  the  validity  of  the  Patent  had  come 
into  question  was  granted  by  Mr.  Justice  Wills.  The  Plaintiffs  claimed  (1)  an 
injunction  ;  (2)  damages,  or  an  account  of  profits  ;  (3)  delivery  up ;  (4)  costs 
as  between  solicitor  and  client ;  (5)  further  or  other  relief. 

The  Particulars  of  Breaches  were  as  follows : — "  (1)  The  Defendants  had,  15 
"  subsequently  to  the  granting  of  the  Plaintiffs'  Letters  Patent,  and  subse- 
"  quently  to  the  amendment  of  the  said  Letters  Patent  on  the  14th  of  August 
"  1895,  and  prior  to  the  issue  of  the  writ  in  the  action,  used  electricity  meters 
44  constructed  in  accordance  with  the  invention  disclosed  in  the  Specification  of 
"  the  said  Letters  Patent.  (2)  The  electricity  meters  so  used  by  the  Defendants  20 
"  are  constructed  and  operate  substantially  in  accordance  with  the  invention 
"  described  in  the  Specification  of  the  Plaintiffs'  said  Letters  Patent,  and  claimed 
44  in  the  first  and  third  claiming  clauses  thereof.  (3)  The  Plaintiffs  in  particular 
44  complain  of  the  use  by  the  Defendants  of  electricity  meters  bearing  the  name 
44  of,  and  believed  by  the  Plaintiffs  to  be  constructed  by,  the  IVimnson-Housbm  25 

Company.    Such  meters  are  used  by  the  Defendants  upon  circuits  of  constant 

potential  for  the  purpose  of  measuring  the  current  supplied  to  customers  of 
"  the  Defendants.  (4)  Several  of  the  said  meters  are  used  as  aforesaid  by  the 
"  Defendants,  but  the  Plaintiffs  are  unable  until  they  have  obtained  discovery 
"  from  the  Defendants  to  give  further  particulars  of  the  Defendants'  infringe-  30 
"  ments,  but  the  Plaintiffs  claim  to  recover  damages  in  respect  of  all  infringe- 
44  ments  by  the  Defendants." 

By  the  Defence,  delivered  the  20th  of  November  1897,  the  Defendants  (1) 
admitted  the  ownership  of  the  Plaintiffs  in  the  Letters  Patent ;   (2)  denied 
infringement ;   (3)  alleged  that  the   said  Letters  Patent  were  invalid  for  the  35 
reasons  stated  in  the  Particulars  of  Objections. 

The  Particulars  of  Objections  as  reamended  were  as  follows : — "  (1)  In- 
44  sufficiency.  No  sufficient  directions  are  given  to  enable  an  electrician  to  make 
44  a  meter  which  will  be  of  any  use  for  measuring  either  (a)  direct  currents,  or 
44  (b)  alternating  currents,  or  to  enable  an  electrician  when  using  an  armature  of  40 
44  constant  magnetic  power,  as  referred  to  on  page  4,  line  55,  to  produce  a  magnetic 
44  field  which  will  vary  in  strength  so  as  to  measure  currents  of  varying  values  or 
44  amounts,  or  to  make  any  form  of  commutator  such  as  is  necessary  for  a  useful 
44  meter  for  measuring  currents.  (2)  The  inventions  claimed  in  the  first,  second, 
"  fourth,  and  fifth  claims  are  of  no  utility.  (3)  The  invention  claimed  in  the  45 
44  first  claim  was  published  in  the  following  Specifications : — Munro  (No.  1626 
44  of  1882),  page  10,  line  20,  from  4  As  a  means  of  measurement '  to  4  To  show 
"  4  amp&res '  on  line  27 ;  Ayrton  and  Perry  (No.  2642  of  1882),  the  whole ; 
44  Yeatman  (No.  10,122  of  1885),  the  whole.  The  invention  claimed  in  the  first 
44  claim  was  also  published  in  a  paper  by  M.  Deprez  on  Siemens  Energy  50 
44  Measurer  in  4  La  Lumiere  Electrique,'  Vol.  11  (1884),  pages  223  and  224 ;  also 
44  in  4  Centrallblatt  fur  Elektrotechnik '  (Vol.  6  of  1884),  pages  124-126  and  145- 
44 147.  (4)  The  invention  claimed  in  the  second  claim  was  published  in  the 
44  following  Specifications  : — Handford  (No,  2675  of  1883),  the  whole  ;   Weston 
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"  (U.S.A.  No.  327,908  of  1885),  the  whole  ;  Weston  (tLS.A.  No.  330,451  of  1885), 
"  the  whole.  The  second  claim  is  bad  both  for  want  of  novelty  and  subject- 
matter,  inasmuch  as  electro-magnets  as  fully  saturated  as  those  described  in  the 
Plaintiffs'  Specification  had  been  commonly  used  (and  were  well  known)  prior 
5  "  to  the  Plaintiffs'  Letters  Patent  both  in  motors,  brakes,  and  meters,  and  their 
44  properties  were  well  and  commonly  known,  and  there  was  no  invention 
"  required  to  apply  them  to  meters.  It  is  bad  for  want  of  sufficiency  of  descrip- 
44  tion,  inasmuch  as  no  sufficient  instructions  are  given  to  enable  such  saturation 
"  as  is  necessary  to  be  obtained.     (5)  The  third  claim  is  bad  both  for  want  of 

10  "  novelty  and  subject-matter,  inasmuch  as  permanent  magnets  with  large  polar 
44  surfaces  closely  fronting  each  other  had  been  publicly  used  for  the  purpose  of 
"  procuring  a  powerful  and  constant  magnetic  field,  and  their  properties  were 
"  commonly  understood,  and  there  was  no  invention  in  applying  them  to 
*4  meters."    The  Particulars  of  Objections  went  on  to  allege  that  the  use  of 

15  such  magnets  had  been  published  in  certain  Specifications  and  publications, 
for  which  see  17  R.P«C.  at  page  502.  "  And  by  the  user  and  exhibition  in 
44  public  of  such  magnets  in  Ayrton-Pen*y  ammeters  and  voltmeters,  and  in 
44  motors ;  and  in  telephones  with  Arago  discs  at  the  Royal  Institution.  The 
44  above  ammeters,  voltmeters,  and   motors,  on  the  public  use  of  which  the 

20  44  Defendants  rely,  are  now  at  the  City  and  Guilds  of  London*  Central  Technical 
44  College,  Exhibition  Road,  S.W.  The  said  ammeters  and  voltmeters  and  motors 
44  have  been  used  there  publicly  since  1885  by  Professor  Ay  Hon  and  his  assistants 
*4  and  students.  The  above  telephones  are  the  well-known  Gower-Bell  telephones, 
44  which  were  in  use  on  the  National  Telephone  Company's  lines  in  1882.    The 

25  44  above-named  Arago  discs  are  now  at  the  Royal  Institution.  The  said  discs  were 
44  at  the  Royal  Institution  for  many  years  prior  to  1886,  and  were  kept  in  rooms 
44  open  to  the  public.  And  by  the  user  in  public  of  small  electro-magnetic 
44  machines,  whose  field  strengths  were  regulated  in  a  special  way.  Such 
44  machines  were  sold  by  Coxeter  A  Soft,  of  4  and  6,  Graft*  >n  Street,  W.C.,  in  large 

30  "  numbers  from  1886  downwards.  As  to  the  third  claim,  the  Defendants  further 
44  say  that  no  sufficient  directions  were  given  which  would  enable  an  electrician  to 
44  make  permanent  magnets  which  are  practically  constant,  as  alleged  at  page  5, 
44  line  15,  of  the  Specification.  (6)  The  invention  claimed  in  the  fifth  claim  was 
44  published  in  the  following  books  : — Sturgeon's  4  Annals  of  Electricity  '  ( 1837), 

35  u  Figures  30  and  32,  Vol.  1,  page  112,  and  letterpress  relating  thereto  ;  Joules* 
44  4  Scientific  Papers,'  page  5,  Figure  4 ;  page  125,  Figure  44,  and  letterpress  relating 
"  thereto  ;  4  Natural  Philosophy,'  by  Brooke  A  Bird,  published  in  1867,  page  491 ; 
44  Dredge's  4  Illumination,'  Vol.  1  (1882),  pages  74,  75,  76,  and  Figures  40-44  ; 
44  *  Electricity  :  its  Sources,  &c.,'  by  J.  T.  Sprague  (1844),  page  514.     (7)  The 

40  "  amendment  of  the  Plaintiffs'  Specifi  ;ation  made  on  the  14th  of  February  1889, 
44  so  far  as  it  consisted  in  the  introduction  of  the  words  4  In  electrical  circuits 
in  which  ....  is  not  essential,'  as  they  now  appear  on  page  5,  lines  3 
and  4,  of  the  said  Specification  as  now  printed,  and  of  the  words  4 1  prefer  to 
44  4make  the  ratio    ....    stable  field  is  obtained,'  as  they  now  appear  on 

45  "  page  5,  lines  19-27,  of  the  said  Specification  as  now  printed,  and  of  the  words 
"  4  or  constant,'  as  they  now  appear  in  the  first  claim  of  the  said  Specification  as 
44  now  printed,  was  an  amendment  which  made  the  Specification  claim  an  invention 
44  substantially  larger  than,  and  substantially  different  from,  the  invention  claimed 
44  by  the  Specification  as  it  stood  before  amendment,  contrary  to  the  Statute,  and 

50  44  consequently  the  said  Letters  Patent  are  invalid.  (8)  The  Complete  Specification 
'*  filed  in  respect  of  the  Plaintiffs'  said  Letters  Patent  as  amended  describes  and 
44  claims  matters  not  foreshadowed  in  the  Provisional  Specification.  The  particular 
44  nutters  above  referred  to  are  as  follows  : — (a)  The  use  of  permanent  magnets 
"  with  large  polar  surfaces  closely  fronting  each  other,  as  claimed  in  the  third 

55  "  claim.  The  use  of  such  magnets  was  published  between  the  dates  of  the 
"  Provisional  and  Complete  Specifications  in  a  periodical  known  as  4  Industries/ 


88  REPORTS  OP  PATENT,  DESIGN,        [Mar.  19, 1902. 


Chamberlain  A  Hookham,  Ld.  v.  Mayor,  Aldermen,  and  Burgesses  of  the 

Borough  of  Bradford. 


"  published  on  the  10th  of  June  1887,  page  594 ;  in  an  article  entitled  '  Siemens1 
•4  4  New  Electricity  Meter/  and  the  figures  therein  referred  to ;  and  by  the 
"  German  Specification  (No.  40,632),  dated  the  20th  November  1886,  granted 
"  to  Siemens  and  Halske,  and  published  in  England  by  deposit  in  the  library  of 
"  the  Patent  Office  on  the  13th  day  of  September  1887.  The  whole  of  the  5 
"  Specification  was  relied  on.  (b)  The  use  of  grooves  in  the  pole  pieces,  as 
"  claimed  in  the  sixth  claim,  (c)  The  matter  claimed  by  reason  of  the  amend- 
"  ments  referred  to  in  paragraph  7  hereof." 

The  action  was  tried  before  Mr.  Justice  Farwell  on  May  8th,  9th,  10th, 
Uth,  14th,  15th,  and  16th,  1900,  who  delivered  judgment  on  the  25th  of  May  10 
1900,  dismissing  the  action  with  costs  on  the  ground  that  the  Defendants  had 
not  infringed.    No  judgment  was  given  on  the  other  issues  raised.    Costs 
were  given  on  the  higher  scale.*    The  Plaintiffs  appealed. 

Moultcm,  K.C.,  Astbury,  K.C.,  Walter,  Gray,  and  Frost  (instructed  by  Field, 
Roscoe  &  Co.,  agents  for  Pinsent  &  Co.,  Birmingham)  appeared  for  the  Plaintiffs ;  15 
Cripps,  K.C.,  Bousfield,  K.C.,  and  Graham  (instructed  by  Ashurst,  Morris, 
Crisp  &  Co.)  appeared  for  the  Defendants. 

Moulton,  K.C.,  and  Astbury,  K.C.,  for  the  Appellants. — The  invention  relates 
to  meters  for  measuring  electricity.  Several  attempts  were  made  in  the  early 
days  of  electricity  to  get  an  efficient  meter,  but  most  of  them  were  failures.  20 
The  Plaintiffs'  meter  was  one  of  the  first  to  solve  the  problem.  This  meter  is 
on  what  is  known  as  the  motor  principle  ;  that  is  to  say,  the  electricity  to  be 
measured  is  made  to  do  work  ;  the  amount  of  work  done  is  registered,  and  thus 
the  amount  of  electricity  used  is  arrived  at.  The  great  difficulty  to  be  overcome 
was  the  acceleration  of  the  motor.  Siemens  in  a  previous  meter  had  used  a  25 
brake  which  consisted  in  a  wheel  with  fans  or  paddles  which  he  caused  to  rotate 
in  water  to  get  the  braking  action.  This  method  was  unsatisfactory,  inasmuch  as 
the  resistance  of  the  brake  tended  to  vary  as  the  square  of  the  velocity.  The 
meter,  therefore,  did  not  measure  in  the  same  ratio  at  all  speeds.  The  difficulty 
was  to  get  a  brake  the  resistance  of  which  varied  directly  with  the  velocity.  30 
This  was  accomplished  by  means  of  the  brake  described  in  the  Plaintiffs' 
Specification.  It  consists  in  a  copper  disc  fixdd  to  the  shaft  of  the  motor  and 
rotated  between  two  magnets.  The  effect  of  rotating  the  disc  in  the  field  of 
the  magnets  is  to  generate  in  the  copper  disc  currents  which  are  known  as 
Foucault  currents.  These  currents  have  a  retarding  influence  on  the  disc.  35 
This  braking  action  varies  directly  with  the  velocity  of  the  disc.  Thus,  when 
the  motor  is  started  and  the  speed  increases,  the  retarding  force  of  the  Foucault 
currents  also  increases,  and  in  a  short  time  the  two  forces  balance  each  other 
and  the  motor  runs  at  a  fixed  and  steady  speed.  This  speed  is  called  the 
equilibrium  speed,  and  is  maintained  without  variation  as  long  as  the  force  40 
driving  the  motor  remains  constant.  If  more  current  is  consumed  the  speed  of 
the  motor  rises  till  it  reaches  the  equilibrium  speed  for  the  new  supply  of 
current.  It  will  then  continue  to  revolve  at  the  new  speed  until  there  is 
another  variation  in  the  force  driving  the  motor.  It  had  been  pointed  out 
previously  to  the  date  of  ihe  Specification  that  a  brake  of  this  sort  might  be  45 
successful,  but  no  such  brake  had  ever  been  made,  and  the  Plaintiffs  were  the 
first  persons  to  show  the  world  how  such  a  brake  could  be  made.  To  be 
successful  it  is  necessary  that  the  magnets  between  which  the  disc  is  rotated 
should  be  both  powerful  and  constant.  The  inventor  in  the  Specification 
contemplates  the  use  of  both  electro-magnets,  which,  if  the  pressure  of  the  50 
circuit  to  be  measured  is  constant,  will  also  be  constant,  and  also  permanent 
magnets.  He  gives  a  method  by  which  permanent  magnets  may  be  made 
both  constant  and  powerful.  He  points  out  that  it  is  essential  that  the  magnets 
should  have  their  surfaces  very  large,  and  that  these  surfaces  should  be  as  close 
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together  as  possible  so  as  to  form  a  narrow  slit  in  which  the  disc  revolves.  The 
other  great  difficulty  was  to  get  rid  of  friction  in  the  motor.  Unless  the  friction 
is  reduced  to  a  very  low  point  the  motor  will  not  start  when  only  a  small  amount 
of  current  is  passing,  as  would  be  the  case  where  only  one  or  two  lamps  are 
5  burning  on  the  circuit.  Until  the  current  is  sufficiently  strong  to  overcome  the 
friction  and  start  the  motor  the  consumer  is  getting  his  light  without  paying 
for  it.  [Counsel  then  described  the  methods  by  which  the  inventor  got  rid  of 
friction.  As  this  point  was  not  touched  on  in  their  Lordships'  judgments  this 
part  of  the  argument  is  not  set  out.] 

10  Further  evidence  was  then  admitted  on  a  motion  made  by  the  Plaintiffs 
which  had  been  ordered  to  stand  over  till  the  hearing  of  the  appeal.  The 
evidence  was  given  by  James  Swinburne,  and  related  to  the  forms  of 
magnets  txisting  at  the  date  of  the  Specification.  Moulton,  K.C. — The 
Defendants    have    substantially    taken    the    Plaintiffs'    meter.      They    have 

15  chosen  the  alternative  method  mentioned  by  the  Patentee.  Instead  of  keeping 
the  field  of  the  motor  constant  they  keep  the  armature  constant  and  pass- 
the  current  to  be  measured  through  the  field.  This  variation  is  specially 
mentioned  by  the  Patentee.  It  is  true  that  the  Plaintiffs'  meter  is  simply  a 
current  meter,  whereas  the  Defendants'  is  an  energy  meter  ;  that  is  to  say,  one 

20  which  measures  the  product  of  current  and  pressure.  But  the  Defendants  are 
the  users  of  these  meters,  and  they  use  them  on  a  circuit  which  has,  by  Act  of 
Parliament,  to  be  maintained  at  a  constant  pressure  within  narrow  limits.  The 
pressure  being  in  fact  constant,  it  follows  that  they  are  really  measuring  current. 
The  brake  used  by  the  Defendants  is  well  within  the  third  claim  of  the  Specifi- 

25  cation,  which  claims  the  use  of  constant  and  powerful  permanent  magnets 
in  electricity  meters.  No  such  magnet  was  used  before  the  date  of  the 
Specification. 

Cripps,  K.C,  for  the  Respondents. — The  first  line  of  defence  which  we  rely 
on  is  that  the  Defendants  here  have  used  nothing  which  was  not  common 

30  knowledge  at  the  date  of  the  Specification.  The  principle  underlying  the 
Plaintiffs'  invention  is  what  is  known  as  the  straight  line  law.  This  consists 
in  getting,  not  the  proportion  of  the  square,  but  the  direct  proportion  between 
the  motor  power  and  the  brake  power.  This  straight  line  law  is  to  be  found  in 
Ayrton  and  Perry,  who  show  all  the  requisites  for  a  successful  meter  except 

35  that  they  failed  to  overcome  friction.  Take,  again,  Siemens'  apparatus.  This 
had  a  brake  in  the  form  of  a  wheel  with  paddles  on  it.  These  paddles  revolved 
in  water.  The  objection  to  it  was  that  the  resistance  tended  to  vary  as  the 
square  of  the  velocity.  Marcel  Deprez  realised  this,  and  pointed  out  that  a 
brake  of  the  kind  actually  used  would  be  successful.    All  that  the  Defendants 

40  have  done  is  to  use  the  common  knowledge  of  the  day.  There  are  only  iwo 
claims  which  it  can  possibly  be  said  are  infringed,  namely,  the  first  and  the 
third.  The  first  is  a  combination  claim  for  the  whole  meter.  We  do  not 
infringe  this.  Our  method  of  overcoming,  or  rendering  negligible,  the  friction 
is  admittedly  quite  different  to  that  used  by  the  Patentee.     In  addition,  the 

45  claim  is  for  a  current  meter,  while  the  Defendants'  is  an  energy  meter.  It  is  idle 
to  say  that  because  the  Electric  Lighting  Act  restricts  the  allowable  variation  in 
pressure  that  therefore  we  are  in  reality  only  measuring  current.  In  fact 
there  are  variations,  and  our  meter  acts  as  it  were  as  a  policeman  on  the  supplier 
and  saves  the  consumer  from  being  charged  for  electricity  which  he  does  not 

50  get.  Turning  to  Claim  3,  this  is,  we  submit,  for  a  special  form  of  built-up 
magnet,  and  does  not  cover  the  one  used  by  the  Defendants.  There  are  magnets 
of  the  shape  required  which  were  in  use  before  the  date  of  the  Specification. 
Beyond  the  shape  there  is  nothing.  As  regards  strength  and  braking  power, 
this  is  a  mere  question  of  degree.    The  only  object  of  a  strong  magnet  is  to 

55  cause  the  meter  to  run  at  a  low  speed  and  so  have  a  longer  life.  If  the  magnet 
is  too  weak,  all  that  is  necessary  is  to  add  more  of  the  same  shape  and  power. 
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If  the  third  claim  included  all  magnets  it  would  not  be  good.  There  was  no 
difficulty  in  getting  magnets  both  powerful  and  constant  at  the  date  of  the 
Specification.  The  Plaintiffs  cannot  prevent  us  from  using  in  any  way  we  like 
the  common  knowledge  of  the  electrical  world. 

Moulton,  K.C.,  replied.  5 

Judgment  was  reserved,  and  delivered  on  the  20th  of  December  1901. 

Rombr,  L.J. — This  case  has  been  argued  by  Counsel  on  behalf  of  the  Plaintiffs 
at  great  length  and  with  much  detail.  The  effect  of  their  discussion  of  minute 
points  arising  in  the  case,  coupled  with  the  many  difficulties  involved  in  their 
elaborate  consideration  of  electrical  and  magnetic  laws,  has  been,  in  our  opinion,  10 
somewhat  to  obscure  an  otherwise  fairly  simple  and  intelligible  case.  We  think 
that  when  the  pith  and  substance  of  the  question  involved  in  this  appeal  are  sought 
for  they  can  be  readily  understood  and  be  shortly  stated  and  determined,  and 
we  propose  in  this  judgment  to  avoid  all  details  that  are  not  necessary  to  be 
mentioned,  having  regard  to  the  grounds  of  our  decision,  and  to  briefly  state  15 
what  the  merits  of  the  case  in  our  view  are,  and  why  we  think  that  the 
appeal  fails. 

In  the  first  place,  it  is  important  to  consider  how  matters  stood  with  reference 
to  the  subject  of  the  Plaintiffs'  invention  immediately  prior  to  the  Patent.  The 
principle  on  which  the  Plaintiffs'  electricity  meter  and  also  the  Defendants'  20 
meter  were  subsequently  constructed  was  then  well  known.  It  had  been  pointed 
out  that  such  meters  might  be  made  by  means  of  a  motor  and  a  brake  worked 
and  used  in  the  manner  subsequently  adopted  in  substance  in  the  meter  of  the 
Plaintiffs  and  in  that  of  the  Defendants.  In  particular  Mr.  Siemens  had 
published  his  design  of  an  electrical  meter  in  which  he  employed  the  motor  25 
with  a  brake  effected  by  wings  revolving  in  a  fluid.  With  reference  to  this 
design  it  was  publicly  pointed  out  by  Marcel  Deprez  that  it  was  wrong  in 
principle  to  use  the  last-mentioned  kind  of  brake,  inasmuch  as  the  resistance 
varied,  or  tended  to  vary,  as  the  square  of  the  velocity,  whereas  it  ought  to  vary 
directly  as  the  velocity.  In  other  words,  he  stated  with  reference  to  these  30 
meters  what  has  been  called  the  straight  line  law,  and  he  recommended  the 
employment,  as  a  brake,  of  a  disc  rotating  between  the  poles  of  a  permanent 
magnet ;  that  is  to  say,  the  brake  subsequently  employed  in  the  Defendants* 
meter,  the  use  of  which  in  reference  to  the  Plaintiffs'  machine  was  referred  to 
by  the  Patentee  (Mr.  Hookliam)  in  his  Specification.  But  to  make  such  a  meter  35 
as  was  thus  made  known  to  the  public  a  good  practical  machine  up  to  com- 
mercial requirements  a  difficulty  had  to  be  overcome — the  difficulty  of  friction. 
Mr.  Hookham  surmounted  the  difficulty  chiefly  by  the  use  of  a  special  commu- 
tator, a  very  ingenious  contrivance,  and  this  was,  in  our  opinion,  the  most 
important  part  of  his  invention.  Now,  so  far  as  the  commutator  is  concerned,  40 
the  Defendants'  machine  in  no  wise  employed  the  same  means  of  overcoming 
the  difficulty  as  those  adopted  by  Mr.  Hookham.  The  Defendants'  machine, 
indeed,  provided  for  more  than  the  Plaintiffs'  did  on  the  lines  of  Mr.  Siemens' 
machine,  as  corrected  by  Marcel  Deprez.  In  the  Defendants'  meter  Mr.  Siemens* 
commutator  was  used  with  a  very  ingenious  modification.  So  far  then  as  the  45 
commutator  is  concerned,  and  indeed  so  far  as  the  machines  generally  are 
concerned,  apart  from  the  question  as  to  the  permanent  magnet  used  by  the 
Defendants  which  we  are  about  to  mention,  the  two  machines  are,  in  our 
opinion,  substantially  different,  though  both  are  based  on  what  was  published 
and  known  prior  to  the  date  of  the  Plaintiffs'  Patent.  50 

It  appears  to  us,  therefore,  that  the  Plaintiffs  must  fail  in  this  action,  unless 
they  can  establish  that  the  Defendants  have  infringed  the  Patent  by  reason  of 
the  use  of  the  permanent  magnets  employed  by  the  Defendants  on  their  brake. 

Now  the  Plaintiffs  contend  that  they  have  claimed  by  their  Specification, 
and  are  entitled  under  their  Patent,  to  the  sole  right  to  the  use  for  the  purposes  55 
of  electricity  meters,  in  connection  with  either  motor  or  brake,  of  any  permanent 
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magnet  having  large  polar  surfaces  closely  fronting  each  other  so  as  to  form  a 
narrow  slit  in  which  the  armature  or  disc  revolves.  But  it  appears  to  us,  for  the 
reasons  we  are  about  to  state,  that  the  Plaintiffs  fail  in  this  contention  ;  and 
that  the  claim  (Claim  3)  in  their  Specification  did  not  extend  to  cover  the  use 
.5  of  every  permanent  magnet  having  large  polar  surfaces  with  a  narrow  slit 
between  them,  but  was  limited  to  what  has  been  called  a  compound  or  built-up 
magnet,  that  is  to  say,  to  an  arrangement  of  bar  magnets,  or  of  other  equivalent 
magnets  (though  differing  in  shape  and  configuration  from  bar  magnets)  with 
pole  pieces  having  surfaces  of  the  above-mentioned  kind  ;  and,  this  being  so, 

10  what  the  Defendants  are  doing  is  not  within  the  Plaintiffs9  claim. 

Now,  in  the  first  place,  we  may  point  out  that  it  would  be  very  difficult  for 
the  Plaintiffs  to  say  that  their  Claim  3  was  a  valid  claim  if  that  claim  was  so 
extensive  as  to  cover  what  the  Defendants  are  doing  with  their  brake.  For 
the  Defendants  are  using  the  knowledge  given  to  the  world  by  Marcel  Deprez. 

15  They  are  taking  his  brake  for  the  purpose  indicated  by  him.  He  pointed  out 
that  it  should  be  made  by  a  disc  revolving  in  a  permanent  magnet. 

Now  the  magnet  used  by  the  Defendants  is  not  of  a  form  or  shape  unknown 
at  the  date  of  the  Plaintiffs9  Patent.  On  the  contrary,  the  evidence  is  that  the 
Defendants1  magnet  is  of  a  common  kind.     Nor,  indeed,  do  the  Plaintiffs  say 

20  th&t  a  magnet  like  the  Defendants  was  unknown  at  the  date  of  the  Patent. 
What  they  say  is  that  Mr.  Hookham  discovered  that  certain  shaped  magnets, 
covering  a  large  number  of  well-known  magnets  (including  the  Defendants') 
were  peculiarly  well  suited,  by  reason  of  their  possessing  constancy  and  power 
for  use  in  connection  with  brakes.     But  it  is  not  easy  to  understand  how  this 

25  discovery  could  entitle  the  discoverer  to  prevent  persons  from  using  known 
magnets  for  the  purpose  of  Marcel  Depress  known  brake.  But  it  is  not 
necessary  for  us  to  decide  whether  Claim  3  would  have  been  valid  if  it  had 
been  more  extensive  in  its  operation  than  in  our  opinion  it  is.  It  is  sufficient 
for  us  to  say  that  the  Patentee  may  well  have  shrunk  in  making  his  claim  from 

30  risking  its  validity  by  making  it  broader  than  it  is. 

We  will  now  turn  to  the  body  of  the  Specification.  That  deals  with  the  use 
of  permanent  magnets  as  an  alternative  in  the  place  of  electro-magnets,  which 
the  Patentee  fully  describes.  No  drawing  is  given  of  any  permanent  magnet. 
We  have,  therefore,  to  depend  entirely  upon  what  is  said  in  the  Specification  in 

35  order  to  ascertain  what  the  Patentee  is  claiming  in  respect  of  permanent  magnets. 
The  first  mention  of  permanent  magnets  is  at  page  4,  line  39,#  where  he  refers  to 
their  use  in  reference  to  the  removal  of  bars  from  such  magnets  for  the  purpose 
there  indicated.  Then  comes  the  important  description  at  page  5,  line  2,  et  seqj\ 
The  Patentee  there  speaks  of  "  a  number  of  bar  magnets  being  substituted  for 

-40  u  the  electro  magnet  represented  in  the  drawings,  though  I  may  use  magnets  of 
"  other  shape  or  configuration,"  and  he  adds  that  in  all  cases  he  wants  the  pole 
pieces  of  a  certain  shape.  This  appears  to  us  to  point  to  an  arrangement  of 
magnets  with  certain  pole  pieces.  If  the  Patentee  had  really  intended  to  claim 
the  use  of  every  magnet  having  pole  pieces  with  large  surfaces  and  a  small 

45  slit  he  ought  to  have  made  that  clear.  But  he  has  not  done  so.  And,  indeed, 
his  object  being  (page  5,  line  3) J  to  make  permanent  magnets  "very  powerful 
44  and  very  constant,"  if  he  had  thought  that  he  had  effected  his  object  solely  by 
the  form  of  the  pole  pieces  we  should  have  expected  him  to  state  this,  and  also 
to  inform  the  public  within  what  limits  as  to  size  of  surfaces  of  the  pole  pieces 

.50  and  distance  apart  the  pieces  should  be  in  order  to  be  effective  in  power  and 
constancy.  But  he  has  not  done  so.  He  has  said  he  "  prefers  "  a  certain  ratio 
to  be  observed,  but  he  only  gives  that  ratio  by  reference  to  a  minimum,  and  the 
evidence  shows  that  his  ratio  would  cover  a  large  number  of  magnets  well 

*  Ante,  page  82,  line  32.  -f  Ante,  page  83,  line  1* 

\  Ante,  page  82,  line  56. 
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known  at  the  date  of  his  Patent.  If  he  was  not  describing  his  pole  pieces  as 
an  adjunct  to  his  "arrangement"  of  magnets,  but  was  contemplating  a  claim 
apart  from  that  arrangement,  he  was  in  a  position  of  considerable  difficulty, 
having  regard  to  public  knowledge,  at  the  date  of  his  Patent,  in  reference  to  the 
use  of  permanent  magnets  with  a  disc  to  form  a  brake  in  electricity  meters.  5 
For  in  this  case,  he  would  not  be  claiming  the  use  of  some  new  combination  or 
arrangement  of  magnets,  or  some  new  magnet  invented  by  him,  but  would  be 
claiming  the  use  of  every  known  magnet  which  happened  to  have  poles  with 
what  he  calls  "  large  "  surfaces,  and  which  form  between  them  what  he  calls 
a  "  narrow "  slit,  merely  because  he  had  discovered  they  possessed  valuable  10* 
qualities  with  reference  to  a  use  which  might  well  be  held  known.  It  appears 
to  us  that  it  would  not  be  fair  as  against  him  to  hold  he  intended  to  make  such 
a  large  claim,  which  might  have  made  it  invalid,  unless  he  had  clearly  indicated 
such  an  intention.  In  our  opinion  he  has  not  indicated  such  an  intention. 
And  if,  as  against  him,  we  should  not  have  held  such  an  intention  shown,  we  15 
ought  not  to  hold  it  now  in  his  favour  because  it  suits  his  present  purpose  to 
seek  to  cover  what  the  Defendants  are  doing.  But  we  think  that  an  examina- 
tion of  the  wording  of  Claim  3  itself  strongly  confirms  our  view  that  his  claim 
was  not  so  large  as  he  now  contends  it  is.  He  only  in  terms  claims  the  use  of 
permanent  magnets  ".arranged  as  described  with" — which  we  think  means  20- 
accompanied  by — "very  large  polar  surfaces,"  &c,  and  the  claim  is  further 
covered  by  the  last  words,  "substantially  as  herein  described  and  in  part 
"illustrated  by  the  accompanying  drawings."  So  far  as  the  drawings  are 
concerned  with  magnets  they  show  and  describe  only  an  electric  magnet,  and 
the  description  in  the  body  of  the  Specification  of  his  permanent  magnets  is  25- 
(as  above  mentioned)  in  reference  to  a  number  of  bar  magnets  being  substituted 
for  the  electric  magnet  represented  in  the  drawings,  though,  as  he  says,  "  I  may  use 
"  magnets  of  other  shape  and  configuration."  Whether  in  any  case  the  Patentee's 
description  of  his  magnet  is  sufficiently  clear  to  support  a  claim  for  it  we  need 
not  consider,  having  regard  to  the  conclusion  we  have  come  to  that  his  claim  at  30* 
any  rate  does  not  extend  to  cover  the  Defendants'  magnet  as  used  on  their 
brake. 

For  these  reasons  it  appears  to  us  that  the  Defendants1  machine  is  no  infringe- 
ment of  the  Patent,  and  it  is  unnecessary  for  us  to  consider  other  points  taken 
on  behalf  of  the  Defendants,  some  of  which  are  dealt  with  by  Mr.  Justice  35 
Farwell  in  his  judgment. 

Vaughan  Williams,  L.J. — The  judgment  as  read  by  Lord  Justice  Romer 
will  be  taken  as  the  judgment  of  the  Court.  The  result  is  that  the  appeal  of 
the  Plaintiffs  is  dismissed  with  costs. 

Bousfield,  K.C. — Mr.  Justice  Farwell  gave  the  costs  of  three  Counsel,  and  40 
costs  on  the  higher  scale.    Will  your  Lordship  do  the  same  ? 

Vaughan  Williams,  L.J.— No. 

Romer,  L.J. — We  are  not  disturbing  the  judgment  of  the  Court  below.  We 
are  only  dealing  with  the  costs  of  the  appeal. 
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Before  MR.  JUSTICE  Buoklry. 


December  6th,  1901. 


In  thb  Court  of  Appeal. 


5  Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozbns-Hardt. 

January  14th,  1902, 

Commercial  Development  Corporation,  Ld.  v.  Atkins  and 

Applegarth. 

Atktns  and  Applegarth  v.  Castnbr-Eellnbr  Alkali  Company,  Ld. 

* 

10  Patent — Infringetnent  action. — Agreement  for  sale  of  Patent. — Provisions  as 
to  prosecuting  action. — Action  dismissed. — Appeal. — Application  by  Patentee 
far  leave  to  withdraw  appeal. — Action  for  injunction  to  restrain  Patentees 
so  applying. — Interlocutory  injunction  granted  and  confirmed  on  appeal. 

Patentees,  after  commencing  an  action  for  infringement,  entered  into  a 

15  conditional  contract  for  sale  of  the  Patent  with  a  clause  providing  that  the 

Patentees  should  prosecute  the  action  to  tried,  and  by  a  subsequent  further 

agreement  the  Patentees  agreed  to  instruct  the  purchasers'  solicitors,  and  that  such 

solicitors  should  prosecute  the  action  to  final  judgment  or  settlement,  the  purchasers 

indemnifying  them  against  costs.    At  the  trial  the  action  was  dismissed  on  the 

20  ground  (inter  alia)  of  the  invalidity  of  the  Patent,  and  the  Plaintiffs  appealed. 

Before  the  trial  the  Patentees  sold  the  Patent,  subject  to  the  agreements,  to  a> 

trustee  for  the  Defendants  in  the  action.    The  Defendants  applied  to  strike  out 

the  appeal,  and  the  Patentees  applied  subsequently  in  person  to  withdraw  it. 

These  applications  stood  over  to  allow  the  first  purchasers  to  bring  an  action 

25  and  move  for  an  injunction  restraining  the  Patentees  from  so  applying,  which 

they  did, 

h 
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Held,  at  the  trial,  that  the  words  "final  judgment "  were  not  satisfied  by 
a  judgment  of  first  instance  from  which  an  appeal  was  pending,  and  that  the 
Patentees  were  trustees  for  the  first  purchasers.  An  interlocutory  injunction 
was  granted.    The  Patentees  appealed. 

Held,  by  the  Court  of  Appeal,  that,  although  the  sale  wets  still  conditional,  5 
the  Patentees  could  not  defeat  the  rights  of  the  first  purchasers,  and  that  the 
latter  were  entitled  to  prosecute  the  appeal  in  the  Patent  action.     The  judgment 
below  was  affirmed  on  this  ground. 

In  November  1897  Atkins  and  Applegarth  (hereinafter  called  the  Patentees) 
commenced  an  action  against  the  Castner-Kellner  Alkali  Company,  Ld.,  for  10 
infringement  of  Letters  Patent  (No.  20,768  of  1890)  granted  to  them  for 
44  Improved  means  and  apparatus  for  separating  alkaline  and  earthy  products 
44  from  the  salts  of  such  metals*  or  from  other  substances  containing  them." 
On  the  29th  of  November  1897  an  agreement  was  entered  into  between  Atkins 
and  Applegarth  and  the  Commercial  Development  Corporation*  Fa?,  (hereinafter  15 
called  the  Corporation)  which,  so  far  as  material  to  this  report,  was  as  follows  : — 
44  (1)  The  Corporation  will  pay  to  the  Patentees  the  sum  of  1000/.  on  the  signing 
44  of  this  agreement  and  as  a  consideration  thereof.    (2)  The  Patentees  will  with 
44  all  due  expedition  prosecute  to  trial  or,  with  the  consent  of  the  Corporation, 
44  settlement  the  said  action  now  pending  against  the  Castner-Kellner  Alkali  20 
''  Company,  Ld.   (3)  The  said  action  shall  be  prosecuted  at  the  Patentees1  expense, 
44  and  only  settled  with  the  consent  of  the  Corporation  for  the  benefit  of  the 
44  Corporation  if  they  complete  this  agreement,  otherwise  the  Patentees  alone 
44  shall  be  entitled  to  any  damages,  monies,  or  compensation  received  in  respect 
44  thereof.    (4)  The  Corporation  will,  on  Mr.  Alleyne  Alfred  Boxall,  of  22,  25 
44  Chancery  Lane,  London,  or  in  default  some  nominee  of  the  Patentees,  and 
44  Mr.  Alfred  T.  Wright,  of  Liverpool,  or  in  default  some  nominee  erf  the 
44  Corporation,  being  mutually  satisfied  as  to  the  validity  of  and  title  to  the 
44  Patentees'  said  Letters  Patent,  forthwith  pay  to  the  said  Patentees  or  their 
44  assigns  a  further  sum  of  5002.    Provided  that  such  last-mentioned  payment  30 
44  shall  not  be  delayed  beyond  one  month  after  the  final  decision  of  the  Court  upon 
44  or  settlement  of  the  said  action  with  such  consent  as  aforesaid  in  favour  of 
44  the  Patentees,  and  in  default  of  such  payment  the  Patentees  shall  be  at  liberty 
44  to  deal  with  and  dispose  of  such  Patents  and  rights  as  they  shall  think  fit 
44  (5)  Immediately  on  the  performance  or  satisfaction  of  the  conditions  precedent  35 
44  to  the  liability  to  pay  the  said  sum  of  500/.  the  Corporation  will  proceed  to 
44  form  and  will  within  two  years  from  the  date  thereof  completely  form  and 
44  register  a  limited  Company  to  take  over  and  work  the  said  Patent "  [and  another 
Patent  therein  mentioned]  44  and  all  improvements  therein  respectively  and  all 
44  rights  in  respect  of  the  inventions,  but  as  to  "  [the  other  Patent]  "  so  far  as  the  40 
44  production  of  alkalis  only,  protected  by  the  said  Patents  respectively  both  at 
44  home  and  abroad,  except  as  to  the  Patentees1  Patent  in  Germany.    Provided 
44  always  that  in  case  such  Company  be  not  formed  and  the  said  last-mentioned 
44  Patent  taken  over  within  such  time  as  aforesaid  the  Patentees  shall  be 
*  thereupon  at  liberty  to  deal  with  or  dispose  of  their  said  Patent  and  other  45 
44  rights  in  respect  of  their  said  invention  as  they  shall  think  fit    (6)  The 
44  Patentees  will  thereupon  sell  to  the  Corporation  or  the  said  new  Coinpany, 
44  and  the  Corporation  or  the  said  new  Company  will  buy,  their  said  Patents  and 
44  all  Patents  and  other  rights  in  respect  of  the  said  invention  both  here  and 
44  abroad,  except  in  Germany,  and  all  improvements  made  or  to  be  made  or  in  50 
44  coarse  of  making  by  the  Patentees  therein  or  in  the  apparatus  for  working  the 
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"  same  since  the  granting  of  these  Letters  Patent,  and  will  on  the  receipt  of 
"  the  primary  consideration  hereinafter  mentioned  do  all  such  acts  and  things, 
"  as  the  Corporation  shall  require  and  at  the  expense  of  the  Corporation,  to  vest 
"  such  Patent  and  other  rights  and  improvements  in  the  Corporation  or  new 
5  "  Company  as  the  case  may  be." 

By  an  agreement  of  the  7th  of  April  1898  between  the  same  parties,  after 
reciting  that  the  said  action  was  still  pending  and  that  the  Castner^Kellner 
Alkali  Company  had  commenced  an  action  against  the  Corporation  for 
infringing  certain    other    Patents*    and  that  the  Corporation  were  for  the 

10  purpose  of  more  efficaciously  defending  the  last-mentioned  action  desirous  that 
the  further  prosecution  of  the  first-mentioned  action  should  be  entrusted  to 
Messrs.  Wright,  Becket  <fc  Co.,  the  solicitors  for  the  Corporation  in  the  secondly- 
mentioned  action,  and  the  Patentees  had  consented  to  the  change  being  effected 
on  the  terms  thereinafter  mentioned,  it  was  agreed  as  follows,  namely : — 

15  "  (1)  The  Patentees  will  forthwith  instruct  the  said  Messrs.  Wright,  Becket  A 
"  Co.  as  their  solicitors  in  the  said  action,  and  that  firm  shall  prosecute  the 
"  said  first-mentioned  action  on  their  behalf  to  final  judgment  or  settlement. 
"  (2)  The  Corporation  indemnifies  the  Patentees  and  each  Of  them,  their 
*  executors,  administrators,  and  assigns  from  all  disbursements,  costs,  charges, 

20  "  and  expenses  from  this  date  to  be  made  or  incurred  in  or  incidental  to  the 
"  action,  and  clause  3  of  the  within  written  agreement  shall  be  modified 
44  accordingly.  Provided  that  on  the  provisions  of  the  within  written  agreement 
"  being  carried  out  in  accordance  with  the  terms  thereof  or  any  agreed  modifi- 
"  cation  thereof  the  said  disbursements,  costs,  charges,  and  expenses,  except  in 

25  "  so  far  as  the  same  shall  be  payable  by  the  said  Castner-Kellner  Alkali 
"  Company,  Ld.,  may  be  deducted  by  the  Corporation  from  all  monies  payable 
"  to  the  Patentees  or  either  of  them.  (3)  The  Patentees  shall  at  any  time  be  at 
"  liberty  to  change  their  solicitors  in  the  said  action,  but  in  the  event  of  any 
"  such  change  they  shall  repay  to  the  Corporation  all  disbursements,  costs, 

30  "  charges,  and  expenses  incurred  in  respect  of  such  action,  and  thereupon  the 
"  liability  of  the  Corporation  under  the  last  preceding  paragraph  shall  cease." 

On  the  17th  of  April  1901  the  Patentees,  assigned  the  Patent  for  1250/.  to 
F.  E.  Smith  subject  to  and  with  the  benefit  of  the  said  agreements.  Smith  was 
admitted  to  be  a  trustee  for  the  Castner-Kellner  Company. 

35  The  action  brought  by  the  Patentees  against  the  Castner-Kettner  Company 
was  tried  by  Buckley,  J.,  in  May  1901,  and  was  dismissed  on  the  grounds  of 
the  invalidity  of  the  Patent  and  of  non-infringement  (18  R.P.C.  281).  Notice 
of  appeal  was  given  by  the  solicitors  on  the  record  for  the  Plaintiffs.  The 
Corporation  paid  to  the   Castner-Kellner  Company  their  taxed  costs  of  the 

40  action.  On  the  7th  of  November  1901  the  Caetner-KeUner  Company  served  on 
the  Patentees  and  the  Corporation  a  notice  in  the  said  Patent  action  that  the 
Court  of  Appeal  would  be  moved  for  an  Order  striking  out  the  appeal,  and 
that  the  Corporation  do  pay  the  costs  of  the  motion.  This  motion  came  before 
the  Court  of  Appeal  on  several  occasions,  and  was  adjourned  from  time  to  time, 

45  and  finally  until  the  hearing  of  the  appeal  on  the  interlocutory  motion  in  the 
action  hereafter  mentioned  brought  by  the  Corporation  against  the  Patentees. 
Also  on  the  27th  of  November  1901  the  Patentees  applied  in  person  to  the 
Court  of  Appeal  for  leave  to  withdraw  the  notice  of  appeal  in  the  said  bction 
and  to  have  the  appeal  struck  out,  and  that  application  was  adjourned  to  enable 

50  the  Corporation  to  commence  the  action  next  mentioned. 

Accordingly  on  the  28th  of  November  1901  the  Corporation  commenced  an 
action  against  the  Patentees  claiming  (1)  a  declaration  that  the  Defendants 
under  the  two  several  agreements  dated  respectively  the  29th  of  November 
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1897  and  7th  of  April  1898,  and  pending  the  completion  of  the  purchase 
therein  referred  to,  were  trustees  of  the  Letters  Patent  therein  mentioned  for 
the  Plaintiffs,  and  that  the  Plaintiffs  were  entitled  to  prosecute  in  the  names  of 
the  Defendants  the  appeal  from  the  judgment  in  the  Patent  action  ;  (2)  an 
injunction  restraining  the  Defendants,  their  solicitors  and  agents,  from  giving  5 
any  notice  or  taking  any  proceedings  or  steps  to  withdraw  the  notice  of  appeal 
already  given  in  the  said  action,  or  to  abandon  or  withdraw  the  said  appeal,  or 
to  have  the  same  struck  out  from  the  list  of  appeals,  and  from  doing  or  per- 
mitting to  be  done  or  concurring  in  or  consenting  to  any  act,  matter,  or  thing  to 
hinder  or  prevent  (or  in  any  way  calculated  to  hinder  or  prevent)  the  Plaintiffs  10 
from  prosecuting  the  said  appeal  in  the  name  of  the  Defendants  or  otherwise, 
and  also  from  giving  any  notice  or  taking  or  permitting  to  be  taken  or  con- 
curring in  or  consenting  to  any  proceedings  or  steps  to  change  and  from 
changing  their  solicitors  on  the  record  in  the  said  action,  and  from  withdrawing 
the  authority  of  such  solicitors  to  prosecute  and  proceed  with  the  said  appeal  in  15 
the  names  of  the  Defendants ;  (3)  costs  ;  (4)  such  further  or  other  relief  as 
the  circumstances  of  the  case  might  require. 

The  Plaintiffs  moved  for  an  interlocutory  injunction  in  this  action. 

Astbury,  K.C.,  and  W.  D.  MacConkey  (instructed  by  Simpson  and  Bowen) 
appeared  for  the  Plaintiffs ;  Bousfteld,  K.C.,  and  J.  C.  Graham  (instructed  by  20 
Van  Sandau  <fc  Co.%  agents  for    Wright,  Becket,   Wright  A  Co.,  of  Liverpool) 
appeared  for  the  Defendants. 

BUCKLEY,  J. — The  question  I  have  to  determine  in  this  matter  is  a  very  simple 
one ;  and  it  turns  on  the  true  construction  of  two  agreements.  The  situation  is  a 
singular  one.  An  action  was  brought  by  Atkins  and  Applegarth  against  the  25 
Castner-Kellner  Company,  Ld.,  which  was  tried  before  me.  I  gave  judgment 
in  that  action  for  the  Defendants.  I  held  that  the  Patent  sued  upon  was 
not  valid,  and  that  if  it  was  valid  there  was  no  infringement.  The  Plaintiffs  in 
the  action,  the  parties  against  whom  I  decided,  appealed,  and  that  appeal  being  in 
the  list,  .a  notice  of  motion  on  the  7th  of  November  in  the  present  year  was  30 
served  in  the  Court  of  Appeal  by  the  Defendants  in  the  action,  the  Castner- 
Kellner  Company,  who  had  succeeded  before  me  and  who  were  Respondents 
on  the  appeal,  for  an  Order  directing  that  the  list  of  appeals  be  rectified  by 
striking  out  that  appeal ;  and  for  an  Order  directing  that  the  Commercial 
Development  Corporation,  Ld.,  should  pay  the  costs  of,  and  incidental  to,  that  35 
inotion.  The  Commercial  Development  Corporation  were  not  parties  to  that 
action,  and  were  not  parties  to  the  notice  of  motion  by  way  of  appeal.  How 
anybody  could  ask  that,  or  having  asked  it  could  expect  to  get  it,  I  do  not  know. 
Now,  the  circumstances  under  which  it  was  made  were  these :  the  Castner- 
Kellner  Company  had  certain  rights  in  respect  of  a  Patent  on  which  Atkins  and  40 
Applegarth  were  suing,  under  an  assignment  of  the  17th  of  April  1901. 
They  purchased  from  the  Patentees  the  Patent  in  question  subject,  never- 
theless, to,  and  with  the  benefit  of,  the  two  agreements  which  I  have  to 
construe ;  that  is  the  agreement  of  the  29th  of  November  1897,  and  the 
agreement  of  the  7th  April  1898,  and  therefore  it  was  in  the  interests  of  the  45 
Castner-Kellner  Company  to  insist  that  the  judgment  which  1  had  pronounced 
against  the  Patent  should  be  maintained,  the  consequence  of  which  would  be 
that  they  would  be  buyers  of  the  Patent  under  this  assignment  of  April  1901, 
discharged  from  the  two  agreements  which  1  have  to  deal  with.  The  whole 
question  as  it  appears  to  me  is,  whether  under  these  two  agreements,  Atkins  and  50 
Applegarth  became,  so  to  speak,  trustees  for  the  Commercial  Development  Cor- 
poration of  the  litigation  which  was  pending  between  Atkins  and  Applegarth 
and  the  Castner-Kellner  Company. 

Now,  the  two  agreements  are  these  :  first,  the  one  of  the  29th  November 
1897,  between  Atkins  and  Applegarth  on  the  one  part,  and  the  Commercial  55 
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Development  Corporation  on  the  other  part.  That  was  an  agreement  cinder  which 
the  Corporation  were  to  pay  the  Patentees  100W.,  which  they  paid  on  the  signing 
of  the  agreement ;  and  then  Article  2  was  :  u  The  Patentees  will,  with  all 
44  due  expedition,  prosecute  to  trial,  or,,  with  the  consent  of  the  Corporation, 
5  "  settlement,  the  said  action  now  pending  against  the  Castner-Kellner  Company \ 
"  Ld."  That  is  the  action  which  I  heard.  Then  3  :  "  The  said  action  shall  be 
M  prosecuted  at  the  Patentees'  expense,  and  only  settled  with  the  consent  of 
M  the  Corporation  for  the  benefit  of  the  Corporation  if  they  complete  this 
"  agreement,  otherwise  the  Patentees  alone  shall  be  entitled  to  any  damages, 

10  **  monies,  or  compensation  received  in  respect  thereof."  Then  4 :  u  The 
"  Corporation  will  on  Mr.  Alley ne  Alfred  Boxall,  of  22,  Chancery  Lane, 
*?  London,  or  in  default  some  nominee  of  the  Patentees,  and  Mr.  Albert 
44  Tomlinson  Wright,  of  Liverpool,  or  in  default  some  nominee  of  the  Corpora- 
**  tion,  being  mntally  satisfied  as  to  the  validity  of  and  title  to  the  Patentees9 

15  "  said  Letters  Patent,  forthwith  pay  to  the  said  Patentees  or  their  assigns  a 
44  further  sum  of  500/.,  provided  that  such  last-mentioned  payment  shall  not  be 
"  delayed  beyond  one  month  after  the  final  decision  of  the  Court  upon  or 
"  settlement  of  the  said  action  with  such  consent  as  aforesaid  in  favour  of  the 
44  Patentees,  and  in  default  of  such  payment  the  Patentees  shall  be  at  liberty  to 

20  u  deal  with  and  dispose  of  such  Patents  and  rights  as  they  shall  think  fit." 
Then  the  agreement  went  on  to  provide  that  when  the  parties  were  so  satisfied 
there  should  be  a  further  payment,  and  then  a  Company  was  to  be  formed  to 
take  up  and  work  this  Patent  and  another  Patent,  and  the  balance  of  the 
consideration  for  the  sale  was  to  be  one-eighteenth  part  of  the  capital  of  the 

26  new  Company,  which  was  to  be  issued  to  the  vendors  of  the  Patent. 

Now  that  agreement  was  modified  by  an  agreement  of  the  7th  of  April  1898. 
At  that  date  there  were  pending  two  actions,  the  one  in  question,  as  I  have 
mentioned,  of  A  thins  and  Applegarth  against  the  Castner-Kellner  Company, 
Ld.,  and  another  action.    And  the  agreement  of  1898  recites  that :  "  Whereas  the 

30  u  within  mentioned  action,  entitled  Atkins  and  Another  v.  the  Castner-Kellner 
44  Alkali  Company,  Ld.,  1897  A,  1546,  is  still  undisposed  of  and  pending,  and 
44  the  said  Castner-Kellner  Alkali  Company  have  commenced  an  action  in  the 
44  Chancery  Division  of  the  High  Court  of  Justice  for  an  injunction  to  restrain 
44  the  Corporation  from  infringing  "  certain  other  Patents.    "  And  whereas  the 

35  "  Corporation  are  for  the  purpose  of  more  efficaciously  defending  the  said  last- 
44  mentioned  action  desirous  that  the  further  prosecution  of  the  said  first- 
44  mentioned  action  should  be  entrusted  to  Messrs.  Wright,  Becket  A  Co.,  of 
44  Liverpool,  the  solicitors  for  the  Corporation  in  the  secondly  above-mentioned 
44  action,  and  the  Patentees  have  consented  to  this  change  being  effected  on  the 

40  "  terms  hereinafter  mentioned.  Now  it  is  hereby  agreed  as  follows  : — The 
44  Patentees  will  forthwith  instruct  the  said  Messrs.  Wright,  Becket  <fc  Co.  as 
44  their  solicitors  in  the  action,  and  that  firm  shall  prosecute  the  said  last- 
"  mentioned  action  on  their  behalf  to  final  judgment  or  settlement."  Then 
under  clause  2  the  Corporation  indemnifies  the  Patentees  and  each  of  them 

45  from  all  costs  from  this  date  incurred  in  the  action.  And  clause  3  of  the 
previous  agreement,  which  cast  the  costs  of  the  action  upon  the  Patentees, 
was  to  be  modified  accordingly.  The  third  article  was  this  :  u  The  Patentees 
44  shall  at  any  time  be  at  liberty  to  change  their  solicitors  in  the  said  action, 
44  but  in  the  event  of  any  such  change  they  shall  repay  to  the  Corporation  all 

50  "  disbursements,  costs,  charges,  and  expenses  incurred  in  respect  of  such 
44  action,  and  thereupon  the  liability  of  the  Corporation  under  the  last 
44  preceding  paragraph  shall  cease." 

Now  what  was  the  effect  of  those  two  agreements  ?•   It  appears  to  me  the 
effect  of  them  was  that  as  between  Atkins  and  Applegarth  and  the  Commercial 

55  Development  Corporation,  Atkins  and  Applegarth  in  substance  became  the 
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trustees  of  the  litigation  with  the  Castner-Kellner  Company  until  firal 
judgment  or  settlement.  Under  the  irst  agreement  they  were  only  to  be 
saddled  with  the  costs  of  the  action.  Under  the  second  agreement  the 
Corporation  undertake  the  liability  to  pay  all  the  costs  of  the  litigation  on  the 
terms  that  the  solicitors  of  the  Corporation  are  employed  in  the  action,  and  » 
that  was  to  be  so  until  final  judgment  or  settlement,  and  the  solicitors  for  the 
Corporation  were  only  to  be  displaced  upon  an  event  happening,  which  has 
not  happened,  of  the  Patentees  discharging  their  solicitors  and  repaying  all  the 
costs.  .         lft 

What    happened    in    the    Court    of    Appeal    was   this— Messrs.    Wright,  *" 
Becket  A  Co.,  the  solicitors  for  the  Corporation,  acting  as  solicitors  for  the 
Patentees  under  this  arrangement,  never  attempted  to  withdraw  the  appeal 
in  any  way.    Of  course  they  could  not.    They,  in  point  of  fact,  although  they 
were  acting  as  solicitors  for  Atkins  and  Applegarth,  were,  under  the  provisions 
of  this  agreement,  acting  under  the  instructions,  no  doubt,  of  the  Corporation,  *-> 
who  were  really  carrying  on  the  litigation.    They  did  not  want  to  withdraw 
the  appeal,  and  the  notice  of  motion  was  a  notice  of  motion  by  the  Respon- 
dents to  the    appeal.     Under   these    circumstances   the    matter  before   the 
Court  of  Appeal  stood  over  till  a  later  day,  when  Atkins  and  Applegarth 
appeared  in  person,  and  were  desirous  of  throwing  over  the  responsibility  ** 
and  the  authority  of  their  solicitors  on  the  record.      The  Court  of  Appeal 
had  not  before  them  the  agreements  that  I  have,  but  happily  they  thought 
there  was  sufficient  suspicion  in  the  matter,  as  far  as  I  can  gather  from 
what  has  been  read  to  me,  to  show  that  there  might  be  great  difficulty  in 
allowing  a  litigant  to  come  there  in  person,  not  having  changed  his  solicitors  » 
on  the  record,  behind  the  backs  of  the  solicitors  on  the  record,  and  to  endeavour 
to  withdraw  the  appeal.    Under  these  circumstances  it  is  that  the  writ  has  been 
issued  in  the  present  action.    And  the  question  has  to  be  determined  whether 
it  was  competent  to  Atkins  and  Applegarth  to  instruct  their  solicitors  on  the 
record  to  withdraw  their  appeal.    It  seems  to  me  it  was  not  competent  for  them  w 
to  do  so.    They  had  become  bound  as  between  themselves  and  the  Commercial 
Development  Corporation  to  allow  the  Commercial  Development  Corporation's 
solicitors  to  act  as  their  solicitors  and  to  conduct  litigation  on  their  behalf  until 
the  settlement  of  the  action  or  final  judgment.    The  whole  point  in  the  case  to 
my  mind  is,  whether  an  action  can  be  said  to  be  no  longer  pending  when  there  **> 
is  an  appeal  pending  in  the  action.    I  think  certainly  that  the  action  is  pending. 
The  judgment  of  the  Appeal  Court  is  to  be  given  in  the  action.     It  may  be  a 
judgment  which   will    discharge    the    judgment   of   the    Court    below   and 
pronounce  another  judgment.    A  judgment  in  what  ?    In  the  action  itself.    The 
action  is  therefore  pending.    What  is  the  final  judgment  in  the  action  ?    Not  w 
the  judgment  of  the  Court  of  first  instance,  which  is  subject  to  review,  but  the 
judgment  which  finally  brings  the  litigation  to  an  end  ;  the  two  events  contem- 
plated, as  it  appears  to  me,  in  the  agreements  being  a  final  judgment  which 
cannot  be  reversed  by  a  Court  of  higher  jurisdiction  or  a  settlement  at  any 
stage.    Neither  of  those  two  things  had  happened.    Under  those  circumstances  » 
it  appears  to    me  that  Atkins  and  Applegarth  are  really  trustees  for  the 
Commercial  Development  Corporation,  and  that  they  have  no  right  under  these 
circumstances  to  withdraw  the  appeal. 

Noquestionhas  been  raised  before  me  as  to  any  technical  difficulty  of  restraining 
a  person  from  making  an  application  in  the  Court  of  Appeal,  but  if  it  had  been  50 
pressed  under  the  circumstances  under  which  this  case  has  been  before  the 
Court  of  Appeal  in  point  of  fact,  it  being  an  action  for  giving  effect  to 
something  which  they  thought  right,  I  should  not  have  hesitated  in  the  matter. 
It  seems  to  me,  therefore,  that  I  ought  to  grant  an  injunction. 

The  costs  were  made  costs  in  the  action.  55 
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The  Defendants,  the  Patentees,  appealed. 
The  same  Counsel  appeared  as  below. 

Bousfield,  E.O.,  and  Graham  for  the  Appellants. — Under  the  second  agreement 
the  Corporation  had  the  conduct  of  the  action,  and  the  Patentees  were  justified 
5  in  entering  into  the  agreement  with  the  Castner-Kellner  Company  by  the  delay 
in  bringing  on  the  action.  The  special  interest  of  the  Patentees  now  is  their 
liability  for  costs.  The  Castner-Kellner  Company  in  taking  the  assignment  to 
themselves  were  really  effecting  an  insurance.  As  to  the  technical  objection,  it 
would  be  waived  if  the  Respondents  were  joined  as  parties.      [Vaughan 

20  WILLIAMS*  LJ.— The  application  to  Buckley,  J.,  was  with  the  consent  of  all 
parties.  The  question  is  whether  the  Patentees  are  trustees  in  the  action  for  the 
Corporation  ;  at  present  I  do  not  think  the  technical  objection  should  be  taken.] 
[Asibury,  K.C.,  said  that  the  Respondents  did  not  dispute  their  liability  to 
indemnify  the  Appellants  as  to  costs.]    In  that  case  the  technical  objection  is  not 

J  5  insisted  on.  Under  clause  4  of  the  first  agreement  the  final  decision  of  the  Court 
means  at  the  trial ;  there  was  under  that  agreement  no  liability  to  carry  the  action 
further.  If  this  were  not  so,  the  liability  must  be  to  go  to  the  House  of  Lords, 
and  in  the  meantime  the  Patent  would  have  practically  expired.  Also,  under 
the  second  agreement,  the  trusteeship  of  the  Appellants  does  not  extend  beyond 

20  the  trial.  Moreover,  the  Respondents  are  in  default  as  to  payment  of  the 
further  sum. 

Astbury,  K.C.,  and  MacConkey  for  the  Respondents. — Under  the  second 
agreement  the  solicitors  therein  named  are  to  prosecute  the  Patent  action  on 
behalf  of  the  Patentees  to  final  judgment.    Clause  3  of  that  agreement  has 

25  never  come  into  operation.  Independently  of  the  agreement  the  Appellants 
are  trustees,  and  are  not  entitled  to  withdraw  the  appeal  in  the  Patent  acti6n 
Wood  v.  Griffith  (1  Sw.  55),  and  the  notes  to  Ryall  v.  Bowles  (1  W.  &  T.  at 
page  131).  No  liability  on  the  part  of  the  Respondents  to  pay  the  further  sum 
under  clause  4  of  the  first  agreement  has  arisen,  and  "  thereupon  "  in  clause  6 

30  shows  that  the  time  for  performance  of  that  clause  has  not  yet  come.  But. there 
is  a  subsisting  contract  to  sell,  although  the  time  of  performance  has  not  yet 
arrived.  Under  the  first  agreement  the  Respondents  would  have  been  entitled, 
on  the  decision  at  the  trial  being  against  them,  to  appeal  and  take  up  the 
prosecution  of  the  appeal.    Then  under  the    second  agreement    the    whole 

35  conduct  of  the  action  is  given  to  them,  and  it  is  to  be  prosecuted  to  final 

judgment.    [Lady  de  la  Pole  v.  Dick  (L.R.  29  Ch.  D.  351)  was  referred  to.] 

It  must  have  been  the  intention  of  the  parties  that  the  validity  of  the  Patent 

should  be  finally  ascertained.. 

Bousfieldy  K.C.,  in  reply.—"  Final  judgment "  in  statutes  or  orders  generally 

40  means  the  judgment  of  the  Court  of  first  instance.  [Vaughan  Williams, 
LJ. — That  may  be  where  it  is  contrasted  Vith  interlocutory  judgments.]  The 
cases  cited  referred  to  definite  contracts  of  sale ;  here  the  sale  was  conditional. 
Really  the  Respondents  have  an  option  of  purchase  only.  Moreover,  the 
cases  cited  do  not  apply  in  the  face  of  an  express  agreement  on  the  point. 

45  Vaughan  Williams,  LJ.—ln  my  judgment  this  appeal  fails.  I  think  that 
the  judgment  of  Mr.  Justice  Buckley  was  quite  right.  It  seems  to  me 
that,  when  the  agreement  is  looked  at,  one  thing  at  all  events  is  clear, 
that  there  is  an  agreement  for  sale.  It  is  quite  true  that  it  is  conditional 
in  a  sense ;    that  is  to  say,  that  the  agreement  is  only  to  take  effect  upon 

<50  the  happening  of  certain  events;  but  it  is  not  the  less  an  agreement  for 
sale,  and  under  those  circumstances  it  appears  to  me  that  it  is  quite  impos- 
sible to  come  to  the  conclusion  that  Atkins  and  Applegarth,  the  vendors,  have 
a  right  to  make  it  impossible  for  the  purchasers  to  have  the  benefit  of  this  sale 
by  withdrawing  this  appeal,  the  result  of  which  will  be  that  the  judgment  in 

£5  the  Court  of  first  instance  will  stand— a  judgment  which  in  effeot  annihilated 
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the  subject-matter  of  sale  and  purchase  and  thus  prevented  the  purchasers 
getting  the  benefit  of  the  sale.  It  may  very  well  be  that  under  the  first 
agreement— that  is,  the  agreement  of  the  29th  of  November  1897 — the  vendors 
limited  their  obligation  to  pay  the  costs  of  the  action  which  was  to  establish 
one  way  or  another  the  validity  or  invalidity  of  these  Patent  rights  to  the  5 
proceedings  in  the  Court  of  first  instance.  But,  assuming  that  to  be  so,  when 
regard  is  had  to  the  nature  of  this  agreement  and  also  to  the  terms  of  the 
second  agreement,  in  my  judgment  it  is  quite  manifest  that  Messrs.  Atkins  and 
Applegarth  cannot  be  entitled  to  defeat  the  contractual  rights  of  the  Commercial 
Development  Corporation  under  the  contract  with  themselves,  as  they  are  10 
apparently  trying  to  do  by  withdrawing  this  appeal.  I  do  not  say  that  it 
makes  any  difference  in  the  case  at  all,  but  still  we  know  from  the  observations 
that  have  been  made  in  this  case  that  in  truth  and  in  fact  Atkins  and  Applegarth 
have  entered  into  contractual  relations  with  the  Castner-Kellner  Company,  who 
are  the  other  parties  to  the  litigation,  and  one  is  not  sorry  under  these  circum-  1ft 
stances  to  find  oneself  able  to  deal  with  this  matter  in  accordance  with  what 
really  are  the  merits  of  the  case. 

STIRLING,  LJ. — I  am  of  the  same  opinion.  ThQ  question  turns  upon  the 
effect  of  two  written  documents.  The  first  is  an  agreement  of  the  29th  of 
November  1897,  made  between  Atkins  and  Applegarth,  who  are  called  the  20 
Patentees,  and  the  Plaintiff  Company  in  the  present  action,  who  are  called  the 
Corporation.  By  the  first  clause  the  Corporation  agrees  to  "  pay  to  the  Patentees 
"  the  sum  of  10002.  on  the  signing  of  this  agreement  and  as  a  consideration 
"  therefor."  Then  :  "  The  Patentees  will  with  all  due  expedition  prosecute  to 
"  trial,  or,  with  the  consent  of  the  Corporation,  settlement,  the  said  action  25 
"  now  pending  against  the  Castner-Kellner  Company,  Ld"  Clause  3  provides 
that  the  action  is  to  be  "  prosecuted  at  the  Patentees1  expense,  and  only  settled 
"  with  the  consent  of  the  Corporation  for  the  benefit  of  the  Corporation  if  they 
"  complete  this  agreement,  otherwise  the  Patentees  alone  shall  be  entitled  to  any 
"  damages,  monies,  or  compensation  received  in  respect  thereof."  So  far  the  30 
agreement  provides  only  for  the  prosecution  of  the  action  up  to  trial  or  settlement 
at  the  Patentees'  expense.  Then  there  are  further  clauses  which  provide,  first 
of  all  by  clause  4,  that  the  Corporation  will,  on  the  two  gentlemen  there  named 
"  being  mutually  satisfied  as  to  the  validity  of  and  title  to  the  Patentees9  said 
"  Letters  Patent,  forthwith  pay  to  the  said  Patentees  or  their  assigns  a  further  sum  35 
"  of  five  hundred  pounds,  provided  that  such  last-mentioned  payment  shall  not  be 
"  delayed  beyond  one  month  after  the  final  decision  of  the  Court  upon  a  settlement 
"  of  the  said  action  with  such  consent  as  aforesaid  in  favour  of  the  Patentees,  and 
"  in  default  of  such  payment  the  Patentees  shall  be  at  liberty  to  deal  with  and 
'<  dispose  of  such  Patents  and  rights  as  they  shall  think  fit."  Therefore  the  40 
sum  of  5002.  is  to  be  paid  upon  the  two  gentlemen  being  satisfied  as  to  the 
validity  of  the  Plaintiffs9  title  to  these  Letters  Patent.  At  the  present  moment 
the  matter  stands  thus  :  that  the  action  in  which  the  validity  of  the  Patent  was 
being  tried  has  resulted  adversely  to  the  Patent.  Therefore  it  is  impossible  to 
say  that  the  event  there  contemplated  has  happened,  for  these  gentlemen  could  45 
not  in  the  present  state  of  things  be  reasonably  satisfied  as  to  the  validity  of  the 
title.  I  think  that  the  one  month  which  is  there  referred  to  relates  not  to  trial 
but  to  the  final  decision  of  the  Court.  It  contemplates  that  later  proceedings 
may  be  taken  upon  which  a  final  decision  of  the  Court  as  to  the  validity  of  the 
Patent  may  be  given.  Then  clause  6  provides  "  that  the  Patentees  will  thereupon  50 
"  sell  to  the  Corporation  or  the  said  new  Company,  and  the  Corporation  or  the 
u  said  new  Company  will  buy,  the  said  Patent  and  all  patent  and  other  rights 
"  in  respect  of  the  said  invention  both  here  and  abroad,  except  in  Germany,  and 
"  all  improvements  made  or  to  be  made  or  in  course  of  making  by  the  Patentees 
"  therein  or  in  the  apparatus  for  working  the  same  since  the  granting  of  the  55 
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"  said  Letters  Patent,  and  will  on  receipt  of  the  primary  consideration  hereinafter 
"  mentioned  do  all  such  acts  and  things  as  the  Corporation  shall  require,  and  at 
"  the  expense  of  the  Corporation  to  vest  such  Patent  and  other  rights  and 
"  improvements  in  the  Corporation  or  new  Company  as  the  case  may  be."  And 
5  farther  clauses  show  that  the  purchase  money  is  to  be  paid  largely  in  shares  of 
the  new  Company  which  is  to  be  formed. 

It  appears  to  me  that  in  these  later  clauses  there  is  a  valid  agreement  for  sale 
subject  to  certain  conditions ;  first,  a  condition  that  the  persons  named  shall  be 
satisfied  as  to  the  validity  of  the  Patentees'  title  to  the  Patent  and  the  validity 

10  of  the  Patents  themselves ;  and,  secondly,  that  within  two  years  a  Company 
shall  be  formed  by  the  present  Plaintiffs,  the  Corporation,  for  the  purpose  of 
taking  over  the  Patents  and  working  them. 

At  the  present  moment  the  Corporation  is  not  in  default,  as  it  appears  to  me, 
in  respect  of  any  of  these  matters,  and  they  therefore  at  the  present  moment  have 

15  an  existing  interest  in  the  Patent  if  its  validity  shall  be  established  ;  and  the 
position  is  this,  that  the  Patentees  upon  this  agreement  have  prosecuted  to 
trial  and  have  failed.  Now  come  forward  the  Corporation  with  whom  the 
agreement  is  made  and  say :  "  We  are  not  satisfied  with  the  result  of  the  trial ; 
"  we  desire  to  prosecute  the  matter  further  by  way  of  appeal,  but  of  course  we 

20  "  do  not  insist  upon  that  being  done  at  your  expense,  and  we  are  willing  to 
"  indemnify  you  against  all  costs  of  further  proceedings,  and  we  ask  that  upon 
M  those  terms  we  shall  be  allowed  to  further  prosecute  the  action  by  way  of 
"  appeal."  What  is  the  answer  to  that  application  ?  It  seems  to  me  it  would 
be  entirely  in  accordance  with  the  doctrine  laid  down  by  Lord  Eldon  in  the 

25  case  referred  to  of  Wood  v.  Griffith  that  thete  should  be  liberty  given  to  them 
to  prosecute  the  action  on  proper  terms,  which  are  giving  a  complete  indemnity 
to  the  Patentees  in  whose  names  the  action  must  necessarily  be  prosecuted. 
That  is  the  conclusion  I  should  come  to  upon  the  terms  of  the  first 
agreement. 

30  Then  a  further  agreement  has  been  made,  and  that  was  made  on  the  7th  of 
April  1H98,  and  by  it  it  is  agreed  that  the  Patentees  shall  instruct  certain  solicitors 
there  named,  who  were  in  fact  the  solicitors  of  the  Corporation  in  the  action, 
and  that  that  firm  would  prosecute  the  "  first-mentioned  action  on  their  behalf 
"  to  final  judgment  or  settlement."    Then  there  is  an  express  agreement  on  the 

35  part  of  the  Corporation  for  the  indemnity  of  the  Patentees  from  all  future  costs 
and  expenses  in  connection  with  the  action,  and,  lastly,  there  is  this  clause  : 
The  Patentees  shall  at  any  time  be  at  liberty  to  change  their  solicitors  in  the 
said  action,  but  in  the  event  of  any  such  change  they  shall  repay  to  the 
Corporation  all  disbursements,  costs,  charges,  and  expenses  incurred  in  respect 

40  "  of  such  action,  and  thereupon  the  liability  of  the  Corporation  under  the  last 
"  preceding  paragraph  shall  cease." 

The  word  which  is  used  in  the  first  clause  of  this  second  agreement  is  not 
*'  trial "  but  "  final  judgment,"  and  it  may  be  that  if  the  second  agreement  had 
not.  been  preceded  by  the  first  that  a  different  meaning  would  be  properly 

45  attributed  to  the  words  "final  judgment"  from  what  is  attributed  to  the 

clause  in  the  first  agreement,  where   the   prosecution  is  only  to  be    up  to 

trial.    I  am  not  satisfied,  I  confess,  when  the  second  agreement  is  read  in 

connection  with  the  first,  that  any  difference  was  intended  between  that 

<■'.  agreement  and  the  second  as  to  the  period  during  which  the  action  was  to  be 

50  prosecuted.  The  reason  for  my  doubt  is  that  the  last  clause  enables  the 
Patentees  at  any  time  to  change  their  solicitors  in  the  action  upon  the  repay- 
ment of  all  the  .expenditure  of  the  Corporation  in  respect  of  costs,  and  upon 
complying  with  that  condition  the  liability  of  the  Corporation  was  te  cease,  and 
therefore  the  Patentees  would  be  restored  to  their  own  position  and  left  to  bear 

55  the  costs  of  subsequent  litigation  themselves. 


44 
44 
44 
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It  seems  to  me,  therefore,  on  the  whole,  reading  the  two  agreements,  doubtful 
whether  "  final  judgment "  should  be  extended  beyond  4<  trial " ;  but,  however 
that  may  be,  the  reasoning  by  which  I  arrive  at  that  conclusion  is  that  the 
Corporation,  being  purchasers  in  certain  events,  have  a  right  to  prosecute 
further  proceedings  in  the  name  of  the  Patentees,  and,  having  that  right  under  & 
the  first  agreement,  are  not  affected  as  regards  the  exercise  of  that  right  by 
the  second.  On  that  ground,  therefore,  I  come  to  the  conclusion  that  the 
judgment  of  Mr.  Justice  Buckley  was  quite  right,  and  that  this  appeal  must 
be  dismissed. 

Cozbns-Hardy,  L.J. — I  agree,  and  I  have  nothing  to  add. 

Vaughan  Williams,  LJ.— Then  the  result  will  be  that,  as  far  as  the 
appeal  from  Mr.  Justice  Buckley  is  concerned,  that  appeal  is  dismissed  with 
costs.  I  suppose  that  there  will  be  no  objection,  if  Mr.  Bousfield  wishes  it,  to 
insert  in  the  Order  the  term  as  to  the  Commercial  Development  Corporation 
undertaking  to  indemnify. 

Bousfield,  K.C. — I  was  going  to  suggest  that. 

Vaughan  Williams,  L.J.— Then  with  regard  to  the  original  motion  which 
was  to  be  heard  at  the  same  time  as  this,  that  of  course  will  be  dismissed  with 
costs  for  the  same  reason. 


14 


In  thk  High  Court  op  Justice.— Chancery  Division. 


20 


Before  Mr.  Justice  Farwbll. 


January  28th,  1902. 


W.  T.  Glover  &  Co.,  Ld.  v.  American  Steel  and  Wire  Company. 


Patent.— Action  for  alleged  infringement.— Prior  publication. — Want  oj 
novelty.— Want  of  subject-matter.— Insufficiency  of  description.— Construction 
of  Specification. 

The  Plaintiffs  were  Vie  assignees  of  a  Patent  for  u  Improvements  in  the 
"  formation  of  solid  ends  on  flexible  or  compound  electrical  conductors"  The 
Specification  stated :  "  According  to  my  invention  metal  {which  should  be  of  the 
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44  same  kind  as  that  of  which  the  wires  or  strips  are  composed)  is  applied  at 
44  the  requisite  temperature  to  the  ends  of  the  wires  or  strips.  This  is  most 
"  conveniently  effected  by  introducing  tlie  ends  of  the  wires  or  strips,  to  be 
u  connected,  to  an  extent  necessary  to  ensure  firm  connection  into  a  mould  of 

5  M  the  form  and  size  which  the  solid  ends  are  to  liave  and  introducing  molten 
"  metal  into  this  mould"  The  claim  was  for :  " Flexible  or  compound 
44  electrical  conductors  provided  with  solid  ends  in  the  manner  hereinbefore 
44  described."  The  Plaintiffs  manufactured  and  sold  an  integral  rail-bond 
consisting  of  a  flexible  body  made  of  strands  of  copper  wire  with  solid  ends  of 

10  the  same  metal  burnt  on  in  a  mould,  i.e.,  the  flexible  wire  being  placed  in 
a  mould,  the  molten  metal  run  through  inlet  and  outlet  holes  prior  to 
filling  the  mould,  in  order  to  remove  the  chill  from  the  wires  and  effect  fusion 
of  the  surface  of  the  wire.  The  Defendants  manufactured  and  sold  an  integral 
rail-bond  produced  by,  first,  forging  the  ends ;  secondly,  drilling  them  and 

15  inserting  the  toires ;  and,  thirdly,  by  subjecting  them  to  heat  and  pressure. ' 
The  Plaintiffs  claimed  to  have  taught  the  world  to  produce  a  new  article,  viz., 
an  integral  flexible  rail-bond  composed  of  copper,  and  alleged  that  Defendants 
had  infringed  by  producing  a  similar  article  by  an  equivalent  process,  viz., 
welding. 

20  Held,  that  tlie  Patent  was  for  a  process  ;  that  the  process  was  an  old  process 
applied  to  substances  to  which  it  had  been  previously  applied;  and  that  there 
was  no  invention.    The  action  was  dismissed  with  costs. 

On  the  16th  December  1893  Letters  Patent  (No.  3119  of  1893)  were  granted 
to  Henry  Edmunds  for  "Improvements  in  the  formation  of  solid  ends  on 
25  4A  flexible  or  compound  electrical  conductors." 

The  Complete  Specification  was  as  follows : — "  My  invention  has  for  its 
"  object  to  form  solid  ends  on  flexible  compound  conductors  and  is  more 
u  especially  intended  for  application  to  conductors  which  are  to  be  used  for 
44  the  armatures  of  dynamo  electric  machines.  According  to  my  invention 
30  u  metal  (which  should  be  of  the  same  kind  as  that  of  which  the  wires  or  strips 
are  composed)  is  applied  at  the  requisite  temperature  to  the  ends  of  the  wires 
or  strips.  This  is  most  conveniently  effected  by  introducing  the  ends  of  the 
44  wires  or  strips  to  be  connected  to  an  extent  necessary  to  ensure  firm  connec- 
44  tion  into  a  mould  of  the  form  and  size  which  the  solid  ends  are  to  have  and 
35  "  introducing  molten  metal  into  this  mould.# 

44  The  accompanying  drawings  illustrate  forms  of  conductors  made  according 
44  to  my  invention,  a  is  the  part  of  the  conductor  made  of  compound  strands 
"  of  wires  or  strips  as  hereinbefore  described  and  b  are  the  solid  ends.  Figure  1 
ft  is  a  side  view  and  end  view  of  a  rectangular  or  flattened  compound  conductor 
40  M  before  the  solid  ends  are  applied.  The  other  figures  shew  the  conductors  with 
*  the  solid  ends  applied.  Figure  2  shews  in  side  elevation  and  end  views 
44  a  square  conductor  with  a  plain  solid  end  and  with  the  other  end  formed 
44  with  a  reduced  mid-tongue.  Figure  3  shews  in  side  elevation  and  end  views 
44  a  rectangular  or  flattened  conductor  with  a  mid-tongue  at  one  end  and  with  a 
45  4<  side  tongue  at  the  Other  end.    Figure  4  shews  in  side  elevation,  plan  and  end 

*  The  passage  from  "  according  "  in  line  29  down  to  "  mould  "  corresponds  to  lines  95  to  SO  in 
the  printed  Specification. 
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"  views  a  rectangular  or  flattened  conductor  with  one  end  forked  and  the  other 
"  end  pierced  by  a  hole.  Figure  5  shews  in  side  elevation  and  end  views  a 
"  square  conductor  with  plain  solid  ends  having  collars  at  b3. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  the  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  5 
"  what  I  claim  is  : — 

"  Flexible  or  compound  electrical  conductors  provided  with  solid  ends  in  the 
**  manner  hereinbefore  described." 


FIC.I. 


FIC.4 


o 


■A 


T" 
I 


FIC.5.     ?* 


On  the  8th  of  December  1900  W.   T.  Glover  Jt   Co.,  Ld.,  commenced  an 
action  for  infringement  of  this  Patent  against  the  American  Steel  and  Wire  10 
Company. 

By  the  Statement  of  Claim,  delivered  oh  the  19th  of  January  1901,  the 
Plaintiffs  alleged  that  (1)  they  were  the  sole  assignees  and  the  registered  legal 
owners  of  the  Patent,  and  that  they  carried  on  business  in  New  York,  in  die 
United  States  of  America ;  (2)  the  Patent  was  good  and  valid,  and  had  been  15 
since  the  grant  thereof  of  full  force  and  effect ;  (3)  that  prior  to  the  commence- 
ment of  the  action  the  Defendants  by  their  solicitors  had  made  an  admission  in 
writing  that  they  were  selling  in  England  a  rail-bond  in  considerable  quantities 
similar  in  all  respects  to  the  rail-bond  handed  by  the  Defendants  to  the  Plaintiffs 
and  marked  "  American  Steel  Company  Rail-bond  " ;    (4)  that  prior  to  the  20 
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issue  of  the  writ  the  Defendants  had  infringed  the  Patent.  The  Plaintiffs 
claimed  (1)  an  injunction ;  (2)  an  inquiry  as  to  damages  or  an  account  of  the 
profits  made  by  the  Defendants ;  (3)  delivery  up  of  infringing  apparatus  or 
articles. 

5  The  Particulars  of  Breaches  complained  of  were  that  the  Defendants  had,  at 
divers  times  since  the  assignment  to  the  Plaintiffs  of  the  Patent  and  prior  to  the 
commencement  of  the  action,  infringed  the  Plaintiffs*  Patent  by  selling  in  England 
in  considerable  quantities  rail-bonds  similar  in  all  respects  to  the  rail-bonds 
referred  to  in  the  admission  stated  in  the  Statement  of  Claim. 

10  By  their  Defence  the  Defendants  (1)  denied  infringement ;  (2)  alleged  that 
the  Patent  was  invalid  by  reason  of  the  matters  set  out  in  the  Particulars  of 
Objections. 

The  Particulars  of  Objections  were  as  follows : — (1)  That  Henry  Edmunds 
was  not  the  true  and  first  inventor  of  the  alleged  invention ;  (2)  the  alleged 

15  invention  was  not  new ;  (I)  the  alleged  invention  claimed  in  the  claiming 
clause  of  the  Plaintiffs9  Specification  had  been  published  by  the  deposit  in  the 
Patent  Office  Library,  London,  of  the  Specifications  of  the  following  Letters 
Patent,  the  whole  of  each  of  which  was  relied  on  : — (A)  British :  Allan  (No.  2311 
of  1867)  ;  Lanckert  (No.  11,502  of  1887)  ;  (B)  American  :  Kreusi  (No.  296,185 

20  of  1884) ;  Wightman  (No.  460,615  of  1897) ;  Knight  (No.  461,549  of  1891) ; 
(11)  the  alleged  invention  was  matter  of  common  general  knowledge ;  (III)  the 
alleged  invention  was  not  proper  subject-matter  for  Letters  Patent ;  (IV)  the 
Complete  Specification  did  not  sufficiently  describe  the  nature  of  the  alleged 
invention  nor  how  the  same  was  to  be  performed.    Particulars  :  The  directions 

25  given  on  page  1,  lines  27-30,  were  not  sufficient  to  enable  a  practical  result  to 
be  obtained  ;  (V)  the  alleged  invention  was  not  useful. 

In  the  Answers  to  Interrogatories  the  Defendants  described  their  method  of 
manufacture  as  follows  :—"  The  terminals  are  first  forged — in  no  case  cast— out 
44  of  a  cylindrical  piece  of  rolled  copper  "  to  the  required  shape.    "  Thereafter  a 

30  u  hole  is  drilled  crosswise  through  the  head  of  the  forged  terminal.  Into  that 
44  hole  the  wire  strands  composing  the  flexible  connection  between  the  two 
44  terminals  are  inserted.  Then  the  forged  terminal  and  the  wire  inserted 
44  therein  are  heated  to  a  high  degree  and  placed  within  suitably  shaped  dies, 
44  wherein  those  parts  are  subjected  to  heavy  and  instantaneous  pressure  to  an 

85  **  extent  sufficient  to  oompress  and  weld  them  together  so  as  to  make  the 
44  terminal  and  wire  contained  therein  integral.  Thereafter  a  hole  is  drilled 
44  down  through  the  terminal.9' 

The  action  was  heard  before  Mr.  Justice  Farwbll  on  the  28th  of  January 
1908. 

40  T.  Terrell,  K.C.,  Jenkins,  K.C.,  and  Frost  (instructed  by  Claremont  and 
Haynes)  appeared  for  the  Plaintiffs ;  Moulton,  K.C.,  A.  J.  Walter,  and 
Bucknill  (instructed  by  Sutton,  Ommaney,  and  Kendall)  appeared  for  the 
Defendants. 

Terrell,  K.C. — The  Plaintiffs*  Patent  has  reference  to  bonds  for  olectrical 

45  purposes,  and  includes  rail-bonds.  Where  rails  are  employed  for  the  purpose  of 
electric  traction  the  uninsulated  rails,  used  to  return  the  current,  are  made  in 
pieces  to  allow  for  expansion  and  contraction.  The  space  between  the  rails 
disconnects  the  current,  consequently  the  rails  have  to  be  tied  together  by  a 
bond  or  conductor  possessing  great  conductivity,  absolute  metallic  continuity, 
50  and  also  flexibility.  Prior  to  1893  various  devices  had  been  tried  for  making 
conductors,  viz.  (a)  a  flexible  bundle  of  wires  connected  directly  with  the  rail ; 
(b)  a  bundle  of  wires  soldered  into  a  metallic  sleeve ;  (c)  a  bundle  of  wires 
placed  in  a  metallic  sleeve  to  which  it  was  brazed ;  (d)  mechanically  clamping 
on  a  bundle  of  wires  to  a  solid  end.  These  devices,  producing  merely  mechanical 
55  jointp,  were  found  to  be  imperfect  in  consequence  of  the  alloy  used  to  make  the 
joints ;  there  ww  no  metallic  contact ;  conductivity  was  lost ;  electrolytic  action 
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followed  causing  corrosion ;  they  were  easily  affected  by  vibration  and  were 
consequently  frequently  broken.  In  1893  Edmunds  took  out  his  Patent,  his 
idea  being,  "  I  will  make  my  connection  just  as  if  the  two  pieces  of  wire  and 
"  solid  ends  were  one  continuous  piece  of  the  same  metal."  There  are  different 
ways  of  joining  metal  together  without  using  an  alloy  or  introducing  a  foreign  5 
substance ;  it  may  be  done  by  welding,  or,  as  the  Patentee  points  out,  by 
casting.  The  Defendants  under  their  Patent  take  a  bundle  of  wires,  place  them 
in  a  metallic  sleeve,  subject  both  to  heat,  and  by  compression  weld  them 
together.  This  is  an  equivalent  for  the  Patentee's  directions,  and  the  article 
produced  constitutes  an  infringement.  The  construction  of  the  Specification  10 
contended  for  by  the  Plaintiffs  is — the  making  of  solid  ends  of  the  same  metal, 
or  preferably  of  the  same  metal,  by  applying  metal  to  the  end  of  the.  wires  at 
the  requisite  temperature  by  casting  as  described  in  the  Specification,  the  idea 
being  to  apply  a  known  process,  of  connecting  metallically  two  pieces  of  metal 
together,  to  the  production  of  a  one-piece  flexible  electrical  conductor  having  15 
new  qualities. 

James  Swinburne,  Philip  Dawson,  and   William   Worhy  Beaumont  gave 
evidence  in   support  of  the  Patent,  the  effect  of  which  was  as  follows  : — The 
Plaintiffs'  copper  electrical    rail-bond,  integral    throughout,  is  produced  by 
burning-on— that  is  to  say,  the  ends  of  the  wires  or  strips  of  the  conductor  are  20 
placed  into  a  mould  of  the  form  and  size  the  solid  ends  are  to  have  ;  hot  copper 
is  first  run  into  the  mould  and  run  through  an  outlet  hole  therein,  thus 
removing  the  chill  from  the  cold  wire ;  the  outlet  hole  is  closed,  the  mould 
filled,  and  fusion  takes  place  between  the  ends  of  the  wire  and  the  terminal. 
This  effects  metallic  connection  between  the  terminals  and  the  ends  of  the  25 
wires.    The  Specification  refers  to  casting  ;  burning-on  is  the  ordinary  way  of 
casting,  and  would  be  known  to  one  skilled  in  the  trade.    The  word  "  metal "  in 
line  25  is  limited  to  copper;  the  facts  that  (a)  the  Provisional  Specification  refers 
to  "  armature  windings  "  and  (b)  at  the  date  of  the  Specification  engineers  knew 
that  conductors  of  electricity  would  be  made  of  copper  as  being  the  best  metal  30 
for  the  money,  establish  that  this  is  the  meaning.    The  article  produced,  viz.,  a 
one-metal  flexible  rail-bond  with  solid  ends  composed  of  copper  throughout, 
no  joint  being  discoverable  either  mechanically  or  chemically  between  the 
flexible  and  the  solid  parts,  is  a  new  article.    The  Defendants  produce  a  similar    . 
copper  article  by  adopting   an  equivalent  method,  namely,  welding.     The  35 
methods  adopted  before  1893  were  imperfect ;  these  methods  were  (1)  brazing- 
on  the  wires  or  connector  to  the  terminals ;  (2)  clamping-on  the  terminals  to 
the  wires ;  (3)  soldering  the  terminals  to  the  wires.    Burning-on  was  a  well- 
known  process  generally ;  flexible  conductors  were  well  known.    The  Plaintiffs9 
method  is  burning-on  by  a  known  process  a  piece  of  copper  to  the  end  of  a  40 
flexible  conductor,  producing  a  better  article  than  ever  before  used.    There  is 
a  great  demand  for  the  article.    The  Defendants'  rail-bonds  were  placed  on  the 
market  long  anterior  to  the  Plaintiffs9  rail-bonds.    An  important  point  in  a  rail- 
bond  is  the  method  of  connection  to  the  metal  rail.    The  Defendants  solved  this 
problem;    The  Plaintiffs  have  adopted  the  same  method.  45 

Sir  Frederick  Bramwell  and  Dugald  Clerk  gave  evidence  in  opposition  to 
the  Patent  to  the  following  effect : — The  Patent  is  for  a  process,  and  is  not  new. 
The  only  process  described  is  :  to  take  a  mould  having  the  form  of  the  desired 
terminals,  to  pour  metal  into  that  mould,  fill  it  up,  and  embrace  therein  the 
wires ;  welding  copper  to  oopper,  except  electrically,  was  not  kntfwn  at  the  50 
date  of  the  Patent,  and  the  process  described  in  the  Specification  does  not 
represent  what  the  Plaintiffs  do.  A  junction  between  the  wires  and  the 
terminals  would  not  take  place  without  the  importation  of  foundry  knowledge. 
The  Plaintiffs  accordingly  use  a  method  of  burning-on,  which  is  not  described 
in  the  Specification.  There  is  nothing  which  limits  the  species  of  metal,  the  39 
only  direction— and  that  parenthetical— being  that  the  ends  should  be  of  the 
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same  metal  ae  the  conductor.  Burning-on  at  the  date  of  the  Specification  was 
applied  to  many  forms  of  metal  work.  The  Defendants  do  not  use  the  process 
described  by  the  Patentee.  The  process  of  consolidating  two  pieces  of  metal 
under  a  hammer  was  old  and  well  known.    The  Patentee's  method  of  joining- 

•>  the  metal  is  casting-on — a  known  method  of  uniting  pieces  of  metal  for  various 
purposes.  Before  the  date  of  Edmunds'  Patent  no  integral  rail-bond  had 
been  made  (either  for  the  purpose  of  a  rail  conductor  or  a  dynamo  conductor) 
with  a  flexible  part  and  two  ends  fastened  to  the  flexible  part,  without  the 
introduction  of  another  metal.    The  object  of  all  rail-bond  manufacturers  is  to 

W  make  the  junction  of  the  wire  and  end  as  perfect  as  possible.  Where  they 
succeed  they  get  the  metal  integral  throughout.  There  is  no  difference  in 
result  between  the  metal  produced  by  the  Defendants9  process  and  that 
produced  by  casting.  There  is  nothing  in  the  Specification  which  would 
enable  an  article  made  by  the  Patentee  to  be  used  as  a  rail-bond.    Unless  one 

15  had  been  aware  at  the  date  of  the  Specification  of  a  Patent  for  electrical 
welding  the  Patent  would  not  have  included  welding.  The  Patentee  wished 
to  have  metallic  connection  between  the  end  and  the  wire,  but  failed  to  disclose 
how  it  could  be  accomplished.  The  Specification  does  not  explain  how  to  weld 
copper  to  copper.    Burning-on  and  welding  are  not  the  same  thing.     Prior 

20  knowledge  must  be  introduced  in  order  to  get  the  combination.  There  is  no 
difference  between  the  Plaintiffs9  process  and  that  ordinarily  adopted  for 
casting-on  metal  to  a  corresponding  piece  of  metal.  The  article  produced  by 
the  Plaintiffs  could  be  made  by  departing  from  the  Specification,  i.e.,  importing 
the  knowledge  of  brass  founders  and  iron  founders  as  to  burning-on.    The 

3ft  article  if  made  according  to  the  Specification  would  be  an  inferior  article,  but  if 
made  by  burning-on  would  be  superior  to  anything  sold  anterior  to  1893. 

Walter  for  the  Defendants. — The  word  "  metal "  is  used  in  the  Specification, 
line  25.  There  is  no  definition.  It  covers  all  metals.  [Farwbll,  J. — Yes. 
If  the  Patentee  intended  that  it  should  apply  only  to  copper,  what  is  the 

30  meaning  of  the  words  in  the  parentheses  ?]  If  the  word  "  metal "  means 
only  copper  the  words  referred  to  are  redundant.  If  the  Specification  means 
burning-on  the  Plaintiffs  are  in  a  dilemma;  either  their  Specification  is 
insufficient  or  they  have  no  subject-matter.  Burning-on  was  known  at  the 
date  of  the  Specification,  and  bundles  of  wires  forming  a  flexible  connector 

3f>  were  old  and  well  known.  It  is  said  that  if  a  bundle  of  wires  and  metal  ends 
be  taken  to  which  is  applied  the  old  process  of  burning-on  something  new  is 
produced.  Therefore  if  a  man  makes  a  copper  kettle  of  a  shape  never  seen 
before,  using  the  old  tools  and  the  old  process,  it  is  a  patentable  article,  and 
persons  can  be  restrained  in  future  from  manufacturing  kettles  of  that  shape  I 

40  The  evidence  establishes  that  the  alleged  invention  is  applying  to  an  old  article 
in  an  old  way  an  old  process — i.e.  burning-on.  The  claim  is  not  for  a  new 
article  as  contended,  but  for  a  process.  Plaintiffs  contend  that  the  use  of 
the  word  "applied1'  (line  26)  limits  the  process.  It  covers  all  the  known 
processes.    [Farwbll,  J. — Is  it  essential  to  support  the  "  integral "  proposition 

45  that  it  should  be  all  the  same  metal  ?]  No,  brass  can  be  cast  on  to  copper,  and 
vice  versa,  so  that  it  shall  be  integral.  [Farwbll,  J. — Does  "  integral  "  mean 
that  the  metals  have  been  completely  fused  ?]  Complete  fusion  of  the  adjacent 
surfaces  is  the  Plaintiffs'  contention.  The  Plaintiffs  do  not  say  that  the  Defen- 
dants have  infringed  in  consequence  of  anything  contained  in  the  Specification, 

50  nor  because  of  anything  known  in  1893,  but  they  say,  "  We  having  invented  a 
"  rail-bond  which  we  intend  to  make  by  casting — it  being  unknown  at  the  date 
"  of  the  Specification  that  copper  could  be  welded  and  we  not  having  taught  the 
"  world  how  to  weld  it — somebody  who  subsequently  discovered  how  to  weld 
"  copper  infringes  our  Patent."    This  is  simply  because  the  Defendants  make 

5$  a  rail-bond  in  which  firm  connection  is  ensured  by  welding  together.    The 

of  Sir  F.  tfrqn%weU  nod  Mr.  Dvqajd  Clerk  is  that  there  is  no  hint  of 
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welding  in  the  Specification.  Something  not  a  known  equivalent  at  the  date  of 
the  Patent  cannot  be  covered  by  the  Patent.  Electrical  welding — the  only 
welding  of  copper  known  at  the  date  of  the  Patent — is  not  the  mechanical 
welding  used  by  the  Defendants.  The  method  described  in  the  Specification 
is  casting,  and  if  anything  more  than  burning- on  were  read  in  it  would  cover  5 
clamping,  brazing,  and  soldering.  The  Patent  really  is  for  making  an  old  and 
well-known  object,  viz.,  a  rail-bond  consisting  of  flexible  conductors  with 
solid  ends,  by  burning-on  or  casting-on  the  metal  to  the  conductors  in  an  old 
way.  The  Defendants  have  not  infringed.  The  Patent  is  bad  for  want  of 
novelty  and  absence  of  subject-matter.  10 

Terrell,  K.C.,  in  reply. — In  construing  the  Specification  the  Judge  must  put  him- 
self in  the  position  of  the  persons  in  the  trade  to  which  the  Patent  applies,  and 
have  regard  to  the  knowledge  of  the  trade  at  the  time  the  Specification  was  issued, 
and  ask,  "  What  would  this  mean  to  such  persons  "  ?  Mr.  Dugald  Clerk,  reading 
it  as  an  expert,  said  it  would  mean,  "  I  intend  to  have  a  solid  end  integral  15 
"  throughout."  Although  the  word  "  integral "  is  not  in  the  Specification,  it 
must  be  so  construed  if  at  that  time  the  words  "  hereinbefore  described  "  meant 
"  flexible  or  compound  electrical  conductors  provided  with  solid  ends  integral 
"  throughout."  The  word  "  applied "  in  line  26  and  the  words  in  reference 
to  connection  (line  28)  establish  this.  The  title  is,  "  Improvements  in  the  20 
"  formation  of  solid  ends  on  flexible  or  compound  electrical  conductors."  The 
improvement  in  the  formation  was  making  it  integral  throughout.  Whence 
have  arisen  the  great  advance,  utility,  and  commercial  success  ?  From  the  fact 
of  the  metal  being  the  same  throughout  and  there  being  metallic  connection  of 
the  same  kind  throughout.  The  meaning  of  "  hereinbef ore  described  "  is  not  25 
"  casting  "  but  *'  attaching  the  solid  end  so  as  to  be  integral,"  and  the  Specifica- 
tion tells  you  a  way  in  which  you  may  get  the  solid  end.  A  Specification  is 
not  held  to  be  insufficient  where  the  witnesses  for  the  Defendants  testify  that 
with  the  knowledge  of  the  time  the  object  could  be  accomplished.  This  is  such 
a  case.  As  to  subject-matter,  there  are  many  cases  where  infinitely  less  30 
invention  has  been  held  to  be  subject-matter  (see  Parker  and  Smith  v. 
Satchwell  &  Co.,  Ld.,  18  R.P.C.  299.  The  word  "  provided  "  in  the  claim  is  the 
governing  word,  and  they  are  so  provided  by  putting  a  solid  end  which*  has 
metallic  connection  throughout.  [FARWBLL,  J. — You  say  that  it  means  flexible 
or  compound  electrical  conductors  provided  with  solid  ends  so  as  to  be  integral  ?]  35 
Anterior  to  the  Specification  they  had  been  provided  for  by  brazing  or  soldering. 
[Farwell,  /. — You  must  say  in  the  Specification  by  what  means  it  is  to  be 
done.]  The  invention  is  not  the  way  of  doing  it ;  the  invention  is  attaching 
the  solid  end  so  as  to  be  integral.  [Farwell,  J. — Surely  it  is  a  very  old  result 
to  have  it  integral — that  is  to  say,  to  fuse  metal  so  as  to  become  integral  is  old  ?]  40 
All  inventions  are  founded  on  discovery.  The  discovery  here  consisted  in 
finding  out  why  the  rail-bonds  had  come  to  grief,  and  the  invention  consists  in 
curing  the  defect.  It  is  not  necessary  to  tell  the  world  every  way  pf  producing 
the  invention.  [Farwell,  J. — Is  it  enough  for  an  inventor  to  say,  "  So  and  so 
"  is  the  difficulty— make  it  solid  instead "  ?]  If  it  is  invention,  yes.  The  45 
difficulty  arose  from  the  break  in  the  metal,  and  the  Patentee  said,  "  I  will 
"  make  a  new  bond,  the  solid  end  of  which  shall  be  integral  with  the  flexible 
"  part."  [Farwell,  J. — If  that  is  his  meaning  it  has  not  been  expressed  with 
lucidity.]  That  does  not  make  the  Patent  bad  if  the  Court  can  ascertain  from 
the  Specification  what  it  is  that  he  has  really  invented.  The  Specification  is  50 
addressed  to  engineers.  [Farwell,  J. — It  is  difficult  to  believe  that  the  gist 
of  the  invention  is  left  out.  It  comes  in  only  parenthetically.]  But  Mr. 
Dugald  Clerk  said  it  meant  making  the  metal  integral.  [Farwell,  J. — If  the 
Patentee  by  the  use  of  the  phrase  "  which  should  be  of  the  same  kind  "  when 
he  is  referring  to  metal  means  "  must  be  "  why  did  not  he  say  so  ?]  It  is  a-  55 
prohibition  ;  you  are  to  have  no  brass  and  no  solder.    He  telle  you  you  are  to 
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put  your  wires  so  as  to  ensure  firm  connection  by  having  your  metal  at  the 
requisite  temperature.  4i  Requisite  "  means  for  the  purpose  necessary  to  ensure 
firm  connection.  Lines  27  to  30  tell  you  merely  one  way  to  do  it.  The 
fallacy  of  the  Defendants  lies  in  saying  the  invention  is  the  way  of  doing  it. 
5  [Farwbll,  J. — Take  the  aerated  loaf.  The  invention  is  not  the  loaf,  but  the 
process  by  which  the  loaf  is  made.]  Sometimes  there  is  a  Patent  for  a  process, 
sometimes  for  an  article.  There  may  be  a  Patent  for  a  pen  knife  or  a  steam 
engine  quite  irrespectively  of  the  way  in  which  it  is  made.  [Farwbll,  J. — 
If  it  be  a  new  article.]    This  is  a  new  article.    [Farwbll,  J. — It  is  a  lump  of 

10  fused  metal.]  An  article  which  is  patentable  is  an  article  possessing  certain 
qualities  and  characteristics.  The  Plaintiffs'  article  is  a  new  article  :  firstly,  it 
possesses  form  ;  secondly,  the  characteristic  of  being  flexible  ;  thirdly,  the 
characteristic  of  conveying  electricity  in  the  best  form  and  of  resisting  vibration. 
[Farwbll,  J. — I  do  not  see  what  it  can  be  if  it  is  not  a  claim  for  a  process.] 

15  The  Specification  does  not  say  so.  A  claim  for  a  process  would  begin,  "A 
44  process  of  manufacturing."  Read,  in  place  of  the  words  "  Flexible  ©r 
44  compound  electrical  conductors,"  "  an  article  provided  with  solid  ends  in  the 
44  manner  hereinbefore  described  " — that  is  to  say,  "  an  article  which  has  been 
44  provided  with  solid  ends  in  a  manner  which  I  have  told  you  how  to  do."' 

20  [Farwbll,  J.— If  it  is  a  proce&s  Patent,  lines  25  to  30  cover  everything,, 
including  brazing  and  soldering,  do  not  they  ?]  No,  the  words  are  used  in 
contradistinction.  The  evidence  was  that  copper  was  practically  the.  only 
thing  coming  under  the  term  "  metal."  [Farwbll,  «/. — It  cuts  both  ways.  If 
it  was  only  copper,  then  the  welding  of  copper,  which  is  what  the  Defendants 

25  do,  was  unknown  at  the  date  of  the  invention.]  Welding  copper  in  the 
ordinary  sense  was  unknown,  but  electrical  welding  was  known.  The 
Specification  would  extend  to  that.  The  invention  is,  having  an  end  integral 
throughout ;  it  is  a  great  commercial  success  ;  it  supplies  a  known  want ;  it  ha& 
displaced  every  other  method  in  use  before,  and  consequently  is  a  good  subject- 

30  matter  for  an  invention.    The  Defendants  have  infringed  it. 

FARWBLL,  J.— I  do  not  think  I  should  gain  anything  by  reserving  my 
judgment  in  this  case.  In  my  opinion,  the  construction  of  this  Specification  is 
reasonably  plain.  I  entirely  agree  with  the  views  expressed  by  Sir  Frederick 
Bramtvell  and  Mr.  Dugald  Clerk  that  this  is  a  Patent  for  a  process.     I  am 

35  unable  to  follow  Mr.  Terrell's  argument.  No  doubt  it  is  my  fault,  but  I  really 
do  not  understand  how  you  can  spell  out  of  this  any  more  than  "  flexible  or 
44  compound  electrical  conductors  provided  with  solid  ends  in  the  manner 
44  hereinbefore  described "  ;  that  is  to  say,  formed  according  to  the  process 
hereinbefore  described.    Those  processes  are  in  effect  comprised  in  lines  25  to 

40  27  of  the  Specification,  and  are  in  the  very  widest  possible  terms.  "According 
44  to  my  invention  metal  (which  should  be  of  the  same  kind  as  that  of  which 
"  the  wires  or  strips  are  composed)  is  applied,"  &c.  Now,  to  begin  with, 
there  44  metal "  includes  all  metals.  It  is  incumbent  upon  an  inventor,  when  he 
desires  to  have  the  monopoly  given  him  by  a  Patent,  to  be  explicit  in  the  words 

45  which  he  uses.  I  certainly  think  the  Patentee  did  not  intend  to  confine 
himself  here  to  copper.  Mr.  Swinburne  thought  he  did  for  a  moment,  but  I 
think  when  I  called  his  attention  to  the  words  in  brackets  which  immediately 
follow  he  saw  that  that  was  an  absolutely  impossible  construction,  because  it 
could  not  be  read  :  44  According  to  my  invention  copper  (which  should  be  of 

50  "  the  same  kind  as  that  of  which  the  wires  or  strips  are  composed)  is  applied,'* 
and  bo  on.  Therefore  it  must  be  metal  other  than  copper,  and,  if  so,  I  see  no 
reason  for  limiting  the  generality  of  the  word  "  metal "  at  all.  Iron  was 
mentioned  as  one  of  the  possible  metals,  and  is  referred  to  in  the  Specification 
of  1891  as  a  metal  which  could  have  been  used.     One  of  the  witnesses  for  the 

55  Plaintiffs  said  that  it  had  been  found  that  iron  was  useless  and  impracticable, 
but  that  was  not,  as  I  understood  him,  till  1893,  and  this  Provisional  Specification 

M 
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is  dated  the  11th  of  February  1893.    Therefore  on  construction  I  hold  "metal n 
includes  all  metal. 

Then  the  words  in  brackets,  "  which  should  be  of  the  same  kind,11  are  not,  in 
my  opinion,  a  sufficiently  specific  direction  to  the  reader  that  the  metal  must  be 
of  the  same  kind.    If  the  Patentee  had  meant  "must"  he  would  have  said  5 
"  must/'    To  my  mind  that  means  that  it  is  better  to  have  it  so,  but  it  may  be 
that  it  shall  be  of  a  different  kind. 

Then  the  Patentee  says  the  "  metal  is  applied  at  the  requisite  temperature  to  the 
"  ends  of  the  wires  or  strips."    So  far  as  I  can  see,  that  extends  to  every  known 
process  of  the  time — soldering,  brazing,  burning-on,  or  casting.    All  those  10 
appear  to  me  to  come  within  that  phrase.    It  is  perfectly  clear  that  those  were 
well-known  and  old  methods.    Tho  flexible  conductors  were  old,  the  burning- 
on  was  well  known,  the  brazing  was  well  known,  and  all  those  other  matters, 
with  the  exception  of  welding,  to  which  I  will  refer  in  a  moment,  were  well 
known  as  applied  in  the  manner  in  which  the  words  are  used  in  the  Specifica-  15 
tion.    Therefore  I  think  Mr.  Walter  was  well  founded  in  saying  that  is  an  old 
process  applied,  as  it  always  has  been  applied,  to  substances  to  which  it  had 
hitherto  been  always  applied.    So  far  as  1  am  concerned  I  can  see  no  sort  of 
invention  at  all  in  it.    The  Patentee  simply  tells  you  to  apply  metal  at  the 
requisite  temperature  to  the  ends  of  the  wires  or  strips.    That  is  what  is  his  20 
invention,  and  to  my  mind  it  is  no  invention  at  all,  and  fails. 

There  is  the  further  point  that  welding  as  applied  to  copper,  unless  it  were 
electrical  welding,  was  unknown  at  the  date  of  this  Specification.  Now  what 
the  Defendants  do  is  to  weld,  and,  reading  this  Specification  fairly  by  the  light 
of  the  knowledge  of  the  scientific  world  at  the  time,  I  should  be  of  opinion  that  25 
the  intention  was  not  to  include  welding,  because  it  was  not  known  at  the  time 
that  you  could  weld  copper  to  copper.  But  that  would  be  on  the  assumption 
that  Mr.  Terrell  was  right  in  his  view  of  the  claim  that  copper  was  the  metal 
intended  ;  in  fact  and  in  truth  that  point  does  not  arise  ;  I  only  mentioned  it  to 
show  I  have  not  overlooked  it.  30 

In  my  opinion  the  action  fails,  and  must  be  dismissed  with  costs. 

A  Certificate  that  all  the  Particulars  of  Objections  were  reasonable  and  proper 
was  granted. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Far  well. 


January  28th,  1902. 


American  Steel  and  Wire  Company  v.  W.  T.  Glover  &  Co.,  Ld. 

->  Patent — Action  for  infringement. — Plaintiffs  offering  no  evidence  at  trial. — 
Costs  of  Particulars  of  Objections. — Patents,  &c.  Act,  1883,  section  29  (0). 

On  an  action  for  infringement  of  a  Patent  coming  on  for  trial,  tfie  Plaintiffs 
stated  that  they  were  unable  to.  bring  the  alleged  infringement  within  tJieir 
Patents,  and  accordingly  offered  no  evidence.  Tlie  Defendants  by  their 
10  Defence  alleged  that  the  Patents  were  invalid  and  delivered  Particulars 
of  Objections.  The  action  was  dismissed  with  costs.  The  Defendants  asked 
for  a  Certificate  that  their  Particulars  were  reasonable  and  proper. 

Held,  that  a  Certificate  that  the  Particulars  of  Objections  were  reasonable 
and  proper  could  not  be  granted. 

15  On  the  29th  of  November  1900  the  American  Steel  and  Wire  Company  (the 
registered  legal  owners  of  Patent  No.  20,816  of  1893  for  "  Improvements  in 
"  connection  with  electric  conductors "  and  of  Patent  No.  4824  of  1897  for 
44  Improvements  in  rail-bonds  for  electric  railways ")  commenced  an  action 
against  W.  T.  Clover  &  Co.,  Ld.,  for  infringement  of  their  Letters  Patent, 

20  claiming  the  usual  relief. 

Statement  of  Claim  and  Particulars  of  Breaches  were  delivered  on  the  28th 
of  January  1901.  The  Plaintiffs  stated  that  the  Defendants  had  infringed  both 
the  Patents  in  the  manner  alleged  in  the  Particulars  of  Breaches,  and  claimed 
the  usual  relief. 

25  By  their  Defence  the  Defendants  stated  that  (I)  the  Plaintiffs  were  not  the 
registered  legal  owners  of  the  Patents ;  (2)  the  Defendants  had  not  infringed 
the  Patents  or  either  of  them ;  (3)  each  of  the  Patents  was,  and  always  had 
been,  null  and  void  and  of  no  effect  for  the  reasons  stated  in  the  Particulars 
of  Objections. 

30  The  Particulars  of  Objections  on  which  the  Defendants  relied  alleged,  inter 
alia  (1)  that  the  grantees  of  the  Patents  were  not  the  first  and  true  inventors  ; 
(2)  that  the  alleged  inventions  did  not  comprise  subject-matter  for  valid 
Letters  Patent,  having  regard  to  the  common  and  public  knowledge  at  the 
respective  dates  thereof ;  that  the  Defendants  would  refer  to  a  number  of  prior 

35  publications  (particulars  of  which  were  given)  as  disclosing  part  of  the  common 
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general  knowledge  ;  and  that  the  alleged  inventions  claimed  in  the  Specification 
No.  20,816  of  1893  were  mere  applications  involving  no  invention  ;  (3)  that  the 
inventions  were  not  useful ;  (4)  that  the  said  alleged  invention  comprised  in 
and  claimed  by  the  Specification  No.  20,816  of  1893  was  published  within  the 
realm  prior  to  the  2nd  of  November  1893  by  certain  Specifications  (set  out  in  5 
the  Particulars)  ;  (5)  the  said  alleged  invention  comprised  in  the  Specification 
No.  4824  of  1897  and  claimed  in  Claims  1,  2,  3,  was  published  within  the  realm 
prior  to  the  23rd  of  February  1897  by  certain  Specifications  (particulars  of 
which  were  given)  ;  and  (7)  insufficiency  of  description  of  the  invention  claimed 
in  Complete  Specification  No.  20,816  of  1893 ;  and  that  the  Specification  was  10 
ambiguous  and  calculated  to  mislead. 

The  action  came  on  for  trial  on  the  28th  of  January  1902. 

Moulton,  K.C.,  A.  J.  Walter ',  and  Buchnill  (instructed  by  Sutton,  Ommaney, 
and  JRendall)  appeared  for  the  Plaintiffs  ;  T.  Terrell,  K.C.,  Jenkins,  K.C.,  and 
Frost  (instructed  by  Haynes  and  Claremont)  appeared  for  the  Defendants.  15 

Walter,  having  stated  that  the  Plaintiffs  having  had  inspection  they  could 
not  bring  the  alleged  infringements  within  the  Specifications,  aAd  that  the 
Plaintiffs  offered  no  evidence, 

Terrell,  K.C.,  asked  for  a  Certificate  that  the  Particulars  of  Objections  were 
reasonable  and  proper.  Particulars  of  Objections  are  dealt  with  in  two  ways.  20 
In  an  action  disposed  of  without  evidence,  if  the  Particulars  of  Objections 
should  appear  to  be  such  that  the  Court  would  have  to  try  an  issue  before 
determining  whether  the  Defendant  should  be  allowed  the  costs  of  them,  the 
Certificate  would  be  refused.  Where,  however,  it  might  be  seen  on  the  face  of 
the  Particulars  that  they  were  reasonable  and  proper,  it  would  grant  a  Certificate.  25 
This  it  would  do  even  after  discontinuance.  The  Defendants1  Particulars  of 
Objections  here  came  within  this  category.  Section  29  (6)  of  the  Patents,  &c.  Act, 
1883,  states  that  the  Court  may  grant  a  Certificate,  not  only  on  the  ground  that  the 
Particulars  are  proved,  but  it  may  also  do  so  if  they  are  considered  to  be  reason- 
able and  proper  when  brought  to  the  notice  of  the  Court.  It  would  be  a  hardship  30 
on  a  Defendant  if  a  Plaintiff  by  offering  no  evidence  could  deprive  the  Defen- 
dant of  the  bulk  of  his  costs.  [Farwbll,  J.,  referred  to  Frost's  book  on 
Patent  law,  page  619.]  That  is  where  the  Court  has  not  the  materials,  i.e.  where 
it  would  involve  the  trial  of  an  action  or  an  issue.  [Far WELL,  J. — To  some 
extent  it  must  do  so.  I  do  not  see  how  in  the  face  of  Mandelberg  v.  Morley  35 
(12  R.P.C.  35)  I  can  give  you  the  Certificate.]  It  was  not  the  intention  of 
the  Legislature  that  the  Defendant  should  thus  be  deprived  of  his  costs ;  all 
that  the  Legislature  meant  was  that  he  should  not  have  the  costs  of  fruitless 
objections. 

Farwell,  J. — I  simply  say  that  I  do  not  give  a  Certificate.    The  Court  of  40 
Appeal  has  said  that  it  is  not  fit  and  proper  that  an  action  should  be  tried  in 
order  to  ascertain  whether  the  costs  of  the  Particulars  of  Objections  should  be 
allowed.    The  action  is  dismissed  with  costs. 


Vol.  XIX.,  No.  8.]         AND  TRADE  MARK  CASES.  113 


Patent  Exploitation,  Ld.  v.  Siemens  Brothers  A  Co.,  Ld. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Buckley. 

January  21st,  22nd,  23rd,  24th,  and  31st,  1902. 
Patent  Exploitation,  Ld.  v.  Siemens  Brothers  &  Co.,  Ld. 

5       Patent. — Action  for  infringement. — Construction  of  Specification. — Patent 
held  invalid  for  want  of  novelty. — Action  dismissed. 

The  owners  of  a  Patent  for  an  improvement  in  galvanic  bcUteries  having 
commenced  an  action  for  infringetnent,  the  Defendants  denied  infringement 
and  alleged  that  the  Patent  was  invalid  by  reason  of  being  anticipated,  of 

10  want  of  subject-matter,  and  of  inutility ;  The  Specification,  after  stating  that 
the  invention  related  to  galvanic  batteries  constructed  and  arranged  as  was 
thereinafter  described,  contained  the  following  passage : — "  The  materials 
44  mentioned  as  electrodes  and  as  exciting  and  depolarising  agents  and  their 
"  proportions   may  be  varied,  as  the  important  feature  of  the  invention  is 

15  "  the  interposition  between  t)ie  positive  and  negative  electrodes  of  two  layers 
"  of  exciting  composition,  in  a  semi  solid  or  plastic  state,  the  one  in  contact  with 
"  the  negative  electrode  having  intermixed  with  it  depolarising  agents  and  the 
**  one  in  contact  with  the  positive  electrode  having  no  such  depolarising  agents 
"  in  its  composition" ;  and  the  Patentee  claimed:  "  A  galvanic  battery  having 

20  "  the  space  between  its  positive  and  negative  electrodes  filled  with  a  semi  solid  or 
"  plastic  exciting  agent  in  two  layers,  the  one  layer  in  contact  with  the  negative 
"  electrode  having  depolarising  agents  intermixed  th#i%ewith,  and  the  other  layer 
"  in  contact  with  the  positive  electrode  having  no  such  depolarising  agents, 
u  substantially  as  set  forth"    TJie Plaintiffs  contended  that  tlie  width  of  the 

25  claim  was  limited  by  certain  limitations  which  they  alleged  wen  contained  in 

the  Specification,   and  particularly  that  the  depolarising  layer  was  to    be 

composed  of  materials  finely  pulverised.    It  was  proved  tliat  the  Plaintiffs1 

battery  made  under  the  Patent  had  been  a  commercial  success. 

Held,  that,  although  the  claim  should  be  construed  as   embodying  some 

30  limitations  indicated  in   the  body  of  the  Specification,  the  Patentee  had  not 
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insisted  on  as  necessary  or  claimed  as  part  of  his  invention  the  pulverisation 
of  the  ingredients  for  the  depolarising  lager ;  that  the  claim  ivas  too  wide ;  and 
that  the  Patent  ivas  invalid  for  want  of  noveltg.  The  action  was  dismissed 
with  costs. 

On  the  21st  of  January  1890  Letters  Patent  (No.  1110  of  1890)  were  panted  5 
to  Charles  Addison  Hitchcock,  on  a  communication  from  abroad  by  William 
Burnley,  tor  an  invention  of  "  An  improvement  in  galvanic  batteries." 

The  Complete  Specification   was  as   follows: — "This  invention  relates  to 
"  galvanic  batteries  constructed  and  arranged  as  I  will  describe  with  reference 
"  to  the  accompanying  drawings.     Fig.  1  is  a  vertical  central  section  of  the  10 
"  improved  battery.    Fig.  2  is'a  transverse  section  on  the  line  x  x  of  Fig.  1. 

"  A  is  a  cylinder  of  zinc  or  equivalent  metal  forming  the  one  electrode  and 
11  provided  with  a  clamping  screw  B  for  connecting  a  conductor  to  it ;  a  piece 
"  of  carbon  C  is  the  other  electrode.  The  cylinder  A  is  lined  with  an  exciting 
"  agent  E  consisting  preferably  of  the  following  ingredients  viz.  salammoniac  15 
"  1  part,  chloride  of  zinc  1  part,  plaster  of  Paris  3  parts  and  water  Z  parts,  to 
"  which  is  added  a  little  less  than  1  part  of  a  comminuted  vegetable  material, 
"  preferably  flour.    For '  preparing  the    exciting  agent  E,  the  materials  are 


,"  mixed,  forming  a  semi-fluid  which  Jb  poured  into  the  cylinder  A  around  a 
"central'  core  temporarily  inserted.  The  exciting  agent  soon,  seta  to  the  SJO 
'•conation  bf'a' semisolid  a'u'd  the  temporary  core  la' rem6v&d.  The  carTJtiu  C 
"  je  then'  inserted  centrally  in  the  space  left  "by1  the '  withdrawal  of  the  core  arid 
"  the  spaye  around  the  carbon  is  filled  with  a  compound  F  consJBting  preferably 
"  of  (he  following  ingredients  :  Salammoniac  1  part  chloride  of  zinc  or  other 
'''hygroscopic  analogue  T'isth  part  and' as  depolarising  agents  pulveri  Bed  peroxide  25 
"  of  manganese  3  parts  With  pulverised  carbbn  3£  parts. 

"  These  are  mixed  with  water  two  parts  to  form  a  semi  solid  which  ia  packed 
"  in  around  the,  carbon  c.  The  top  of  the  cylinder  A  is  then  Healed  around  the 
"  carbon  c  with  bitumen  or  other  'suitable  material  G  substantially  impervious 
"toair  or  moisture.  The  'iriaterialB  mentioned  as  electrodes  Krid  as'  exciting  30 
",  and  depolarising  agents  and  their  proportions  may  be  varied,  aB  the  important 
"feature  of  the  indention  is  the  interposition  between  the  positive  and  negative 
lti electrodes  ot  two  layers  of  exciting  composition,  in  a  semi  solid  or' plastic 
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"  state,  the  one,  in  contact  ^ith  the  negative  electrpdp  laying  jntejjn^d- with, 
"  ii,  depolarisir^g  agents  aj^d  the  ojiek  in  contact  \yjtk  the  positive  electrode, 
"  having  no  supn  depolarising, agents  in  its  cqmpQsition. 
"  Haying  H9)v  particularly  described  aqd<  ascertained  tha,  nature,  oh  thie, 
5  "  invention ,au4,  iq,wjiat{  inanner  the  same  is.  tp  be.  preformed*  I  declare  that 
u  w,hat  I  claim  is, : — , 

".A.  galvanic,  tottery  haying  the  sp^ce  between  its.  positive  ancL  negative. 
"  ejiec.trodes  filled,  witl^a  semisolid  or  plastic  exciting,  agent,  in,  two  layers,  the. 
"  one  layer  in  contact  with  the.  negative  electrode  having,  depolarising:  agents. 

10. "  in^raoaix^.d.  t%re,witji,    and  the.  other  layer,  in  contact  with  the  positive, 
"  ejectrpde  hayjng  np^suqh  depolarising, agents,  substantially  as, set  forth," 

On  tbe,.  7th,  ofj  November  1900  the  Patent  Exploitation  Company*  Ld*> 
(x^^ppceda^  action  ,agajnst  Siemens  Brother*  <fc  Co^  Ld.y  for  infringement  of. 
thq. Patent,  claJi^iRg.the  usual  rplief. 

15  fyr  tfypir  Stai^men^qfj  Claim  they  alleged  that  they  were  the  legal- owners  of* 
the  Eatftnt,  ari4,thaj,the.  Deforciants  had  infringed. the.  same* 

The.  Particulars  of  Breaches  alleged  that. the  Defendants,  had  infringed  the 
Parent  tjy  thfc  manufacture  at  tl^e  Defendant  works,  atP  Woolwich,  iiv  the 
county,  of  I£ent,  shprtly  before,  the  mQHth  of  November.  1-9QQ>  ancUhy  the  sale 

20  ii\  tjie.  said  mofltJi  of  November  to  Gundry,  of .  New.  Maiden,  in  the.  canhty  ofr 
Surrey,  and  divers  other  persons,  of  batteries  and  cells  made  in  the.  manner 
described  an^  claimed  in  the  Complete  Specification,  of  the  Plaintiff^  Letters 
Bateqt?,  \\v$>  the.  Plaintiffs   rese.rv.ed  the  right,  to  recover  in  respect  at  all. 
infringements, 

25,  The,  pe^f enc|ajit^.  t|y  tbflir  I}qf  fir#e  did:  not, admit  thaf  the .  Plaintiffs  wer.e  the 
r^}$toc$d,  le^l;  owners  of  th$  Patent,  and  they  denied,  infringement,  and. 
aJleged^^.tJ1^  IJatenfc  wa£.iuva}}d. 

Th^,  IJaxtif^lar^,  o£  Objections,  allflgqd,:-- (1)  that,  the  alleged  invention  was 
npt  nflw  by,  reafipa,  of  (,A)  Rrjtor,  publipattpn  q£  the.  invention.;  (B)  prior 

30,  use  of.  thft  iftventiqp,;   (£J).priprr  cqiftjnos..  general,  public  knowledge,  of 'the 
inv<e»tip»  as,  clawed, in. the  clain4ng  clause  thereof*    Particulars-  of.  A  and*Q* 
w$re  as,  f 0119^:— (A)  The  alleged  ipvqfttiw  had  been  pnhlished.  in  this 
realm  prior,  to  the  datp  oi  the  said,  Patent  (i)  by  the  deposit  in  the.  Patent 
Office  Library  Qt  the.   Specification  q£  the.  fpllpwing.  Letters  Patent,  the 

35  whplft.  of  e^ch  o£  ^Mch.  wps.   rplied;  upog*  vi^. :— (A)  British :  (1).  Winter. 

'  (No.  2637  o£  1874)  ;  (£)  Newtov,  (N.q.  4709  qf  1880) ;  (3)  Walker  (No.  833.  of, 

1883)  ;  (4)  Webb  and*  Jensen  (No.  1998,  of  1883) ;. (5),4&rf,(No. Ifl29  pf.1887); 

(6)  iWw<UNq.  17,238,  of  1888)';  (7)  Dymgnd  (No.  18,754.  of  1888),;  (8)  Qastl? 

Smith  $To,  229?  of.  1889) ;  (9)  Arnold  and  Cory>ett  (No,  9153  of,  1889).    (B) 

40.  Erench :  ikjebaut,  (Xp,  U&524,  dated  the  2fitfc  of  .April  1881*  and  the  additions 
njaflft  t^cfffttq,  dat^d(the  16th  of  August  18^  apd  the  3rd,o£  April,  1882).  (O) 
German.':  Bender.  Qla,  #,695,  dated,  ti\e  9th  q£  December.  1888).  (B> 
Awricai*.:  Roberts  (Ho.  396,Q90  of  1888)  ;  (ii)  l}y  the  publication  in  Engjaridt 
and;   depq^if   in    tljp.  Patent  OJftce  Library  o£  Sylvtmw    Thompson's  hook 

45  4<  ^^i^^f j.  Lesions  in  Electricity  and  Mag^Qtiam»1,  published  in  1882.  The 
ps^rta  rj^lpdi  0^,  were  paragraphs  172, 173,  and  176.  o£  tha.  said. book;  (iii)  by  the 
d^jK^if,  ij\t  the  ^atei^t  Office  .Library,  England,  of,  Qtlahaue'.s,  ^L'Ann^e 
u  El^jtrjlqpe  peijxieip^  Anne<e,"  p^hl^ed  in  i'rjance.in.  January.  1866  ;  tjhe  pc^pt. 
relifid  on  was  thq  a^scriptipn  oi  Thiebaufs  dry  cell  00.  page .  65  q£  the  said,  volnmp. 

50.  (3)  T\he  saijj.  allgged  iny^tipn.had  been  in  use  in  this  r^almprioittQ  the  datQ. 
of  tb^,  f^aiii.  Letter^  Patent  (i)  by  tb^  Defei^dmts,  who  purchased  in.  tha  year 
1889  and*  ue^L  duripg  th^  sap^^  year,  at  their  worka  situated  al  Wnolwic)i 
Gp&tyW-  ^  c^ls,  whicb  coll?:  were  qouBtruct^d  substantially- aa  described:  in 
tha  IJlajijtyfts'  said)  Iy€;Uers  Patent  and;  clawed  in,  the,  claiming,  clause  thereof?; 

55  (flj  by  the  importation  by  Messrs.  Kemp  and  Lauritzen,  of  Copenhagen,  in 
or  about  the  month  of  February  1888,  and  the  use  by  Messrs.  Johnson  dncT 
Phillips,  of  London,  by  the  Indiarubber  Guttapercha  and  Telegraph  Works 
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Company,  of  106,  Cannon  Street,  London,  E.C.,  and  by  Messrs.  Woodhouse 
and  Rawson,  of  11,  Queen  Victoria  Street,  London,  E.C.,  within  this  realm 
of  dry  cells  known  as   4<  Hellesen  dry  cells,"  which  cells  were  constructed 
substantially  as  described  in  the  Plaintiffs1  said  Letters  Patent  and  claimed  in 
the  claiming  clause  thereof ;   (iii)  by  the  common  general  use  of  sawdust,  5 
plaster,  and  other  suitable  materials  for  fixing  the  liquids  used  in  galvanic 
batteries,  and  by  the  common  general  use  of  a  depolarising  agent  in  mixture 
with  the  exciting  agent  in  contact  with  the  negative  electrode ;   (2)  that  the 
said  alleged  invention  was  not  the  proper  subject-matter  of  Letters  Patent. 
The  Defendants  would  rely  thereunder  upon  common  knowledge  concerning  10 
the  construction  of  liquid  and  dry  primary  batteries  and  upon  the  matters  set 
out   in    paragraph    1    thereof ;    (3)    that    the    said    alleged    invention    was 
not    useful ;    (4)    that   the    Complete  Specification   of   the   Patent   did   not 
sufficiently  describe  the  nature  of  the  invention  and  the  manner  in  which 
the  same  was  to    be   performed.      Particulars:  By  following  the    directions  15 
given  on  page  1,  lines  24  and  25,*  a  practical  battery  could  not  be  constructed. 
A  description  of  the  alleged  infringement  will  be  found  in  the  judgment. 
Cripps,  K.C.,  Astbury,  K.C.,  and  A.  B.  Shaw  (instructed  by  James  MMor 
and    Coleman)  appeared  for    the  Plaintiffs ;   Moulton,  K.C.,  A.  J.  Walter, 
and  G.  Hume  (instructed  by  Buddy  Johnsons,  and  Jecks)  appeared  for  the  20 
Defendants. 

Cripps,  E.C.,  opened  the  Plaintiffs1  case. — The  subject-matter  of  the  Patent 
is  a  dry  cell  or  dry  galvanic  battery.   As  to  the  defence  that  the  Plaintiffs  are  not 
the  registered  or  legal  owners,  the  Patent  was  legally  assigned  to  them  on  the  9th 
of  July  1900,  and  the  assignment  was  registered  on  the  8th  of  October  1901,  and  25 
that  is  sufficient.    As  to  the  defence  of  non-infringement,  six  of  the  Defendants1 
batteries  were  supplied  to  us  by  arrangement,  and  that  question  is  not  likely  to 
be  a  serious  one.    As  to  validity,  prior  user,  anticipation  by  publication  in 
several  Specifications,  and  want  of  subject-matter  are  all  alleged.    The  principles 
involved  in  galvanic  batteries  were  old,  and  no  question  arises  as  to  them.    The  30 
application  in  a  particular  and  effective  manner  is  the  novelty  of  the  invention. 
There  were  difficulties  to  be  overcome  in  the  application  of  the  principle.    In 
all  galvanic  batteries  there  are  two  electrodes,  the  positive  or  anode  is  in  nearly 
all  batteries  zinc,  and  the  negative  or  cathode  is  of  carbon.    In  order  to  get  the 
electricity  one  must  have  the  action  of  an  excitant  on  the  zinc  ;  for  instance,  35 
an  acid  attacking  the  zinc.    As  to  the  cathode,  the  difficulty  met  with  in 
generating  the  electricity  was  that  by  the  action  of  the  acid  on  the  zinc 
hydrogen  was  given  off  and  formed  a  kind  of  film  round  the  cathode,  and  this 
film  depreciated  and  finally  stopped  the  action  of  the  battery.    It  was  necessary 
to  introduce  what  is  called  a  depolarising  agent  to  prevent  this.    All  this  was  40 
well  known  at  the  date  of  the  Patent,  but  the  problem  was  to  get  the  maximum 
efficiency  and  as  long  a  life  as  possible  for  the  cell.    There  is  no  doubt  as  to  the 
utility  of  the  invention  ;  it  has  driven  all  other  forms  out  of  the  market.    The 
Plaintiffs  or  their  licensees  supply  the  National  Telephone  Company,  the 
Government,  and  the  London  and  North  Western  Railway.    The  ordinary  form  45 
of  cell  was  the  Leclanchi  cell.    The  excitant  in  use  was  a  liquid  such  as 
salammoniac,  and  one  of  the  things  desired  was  to  get  rid  of  the  use  of 
anything  that  would  spill.    Also  it   necessitated  the  use    of  something  to 
separate  the  excitant  from  the  depolariser,  and  this  point  was  generally  met 
by  mechanical  contrivances  ;  for  instance,  a  porous  earthenware  vessel,  which,  50 
however,  interfered  with  conductivity.    Inventors  were  trying  to  get  rid  of  the 
liquid  element,  and  in  regard  to  the  alleged  anticipations  some  of  the  Patentees 
failed  to  get  an  effective  battery  at  all,  others  were  on  different  lines  from  the 
present  invention,  but  the  Plaintiffs1  ousted  all  others  of  its  type  when  it  came  on 


*  Ante,  page  114,  line*  28  to  SO. 
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the  market.  [One  half  of  a  cell  cut  vertically  and  made  in  accordance  with  the 
Specification  was  passed  up,  and  the  mode  in  which  it  was  made  was  explained.] 
It  is  essential  that  the  excitant  should  be  semi-plastic  instead  of  liquid,  and  that  it 
should  have  sufficient  hygroscopic  element  in  it  not  only  for  conducting  the 
5  electricity  but  to  prevent  it  shrinking  from  the  zinc.  In  the  paste  which  is 
against  the  carbon  there  is  both  an  excitant  and  a  depolariser,  and  the  depolarise r 
cannot  diffuse  through  to  the  zinc  ;  it  is  a  solid,  not  soluble  in  water  or  any  of 
the  substances  used.  No  previous  cell  combined  all  the  features  and  advantages 
of  the  Plaintiffs9  cell.    The  Defendants'  cell  has  zinc  and  carbon  electrodes  ; 

10  the  excitant  is  the  same,  so  also  is  the  depolariser,  which  has  an  excitant  in  it 
as  in  the  Plaintiffs'  cell.  [The  Specification  was  then  read.]  The  Patent 
relates  to  the  construction  and  arrangement  of  a  particular  form  of  dry  galvanic 
battery.  The  particular  battery  is  first,  one  in  which  the  liquid  element  is  got 
rid  of,  having  an  excitant  in  the  form  of  a  paste  stiff  enough  to  keep  its  position 

15  and  at  the  same  time  damp  enough  not  to  shrink  ;  secondly,  one  in  which  there 
is  a  two-layer  element,  the  inner  layer  having  an  excitant  in  it  that  conduces  to 
conductivity ;  the  depolariser  must  not  diffuse  through  the  excitant  and  it 
must  be  pulverised,  as  in  a  fine  dust  there  is  a  large  surface  and  the  hydrogen 
is  more  completely  taken  up. 

20  The  following  witnesses  were  called  for  the  Plaintiffs,  namely : — Professor 
Sylvanus  Thompson,  Dr.  J.  Attfield,  Messrs.  J.  R.  Gore,  of  the  engineers' 
department  of  the  National  Telephone  Company;  H.  W.  Butler,  chief  engineer 
of  the  Electric  Power  Storage  Company;  J.  H.  May,  laboratory  superintendent 
of  the  same  Company;  and  H.  T.  Bamett,  electric  engineer,  formerly  in  the 

25  employ  of  the  same  Company,  then  called  the  Electric  Construction  Corporation. 

Astbury,  E.C.,  summed  up  the  Plaintiffs'  case. — This  is  a  case  where  the 

room  for  invention  is  small,  but  the  Patentee  made  an  article  commercially 

useless  into  an  article  of  very  great  value.     In  only  one  case  of  that  nature 

has  a  Patent  been  held  bad  for  want  of  subject-matter  (Thierry  v.  Bickmann, 

30  14  R.P.C.  105).  In  that  case,  however,  the  identical  thing  had  been  made 
before,  but  in  another  material.  Here  there  was  a  want  felt  of  a  dry  cell  that 
would  work,  and  a  number  of  people  had  been  trying  to  meet  it.  In  several 
similar  cases  slight  subject-matter  has  been  held  to  be  sufficient  (Siddell  v. 
Vichers,  9  R.P.C.  152,  L.R.  15,  App.  Cas.  496 ;  Birch  v.  Harrap,  13  R.P.C.  615). 

35  The  rule  as  to  what  the  nature  of  an  antecedent  statement  must  be  to  constitute 
anticipation  is  laid  down  in  Hill  v.  Evans,  4  D.F.  &  J.  288,  and  Belts  v.  Memies, 
10  H.L.C.  at  page  154.  [Buckley,  J. — What  is  the  invention  according  to  the 
Specification  ?]  The  Patent  is  for  the  construction  and  arrangement  of  a  well- 
known  article — arranging  old  parts  of  an  old  thing  for  an  old  purpose.     It  is 

40  limited  to  details.  The  Patentee  says  that  the  materials  and  proportions  may 
be  varied,  but  one  has  to  find  what,  on  a  fair  construction  of  the  Specification, 
are  the  limits  of  variation.  There  are  to  be  two  layers  of  semi-solid  pasty 
material,  and  the  one  next  the  zinc  is  to  set  so  as  to  stand  by  itself.  Next, 
provision  is  to  be  made  for  a  hygroscopic  condition  in  both  pastes.     Then  it  is 

45  clear  that  one  is  not  to  use  an  acid,  such  as  nitric  acid,  as  a  depolariser.  Also, 
the  paste  next  the  carbon  is  to  be  made  of  the  depolarising  and  exciting  agents 

.  themselves  with  water,  and  the  depolariser  is  to  be  pulverised,  not  merely 
granulated.  In  the  infringing  cells  the  Defendants  copy  the  Plaintiffs'  cell 
minutely,  but  do  not  use  any  of  the  things  which  they  suggest  are  the  same  as 

50  the  Plaintiffs'.  The  suggestion  that  sand,  sawdust,  or  asbestos  could  be  used 
in  making  the  cell  is  not  practicable  ;  one  could  not  get  a  paste  or  anything  that 
would  set ;  such  things  are  not  fairly  within  the  Specification.  One  could  not 
get  anything  plastic  by  such  means.  Further,  as  Dr.  Attfield  pointed  out,  the 
pulverised  carbon  has  what  is  called  a  peristaltic  action,  or  power  of  locomotion, 

$5  which  has  to  be  overcome.  A  Patentee  is  bound  to  give  the  best  prescription 
that  he  can,  but  he  is  not  limited  to  that ;  so,  here,  the  Patentee  says  that  the 
electrodes  may  be  varied,  but  they  must  be  of  materials  that  will  work ;  so  the 
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pastes  may  be  varied  provided  that  they  answer  the  requirements.    The,  outer, 
paste  must  be  an  excitant,  but  not  an  acid.;  it  must*  be  hygroscopic,  and  must, 
have  plaster  of  Paris  or  .something  that  has  its  essential  properties.  "  Preferably  " 
does  not  mean  that  the  hygroscopic  material  may  be  left  out,  but  that  it  is 
preferably  chloride  of  zinc.    It  is  important  that  in  the  depolariser  there  should  1 5 
be  no  inert  matter  to  make  the  paste,  which  is  to  consist  only  of  tha  oxide  of 
manganese,  carbon,  and  water.    As  to  the  anticipations,  none  of  them  had  a 
paste.    Thiebaut  got  a  concrete  matter ;   but  supposing  that.  OasUe  Smith  or, 
Webb  and  Jensen  had  a  paste  like  one  of  ours,  but  different  arrangements,  they 
would  not  anticipate.    None  have  two  pastes.    In  the  depolariser.  the  paste  is  10 
important ;  granules  do  not  depolarise  as  well.    If  there  is  no  advantage  why 
do  the  Defendants  imitate  exactly  ?    The  Patentee  has  given  the  best  prescrip- 
tion, and  is  not  to  be  prejudiced  because  he  allows  one  to.  exercise  one's,  own. 
preference  within  certain  limits.    Not  one  of  the  anticipations  has  two  pastes 
with  the  characteristic  of < those  in  the  Specification,  which,  go  to  make  up  the.  15 
success  of '.  the  Patentee's  cell. 

Moulton,  E;C:,  opened  the  Defendants'  case. — The  question  is  what  is.  the 
monopoly  which  the  Patentee  claims.    It  is  not  sufficient  that  the  claim,  covers 
a  useful  and  novel  thing  if  it  covers  things  that  are  not  useful  and  nov&l.    The 
claim,  is  not- limited,  by  the  chemical  constituents  of  the  battery ;  it  has  only  got  20  - 
to  do  with  physical  arrangement  and  condition.    Subject. to. the  one  limitation, 
that  the   depolariser  is  to  be  round'  the  carbon,  which  was  the  ordinary 
arrangement,  the  claim  is  haying  both  electrolytes,  in  the  form  of  paste,  or  semi- 
solids.   The  breadth  of  the  claim  is  a  serious  deterrent  to  other  manufacturers. 
If  the  interpretation  .is  as  I  suggest  the  Defendants  would,  of  course,  infringe.  The  25 . 
claim  must  be  read  with  the  rest  of •  the  Specification  to  see  what  it  fairly  means; 
but  the. interpretation  which  the  Plaintiffs  seek  to  put  on  it  is  an  intricate  and* 
elaborate  one.     [The  Specification  was  read;]     The  only  limitation  on.  the 
chemical  structure  of  the  cell  is  that.it  should  be  of  the  double  electrolyte  type. 
The  use  of.  the  word;  4*  preferably  "  shows  that  the  ingredients  were  not  of  the  30, 
essence  ;  none  of  them  were  in  fact  new.    The  Patentee  meant  to  claim. having, 
both,  electrolytes  in  a  semi-solid  condition.    In  that  case  the  admissions,  in 
cross-examination,  of  the  Plaintiffs'  witnesses  are  sufficient  for  the  Defendants1 
purpose.     [The  evidence  was  referred,  to.]     Having  the  electrolyte  in  a  soft 
state  was  old*  and  it  is  no  invention  to  apply  it  to  a  particular  battery ;  35 
common  knowledge,  must,  be  read  into  the  Specification.    If,  in  a  Leclanchi: 
battery,    the.  electrolytes   are   made    pasty,    that    is   within   the    Patentee's 
claim.      [BuOKLflY,   J. — Was    it  common   knowledge   that   the    depolariser 
should    be    kept   from    the   anode  ?]      Yes,    that   is    so    on    the    evidence. 
The   Qassner.  was  a  single  paste  battery.      It  was   well    known    that    one  40. 
might  haxe  the  physical  condition  of  the  electrolyte  as  one  liked,  and*  there  was 
no  insertion  or.  novelty  in  making. a  double  paste  battery.     [  Williams  v.  Nye, 
7  R.F.C.  62,-  was  quoted*]      [Buckley,  J. — Very  little  invention  will  do,  and* 
whether,  there  is  invention  is  a  matter  of  fact.]    Paste  was  known  and.  a  doable 
battery  was  known,  and  there  was  no  invention  in  combining,  the  two.     The.  45. 
Patentee  only  availed  himself  of  a  well  known  option.    The  limitations  sought 
to  be  put  on  the  claim,  &gr.,  the  finely  powdered  carbon,  are  not  to  be  found  in 
the  Specification.    Fnrtber,  a  double  paste  Leclanche  battery  was  old  ;.  Bender, 
was  that,  and  not  less  so  because  there  is  a  linen    bag  to  hold,  the  inne&. 
portion.    The  hag*  is  of  no  importance,  electrically,  it  is  merely,  a.  question  50. 
of  convenience.     Bender  also  had    binoxide  of    manganese  and  pulverised 
carbon.    The    Leclwnche  arrangement  was    often  used;  with  a  conglomerate 
round  the  carbon,  and   the .  Defendants  have    that.     Thiebaut)  in   his  first 
addition,  has  substantially,  the   double   battery    made    in   the   same   way ; 
the  onjy  difference  is  that  the  Patentee  mixes  his  materials  before  putting.  55  . 
themdn.;  there  is  in  Thidbautvteb  plaster  of  Paris  and*  salammoniae  outside, 
and  inside  powdeved  carbon  and  peroxide  of  manganese.    The  Defendants1 
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'battery  'differs  more*  than  ThtibauVs  doesfrbm  the  Plaintiffs*' battery,  The 
Defendants  surround  the  carbon  rod  with  the  depolarising  mlitAre,  and 
then,*after  putting  that  in,  pour  the  other  electrolyte  round.  * In  the  Specifica- 
tion the  word  "plastic"  is* not  confined' to  something  that  will  "Setj";btit 
5  includes  "  settlement."  In  that*  wide  serise  BmiderhsA  a  paste.  Then  Castle 
Smith  was  a  double  paste  Leclariche  battery.  Webb  arid  Jensen  hsA,  in  *  then 
second  form  of '  battery,  two  pastes  separated  by  blotting  paper,  if '  the  pafetes 
were  not  sufficiently  hard.  Successful  commercial  exploitation  is  not"  Sufficient 
to  uphold  a  Patent  (Morgan  v.  *  Wiridover,  7'  R.P.C.  1*31) ;  the  Plaintiffs*  Success 

10  depends  on. their  particular  recipe.    'There  was  no  invention  in  infcrely -leaving 

'  out  a  bag.    A  claim  is  an  authorative  delimitation  of  what  is  claimed,  ^nd  Ihe 

rest  of  the  "Specification  is  only  to  be  read  for  the  purpose  of  interpreting  the 

claim  (NbbeVs  Explosives  Company  v.  Anderson,  12  R.P.C.  164).     In  this 

.Specification  there  are  important  disclaiming  worlds— those  as'  to  the'  vftriatl6ns. 

15  'llie  public  has  to  learn  from  the  Specification,  as  a  matter  of  cbnstrtiction  6nly, 
what  the  limits  of  the  claims  are.  Here,  whenever  the  Patentee  cbrfies to 
materials,  he  says  "  preferably."  If  the '  Patentee  claimed  only  the  specific 
method  of  mating  the  cell,  Thiebaut  employed  the  same.  The  essence  of  the 
Invention  claimed  is,  however,  the  character  of* the  two  layers;  if  both  are 

U0  pasty,  then  the  battery  is  within  the  claim.  But  if  the  method  of  making 
enters  inty  itt  then  the  Defendants,  do  not  infringe. 

Messrs.  J.  Swinburne  arid  S.  BaJlantyne  were  called  as  witnesses' for  ithe 
Defendants. 

Walter  summed  up  the  Defendants'  case.— As  to  the  common 'knowledge  of 

25  electricians  at'  the  date  of  the  Patent,  galvanic'  batteries  with  one  or  two"  fluids 
were1  known,  that  is  to' say,  with  an  excitant  and  a  depolariser ;  "also/that 
depblarisers  could  be  liquid  or  solid,  and  that  carbon  and  .manganese  binoiide 
was  a  good  depolariser ;' further,  that  with  zinc  and  carbon  electrodes  sal- 
ammoniac  was  a  good  excitant,  and  that  batteries  could  be  made  nori-spillable 

80  by  miting  with  the  liquids  materials  which  kept  them  In  place.     These 

materials  might  make  a  substance  which  set,  or  a  muddy  mixture,  or  they 

rfiight'be  sticky.     Also,  it  was  known  that  hydroscopic  substances,  tiuch  as 

, chloride  of  zinc,  were  useful  in 'dry  batteries.  'In  that" state  of  kriGwledge,  the 

'  Patehtee  makes  an  invention,  which,  as  he  says,  relates  to  the  construction  arid 

'&5  arrangement  of  galvanic  batteries.  '^Preferably"  governs'  the  whole'  of  the 
composition,  and  the  hygroscopic  may  be  omitted.  The*  Patentee  sa^ys  that  the 
materials — that  is  to  say  all  of  them — may  be  variecj,  provided  that  one  hasthi  two 
electrodes,  an  excitant  and  a  <^epolariser ;  arid  the  Patehtee  expressly  points  out 
the  essence  of  his  invention.     the  Plaintiffs  say  that*  the  Specification  i^  limited 

40  to  finely  pul verified  carbon  and  oxide  of  manganese  ;*  but  the  Patentee  expressly 
says  that  these  may  be  varied.  The  Patentee  claims  hroadly,"  arid  'thought  that 
.he  was  the  inventor  of  a  two-lay  eij  semisolid  or  plastic  battery;  if  that  is  so 
the  J  "Patent  is  invalid.  Only  \i  that  be  so  do  the  'Defendants  come  within 
the  claim.    They  have  an  excitant  set  with  plaster,  and  a  layer  of  manganese 

45  binoxide  arid  cafrbon,  held  together  by  tragacanth  and  compressed  round*  the 
carbon  rod,  which  }s  then  placed  inside  v  the  outer  layer.  If  the  Patent  is 
limited  by  the  method  of  construction  the 'Defendants  do  not  infringe.  The 
Patentee  has  not  insisted  on  anything  else  as  essential  but  the  two  semi-solid 
layers  between  the  two  electrodes.  [The  evidence  was  referred  to.]  fBtJCKXEY,  J. 

50  — -Has  the  Patentee  indicated  as  essential  to  success  that  the  depolarizer  should 

be  capable  of  beiqg,  and  should  be,  reduced  to  a  very  fine  powder,  and'  has  he 

claimed  it?]     I  submit  not.    The  physical  state  does  nbt;  limit  ]the 'statement 

thai  the  'substances  may  be  varied.  '  One  might  take  a  liquid  and  add  substahces 

*  to  make  a  plastic!  layer.    The  Patentee  does  not  say  that  'sutfejtarices  are'  to*  be 

55  taken  which,  ver  se,  when  mix&l  with  water,'  becoihe  ndn-spillable  ;*  there  Is  iio 
liuoiitatibn  of  that  kind.  Thiebaut  has  every  essential  of  the  Specification.  '  The 
difference  in  mixing  is  immaterial.     The  pulverisation  is  merely  a  matter  of 
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increasing  the  amount  of  surface.  Castle  Smith  had  two  plastic  layers, 
with  a  linen  bag  between  them.  Bender  also  has  a  bag,  otherwise  it  is 
the  same,  except  chalk  for  plaster  of  Paris.  Webb  and  Jensen  say  that  the 
paste  may  be  hard  or  soft.  The  Patentee  claims  broadly  any  galvanic  battery 
with  two  pasty  layers,  so  long  as  the  depolariser  does  not  come  in  contact  5 
with  the  zinc ;  and  the  Patent  is  anticipated.  But  if  the  method  of 
construction  enters  into  the  invention  the  Defendants  do  not  take  it  and  do 
not  infringe. 

Astbury,  K.C.,  replied. — [BUCKLEY,  J. — I  do  not  trouble  you  on  utility  or 
infringement.    The  questions  are  what  the  Patentee  claimed  and  whether  it  10 
was  novel.]    On  the  question  of  construction,  prior  public  knowledge  is  not  only 
material  in  ascertaining  the  meaning, of  the  Specification,  but,  if  the  claim  can 
be  read  in  two  ways,  the  Court  will  not  put  that  construction  on  it  which  makes 
a  person  claim  what  he  is  supposed  in  law  to  know  was  published  before  {Otto 
v.  Linford,  46  L.T.  N.S.  35  ;  Plimpton  v.  Spiller,  L.R.  6  Ch.  D.  412,  at  page  15 
422 ;  Gandy  v.  Reddaway,  2  R.P.C.  49,  at  page  52  ;  Edison  and  Swan  v. 
Woodhouse  and  Rawson,  4  R.P.C.  99,  at  page  107).    In  the  last  two  cases  the 
claims  were  not  construed  so  as  to  include  things  that  it  was  known  would  not 
work.    In  the  present  case  the  claim  is  not  as  wide  as  the  Defendants  contend  it  is ; 
it  is  not  for  afiy  kind  of  battery  with  two  poles  and  two  layers  of  paste  between  20 
them.    First  of  all,  the  concentric  form  of  battery  is  taken,  then  one  paste  is  to 
set,  the  other  is  to  be  a  semi-solid  and  contains  no  inert  materials ;  it  is  to 
contain  only  the  pulverised  depolariser  with  a  hygroscopic  and  an  excitant,  and 
none  of  these  can  be  omitted.    The  battery  was  novel  and  drove  the  only  others, 
the  Hellesen  and  the  Oassner,  out  of  the  market.    The  Patentee  gives  three  indi-  25 
cations  which  ought  not  to  be  set  aside.    First,  both  pastes  are  to  have  excitants 
in  them ;  secondly,  the  carbon  and  manganese  are  to  be  pulverised  and  not 
merely  granulated ;  and,  thirdly,  the  inner  layer  has  no  setting  matter  as  the 
outer  has.    Subject  to  this,  the  depolariser  may  be  varied ;  but  to  get  what  he 
indicates  it  must  be  an  insoluble  powder  ;  the  inner  layer  is  not  to  permeate  30 
the  outer  one.    The  word   "  preferably "  .  must  be  read  with  the  limits  of 
variation  that  are  indicated  by  the  result  which  the  Patentee  says  one  is  to  get 
Up  to  the  date  of  the  Specification  it  was  thought  that  one  must  avoid  a  powder, 
and  the  Patentee  comes  and  tells  one  to  pulverise.     Thiibaut  tells  one  to  pound, 
but  the  Patentee  tells  one  to  pursue  that  to  pulverisation  ;  by  the  addition  of  a  35 
certain  proportion  of  water  it  is  to  form  a  semi-solid.    The  invention  is  the 
improvement  by  small  details  ;  it  does  not  claim  to  give  a  current  for  the  first 
time,  and  I  do  not  dispute  that  Thiibaut  would  give  a  current.    Even  apart 
from  pulverisation,  the  important  feature  of  the  invention  is  not  anticipated. 
The  fact  that  it  was  known  that  one  ought  to  keep  the  depolariser  from  the   40 
zinc  is  in  the  Plaintiffs'  favour.    There  remains  the  fact  that  in  many  attempts 
it  was  not  done.    The  question  is  to  what  extent  people  thought  that  it  was 
desirable,  and  how  far  they  succeeded  in  doing  it.    As  to  novelty,  the  question 
is  whether,  before  seeing  the  Specification,  the  anticipations  would  have  led 
anyone  to  the  invention.    Dr.  Attfield  said  that  the  anticipations  would  not  45 
have  led  him  to  the  invention.    What  was  made  as  Thiibaut  with  the  knowledge 
which  the  Patentee  gives  is  quite  different  from  the  patented  cell ;  there  is  a 
honeycomb  effect.    Castle  Smith  has  none  of  the  Patentee's  points,  and  it  was 
not  a  commercial  success.    It  is  true  he  had  a  paste,  but  not  excitant  or  with  a 
hygroscopic  in  it.    The  Patent  is  for  construction  and  arrangement  involving  50 
four  points,  two  pastes  side  by  side,  an  excitant  in  both,  a  hygroscopic  in  both, 
and  a  depolariser  equivalent  to  pulverised  manganese,  which  will  not  get  into 
the  outer  paste.    Nothing  of  the  kind  is  suggested  in  any  of  the  anticipations. 
Thiibaut  is  a  paper  Patent ;  it  was  merely  experimental,  subsequently  abandoned 
in  his  second  addition.    That  is  not  sufficient  {Carpenter  v.  Smith,  1  Webster  55 
P.O.  530 ;  Jones  v.  Pearce,  1  Webster  P.O.  121).    He  had  not  a  semi-solid  paste 
at  all,  nor  any  provision  for  making  both  pastes  excitant,  nor  any  hygroscopic, 
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nor  'was  his  a  closed  cell.    It  was  a  total  failure.    When  there  is  no  anticipation 
and  subject-matter  is  in  doubt,  it  is  very  important  that  the  Patentee  has  turned 
a  useless  article  into  a  useful  one  {Hay ward  v.  Hamilton,  Griffin's  P.O.  115 ;. 
American  Braided  Wire  Company  v.  Thomson,  5  R.P.C.  113). 
5       Judgment  was  reserved,  and  delivered  on  the  31st  of  January  1902. 

Buckley,  J. — In  this  case  the  issue  is  novelty.  The  real  issue  is  neither 
utility  nor  infringement.  As  to  utility,  the  Plaintiffs'  battery  for  some  reason 
attained  a  commercial  success  never  attained  before  ;  and,  although  it  does  not 
necessarily  follow  from  that  fact  that  his  invention  has  utility,  still  it  goe3  a 

10  long  way  to  show  it. 

As  to  infringement,  Dr.  Attfield  has  analysed  the  Defendants'  battery,  and 
says  that  it  is  made  in  accordance  with  the  Plaintiffs'  prescription  ;  and  upon 
this  he  was  not  cross-examined.  There  is  some  difference  made  by  the  Defen- 
dants in  the  course  of  manufacture,  and  in  the  ingredients  used,  in  that  they 

15  first  surround  the  carbon  electrode  with  a  depolarising  paste,  and  in  the  compo- 
sition of  that  paste  use  tragacanth,  but  there  is  not,  in  my  opinion,  sufficient 
difference  to  relieve  them  from  infringement  if  the  Plaintiffs'  Patent  be  valid. 
The  real  issue  is  novelty  of  the  invention  claimed — I  say  "  claimed,"  because 
even  if  the  Patentee  invented  something,  still,  if  he  has  not- included  it  in 

20  his  claim,  he  has  but  made  a  present  of  it  to  the  world.  In  trying  this  issue 
the  case  in  my  judgment  turns  upon  the  question  whether,  first,  by  the  word 
"  pulverised  "  the  Plaintiffs'  Patentee  has  indicated,  and  insisted  upon,  the  use 
of  an  ingredient  which  can  be  reduced  to  a  powder,  and  has  further  indicated 
something  more  than  would  be  indicated  by  the  word  "  pounded  "  or  "  crushed." 

25  And  if  that  be  answered  in  the  affirmative,  then,  secondly,  whether  he  has- 
claimed  such  pulverisation  as  an  invention  for  which  he  is  to  obtain  protection 
by  his  Patent. 

The  Plaintiffs  sue  upon  a  Patent  of  1890.  At  that  date  the  general  principles- 
of  the  construction  and  arrangement  of  galvanic  batteries  were  well  known. 

30  A  common  form  of  such  batteries  consisted  in  having  a  zinc  cup,  an  excitant  to 
attack  the  zinc  and  produce  energy,  a  carbon  rod  as  the  other  electrode,  and  a 
depolariser  to  prevent  the  falling  off  in  power  of  the  cell  which  would  otherwise 
occur.  The  parent  of  this  type  of  cell  is  the  Leclanche  cell.  In  1890  it  was  well 
known  that  for  success  it  was  desirable  to  have  interposed  between  the  zinc  and 

35  the  carbon  two  layers  of  substance,  through  both  of  which  should  extend  the 
exciting  mixture,  but  through  only  one  of  which,  namely,  that  next  the 
carbon,  should  extend  the  depolarising  agent,  and  that  it  was  necessary  to 
insure  moisture,  so  that  there  might  be  a  wet  path  for  the  current  to 
travel,  and  that  for  this  purpose  a  hygroscopic  was  desirable,  and  that  the 

40  layers  interposed  between  the  zinc  and  the  carbon  might  be  either  liquid,  or 
pasty,  or  porous. 

It  was  known  that  the  space  between  the  zinc  and  the  carbon  might  be  the 
subject  of  occupation  by  either  a  fluid  or  fluids,  or  material  substances  and  a 
fluid.    Where  you  desire  to  have,  as  is  advantageous,  a  battery  whose  contents 

45  will  not  spill,  it  was  desirable  to  have  joint  occupation  by  material  substances 
and  a  fluid,  the  object  of  the  material  being  to  present  the  electrode  in  a  form 
more  or  less  solid — that  is  to  prevent  «it  from  spilling.  Many  ways  had  been 
adopted  for  putting  the  electrolytes  into  a  pulpy  or  semi-solid  state,  such  as  the 
use  of  comminuted  sawdust,  or  sand,  or  fibrous  material,  or  pasty,  or  gummy,  or 

50  phlegmy  matter. 

Taking  the  anticipations  relied  upon  in  their  order  of  date,  I  find  that  in  1880 
Newton  pointed  out  the  objection  to  fluid  batteries  by  reason  of  the  fact  that 
where  the  excitant  is  fluid  its  corrosive  action  causes  inconvenience  should  it  by 
accident  be  spilled,  and  suggested  the  use  of  substances  which  will,  by  reason 

55  of  capillary  attraction  or  by  molecular  adherence,  hold  the  exciting  liquid  in 
suspension.  He  suggested  for  this  purpose  fibrous  material  such  as  asbestos* 
spun  glass,  or  gelatinous  silica.    Thiibaut  by  French  Patents  of  April  and 

o 
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August  1881  suggested  means  to  this  end,  which  all    the  witnesses  agree 
approach  very  nearly  to  that  which  the  Patentee  suggested   in   1890.      The 
differences,  concisely  put,  are :    first,  that   Thiebaut  puts   his  materials  into 
the  dry  cell,  and  subsequently  pours  water  upon   them,  while  the   Patentee 
adds  water  before  putting  the  materials  into  the  cell ;   and,  secondly,  that  5 
Thiibaut  uses  no  hygroscopic,  but  provides  for  the  addition  of  water  from 
time  to  time.     He  uses  no  diaphragm ;  the  two  layers  are  in  contact  the  one 
with  the  other.    The  Plaintiffs1  witnesses  differ  as  to  the  essential  point  of 
difference  between    Thiebaut   and  the  Patentee.     Dr.  Att field  says  that  the 
difference  lies  in  the  fact  that   Thiebaut   does  not,  and,  the   Patentee  does,   \g 
pulverise,  and  that  the  Patentee  adds  water  before  and   Thiebaut  after  the 
materials  are  put  in.    Professor  Sylvanus  Thompson  says  that  pulverisation  is  a 
small  detail  in  the  novelty.    ThiebauVs  Patent  never  led  to  any  commercial  result. 
Webb  and  Jensen  in  1893,  at  page  4,  line  30  of  their  Specification,  suggest  the  use 
of  two  pastes,  and  by  the  word  "  hard  "  as  there  used  I  think  it  plain  that  they  15 
mean  not  solid  but  stiff,  for  they  suggest  the  use  of  a  thin  layer  of  blotting  paper 
to  separate  the  two  pastes  if  they  are  not  sufficiently  hard.    They  employ  plaster 
of  Paris  or  other  substance  containing  sulphate  of  lime.    The  Plaintiffs9  witnesses 
do  not  suggest  that  the  use  of  plaster  of  Paris  was  in  1890  a  novelty  (see  for 
instance  Professor   Thompson,  Q.  194,  and  Dr.  Attfield,  Q.  835).      The  point  «J0 
oi  difference  in  the  case  of   Webb  and   Jensen  is  that    they  suggest    acid 
depolarising  agents.    Bender  in  1888  uses  an  exciting  paste  which  contains  a 
hygroscopic  and  crushed   retort  carbon   and  peroxide   of  manganese    for    a 
depolariser,    and  interposes  between  the  two  a  linen  bag.    The  points    of 
difference  here  are  that  the  depolarising  material  is  put  in  dry,  and  subsequently  25 
wetted,  and  that  there  is  a  diaphragm.    Professor  Thompson,  upon  the  assumption 
that  the  excitant  is  stiff  enough  to  hold  its  position,  finds  no  important  difference 
from  the  Plaintiffs'  construction  except  in  the  presence  of  the  bag.    The  point 
of  novelty  in  the  Plaintiffs'  Specification  in  his  view  is  the  absence  of  a  diaphragm 
and  the  contact  of  the  two  pastes.     Castle  Smith  in  1889  uses  a  phlegmy  matter  30 
for  an  excitant,  and  a  paste  for  a  depolariser,  and  includes  the  latter  in  a  bag. 
The  points  of  difference  here  are  that  the  excitant  is  phlegmy,  not  pasty,  if 
that  be  a  difference,  and  that  there  is  a  diaphragm.    In  this  state  of  general 
knowledge  and  of  alleged  anticipation  the  Patent  sued  upon  was  obtained  in 
January  1890 ;  but  Plaintiffs'  Counsel  do  not  deny  that  the  general  principles,  35 
the  nature  of  the  ingredients,  and  their  application  were  at  that  date  all  well 
known.    The  subject-matter,  they  say,  is  the  successful  application  of  well- 
known  principles.    I  turn  to  the  Specification  to  ascertain  whether  the  invent 
tion  for  which  the  Patentee  claims  a  monopoly  is  a  novel  application  of  well- 
known  principles,  and  to  inquire  what  it  is  exactly  that  he  claims.    In  order  to  gg 
determine  the  exact  meaning  and  limits  of  the  claim  I  ought  not  to  read  the 
olaim  with  which  the  Specification  ^concludes  to  the  exclusion  of  that  which 
precedes  it.    But  reading  the  whole  together  I- ought  to  ascertain  what,  upon 
the  fair  construction  of  the  whole  document,  is  the  claim  which  the  Patentee 
makes.    I  ought  to  include  anything  which  I  can  see  he  fairly  claims  as  his  45 
invention. 

Looking  at  the  Specification  I  find  that  the  invention  is  one  for  construction 
and  arrangement,  and  that  which  is  claimed  is  the  construction  and  arrange- 
ment of  a  battery  having  the  space  between  the  two  electrodes  filled  with  two 
layers,  of  which  each  is  to  be  semi-solid,  or  plastic,  of  which  both  are  to  contain  gg 
the  exciting  agent,  and  only  one,  namely,  that  next  the  negative  electrode,  is  to 
contain  depolarising  agents.  This  is  the  whole  of  the  claim  with  which  the 
Patentee  concludes  ;  but,  fairly  read,  I  do  not  think  that  the  claim  of  the  Patent 
as  a  whole  stops  there.  From  the  body  of  the  Specification  I  think  I  must  add 
this,  that  the  depolarising  layer  is  to  be  made  of  ingredients  of  some  such  sort  5$ 
as  that,  when  mixed  with  two  parts  of  water,  a  semi-solid  will  be  formed,  and 
that  the  depolarising  layer  is  to  contain  some  hygroscopic.    I  get  this  from 
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lines  20  to  24  of  the  Specification.*  I  think  also  I  ought  to  read  into  the  claim 
that  the  exciting  agent  must  be  made  of  some  materials  which  will  set  to  the 
condition  of  a  semi-solid,  so  that  the  temporay  core  can  be  removed  (see  line 
17),f  and  possibly,  although  of  this  I  have  more  doubt,  that  it  is  to  contain  some 
'5  hygroscopic  (see  line  12).J  In  the  above  it  seems  to  me  that  I  have  given  the 
Patentee  everything  which,  upon  the  Specification  fairly  read,  is  included  in  his 
claim.  The  prescriptions  for  preparing  the  two  layers,  except  so  far  as  indicated 
above,  are  not  matters  for  which  the  Patentee  makes  a  claim.  He  does  not 
insist  upon  either  the  materials  which  he  suggests  preferably  for  making  the 

10  exciting  and  depolarising  agents,  or  upon  their  proportions.  On  the  contrary, 
at  lines  26  and  27,  he  expressly  says  that  all  of  these  may  be  varied.  The 
important  feature  of  his  invention,  he  says  (line  27),  is  "the  interposition 
fci  between  the  two  electrodes  of  two  layers  such  as  I  have  above  described." 
Upon  the  evidence  which  has  been  given  before  me  the  Plaintiffs1  cell  is 
15  an  ordinary  Leclanche  cell,  in  which  the  electrolytes  are  in  the  pasty  instead  of 
the  liquid  condition.  Professor  Thompson  says  that  this  is  so  (Question  129), 
adding  that  there  are  small  differences  in  addition  which  make  the  cell  more 
commercial.  The  result  of  the  evidence,  in  my  opinion,  is  that  the  only  points 
of  novelty  which  can  be  pointed  to  are,  first  (if  that  be  a  novelty),  that  there  is 

'20  no  diaphragm  between  the  two  pastes ;  and,  secondly  (if  that  be  the  true 
construction  of  the  Specification),  that  the  depolarising  layer  is  to  be  made  of 
materials  capable  of  being,  and  which  are  to  be,  pulverised.  As  to  the  former 
there  was,  I  think,  in  the  first  place,  no  novelty,  for  Thiebaut  used  no 
diaphragm  in  the  cell  which  he  suggested.     Neither  did  Webb  and  Jensen, 

;25  beyond  suggesting  that  if  the  paste  is  not  sufficiently  hard  the  two  pastes  may 
be  separated  by  a  thin  layer  of  blotting  paper.  And,  further,  the  result  of  the 
evidence  is  that  the  existence  or  non-existence  of  a  diaphragm,  or  bag  of  some 
kind,  is  of  no  substantial  importance.  If  it  be  made  of  muslin,  or  something 
of  sufficiently  open  texture,  a  bag  has  no  appreciable  effect.     Even  if  the 

-80  Patentee  did  for  the  first  time  (as  I  think  he  did  not)  suggest  a  means 
of  escaping  the  bag,  that  would  not  have  been  of  importance  in  the  construction 
of  the  cell.  The  second  point  is  that  upon  which,  in  my  opinion,  the  case 
really  turns,  namely,  whether  the  Plaintiffs*  Patentee  indicated,  and  claimed  as 
his    invention,  the    pulverisation    of    the    materials  to  be  included  in    the 

-35  depolarising  agent.  In  the  construction  of  the  LeclanchS  cell  the  peroxide  of 
manganese  had  been  pounded,  and  the  dust  produced  by  the  crushing  thrown 
away.  It  «eems  at  that  time  to  have  been  thought  that  the  existence  of  fine 
powder  in. the  depolariser  was  a  drawback  and  not  an  advantage.  Thiebaut,  in 
April  1881,  indicated  that  this  was  a  mistake.    He  did  not  say  that  the  whole 

a40  of  the  peroxide  was  to  be  reduced  to  powder,  but  did  say  that  the  dust  produced 
by  crushing  must  not  be  thrown  away  but  utilised  in  the  manufacture.  Upon 
the  evidence  the  better  opinion  seems  to  me,  though  it  is  not,  I  thinly  proved 
as  a  matter  of  fact,  that  complete  pulverisation  is  beneficial.  Tflr.  Swinburne, 
who  was  called  as  a  witness  for  the  Defendants,  said  that  in  his  opinion  the 

45  finer  the  pulverisation  of  this  material  the  better,  and  that  fine  pulverisation 
was  to  him  a  new  suggestion  on  coming  into  this  case.  It  cannot  be  better  put 
for  the  Plaintiffs  than  this,  but  it  is  not,  in  my  opinion,  proved  as  a  matter  of 
fact,  that  the  efficiency  of  the  Plaintiffs'  cell,  in  fact,  results  from  this 
pulverisation.     Professor  Sylvanus  Thompson,  who  was  called  for  the, Plaintiffs, 

•50  describes  the  pulverisation  as  a  "  small  detail  in  the  novelty."  The  substantial 
novelty,  in  his  opinion,  lies  in  having  two  pastes  in  contact,  the  one  with  the 
other.  He  does  not  say,  and  the  result  of  his  evidence  to  my  mind  is  that  he  is 
not  of  opinion,  that  the  success  of  the  Plaintiffs9  battery  is  due  to  pulverisation. 

9  Ante,  page  114,  lines  24  to  26.  t  ^***>  page  1U>  hne  21. 

%  Ante,  page  114,  line  16. 
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Dr.  Attfield  attaches  more  importance  to  the  pulverisation  ;  bnt  he  also  does 
not  say  that  the  Plaintiffs1  success  is  attributable  to  it.  It  may  be  that  it 
is  due  to  some  other  cause,  but  it  may  be,  and  the  better  opinion  upon  the 
evidence  is,  that  the  pulverisation  has,  at  any  rate,  a  good  deal  to  do  with 
it.  I  ask  myself,  however,  did  the  Plaintiffs1  Patentee  tell  the  world  5- 
that  such  pulverisation  was  necessary ;  and  even  if  he  did,  then  did  he 
claim  it  as  part  of  his  invention?  In  my  opinion  he  did  neither.  In 
claiming  the  ingredients  for  the  depolarising  layer  he  says,  not  that  they  are  to 
consist,  but  that  they  may  consist  preferably  of,  amongst  other  tinners,  these 
pulverised  materials.  Did  he  emphasise  "  pulverised "  as  distinguished  from  10* 
"  pounded  "  in  Thiibaut  or  "  crushed  "  in  Bender  ?  I  cannot  say  that  he  did. 
To  pulverise  is,  no  doubt,  to  pound  or  crush  until  you  reduce  to  powder  ;  but 
if  the  Plaintiff  knew,  and  meant  the  public  to  know  that  pounding  to  pulverisa- 
tion was  the  essence  of  the  invention,  in  my  opinion  he  was  bound  to  say  so. 
I -do  not  think  he  did.  If  he  had  meant  to  convey,  and  claim  that  as  his  15- 
invention,  then  at  line  30  I  think  he  ought  to  have  said,  and  would  have  said, 
"  having  intermixed  with  it  pulverised  depolarising  agents  " ;  but  the  word 
"  pulverised "  is  not  there.  Further,  supposing  that  he  has  indicated  that 
pulverisation  is  necessary,  where  does  he  claim  that  as  being  his  invention  ? 
It  is  nowhere  to  be  found  in  the  claim  with  which  the  Specification  concludes,  20 
neither  is  it,  I  think,  fairly  to  be  inferred  from  the  Specification  as  a  whole. 
It  may  be  that  by  the  description  of  his  ingredients  he  has  excluded  acids  as 
depolarisers,  and  indicated  that  you  are  to  take  some  substance  which  is  to  be 
capable  of  forming  a  semi-solid  when  mixed  with  water.  This  may  be  inferred 
from  the  fact  that  the  ingredients  he  suggests  are,  he  says,  to  be  mixed  with  25- 
water  to  form  a  semi-solid,  but  by  the  word  "  preferably  "  prefixed  to  the 
whole  the  Patentee  has,  I  think,  indicated  that  the  pulverisation  to  which  he 
refers  is  not  the  thing  which  he  has  invented,  or  for  which  he  claims  a 
monopoly,  but  something  which  the  person  manufacturing  according  to  his 
Specification  may  insert  or  omit  as  he  finds  advantageous.  Treating  this  30 
Specification  fairly,  and  reading  it  most  favourably  for  the  Patentee,  it  comes,  I 
think,  in  substance,  to  this,  that  he  says  :  "  Use  ingredients  that  will  allow  of 
"  the  creation  of  two  pastes.  I  do  not  bind  you  to  those  ingredients  which  I 
"  suggest.  I  do  not  claim  to  have  invented  the  ingredients  ;  all  I  say  is  use 
"  ingredients  which  will  produce  two  pastes,  and  add  a  hygroscopic  material.  35> 
"  As  a  matter  of  physical  construction  and  arrangement  make  your  battery  in  the 
"  way  I  describe.  I  claim  the  construction  and  arrangement  of  «very  two- 
"  paste  battery  made  in  that  way."  I  think  this  claim  was  too  wide.  It  would 
cover  that  which  was  well  known  at  its  date,  namely,  the  construction  with 
known  materials,  in  a  known  way,  of  a  two-paste  LeclanchS  battery.  40 

I  decide  this  case  upon  the  ground  that  there  is  no  novelty  in  the  invention 
claimed,  and  that  the  claim  is  too  wide.  Being  of  this  opinion  I  hold  the 
Patent  invalid,  and  dismiss  the  action  with  costs. 
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In  the  High  Court  of  Justice.— Chancery  Diviscon. 


Before  Mr.  Justice  Joyce. 


December  18th  and  20th,  1901. 

* 

Bradford  Dyers'  Association,  Ld.  v.  Bury. 
5  Bradford  Dyers'  Association,  Ld.  v.  Wiltjams. 

.  Patent. — Actions  for  infringement. — Judgment  for  Defendants. — Taxation 
of  costs. — Costs  of  three  Counsel  allowed-. 

•  In  the  above-mentioned  Patents  actions  judgment  was  given  by  JOYCE,  J., 
for  the  Defendants  with  costs  (18  RJP.C.  161  and  229 ;  affirmed  19  R.P.C. 

.10  pages  1  and  8).  On  the  taxation  of  costs  the  Plaintiffs  took  Objections  in  the 
first-mentioned  action  to  the  taxation  by  the  Master  of  the  Defendants'  bill  of 
costs  as  follows  :— (1)  to  an  amount  allowed  for  instructions  for  brief,  Ac. ; 
(2)  to  an  amount  allowed  for  fees  paid  to  «/.,  K.C. ;  (3)  and  (4)  to  amounts 
allowed  for  the  fees  and  expenses. of  expert  witnesses.    They  also  took  an 

15  Objection  in  the  second  action  to  an  amount  allowed  for  instructions  for  brief, 
&c,  in  the  second  action.  In  regard  to  (2)  the  reasons  were  as  follows  :— 
•*  The  brief  to  Mr. «/.,  K.C,  and  subsequent  fees  paid  to  him,  together  with 
44  the  charges  for  the  copies  of  documents  for  his  use,  should  be  disallowed.  It  is 
"  submitted  that  this  case,  involving  merely  the  construction  of  a  Specification, 

20  *4  was  not  a  case  involving  extraordinary  complication  and  difficulty,  and  within 
"  the  rule  laid  down  by  Turner,  L.J.,  in  Pearce  v.  Lindsay  (1  D.  F.  &  3.  573), 
44  nor  cati  it  be  contended  that  it  was  essentially  necessary  for  the  purpose  of 
"  doing  justice  to  the  case  that  three  Counsel  should  be  employed,  inasmuch 
44  as  Counsel  were  not  overweighted  with  the  material  necessary  to  the  contention 

25  "  set  up  by  the  Defendants  that  no  infringement  of  the  Patent  had  taken  place." 

The  Master  by  his  answers,  after  stating  that  it  had  been  agreed  that  (the 

same  parties  having  to  pay  and  receive  in  both  cases)  on  the  consideration  of 

such  items  as  Instructions  for  Brief,  Allowances  to  Witnesses,  &c,  the  two 

actions  should  be  considered  together,  disallowed  all  the  Objections,  and  in  regard 

90  to  (2)  said  : — "  In  my  opinion  this  case  fulfils  the  requirements  laid  down  by 
44  various  decisions  necessary  to  justify  the  employment  of  a  third  Counsel, 
"  viz.,  amount  at  stake ;  commercial  importance ;  number  of  witnesses ; 
44  intricacy  and  difficulty ;  length  of  time.  Inasmuch  as  the  Plaintiffs'  claim 
"  if  successful  would  have  meant  a  monopoly  of  a  very  large  part  of  the  textile 

35  44  manufactures  in  this  country,  the  amount  at  stake  and  commercial  importance 
"  cannot  be  questioned ;  the  number  of  witnesses  amounted  to  fifteen,  and 
".  included  the .  foremost  scientific  names  in  the  country,  and  the  number  of 

P 
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"  exhibits  referred  to  by  them  to  58  ;  the  intricacy  and  difficulty  is  seen  by  a 
"  reference  to  the  shorthand  notes  of  the  evidence,  and  the  case  occupied  five 
"  days,  and  would  have  occupied  a  longer  time  had  not  a  shorthand  note  of  the 
"  evidence  been  taken  and  printed,  the  costs  of  which  were  certified  for  by  the 
"  learned  Judge.  In  my  opinion  under  the  decision  of  Kirkwood  v.  Webster  5 
"  (L.R.  9  CD.  242)  a  Defendant  is  entitled  to  consider  the  strength  of  the  forces 
"  employed  against  him,  and  whether,  having  regard  to  that  consideration, 
"  with  common  prudence  he  should  go  into  Court  without  three  Counsel,  and 
"  if  the  case  fulfils  the  various  requirements  laid  down  which  I  have  already 
"  commented  upon  the  third  Counsel  should  be  allowed.  The  case  of  Pearce  ▼.  jfl 
"  Lindsay  referred  to  in  this  objection  does  not  appear  to  me  to  affect  this 
"  point,  it  not  being  a  witness  action  but  a  question  of  a  third  or  additional 
"  Counsel  on  an  appeal.  I  cannot  agree  with  the  suggestion  in  the  Objection 
"  that  the  case  merely  involved  the  construction  *  of  a  Specification,'  as  it  is  at 
"  variance  with  the  course  the  case  took  and  the  remarks  made  by  the  learned  15 
"  Judge  at  the  trial." 

Moulton,  K.C.,  and  Cole/ax  (instructed  by  H.  E.  Warner  A  Co.,  agents  for 
Mumford,  Johnson  A  Co.,  Bradford)  appeared  for  the  Applicants ;  T.  Terrell, 
K.C.,  and  J.  C.   Graham   (instructed    by    Patersons,   Snow,  Bloxam,  and 
Kinder,  agents  for  Wilson,  Wright,  and  Wilson,  Manchester)  appeared  for  the  20 
Respondents. 

Cole/ax  for  the  Applicants. — It  is  submitted  that  this  is  not  a  case  in  which 
the  costs  of  three  Counsel  should  have  been  allowed.  Practically  the  question 
in  the  action  was  only  one  of  construction.  Kirkwood  v.  Webster  (L.R.  9 
Ch.  D.  239),  to  which  the  Taxing  Master  refers,  was  a  very  different  case.  25 
The  costs  of  three  Counsel  should  only  be  allowed  in  exceptional  cases  (Pearce 
v.  Lindsay,  1  D.  F.  &  J.  573 ;  Smith  v.  Butler,  L.R.  19  Eq.  473).  There  has 
been  no  recent  Patent  case  of  this  length  in  which  such  costs  have  been  allowed. 
The  other  items  objected  to  are  excessive. 

Terrell,  E.C.,  for  the  Respondents. — As  regards  all  the  items  objected  to,  the  30 
questions  raised  are  matters  for  the  discretion  of  the  Taxing  Master.  The  first 
action  was  one  in  which  three  Counsel  ought  to  be  allowed.  {Pneumatic  Tyre 
Company,  Ld.  v.  Ixion  Patent  Pneumatic  Tyre  Company,  Ld.  (14  R.P.C.  853)  ; 
Incandescent  Gas  Light  Company,  Ld.  v.  De  Mare  Incandescent  Gas  Light 
System,  Ld. ;  and  Same  v.  Sunlight  Gas  Lamp  Company,  Ld.  (13  R.P.C.  pages  35 
36l,  347) ;  and  Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Wapshare  Tube 
Company,  Ld.  (17  R.P.C.  433)  were  referred  to,  and  a  list  of  recent  Patent 
cases  in  which  the  costs  of  three  Counsel  had  been  allowed  was  handed  up  to 
the  learned  Judge.] 

Moulton,  E.C.,  in  reply. — The  case  was  not  a  difficult  one,  and  if  three  40 
Counsel  are  allowed  in  it  they  must  be  allowed  in  all  Patent  actions. 

Judgment  was  reserved,  and  delivered  on  the  20th  of  December  1901. 

JOYCE,  J. — This  is  an  application  to  vary  the  Taxing  Master's  Certificate  in 
the  two  cases  of  the  Bradford  Dyers'  Association  v.  Bury  and  the  Bradford 
Dyers*  Association  v.  Williams.    There  were  three  Objections  which  had  to  be  45 
considered  before  me  :  first,  to  the  amount  allowed  by  the  Taxing  Master,  after 
some  reduction,  to  the  solicitor  of  the  Defendants  for  instructions  for  the  brief ; 
and,  secondly,  to  the  fee  allowed  to  Sir  Frederick  Bramwell  for  preparing  to 
give  evidence  and  so  on.    There  was  also  an  objection  in  respect  of  the  allowance 
to  the  Defendants  of  three  Counsel  on  the  hearing.    With  respect  to  what  was  50 
allowed  for  instructions  for  brief,  and  for  the  fee  to  the  expert  for  preparing  to 
give  evidence  and  so  on,  it  appears  to  me  that  those  were  matters  peculiarly 
within  the  discretion  of  the  Taxing  Master,  and  after  considering  the  very 
important  question  in  the  action,  and  after  looking  into  the  papers  in  order  to 
refresh  my  memory,  although  I  confess  that  the  reasons  of  the  Taxing  Master  55 
are  not,  in  my  opinion,  very  happily  expressed,  yet  on  the  whole  I  see  no 
reason  for  supervising,  in  any  way,  the  exercise  of  his  discretion  in  this  particular 
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case  as  to  those  two  amounts.    Therefore  I  decline  to  vary  the  Certificate  as  to 
those. 

Then  there  remains  the  point  with  reference  to  the  three  Counsel  allowed  to 
the  Defendants.  I  do  not  think  that  stands  quite  on  the  same  footing  as  the 
5  other.  I  doubt  whether  it  is  so  much  within  the  discretion  of  the  Taxing 
Master,  but,  having  looked  into  the  papers  again,  and  remembering  what  I  do 
of  the  case,  I  have  come  to  the  conclusion  that  I  myself,  if  it  had  come  before 
me  in  the  first  instance,  should  have  allowed  three  Counsel,  and  I  agree  with 
the  Taxing  Master  in  what  he  has  done  in  respect  to  that.  Therefore  I  dismiss 
10  the  summons  with  costs. 


In  the  High  Court  of  Justice.— Chancery  Division. 


Be/ore  Mr.  Justice  Eekewich. 


January  14th  and  24th,  1902. 


Wool,  Hide,  and  Skin   Syndicate,  Ld.  v.  Henry  Robert  Riches. 

15  Patent. — Application  for  grant  by  R.,  the  inventor,  and  W.,  the  purcJiaser  of 
an  invention. — Threat  by  R.  to  withdraw  from  and  abandon  tlie  application. — 
Action  to  restrain  R.  from  so  doing. — Injunction  awarded  by  consent. 

On  the  16th  of  August  1900  a  joint  application  for  a  grant  of  Letters  Patent 
for  a  certain  invention  was  made  by  Henry  Robert  Riches  (the  inventor)  and 

20  the  Wool,  Hide,  and  Skin  Syndicate,  Ld.  (to  whom  Riches  had  agreed  to  sell 
the  invention).  The  number  14,727  was  given  to  the  application.  Subsequently 
the  Syndicate  went  into  liquidation,  and  George  Deas  was  appointed  liquidator. 
Disputes  having  arisen  between  Riches  and  the  Syndicate,  the  former  in 
January  1902  threatened  to  withdraw  from  the  joint  application  and  to  abandon 

25  the  same  so  far  as  he  was  personally  concerned.  The  result  of  an  abandonment 
of  the  application  would  have  been  that  in  a  few  weeks  the  invention  would 
have  become  public  property. 

The  Syndicate  and  another  Company  which  had  acquired  its  assets  thereupon 
commenced  an  action  against  Riches,  and  moved  ex  parte  on  the  14th  of 

30  January  1902  for  an  interim  injunction  to  restrain  Riches  from  abandoning  or 
withdrawing  the  application.  Mr.  Justice  KEKBWICH  adjourned  the  motion 
for  the  Comptroller  to  be  present.  The  motion  came  on  again  later  in  the 
same  day. 

P  2 
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G.  F.  Hart  (instructed  by  Watson  and  Watson)  appeared  for  the  Plaintiffs  ; 
R.  J.  Parker  appeared  for  the  Comptroller. 

Hart  for  the  Plaintiffs  asked  for  an  injunction  as  above  stated. 

Parker  for  the  Comptroller. — This  application  is  quite  novel.  The  principle 
on  which  the  Patent  Office  acts  is  that  no  man  can  be  forced  to  take  a  grant.  5 
A  Patent  may  be  granted  to  the  inventor  and  another  person  ;  but  none  can  be 
granted  where  the  true  and  first  inventor  refuses  the  grant.  Technically  there 
is  no  such  thing  as  withdrawal  of  an  application  ;  it  is  only  failure  to  proceed. 
[Kekbwich,  J. — Suppose  that  I  grant  an  injunction  and  still  the  Applicant 
withdraws  ?]  Nothing  is  done  further  when  an  Applicant  intimates  that  he  10 
does  not  proceed.  But  unless  he  intimates  a  change  of  mind,  or  unless  there 
were  a  decision  that  he  must  take  a  Patent,  the  time  for  a  grant  would  simply 
lapse. 

KEKEWICH,  J. — After  what  has  been  said  there  is  no  need  to  restrain  the 
Comptroller,  but  I  must  grant  the  injunction  against  Riches.  15 

An  injunction  was  accordingly  granted  against  the  Defendant  Riches  until  the 
following  Friday,  with  leave  to  give  short  notice  of  motion  for  that  day. 

The  Plaintiffs  thereupon  sexved  notice  of  motion  for  an  injunction,  until  trial 
or  further  Order,  to  "  restrain  the  Defendant,  Henry  Robert  Riches,  his  servants 
44  and  agents,  from  abandoning  or  withdrawing  the  joint  application  for  Letters  20 
44  Patent  dated  the  16th  of  August  1900,  and  numbered  14,727,  or  doing  any 
44  act  or  taking  any  step  to  prevent  the  sealing  or  issue  of  the  said  Letters 
44  Patent." 

On  the  24th  of  January  this  motion  came  on  for  hearing,  when  the  Defendant, 
Riches,  appeared  in  person.  25 

Hart.— The  Defendant  is  here  and  consents  to  an  injunction,  and  we  have 
arranged  with  the  Comptroller  that  the  Patent  shall  be  sealed  and  shall  be  given 
out  to  a  Patent  Agent  agreed  upon  between  the  parties. 

Kekbwich,  /.—Very  well. 

The  Order  as  drawn  up  was  (omitting  formal   parts)   as  follows : — 4<  The  30 
44  Plaintiffs,  by  their  Counsel,  and  the  said  Defendant,  Henry  Robwt  Riches, 
44  personally,  consenting  to  this  Order,  and  George  Deas,  the  liquidator  of  the 
44  Wool,  Hide,  and  Skin  Syndicate,  Ld.,  personally  undertaking  to  abide  by  any 
44  Order  which  this  Court  may  make  as  to  damages,  in  case  this  Court  shall  be 
44  of  opinion  that  the  Defendant  shall  have  sustained  any  by  reason  of  this  35 
"  Order  which  the  Plaintiffs  ought  to  pay,  and  having  signed  the  Registrar's 
44  book  accordingly,  this  Court  doth  order  that  the  Defendant,  Henry  Robert 
44  Riches,  his  servants  and  agents,  be  restrained,  until  judgment  in  this  action  or 
44  further  Order,  from  abandoning  or  withdrawing  the  joint  application  for 
44  Letters  Patent  dated  the  16th  of  August  1900,  and  numbered  14,727,  or  from  40 
44  doing  any  act  or  from  taking  any  steps  to  prevent  the  sealing  or  issue  of  the 
44  said  Letters  Patent." 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  JUSTICE  KEKEWICH. 
November  25th,  26th,  27th,  and  28th,  1901. 

* 

Bass  Ratcliff  &  Gretton,  Ld.  v.  John  Davenport  &  Sons* 
5  Brewery,  Ld., 

and 

In  the  Matter  of  the  Registered  Trade  Marks  of  Bass  Ratcliff  & 

Gretton,  Ld. 

Registered  Trade  If  arks.— Action  for  infringement  and  breach  of  agreement. 
10  —Resemblance    of   Defendants    device    to    Plaintiffs'1    Trade  Mark.— Action 
dismissed. — Motion  to  rectify.  —Tra/e  Marks  ordered  to  be  expunged. 

In  1876  Bass  &  Co.  registered  a  label  for  beer  on  which  was  (inter  alia)  the 
device  of  a  diamond  and  the  ivords  "Trade  Mark"  upon  such  device.  They 
subsequently  registered  the  device  of  a  diamond  with  tlie  words  "  Trade  Mark  " 

15  upon  it  as  a  separate  mark,  and  in  1883  Bass,  Ratcliff  &  Gretton,  Ld.,  who 
had  succeeded  to  the  business  of  Bass  &  Co.,  registered  the  device  of  a  diamond 
without  tJie  words  "  Trade  Mark"  on  it.  'This  device  was  registered  in  black, 
t/ie  other  diamonds  being  coloured  red.  All  these  Trade  Marks  were  registered 
as  old  marks.    In  1900  Bass,  Ratcliff  &  Gretton,  Ld.  (hereinafter  called  the 

20  Plaintiffs)  commenced  an  action  against  John  Davenport  &  Sons'  Brewery, 
Ld.  (hereinafter  called  the  Defendants)  to  restrain  them  from  using  a  red 
diamond  upon  their  shoiv  cards.  TJiis  action  was  abandoned  upon  an 
agreement  being  entered  into  by  the  Defendants,  in  consideration  of  the 
payment  to  them  of  2501.,  to  withdraw  their  show  cards  and  not  to  use  a 

25  geometrical  figure  of  a  diamond  in  any  fort  n  ivhutccer  in  the  future.  Finding 
that  the  Defendants  were  using  upon  their  show  cards  a  device  which  the 
Plaintiffs  contended  was  a  diamond  with  two  of  the  corners  squared,  the 
Plaintiffs  commenced  a  second  action  against  them      The  Defendants,  among 
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other  things,  alleged  ttiat  the  Plaintiffs'  agent  liad  sanctioned  their  new  device 
at  the  time  of  the  above-mentioned  agreement,  which  the  Plaintiffs  denied. 

Held,  that  the  Defendants'  device  was  ivit  an  infringement  of  ths  Plaintiff's 
diamond,  and  the  action  was  dismissed  with  costs. 

The  Defendants  also  moved  to  rectify  the  Register  of  Trade  Marks  by  striking  5 
off  the  Trade  Marks  on  which  the  Plaintiffs  relied  in  their  action  and  certain 
other  Trade  Marks,  including  the  label  registered  in  1876,  on  tlte  ground  {among 
others)  that  the  device  of  a  diamond  was  common  to  the  trade  at  tJte  date  of  the 
registration  of  the  Plaintiffs'  Trade  Murks,  and  that  the  registered  label  was 
calculated  to  deceive  because  by  putting  the  words  "Trade  Mark"  on  the  1C 
diamond  tltere  was  a  statement  to  the  public  that  what  was  claimed  as  the 
Trade  Marl:  was  the  diamond  and.  nothing  else,  although  the  wliole  label  was 
registered,  and  t/tat  this  was  deceptive. 

Held,  that  the  Defendants'  motions  succeeded  on  both  Ok  above  grounds,  and 
an  Order  for  rectification  was  made  with  costs.  15 

In  the  Matter  of  the  Registered  Trade  Marks  of  the  Apollinarig  Company 
(8  R.P.G.  13?  ;  L.R.  (1891)  S  Ch.  186),  followed. 

On  the  1st  of  January  1870  Bass  &  Co.  registered  under  No.  2  for  Burton 
ales,  brown  beers  and  stouts,  the  subjoined  Trade  Mark,  18  years  user  before 
the  31st  of  December  1875  being  claimed.  20 


On  the  17th  of  January  187(1  Bast  &  Co.  registered  under  No.  515  for  Barton 
ales,  brown  beers  and  stouts,  the  subjoined  Trade  Murk,  11  years  user  before 
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the  15th  of  January  1876  being  claimed.    This  mark  as  deposited  for  regis- 
tration was  coloured  red,  and  so  appears  upon  the  Register. 


On   the    24th  of  March    1883  -Baas,    Ratdiff  A    Gretton,  Ld.t    who    had 
succeeded  to  the  business  of  Bass  A  Co.  applied  to  register  under  No.  31,837  for 
5  beer  the  subjoined  Trade  Mark,  25  years  user  before  the  22nd  of  March  1883 
being  claimed. 


This  mark  as  deposited  for  registration  and  as  it  appears  upon  the  Register, 
was  and  is  as  above.  Bass,  Ratcliff  A  Oretton  also  registered  a  number  of 
other  labels  comprising  the  device  of  a  solid  diamond,  but  it  is  not  deemed 

10  necessary  to  reproduce  them  here  for  the  purpose  of  this  report.  In  March  1900, 
Bass,  Ratcliff  A  Oretton  (who  are  hereinafter  referred  to  as  the  Plaintiffs) 
discovered  that  John  Davonport  A  Son's  Brewery,  Ld.,  carrying  on  bnsiness  at 
Birmingham  (hereinafter  referred  to  as  the  Defendants)  were  using  in  the 
course  of  their  business,  though  not  upon  the  bottles  or  casks  of  their  beer,  the 

15  device  of  a  solid  diamond  which  was  sometimes  coloured  red.  After  some 
correspondence   the   Plaintiffs  commenced  an  action  against  the  Defendants 
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claiming  an  injunction  to  re 
but  on  the  24th  of.  Septeml 
Plaintiffs,  through  their  Birm 
that  date,  and  the  action  wi 


"  We  beg  to  acknowledge  the 
•'  and  fifty  pounds),  and  in  oc 
"  whole  of  our  show  cards  un 
•'  take  out  this  mark  from  i 
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"  -will  also  undertake  not  to  use 'a  geometrical  figure  of  a  dipmond  in  any  form 
'•  whatever  in  the  future."  Subsequently  the  Defendants  began  to  use  in  the 
centre  of  a  show  card  a  certain  design  in  red  with  the  word  "Famous"  on 
such  design.     One  of  such  show  cards  is  shown  (on  a  reduced  scale)  below. 


into  refusing  to  discontinue  it 
the  Plaintiffs  commenced  ail  action  against  the  Defendants  to  restrain  them 
from  infringing  their  Trade  Marks  (Nos.  915  and  31,837),  and  from  committing 
a  breach  of  the  agreement  of  the  ~Atk  of  September  1900. 
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By  their  Statement  of  Claim  the  Plaintiffs  alleged  :— (3)  The  Plaintiffs  and 
their  said  predecessors  in  business  have  for  42  years  last  past  and  upwards  used 
and  still  use  the  said  device  of  a  diamond  in  connection  with  beer  of  their 
brewing  as  a  Trade  Mark  to  distinguish  such  beer  from  all  other  beer,  and  the 
said  device  when  so  used  is  and  has  been  generally  coloured  red  or  brown,  and  5 
the  Plaintiffs  and  their  predecessors  for  a  like  period  have  used  the  said  device 
so  coloured  upon  show  cards,  invoices,  bill  heads,  window  plates,  issued  or 
circulated  by  them,  in  connection  with  their  beer.    (4)  The  Plaintiffs  said  beer 
is  very  frequently  called  and  ordered  as  "  Diamond  Beer,"  and  the  device  of  a 
diamond  and  the  name  "  Diamond  "  when  used  in  connection  with  beer  have  10 
been  for  many  years  generally  understood  by  the  trade  and  public  as  denoting 
beer  brewed  by  the  Plaintiffs  and  their  said  predecessors  and  no  other  beer. 
(5)  If  the  device  of  a  diamond  were  allowed  to  be  used  upon  or  in  connection 
with  the  sale  of  any  beer  not  brewed  by  the  Plaintiffs,  it  would  lead  to  such- 
last-mentioned  beer  being  sold  and  passed  off  as  and  for  beer  of  the  Plaintiffs*  15 
brewing.    (6)  The  Defendants  carry  on  the  business  of  brewers  at  Birmingham. 
(7)  The  Defendants  have  infringed  the  Plaintiffs'  Trade  Hark  in  manner 
following,  that  is  to  say,  they  have  used  upon  their  casks  and  labels  for  the 
bottles  of  their  beers,  and  upon  show  cards  and  advertisements  of  such  beers,  a 
device  of  a  diamond  which  is  a  colourable  imitation  of  the  Plaintiffs'  Trade  90 
Mark  ;  but  the  Plaintiffs  are  unable,  without  interrogating  the  Defendants  and 
obtaining  discovery  of  their  books  and  documents,  to  give  any.  further  particu- 
lars of  such  user.    The  Defendants'  said  Trade  Mark  so  used  by  them  differs 
from  the  Plaintiffs'  Trade  Mark  only  in  this,  that  it  has  a  bar  with  rectangular 
corners  at  the  lateral  ends  of  the  diamond,  and  the  word  "  family  "  printed  in  25 
the  corner  of  the  said  diamond.    (8)  In  or  about  the  month  of  March  1900,  the 
Plaintiffs  discovered  that  the  Defendants  were  using  in  connection  with  their 
business  the  Trade  Mark  of  a  diamond,  whereupon  on  the  23rd  of  August  1900, 
the    Plaintiffs  issued  a  writ  against  the  Defendants  claiming  an  injunction 
restraining  the  use  of  the  said  diamond.    (9)  On  the  24th  of  September  1900,  30 
the  Defendants  by  an  agreement  in  writing  in  consideration  of  the  Plaintiffs 
paying  to  them  the  sum  of  250/.  to  cover  the  cost  of  their  stock  of  show  cards 
and  enamel  plates  bearing  the  diamond  complained  of,  and  in  consideration  of 
the  Plaintiffs  discontinuing  their  action,  agreed  and  undertook  to  withdraw  the 
whole  of  their  show  cards  and  enamel  plates  bearing  the  diamond  mark,  and  to  35 
take  out  the  said  diamond  from  all  their  advertisements  as  soon  as  possible,  and 
also  further  undertook  not  to  use  a  geometrical  figure  of  a  diamond  in  any  form 
whatever  in  the  future.    (10)  In  breach  of  the  said  agreement  and  undertaking 
the  Defendants  in  or  about  the  month  of  November  1900,  began  to  use  the  said 
mark  herein  complained  of.      (11)  The  user  by  the  Defendants  of  the  said  40 
diamond  complained  of  in  paragraph  7  hereof  is  calculated  to  deceive  the  trade 
and  the  public,  and  to  lead  to  beers,  ales,  and  stout  of  the  Defendants'  brewing 
being  sold  as  and  for  those  of  the  Plaintiffs. 

The  Statement  of  Defence  was  as  follows : — (1)  The  Plaintiffs'  Trade  Mark, 
No.  915  in  the  Statement  of  Claim  mentioned,  was  registered  in  respect  of  45 
u  Burton  ales  "  only,  their  registration  in  respect  of  "  Brown  beers  and  stouts  " 
being  numbered  916.  Both  the  said  marks,  Nos.  915  and  916,  and  also  the 
Trade  Mark,  No.  31,837  in  the  Statement  of  Claim  mentioned,  were  wrongfully 
registered,  and  the  Defendants  are  now  applying  for  the  rectification  of  the 
Register  in  respect  thereof.  (2)  The  Defendants  admit  that  the  device  of  a  50 
diamond  without  any  wording  or  design  thereon  has  for  some  time  past 
appeared  on  some  of  the  trade  documents  and  window  plates  used  or  issued  by 
Plaintiffs,  though  this  only  became  known  to  the  Defendants  very  recently,  but 
save  as  aforesaid  they  do  not  admit  any  of  the  statements  contained  in  paragraph  3 
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of  the  Statement  of  Claim.  In  particular  they  deny  that  the  use  of  a  diamond 
distinguishes  the  Plaintiffs'  beer  from  any  other  beer.  (3)  The  Defendants  do  not 
admit  that  the  Plaintiffs9  beer  ever  has  been  or  is  called  or  ordered  as  "  Diamond 
"  Beer."  If  however,  the  same  ever  has  been  so  called  or  ordered,  the  term 
5  "  Diamond  Beer  "  has  been  employed  solely  for  the  purpose  of  distinguishing 
certain  kinds  of  the  Plaintiffs'  beer  from  other  kinds  of  the  Plaintiffs'  beer  not 
sold  in  connection  with  any  diamond  mark,  and  not  for  the  purpose  of  dis- 
tinguishing the  Plaintiffs'  beer  from  the  beer  of  other  brewers.  The  Defendants 
deny  that  the  device  of  a  diamond,  or  the  name  "  Diamond  "  when  used  in  con- 
10  nection  with  beer  ever  has  been  or  is  understood  by  the  trade  or  the  publio  as 
denoting  beer  brewed  by  the  Plaintiffs  or  their  predecessors,  and  no  other  beer. 
The  said  device  and  name  have  in  fact  been  used  for  many  years  past  in  con- 
nection with  the  beer  of  brewers  other  than  the  Plaintiffs  and  their  predecessors 
in  business.  (4)  The  Defendants  deny  that  if  the  device  of  a  diamond  were 
15  allowed  to  be  used  upon  or  in  connection  with  the  sale  of  any  beer  not  brewed 
by  the  Plaintiffs,  it  would  lead  to  such  last-mentioned  beer  being  sold  or  passed 
°ff  as  or  for  beer  of  the  Plaintiffs'  brewing.  The  device  of  a  diamond  has  in 
£*<>t  been  used  for  many  years  past  in  connection  with  the  sale  of  beer  not 
brewed  by  the  Plaintiffs,  but  brewed  by  various  other  firms  without  any  con- 
j^ipn  or  deception  taking  place.  (5)  The  Defendants  deny  that  they  have 
^'ringed  the  Plaintiffs'  Trade  Marks  or  any  of  them  in  the  manner  stated  in 
a^*^£raph  7  of  the  Statement  of  Claim,  or  at  all.  The  Defendants  have  used 
4QcZ  olxq  using  upon  some  of  their  show  cards  and  advertisements,  but  not  upon 
/fajx?  casks  or  labels,  nor  otherwise  on  their  goods,  a  device  which  is  not  used 
Trade  Mark,  and  which  is  not  a  diamond  nor  a  colourable  or  any  imitation 
r  Trade  Mark  of  the  Plaintiffs,  and  which  has  the  word  "  Family  "  in  the 
i  thereof.  The  Plaintiffs  are  not  entitled  to  complain  thereof  both  because 
me  is  not  calculated  to  deceive,  and  also  because  the  Plaintiffs  approved 
use  thereof.  Save  as  aforesaid  the  Defendants  do  not  admit  any  of  tho 
ents  contained  in  paragraph  7  of  the  Statement  of  Claim.  (6)  The 
dants  never  heard  of  the  Plaintiffs  or  their  predecessors  having  registered 
d  any  device  of  a  diamond  in  any  way  in  connection  with  their  business 
receipt  of  a  letter  from  the  Plaintiffs  dated  the  8th  day  of  March  1900. 
efendants  had  at  that  time  been  using  for  nearly  four  years  on  their  show 
and  advertisements  though  not  as  a  Trade  Mark,  and  not  on  their 
,  the  device  of  a  diamond  placed  horizontally  and  not  vertically  (as  the 
jiffs'  diamond  is  used),  and  having  the  word  "  Family  "  inscribed  thereon, 
efendants  throughout  used  the  said  device  bond  fide  and  in  ignorance  of 
-laintiffs'  mark,  and  no  confusion  or  deception  occurred.  The  Defendants 
t  admit  that  the  Plaintiffs  first  discovered  their  user  aforesaid  in  March 
but  on  or  about  the  9th  of  March  1900  they  received  from  the  Plaintiffs 
aid  letter  dated  the  8th  of  March,  and  a  correspondence  took  place  in 
the  Defendants,  while  expressing  their  willingness  to  discontinue  the  use 
diamond,  if  compensated  by  the  Plaintiffs  for  the  loss  to  which  they 
be  put,  denied  the  Plaintiffs'  right  to  require  them  so  to  do,  and  refused 
so  unless  compensated  as  aforesaid.  Shortly  after  the  issue  of  the  writ 
~  to  in  paragraph  8  of  the  Statement  of  Claim,  the  Plaintiffs  invited  the 
dants  to  reopen  the  negotiations,  which  the  Defendants  consented  to  do 
Iter  further  discussions  had  taken  place  the  dispute  was  settled  on  the 
of  September  1900,  in  the  course  of  an  interview  of  that  date 
Plaintiffs  paying  the  Defendants  the  sum  of  2502.  by  way  of 
T^I^Qnsation  for  loss  and  receiving  from  them  a  letter  of  that  date  to  which 
to  t?~  efendants  desire  to  refer.  The  said  letter  contains  no  reference  whatever 
***^  Plaintiffs  discontinuing  their  former  action,   and    was    not  given  in 
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consideration  of  their  so  doing  as  will  appear  from  the  said  letter.  Prior  to  such 
settlement  the  Defendants  showed  to  the  Plaintiffs'  representative  the  device 
which  they  proposed  to  adopt  in  place  of  the  diamond,  and  offered  to  let  the 
settlement  stand  over  in  order  that  he  might  discuss  such  device  with  the 
Plaintiffs,  but  he  stated  that  this  was  unnecessary  as  he  had  instructions  to  5 
settle  the  dispute  and  approved  of  the  said  device  ;  and  the  said  settlement  was 
come  to  on  the  footing  distinctly  understood  by  both  sides  that  the  said  device 
would  be  used  by  the  Defendants,  and  that  this  would  not  be  objected  to  by  the 
Plaintiffs.  Save  as  aforesaid  the  Defendants  do  not  admit  any  of  the  statements 
contained  in  paragraph  9  of  the  Statement  of  Claim.  (7)  The  Defendants  had  10 
used  the  said  device  experimentally  in  advertisements  in  June  and  July  1900, 
and  they  continued  to  use  the  same  after  the  said  settlement  in  advertisements 
and  show  cards,  but  (as  hereinbefore  stated)  they  have  never  used  the  same  on 
their  goods.  In  accordance  with  the  said  settlement  the  Defendants  have  given 
up  the  use  of  a  diamond  altogether  and  have  no  intention  of  resuming  it,  and  15 
they  deny  that  the  use  of  the  device  aforesaid  was  in  any  way  a  breach  of  the 
agreement  contained  in  the  said  letter  of  the  24th  of  September  1900.  (8)  The 
user  by  the  Defendants  of  the  said  device  complained  of  by  the  Statement  of 
Claim  (which  is  not  a  diamond)  is  not  calculated  to  deceive  and  cannot  deceive 
anyone.  Even  when  the  Defendants  were  using  a  diamond  over  a  period  of  20 
more  than  four  years  no  one  was  deceived  by  it,  nor  has  anyone  been  deceived 
by  the  user  of  diamonds  for  much  larger  periods  by  other  firms  of  brewers. 
(9)  The  Defendants  have  not  sold  any  beers  under  the  mark  complained  of,  and 
the  user  thereof  in  advertisements  and  show  cards  as  aforesaid  has  not  affected 
and  will  not  affect  the  Plaintiffs  in  any  way  whatever.  (10)  Apart  from  any  25 
other  defences,  the  Defendants  submit  that  the  Plaintiffs  are  not  now  entitled  to 
complain  of  the  said  device  after  the  same  has  been  approved  by  their  repre- 
sentative, and  the  Defendants  have  incurred  expense  in  connection  with  such 
device  in  reliance  on  such  approval. 

The  reply  was  as  follows  :— (1)  The  Plaintiffs  join  issue  upon  the  Defence  30 
save   so  far  as  the  same  consists  of  admissions.     (2)  As  to  paragraph  5  of  the 
Defence,  the  Plaintiffs  in  addition  to  joining  issue  thereon  say  that  if  any  persona 
or  person  on  their  behalf  approved  the  device  herein  complained  of,  which  is 
wholly  denied,  such  approval,  if  any,  was  wholly  unauthorised  and  is  not 
binding  on  the  Plaintiffs.    (3)  As  to  paragraph  6,  the  Plaintiffs,  in  addition  to  35 
joining  issue  thereon,  deny  that  the   Defendants  showed  to  the  Plaintiffs' 
representative  the  device  which  they  proposed  to  adopt  in  place  of  the  diamond 
previous  to  the  settlement  of  the  24th  of  September  1900,  or  that  they  offered  to 
let  the  settlement  stand  over  in  order  that  he  might  discuss  such  device  with  the 
Plaintiffs,  or  that  he  made  the  statements  alleged  in  paragraph  6  of  the  Defence,  40 
or  any  of  them,  or  that  he  approved  of  the  said  device,  or  that  there  was  any 
understanding  that  the  said  device  would  be  used  by  the  Defendants,  or  that 
the  Plaintiffs  would  not  object  to  the  same.    The  Plaintiffs'  representative  had 
in  fact  no  authority  to  approve  of  the  said  or  any  device  on  behalf  of  the 
Plaintiffs,  or  to  come  to  the  alleged  or  any  understanding  in  connection  there-  45 
with.   (4)  As  to  paragraph  7  of  the  Defence,  the  Plaintiffs,  in  addition  to  joining 
issue  thereon,  say  that  if  there  was  any  such  user  in  June  and  July  1900  as  therein 
alleged,  it  was  unknown  to  them,  and  any  user  was  unknown  to  them  until  a 
short  time  before  the  commencement  of  this  action. 

The  Defendants  served  two  notices  of  motion    for    the  rectification  of  the  50 
Register  of  Trade  Marks  by  removing  therefrom  Trade  Marks  Nos.  2,  915,  and 
31,837,  and  the  other  Trade  Marks  hereinbefore  referred  to,  and  thereupon 
Orders  was  made  that  these  motions  should  stand  over  and  come  on  with  the 
trial  of  the  action,  and  that  the  Defendants  should  within  certain  dates  deliver 
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full  Particulars  as  to  all  grounds  of  objection  to  the  said  Trade  Marks  then 
within  their  knowledge,  and  the  Defendants  were  to  be  at  liberty  to  add  to  such 
Particulars  any  facts  subsequently  discovered,  such  addition  to  be  made  not 
later  than  21  days  prior  to  the  trial  of  the  action,  and  any  evidence  given  by  the 
5  Defendants  in  support  of  the  motion  was  to  be  limited  to  Particulars  delivered 
within  such  fixed  periods.  In  pursuance  of  this  Order  Particulars  were 
delivered  by  the  Defendants  ;  these  Particulars  so  far  as  they  were  relied  on  at 
the  trial,  and  so  far  as  they  related  to  Trade  Marks  Nos.  2,  915,  and  31,837  were 
in  effect  as  follows  : — As  to  No.  915  ;  That  the  device  of  a  diamond  was  on  the 

10  17th  January  1876  (being  the  date  of  the  registration  of  the  said  Trade  Mark) 
in  common  use  in  the  trade.  As  to  No.  31,837  ;  That  the  device  of  a  diamond 
was  on  the  24th  March  1883  (being  the  date  of  the  registration  of  the 
said  Trade  Mark)  in  common  use  in  the  trade.  As  to  No.  2 ;  That  the  same 
was  calculated  to  deceive  the  public,  and  that  the  device  of  a  diamond  (which 

15  was  the  most  conspicuous  and  essential  particular  in  such  Trade  Mark)  was  on 
the  date  of  the  registration  of  the  said  Trade  Mark  common  to  the  trade* 
Particulars  with  the  names,  addresses,  and  dates  of  the  firms  or  persons  who 
were  using  the  device  of  a  diamond  in  respect  to  goods  similar  to  those  of 
Bass,  Ratcliff,  and  Gretton  prior  to  and  at  the  dates  of  the  registration  of  the 

20  said  three  Trade  Marks  respectively,  were  given  as  follows  : — 


25 


30 


35 


40 


1  \  J.  A  R.  Tennant 

i 

2  j  Ind,  Coope  A  Co.  (now  Lnd,  Coope 

A  Co.,  Ld.). 

3  T.  Robinson  (trading  as  T.  Robin- 
|      son  A  Co.). 

4  J.  Rnssell  A  Son  (now  Russells  A 
|       Wrangham,  Ld.). 

5  W.  J.  Rogers  (now  W.  J.  Rogers, 
Ld.). 

6  Carter  A  Son  (now  The  Leeds  and 
Wakefield  Breweries,  Ld.). 

7  J.  Dutton  (trading  as  Dutton  A  Co.) 
now  Lucas 9  Blackwell  &  Ark- 
ivright,  of  Leamington. 

8  Chandler  &  Co.  (now  Chandler's 
Wiltshire  Brewery,  Ld.). 

9  P.  &  R.  Pliipps  (now  P.  Phipps  & 
Co.,  IA.). 

10  J.  W.  Clinch  (now  Clinch's  Brew- 
ery Co.,  IA.). 

11  J ohn  Tyrer  A  Son 

12  Charles  Ashby  A  Co.  (now  Ashbi/s 
Staines  Brewery,  Ld.). 


Since 
about 


Well     Park      Brewery, 

Glasgow. 
Burton-on-Trent 


Maidstone 


Mai  ton  ... 
Bristol  ... 
Wakefield 


Warwick 


Wiltshire  Brewery, 
Hackney  Road,  Lon- 
don. 

Northampton     

Douglas,  Isle  of  Man  ... 

Hanover    Street,  Liver- 
pool.  , 
Staines    ... 


,1851 
1856 
1863 
1863 
1864 
1865 
1865 

1866 

1866 
1868 
1868 
1870 
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Since 
about 


13 
14 
15 


W.  Edmonds,  junr.  A  Go. 


Edmunds  Street,  Liver- 
pool. 


E.  Brooks  (now  E.  A  J.  Brooks) ...  ,  Hill    Street,    Peckham, 

|      London. 
R.  G.  Randall    (now  R.  A   W.     Great  Dunmow,  Essex... 
Randall). 


1873 
1874 
1874   5 


The  Applicants  stated  that  they  did  not  put  forward  the  above  list  as  being 
in  any  way  exhaustive  or  complete,  but  it  contained  the  best  particulars  the 
Applicants  were  able  to  give  at  the  then  present  time. 

Further  Particulars  were  delivered  as  follows . — 

"  The  following  are  Particulars  of  the  names  and  addresses  of  persons  who  10 
"  have  used  for  many  years  past  in  connection  with  beer  other  than  that  of 
"  the  Plaintiffs*  (a)  the  device  of  a  diamond,  (b)  the  word  *  diamond '  with  dates 
"  of  such  users  known  to  the  Defendants  (Applicants)." 


Since 
about 


16 
17 


W.  Tong  A  Sons  (now  W.  Tong  A 

Sons,  Ld.). 
E.  Dawes  A  Sons  (now  T.  Phillips 

A  Go.,  Ld.). 


Diamond  Brewery, 
Deane  Road,  Bolton. 

Diamond  Brewery, 
Dover. 


1850 

not 
known. 


15 


i 


In  reply  to  a  letter  from  the  Plaintiffs'  solicitors,  the  Defendants'  solicitors 
subsequently  furnished  specimens  of  the  "  device  of  a  diamond  "  as  alleged  to 
have  been  used  by  almost  all  the  firms  and  persons  named  above.  These  20 
consisted  of  double  and  single  diamonds  in  outline,  diamonds  included  in 
labels,  and  a  number  of  diamond  shape  devices  with  or  without  other  matter. 
Most  of  these  had  been  registered  as  trade  marks,  and  some  had  not. 

The  action  and  the  motions  came  on  before  Mr.  Justice  Kekbwigh  on  the 
25th  of  November  1901.  25 

Moulton,  K.C.,  John  Gutter,  K.C.,  and  Schiller  (instructed  by  McKenna  A  Go.) 
appeared  for  the  Plaintiffs ;  Warmington,  K.C.,  Neville,  K.C.,  and  Sebastian 
(instructed  by  J.  Westcott,  agent  for  Wright  and  Marshall,  Birmingham) 
appeared  for  the  Defendants. 

It  was  arranged  that  the  trial  of  the  action  should  be  taken  first.  30 

Moulton,  K.C.,  for  the  Plaintiffs,  after  referring  to  the  pleadings,  said. — The 
Plaintiffs  found  that  the  Defendants  were  using  a  diamond  with  the  word 
"  Family  "  across  it.  As  the  parties  could  not  come  to  terms  an  action  was 
commenced,  but  then  terms  were  come  to  which  were  embodied  in  the  agreement 
of  the  24th  of  September  1900.    This  is  a  perfectly  definite  agreement.    Shortly  35 
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afterward  the  Defendants  sent  to  Mr.  Tudor  Smith,  on  behalf  of  the  Plaintiffs, 
a  letter  enclosing  the  design  which  they  stated  they  had  resolved  to  use,  and 
which  was  stated  to  be  "  precisely  the  same  as  was  shown  to  you  before  signing 
"  the  undertaking."    We  rely  on  the  agreement ;  but  we  say  that  if  the  agree- 

i  ment  does  not  apply  then  we  fall  back  on  our  registered  Trade  Marks. 

Trade  witnesses  were  called  for  the  Plaintiffs,  and  gave  evidence  to  the  effect 
that  the  mark  which  the  Plaintiffs  complained  of  would  be  likely  to  deceive  or 
confuse. 

Witnesses  were  called  for  the  Defence,  namely,  B.  J.  Davenport,  managing 

10  director  of  the  Defendant  Company,  F%  A.  Marlow,  secretary,  F.  C.  Westlake, 
from  the  publishers  of  the  "  Licensed  Trade  News,"  and  W.  F.Tipler,  general 
manager  of  Phipps  A  Co.,  Ld.  In  the  course  of  their  evidence  Davenport  and 
Marlow  deposed  to  what  took  place  at  the  interview  with  Tudor  Smith  when 
the  letter  of  the  24th  of  September  1900  was  written,  and  Tudor  Smith  and 

15  R.  M.  Robinson  were  then  called  on  behalf  of  the  Plaintiffs  to  give  their  version 
of  what  took  place  at  the  interview. 

Moulton,  K.C. — The  evidence  on  behalf  of  the  Plaintiffs  goes  to  show  that 
the  Defendants'  red  mark  in  the  form  of  a  diamond  is  what  would  catch  the 
people's  eye,  and  that  they  would  believe  that  it  was  Bass'  Trade  Mark.    The 

20  Defendants'  mark  is  in  reality  a  diamond,  only  the  ends  are  squared  out. 
As  to  the  use  of  the  mark  upon  the  Defendants'  show  cards  it  is 
perfectly  true  that  the  Defendants  put  their  own  name ;  but  it  would 
be  quite  possible,  as  one  of  the  witnesses  said,  that  persons  might  imagine  that 
Davenports  were  selling  Bass'  ale  bottled  by  themselves.    Of  course,  there  is  no 

25  doubt  that  putting  the  word  "  Davenport  "is  some  corrective.  The  question  is 
whether  it  would  be  a  sufficient  corrective,  and  the  evidence  is  clear,  I  submit, 
and  unanimous  that  it  would  not  be  sufficiently  corrective. 

Counsel  for  the  Defendants  were  not  called  upon  to  address  the  Court. 
Kbkbwioh,  J. — The  Plaintiffs  sue  the  Defendants  for  the  infringement  of 

30  their  two  registered  Trade  Marks  (Nos.  915  and  31,837),  being  simply  a  blank 
diamond  with  the  words  "  Trade  Mark  "  upon  it ;  but,  for  my  purpose,  it  is 
simply  a  diamond  The  Defendants  plead  leave  and  licence,  and  they 
endeavour  to  support  that  plea  by  evidence  to  show  that  the  agent  of  the 
Plaintiffs,  who  had  complained  of  their  real  use  of  the  diamond  mark,  was 

85  content  that  they  should  use  the  mark  now  complained  of  as  not  being  too 
closely  resembling  the  Plaintiffs'  mark.  I  have  not  heard  the  Defendants' 
Counsel  on  that,  and  therefore  my  opinion,  so  far  as  I  have  one  at  all,  is  extra- 
judicial. I  am  not  satisfied  that  the  Defendants  have  shown  that  any  assent 
was  given  to  the  use  of  that  mark,  and,  moreover,  I  am  not  satisfied  that  the 

40  assent,  if  given — if  that  be  the  right  conclusion  on  the  evidence — was  given  by 
any  person  who  could  be  regarded  as  the  agent  of  the  Plaintiffs  for  that  purpose. 
Let  that  pass. 

I  will  now  treat  the  rest  of  the  case  quite  independently  of  that  plea,  and  the  first 
thfng  to  do  is,  of  course,  to  ascertain  what  it  is  that  the  Plaintiffs  have  complained 

45  of.  They  have  stated  their  claim  in  the  second  paragraph  of  the  Statement  of 
Claim.  They  say  that  "  the  Defendants  have  infringed  the  Plaintiffs'  Trade 
"  Mark  in  manner  following — that  is  to  say,  they  have  used  upon  their  casks 
"  and  labels  for  the  bottles  of  their  beers,  and  upon  show  cards  and  advertise- 
14  ments  of  such  beers,  a  device  of  a  diamond  which  is  a  colourable  imitation  of 
50  "  the  Plaintiffs'  Trade  Mark."  It  was  quite  unnecessary,  of  course,  and  the 
Plaintiffs'  Counsel  was  perfectly  right  in  thinking  it  unnecessary,  to  allege  that 
they  threatened  and  intended  to  use,  but  it  is  important  to  observe  the  way  in 
which  the  case  is  put  forward,  having  regard  to  the  evidence.  I  have  not  the 
•lightest  evidenoe  at  all  that  the  Defendants  either  have  used,  or  lftve  eyer 
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intended  to  use,  the  mark  complained  of  on  their  casks  or  as  labels  for  the 
bottles  of  their  beer.  Therefore,  I  may  dismiss  that  from  the  case  altogether. 
What  I  have  is  clear  evidence  that  they  have  used  and  intended  to  use  it  upon 
show  cards  and  advertisements.  That  is  quite  enough,  of  course,  to  enable  me 
to  try  the  question  whether  the  design  of  the  Defendants,  as  used  by  them,  is  5 
an  infringement  of  the  Plaintiffs'  Trade  Mark. 

Now,  in  the  first  place,  I  look  at  it  from  a  narrow  point  of  view,  and  one 
which  is  certainly  not  exhaustive  of  the  case  ;  but  I  think  it  necessary  to  be 
considered.  The  Plaintiffs  allege  that  it  is  a  diamond.  The  Pleader  says  : — 
44  It  has  a  bar  with  rectangular  corners  at  the  lateral  ends  of  the  diamond  and  10 
44  the  word  4  Family  '  printed  upon  it."  It  is  treated  as  a  diamond  with  some 
addition  or  alteration.  Now  Mr.  Moulton*  with  a  slight  assistance  from  myself, 
defined  a  diamond  to  be  a  quadrilateral  figure  with  equal  sides  and  unequal 
angles,  and  that  no  doubt  is  sufficiently,  if  not  absolutely  mathematically, 
correct,  which  I  believe  it  to  be.  At  any  rate  it  is  correct  enough  for  present  16  J 
purposes.  I  have  the  diamond  as  used  by  the  Plaintiffs  before  me.  I  have  also 
before  me,  not  a  show  card  or  advertisement  of  the  Defendants,  but  only  the 
design  itself  as  intended  to  be  used  by  them,  it  being  incorporated  into  show 
cards  or  advertisements.  I  repeat,  I  have  no  evidence  before  me  at  all  to  show 
that  this  design — I  omit  the  word  "  Family,"  which  appears  to  be  printed  on  20 
the  one  before  me — was  intended  to  be  used  simpliciter,  that  is  to  say,  by  itself, 
and  the  user  up  to  the  present  time  has  not  been  of  that  character,  but  for  the 
purpose  of  comparison  it  is  convenient  to  take  this  device  standing  by  itself, 
and  I  take  the  diamond  of  the  Plaintiffs,  and  I  put  it,  as  Mr.  Moulton  has  done 
with  the  example  before  him,  on  the  Defendants'  design,  and  I  see  that  in  the  25 
Defendants'  design  there  is  no  doubt  at  all,  by  producing  the  two  long  upper 
lines  and  the  two  long  lower  lines  of  the  Defendants'  design  in  the  direction  of 
their  length,  you  can  make  the  right  hand  upper  line  and  the  right  hand  lower 
line  meet,  and  you  can  make  the  left  hand  upper  line  and  the  left  hand  lower 
line  meet,  so  that  those  lines  together  form  a  triangle,  but  with  the  result  that  30 
you  cut  out  a  considerable  portion  of  the  Defendants'  design.  There  is  something 
left  out  above  the  points  of  meeting ;  there  is  something  left  out  on  the  left 
hand  side  to  the  left  of  the  point  of  meeting,  and  on  the  right  hand  side  to  the 
right  of  the  point  of  meeting  ;  and,  again,  there  is  something  left  out  below  the 
points  of  meeting.  To  say  that  is  a  diamond  seems  to  me  extravagant.  Far  35 
from  being  a  quadrilateral  figure  it  has  ten  points,  and,  therefore,  ten  angles. 
It  is  not  a  diamond  with  bars  at  the  end,  because  you  have  not  a  diamond  there 
at  all.  It  is  something  of  an  entirely  different  character.  It  has  no  doubt 
unequal  angles,  and  it  has  four  sides  of  one  equality,  and  I  can  count  them  up 
as  if  they  were  sides  of  different  equality,  but  as  a  geometrical  figure  it  is  as  40 
different  as  anything  can  possibly  be.  Therefore,  the  position  that  that  is  a 
diamond,  taking  the  definition  which  I  have,  is  to  my  mind  pure  extravagance. 

But,  of  course,  that  does  not  settle  the  question.  The  more  important  question 
is  :  Is  it  so  nearly  resembling  a  diamond  that  it  is  likely  to  deceive  ;  that  is  to 
say  (do  not  let  us  forget  the  test)  so  calculated  to  deceive  as  to  induce  persons  45 
to  buy  the  Defendants'  beer  in  the  belief  that  it  is  the  beer  of  the  Plaintiffs  ? 
If  it  does  not  do  that  it  is  not  calculated  to  deceive.  Is  it  near  enough  for 
that? 

Now,  on  that  I  have  a  certain  amount  of  evidence,  which  Mr.  Moulton  says 
is  of  great  weight.  I  do  not  agree  with  that.  I  think  it  is  of  the  slightest  50 
possible  character.  It  is  the  evidence  of  several  gentlemen  in  the  trade, 
perfectly  honest  themselves,  who  say  that  they  think  that  these  show  cards, 
specimen*  of  which  I  have  before  me,  placed  or  exhibited  outside  public 
houses,  will  induce  people  to  believe  that  Bassts  beer  is  being  sold  within. 
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Well,  as  I  have  said,  it  is  not  a  diamond.  It  is  distinctly  different  from  a 
diamond ;  and,  to  my  mind,  the  difference  is  such  as,  quite  apart  from  the 
criticisms  which  I  have  made  upon  it,  would  naturally  catch  the  eye  of  any 
intelligent  person.  1  remember  I  am  dealing  with  a  person  who,  according  to 
5  what  Lord  Macnaghten  said  in  the  House  of  Lords  and  what  Lord  Justice 
Romer  said  in  the  Court  of  Appeal  in  the  case  to  which  I  was  referred 
yesterday — I  am  dealing  with  a  man  who  fairly  knows  Bass*  diamond  mark  ; 
I  am  not  taking  the  case  of  a  man  who  has  never  seen  Bass  and  sees  something 
of  an  angular  red  figure  and  thinks  that  may  be  what  he  has  heard  of  as  Bass' 

10  diamond  mark.  That  is  not  what  I  have  to  consider.  I  have  to  consider  the 
case  of  a  man  who  is  fairly  intelligent  and  fairly  well  acquainted  with  Bass* 
diamond  mark,  and  I  am  told  he  looks  up  and  sees  this  red  block— it  must  be 
red — and  then  he  is  induced  to  think  that  that  is  Bass'  red  mark. 

Now,  we  must  consider  how  it  is  used.     The  evidence  shows  that  it  is  never 

15  used  without  Davenport's  name  distinctly  written,  and  it  requires  a  very  much 
greater  credulity  than  mine  to  believe  that  a  man  can  look  up  and  see  this 
mark,  which  has,  as  far  as  I  am  aware,  no  geometrical  name — it  is  a  pure  inven- 
tion— with  Davenport's  name  printed  in  large  letters  above  it,  and  be  forced  to 
the  conclusion,  or  brought  to  the  conclusion,  that  it  refers  to  Bass,  and  that  the 

20  mark  is  Bass'  diamond  mark.  But  even  supposing  that  I  gave  greater  weight 
to  the  evidence  than  I  do — I  give  very  little  indeed — how  far  does  it  go  ?  The 
inducement  is,  according  to  the  witnesses,  to  make  a  man  believe  that  in  a  house 
on  which  he  sees  this  exhibited  he  will  find  Bass'  beer  sold,  Counsel  carefully 
abstained  from  asking,  and  with  great  judgment,  whether  when  he  went  in  he 

25  would  believe,  because  he  had  seen  this  outside,  he  was  served  with  Bass'  beer 
when  he  was  served  with  Davenport's  beer.  Anything  of  the  kind  is  not 
suggested  at  all.  What  I  suppose  I  ought  to  believe,  if  I  were  to  give  full 
weight  to  the  Plaintiffs'  evidence — that  is  to  say,  if  I  were  to  make  the 
inferences  which  they  ask  me  to  make — would  be,  that  a  man,  having  seen  this 

30  red  mark  of  Davenport's  outside  a  house,  would  go  in  and  ask  for  beer,  not 
Bass'  beer,  but  ask  for  beer  in  the  firm  belief  that  it  was  a  house  for  the  sale 
of  Bass'  beer  and  nothing  else.  I  do  not  see  how  otherwise  he  could  possibly  say 
that  he  was  deceived  at  all.  Now  that  is  entirely  contradicted  by  the  evidence 
of  one  gentleman  who  was  examined  as  to  the  use  of  the  trade  in  the  sale  of 

35  Bass'  beer,  and  he  told  us  that  though  often  the  only  class  of  Burton  beer  sold 
in  the  house  was  Bass',  yet  he  only  knew  one  public  house  where  no  beer  at 
all  was  sold  except  Bass* ;  so  that,  even  giving  weight  to  that  evidence,  trying 
to  pursue  it  to  the  inference  which  I  am  asked  to  draw  from  it,  it  seems  to  me 
to  lead  to  nothing  at  all.     No  case  of  deception  really  was  attempted  to  be  made. 

40  It  all  depends  on  the  evidence  of  these  honest  gentlemen,  who,  I  am  sure, 
would  not  wish  to  deceive  anybody.  But  there  is  a  story  told,  which  Mr. 
Moulton  called  my  attention  to,  of  a  man,  a  member  of  the  Board  of  Guardians, 
who,  casually  riding  in  a  car  to  his  duty,  saw  an  advertisement  of  a  red  mark 
on  the  wall  of  a  house,  and  then  observed  that  it  was  an  indication  that  Bass' 

45  were  buying  houses  and  putting  on  their  Trade  Mark,  with  which  I  suppose  he 
had  some  acquaintance.  A  casual  look  coming  down  a  street,  without  any  real 
attention  being  drawn  to  the  matter  in  hand — an  observation  made  in  that  way, 
is  almost  ridiculous  as  the  foundation  of  evidence  of  infringement  of  a  Trade 
Mark.     But  the  same  witness  brought  out — what  other  witnesses  brought  out 

50  ioo — that  what  is  really  the  gist  of  the  evidence  on  the  Plaintiffs'  part  is  that  it 
is  a  red  block — that  is  the  point.  It  has  angles,  no  doubt,  and  has  some  distant 
similarity  to  the  diamond,  but  the  great  similarity,  and  the  one  thing  which  is 
impressed  upon  a  person's  mind,  is  that  there  is  a  red  block  which  catches  the 
eye.    Now  of  course  Counsel  did  not  attempt  to  argue  that  Bass'  were  entitled 
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to  the  colour  red  either  in  an  outlined  form  or  in  any  other  form  ;  but  that  is 
really  the  point,  and  I  am  asked  to  believe  that  as  long  as  you  get  something 
which    an  uneducated   eye — a    careless  eye — might  possibly  mistake  for    a 
diamond  because  it  has  several  angles  ;  as  long  as  it  is  red  he  is  entitled  to  say, 
"  I  was  induced  to  believe  by  that  that  it  was  Bass9  beer  that  that  was  an  5 
41  advertisement  of,  and  not  Davenport's"    Now,  speaking  for  myself,  I  am 
extremely  easily  led  into  thinking  that  there  is  something  like  infringement  of 
Trade  Mark  or  get-up  when  I  observe  that  there  is  evidence  of  a  fraudulent 
design.    When  I  see,  as  I  am  sorry  to  say  I  have  often  had  to  see,  that  the 
Defendant  has  been  endeavouring,  not  only  to  sail  near  the  wind,  which  he  is  10 
entitled  to  do,  but  to  do  that  deceitfully,  and  he  has  had  a  fraudulent  motive 
in  it,  or  done  anything  of  a  tricky   character,  then    I   perhaps  too  easily 
jump  to  the  conclusion  that  the  Court  ought  to  interfere.    But  in  this  case 
I   have  nothing  of  that  kind.    Messrs.  Davenport — though  I   do  not  think 
they  succeeded  on  their  plea  of  leave  and  licence — have  acted  in  the  most  15 
straightforward  way.    They  first  used  the  diamond  mark,  and,  as  wa«  ex- 
plained   in  the  witness  box,   quite   honestly,  not  knowing  that  they  were 
infringing    Bass'  Trade    Mark.     They  gave  that  up.     It  was  given   up  on 
terms  into  which  I  need  not  go,  but  those  terms  certainly  do  not  look  as 
if  Messrs.  Bass  thought  that  the  Defendants  had  been  doing  anything  dis-  20 
honest.    The   Defendants  then  at  once  prepare  a  variety  of  marks — some- 
thing which  they  are  prepared  to  show,  and  they  show  this  to  Bass'  agent. 
Whether  he  sufficiently  understood  it — perhaps  he  did  not — or  whether  he  was 
in  any  way  authorised  to  assent  to  it  at  all — I  do  not  think  he  was — is  another 
matter,  but,  at  any  rate,  there  is  no  concealment  about  it.    They  at  once  put  25 
forward  this  mark.    They  append  it  to  a  letter,  hand  it  over  to  Messrs.  Bass, 
and  say,  "  That  is  what  we  are  going  to  use,"  and  not,  as  is  suggested,  by  itself, 
**  That  is  the  mark  we  mean  to  use  in  such  a  way  as  we  are  advised,"  and 
which  we  know  now  is  by  these  show  cards  and  advertisements.     Fraudulent 
intention  seems  to  me  entirely  beside  the  question.    What  they  have  done  is  30 
to  invent  a  mark  of  their  own,  in  which  they  take  the  colour  red,  which  they 
are  entitled  to  do.     Taking,  if  you  like,  though  I  do  not  know  that  they  have 
taken,  a  certain  number  of  lines  and  angles,  which  are  also  common  to  everybody, 
they  have  not  produced  a  diamond,  but  they  have  produced  something,  to  my 
eye,  of  an  entirely  different  character.    1  do  not  think  the  evidence  which  35 
makes  out  that  it  is  of  a  similar  character  is  entitled  to  any  weight  whatever. 
To  my  mind  a  more  trumpery  case  of  this  class  was  never  brought  into  Court. 
There  will  be  judgment  for  the  Defendants  with  costs. 

The  motions  for  rectification  then  came  on. 

Warmington*  K.C. — With  regard  to  Trade  Marks  Nos.  915  and  31,837,  Bass  <fc  40 
Co.  have  hitherto  claimed  that  these  two  marks  entitled  them  to  the  monopoly 
of  a  diamond,  whether  solid  or  in  outline  and  in  all  colours,  and  this  claim  has 
been  recognised  by  the  Courts  (Turney's  Trade  Mark,  11  R.P.C.  37 ;  and 
Hodgson  v.  Tessier  &  Go's  Trade  Mark,  unreported).  I  say  that  the  device  of 
a  diamond  was  used  for  beer  by  more  than  three  firms  before  the  date  of  45 
Bass  A  Co.'s  registration  of  these  two  marks,  and  therefore  the  device  of  a 
diamond  was  at  that  date  common  to  the  trade.  On  this  point  I  refer  to  Hyde's 
case  (L.R.  7  CD.  724)  and  Wragg's  case  (L.R.  29  CD.  551),  and  there  are  other 
cases  which  will  be  found  in  Sebastian  on  Trade  Marks.  Another  point  is  that 
these  were  old  Trade  Marks,  and  were  not  registered  as  they  had  been  used.         50 

With  regard  to  Trade  Mark  No.  2,  it  is  invalid  within  the  decision  in  the 
Apollinaris  case  (8  R.P.C  137  ;  L.R.  (1891)  2  Ch.  186),  as  the  words  "Trade 
"  Mark  "  appear  upon  the  diamond  in  such  a  way  as  to  represent  that  the 
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diamond  and  the  diamond  only  is  the  Trade  Mark,  so  that  the  mark  is  calculated 
to  deceive.  The  Apollinaris  case  was  followed  by  Mr.  Justice  Wright  in  the 
case  of  Wills'  Trade  Mark  (10  R.P.C.  269  ;  L.R.  (1893)  2  Ch.  262). 
A  number  of  witnesses  were  then  called  in  support  of  the  motions,  who  gave 
5  evidence  as  to  the  user  of  diamond  marks  by  the  majority  of  the  persons 
mentioned  in  the  Applicants'  Particulars. 

Moulton,  K.C. — Bass  A  Go's  diamond  is  a  closed  red  diamond  and  not  an 
outline  diamond,  and  I  submit  that  not  a  single  one  of  the  marks  which  have 
been  brought  forward  of  other  brewers  could  be  confused  with  Bass  A  Go's 

10  Trade  Mark,  and  therefore  they  were  entitled  to  have  it  registered,  and  the 
Applicants  fail  on  the  three  mark  rule.  With  regard  to  being  common  to  the 
trade,  Bass  A  Go.  do  not  claim  all  diamond  marks  ;  they  claim  a  red  diamond 
with  the  words  "  Trade  Mark  "  on  it  that  has  been  distinctive  of  Bass  A  Co's 
beer  for  many  years.     It  may  be  that  diamonds  have  been  used  as  shipping 

15  marks  and  things  of  that  kind,  but  a  red  diamond  with  "  Trade  Mark "  was 
de  facto  a  Trade  Mark  distinguishing  Bass'  beer.  If  a  diamond  in  outline  has 
been  used  by  people  in  the  trade  a  plain  red  diamond  may  still  be  a  good  Trade 
Mark,  although  a  mere  skeleton  diamond  might  not.  In  Wills'  Trade  Mark 
(ubi  supra),  Wright,  J.,  supported  Wills'  Star  Trade  Mark  as  being  an  extremely 

20  distinctive  and  definite  form  of  star,  although  there  were  other  varieties  of  stars 
in  use  in  the  tobacco  trade.  With  regard  to  the  objection  to  Trade  Mark  No.  2 
founded  on  the  Apollinaris  case,  I  say  that  Bass  &  Go's  label  is  not  calculated 
to  deceive.  Not  only  are  the  words  "  Trade  Mark  "  on  the  diamond,  but  round 
the  label  are  the  words,  "  This  label  is  issued  only  by  Bass  A  Co.,"  so  that  the 

25  public  are  told  that  they  must  touch  neither  the  label  nor  the  diamond.  The 
question  under  the  Anollinaris  case  is  a  question  of  fact  and  not  a  question  of 
law,  and  except  in  Wills'  case  the  Apollinaris  point  has  not  been  successful. 
[Hammond  A  Co.  v.  Brunker  A  Go.  (9  R.P.C.  307)  was  referred  to.]  In  the 
Apollinaris  case  and  in   Wills'  case  the  Trade  Mark  which  was  held  invalid 

30  was  a  new  Trade  Mark.     The  present  is  the  case  of  an  old  Trade  Mark. 

For  the  Respondents  one  witness  was  called,  E.  R.  Stone,  who  deposed  that 
the  marks  relied  upon  by  the  Applicants  were  not  capable  of  being  mistaken 
for  Bass  A  Go.'s  solid  red  diamond. 
No  reply  was  called  for. 

35  Kbkbwich,  J. — In  this  case,  as  in  every  other  case,  it  is  of  the  first  importance 
to  define  the  issues  to  be  decided.  Speaking  for  myself,  I  think  a  case  is  always 
best  tried  and  best  decided  when  the  issue  is  stated  at  the  earliest  possible 
moment.  It  is  not  always  possible  to  do  it  in  the  opening  sentences  of  the 
leading  Counsel,  but  still  generally  with  the  loyal  assistance  of  his  opponents 

40  he  can  do  it  more  frequently  than  not.  However,  it  is  not  my  duty  to  read  a 
lecture  to  leading  Counsel,  but  it  is  my  duty,  and  more  than  my  duty — it  is  put 
upon  me  as  a  necessity — to  say  what  the  point  is  which  I  consider  is  raised  for 
decision,  and  which  I  am  called  upon  to  decide.  If  I  define  it  wrongly,  that  of 
course  will  be  a  fundamental  objection  to  my  conclusion. 

45     For  this  purpose  and  for  other  reasons  it  is,  I  think,  convenient  to  take 
separately    and    alone,    in    the    first   instance,   the   earliest  Trade    Mark    of  . 
Bass  A  Co. — the  Trade  Mark  No.  915 — the  single  red  diamond  with  the  words 
"Trade  Mark"  on  it  (which   I  may  discard  for  the  moment),  which  was 
registered  on  the  17th  of  January  1876.    To  my  mind,  the  question  is  whether 

50  at  that  date  a  diamond  in  connection  with  beer — bottled  beer,  casks  of  beer,  and 
beer  generally — was  common  to  the  trade.  In  using  that  expression  I  intend 
to  interpret  it  as  I  interpreted  it  in  the  Apollinaris  case,  and  as  far  as  I  am 
aware  that  is  the  interpretation  which  has  been  accepted.  To  prove  that  a 
particular  mark  or  a  distinguishing  mark  has  been  used  by  many  persons  is  not 

Q  2 
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necessarily  proving  that  it  was  common  to  the  trade.    User  is  evidence  of  its 
being  common — that  is  to  say,  open  to  the  trade — but  it  is  not  the  user  which 
itself  establishes  that  the  mark  was  common  to  the  trade.     I  repeat  I  consider 
the  question  which  I  have  to  decide  is  whether  a  diamond  used  in  connection 
with  beer  was  common  to  the  trade.     Mr.  Moulton  said  (and  I  will  just  deal  5 
with  this  in  passing)  that  in  order  to  make  evidence  useful  for  this  purpose  you 
must  show  that  the  mark  was  used  on  bottles  or  casks,  and  that  I  may  disregard 
correspondence,  memoranda,  and  so  forth.     I  do  not  follow  that.     I  think  it  is 
unnecessary  to  pursue  the  matter  further,  but  in  passing  I  say  that  I  do  not  see 
that  correspondence,  memoranda,  show  cards,  and  other  documents  can  be  safely  10 
disregarded.     But  the  point  of  Mr.  Moultorts  argument  on  this  part  of  the  case 
is  that  what  he  has  registered  is  a  red  diamond  and  not  a  diamond,  and,  if  he  is 
right  upon  that,  then  on  this  part  of  the  case  there  is  a  great  deal  to  be  said  in 
his  favour.     I  have  had  evidence — the  evidence  of  only  one  witness,  it  is  true — 
but  uncontradicted  evidence  to  show  that  these  other  users  of  a  diamond  are  15 
not  calculated  to  deceive  ;  that  is  to  say,  that  there  is  not  that  conflict  between 
them  and  the  diamond  mark  of  Bass  A  Go.  which  is  likely  to  mislead  the  public 
into  thinking:  that  what  is  sold  by  one  is  the  beer  of  the  other.     To  my  mind 
that  is  immaterial.     I  think  if  I  were  left  to  myself,  without  professing  to 
decide  it,  because,  of  course,  I  have  not  gone  narrowly  into  the  question,  I  20 
should  be  much  disposed  to  adopt  the  view  of  Mr.  Moulton's  witness,  and  to 
say  that  many  if  not  all  of  these  different  users  are  not  calculated  to  deceive  as 
compared  with  Bass  A  Co.'s  user,  but  I  am  not  oblivious  to  the  fact  that  that 
has  not  been  the  view  put  forward  by  Bass  A  Go.  in  the  past,  and  it  is  not  the 
view  which  has  been  entertained  by  the  Courts  before  whom  their  applications  25 
have  come.     I  am  only  noticing  it  now  to  say  that,  to  my  mind,  the  point  is 
quite  immaterial. 

I  come  back  to  this  :  Is  the  use  of  the  diamond  in  connection  with  beer 
common  to  the  trade  ?     Now  why  should  I  limit  it  to  a  red  diamond  ?     It  is 
not  pretended  that  Bass  A  Co.  have  or  f;ver  had  at  any  time  an  exclusive  right  30 
to  the  colour  red.     What  they  have  registered  is  no  doubt  a  red  diamond,  but 
to  my  mind  the  meaning  of  it  is,  and  must  be,  that  they  have  registered  a 
diamond   which  they  are  pleased  to  colour  red.    There  is  a  good  body  of 
evidence  to  show  that  others  have  from  time  to  time  used  a  red  diamond — I 
mean  before  1876 — and  in  referring  to  one  or  two  passages  in  the  evidence  35 
directly  that  can  be  illustrated,  but  for  my  purpose  I  am  putting  that  aside. 
As  far  as  [  can  see  they  have  no  right  whatever  to  appropriate  the  colour  red. 
All  they  can  claim,  if  they  can  claim  anything  at  all,  is  the  right  to  use  the 
diamond.     I  remember  that  I  am  now  only  dealing  with  the  mark  915.     Now 
was  that  common  to  the  trade  at  the  date  of  their  registration  on  the  17th  of  40 
January  187 ti  ?     I  select  four  passages  from  the  evidence — not  by  any  means 
saying  they  are  the  best ;  not  by  any  means  saying  that  they  are  exhaustive, 
but  saying  distinctly  that  they  are  sufficient  for  the  purpose  of  answering  the 
question.     I  turn  first  to  the  evidence  of  Mr.  William  Butler,  on  page  134,  of 
the  third  day.     He  was  a  sign  writer,  and  he  remembers  distinctly  the  device  45 
on  a  sign  board,  which  he  made  for  Messrs.  Chandler,  of  a  plain  red  diamond  ; 
and  on  page  145  he  puts  that  back  to  the  year  1873  or  thereabouts.    The  next 
one  is  Mr.  William  Francis  Tipler,  on  page  L50.     He  was  in  the  employ  of 
Messrs.  P.  and  B.  Phipps,  and  he  entered  into  that  employment  on  the  8th  of 
July  1872.     He  tells  us  that  there  was  a  mark  put  on  the  casks  and  barrels  of  50 
beer  sold  by  them,  and  that  it  was  an  open  white  diamond  for  single  diamond  beer 
and  two  diamonds  interlaced  for  a  double  diamond  beer     They  sold  beer  under 
both  descriptions,  and  the  stencil  plate  itself  was  produced,  and  marks,  taken 
by  means  of  that  stencil  plate,  were  put  in.     The  next  is  Mr.  John   William 
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Clinch,  on  page  158.  He  proves  the  device  of  three  clenched  fists  surrounded 
by  a  diamond,  and  that  was  used  in  1868  or  very  soon  after — at  any  rate  before 
1876.  The  fourth  and  last  which  I  think  it  necessary  to  refer  to  is  Mr.  Alfred 
Bates,  on  page  162,  and  he  proves  the  mark  which  has  been  referred  to  this 
5  morning,  and  which  is  a  very  convenient  one  to  refer  to  because  it  gives  me  an 
opportunity  of  dealing  with  Mr.  MoultorCs  argument  on  this  part  of  the  case. 
He  refers  to  a  diamond  with  an  anchor  in  the  centre.  The  anchor  in  the  centre, 
I  think,  was  a  different  colour,  but  the  diamond  itself  was  red.  That  was  used 
on  bottles  and  on  show  cards. 

10  Now,  besides  evidence  of  that  character,  I  have  evidence  that  there  was  a 
Diamond  Brewery — a  brewery  which  called  itself  the  Diamond  Brewery — 
which  seems  to  me  to  point  strongly  to  the  fact  that,  as  one  might  almost  have 
thought  without  evidence,  the  diamond  was  in  very  common  use.  I  have  also 
the  evidence  given  by  one  of  the  witnesses  to  whom  I  have  referred  that  the 

15  beer  of  one  firm  was  ordered  as  k<  Diamond  " — single  diamond,  double  diamond, 
treble  diamond,  and  so  forth  ;  and  the  way  of  doing  that  was  to  order  so  many 
casks,  or  a  cask,  of  beer  with  the  diamond  drawn  in  the  order  and  also  in  the 
invoice,  so  as  to  show  whether  it  was  single  diamond,  double  diamond,  or 
treble  diamond  beer,  the  difference  being  in  quality  and  in  price.    The  diamond 

20  was  used — not  by  the  word  "  Diamond,"  but  by  inserting  in  the  order  and 
invoice  the  figure  of  a  diamond.  I  think  that  evidence  is  by  no  means  to  be 
disregarded  ;  but  at  the  same  time,  leaving  mentioned  it,  I  will  pass  away  from 
it,  and  I  go  to  the  point  which,  as  I  understand  it,  is  the  main  point  of  Mr. 
MoultorCs  argument.     I   will  take  as  an  example,  amongst  others,  this  blue 

25  anchor  in  the  middle  of  a  red  diamond.  As  I  understand  the  argument,  it  is 
that  that  is  not  the  use  of  the  same  diamond  as  that  used  by  Bass  A  Co. 
I  must  remind  myself  that  I  am  only  dealing  with  No.  915.  Bass  A  Co. 
use  only  the  plain  diamond.  Here  you  have  something  quite  different, 
with  a  distinguishing  feature — a   feature  sufficiently  distinguishing  to  avoid 

30  all  liability  to  deceive,  namely,  the  anchor  in  the  centre.  Now,  of 
course,  you  may  have  a  combination  Trade  Mark  that  is  perfectly  good. 
You  may  take,  if  you  can  ingeniously  do  so,  any  two  or  more  common 
things,  figures,  words,  or  whatever  it  may  be — quite  common  things — and 
interweave  them  in  such  a  way  as  to  make  something  novel  of  itself.    What 

35  is  true  about  Patents  is  equally  true  about  Trade  Marks.  As  long  as  you 
have  got  an  integral  whole  which  is  a  novelty,  what  it  is  made  up  of  is  im- 
material. Of  course,  you  must  not  take  something  which  is  common  and  put 
a  common  object  as  your  Trade  Mark,  but  you  may  use  common  things 
to  make  a  novelty,  and  it  is  very  frequently  done  ;  but  it  does  not  follow  that 

40  you  may  take  out  of  that  whole  one  of  the  component  parts  and  say  that  that 
is  good  by  itself.  If  you  take  any  figure — I  will  not  suggest  any  one  in 
particular — any  figure  you  find  in  a  Trade  Mark,  which  is  good  because 
it  is  a  combination,  you  cannot  extract  that  and  then  put  that  on  a  label, 
or  otherwise  as  you  may  appropriate  it,  and  say,  "  That  is  good  for  me."    That 

45  appears  to  me  what  Bass  &  Co.  wish  to  do.  Here  I  have  the  use  of  a  diamond, 
combined  with  many  other  things,  whether  good  Trade  Marks  or  not.  I  am  not 
dealing  with  that  at  all.  It  is  likely  enough  that  they  are,  or  some  of  them  may  be, 
good.  Of  course  I  am  not  considering  that  question  at  all.  But  Bass  &  Co.  could 
not,  it  seems  to  me,  in  1876,  notwithstanding  that  they  used  the  diamond,  it  may 

50  be,  twenty  years  before,  take  out  the  diamond,  which  had  been  used  in  one  way 
and  another  by  Messrs.  Ashby  and  many  other  people,  with  additions,  and  say  : 
We  will  appropriate  the  diamond  and  nobody  else  shall  use  the  diamond. 
That  seems  to  me  to  be  a  thing  which  cannot  be  done.  The  diamond  itself, 
according  to  the  evidence,  was  used  before  January  1876  largely.    It  was 
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regarded  obviously  by  all  the  trade  as  a  mark  which  they  were  at  liberty  to  use 
as  they  pleased.  It  was,  it  seems  to  me,  in  the  sense  in  which  I  construe  the 
words,  common  to  the  trade  at  that  date.  Therefore  it  ought  not  to  have  been 
registered  as  the  Trade  Mark  of  Bass  &  Co.  Of  course,  in  saying  that,  as  it 
has  been  said  in  the  other  cases  by  other  Judges,  it  does  not  mean  that  the  5 
Comptroller  was  wrong  in  registering  it.  What  he  had  to  do  was  to  register  an 
old  mark  which  was  proved  to  be  an  old  mark  ;  and,  in  order  to  prevent  too 
much  of  that  sort  of  thing,  there  was  a  rule  made  that  only  three  identical 
marks  should  be  registered  That  was  only  a  rule  of  the  Office.  It  does  not 
affect  the  Court  in  the  least.  There  might  have  been  only  one  registered  ;  10 
there  might  have  been  all  three,  but  if  you  find  at  this  date  (as  I  find  as  regards 
the  diamond)  the  mark  was  common  to  the  trade,  then  it  was  improperly 
registered,  not  in  the  sense  that  the  Comptroller  ought  not  to  have  put  it  on, 
but  that  the  Applicants  had  no  right  to  have  it  put  on,  and  it  must  come  off. 

Now  if  I  am  right  about  that  I  need  not  say  a  word  about  the  other  mark,  15 
No.  31,837,  which  is  again  a  plain  diamond — whether  with  "  Trade  Mark  "  on 
it  I  cannot  say — according  to  the  copy  which  has  been  furnished  to  me  from 
the  Office  I  do  not  think  it  has  it  on  ;  but  for  this  purpose  it  is  quite  imma- 
terial. That  is  a  brown,  or,  as  Mr.  Moulton  called  it,  a  chocolate  mark.  Again, 
colour  is  immaterial.  The  only  question  is  whether  that  was  common  to  the  20 
trade  or  not.  If  the  diamond  was  common  to  the  trade  in  1876,  when  the  first 
mark  was  registered,  it  was  also  common  to  the  trade  in  1883,  because  it  was 
registered  as  an  old  mark  ;  and  the  one  falls  with  the  other. 

.  Now,  besides  those  two  simple  marks,  there  are  a  large  variety  of  others.  In 
these  Bass  &  Go.  have  registered  a  label  in  which  the  diamond  appears,  some-  25 
times  red,  sometimes  green,  and  sometimes  black,  and  in  three  cases  there  is 
some  number  or  letters  added.  In  each  of  them  they  have  the  words  "  Trade 
"  Mark  "  on  the  diamond.  Now  it  seems  to  me  that  that  comes  directly  within 
the  rule  laid  down  by  Lord  Justice  Fry  in  delivering  the  judgment  of  the  Court 
of  Appeal  in  the  Apollinaris  case.  I  will  not  read  the  whole  passage,  but  30 
simply  three  lines  : — "  An  owner  of  a  registered  Trade  Mark  may  put  it 
"  on  a  registered  label,  but  not  so  as  to  mislead  a  reader  of  that  label,  and 
44  induce  him  to  believe  the  only  thing  registered  is  the  distinctive  mark."  Now 
it  seems  to  me,  as  it  seemed  to  Lord  Justice  Fry  in  that  case,  speaking  for 
himself,  that  by  putting  "  Trade  Mark  "  on  the  diamond  Bass  &  Go.  have  stated  35 
to  the  public  that  what  they  claim  as  Trade  Mark  is  the  diamond  and  nothing 
else ;  and  then  they  register  the  whole  label.  That  seems  to  me  deceptive. 
Mr.  MoultorCs  answer  is  that  in  the  Apollinaris  case  the  Court  was  dealing 
with  a  new  mark  and  not  with  an  old  one,  and  that  the  words  used  by  the 
learned  Lord  Justice  cannot  be  construed  as  referring  to  an  old  mark.  I  cannot  40 
myself  see  any  limitation  of  what  he  says.  The  principle  appears  to  me  to 
refer  as  much  to  an  old  mark  as  to  a  new  ;  and,  as  at  present  advised,  if  the  rest 
of  these  labels  depended  on  that  point  alone,  I  should  think  that  they  ought  to 
come  off  the  Register.  But  I  need  not  say  anything  more  about  that,  because 
in  each  case  you  have  the  diamond,  and  the  diamond  is  put  forward,  at  any  45 
rate,  a*  an  essential  part  of  the  mark.  They  have  put  in,  and  registered  as  an 
essential  part  of  the  mark,  that  which  was  common  to  the  trade,  and  made  it 
impossible  for  others  to  use  marks  of  the  same  character  with  the  diamond  in 
them  without,  of  course,  running  the  risk  of  having  an  action  brought  against 
them  by  Bass  &  Co.,  and  therefore  they  are  put  to  a  disadvantage  when,  as  50 
a  matter  of  fact,  they  are  entitled  to  use  the  diamond  mark.  From  what  I 
have  said,  I  think  they  are  entitled  to  use  the  diamond  mark.  It  never 
has  been  properly  registered,  and  cannot  be  properly  registered  as  a  Trade 
Mark,  because  it  was  common  to  the  trade  in  1876.    On  that  ground  I  think 
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that  the  application  succeeds,  and  that  all  these  marks  must  come  off  the 
Register,  and  that  Bass  A  Go.  mnst  pay  the  costs,  including  those  of  the 
Comptroller. 

John  Cutler,  K.C. — My  Lord,  Bass  A  Co.,  of  course,  will  want  very  carefully 
5  to  consider  your  Lordship's  judgment. 

Kbkbwich,  J. — I  will  suspend  the  rectification  until  the  1st  of  January, 
and,  if  an  appeal  is  presented  before  that  date,  until  after  the  hearing  of  the 
appeal. 


In  the  High  Court  of  Justice.— Chancery  Division. 

» 
10  Before  Mr.  Justice  Swinfen  Eady. 

November  13th,  14th,  15th,  16th,  and  18th,  1901,  and  January  30th,  1902. 

Db  Fhrranti  v.  British  Thomson-Houston  Company,  Ld. 

Patent — Action  for  infringement. — Construction. — Infringement  not  found. 

The  grantee  of  a  Patent  for  "  Improvements  in  electrical  meters  "  sued  the 
15  Defendants  for  infringemeht.    The  Defendants  denied  infringement,  and  alleged 
that  the  Patent  was  invalid. 

Held,  on  the  true  construction  of  the  Specification,  that  the  Defendants  had 
not  infringed. 

On  the  15th  of  January  1887  Letters  Patent  (No.  701  of  1887)  were  granted  to 

80  Sebastian  Ziani  de  Ferranti,  the  Plaintiff  in  this  action,  for  "  Improvements  in 
u  electricity  meters." 

The  Complete  Specification  was  as  follows  : — a  My  improvements  relate  to 
"  electrical  meters  of  that  kind  in  which  the  current  to  be  measured  is  made  to 
"  pass  through  a  bath  of  mercury  in  a  magnetic  field  so  disposed  as  to  put  the 

2$  a  mercury  into  continuous  movement  whenever  a  current  passes  and  in  which 
"  the  movement  of  the  mercury  is  recorded  by  causing  it  to  impart  a  revolving 
44  motion  to  an  axis  whose  revolutions  are  recorded  by  a  counter  or  in  which  the 
u  movement  of  the  mercury  is  recorded  in  other  convenient  way.  An  electrical 
u  meter  of  this  kind  is  described  in  the  Specification  of  a  former  Patent  granted 

90  u  to  me  No.  5926  in  the  year  1883.    In  these  meters  as  heretofore  constructed 

u  there  has  been  a  pole  piece  of  cast  iron  which  retained  a  certain  amount  of 

"  residual  magnetism  and  this  served  to  assist  in  causing  rotation  of  the  mercury 

"  whenever  a  feeble  current  was  passing,  and  helped  to  start  the  meter. 

"  An  electric  meter  of  this  kind  can  be  used  advantageously  for  recording  the 

35  "  passage  of  a  continuous  current  but  for  an  alternating  current  it  would  be 
"  inadmissible  to  use  heavy  blocks  of  magnetic  metal  the  polarity  of  which 
**  would  be  constantly  reversing.     I  therefore  in  meters  which  are  to  be  or 
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which  may  be  used  for  recording  alternate  currents  use  pole  pieces  which  do 
not  retain  residual  magnetism  and  to  effect  the  object  previously  attained  by 
the  residual  magnetism  I  use  an  additional  coil  or  coils  of  an  insulated 
conductor  around  the  pole  pieces  of  the  magnets.  The  current  passed  through 
these  additional  coils  forms  no  part  of  the  circuit  the  current  through  which  5 
is  to  be  measured  but  is  a  branch  circuit  direct  from  the  main  conductor  from 
the  dynamo  to  earth  or  to  the  return  conductor.  The  same  improvement  is 
applicable  to  all  motor  meters — that  is  meters  in  which  the  movement  is 
obtained  from  the  current  to  be  measured. 

"  In  the  drawings  annexed  I  have  shewn  examples  of  meters  constructed  as  10 
above  described.     Figure  1  is  a  vertical  section  and  Figure  2  a  horizontal 
section  of  one  form  of  meter.     Figure  3  is  a  vertical  section  and  Figure  4  a 
horizontal  section  of  another  form  of  meter — and  Figures  5  and  6  are  diagram 
views  to  shew  the  way  in  which  a  branch  circuit  from  the  main  conductors  is 
carried  through  the  additional  coil  of  the  meters.     In  Figures  1  and  2  A  is  a  15 
tubular  stem  with  a  disc  B  surrounding  its  upper  end — below  this  are  radially 
slotted  iron  discs  C  with  insulating  material  between  them — below  these  the 
tubular  stem  has  thin  iron  coiled  around  it  with  insulating  material  between 
succeeding  layers  —this  coil  D  is  held  in  place  by  a  disc  E  secured  to  the  end 
of  the  ritem  A.     Around  the  iron  coil  D  is  the  additional  coil  F  of  fine  20 
insulated  wire  and  also  the  insulated  coil  G  through  which  the  current  to  be 
measured  has  to  paes. 


ric.s. 


*mw 


■\ 


ma 


T 


or 


*x 


K 


f 


s* 


ric.6. 


'WHtf 


a 
a 
u 
a 
a 
a 
a 
u 
it 
u 
a 


"  Below  this  is  a  brass  metal  ring  H  insulated  from  the  disc  E  and  iron  coils 
— The  bottom  of  the  central  hole  of  the  ring  is  closed  by  a  plate  I  held  firmly 
up  against  the  bottom  of  the  ring  with  insulating  material  placed  between  the  25 
two.  The  upper  surface  of  the  plate  is  enamelled  and  forms  the  bottom  of  the 
mercury  bath  of  the  meter.  J  is  a  metallic  stud  passing  through  the  centre  of 
the  plate  I  the  upper  surface  of  this  stud  is  uninsulated.  The  lower  end  of 
the  stud  is  secured  to  a  plate  K  which  carries  one  of  the  terminals  as  shewn. 
L  are  slotted  iron  discs  placed  between  the  plates  I  and  K.  M  are  concentric  30 
oy lingers  of  thin  iron  connecting  the  iron  discs  C  with  the  iron  discs  L.  Each 
cylinder  has  a  slot  formed  longitudinally  through  it  which  in  addition  to 
preventing  currents  being  pet  up  in  the  cylinders  also  allows  of  wire  connec- 
tions being  carried  through  to  the  insulated  wire  coils.    N  is  a  metallic  plate 
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44  placed  below  the  iron  discs  L  and  insulated  from  them  and  from  the  plate 
44  K.  The  plates  K  and  N  rest  on  the  bottom  of  a  tray  0.  The  tray  is  secured 
"  within  the  outer  casing  P  by  means  of  sulphur  poured  when  melted  into 
"  semicircular  recesses  formed  along  two  opposite  sides  of  the  tray  and 
5   "  corresponding  recesses  formed  on  the  interior  of  the  casing  as  shewn. 

44  Before  pouring  in  the  sulphur  to  secure  the  tray  it  is  forcibly  pressed 
44  towards  the  upper  end  of  the  casing  to  clamp  together  the  several  parts  above 
"  described  and  whilst  the  parts  are  so  clamped  and  held  the  sulphur  is  poured 
44  in  and  the  tray  thereby  securely  held. 
10  "  R  is  the  central  spindle  of  the  meter  with  arms  projecting  from  its  lower 
44  end  in  the  mercury  bath  and  at  its  upper  end  giving  movement  to  a  train  of 
44  recording  wheels  as  described  in  the  Specification  of  my  former  Patent. 

44  The  current  from  the  mains  enters  the  meter  say  at  the  terminal  K  passes 
"  to  the  centre  of  the  bath  through  the  stud  J  and  from  the  circumference  of 
15  "  the  bath  to  the  metallic  ring  H  and  from  it  to  the  inner  end  of  the  insulated 
44  wire  coil  G  and  from  the  outer  end  of  this  coil  to  the  terminal  N.  The  ends 
44  of  the  additional  coil  F  are  as  before  stated  so  coupled  to  the  mains  that  a 
44  current  passes  through  it  continuously  without  passing  through  the  mercury 
44  bath. 
20  "  The  way  in  which  these  connections  may  be  made  is  illustrated  in  Figures 
44  5  and  6.  In  these  figures  W  represents  a  dynamo  X  conductors  leading  there- 
44  from  Y  one  of  the  meters  and  ZZ  a  series  of  lamps. 

44  In  the  meter  shewn  at  Figures  3  and  4  A  is  a  metallic  cylinder  closed  at 

"  bottom  and  filled  with  mercury,  its  interior  is  coated  with  shellac  or  other 

25  "  insulating  material  except  at  the  centre.     B  is  a  cylinder  immersed  in  the 

44  mercury — it  is  formed  of  a  vertical  stem  of  conducting  metal  with  a  collar 

projecting  around  it  at  the  centre — and  with  insulated  coils  of  thin  sheet  iron 

surrounding  the  stem  above  and  below  the  collar.    The  lower  end  of  the  stem 

44  rests  on  a  fixed  pivot  C  which  is  in  connection  with  one  terminal  C1  of  the 

30  44  meter.     The  upper  end  of  the  stem  or  axis  of  the  cylinder  B  carries  a  weight 

D  to  keep  the  cylinder  from  floating  in  the  mercury  and  is  also  carried 

upwards  and  made  to  give  motion  to  a  train  of  recording  wheels  E  as  shewn. 

44  F  is  a  coil  of  insulated  wire  surrounding  the  cylinder  A  and  through  which 

44  the  current  to  be  measured  is  passed  and  G  is  the  additional  coil  of  fine 

85  44  insulated  wire  through  which  a  branch  circuit  is  conducted  from  the  mains 

44  without  passing  through  the  mercury  bath  of  the  meter. 

44  The  current  to  be  measured  enters  the  meter  say  at  the  terminal  C1  passes 
"  up  through  the  pivot  C  and  radially  outwards  through  the  collar  which 
44  surrounds  it  to  the  cylinder  A  from  this  it  passes  to  the  inner  end  of  the  coil 
40  "  F  and  from  the  outer  end  of  the  coil  to  the  other  terminal  of  the  meter.  The 
4*  mercury  set  in  rotation  by  the  passage  of  the  current  carries  the  cylinder  B 
44  round  with  it  and  the  axis  of  the  cylinder  conveys  movement  to  the  axis  of 
44  the  first  wheel  of  the  train  of  recording  wheels. 

44 1  would  remark  that  although  in  the  drawings  annexed  I  have  only  shewn 

45  44  two  forms  of  meter  having  additional  coils  through  which  a  branch  circuit 

44  from  the  mains  is  made  to  pass  for  the  purpose  above  described  I  do  not 

44  restrict  my  claim  to  the  two  meters  shewn  as  my  improvements  can,  as  before 

44  stated  be  applied  to  all  motor  meters  in  which  movement  is  obtained  from  the 

44  current  to  be  measured." 

50      The  Claims  were  as  follows  : — "  1.  The  employment  in  electric  motor  meters 

44  of  an  additional  coil  of  insulated  conductors  through  which  a  current  not 

44  forming  any  part  of  the  current  to  be  measured  is  passed  continuously  for  the 

.  44  purpose  herein  before  described.     2.  Electric  meters  in  which  the  pole  pieces 

44  of    the  motor  magnets  are  formed    of    laminated  wrought  iron    and    are 

55  44  magnetised  not  only  by  the  coil  through  which  the  current  to  be  measured 

44  passes  but  also  by  another  coil  or  coils  through  which  is  led  a  current  that 

44  forms  no  part  of  the  current  to  be  measured.    3.  The  construction  of  electric 
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"  meters  substantially  as  herein  before  described  and  illustrated  at  Figures  1 
"  and  2.  4.  The  construction  of  electric  meters  substantially  as  herein  before 
"  described  and  illustrated  at  Figures  '6  and  4." 

The  two  diagrams*  given  below  and  the  two  diagrams  on  the  next  page  show 
the  Plaintiff's  invention  and  the  alleged  infringement.  5 


This  diagram  sltows  the  Plaintiff's  1888  meter,  with  electro  magnetic  field. 


?    -+ 


f®     }t^>    \(0>    \®    }t^> 


This  diagram  shows  tlte  improvements  described  in  the  Plaintiffs  Patent  of 
1887. 


The  Patentee  commenced  this  action  for  infringement  of  the  Patent  on  the 
12th  of  December  1900  against  the  British  Thomson-Houston  Company,  Ld.  10 
The  Statement  of  Claim  alleged  that  the  Plaintiff  was  the  grantee  of  the 
Patent,  and  that  the  Defendants  had  infringed.  The  Plaintiff  claimed  (1)  an 
injunction ;  (2)  damages  or  an  account  of  profits  ;  (3)  delivery  up  or  destruction 
of  infringing  articles  ;  (4)  costs  ;  (5)  further  or  other  relief. 

The  Particulars  of  Breacheb  were  as  follows  : — "  (1)  The  Defendants  have  at  IS 
"  divers  times  prior  to  the  commencement  of  this  action  infringed  the  Letters 
"  Patent  in  the  Statement  of  Claim  mentioned  by  importing  into  this  country 
"  and  by  selling,  supplying,  and  nsing  in  this  country  electrical  meters 
*'  embodying  the  invention  described  in  the  Specification  of  the  said  Letters 
"  Patent  and  claimed  in  the  first  claiming  clause  thereof.  (2)  In  particular  the  20 
"  Defendants  on  or  about,  the  6th  of  December  1900  Bold  to  Mess 


1  four  diagram 


o  taken  from  the  Exhibit  D  C  6  referred  to  in  the  argument*  Mid  the 
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This  diagram  shows  the  Defendants'  original  meter. 


This  diagram  shows  the  Defendants'  meter  complained  of  in  the  action. 


^-VS 


"  Harris  &  Co.,  electrical  engineers,  of  11,  Victoria  Street,  S.W.,  an  electrical 
"  meter  constructed  as    aforesaid,    being  a    10  ampere  and  100  volt  meter 
5  "  numbered  206,294  purporting  to  be  manufactured  by  the  Compagnie  pour  la 
"  Fabrication  des  Compteurs  de  Paris.1" 

By  their  Defence,  delivered  on  the  5th  of  March  1901,  the  Defendants  denied 
infringement,  and  alleged  that  the  Patent  was  invalid. 
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The  Particulars  of  Objections  relied  on  by  the  Defendants  were  "  (1)  the  said 
"  Sebastian  Ziani  de  Ferranti  was  not  the  true  and  first  inventor  of  the  said 
"  alleged  invention  ;  (2)  the  said  alleged  invention  is  not  useful.    This  objec- 
"  tion  is  raised  against  all  the  claiming  clauses  ;  (3)  the  said  alleged  invention 
"  was  not  new  ;  (a)  the  said  alleged  invention  had  been  published  in  this  realm  5 
"  by  the  deposit  in  the  Patent  Office  Library  prior  to  the  date  of  the  Plaintiff's 
"  Letters  Patent  of  the  following  books  and  the  Specifications  of  the  following 
"  Letters  Patent  i— Brush  (U.S.A,  No.  217,677  of  1879) ;  Haddan  (No.  1835  of 
"  1881) ;    Faure  (No.  730  of  1882)  ;   Phillips  (No.  4691  of  1882)  ;  Siemens 
"  (No.  2210  of    1883) ;    Pieper    (Belgian,  No.  74,102    of    1886) ;    Desroziers  10 
"  (French,  No.  177,196  of  1886)  ;  Siemens  (French,  No.   156,153  of  1883)  ; 
"  Siemens  (German,  No.  40,632  of  1886) "  [in  each  instance  the  whole  of  the 
Specification  was  relied  on  against  all  the  Patentee's  claims]  ;    "  *  Comptes 
"  4  Rendus  de  l'Academie  des  Sciences '  for  the  year  1872,  Vol.  74,  page  241  ; 
"in  an  article  by  M.  Jacobi  on  'The.  rotation  of  discs  between  the  poles  of  15 
"  *  magnets.'    The  above  passage  is  relied  on  as  against  Claims  1  and  2  ;  (b)  the 
"  said  alleged  invention  claimed  in  all  the  clauses  had  also  been  anticipated  by 
"  the  common  general  knowledge  of  electricians  of  the  compound  winding  of 
"  all  types  of  electro  motors  and  dynamos  ;  (4)  the  said  alleged  invention  is  not 
"  proper  subject-matter  for  valid  Letters  Patent.    Under  this  head  the  Defen-  20 
"  dants  will  rely  as  against  all  the  claiming  clauses  of  the  Plaintiff's  Specifica- 
"  tion  upon  the  matters  set  out  in  paragraph  3  hereof,  and  upon  the  common 
"  knowledge    of  electrical  and   other  engineers  concerning  the  construction 
"  of  meters,  the  lamination  of  magnets,  and  the  compound  winding  of  motors 
u  and  dynamos ;   (5)  the  Complete  Specification  of  the  said  Letters  Patent  25 
"  describes  and  claims  inventions  larger  than  and  different  to  those  the  nature 
"  of  which  was  described  in  the  Provisional  Specification ;  (6)  the  Complete 
"  Specification  does  not  sufficiently  describe  the  nature  of  the  invention  and 
"  the  manner  in  which  the  same  is  to  be  performed.    The  Defendants  propose 
"  hereunder  to  allege  that  the  apparatus  shown  in  Figs.  1,  2,  3,  and  4  cannot  be  30 
"  made  from  the  instructions  given  ;  that  the  connections  of  the  current  are  not 
"  sufficiently  indicated  in  Figs.  5  and  6  ;  and  also  that  by  following  the  instruc- 
"  tions  given  in  the  Plaintiff's  Specification  no  apparatus  which  will  act  as  a 
"  meter  can  be  made." 

By  his  Reply,  delivered  the  24th  of  May  1901,  the  Plaintiff  joined  issue  35 
upon  the  Defence,  save  in  so  far  as  the  same  contained  admissions. 

The  action  was  tried  before  Mr.  Justice  SwiNPBN  Eady  on  the  13th,  14th, 
15th,  16th,  and  18th  of  November  1901.  The  Patent  having  expired  before  the 
date  of  the  trial,  the  Plaintiff's  claim  was  restricted  to  damages. 

Grippsy  K.C.,  Astburyy  K.C.,  Frost,  and  Cole/ax  (instructed  by  Ince>  Colt,  40 
and  Ince)  appeared  for  the  Plaintiff;    Moulton>  K.C.,  Bousfield,  K.C.,    and 
Walter  (instructed  by  Ashurst,    Morris,    Crisp    &    Co.)  appeared    for    the 
Defendants. 

CrippSy  K.C.,  opened  the  Plaintiff's  case. — The  action  is  brought  on  a  Patent 
for  improvements  in  motor  meters — that  is  to  say,  meters  by  which  the  current  45 
or  energy  supplied  to  the  consumer  is  made  to  do  work.    The  amount  of  the 
work  done  is  registered  by  mechanical  means,  and  the  amount  of  current  or 
energy  is  calculated  therefrom.     In  1883  the  Plaintiff  invented  the  first  practical 
motor  meter,  and  all  improvements  have  been  on  the  lines  laid  down  by  him  in 
that  invention.    This    original   meter  was    designed  to  measure  continuous  50 
currents.    The  improvements  contained  in  the  1887  Specification,  on  which  the 
Plaintiff  is  suing,  are  applicable  to  either  continuous  or  alternating  currents. 
Another  division  of  meters  is  into  current  meters  and  energy  meters.    The 
former  merely  measure  the  amount  of  current  which  passes  through  them, 
while  the  latter  record  the  product  of  the  current  and  the  pressure.    The  55 
invention  which  has  been  infringed  is  applicable  to  all  forms  of  motor  meters. 
In  the  Plaintiff's  original  meter  the  current  was  passed  through  a  mercury  bath 
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in  a  magnetic  field.  This  caused  the  mercury  to  rotate  and  to  impart  the 
rotation  to  a  spindle  by  means  of  two  wings  in  the  mercury.  The  rotations  of 
the  spindle  were  recorded  by  mechanical  means,  and  thereby  the  amount  of 
current  was  measured  ;  this  original  meter,  made  according  to  the  Plaintiff's 
5  1883  Patent,  was  designed  to  measure  continuous  currents.  In  this  form  of 
meter  it  was  customary  to  supply  the  magnetic  field  from  a  solid  iron  magnet. 
Such  a  magnet  has  always  a  certain  amount  of  residual  magnetism  left  in  it ; 
thus  the  force  of  the  magnetic  field  was  permanent,  and  as  soon  as  the  current 
was  turned  on  there  was  inter-action  between  the  two  forces  and  the  motor 

10  started  to  run.  When  alternating  currents  came  into  use  the  solid  magnet  was 
not  practicable,  and  in  its  place  an  electro-magnet  was  used.  By  this  means 
when  the  amount  to  be  measured  was  turned  on  the  current  ran  in  coils 
round  either  laminated  iron  or  an  air  space,  thus  producing  a  magnetic  field 
from  an  electro-magnet.    The  force   of  the  magnetic  field   depended  on  the 

15  amount  of  current,  and  if  only  a  small  amount  of  current  was  passing  the 
force  of  the  field  was  not  sufficient  to  start  the  meter,  and  consequently 
the  consumer  was  not  charged  for  the  current  supplied.  The  Plaintiff's 
invention  and  the  alleged  infringement  will  be  more  readily  understood 
by  a  reference  to  diagrams.    The  Plaintiff's  original  meter  with  an  electro- 

20  magnetic  field  is  shown  in  diagram  A  on  the  exhibit  D  C  6  (ante,  page  150). 
The  current  comes  from  the  dynamo,  passes  into  the  mercury  bath,  and 
then  through  the  coil  shown,  which  is  an  electro-magnet  and  forms  the 
magnetic  field.  The  current  then  passes  round  the  circuit  through  the  lamps 
and  back  to  the  dynamo.    As  before  described,  when  only  one  or  two  lamps 

25  were  burning  the  force  of  the  magnetic  field  was  not  sufficient  to  start  the 
motor.  The  Plaintiff  to  overcome  this  objection  hit  upon  the  method  described 
in  the  Specification  and  shown  in  the  diagram  B.  He  tapped  the  positive  main 
between  the  dynamo  and  the  meter,  and  on  this  shunt  circuit,  as  it  is  called, 
placed  a  coil  which  takes  the  place  of  the  old  solid  iron  magnet.     The  current 

30  passing  through  this  shunt  circuit,  after  going  through  the  shunt  coil,  is  taken 
back  to  the  negative  main  or  to  earth  without  passing  through  the  lamp 
circuit  at  all.  It  forms  no  part  of  the  current  to  be  measured,  its  function 
being  solely  to  strengthen  the  magnetic  field  so  as  to  enable  the  motor  to  start 
with  alight  load  and  to  keep  moving  when  the  load  drops.     When  the  load 

35  increases  the  extra  force  of  this  shunt  coil  becomes  negligible.  It  is  merely 
an  additional  starting  device.  Diagram  C  is  the  Defendants'  meter  as  it  was 
originally  used.  Here  the  current  to  be  measured  comes  from  the  dynamo  and 
passes  through  the  two  coils  shown  giving  the  magnetic  field.  Being  an  energy 
meter,  or  as  it  is  more  technically  called  a  Watt  meter,  it  was  necessary  to  have 

40  a  shunt  circuit  apart  from  any  question  of  an  additional  starting  device.  The 
shunt  circuit  leaves  the  main  between  the  dynamo  and  the  meter  and  passes 
through  the  armature  of  the  meter  and  then  goes  to  the  negative  main. 
Diagram  D  shows  the  Defendants'  meter  which  is  complained  of  by  the 
Plaintiff.     It  will  be  seen  that  the  Defendants  have  added  a  coil  on  their 

45  shunt  circuit  for  the  identical  purpose  for  which  the  Plaintiff  uses  his 
additional  coil,  namely,  to  increase  the  strength  of  the  magnetic  field.  The 
fact  that  the  Defendants'  meter  is  a  Watt  meter  and  is  designed  for  an 
alternating  current  is  immaterial,  since  the  Plaintiff's  invention  is  equally 
applicable  to  all  motor  meters,  and  is  described  by  him  as  being  so  applicable. 

50  For  the  Plaintiff  the  following  witnesses,  in  addition  to  the  Plaintiff  himself, 
were  called  and  gave  evidence  : — Du-gald  Clerk,  Charles  Henry  Wordingham% 
and  William  Ashcombe  Cliamen. 

Astbury,    K.C.,  having    opened   the  Defendants'   case,     James   Swinburne 
and  Professor  James  Alfred  Ewing  were  called  and  gave  evidence  for  the 

55  Defendants. 

Afoulton,  K.C.,  summed  up  the  Defendants'  case. — The  true  invention  can  be 
easily  discovered  from  the  claim  and  the  language  of  the  Specification.     The 
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construction  sought  to  be  put  on  the  Specification  by  the  Plaintiff  is  an  after- 
thought. He  is  trying  to  take  advantage  of  the  ambiguity  of  his  Specification 
by  making  it  include  what  he  did  not  intend  it  to  include  and  what  he  probably 
had  not  in  his  mind.  The  Complete  Specification,  which  repeats  the  Provisional, 
begins  by  referring  to  the  Plaintiff's  1883  Patent.  The  Plaintiff,  therefore,  5 
describes  his  invention  as  referring  to  his  mercury  meter,  which  was  a  current 
meter.  He  is  obviously  talking  about  a  motor  which  has  no  tendency  to  move 
except  when  current  is  passing.  The  current  in  the  Plaintiff's  shunt  circuit  is 
described  as  "  forming  no  part  of  the  circuit  the  current  of  which  is  to  measured, 
"  but  is  a  branch  circuit  direct  from  the  main  conductor  from  the  dynamo  to  10 
"  earth  or  to  the  return  conductor."  The  Plaintiff's  branch  circuit  goes  direct 
from  one  main  to  the  other.  If  this  current  passed  through  the  armature  as  it 
does  in  the  Defendants'  it  would  form  part  of  the  current  to  be  measured.  The 
Plaintiff  tells  the  world  two  things  on  this  point :  first,  you  must  have  a  coil 
connected  with  the  mains ;  and,  secondly,  the  current  through  that  coil  must  15 
not  go  through  the  mercury  armature.  His  reason,  as  admitted  by  his  witnesses, 
was  to  avoid  any  possibility  of  shunt  running,  or  running  when  the  lamps  were 
not  using  current.  The  coil  merely  takes  the  place  of  the  residual  magnetism  in 
the  1883  Patent.  The  fallacy  of  the  Plaintiff's  case  is  that  he  tries  to  establish 
that  every  case  of  an  additional  coil  in  a  motor  meter  comes  within  his  invention.  20 
Then  the  Plaintiff  says  : — "  The  Fame  improvement " — that  is,  substituting  the 
additional  coil  for  residual  magnetism — "  is  applicable  to  all  forms  of  motor 
"  meters — that  is,  meters  in  which  the  movement  is  obtained  from  the  current 
"  to  be  measured."  This  means  motor  meters  where  there  is  no  source  of 
motion  except  the  current  to  be  measured.  According  to  this  construction  the  25 
first  claim  would  read  :  **  The  employment  in  electric  meters,  which  have  no 
"  source  of  motion  but  the  current,  of  an  additional  coil  of  insulated  conductors 
44  through  which  a  current  not  forming  any  part  of  the  current  to  be  measured 
"  is  passed  continuously  for  the  purpose  hereinbefore  described."  This  con- 
struction makes  every  word  in  the  Specification  applicable  and  is  the  proper  30 
construction  ;  any  wider  construction  would  render  the  Patent  bad  for  discon- 
formity.  The  Plaintiff  has  excluded  the  Defendants'  motor  from  his  Patent.  The 
Patent  is  bad  because  it  purports  to  be  applicable  to  all  forms  of  motor  meters. 
This  is  not  true.  It  is  admitted  that  it  will  not  apply  to  the  HookJiam  meter 
{Morgan  v.  Seaward,  2  M.  &  W.  561).  Either  the  Patent  applies  to  all  motors  in  35 
existence  at  its  date  and  those  invented  subsequently,  in  which  case  it  is  incorrect, 
or  it  only  applies  to  those  in  existence  at  its  date,  in  which  case  the  Defendants' 
meter  is  excluded.  The  Patent  is  also  bad  for  want  of  subject-matter.  Again,  the 
Plaintiff's  Specification  is  only  applicable  to  current  meters,  whereas  the 
Defendants'  is  an  energy  meter.  The  Plaintiff  has  himself  admitted  in  a  40 
previous  action  that  current  and  energy  meters  are  totally  distinct.  The 
Plaintiff's  meter  cannot  be  used  as  an  energy  meter.  An  energy  meter  cannot 
be  said  to  infringe  a  Specification  which  refers  only  to  current  meters. 

CrippSy  K.C.,  replied. 

Judgment  was  reserved,  and  was  delivered  on  the  30th  of  January  1902.  45 

SWINFBN  Eady,  «/. — This  action  was  commenced  on  the  12th  of  December 
1900,  and  was  brought  to  obtain  an  injunction  to  restrain  an  infringement  of 
Letters  Patent  No.  701  of  1887,  and  for  damages.  The  term  of  the  Patent 
expired  shortly  after  the  issue  of  the  writ,  and  the  action  was  therefore  treated 
as  one  for  damages  only.  The  defence  is  a  denial  of  the  infringement,  and  a  50 
plea  of  the  invalidity  of  the  Patent. 

The  Patent  relates  to  improvements  in  electrical  meters.  Previous  to  the 
year  1887  the  Plaintiff  had  invented  an  electrical  meter  in  which  the  current  to 
be  measured  was  made  to  pass  through  a  bath  of  mercury  in  a  magnetic  field, 
so  disposed  that  the  mercury  was  put  into  a  continuous  rotatory  movement  by  55 
the  passing  of  the  current,  the  movement  of  the  mercury  being  recorded  by 
means  of  a  float  or  disc  with  recording  mechanism.     The  Plaintiff  stated  that 
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such  a  meter,  patented  by  him  in  1883,  was  used  commercially  to  the  extent  of  a 
few  hundreds,  but  that  the  business  of  central  station  supply  in  those  early  days 
of  electric  lighting  beinsr  exceedingly  limited,  very  few  meters  were  required. 
That  meter  was  designed  for  use  with  the  continuous  current,  and  with  a  solid 
5  magnet  made  of  cast  iron ;  the  residual  magnetism  of  the  cast  iron  served  to 
assist  in  causing  rotation  of  the  mercury,  and  was  sufficient  to  enable  the  meter 
to  start  even  with  only  a  small  number  of  lamps  in  use.  In  order  to  adapt  that 
meter  for  use  with  an  alternating  current,  it  was  necessary  to  employ  pole 
pieces  which  did   not  retain  residual   magnetism,  and   laminated   iron  was 

10  substituted  for  solid  cast  iron  magnets.  Then,  in  order  to  effect  the  object 
previously  attained  by  the  residual  magnetism,  and  so  enable  the  meter  to  start 
and  register  correctly  with  a  low  load,  some  contrivance  was  necessary.  The 
Plaintiff,  in  1887,  determined  to  achieve  this  result  by  employing  an  additional 
coil  of  an  insulated  conductor  which  would  act  as  an  electro-magnet,  and  thus 

15  compensate  for  the  loss  of  residual  magnetism  arising  from  the  abandonment  of 
solid  cast  iron  magnets.  This  invention  formed  the  subject  of  the  Letters 
Patent  of  1887  on  which  this  action  was  brought. 

The  question  at  once  arises  what  is  tbe  true  construction  of  the  Plaintiff's 
Specification,  for  the  Defendants  contend  that  on  one  construction  of  it  they 

20  have  not  infringed,  and  on  another  construction  of  it  that  the  Patent  is  invalid. 
The  argument  as  to  the  construction  of  the  Specification  has  been  principally 
directed  to  two  points,  first,  whether  the  invention  is  confined  to  electrical 
magnets  in  which  the  current  passing  through  the  additional  coil  does  not  pass 
through  the  mercury  bath,  or  other  armature  of  the  meter,  and,  secondly,  whether 

25  the  Plaintiff  has  limited  his  invention  to  current  meters  properly  so  called,  as 
distinguished  from  energy  meters.  The  Plaintiff  states  in  his  Specification  that 
in  meters  which  are  to  be,  or  which  may  be,  used  for  recording  alternating 
currents,  he  uses  pole  pieces  which  do  not  retain  residual  magnetism,  and  to 
effect  the  object  previously  attained  by  the  residual  magnetism  he  uses  an 

30  additional  coil  or  coils  around  the  pole  pieces,  and  then  proceeds  as  follows  : — 
"  The  current  passed  through  these  additional  coils  forms  no  part  of  the  circuit, 
"  the  current  through  which  is  to  be  measured,  but  is  a  branch  circuit  direct 
"  from  the  main  conductor  ...  to  the  return  conductor  " — that  is  omitting 
immaterial  words.    The  Plaintiff  contends  that  the  true  meaning  of  these  words 

35  is  that  the  current  so  described  is  a  shunt  from  the  main  to  the  return  conductor 
direct,  in  the  sense  of  not  passing  through  the  lamp  circuit,  and  so  not  measured 
or  paid  for  by  the  consumer.  The  Defendants  contend  that  the  same  words 
mean  a  shunt  current  from  the  main  to  the  return  conductor  direct,  in  the  sense 
of  not  passing  through  the  mercury  bath  of  the  meter,  or  its  equivalent.     It  is 

40  necessary  to  examine  these  two  contentions  carefully  as  much  turns  upon  them. 
The  Plaintiff  has  annexed  to  his  Specification  certain  drawings  showing 
examples  of  two  meters,  and,  referring  to  the  first  example,  he  states  on  page  3, 
line  29,  "  The  ends  of  the  additional  coil  F  are  as  before  stated  so  coupled  to 
"  the  mains  that  the  current  passes  through  it  continuously  without  passing 

45  "  through  the  mercury  bath."*  The  only  passage  in  the  previous  portion  of  the 
Specification  to  which  the  words  "  as  before  stated  "  can  have  reference  is  in 
line  24,  on  page  2/f  Again,  on  page  3,  lines  44 J  to  48,  are  similar  words,  referring 
to  the  second  example  of  a  meter  given  in  the  drawings,  and  there  again  the 
branch  circuit  is  described  as  conducted  from  the  mains  without  passing  through 

50  the  mercury  bath  of  the  meter.     This  again  shows  what  is  meant  on  page  2 
line  24,  by  a  branch  circuit  direct  from  the  main  to  the  return  conductor.    The 
Plaintiff,  however,  contended  that  the  words  to  which  I  have  referred  on  page  3 
are  merely  words  of  description  with  reference  to  the  two  examples  given,  and 
are  not  words  of  limitation.      In  a  sense  this  is  true.     These  words  have 

55  reference  to  the  two  examples  given,  but  the  importance  of  them  in  this 


*  Ante,  page  148,  line  16,  j  Ante,  page  148,  line  6.  \  Artie,  page  149,  line  S3. 
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connection  is  the  light  which  they  throw  on  the  meaning  of  the  words  on  page 
2,  lines  22*  to  25.     It  is  maintained  by  the  Defendants  that  the  construction  of 
this  portion  of  the  Specification  which  they  contend  for  is  of  the  very  essence 
of  the  Plaintiff's  invention  ;  that  is  to  say,  that  the  current  passing  through  the 
additional  coil  is  not  to  pass  through  the  mercury  armature.     One  reason  may  5 
have  been  this  :  the  object  of  the  Plaintiff's  invention  was  to  render  his  meter 
more  sensitive  to  small  loads,  but  at  the  same  time  to  avoid  the  risk  of  the  meter 
commencing  to  register  when  no  lamp  current  was  in  use.     In  other  words  it 
was  to  obtain  an  additional  torque  or  tendency  to  turn,  and  at  the  same  time  to 
avoid  the  possibility  of  the  mercury  revolving,  the  meter  running,  and  the  10 
index  registering  before  it  was  intended  to  turn  at  all.     Mr.  Dugald  Clerk,  a 
witness  called  for  the  Plaintiff,  stated  this  very  clearly.     Question  433,  "  Do 
"  not  trouble  with  the  Specification  for  the  moment.     Just  assume  he  " — that  is 
the  Patentee — "  tells  you  not  to  do  it.    Can  you  think  of  the  reason  why  ? — 
"  (A.)  The  reason  is  that  he  knew  perfectly  well  that  if  he  completed  his  15 
44  motor,  as  you  do  in  that  case,  he  would  be  more  liable  to  shunt  running.    He 
44  wanted  to  make  it  sure  that  the  lamps  had  to  pass  current.     He  made  it 
44  absolutely  sure  and  you  do  not. — (Q.)  He  wanted  to  avoid  having  the  meter 
4<  running  when  there  were  no  lamps  running  ? — (A.)  Yes."     Then  Question 
440  :  "  And  you  say  you  think  his  reason  was  that  he  did  not  want  to  run  the  20 
44  risk  of  having  his  meter  running  when  there  were  no  lamps  inserted  ? — 
44  (A.)  That  is  my  view  of  his  reason.     I  think  it  is  quite  clear.     It  is  a  safer 
44  meter  than  a  meter  adjusted  in  the  other  way."    Then  Question  444 :  44  He 
44  has  got  a  reason  here  for  saying  it  is  not  to  go  through  his  mercury  bath  ? — 
44  (A.)  Yes.    (Q.)  And  the  reason  you  have  given  is  that  he  did  not  want  what  25 
44  he  then  thought  was  the  vice  of  having  the  risk  of  starting  a  meter  when 
44  there  were  no  lamps  running  ? — (A.)  Yes."    It  thus  appears  from  the  evidence 
called  on  behalf  of  the  Plaintiff  that  there  was  certainly  one  very  good  reason 
why  the  current  employed  to  obtain  an  electro  magnet  should  pass  direct  from 
the  main  to  the  return  conductor  without  going  through  the  mercury  armature.  30 
So  long  as  there  was  not  any  current  passing  through  the  mercury,  there  was 
not  any  risk  of  the  meter  running.    As  Mr.  Clerk  said,  the  motor  was  not 
completed  ;  when,  however,  lamps  were  turned  on  the  lamp  current  would  then 
flow  through  the  mercury,  and  the  current  in  the  shunt  coil  being  constant,  the 
meter  would  immediately  begin  to  register  however  few  the  lamps  lighted.  35 
But  if  the  shunt  current  passing  through  the  additional  coil  had  also  passed 
through  the  mercury  bath  there  would  have  been  a  risk  of  shunt  running — of 
the  meter  commencing  to  register  by  the  force  of  the  shunt  current  only,  and 
without  any  lamp  current  also  passing. 

The  essence  of  the  Plaintiff's  invention  as  specified  and  claimed  (see  clause  1  40 
of  the  claims)  is  an  improvement  in  electrical  meters  in  which  the  movement 
is  obtained  from  the  current  to  be  measured,  and  he  insures  this  result  and 
guards  against  any  movement  resulting  from  the  current  in  the  added  coil  by 
providing  that  such  current  shall  go  direct  from  the  main  to  the  return 
conductor ;  and  in  my  judgment  the  proper  construction  of  these  improvements  45 
is  that  such  current  shall  not  pass  through  the  mercury  bath  or  other  armatures 
of  the  meter.  While  improving  electric  meters  by  rendering  them  more 
sensitive  to  light  loads,  the  Plaintiff  has  taken  care  not  to  fall  into  the  error  to 
so  construct  them  as  to  involve  risk  of  their  registering  when  no  lamp  current 
is  passing.  50 

The  Plaintiff's  Counsel  strenuously  insisted  upon  the  importance  of  the 
words  on  page  2,  line  25  :  44  The  same  improvement  is  applicable  to  all  motor 
44  meters  "  ;  but  if  the  improvement  so  specified  and  claimed  is  limited  in  the 
manner  before  mentioned,  a  statement  that  the  *4same  improvement"  is 
applicable  to  all  motor  meters  cannot  enlarge  the  ambit  of  the  invention.  55 


Ante,  page  148,  line  4. 
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The  next  question  is  whether  the  Plaintiff  has  limited  his  invention  to* 
current  meters  properly  so  called  as  distinguished  from  energy  meters.  The 
Plaintiff's  meter  is  one  which  measures  current  or  quantity,  giving  the  result 
in  amperes,  and,  if  the  potential  remains  constant,  the  number  of  watts  may  be 
5  readily  calculated  from  the  result  so  obtained  ;  but  the  Plaintiff's  meter  does 
not  measure  variations  in  the  potential.  Mr.  Dugald  Clerk  explained  the 
difference  as  follows : — Questions  235  to  238  :  "  Suppose  you  take  one  of  the 
44  Ferranti  meters,  if  you  put  it  on  a  circuit  say  of  90  volts,  and  a  current  of 
"  10  amperes  is  passing  through  it  for  a  certain  time,  it  will  register  the  result 

10  "  of  that,  will  it  not  ? — (A.)  Yes.  (Q.)  In  the  same  way,  if  instead  of  putting 
"  it  in  a  circuit  of  90  volts  you  put  it  on  a  circuit  of  110  volts,  and  let  a  current 
"  of  10  amperes  pass  through  it  for  a  certain  time,  that  which  your  meter  will 
"  register  will  be  identically  the  same  ?— (A.)  With  your  assumption,  yes.  If 
"  you  take  the  meter  and  allow  10  amperes  to  pass  through  it  it  will  be  the 

15  "  same.    (Q.)  The  meter  will  take  no  account  of  whether  it  is  on  a  90  volt 

"  circuit  or  110  volt  circuit.     It  will  simply  register  the  electricity  that  passes- 

44  through  it  ? — (A.)  Yes.    (Q.)  Although  the  current  in  one  case  is  proportional 

to  10  times  90,  and  in  the  other  case  is  proportional  to  10  times  110,  the  energy 

supplied  is  different? — (A.)  Yes."    That  shows  that  the  Plaintiff's  meter 

20  registers  current  only. 

Now,  as  to  the  Defendants9  meter,  Mr.  Dugald  Clerk  explained  its  action  by 
referring  to  diagram  C  of  exhibit  D  C  6,  which  was  Defendants'  meter  before 
the  addition  of  the  new  coil.  On  page  35,  Question  254,  he  is  asked  :  "Take 
44  the  diagram  D  C  6.    I  want  you  to  explain  it  to  my  Lord.    If  you  take  your 

25  "  picture  C  of  D  C  6  we  have  said  that  little  coil  ought  to  be  painted  red  ? — (A.) 
44  Yes.  (Q.)  The  current  is  always  passing  through  one  of  those  coils  ? — (A.) 
44  Quite  so.  (Q.)  In  our  original  meter,  as  it  stands  without  any  complaint,  it  has- 
44  got  a  coil  which  is  in  the  shunt  to  the  main,  has  it  not  ? — (A.)  Yes,  it  is  a  shunt 
44  motor  clearly.    (Q.)  And  it  has  a  coil  which  is  in  the  shunt  to  the  mains  ? — 

30  "  (A.)  It  has.  It  has  an  armature  in  shunt  to  the  mains."  Then  Question  261  : 
"  Now  in  this  case  we  will  put  this  into  a  90  volt  circuit,  that  red  line 
4<  continues  through  the  armature  ? — (A.)  Yes.  (Q.)  That  is  getting  the  current 
44  owing  to  the  difference  which  arises  from  the  difference  of  pressure  of  90 
44  volts  in  the  mains,  is  it  not  ? — (A.)  Yes.    (Q.)  It  has  a  current,  therefore, 

35  ■*  which  is  proportional  to  the  pressure  in  the  mains  ? — (A.)  Yes,  roughly." 
Then,  a  little  later  on,  Question  269  :  "  Now  to  go  back  to  0,  our  torque  i& 
44  proportional  to  the  current  in  the  blue  if  the  red  is  constant  ? — (A.)  Yes. 
44  (Q.)  That  is  to  say,  our  torque  is  proportional  to  the  product  of  the  two  ? — 
w  (A.)  Yes.     (Q.)  On  the  blue  is  the  current  being  used  by  the  lamps  ? — (A.) 

40  "  Yes,  that  is  the  current  going  to  the  lamps  to  be  measured.    (Q.)  The  current 
,  "  in  the  red  is  proportional  to  the  current  being  supplied  in  the  mains  ? — 

I  u  (A.)  Yes,    (Q.)  So  that  our  torque  is  proportional  to  pressure  multiplied  by 

"current — that  is,  to  energy  which  is  being   expended? — (A .)  Yes."     The 
torque  produced  in  the  Ferranti  meter  varies  as  the  square  of  the  current, 

45  while  the  torque  in  the  Defendants'  meter  is  proportional  to  the  product  of 
current  and  pressure.  The  result  is  that  the  Defendants'  is  an  energy  or  watt 
meter  while  the  Plaintiff's  is  a  icurrent  meter.  Mr.  Ferranti  admits  that  on 
a  former  occasion  he  gave  the  following  answers  to  questions  put  to  him 
(page  85,  Question  88.V)  :  "  Here  is  a  question  asked  by  my  friend  " — that  is 

50  the  question  put  to  Mr.  Ferranti — "  the  Counsel  who  was  on  your  side  :  4  As 
44  4an  electrician  is  an  energy  meter  entirely  distinct  from  a  current  meter  ? — 
444  (A.)  It  is  entirely  distinct  and  totally  distinct  ? '—(A.)  Certainly.  (Q.)  4It 
"  4has  a  different  function  to  perform  ;  it  has  to  take  account  of  the  pressure 
"  'and  the  quantity,  namely,  the  energy,  instead  of  taking  account  only  of  the 

55  "'quantity  of  current  passing.'"  Then  Question  891  :  u  And  the  meter  in 
44  dispute  in  that  case  was  the  very  Thomson-Houston  meter  in  dispute  in  the 
44  present  case  ?— (A.)  Of  course  it  was.    I  realised  this  case  when  I  gave  that 

R 
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"  evidence.    (Q.)  Now  let  me  go  on  " — still  reading  from  his  previous  examina- 
tion— "  *  Would  the  same  electrical  principles  or  mechanism  be  involved  in  an 

*  energy  meter  as  in  a  current  meter? — (A.)  Some  of  the  same  things  are 
'  involved,  but  the  essential  difference  is  that  the  two  parts  of  the  motor, 

*  namely,  the  armature  and  the  field,  must  be  connected,  the  one  in  circuit  5 
"** '  with  the  lamps  to  be  measured,  and  the  other  across  the  circuit,  so  as  to 

4  receive  the  voltage  of  the  circuit  in  order  to  form  an  energy  meter  ;  whereas 
'with  the  current  meter  you  only  deal  with  the  main  current  of  the  circuit 
4  flowing  from  the  lamps.    The  difference  is  most  distinct.    The  end  to  be 
"  *  accomplished  is  also  quite  distinct.' "    Then  there  is  one  more  passage  in  the  10 
cross-examination  :   "  *  What  is  the  distinction  you  draw  between  an  energy 

*  meter  and  a  current  meter  ? — (A.)  There  is  no  occasion  to  have  this  variable 

*  field  fed  by  the  electro-motive  force  of  a  circuit  in  a  current  meter.'    This 
is  the  passage  I  want  to  read  :  *  You  cannot  make  an  energy  meter  into  a  current 

*  meter.    It  will  not  register  current.    You  cannot  prevent  it  from  being  a  15 

*  true  measurer  of  the  energy — a  very  big  distinction  indeed.' "  In  my  opinion, 
the  expression  "  Current  to  be  measured  "  in  the  Plaintiff's  Specification  means 
the  lamp  current  which  is  made  to  pass  through  the  additional  coil.  In  other 
words,  it  extends  only  to  a  current  meter,  and  does  not  include  the  case  of  an 
energy  meter  which  measures  and  records  the  product  of  two  variants,  the  20 
quantity  and  the  potential,  without  measuring  separately  either  variant. 

This  being,  in  my  opinion,  the  construction  of  the  Plaintiff's  Specification,  I 
pass  to  consider  what  the  Defendants  have  done.  The  original  Thomson- 
Houston  meter,  before  the  introduction  of  the  additional  coil  which  is  the 
infringement  now  complained  of,  is  shown  in  Figure  3  of  the  exhibit  D  C  6.  25 
The  continuous  movement  of  the  meter,  which  is  connected  with  the  recording 
Index,  is  obtained  by  the  interaction  of  the  force  derived  from  the  shunt  current 
passing  through  the  armature,  and  that  derived  from  the  lamp  current  passing 
through  the  series  coils.  When  no  lamp  current  is  passing  through  the 
series  coils  (as  is  the  case  when  no  lamps  are  running)  there  is  no  risk  30 
of  movement  in  the  meter,  as  the  shunt  current  above  cannot  set  up  any 
movement  of  the  meter.  So  far  no  complaint  is  made  by  the  Plaintiff  of  the 
use  by  the  Defendants  of  this  meter ;  but  the  Defendants  have  introduced  into 
it  the  additional  coil,  and  this  gives  rise  to  the  present  claim.  The  meter  so 
arranged  is  shown  in  Figure  D  in  D  C  6.  The  Defendants,  in  order  to  increase  .35 
their  magnetic  field,  introduce  a  coil  into  the  shunt  passing  through  the 
armature  ;  the  effect  of  this  is  to  have  a  constant  standing  field  interacting  with 
the  rotary  field,  and  so  to  give  a  torque  to  the  meter  even  when  no  lamp  current 
is  passing.  The  Defendants  lead  the  current  through  the  armature,  which, 
upon  my  construction  of  the  Specification,  a  person  is  told  by  the  Plaintiff  not  40 
to  do.  The  meter  is  thus  rendered  more  sensitive  to  a  feeble  lamp  current  and 
registers  when  only  one  lamp  is  lighted. 

In  the  Defendants'  meter,  however,  the  torque  is  always  constant  whether 
lamp  current  is  passing  or  not,  while  in  the  Plaintiff's  meter  the  initial  torque, 
when  no  lamp  current  is  passing,  is  zero,  and  for  a  time  the  torque  increases  45 
proportionately  to  the  number  of  lamps.  The  question  is  does  this  application 
to  a  Thomson-Houston  meter  of  an  additional  shunt  coil  constitute  an  infringe- 
ment of  the  Plaintiff's  Patent  ?  In  my  judgment  it  does  not.  The  Defendants 
have  made  use  of  an  old  contrivance — an  additional  coil — and  have  applied  it  in 
a  manner  which  is  not  within  the  Plaintiff's  Specification,  and  in  which  the  50 
Plaintiff  told  persons  not  to  do  it.  The  Defendants  have  therefore  not 
infringed.  Moreover,  they  have  applied  it  to  an  energy  meter  and  not  to  a 
current  meter.    The  action  therefore  fails,  and  must  be  dismissed  with  costs. 

Moulton,  K.C.— Then  with  regard  to  the  Particulars  of  Objections  ? 

Swinfen  Eady,  J.— I  think  with  regard  to  them  that  the  Certificate  should  go  55 
as  to  No.  3  A — as  to  Brush  and  Phillips,  but  not  as  to  the  others.      And  as  to 
3  B,  No.  4 — not  as  to  any  of  the  others. 
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Moulton,  K.C. — Very  well,  my  Lord. 

Cripps,  K.C.— Would  it  go  with  regard  to  3  B  ? 

Swinpbn  Eady,  J.— Yes. 

Cripps,  K.C. — If  ypur  Lordship  has  considered  it  I  will  not  say  anything,  but 
.5  I  thought  it  would  go  to  what  your  Lordship  has  said  with  regard  to  3  A,  but  I 
did  not  know  why  it  should  go  as  to  3  B.  I  do  not  know  whether  much  depends 
upon  it  in  regard  to  costs,  because  the  invention  in  its  true  sense,  I  understand 
your  Lordship  has  found,  has  really  not  been  anticipated ;  but,  giving  effect  to 
the  construction  your  Lordship  has  put  upon  it,  there  has  not  been  infringement. 
.10       Swinfen  Eady,  J.— I  think  it  was  reasonable  with  regard  to  3  B. 

Cripps,  K.C.— Very  well,  my  Lord. 

Swinfen  Eady,  J.— 3  B  and  4. 

Moulion,  K.C. — I  submit  it  is  a  case  for  three  Counsel.  It  was  a  very  difficult 
case. 

.15       Swinpbn  Eady,  J.— I  cannot  give  any  direction  as  to  that. 

Moulton,  K.C. — The  costs  of  the  shorthand  notes  are  costs  in  the  cause  by 
arrangement. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

"30  March  1st,  1902. 

Before  Mr.  Justice  Buckley. 

March  7th,  1002. 

In  the  Matter  op  Borrowman's  Patent. 

Patent. — Petition  for  revocation. — Petition  ordered  to  go  into  the  witness  list. — 
•25  Fixing  day. — Practice. 


A  Petition  was  presented  for  revocation  of  Borrowman's  Patent  (No.  1918  of 
1900)  on  the  ground  of  prior  publication  by  the  Specification  of  a  Patent 
(No.  25,033  of  1895).    At  the  same  time  an  action  was  pending  against  the 
owners  of  Borrowman's  Patent  for  infringing  the  Patent  of  1895. 
30       On  the  1st  of  March  1902  Walter  (instructed  by  Hind  and  Robinson)  applied 
on  behalf  of  the  Petitioner  to  Mr.  Justice  Byrne  that  the  Petition  should  go 
into  the  witness  list.     Oraliam  (instructed  by  Grossman,  Pritchard  &  Co.)  for 
the  Respondent,  consenting  to  the  application,  an  Order  was  made  accordingly. 
On  the  7th  of  March  1902  Walter  applied  to  Mr.  Justice  BUCKLEY  that  the 
35  Petition,  which  was  then  three  out  of  the  *'  warned  "  list,  should  be  adjourned, 
with  general  liberty  to  apply.     Graham  consented  to  the  application. 

BUCKLEY,  J. — I  propose  to  Order  that  this  Petition  be  struck  out  of  the  list, 
with  liberty  to  either  party  to  set  it  down  in  the  witness  list  on  a  day  which  we 
will  arrange. 
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Walter. — Notwithstanding  the  Petition  being  struck  out  of  the  list  it  can  be- 
set down  again  without  the  necessity  of  serving  a  fresh  Petition  ? 

BUCKLEY,  J. — Certainly.  When  a  Petition  for  revocation  of  a  Patent  is 
presented  it  simply  goes  to  be  answered  in  the  usual  way.  The  Respondent  is 
not  there.  Therefore,  although  it  may  be  almost  a  foregone  conclusion  that  it  5* 
will  go  into  the  witness  list,  nobody  is.  in  a  position  to  say  so.  I  have  enquired 
into  that  practice,  and  it  appears  that  there  is  no  means  at  that  stage  of  putting 
it  in  proper  train*  The  result  of  that  is  that  the  Petition  comes  into  the  paper 
on  a  Petition  day.  Counsel  are  then  instructed  for  the  Petitioner  and  the 
Respondent  at  a  certain  expense,  and  I  am  desirous  of  making  that  application  10* 
a  useful  one.  Accordingly,  I  intimated  on  a  previous  occasion  that  that  was  the 
time  at  which,  both  parties  being  present,  the  Judge  should  be  asked  to  fix  a 
date  at  which  it  should  be  put  into  the  witness  list  as  an  effective  cause. 
Unfortunately,  owing  to  some  slip — I  will  not  say  whose  mistake  it  was — that 
course  has  not  been  followed  on  the  present  occasion.  The  result  is  that  there  15 
is  a  second  application  before  me,  1  suppose  at  further  expense,  and  I  am 
asked  now  to  direct  that  this  shall  not  come  on  until  a  certain  time — in 
other  words  I  am  asked  to  do  now  what  I  think  ought  to  have  been  done 
on  the  previous  occasion.  I  do  not  think  that  is  a  reasonable  or  useful  practice. 
I  think  that  when  the  Petition  comes  into  the  Petition  list,  as  it  must,  then  in  20 
the  presence  of  both  parties  an  Order  should  be  made  giving  liberty  to  either 
of  them  to  put  it  into  the  witness  list  at  or  after  a  date  which  would  b« 
then  named,  the  object  being  that  it  should  come  in  when  they  are  ready,  and 
not  before.  That  course  has  not  been  followed  in  the  present  case.  This 
petition  has  been  put  down  in  the  witness  list.  Counsel  are  here  again  instructed  25- 
to  say,  "  It  is  in  the  list,  but  we  cannot  try  it."  I  therefore  order  it  to  be  struck 
out  of  the  list,  and  I  will  give  either  party  liberty  to  set  it  down  in  the  witness 
list  at  a  date  which  we  will  now  arrange.  What  do  you  say  ?  When  will  both 
of  you  be  ready  ? 

Walter. — I  shall  apply  to  transfer  either  the  action  or  the  Petition  to  the  same  30 
learned  Judge,  as  in  my  view  they  relate  to  the  same  matters. 

BUCKLEY,  J< — I  must  treat  it  that  there  is  no  transfer  for  the  present  purposes. 
If  an  Order  for  a  transfer  is  made  that  is  another  matter,  but  I  have  a  Petition 
now  which  is  pending  before  me,  and  I  am  going  to  give  you  liberty  to  set  it 
down  at  such  a  time  as  you  say  you  will  be  ready  to  be  heard,  and  not  before.      35- 

Ghrdham. — The  difficulty  is  to  fix'  a  day  now.  I  understand  my  friend  Mr. 
Walter  proposes  to  take  what  I  think  at  present  a  very  reasonable  course, 
namely,  to  make  an  application  that  the  action  and  Petition  should  be  taken 
together.  If  we  fix  this  Petition  to  come  on  too  soon  it  will  not  give  time  to 
do  that.  40 

BUCKLEY,  J. — You  can  fix  whatever  time  you  both  like.  All  I  want  to 
insure  is  that  this  Petition  shall  not  be  in  the  list  until  it  is  capable  of  being 
heard. 

Walter. — Will  your  Lordship  say  not  to  be  in  the  list  these  sittings  ? 

Buckley,  J. — I  am  not  going  to  say,  "  Not  to  be  in  the  list.**    I  am  going  to  45- 
give  you  liberty  to  set  it  down  in  the  witness  list  on  a  particular  day. 

Graham. — 1  suggest  the  1st  of  May. 

BUCKLEY,  J. — You  agree,  Mr.  Walter? 

Walter. — Yes. 

BUCKLEY,  J. — Then  I  order  this  Petition  to  be  struck  out  of  the  list,  and  I  50 
give  liberty  to  either  side  to  set  it  down  in  the  witness  list  on  or  after  the 
1st  of  May. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  JUSTICE  KeKEWICH. 


January  31st,  1902. 


In  the  Court  op  Appeal. 


5  Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozens-Hardy, 


February  5th,  1902. 


Woolfe  v.  Automatic  Picture  Gallery,  Ld. 

Patent. — Action  for  infringement. — Alleged  prior  user  by  Patentee, — Appli- 
cation by  Defendants  before  delivery  of  Defence  for  discovery  of  documents. — 
10  Application  refused. — Motion  to  discharge  Order  refused. — Leave  to  appeal 
refused  by  Judge  and  Court  of  Appeal. 

On  the  26th  of  September  1901  Henry  Woolfe  commenced  an  action  against 

the  Automatic    Picture    Gallery,   Ld.,  for    infringement  of    Letters    Patent 

(No.  12,160  of  1898)  granted  to  him  for  an  invention  of  "  Improvements  in 

15  M  apparatus  for  receiving  coin  and  displaying  stereoscopic  or  other  pictures 

"  or  effects  in  exchange." 

A  Statement  of  Claim  with  Particulars  of  Breaches  was  delivered  on  the 
12th  of  November  1901. 
The    Defendants    before    delivery    of    Defence    applied    for    discovery   of 
20  documents,  and  the  Judge  in  Chambers  on  the  27th  of  January  1902  adjourned 
the  application  until  after  delivery  of  Defence.    The  costs  to  be  the  Plaintiff's 
costs  in  any  event.    The  Defendants  moved  that  the  Order  of  that  date  might 
be  discharged,  and  an  Order  made  in  the  terms  of  their  summons  for  discovery 
of  documents. 
25      J.  W.  Gordon  (instructed  by  W.  and  H.  Cobbett)  appeared  for  the  Defendants 
ia  support  of  the  motion ;  A.  J.  Walter  (instructed  by  Field,  Boscoe  A  Go.) 
appeared  for  the  Plaintiff. 

S 
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Gordon. — The  Defendants  allege  that  the  Patent  was  anticipated  by  prior  user 
by  the  Plaintiff  himself,  but  they  are  not  able  to  obtain  the  precise  facts  except 
by  discovery  of  the  Plaintiff's  books  ;  it  is  necessary  in  order  to  comply  with 
the  Patent  Act,  1883,  that  the  Defendants  should  in  their  Particulars  of  Objections 
state  the  time  and  place  of  any  alleged  prior  user ;  they  cannot  do  this  without  5 
discovery.  The  Court  can  in  a  special  case  order  discovery  before  delivery  of 
Defence,  and  I  submit  that  it  should  be  ordered  in  this  case.  [The  following 
cases  were  referred  to  -.—Leitch  v.  Abbott  (L.R.  31  Ch.  D.  374) ;  Edel&ten  v. 
Russell  (57  L.T.  N.8.  927)  ;  Millar  v.  Harper  (L.R.  38  Ch.  D.  110)  ;  Sachs  v. 
Speilman  (L.R.  37  Ch.  D.  295).]  10 

Walter  for  the  Plaintiff  was  not  called  upon. 

KEKBWICH,  J". — This  is  a  motion  to  discharge  an  Order  made  in  Chambers  by 
which  I  refused  any  Order  on  the  notice  served  by  the  Defendants.    The  notice 
is  in  these  terms— that  the  Plaintiff  answers  within  ten  days,  stating  what 
documents  are  or  have  been  in  his  possession  or  power  relating  to  the  matters  15 
in  question  in  this  action. 

I  do  not  know  why  the  gentleman  who  drafted  that  notice  departed  from  the 
ordinary  form.  What  is  really  asked  is,  that  the  Plaintiff  do  make  discovery, 
according  to  the  ordinary  rule,  by  filing  an  affidavit  of  documents  as  to  what 
are  in  his  possession,  what  he  has  and  has  not  lost,  and  so  forth  ;  and  the  20 
ordinary  rule  is  that  no  such  Order  is  made  at  the  instance  of  the  Defendant 
until  after  the  Defence.  I  use  the  words  "ordinary  rule"  intentionally, 
because  I  do  not  believe,  and  do  not  intend  myself  and  never  have  intended 
that  there  should  be  such  an  absolute  rule,  that  there  should  be  no  room  for 
exception  at  all,  but  it  is  the  ordinary  rule  founded  on  convenience.  It  starts  25 
from  this :  that  no  man  can  say  what  are  the  documents  relating  to  the  matters 
in  question  in  this  action  until  he  knows  what  are  the  questions  in  this  action, 
and  that  he  cannot  know  until  he  has  seen,  not  only  the  Plaintiff's  case,  but 
the  Defendant's  case,  and  knows  what  is  in  dispute  between  them.  The 
Defendant  is  assumed  to  know,  and  does  know,  at  any  rate  what  his  case  is,  30 
and  he  can  plead  that  case  as  a  matter  of  pleading  without  overlaying  it  with 
details,  and  then  he  is  entitled  to  discover  all  the  documents  which  relate  to 
the  case  which  he  has  put  in  issue.  Exceptions  of  course  may  occur.  According 
to  my  experience  exceptions  very  seldom  occur,  and  I  do  not  think  they  ought 
to  be  encouraged,  because  the  general  rule  works  very  well,  and  though  reserving  35 
to  myself  full  liberty  in  my  discretion  to  make  exceptions,  when  the  facts 
deserve  it,  I  am  not  at  all  willing  to  make  exceptions,  because  it  introduces 
confusion  and  encourages  others  to  make  applications  which  ought  not  to  be 
made. 

The  Defendant  in  this  case  says  this  is  an  extraordinary  case  of  an  exceptional  40 
character.    Let  us  see  what  it  is.    The  Plaintiff  sues  for  infringement  of  a 
Patent — it  is  an  ordinary  action — and  asks  for  an  injunction,  damages,  delivery 
up,  and  so  forth.    The  Defendant  desires  to  plead  anticipation.    He  knows 
perfectly  well  what  his  case  is.    His  case  has  been  stated  to  me  by  Counsel  in  a 
succinct  form  and  so  clearly  that  it  might  be  transferred  to  paper  and  put  into  a  45 
defence  from  his  language  without  anything  more.    He  says  that  the  Plaintiff's 
Patent  has  been  anticipated  ;  that  the  anticipation  consists  in  prior  user  by  the 
Plaintiff  himself ;  and  that  the  facts  necessary  to  support  that  plea  will  be 
found  in  the  Plaintiff's  own  books,  which  by  and  by,  of.  course,  he  will  be 
entitled  to  see.    He  says  that  he  must  see  those  books  at  once  in  order  that  he  50 
may  be  able  to  state  his  case  better  in  his  Defence.    He  says  he  is  bound  by 
the  Statute  to  say  in  his  Defence  that  there  has  been  prior  user,  not  only  by 
whoever  was  the  author  of  the  prior  user,  but  to  say  the  time  and  place  of 
such  user.    It  Seems  to  me  that,  according  to  his  own  showing,  he  knows  that 
quite  enough.    All  that  he  has  got  to  say  is,  that  his  allegation  is  that  it  is  55 
anticipated  by  the  Plaintiff  himself  by  prior  user,  and  surely  if  he  adds  that  the 
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time  at  which  and  the  place  in  which  that  prior  user  took  place  is  to  be  found 
in  the  Plaintiff's  books,  which  up  to  this  time  the  Plaintiff  has  refused  to 
disclose,  no  one  could  say  that  he  had  not  fulfilled  the  obligation  imposed  upon 
him  by  the  Statute.    It  may  be  necessary,  of  course,  hereafter  to  amend  when 

5  he  has  got  discovery,  but  he  can  put  in  issue  quite  sufficiently  what  he  desires 
to  put  in  issue,  and  that  without  departing  from  the  rule. 

But  it  is  said  that  there  are  cases  which  show  that  there  is  a  possible  excep- 
tion, which  I  admit,  and  that  this  is  a  case  falling  within  the  exception.  I  will 
just  take  them  shortly  in  the  order  in  which  they  were  cited.    In  Leitch  v. 

10  Abbott,  which  is  a  decision  of  the  Court  of  Appeal,  I  think,  differing  from  the 
judgment  of  the  Court  below,  the  Plaintiff  alleged  that  he  had  employed  the 
Defendant  as  a  stockbroker,  but  that  the  Defendant  had  in  many  of  the 
transactions  dealt  with  himself  as  principal  and  also  charged  the  Plaintiff  with 
monies.    The  Plaintiff  delivered  interrogatories  asking  for  particulars,  and 

15  "  the  Defendant  refused  to  answer  on  the  ground  that  the  Plaintiff  was  not 
"  entitled  to  the  information  until  after  the  decree."  That  is  the  head  note. 
It  is  perfectly  accurate,  and  that  is  what  was  discussed  in  the  Court  of  Appeal. 
Lord  Justice  Cotton  in  his  judgment  says  :  "  He  wants  discovery  in  order  to 
"  enable  him  to  give  these  details  and  to  establish  his  right  to  relief  at  the 

20  "  trial."  They  thought  that  was  right ;  but  that  is  a  very  different  case  from 
the  case  I  have  before  me.  That  is  sufficiently  clear  from  what  I  have  stated 
of  it. 

The  next  case,  Edelsten  v.  Russell,  in  57  Law  Times,  page  927,  is  a  decision 
of  my  own  many  years  old,  in  which  I  held  that  I  had  a  discretion  in  ordering 

25  discovery,  and  that  there  was  no  absolute  rule  that  the  Defendant  should  not  be 
ordered  to  make  an  affidavit  of  documents  before  the  delivery  of  his  Statement 
of  Defence.  I  still  hold  that  I  have  a  discretion,  and  that  there  is  no  absolute 
rule.  Under  what  circumstances  a  Defendant  ought  to  be  ordered  to  make 
discovery  before  the  delivery  of  his  Statement  of  Defence  I  need  not  inquire ; 

30  at  any  rate,  I  have  not  to  settle  that  question  here,  because  I  am  asked  to  order 
the  Plaintiff  to  make  discovery,  which  is  an  entirely  different  matter. 

Millar  v.  Harper  (38  Chancery  Div.,  page  110)  is  :  "  Where  the  Defendant 
44  haw  means  of  knowing  the  facts  in  dispute,  and  the  Plaintiff  has  not,  the 
"  Defendant  is  not  entitled  to  particulars  until  after  he  has  given  discovery." 

35  I  need  not  go  further  with  that,  except  to  mention  that  Lord  Justice  Bowen 
says  all  that  is  necessary  about  that  case  in  a  very  few  words  :  "It  is  good 
"  practice  and  good  sense  that,  where  the  Defendant  knows  the  facts  and  the 
"  Plaintiffs  do  not,  the  Defendant  should  give  discovery  before  the  Plaintiffs 
"  deliver  particulars."    That  is  a  very  long  way  from  this  case.    The  only 

40  other  case  is  Sachs  v.  Spielman,  in  37  Chancery  Division,  but  that  case 
has  nothing  whatever  to  do  with  the  present  case.  It  is  admitted  at  the 
Bar  that  the  case  itself  has  not,  and  I  fail  to  see  anything  in  the  remarks  of 
Mr.  Justice  North  on  page  303  which  will  help  me  in  the  least.  It  seems  to 
me  there  is  no  case  shown  here  for  departing  from  the  usual  rule,  which  is  a 

45  wholesome  and  useful  one,  and  ought  not  to  be  regarded  as  open  to  exception, 
unless  the  exception  is  necessary  for  the  purpose  of  doing  justice,  and  therefore 
I  must  refuse  this  motion,  with  costs  in  any  event. 
Gordon. — Will  your  Lordship  give  me  leave  to  appeal  ? 
KBKBWICH,  J. — No,  I  do  not  see  why  I  should  do  that. 

50      The  Defendants  applied  by  motion  to  the  Court  of  Appeal  forleave  to  appeal. 

Gordon  for  the  Applicants,  in  addition  to  the  cases  cited  below,  referred  to 
Whyte  v.  Ahrens  (L.R.  26  Ch.  D.  717). 

Walter  for  the  Respondents  was  not  called  on. 

Vaughan  Williams,  L. J.— The  practice  has  been  established  a  long  time, 
55  and  Mr.  Justice  Kckewich  has  only  acted  in  accordance  with  the  well-established 
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practice.  Under  these  circumstances  it  is  not  right  that  we  should  grant  this 
application.  It  does  not  in  the  least  matter  with  what  skill  and  care  rules  of 
practice  may  be  drawn,  they  never  can  be  so  drawn  but  what  well-established 
rules  of  practice  may  be  abused  by  astute  practitioners,  and  sometimes  the 
results  may  come  about  which  it  is  suggested  have  come  about  in  the  present  5 
case.  I  mean  that  sometimes  by  objecting  to  discovery  when  asked  for  for  the 
purpose  of  particularising  a  defence,  the  particulars  being  in  the  knowledge  of 
the  Plaintiff  and  not  of  the  Defendant,  an  astute  Plaintiff  may  succeed  in 
getting  tjie  Defendant  to  draw  his  defence  in  such  general  terms  that  when  the 
Defendant  comes  and  asks  for  his  particulars  the  Plaintiff  can  cheerfully  assent  10 
to  the  Order,  because  he  knows  perfectly  well  that  if  the  Order  is  made  upon 
the  pleadings  as  they  stand  it  will  not  be  very  difficult  for  a  litigant  who  is  not 
particularly  scrupulous,  without  danger,  so  to  draw  his  affidavit  of  documents 
that  it  will  entirely  exclude  from  the  knowledge  of  the  Defendant  the  very 
things  that  he  requires  to  know  in  order  to  plead  and  establish  his  defence.  All  15 
that  may  be  perfectly  true,  and  I  have  no  doubt  is  perfectly  true ;  but,  on  the 
other  hand,  if  one  allows  discovery  to  be  ordered  before  pleading,  there  is  very 
great  difficulty  indeed  in  the  case  of  an  honest  litigant  who  desires  to  give  all 
information  which  may  fairly  assist  in  arriving  at  the  truth  between  himself 
and  his  opponents.  Therefore  in  the  absence  of  a  pleading  there  is  actually  no  20 
limit,  or  rather  no  definite  limit,  to  the  obligation  of  discovery  which  is  thrown 
on  the  Plaintiff,  and  that  is  a  very  hard  case  upon  an  honest  litigant.  Under 
these  circumstances  it  seems  to  me  that  it  is  to  the  advantage  of  everyone  that 
the  present  state  of  the  rules  and  practice  should  be  maintained,  and  one  cannot 
shut  out  one's  knowledge  that,  generally  speaking,  where  a  litigant  tries  to  25 
abuse  the  practice  of  the  Court  and  to  evade  discovery,  the  Judge  or  Master 
before  whom  the  applications  subsequently  come  can  generally  defeat  this 
improper  desire.  Here,  in  this  particular  case,  I  dare  say  there  will  not  be  any 
necessity  to  defeat  it.  Probably  the  Plaintiff  is  not  making  this  objection  in 
any  way  to  evade  discovery,  but  in  the  honest  desire  that,  before  he  gives  the  30 
discovery,  his  obligation  may  be  so  defined  that  his  conscience  may  be  relieved 
from  any  uncomfortable  feeling  with  regard  to  it. 

STIRLING,  L.J. — I  agree.    This  is  an  application  in  a  Patent  action  by  the 
Defendant  for  discovery  from  the  Plaintiff.    The  Plaintiff  has  delivered  his 
Statement  of  Claim  and  given  Particulars  of  Breaches.    The  Defendant  has  not  35 
put  in  any  Defence,  but  his  learned  Counsel  at  the  Bar  states  that  he  desires  to 
plead  a  defence  of  prior  user,  and  that  the  prior  user  which  is  sought  to  be  set 
up  consists  of  the  use  by  the  Plaintiff  himself  of  three  machines,  as  to  which 
he  knows  approximately  the  date  or  time  at  which  they  were  used  by  the 
Plaintiff,  but  he  is  unable  to  state  at  what  place  they  were  used.    The  learned  40 
Judge,  before  whom  this  application  came  in  the  first   instance,   said   that 
discovery  ought  not  to  be  given  until  after  the  Defence  has  been  put  in,  and  it 
is  desired  to  appeal  from  that.    The  learned  Judge  has  not  refused  discovery. 
He  has  only  directed  the  application  to  stand  over  until  the  Defence  is  put  in. 
That  is  in  accordance  with  the  common  practice,  and  in  my  judgment  it  is  a  45 
wholesome  practice.    It  is  extremely  useful  with  reference  to  the  discovery 
itself,  because  it  puts  on  the  record  a  document  defining  the  case  of  the 
Defendant,  so  far  as  the  Defendant  is  able  to  define  it,  with  respect  to  which 
discovery  is  sought.    At  the  present  moment  the  discovery  is  entirely  at  large. 
The  matter  rests  entirely  on  the  allegations  of  Counsel,  without  the  Defendants  50 
being  pinned  to  anything,  and  in  my  judgment  it  is  right  and  proper  that  before 
discovery  is  given  the  Defendant  should  define  as  well  as  he  can  that  in  respect 
of  which  discovery  is  required.    I  do  not  think  that  the  Defendant  will  be  put 
to  any  serious  difficulty  by  reason  of  that.    He  will  put  into  his  Defence,  or 
his  Particulars  which  he  is  required  to  deliver  along  with  his  Defence,  the  55 
facts  which  have  been  stated  at  the  Bar,  and  he  will  add,  if  he  sees  fit,  that  h$ 
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is  unable  at  this  stage  to  give  farther  and  better  particulars,  because  the 
Plaintiff  declines  to  give  discovery  of  his  books.  It  seems  to  me  that  when, 
after  delivery  of  such  a  Defence  as  that,  the  application  for  discovery  is 
resumed,  it  will  be  very  difficult  for  the  Plaintiff  to  offer  any  effective 
5  opposition  to  it,  and,  if  he  does,  then  the  just  punishment  I  have  no  doubt 
will  fall  upon  him.  If  he  attempts  to  offer  ineffective  opposition  he  will  be 
justly  punished  by  the  incidence  of  the  costs.  I  think  the  present  application 
for  leave  to  appeal  should  be  refused. 

Cozbns-Habdy,  L.J. — I  entirely  agree.    The  practice  with  regard  to  this  is 

10  well  settled.    The  practice  in  Chambers  has  been  based  upon  what  is  good 

sense.    The  discovery  is  discovery  relating  to  the  matters  in  question,  but  you 

cannot  really  say  what  are  the  matters  in  question  and  in  dispute  in  the  action 

under  ordinary  circumstances  until  you  have  the  issues  defined  by  plea,  and 

the  Defendant,  especially  in  a  Patent  action,  by  Statute  is  very  strictly  bound 

15  to  define  the  nature  of  the  objections  he  raises.    No  hardship  is  involved  upon 

the  Defendant  here.    Mr.  Justice  Kekewich  has  not  refused  discovery.    He  has 

not  said  that  no  discovery  should  be  given.    He  has  done  that  which,  according 

to  my  opinion,  has  been  uniformly  done  by  Judges  in  Chambers — he  has 

ordered  the  Summons  for  Discovery  to  stand  over  till  after  the  Defence  is 

20  delivered. 

Gordon. — The  time  for  delivering  the  Defence  runs  out  to-day.    Will  your 
Lordships  give  an  extension  of  a  few  days  or  a  week  ? 
Watter. — I  must  oppose  this. 

Stirling,  LJ. — Of  course  there  must  be  an  extension  of  time. 
25       Walter. — They  applied  for  further  time  before  Mr.  Justice  Kekewich  when 
the  Summons  came  before  him  in  Chambers,  and  they  had  a  certain  amount  of 
time  then. 
Vaughan  Williams,  LJ.— Take  three  days. 
Walter. — I  do  not  mind  that. 
30      VAUGHAN  Williams,  LJ. — You  are  relieved,  Mr.  Gordon,  practically  from 
the  obligation  of  giving  very  full  particulars.    You  ought  to  be  able  to  manage 
to  draft  the  Defence  in  that  time. 

Walter. — Your  Lordship  dismisses  the  motion  with  costs. 
Vaushan  Williams,  L.J.— Yes,  with  costs  in  any  event 
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In  thb  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Joyce. 


February  12th  and  March  15th,  1902. 
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Patent. — Action  for  infringement — Practice. — Motion  by  Defendant  to  restore  5 
to  list. — Motion  by  Plaintiffs  to  discontinue. — Costs. 

Where  an  action  set  down  in  the  list  for  trial  has  been  dropped  by  tacit 
agreement  between  the  parties  without  any  special  or  express  stipulation,  and 
without  any  provision  in  the  event  (which  happened  in  this  case)  of  tlie 
agreement  for  the  settlement  of  their  differences  subsequently  going  off,  10 

Held,  firstly,  on  the  motion  of  the  Defendant,  that  the  action  should  be  restored 
to  the  list ;  that  it  was  a  lis  pendens  and  could  be  restored ;  but,  secotidly,  on  the 
motion  of  the  Plaintiffs  for  leave  to  discontinue,  that  owing  to  the  tacit  agree- 
ment the  Plaintiffs  were  entitled  to  discontinue  it,  if  they  clvose  to  do  so,  eacli 
party  to  bear  their  own  costs.  15 

In  1895  the  Plaintiffs  commenced  an  action  against  the  Defendant  on  Letters 
Patent  No.  8553  of  1893  and  other  Patents  in  respect  of  a  certain  cycle-saddle 
marked  LII,  but  they  discontinued  this  action. 

On  the  8th  of  April  1897  they  commenced  a  second  action  on  the  same 
Patents  and  in  respect  of  saddles  of  the  same  construction  or  type.  In  go 
November  1898,  after  pleadings  had  been  delivered,  this  action  was  in  the  list 
for  trial ;  but  the  parties  were  at  the  time  negotiating  for  a  settlement  of  all 
disputes  between  them,  and  on  the  11th  of  November  the  action  was  marked 
in  the  cause-book  to  stand  out  of  the  list  generally,  with  liberty  to  either  party 
to  apply  to  restore.  25 

On  the  21st  of  January  1899  the  Plaintiffs  purchased  the  Defendant's  business, 
and  the  Defendant  was  engaged  by  them  as  manager,  which  post  he  continued 
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to  hold  until  August  of  that  year.  It  then  having  been  found  that  the  Defen- 
dant's accountant  had  made  a  mistake  in  calculating  the  profits  the  agreement 
for  purchase  was  set  aside  by  consent,  and  the  Defendant  repaid  the  purchase- 
monies  which  he  had  received. 
5  In  May  1901  the  Plaintiffs  obtained  leave  under  section  18  of  the  Patents,  &c« 
Act,  1883,  to  amend  their  Specification  as  if  the  action  had  been  discontinued, 
and  amended  it  accordingly. 

In  September  1901  the  Plaintiffs  commenced  a  third  action  against  the 
Defendant,  which  was  now  pending,  on  their  amended  Specification. 

10  In  November  1901  the  Defendant  gave  notice  of  his  intention  to  apply  to 
have  the  second  action  restored  to  the  list. 

On  the  12th  of  February  1902  the  Defendant  moved  before  Mr.  Justice  JOYCE 
to  have  the  action  so  restored. 
J.  (7.  Graham  (instructed  by  Beale  &  Co.,  of  Birmingham)  appeared  for  the 

11  Defendant ;  A.  J.  Walter  (instructed  by  Sharpe,  Parkers  &  Co.,  agents  for 
Newey  A  Sons,  of  Birmingham)  appeared  for  the  Plaintiffs. 

Graham,  having  stated  the  facts,  submitted  that,  as  there  had  been  neither 
notice  of  nor  Order  for  discontinuance,  the  second  action  was  a  Us  pendens  and 
should  be  restored  to  the  list. 

20  Walter. — It  is  true  that  there  was  no  formal  discontinuance,  but  the  action 
was  treated  by  all  parties  as  settled  and  done  with.  The  Defendant  in 
no  way  opposed  the  amending  of  the  Specification.  This  is  merely  a  motion 
to  make  the  Plaintiffs  pay  the  costs.  [JOYCE,  J. — You  should  have  provided 
for   the  discontinuance   of    the  action.]    We    will   take   out   a  summons  to 

25  discontinue  it  on  the  evidence  as  it  stands. 

JOYCE,  J. — There  having  been  no  Order,  I  do  not  see  my  way  to  stop  the 
action.  It  will,  therefore,  be  restored  to  the  list.  The  Defendant  does  this  at 
his  peril.  The  costs  of  this  motion  will  be  reserved,  and  nothing  shall  prejudice 
any  question  at  the  trial. 

30  On  the  15th  of  March  1902,  the  Plaintiffs  moved,  before  Mr.  Justice  Joyce, 
on  the  former  evidence,  to  have  the  action  discontinued  without  costs. 

Walter  for  the  Plaintiffs. — The  evidence  shows  that,  in  fact,  the  parties 
agreed  by  mutual  consent  to  end  the  action  in  January  1899,  at  the  time  of  the 
agreement  to  purchase. 

85  Graham  for  the  Defendant. — In  August  1899,  when  the  agreement  to 
purchase  was  cancelled,  the  parties  were  remitted  to  their  original  positions. 
[JOYCE,  J. — But  there  is  no  object  in  continuing  this  action,  as  all  questions 
can  be  determined  in  the  new  action.]  The  old  action  should  be  discontinued 
on  terms.      I  ask  for  judgment  in  it  with  costs.     [JOYCE,  J. — I  have  no 

40  jurisdiction  to  give  that.]  A  Plaintiff  cannot  bring  a  Defendant  into  Court,  or 
practically  into  Court,  as  here,  and  then  say  that  he  proposes  to  discontinue  his 
action  (see  per  Chitty,  L.J.,  in  Fox  v.  Star  Newspaper  Company,  L.R.  1898, 
1  Q.B.  636,  at  page  638).  The  costs  are  in  the  discretion  of  the  Court  under 
R.S.C.,  Order  XXVI.,  Rule  1.    At  any  rate  the  Plaintiffs  should  not  have 

45  leave  to  discontinue.    They  have  occasioned  further  costs  by  now  disputing 
the  Order  of  the  12th  of  February  1902,  and  should  be  ordered  to  pay  the 
taxed  costs  incurred  up  to  November  1898,  and  the  costs  of  these  subsequent 
proceedings. 
Walter  replied. 

50  Joyce,  J. — In  this  case  an  action  was  instituted  as  far  back  as  the  8th  of  April 
1897,  and,  after  having  gone  on  for  some  time,  the  parties,  having  negotiated, 
came  to  some  sort  of  agreement  at  the  end  of  1898  or  the  beginning  of  1899  ; 
at  all  events  by  consent,  in  the  beginning  of  1899,  this  action,  so  to  speak,  was 
put  to  sleep. 

55  Then  they  came  to  an  agreement,  under  which  the  Defendant's  business 
was  to  be  purchased  by  the  Plaintiffs,  initiating  a  state  of  things  in  which  it 
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would  have  been  perfectly  absurd  to  go  on  with  this  action.  It  is  quite  true 
that  the  parties  appear  to  have  forgotten  to  make  any  special  stipulation,  or  any 
express  arrangement,  as  to  what  was  to  be  done  with  the  action,  and  the  agree- 
ment does  not  provide  for  any  recission  or  anything  of  that  kind  ;  it  does  not 
provide  for  what  was  to  be  done  with  the  action  ;  still  less  does  it  provide  for  5 
what  was  to  happen  to  the  action  if  the  agreement  should  in  some  way  or 
other  ultimately  go  off. 

I  consider  that  by  tacit  agreement  between  the  parties  this  litigation  was 
abandoned  when  that  agreement  was  entered  into.  Just  try  it  in  this  way — 
Suppose  during  the  existence  of  the  first  agreement  these  present  proceedings  10 
had  been  taken,  it  is  perfectly  plain  that  the  acftion  would  not  have  been  allowed 
to  proceed  ;  but  as  a  matter  of  fact  not  only  was  there  the  first  agreement,  but 
a  subsequent  agreement  has  been  made  for  abandoning  that  and  returning  to 
the  old  state  of  things  without  any  provision  as  to  this  action. 

In  my  opinion  this  is  a  case  in  which  each  party  must  bear  their  own  costs,  15 
and  I  give  the  Plaintiffs  leave  to  discontinue  this  action  without  costs. 
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Be/ore  Mr.  Justice  Farwbll. 

February  18th,  1902. 

Saccharin  Corporation,  Ld.  v.  Dawson. 

Same  v.  Same. 


Patent. — Action  for  infringement  of  five  Patents. — Validity  not  denied. — 

Presumption  of  infringement   of  some  of  the  five  Patents. — No  proof  under 

which   Patent  the  infringing   articles   were    made. — Form  of  injunction. — 

Certificate  of  validity  of  Patent  granted  in  prior  action. — Solicitor  and  client 

10  costs  refused. 

» 

In  an  action  brought  for  an  injunction  to  restrain  the  infringement  of  five 
Patents,  which  covered  all  known  methods  of  making  pure  saccharin,  the 
Plaintiffk  were  unable  to  prove  which  of  tlie  Patents  had  been  infringed.  The 
evidence  showed  that  the  infringing  articles  complained  of  consisted  of  pure 

15  saccharin ;  that  pure  saccharin  could  not  be  produced  by  the  use  of  the  processes 
described  in  an  expired  Patent  for  saccharin  upon  which  the  Defendant  relied ; 
and  that  one  of  the  Patents  sued  upon  must  l\ave  been  infringed. 

Held,  that  an  injunction  and  inquiry  as  to  damages  should  be  granted,  but 
thai  tlie  injunction  should  be  limited  to  the  period  covered  by  the  oldest  of  the 

20  five  unexpired  Patents.    The  Plaintiffs  were  awarded  tlie  costs  of  both  actions  ; 

but,  although  they  held  a  Certificate  of  validity  of  one  of  the  Patents,  the  Judge, 

as  the  only  issue  in  the  actions  was  infringement,  certified  for  party  and  party 

costs  only. 

Automatic  Weighing  Machine  Company  v.  International  Hygienic  Society 

25  {6  R.P.C.  480)  followed. 

The  Saccharin  Corporation,  Ld.,  were  the  registered  proprietors  of  five 
Patents,  all  of  which  related  to  the  manufacture  of  pure  saccharin.  In  1899 
they  brought  an  action  for  infringement  against  Dawson,  and  in  1901  they 
commenced  another  action  against  the  same  Defendant,  alleging  infringement 

T 
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of  all  their  five  Patents,  and  asking  for  an  injunction  and  the  usual  relief.  The 
Defendant  denied  infringement,  but  did  not  deny  the  validity  of  the  Plaintiffs* 
Patents. 

It  was  alleged  in  the  Particulars  of  Breaches  that  the  Defendant  had  at  divers 
times  prior  to  the  commencement  of  the  first  action  infringed  the  several  Patents  5 
mentioned  in  the  Statement  of  Claim  therein  by  importing  into  the  United 
Kingdom  and  by  selling,  supplying,  and  using  in  England  a  certain  compound 
known  as  saccharin.  A  particular  instance  of  sale  of  2  lbs.  of  saccharin  to  the 
Hollingwood  Brewing  and  Bottling  Company  was  alleged.  In  the  second  action 
the  Particulars  of  Breaches  alleged  divers  sales  of  pure  saccharin.  The  saccharin  10 
complained  of  in  the  first  action  was  shown  by  analysis  to  be  pure  saccharin — 
i.e.  1*550 ;  the  Answers  to  Interrogatories  in  the  second  action  disclosed  the  fact 
that  the  saccharin  complained  of  in  that  action  was  pure.  Continuance  of  the 
first  action  was  suspended  by  the  Plaintiffs  for  some  time,  they  thinking  that 
the  Defendant  did  not  intend  to  further  infringe.  Subsequently,  upon  further  15 
infringement  taking  place,  they  commenced  the  second  action.  The  Defendant 
took  out  a  summons  to  dismiss  the  first  action  for  want  of  prosecution.  After 
certain  interlocutory  proceedings  the  two  actions  were  consolidated  and  came 
on  for  trial  before  Farwbll,  /. 

Cole/ax  (instructed  by  Messrs.  J.  H.  and  J.  Y.  Johnson)  appeared  for  the  20 
Plaintiffs.    The  Defendant  appeared  in  person,  the  solicitors  on  the  record 
being  Pritchard,  EngUfield  &  Co. 

Cole/ax. — These  are  two  actions  for  infringement  against  the  Defendant,  the 
first  commenced  on  the  11th  of  September  1899,  the  second  on  the  23rd  of 
September  1901.    The  validity  of  any  of  the  Patents  sued  upon  is  not  denied  25 
by  the  pleadings.     The  first  action  was  not  proceeded  with,  the  Plaintiffs 
thinking   that  the  Defendant  did  not  intend  to  embark  extensively  upon 
infringements.    Finding  in  1901  that  he  was  again,  and  seriously,  infringing  by 
the  importation  and  sale  of  pure  saccharin  they  commenced  the  second  action. 
The  Defendant  then  made  an  application  to  dismiss  the  first  action  for  want  of  30 
prosecution.     After  some  interlocutory  proceedings    the    two    actions  were 
consolidated.    The  Plaintiffs  hold  all  the  Patents  covering  the  manufacture  of 
saccharin.    One,  viz.,  No.  6626  of  1885,  which  expired  before  the  date  of  the 
writ,  is  for  saccharin  ;  some  of  the  remainder  relate  to  the  manufacture  of  pure 
saccharin,  and  some  to  processes  covering  stages  in  the    manufacture   and  35 
completion  of  pure  (1*550)  saccharin.      Pure  saccharin  cannot  be  produced 
under  the  1885  Patent.    The  infringements  complained  of  are  pure  saccharin. 
In  the  first  action  the  Plaintiffs  complain  of  a  sale  of  2  lbs.  to  the  Hollingwood 
Brewing  Company,  Ld.  (the  analysis  proves  this  to  be  pure  saccharin),  and  in 
the  second  action  of  divers  sales  of  the  same  body  (the  Answers  to  Interrogatories  40 
disclose  that  they  are  pure  saccharin).     Pure  saccharin  may  be  produced  in 
various  ways,  viz.,  under  an  expired  Patent  (No.  6G26  of  1885)  plus  one  of  the 
purification  processes  covered  by  Patents  No.  22,787  of  1891,  and  No.  21,417  of 
1893  ;  or  by  less  complex  methods,  viz.,  by  using  Patent  No.  25,273  of  1894,  or 
by  using  Patent  No.  5135  of  1895.    If  the  1885  Patent,  or  No.  25,273  of  1894,  45 
were  employed  it  would  be  necessary  to  use  Patent  No.  3680  of  1898,  which 
covers    the    method    commercially  adopted  for  oxidation.      All  the    known 
processes  of  making  pure  saccharin  are  covered  by  the  Plaintiffs1  Patents ;   but 
they  do  not  know  which  has  been  infringed  since  they  are  unable  to  tell  by 
which  method  the  infringing  article  was  made.    [The  processes  were  explained.]  50 
The  articles  complained  of  must  necessarily  have  been  produced  by  one  of  the 
processes.    The  nature  of  the  injunction  presents  a  difficulty.    In  the  Saccharin 
Corporation  v.  Quincey  (18  R.P.C.  337),  Cozens-Hardy,  J.,  granted  an  inquiry 
as  to  damages  only,  refusing  an  injunction.     The  1885  Patent  had  expired 
between  the  issue  of  the  writ  in  that  action  and  the  trial.    There  the  Plaintiffs  55 
were  unable  to  say  under  which  of  the  Patents  the  infringing  saccharin  wap 
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made.  An  injunction  could  not,  therefore,  be  granted  in  relation  to  any 
particular  Patent.  Here  the  facts  are  different :  the  infringement  is  in  relation 
to  pure  saccharin,  which  cannot  be  manufactured  under  the  1885  Patent. 

Dr.  F.  W.  Passmore  having  proved  the  analysis  of  the  infringing  saccharin, 
5  stated  that  it  was  not  possible  to  make  saccharin  under  Patent  No.  6626  of  1885 
of  the  quality  complained  of.  It  would  be  necessary  to  employ  one  of  the  two 
purification  processes  described  in  No.  22,787  of  1891  and  No.  21,417  of  1893, 
or  make  it  under  No.  25,273  of  1894,  or  under  No.  5135  of  1895.  If  the  1885 
Patent  were  used,  or  No.  25,273  of  1894,  it  would  be  necessary  to  use  Patent 

10  No.  3680  of  1898,  which  covers  the  method  commercially  adopted  for  oxidation. 

The  Defendant,  in  cross-examining  Dr.  Passmore,  put  it  to  the  witness  that 

the  1885  Patent  covered  pure  saccharin.    This  was  denied.    The  Defendant  did 

not  pursue  his  cross-examination,  nor  did  he  cross-examine  as  to  the  analysis, 

but  stated  that  he  was  informed  the  saccharin  analysed  was  not  of  the  strength 

15  complained  of. 

C.  F.  Johnson,  A.  G.  Salaman,  Ernest  Collard,  and  H.  T.  Glassborough,  were 
called  to  prove  the  purchase  and  also  the  identification  of  the  saccharin  analysed 
with  that  purchased  from  the  Defendant. 
Dawson  (the  Defendant)  did  not  give  evidence,  but  contended  as  follows  ; 

20  There  can  only  be  one  saccharin  Patent  and  that  expired  in  1899.  [No.  6626  of 
1885.]  Saccharin  is  made  from  coal-tar.  The  Specifications  relied  on  by  the 
Plaintiffs  are  for  the  treatment  of  acids.  I  purchase  abroad  and  not  in  England. 
Saccharin  could  only  be  patented  once.  [Farwbll,  J. — The  complaint  against 
you  is  not  that  you  sell  saccharin  but  that  you  sell  pure  saccharin.    It  has  been 

25  proved  that  you  cannot  make  pure  saccharin  under  the  original  Patent  of  1885.1 
I  contend  that  that  Patent  does  enable  it  to  be  made.     [FARWBLL,  J. — Even  if 
it  said  it  did  it  would  not  prove  that  it  did  in  fact.    The  Claim  does  not  use  the   , 
word  "  pure.'1]    The  Patent  covers  every  known  process,  and  the  materials  used  4 
in  the  later  Specifications  are  well  known.     [FARWBLL,  J. — You  have  not 

30  pleaded  that  their  Patents  are  invalid.]     I  admitted  that  they  were  the  owners. 

Farwbll,  J. — These  are  two  actions  by  the  Saccharin  Corporation,  Ld.f 

against  Mr.  Dawson.    The  first  action  complains  of  a  sale  by  him  of  a  2  lb.  tin, 

supplied  to  a  brewery  company,  of  saccharin,  which  has  been  analysed  and 

found  to  contain  pure  saccharin — that  is,  saccharin  1  in  550.    The  second  action 

35  is  one  complaining  of  divers  sales  of  pure  saccharin,  also  shown  to  be  pure  by 
the  Defendant's  Answers  to  Interrogatories.  Now  the  Patents  relating  to 
saccharin,  or  the  processes  relating  to  saccharin,  are  somewhat  numerous. 
There  was  an  original  Patent  in  1885,  which  has  now  expired,  and  with  regard 
to  that  Patent  it  has  been  proved  that  by  it  you  could  not  make  pure  saccharin. 

40  In  order  to  produce  pure  saccharin  (that  is  to  say  such  as  has  been  dealt  with 
by  the  Defendant)  it  is  absolutely  essential  that  you  should  use  one  of  the-, 
processes  described  in  the  two  Patents  No.  22,787  of  1891  or  No.  21,417  of  1893. 
The  Plaintiffs  really  proceed  by  a  method  of  exhaustion.    Dr.  Passmore  has 
pointed  out  that  pure  saccharin  can  only  be  produced  under  this  first,  expired, 

45  Patent  plus  the  two  existing  Patents,  or  under  one  of  two  other  Patents  which 
he  referred  to.    No  scientific  evidence  has  been  called  to  the  contrary  ;  and  I 
accept  the  fact  that  this  pure  saccharin  has  been  produced  in  breach  of  some  of  . 
the  Plaintiffs'  Patents.    The  curious  point  about  the  matter  is — and  this  is  a  ' 
point  which  also  came  before  Mr.  Justice  Cozens-Bardy  in  an  action  by  the 

50  SaccJuirin  Corporation  against  another  Def endant^-that  they  are  unable  to 
specif y  under  which  process  of  the  existing  processes  the  Defendant's  saccharin 
has  been  actually  manufactured.  In  the  case  before  Mr.  Justice  Cozens-Hardy 
the  Plaintiffs  were  unable  to  prove  that  the  saccharin  was  pare  saccharin,  and 
at  the  date  of  their  writ  the  expired  Patent  of  1885  was  still  in  existence,  but  it 

55  had  expired  before  the  trial.  The  learned  Judge,  therefore,  in  dealing  with  the 
question  of  injunction  was  in  this  difficulty — the  Plaintiffs  were  unable  to  tell 
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him  under  which  Patent  the  particular  saccharin  complained  of  had  been  made. 
For  anything  that  appeared  it  might  have  been  made  under  the  Patent  of  1885, 
which  had  then  expired.    It  was  therefore  impossible  for  him  to  grant  the 
injunction  ;  but  inasmuch  as  the  Defendant  had  made  saccharin  under  some, 
or  under  one  or  more  of  the  various  Patents  sued  upon,  the  learned  Judge  5 
directed  an  inquiry  as  to  damages,  because  it  was  clear  that,  whichever  way  you 
regarded  it,  there  had  been  a  breach  of  the  Plaintiffs'  rights.    Now,  I  am  not  in 
this  case  hampered  by  any  question  of  the  impossibility  of  granting  an  injunc- 
tion by  reason  of  the  possibility  of  the  saccharin  being  made  under  the  expired 
Patent,  because  on  the  evidence  before  me  it  cannot  have  been  made  under  that  10 
Patent.    The  only  difficulty  I  am  in,  therefore,  is  with  regard  to  the  duration 
of  the  injunction  ;  and  in  my  opinion  the  proper  course  is  to  grant  an  injunc- 
tion against  infringement  of  the  Patents  specified — that  is  to  say  the  five — but 
to  limit  it  to  the  period  of  the  oldest  of  them  ;  so  that  if  it  be  in  fact  made 
under  the  Patent  of  1891  it  will  not  extend  beyond  the  period  of  the  life  of  15 
that    Patent.    The  Plaintiffs   cannot   specify  which    particular  Patent,  and 
therefore  they  cannot  ask  me  to  grant  it  for  a  longer  period  than  the  shortest 
life  left  of  any  one  of  their  Patents.    That  seems  to  me  to  be  the  logical  result 
of  Mr.  Justice  Cozens-Hardy's  judgment.    After  all,  when  we  come  to  consider 
it,  an  injunction  is  only  one  form  of  remedy  for  a  wrong.    Mr.  Justice  Cozens-  29 
Hardy,  having  found  the  wrong  committed,  gave  the  only  appropriate  and 
possible  remedy  in  that  case,  namely,  an  inquiry  as  to  damages.    In  this  case  there 
is  the  other  appropriate  remedy  for  the  limited  time  I  have  specified.  Therefore 
the  injunction  will  go  to  restrain  infringement  of  all  the  five  Patents,  but  it 
will  be  limited  to  the  life  of  the  Patent  No.  22,787  of  1891.    Then  there  will  be  25 
an  inquiry  as  to  damages,  of  which  I  will  reserve  the  costs.    The  Plaintiffs  will 
take  that  at  their  own  risk.    Then  the  Plaintiffs  must  have  the  costs  of  the 
v  actions.    I  can  see  no  ground  on  which  I  can  relieve  the  Defendant  of  the  costs 
of  either  action.    He  seems  to  have  gone  on  to  a  greater  extent  than  the 
Plaintiffs  had  any  idea  of,  and  they  seem  to  have  let  him  go  on  because  they  30 
were  not  aware  of  it.    He  has  told  me  himself  this  morning  that  he  went  on, 
and  he  is  still  going  on  doing  it.    It  does  not  seem  to  me,  therefore,  to  be  a 
case  in  which  I  can  say  there  has  been  a  blunder  or  anything  of  that  sort,  but 
it  is  a  case  in  which  the  Plaintiffs  must  have  the  costs  of  both  these  actions. 

Cole/ax. — As  to  one  of  the  Patents  in  respect  of  which  your  Lordship  has  35 
granted  an  injunction  and  an  inquiry  as  to  damages,  namely,  No.  25,273  of 
1894,  the  Plaintiffs  have  already  got,  in  at  least  two  actions,  a  Certificate  that 
the  validity  of  that  Patent  came  into  question. 

FARWBLL,  J. — It  has  not  come  into  question  in  this  case.  I  have  no  issue  as 
to  validity  at  all.  40 

Cole/ax. — It  is  not  a  question  of  validity ;  but  I  am  entitled,  if  the  Defendant 
denies  infringement  of  it  in  a  subsequent  action,  to  have  the  costs  as  between 
solicitor  and  client  if  your  Lordship  certifies  to  that  effect. 

Fabwbll,  J. — That  is  only  given  if  the  Defendant  contests  the  validity  of 
the  Patent,  but  not  if  he  contests  infringement.     Is  not  that  so  ?     Is  not  the  45 
theory  of  it  this,  that  if  the  Court  has  once  certified  the  validity  of  the  Patent  a 
Defendant  who  afterwards  challenges  a  re-trial  of  that  runs  the  risk  of  having 
to  pay  solicitor  and  client  costs  ? 

Cole/ax. — Section  31  goes  beyond  that,  I  think. 

Farwell,  J'.— Perhaps  you  had  better  not  have  said  anything  about  it,  50 
because  apparently  you  get  these  costs  unless  I  certify  otherwise. 

Colefax. — Then  I  ask  your  Lordship  not  to  certify. 

Farwell,  J.,  after  referring  to  Frost  on  Patents,  page  627. — In  the  Automatic 
Weighing  Machine  Company  v.  International  Hygienic  Society,  in  6  Patent 
Office  Reports,  Mr.  Justice  Charles,  in  his  judgment  at  page  480,  puts  it  just  on  55 
the  ground  that  occurred  to  me  : — "  I  have  only  to  refer  to  the  introductory 
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"  sentences  of  my  judgment  to  see  what  it  was  which  really  was  tried  before 
"  me.  There  was  no  question  of  the  validity  of  this  Patent  raised  before  me  at 
"  all.  The  only  question  was  whether  the  Defendant's  machine  was  an 
"  infringement  of  an  admittedly  valid  Patent  of  the  Plaintiff  ;  and  I  am  there- 

5  "  fore  of  opinion  that  even  if  section  31  does  apply  I  ought  to  certify  that  the 
"  Plaintiff  ought  not  to  have  his  costs  as  between  solicitor  and  client." 

Cole  fax. — That  shows,  at  any  rate,  that  it  is  a  question  within  the  discretion 
of  the  Judge. 
FARWELL,  «/. — I  should  have  thought  myself,  if  it  had  not  been  decided 

10  otherwise,  that  the  Certificate  as  to  the  validity  of  a  Patent  was  meant  to  give  the 
Plaintiff  some  security  against  the  validity  of  his  Patent  being  challenged  over 
and  over  again  ;  but  a  man  is  quite  entitled,  if  he  has  a  plausible  case,  to  say  it 
is  no  infringement.  My  only  doubt  is  whether  there  is  sufficient  plausibility 
about  the  Defendant's  case  here. 

15  Cole/cue. — It  has  been  refused,  my  Lord,  I  know,  in  cases  where  only  non- 
infringement was  the  defence ;  but  still  I  think  it  is  a  matter  for  your 
Lordship. 

FARWBLL,  J. — There  is  no  doubt  the  words  of  the  section  are  wide  enough  to 
cover  a  case  such  as  this ;  but  I  doubt  if  that  was  the  meaning  of  the  section. 

20  I  am  not  very  much  disposed  to  give  you  solicitor  and  client  costs. 

Cole/ax. — I  know,  as  a  fact,  it  has  been  refused  in  one  or  two  instances, 
where  infringement  simply  was  raised ;   but  I  think  the  section  goes  beyond 
that,  and  that  is  really  why  I  asked  your  Lordship. 
FARWELL,  J. — You  are  quite  right,  as  you  have  a  suitor  in  person  against 

25  you.  1  think  the  reason  given  by  Mr.  Justice  Charles  is  a  perfectly  sound 
reason,  when  he  says  : — "  There  was  no  question  of  the  validity  of  this  Patent 
"  raised  before  me  at  all.  The  only  question  was  whether  the  Defendant's 
"  machine  was  an  infringement  of  an  admittedly  valid  Patent  of  the  Plaintiff, 
"  and  I  am  therefore  of  opinion  that  even  if  section  31  does  apply  I  ought  to 

30  "  certify  that  the  Plaintiff  ought  not  to  have  his  costs  as  between  solicitor  and 
"  client."  That  seems  to  me  to  be  really  a  decision  on  the  question,  and  it 
commends  itself  to  my  own  ideas  and  judgment  and  I  will  follow  it.  Party 
and  party  costs  I  think  you  ought  to  be  satisfied  with. 
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In  the  High  Court  op  Justice.— Chancery  Division, 


Before  Mr.  Justice  Joyce. 


February   13th  and  11th,  1902. 


In  the  Matter  op  Klaber's  Patent. 


Patent — Petition  for  revocation. —  Want  of  novelty  and  invention. — Patent  5 
held  invalid. — Patents,  Ac.  Act,  1883,  section  26. 

In  1900  Letters  Patent  were  granted  to  K.  for  "  Improvements  in  and 
"  connected  with  stencil  plates"  A  Petition  was  presented  for  revocation  of 
this  Patent,  and  tlie  Petitioners  alleged  in  their  Petition  that  they  had  publicly 
manufactured,  used,  and  sold  within  tlie  realm  before  the  date  of  the  Patent  10 
stencil  plates  made  according  to  the  alleged  invention.  In  their  Particulars  of 
Objections  they  stated  that  the  invention  was  not  new,  a)vd  alleged  want  of  subject- 
matter.  Prior  to  tlie  trial  leave  had  been  granted  by  the  Comptroller  to  amend 
the  Specification  by  the  omission  of  Claims  1  and  2.  Owing  to  delay  the  Order 
had  not  been  drawn  up.  To  avoid  postponement  of  the  hearing  of  the  Petition  15 
it  was  arranged  by  consent  that  the  hearing  should  take  place  upon  the  footing 
of  the  Specification  having  been  amended. 

Held,  that  tlie  Petitioners  were  entitled  to  succeed,  there  being  no  real  invention 
in  that  which  was  described  in  the  Specification. 

On  the  31st  of  July  1900  Letters  Patent  (No.  13,699  of  1900)  were  granted  to  20 
Augustus  David  Klaber  for  "Improvements  in  and  connected  with  stencil 
"  plates." 

The  Complete  Specification  was  as  follows  : — "  This  invention  refers  to  stencil 
"  sheets  and  has  for  its  chief  object  to  provide  the  sheets  with  an  indicating 
"  scale  or  scales  and  with  guide  lines  for  enabling  the  user  to  determine  the  25 
"  space  available  for  the  inscribing  matter.    According  to  my  invention  I  print 
"  or  otherwise  impress  upon  the  stencil  sheet  at  each  side  or  other  convenient 
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"  part  a  graduated  scale  for  regulating  the  position  of  the  matter  to  be  inscribed 
u  or  written  upon  the  sheet,  and  near  the  top  and  the  bottom  and  at  the  sides  of 
w  the  sheet  I  provide  guide  lines  for  indicating  the  space  within  which  the 
"  writing  or  other  matter  to  be  reproduced  is  to  be  confined. 
5  u  In  order  that  my  said  invention  may  be  clearly  understood  and  readily 
u  carried  into  effect  I  will  proceed  to  describe  the  same  more  fully  with 
"  reference  to  the  accompanying  drawings  in  which  Figure  1  represents  a 
"  stencil  sheet  provided  with  guide  lines  in  accordance  with  my  invention,. 
u  and  Figure  2  represents  a  modified  arrangement.     Referring  to  Figure  1, 1 

10  "  place  at  each  side  of  the  sheet  A  a  scale  B  marked  with  unit  and  fractional 
'*  divisions.  Near  the  edges  and  at  a  short  distance  from  the  top  and  bottom  of 
"  the  sheet  I  provide  guide  lines  C  to  denote  the  space  available,  for  writing  or 
"  drawing.  The  said  lines  at  the  sides  and  bottom  of  the  sheet  confining  or 
"  superscribing  lines  determining  the  position  of  the  inscribing  matter  relatively 

15  u  to  the  ink  pad.     When  the  impressions  from  the  stencil  are  to  be  reproduced 
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"  on  sheets  that  already  bear  text  or  other  matter  to  which  that  from  the  stencil 
"  is  to  be  added,  the  graduations  on  the  scale  enable  the  user  to  cause  the 
"  writing,  drawing  or  other  matter  from  the  stencil  to  fall  exactly  in  proper 
"  position  on  the  said  sheets.     If  the  matter  on  the  stencil  sheet  is  produced  in 

20  "  a  type- writing  machine  the  two  edged  guide  or  scales  will  show  if  the  sheet 
u  slips  in  *  line  spacing.9 

"  In  addition  to  the  four  side  lines  I  may  provide  the  sheet  with  vertical 
"  lines  such  as  D  which  are  especially  of  use  when  *  headed '  paper  is  to  be 
"  printed  upon. 

25  "  Instead  of  providing  each  side  of  the  stencil  sheet  with  a  scale  as  shown  in 
"  Figure  1, 1  may  employ  only  one  scale  which  may  be  arranged  in  the  centre 
"  of  the  sheet  as  shown  in  Figure  2.    In  order  that  the  stencil  sheet  itself  may 
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44  be  properly  inserted  in  the  printing  or  reproducing  apparatus  I  arrange  the 
"  line  C  on  the  upper  part  of  the  sheet  so  as  to  denote  the  part  of  the  stencil 
"  sheet  which  will  be  covered  or  enclosed  by  the  clamping  or  other  device  for 
"  retaining  the  said  sheet  in  the  apparatus. 

44  Instead  of  impressing  the  scales  and  lines  upon  the  blank  sheet  which  5 
"  ultimately  forms  the  stencil,  these  may  be  printed  or  impressed  upon  a 
"  separate  sheet  which  in  use  is  placed  under  or  over  the  stencil  sheet  when  the 
44  writing  or  drawing  is  made  on  the  latter. 

44  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  10 
u  what  I  claim  is  :  1.  A  stencil  or  other  sheet  provided  with  one  or  more  scales 
44  such  as  B  substantially  as  described.  2.  A  stencil  or  other  sheet  provided 
"  with  guide  or  indicating  lines  such  as  C  substantially  as  and  for  the  purpose 
"  described.  3.  The  complete  sheet  substantially  as  and  for  the  purpose 
44  described  and  illustrated  in  the  accompanying  drawings."  15 

On  the  21st  of  August  1901  E Ham's  Duplicator  Company  (who  were  manu- 
facturers of  stencil  paper)  presented  a  Petition  for  the  revocation  of  the  Patent, 
alleging  thereby  (inter  alia) : — "  (3)  On  or  about  the  24th  of  May  1901  the 
"  Respondents,  the  Neostyle  Manufacturing  Company,  Ld.,  who  claim  to  be 
44  equitably  interested  in  the  said  Letters  Patent,  by  their  agents,  the  Scottish  20 
44  Neostyle  Company,  wrote  to  Messrs.  MacCorquodale  A  Co.,  of  Maxwell  Street, 
44  Glasgow,  who  are  customers  of  your  Petitioners,  threatening  proceedings  for 
44  infringement  of  the  said  Letters  Patent  in  respect  of  certain  stencil  paper 
44  sold  by  Messrs.  MacCorcpiodale  and  manufactured  by  your  Petitioners.  (4) 
44  As  a  result  of  the  said  letter  serious  injury  has  been  caused  to  your  Petitioners*  25 
"  trade  and  business.  (5)  At  the  time  of  the  making  of  the  said  threats  the 
44  Respondents  were  not  in  fact  the  legal  owners  of  the  said  Letters  Patent,  and 
44  such  Letters  Patent  had  not  at  such  date  been  sealed.  (6)  On  the  12th  day 
44  of  July  1901  your  Petitioners  obtained  an  injunction  restraining  the  Respon- 
44  dents  from  threatening  your  Petitioners  or  their  customers  until  the  30 
44  Respondents  should  have  become  the  registered  owners  of  the  said  Letters 
44  Patent  and  should  have  commenced  proceedings  for  infringement  thereof 
44  against  your  Petitioners.  (7)  The  said  Letters  Patent  are  invalid  by 
44  reason  of  the  matters  in  the  Particulars  of  Objections  herewith  delivered 
44  appearing.  (8)  Your  Petitioners  have  publicly  manufactured,  used,  and  35 
44  sold  within  this  realm  before  the  date  of  the  said  Letters  Patent  stencil  \ 

44  sheets  made  according  to  the  alleged  invention,  the  subject-matter  of  the  j 

44  said  Letters  Patent." 

The  amended  Particulars  of  Objections  alleged  that : — 44  (1)  The  said  alleged 
44  invention  was  not  new.    The  said  alleged  invention  had  been  published  in  40  * 

44  this  realm  prior  to  the  date  of  the  said  Letters  Patent  by  the  manufacture,  j 

44  sale,  and  use  by  the  Petitioners  at  12,  King  Street,  in  the  city  of  London,  for  J 

44  many  years  prior  to  the  date  of  the  said  Letters  Patent,  of  stencil  paper  con- 
44  structed  as  described  in  the  said  Specification.    This  objection  is  directed 
44  against  all  the  claiming  clauses  thereof.    (2)  The  said  alleged  invention  was  45 
, 44  previously  to  the  date  of  the  said  Letters  Patent  published  within  this  realm  j 

. 44  in  the  following  Specification  filed  in  the  Patent  Office  as  hereunder  mentioned, 
44  by  the  Specification  of  Mclan  James  Douglas  Carter,  of  14,  Woodbury  Road, 
44  Walthamstow,  in  the  county  of  Essex,  manufacturer,  filed  under  Letters  Patent 
44  No.  15,320  of  1896.  The  whole  of  the  said  Specification  and  the  drawing  are  50 
44  relied  on  as  anticipating  the  claiming  clauses  of  the  Respondents1  Specification. 
44  (3)  The  said  alleged  invention  as  to  all  the  claiming  clauses  of  the  said 
44  Specification  is  not  the  proper  subject-matter  for  valid  Letters  Patent." 

The  Respondents  to  the  Petition  were  the  Patentee  and  the  Neostyle  Manu- 
facturing Company,  Ld.    Before  the  presentation  of  the  Petition  an  application  55 
had  been  made  to  the  Patent  Office  for  leave  to  amend  the  Specification  by 
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striking  out  Claims  1  and  2,  and  an  application  was  made  to  the  Court  for  the 
hearing  of  the  Petition  to  stand  over  pending  the  amendment  proceedings. 
On  this  application  it  was  arranged  that  the  Petition  should  not  be  delayed,  but 
heard  upon  the  footing  that  the  amendments,  which  it  was  desired  to  make,  had 
5  been  in  fact  made. 

T.  Terrell,  K.C..  and  A.  J.  Walter  (instructed  by  Pritchard,  Englefield  <fc  Go.} 
appeared  for  the  Petitioners ;  Moulton,  K.C.,  Bousfleld,  K.C.,  and  J.  B.  Qray 
(instructed  by  Lloyd  George,  Roberta  <b  Co.)  appeared  for  the  Respondents. 
The  Respondents  began. 

10  Bousfield,  K.C. — The  subject  of  the  Patent  is  stencil  paper  used  for  multiplying 
copies  of  documents.  Its  manufacture  is  not  the  subject-matter  of  the  Patent ; 
it  is  the  paper  designed  as  shown  in  the  drawings.  The  paper  is  made  of  wax 
and  tissue  upon  which  impressions  are  made  by  a  typewriting  machine,  or  by 
a  hard  pen  upon  a  roughened  steel  plate.    Through  the  impressions  the  ink 

15  from  an  ink-pad  is  introduced ;  this  is  sometimes  done  by  means  of  a  roller 
upon  a  flat  machine.  The  Patent  has  relation  to  the  use  of  the  sheet  as  described 
in  the  Specification  in  a  patented  rotary  (neostyle)  machine  containing  an  ink 
roller.  That  Patent  is  also  held  by  the  Respondents.  The  object  of  the 
Petition  is  to  attack  the  Patent  covering  the  paper  sold  for  use  in  the  machine. 

80  Difficulties  have  been  experienced  with  stencils  in  relation  to  (1)  filling  in  the 
blanks  upon  paper  already  imprinted  with  addresses,  headings,  &c,  in  proper 
relation  to  the  imprinted  matter  ;  (2)  writing  straight  and  ascertaining  whether 
the  paper  has  slipped  upon  the  roller  of  the  typewriter  ;  (3)  fixing* the  stencil 
paper  in  its  proper  place  in  the  reproducing  machine.    The  Patentee's  object 

25  was  to  overcome  these  difficulties.  With  the  old  forms  of  stencil  paper  and 
machine  many  impressions  called  "  trials  "  had  to  be  taken  before  commencing 
to  multiply  copies ;  the  Respondents'  stencil  paper  after  it  is  written  upon  may 
be  at  once  fitted  on  the  machine  in  its  correct  position.  Mechanical  adjustments 
had  been  necessary  with  rotary  and  other  machines.    By  means  of  the  invention 

30  the  rotary  machine  has  been  simplified  and  its  cost  has  been  reduced  by  half, 
the  adjustment  being  no  longer  necessary.  The  stencil  paper  fits  a  particular 
machine,.  The  parallelogram  C  C  C  C  marks  the  space  corresponding  to  the 
ink-pad,  and  the  space  above  the  head  line  C  marks  the  portion  of  the  stencil 
paper  to  be  covered  by  the  clamp  of  the  rotary  machine  ;  the  scales  guide  the 

35  writer.  An  application  has  been  made  for  leave  to  strike  out  Claims  1  and  2 ; 
the  amendment  has  not  been  made,  but  it  is  to  be  treated  as  made  for  the  purposes, 
of  the  Petition.  The  sheet  claimed  in  the  third  claim  is  a  new  manufacture, 
and  proper  subject-matter  for  a  Patent. 

Evidence  was  given  in  support  of  the  Patent  by  W.  A.  JR.  Mejtsted,  Augustus 

4P  D.  Kldber,  Minnie  Lambert,  and  May  Auliffl 

Terrell,  E.C.,  for  the  Petitioners,  submitted  that  the  Specification  disclosed 
no  subject-matter,  and  that  at  the  date  of  the  Patent  the  common  knowledge 
covered  what  the  Patentee  claimed. 
Evidence  in  support  of  the  Petition  was  given  by  H.  Ballantyne,  Fred  Ellamy 

46  Arthur  Foote,  and  Ernest  Sinclair.  Ellam  in  the  course  of  his  evidence 
produced  a  Standard  Remington  typewriter  fitted  with  a  sheet  of  the  Respon- 
dents9 paper  demonstrating  that  the  scale  at  the  side  could  not  be  seen ;  he 
also  performed  experiments  with  paper  without  scales  in  order  to  show  that 
with  an  ordinary  flat  duplicating  machine  the  writing  could  be  produced  upon 

l}0  the  stencil  in  correct  relation  with  the  printed  matter  on  business  forms. 

Terrell,  K.C. — The  Patentee  has  put  a  foot  rule  on  his  paper ;  his  Patent  is 
for  doing  that ;  the  application  of  a  foot  rule  to  sheets  of  paper  is  common 
knowledge  for  all  purposes.  [JOYCE,  J. — Unless  the  paper  be  made  for  the 
particular  machine  used  a  trial  would  be  necessary.]    The  Patentee  does  not 

55  tell  the  operator  how  to  carry  through  the  operation  :  he  has  to- add  something 
to  his  Specification  in  order  to  perform  the  functions  enumerated  in  the 

IX 
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Specification.  For  use  in  a  typewriter  straight  lines  as  used,  before  the  Patent 
in  the  same  connection,  will  serve  the  same  purpose  as  the  scale.  Register 
lines  were  also  used  before  the  Patent.  There  is  nothing  in  the  Patent  about 
the  paper  fitting  the  machine. 

Moulton,  K.C.,  in  reply. — Down  to  the  date  of  the  Patent  there  never  had  5 
been  any  mark  on  stencil  paper  in  relation  to  its  place  on  the  machine  ;  its  place 
•on  the  machine  was  ascertained  by  trial.     Special  ruling,  when  it  existed,  was 
for  special  forms  of  paper.     When  specially  ruled  without  reference  to  any 
particular    paper    the    writing    was    more    or  less  irregular.      All   forms  of 
reproducing  paper  may  be  used  with  the  Patentee's  stencil  paper  and  machine.  10 
The  first  rotary  reproducing  machine  used  by  the  Patentee  had  a  mechanical 
adjustment  involving  waste  of  time  and  paper.     The  invention  lay  in  devising 
a  stencil  paper  which  would  at  once  fit  the  machine  and  dispense  with  the 
adjustment.     [Joyce,  J.— Does  your  stencil  paper  fit  all  machines  ?]      No  ;    it 
is  not  an  advantage  that  it  should  be  for  my  neighbour's  machine.     The  merit  15 
of  the  invention  lies  in  taking  a  machine  and  solving,  once  and  for  all,  the 
difficulties  in  reference  to  the  machine.     This  the  Patentee  has  done  by  means 
of  the  paper.     The  invention  is  a  combination  of  three  things  :   (1)  the  clamp 
apace  to  be  covered  by  the  clamp  ;  (2)  the  guide  lines  C  indicating  the  area  of 
the  ink-pad  ;  (3)  the  scales.     It  enables  a  writer  to  write  straight ;  to  locate  the  20 
proper  position  of  the  new  matter  on  the  stencil  sheet  in  relation  to  the  form 
paper  and  its  contents  ;  and  to  fix  the  stencil  sheet  in  its  proper  position  in  the 
reproducing  machine.    The  Patentee  has  overcome  the  mechanical  difficulties 
in  relation  to  adjustment,  and  does,  by  means  of  the  stencil  sheet,  what  was 
previously  tediously  done   by  means  of  the  machine   itself.      It  is  a  new  25 
manufacture  within  the  Statute  of  Monopolies,  equivalent  to  a  simplification  of 
the  machine.     How  to  get  rid  of  the  adjustment  was  not  obvious.     Its  utility 
is   undoubted.      [JOYCE,  J.— It  amounts  to    this— Fix    your  stencil  in    the 
machine  so  that  the  lines  C  will  not  be  overlapped.     It  would  be  different  for 
every  machine.]     The  Patentee  makes  his  lines  have  a  value  relative  to  the  30 
machine.     The  top  line  C  gives  a  perfect  u  register,"  and  the  clamp  space  above 
it  is  at  the  edge  of  the  ink-pad.    No  stencils  before  this  contained  a  Hne  pro- 
ducing that  effect.     [Jo YOB, «/.— In  the  others  there  was  a  parallelogram  within 
which  you  were  to  write.    The  Specification  amounts  to  this — You  are  to  write 
within  the  parallelogram  ;  and  the  Patentee  tells  you  that  it  must  be  so  fixed  in  35 
the  machine  as  to  come  upon  the  ink-pad.]     In  the  other  machines  trials  were 
necessary.     In  this  case,  when  the  paper  is  put  in,  the  line  C  comes  where  the 
clamp  ceases.     The  Patentee  adjusts  by  putting  the  paper   in  the  machine. 
[JOYCE,  J. — If  it  does  not  depend  on  the  line  C  there  is  not  a  word  in  the 
Specification  about  that.]    The  register  line  C  corresponds  to  the  ink-pad  of  the  40 
machine,  but  the  line  C  is  a  consequence  of  the  invention.      The  sheet  is  put 
into  the  clamp  as  far  as  it  will  go.     [JOYCE,  J.— Where,  in  the  Specification,  is 
there  a  word  as  to  that  ?]     There  is  a  reference  to  a  machine  with  a  clamp 
device ;   the  paper  is  not  adjusted  by  the  line— the  line  is  adjusted  by  the 
insertion  of  the  paper  in  the  machine.     [JOYCE,  J. — You  do  not  put  it  as  far  as  45 
it  will  go,  but  you  stop  short  of  that.]    The  Specification  (page  2,  line  25)*  refers 
to  the  part  of  the  sheet  u  which  will  be  covered  or  enclosed  by  the  clamping  or 
"  other  device."     This  is  the  first  case  in  which  a  man,  by  locating  a  line 
relative  to  the  head  of  the  paper,  has  overcome  the  difficulty  in  reference  to  a 
"  register,"  and  dispensed  with  the  necessity  of  an  adjustment  in  the  machine.  50 
Prior  to  the  Patent  there  existed  no  stencil  paper  combining  the  elements  shown 
by  the  Patentee's  stencil  sheet,  and  overcoming  the  difficulties  in  regard  to  trials 
and  adjustment. 


*  Ants,  page  1 76,  line  3. 
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JOYCE,  J. — This  is  an  application  under  the  26th  section  of  the  Patent  Act 
for  the  revocation  of  a  Patent  granted  to  Mr.  Klaber  in  the  year  1901.  The 
Specification,  or  the  greater  part,  of  it,  has  been  read  more  than  once  this 
morning,  and  I  need  not  read  it  all  again.  It  seems  to  me  that  the  object  of 
5  the  invention,  as  stated  at  line  30  on  the  first  page  of  the  Specification,  is : 
44  To  provide  the  sheets  with  an  indicating  scale  or  scales  and  with  guide  lines  for 
44  enabling  the  tiser  to  determine  the  space  available  for  the  inscribing  matter." 
Then  the  Patentee  says  how  it  is  to  be  done.  There  are  figures  to  explain  it 
more  clearly,  and  then  there  are  two  or  three  lines  (lines  10  to  12,  page  2)* 

10  where  there  is  a  sentence,  the  meaning  of  which  is  very  difficult  to  make  out. 
It  is  nonsense  as  it  stands  ;  there  is  no  verb  in  it,  but  I  myself  take  it  to  mean 
that,  having  regard  to  the  guide  lines  and  the  space  within  which  you  have 
written,  you  will  fix  the  sheet  so  that  the  portion  upon  which  you  have  written 
comes  upon  the  ink-pad.     Lower  down,  at  line  .25,  he  says  :  "  I  arrange  th<? 

15  "  line  C  on  the  upper  part  of  the  sheet  so  as  to  denote  the  part  of  the  stencil 
44  sheet  which  will  be  covered  or  enclosed  by  the  clamping  or  other  device  for 
44  retaining  the  said  sheet  in  the  apparatus."  It  says  44  will  be  " — that  must 
entirely  depend  upon  the  particular  machine  ;  but  of  course  it  means  that  you 
are  not  to  put  that  part  of  the  sheet  which  is  within  the  parallelogram  above 

20  the  line  C,  so  that  it  comes  under  the  clamping  arrangement. 

Then  there  have  been  Particulars  of  Objections.  The  first  objection  is  want 
of  novelty,  and  in  support  of  that  the  Petitioner  refers  to  the  stencil  paper 
manufactured  and  sold  by  the  Petitioner  prior  to  the  date  of  the  Letters  Patent. 
He  also  refers  to  Carter's  Specification.    The  next  objection  is  want  of  subject- 

25  matter.  At  the  date  of  Carter's  Specification,  which  was  1896,  no  one 
can  deny  that  paper  ruled  in  small  squares  a  quarter  of  an  inch  or  a 
sixteenth  of  an  inch  apart  was  well  known  and  in  use  for  various  purposes, 
having  regard  to  Mr.  EllarrCs  catalogue  which  has  been  put  in  and  to  the 
evidence  which  has  been  given  in  this  case.     It  is  quite  plain,  and  it  is  not 

30  denied  and  cannot  be  denied,  that  stencil  sheets  ruled  in  those  small  squares 
were  used  before  Carter's  Specification,  and  in  fact  Carter  in  his  Specification 
says  :  "  Heretofore  it  has  been  the  practice  to  provide  stencil  papers  with 
guide  lines  arranged  longitudinally  and  transversely,  the  paper  presenting 
the  appearance  of  a  number  of  small  squares  or  parallelograms."    Now  what 

35  does  Carter  do  ?  Carter,  as  I  understand  it,  rules  off  the  margin  of  the  stencil 
sheet.  Taking  a  foolscap  sheet  he  rules  off  the  margin  and  leaves  you  a 
parallelogram  ruled  on  the  sheet  within  which  you  are  to  write  whatever  you 
want  to  write,  and  Carter's  Specification,  as  I  read  it,  supposes  that  the  sheets 
upon  which  this  parallelogram  is  ruled  contain  the  lines  up  and  down,  dividing 

40  the  sheet  into  small  squares.  Carter's  Specification,  it  seems  to  me,  amounted 
merely  to  marking  out  a  margin,  which  you  may  use  or  not  use  as  you  think 
fit,  and  I  should  be  very  much  surprised  to  find  that  any  Court  had  held  that 
there  was  in  Carter's  invention  sufficient  subject-matter  for  a  Patent ;  but, 
however,  that  is  not  the  point  before  us  to-day. 

45  Then  what  does  Klaber  do  ?  Klaber  numbers  the  lines  ;  that  is  to  say,  he 
numbers  every  eighth,  or  tenth,  or  twelfth  line,  or  whatever  it  may  be,  with 
consecutive  numbers.  In  point  of  fact  I  believe  he  takes  his  graduation  from  a 
foot  rule,  but  that  is  quite  immaterial.  He  puts  numbers  on  the  different  lines. 
The  effect  of  that  is  to  saVe  you  the  trouble  of  counting  the  lines  on  the  squares. 

50  I  am  clearly  of  opinion  there  is  no  virtue  in  that.  Any  schoolboy  con  Id  do 
that  if  that  were  of  great  importance.  There  is  no  point  in  that.  The  lines  are 
not  ruled  across.  They  are  numbered,  and  he  rules  them  part  of  the  way 
across  instead  of  the  whole  way  across — that  is  really  what  it  comes  to. 


*  Ante,  page  175,  line  13. 
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I  am  of  opinion  that  in  the  difference,  if  any,  between  what  is  described  in 
Garter  and  what  was  sold  by  ELlam  before  this  Patent — putting  those  two 
together — and  what  is  described  in  Klabet\  there  is  nothing  whatever  worth 
calling  invention.  With  reference  to  those  two  passages  in  the  Specification 
about  fixing  in  the  machine,  I  am  of  opinion  that  what  is  described  in  Klaher  S 
is  no  more  use  for  fixing  in  the  particular  duplicator  which  he  is  to  use, 
which  may  be  any  duplicator  at  all,  than  what  is  described  in  Carter^  and 
what  was  used  before,  and  with  reference  to  the  passage  beginning  at  line  14 
in  Klabrr's  Specification,  where  he  says :  "  When  the  impressions  from  the 
"  stencil  are  to  be  reproduced  on  sheets  that  already  bear  text  or  other  matter  10 
u  to  which  that  from  the  stencil  is  to  be  added,  the  graduations  on  the  scale 
"  enable  the  user  to  cause  the  writing,  drawing  or  other  matter  from  the  stencil 
"  to  fall  exactly  in  proper  position  on  the  said  sheets,"  it  seems  to  me  that  what 
Klaber  describes  no  more  enables  you  to  do  that  than  what  was  described  in 
Garter^  and  what  was  sold  by  Ellam  before  this  Patent.  1} 

The  result  is,  in  my  opinion,  that  there  is  no  real  novelty  or  invention  in  that 
which  is  described  in  Klaber's  Specification,  and  I  think  the  Petitioner  is 
entitled  to  succeed. 

A  Certificate  that  the  Particulars  of  Objection*  were  reasonable  and  proper 
was  granted.    By  consent  it  was  arranged  that  the  Order  for  revocation  should  20 
not  be  registered  at  the  Patent  Office  for  a  fortnight ;  and  that,  if  within  that  time 
the  Respondents  should  give  notice  of  appeal,  the  Order  should  be  stayed  pending 
the  result  of  the  appeal. 
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In  the  Coubt  of  Appeal. 
Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozens-Hardy. 

February  7th  and  8th,  1902. 

J.  and  J*  Gash,  Ld.  v.  Gash. 

5  Trade  name. — Probability  of  deception. — Injunction  granted  to  restrain  a 
person  from  carrying  on  business  in  certain  goods  under  his  own  name. — 
Appeal  by  Defendant — Order  modified  on  appeal. 

J.  and  J.  Cash,  Ld.,  and  their  predecessors,  Messrs.  J.  and  J.  Cash}  had  for 
many  years  manufactured  and  sold  at  Coventry  " Cash's  Frillings"  "  Cash's 

10  "  Woven  Names"  and  " Cash's  Woven  Initials"  and  those  terms  meant  their 
goods.  Joseph  Cash  commenced  to  carry  on  business  also  at  Coventry  under  the 
name  of  ''  Joseph  Cash  &  Co.,"  and  also  manufactured  and  sold  frillings  and 
woven  names  and  initials,  but  did  not  call  them  "Cash's  Frillings"  Ac. 
He  had  also  registered  a  Company  under  the  name  of  "  Joseph  Cash,  Ld.,"  to 

15  carry  on  a  similar  business.  J.  and  J.  Cash,  Ld.,  brought  an  cation  against 
Joseph  Cash  claiming  an  injunction  to  restrain  him  carrying  on  business 
in  the  three  articles  named  under  the  name  of  "  Cash,"  and  for  other  relief. 
It  was  held  at  the  trial  by  Kekewich,  J.f  that  the  Defendant  could  not  carry  on 
business  in  the  three  articles  under  the  name  of  "  Joseph  Cash  &  Co."  or  that  of 

20  "  Cash "  without  such  articles  being  called  or  known  by  the  names  by  which 
the  Plaintiffs'  articles  were  known,  and  an  injunction  was  granted  by  him 
restraining  the  Defendant  from  carrying  on  the  business  of  a  manufacturer 
or  seller  of  frillings  or  woven  names  or  initials  under  the  name  of  "  Joseph 
"  Cash  &  Co.,"  or  under  the  name  of  "  Cash,"  or  under  any  name  so  as  to 

25  mislead;  also  from  making  over  any  business  in  those  articles  to  any  Company 
having  a  name  calculated  to  deceive,  and  to  restrain  the  Defendant  from 
soliciting  customers  of  the  Plaintiffs  with  the  costs  of  the  cation.  The  Defen- 
dant appealed  on  the  ground  that  the  first  part  of  the  Order  was  too  wide. 
He  did  not  claim  to  use  the  terms  "  Cash's  Frillings  "  or  "  Cash's  Woven  Names 

30  uand  Initials."    The  appeal  was  allowed  with  costs,  the  Order  made  below 
being  modified. 
Semble. — The  Court  will  not  restrain  a  person  absolutely  from  carrying  on 

a  business  in  his  own  name. 
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On  the  29th  of  March  1900  J.  and  J.  Cash,  Ld.,  commenced  an  action  against 
Joseph  Gash  claiming  "(1)  an  injunction  to  restrain  the  Defendant  from 
"  carrying  on  business  under  the  name  '  Joseph  Cash  A  Co.?  or  under  any 
44  name  in  which  is  included  the  word  '  Cash '  as  part  thereof,  or  under  or  in 
"  any  other  name  or  manner  calculated  or  likely  to  mislead  or  deceive  the  public  5 
"  into  the  belief  that  the  business  of  the  Defendant  and  the  frillings  or  other 
"  goods  manufactured  by  him  are  the  business  of  and  goods  manufactured  by 
"  the  Plaintiffs,  or  that  the  Defendant  is  carrying  on  the  business  formerly 
"  carried  on  at  Coventry  by  Messrs.  </.  and  J.  Cash,  the  vendors  to  and  prede- 
44  cessors  in  business  of  the  Plaintiffs  ;  (2)  an  injunction  to  restrain  the  10 
"  Defendant  from  promoting  or  making  over  the  said  business  of  'Joseph  Cash 
"  4  &  CoS  to  or  acting  as  the  managing  director  of  any  Limited  Company  formed 
"  to  carry  on  business  in  frillings  or  other  goods  similar  to  those  manufactured 
44  by  the  Plaintiffs,  and  having  a  name  in  which  is  included  the  word  '  Cash,* 
"  or  which  is  otherwise  calculated  or  likely  to  mislead  or  deceive  the  public  into  15 
44  the  belief  that  the  business,  frillings,  or  goods  of  such  Company  are  the  business, 
"  frillings,  or  goods  of  the  Plaintiffs,  or  that  such  Company  is  carrying  on  the 
"  business  formerly  carried  on  at  Coventry  by  the  said  Messrs. •/.  and  J.  Cash, 
44  and  from  otherwise  assisting  any  such  Company  to  so  mislead  or  deceive  the 
44  public  ;  (3)  an  injunction  to  restrain  the  Defendant  from  soliciting,  or  20 
44  assisting  any  limited  or  other  Company  or  other  person  or  persons  to  solicit, 
44  whether  by  circular  or  otherwise,  any  former  customer  or  customers  of  the 
44  aforesaid  old  firm  of  Messrs.  J.  and  J.  Cash,  of  Coventry,  to  deal  with  the 
44  Defendant  or  such  limited  or  other  Company  or  other  person  or  persons,  or 
44  not  to  deal  with  the  Plaintiffs*  successors  in  business  of  the  said  old  firm ;  25 
44  (4)  damages ;  and  (5)  costs." 

In  1895  the  Defendant  and  S.  Cash  and  T.  A.  Cash  were  carrying  on  at 
Coventry  a  business  which  comprised  the  manufacture  and  sale  of  ribbon 
frillings,  tapes,  and  other  textile  goods.  This  business  had  been  established 
many  years  previously  by  John  Cash  and  Joseph  Cash,  the  elder,  and  had  been  30 
carried  on  by  them  and  subsequently  by  the  said  S.  Cash  and  T.  A.  Cash,  the 
sons  of  John  Cash,  and  the  Defendant,  the  son  of  Joseph  Cash,  the  elder,  under 
the  firm  name  of  J.  and  J.  Cash.  In  1895  the  partners  formed  the  Plaintiff 
Company  to  acquire  the  business,  and  an  agreement  was  entered  into  under 
which  the  partners  agreed  to  sell  the  goodwill  and  Trade  Marks  and  trade  35 
names  and  the  exclusive  right  to  use  the  names  of  "  </.  and  J.  Cash  "  and 
i% Cash's  Frillings"  to  the  Company.  This  agreement  contained  clauses  by 
which  the  partners  undertook  to  act  as  directors  for  a  certain  period,  and  not 
whilst  directors  to  be  interested  in  similar  businesses  or  to  permit  their  names 
to  be  used  in  connection  therewith.  The  Defendant  was  subsequently  by  a  40 
deed  poll  of  the  1st  of  December  1895  released  from  his  engagement  to  remain  a 
director.  In  May  1899  the  Defendant  registered  a  Company  "  Joseph  Cash,  Ld." 
for  the  purpose  of  carrying  on  a  similar  business  to  that  of  the  Plaintiff 
Company  in  Coventry.  The  Plaintiffs  alleged  in  their  Statement  of  Claim 
and  evidence,  which  was  not  cross-examined  to,  was  given  to  prove  that  45 
44  Cash's  Frillings,"  44  Cash's  Woven  Names,"  and  44  Cash's  Woven  Initials " 
meant  in  each  case  the  goods  of  the  Plaintiff  Company,  and  the  Defendant  did 
not.  at  the  trial  claim  the  right  to  use  those  phrases. 

The  Statement  of  Claim,  in  addition  to  the  allegations  which  it  contained  refer- 
ring specially  to  those  phrases,  contained  the  following  passages  :— 44  3 50 

44  For  a  long  time  prior  to  the  year  1895,  and  indeed  ever  since  the  institution 
44  of  the  said  business,  no  other  person,  firm,  or  Company  had  carried  on  any 
44  similar  business  in  or  near  Coventry  or  in  any  other  part  of  the  United 
44  Kingdom  under  the  name  4  Cash,1  or  under  any  name  or  style  including  the 
u  name  '  Cash *  as  part  thereof ;  nor  in  or  since  the  year  1895  has  any  similar  55 
44  business  other  than  the  purchased   business  been  carried  on  in  or  near 
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M  Coventry  or  in  any  other  part  of  the  United  Kingdon  under  the  name 
"  *  Cash?  or  under  any  name  or  style  including  the  name  '  Cash '  as  part 
"  thereof,  except  so  far  as  has  been  recently  done  by  the  Defendant  as 
"  hereinafter  stated.  (4)  The  purchased  business  as  established  and  carried 
5  "  on  as  aforesaid  has,  both  before  and  since  the  sale  thereof  to  the  Plaintiff 
"  Company  as  hereinafter  mentioned,  been  and  is  a  very  large,  extensive,  and 
44  successful  one,  and  the  goods  of  the  purchased  business  have  for  many  years 
"  past  enjoyed,  and  still  enjoy,  a  great  and  valuable  reputation  which  is 
"  associated    with    the    name    *  Cash?  and    particularly  with  that  name   in 

10  "  connection  with  the  city  of  Coventry.  Goods  of  the  olass  manufactured  by 
"  the  purchased  business  if  sold  under  the  name  *  Cash?  and  especially  if  sold 
"  under  that  name  in  connection  with  the  city  of  Coventry,  have  for  many 
"  years  past  been  associated  by  the  trade  and  the  public  with  the  purchased 
"  business,  and  believed  to  be  (as  they  in  fact  were)  the  goods  of  the  purchased 

15  "  business,  and  any  merchant,  retail  tradesman,  or  other  person  with  knowledge, 
"  whether  special  or  ordinary,  of  such  matters  would  when  ordering  *  Cash's 
"  4  Frillings 1  or  other  like  goods,  particularly  if  ordering  them  from  or  as 
"  manufactured  at  Coventry,  intend  to  order  and  get  the  frillings  or  other  goods 
"  manufactured  by  the  purchased  business.    (12)  Some  time  after  the  matters  in 

20  "  the  last  three  paragraphs  stated  (relating  to  Joseph  Cash,  Ld.),  the  Defendant 
M  made  preparations  to  carry  on,  and  has  recently  commenced  to  carry  on 
"  at  Coventry  under  the  firm  or  style  of  '  Joseph  Cash  A  Co.?  a  business 
"  similar  in  all  respects  to  the  purchased  business,  and  including  in  addition 
"  to  the  manufacture  and  sale  of  ribbons,  frillings,  tapes,  and  other  textile 

25  "  goods,  the  production  of  woven  names  and  initials  for  the  purpose  of  marking 
"  or  identifying  linen  and  other  garments.  The  Defendant  is  in  fact  the  sole 
"  person  interested  in  the  so-called  firm  of  '  Joseph  Cash  A  Co?  (13)  The  result 
"  of  the  Defendant  carrying  on  business  similar  to  the  purchased  business 
44  under  the  name  '  Joseph  Cash  A  Co.?  or  under  any  other  name  in  which  is 

30  "  included  the  word  *  Cash?  will  necessarily  be  to  create  confusion  between 
"  the  business  so  carried  on  and  the  purchased  business,  and  to  represent  the 
44  business  so  carried  on  and  the  goods  thereof  as,  and  to  cause  the  same 
"  respectively  to  be  mistaken  for,  the  purchased  business  and  the  goods 
44  thereof.      Such   confusion,  misrepresentation,  and   mistake    have   already 

35  "  been  caused  to  a  considerable  extent  by  the  aforesaid  proceedings  of  the 
"  Defendant."  Paragraph  14  alleged  a  deliberate  intention  on  the  part  of 
the  Defendant  to  create  confusion,  and  an  intention  to  transfer  his  business  to 
Joseph  Cash,  Ld.  Paragraph  16  related  to  the  relief  sought  in  respect  of 
soliciting  customers. 

40  The  Defendant  by  his  Defence  admitted  that  he  carried  on  a  business  at 
Coventry  under  the  firm  name  or  style  of  "Joseph  Cash  A  Co.,"  but  substantially 
denied  or  refused  to  admit  the  other  parts  of  the  paragraphs  above  set  out  or 
referred  to,  and  alleged  that  he  had  been  and  was  bond  fide  carrying  on  business 
in  his  own  name  as  he  was  entitled  to  do,  and  denied  that  the  Plaintiffs  were 

45  entitled  to  any  relief. 

On  the  25th  of    May  1900  an  interlocutory  injunction  was  granted    by 
Kekewich,  J.,  in  the  terms  of  that  claimed  by  the  writ. 

The  action  came  on  for  trial  before  Kekewich,  J.,  on  the  27th  of  February 
1901.     The  Defendant  admitted  that  he  could  not  defend  the  action  as  to  parts 

50  of  the  relief  sought,  but  contended  that  he  ought  not  to  be  restrained  from 
carrying  on  business  in  the  particular  articles  in  his  own  name.  Kekewich,  J., 
gave  judgment  for  the  Plaintiffs  (18  R.P.C.  213). 

The  following  was  the  Order  made : — "  This  Court  doth  order  that  the 
44  Defendant  be  restrained  from  carrying  on  the  business  of  a  manufacturer  or 

55  **  seller  of  frillings  or  woven  names  or  initials  under  the  name  of  *  Joseph 
"  '  Cash  A  Co,'  or  xmder  the  name  of  '  Cash/  and  from  carrying  on  any  such 
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44  business  under  any  name  or  m  any  manner  so  as  to  mislead  or  deceive  the 
"  public  into  the  belief  that  the  business  of  the  Defendant  or  the  frillings 
"  or  woven  names  or  initials  manufactured  or  sold  by  him  are  the  business  of 
"  or  goods  manufactured  by  Plaintiffs,  or  that  the  Defendant  is  carrying  on  the 
"  business  formerly  carried  on  at  Coventry  by  Messrs.  J.  and  J.  Cash,  the  5 
"  vendors  to  and  predecessors  in  business  of  the  Plaintiffs.  And  it  is  ordered, 
44  that  the  Defendant  be  also  restrained  from  making  over  his  business  in 
"  frillings  or  woven  names  or  initials  to  or  acting  as  managing  director  of  any 
44  limited  or  other  Company  formed  to  carry  on  business  in  frillings  or  woven 
"  names  or  initials,  and  having  a  name  which  is  calculated  or  likely  to  mislead  10 
44  or  deceive  the  public  into  the  belief  that  the  business,  frillings,  or  woven 
"  names  or  initials  of  such  Company  are  the  business,  frillings,  or  woven  names 
44  or  initials  of  the  Plaintiffs,  or  that  such  Company  is  carrying  on  the  business 
44  formerly  carried  on  at  Coventry  by  the  said  Messrs.  J.  and  J.  Cash,  and  from 
"  otherwise  assisting  any  such  Company  to  so  mislead  or  deceive  the  public,  15 
"  and  that  the  Defendant  be  also  restrained  from  soliciting  or  assisting  any 
44  limited  or  other  Company  or  other  person  or  persons  to  solicit,  whether  by 
44  circular  or  otherwise,  any  former  customer  or  customers  of  the  aforesaid  old 
44  firm  of  Messrs.  J.  and  J.  Cash,  of  Coventry,  to  deal  with  the  Defendant  or 
44  such  limited  or  other  Company  or  other  person  or  persons  for  goods  of  a  kind  20 
44  manufactured  by  the  said  old  firm  and  still  manufactured  by  the  Plaintiffs,  or 
44  not  to  deal  with  the  Plaintiffs,  the  successors  in  business  of  the  said  old  firm, 
44  for  goods  of  the  kind  aforesaid.  And  it  is  ordered,  that  the  Defendant  pay 
44  to  the  Plaintiffs  their  costs  of  this  action,  to  be  taxed  by  the  Taxing  Master,  and 
44  the  Defendant  is  to  be  at  liberty  to  apply  for  an  inquiry  as  to  damages  25 
44  sustained  by  reason  of  the  said  interim  Order  upon  giving  to  the  Plaintiffs 
44  two  days'  previous  notice  of  his  intention  so  to  do." 

The  Defendant  gave  notice  of  appeal,  asking  :  "  That  the  judgment  made  in 
44  this  action,  and  dated  the  27th  day  of  February  1901,  may  be  reversed  so  far 
44  as  the  Defendant  is  thereby  restrained  from  carrying  on  the  business  of  a  30 
44  manufacturer  of,  or  seller  of,  frillings  or  woven  names  or  initials  under  the 
44  name  of  -  Cash,'  and  that  such  Order  may  be  varied  so  as  to  allow  the  Defendant 
44  to  carry  on  the  said  business  in  his  own  name,  Joseph  Cash,  either  alone  or 
44  with  a  partner  or  partners,  so  long  as  in  so  doing  he  does  not  mislead  the 
44  public  into  the  belief  that  the  business  of  the  Defendant,  or  the  frillings  or  35 
44  woven  names  or  initials  manufactured  or  sold  by  him,  are  the  business  of  or 
44  goods  manufactured  by  the  Plaintiffs,  or  that  he  is  carrying  on  the  business 
44  formerly  carried  on  at  Coventry  by  Messrs.  J.  and  J.  Cash,  the  vendors  to  and 
44  predecessors  in  business  of  the  Plaintiffs,  and  that  the  Plaintiffs  may  be 
44  ordered  to  pay  the  costs  of  this  appeal."  40 

Hugo  Young \  E.C.,  and  Leigh  Clare  (instructed  by  Maddocks  and  CoUon, 
agents  for  H.  Maddocks,  Coventry)  appeared  for  the  Appellant ;  Warrington,  K.C., 
and  C.  H.  Sargant  (instructed  by  Mackrell  A  Co.,  agents  for  Wragge  A  Co., 
Birmingham)  appeared  for  the  Respondents. 

Hugo  Young,  K.O.,  and  Leigh  Clare,  for  the  Appellants,  referred  to  the  agree-  45 
ment  of  1895,  and  continued. — The  Defendant  only  appeals  from  part  of  the  judg- 
ment, namely,  that  restraining  him  from  carrying  on  the  business  under  the  name 
of  "  Cash"    The  whole  point  raised  is,  that  the  Defendant  is  anxious  not  to  have 
his  goods  taken  for  the  Plaintiffs9  goods,  but  says  that  he  ought  not  to  be 
restrained  from  trading  in  these  goods  under  his  own  name.    No  case  has  gone  50 
so  far  as  this.    Even  in  Croft  v.  Day  (7  Beav.  84)  the  Court  did  not  go  as  far 
as  this  judgment.    The  Defendant  cannot  help  his  own  name  and  ought  not  to 
be  restrained  from  using  it.    There  are  two  classes  of  cases — first,  where  a  name 
has  been  assumed  to  deceive,  and,  secondly,  where,  as  in  the  "Camel-hair 
44  Belting  "  case  (Reddaway  v.  Banham,  13  R.P.C.  218),  a  word  has  acquired  a  55 
special  meaning  referring  to  the  goods  of  a  particular  person.    Then  there  is  the 
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class  where  words  such  as  "  Essence  of  anchovies  "  have  not  acquired  any  such 
meaning.  Here  "  Frillings  "  has  acquired  no  such  meaning,  and  "  Cash  "  is  only  the 
Defendant's  name.  The  Defendant  would  not  object  if  the  injunction  were 
limited  by  the  words  "without  distinguishing,"  &c,  as  in  Reddaway  v.  Banham; 
5  he  does  not  object  to  being  restrained  from  anything  that  would  deceive.  This 
case  is  distinguishable  from  Reddaway  v.  Banham  in  that  it  is  not  alleged  that 
"  Frilling  "  has  acquired  any  such  meaning  as  "  Camel-hair  Belting  "  had  there. 
It  is  submitted  that  the  Defendant  has  a  right  to  trade  under  his  own  name  in 
frillings,  Ac.    It  makes  no  difference  that  the  Defendant  was  a  vendor  to  the 

10  Company  ;  a  person  can  sell  his  goodwill  and  afterwards  trade  under  his  own 
name.  The  injunction  should  at  all  events  be  limited,  as  in  Reddaway  v. 
Banham*  The  words  "Camel-hair  Belting"  there  had  become  a  fancy  name. 
[Sargant,  asked  by  the  Court  whether  he  consented  to  the  injunction  being 
amended  by  the  addition  of  the  words  "  without  clearly  distinguishing,"  Ac.,  said 

15  that  he  could  not  consent.]  The  judgment  practically  says  that  no  one  named 
Bass  oould  sell  beer,  and  no  one  named  Beecham  could  sell  pills,  and  so  on. 
[Y  A  UGH  AN  Williams,  £*/.— Suppose  that  there  is  nothing  to  get  rid  of  the 
prima  facie  presumption  ?]  The  Defendant  is  not  bound  to  do  anything  to 
prevent  confusion,  so  long  as  he  does  nothing  to  conduce  to  it.    However,  he  is 

20  anxious  to  do  anything  reasonable  to  avoid  confusion.  [Ya  UGH  AN  WILLIAMS, 
LJ^  referred  to  the  judgment  of  Lord  Herschell  in  Reddaway  v.  Banham.]  The 
following  cases  support  our  contention  that  a  man  cannot  be  restrained  from 
carrying  on  business  in  his  own  name : — Burgess  v.  Burgess  (3  D.  M.  &  O. 
896)  ;  Turton  v.  Turton  (L.R.  42  Ch.  D.  128).    In  Cellular  Cloth  Company  v. 

25  Maxton  and  Murray  (15  R.P.C.  581)  Reddaway  v.  Banham  was  distinguished. 
The  Defendant  does  not  want  to  use  the  word  "Cash"  in  connection  with 
frilling  except  that  he  desires  to  trade  under  his  own  name.  In  the  present  case 
there  was  an  agreement  which  for  a  fixed  period  only  restricted  the  Defendant 
from  trading  under  his  own  name,  as  he  would  otherwise  have  been  entitled  to 

30  do  ;  this  action  is  an  attempt  to  extend  that  express  bargain.  [COZENS-HARDY, 
LJ. — This  action  is  not  brought  on  contract.]  The  inference  is  that  the 
Defendant  was  to  be  able  to  use  the  name  after  the  period  had  expired,  if  he 
did  so  honestly.  The  Defendant  is  willing  to  do  anything  reasonable  to 
distinguish  his  business  from  that  of  the  Plaintiffs,  but  Kekewich,  J.,  has 

35  decided  that  no  safeguards  could  be  sufficient.  The  Defendant  does  not  claim 
to  use  the  words  u  Cash's  Frillings  "  or  "  Cash's  Woven  Names  and  Initials." 

Sarganty  for  the  Respondents. — The  facts  in  this  case  lead  to  suspicion.  An 
intention  to  defraud  is  not  necessary,  but  it  is  a  material  fact  to  be  taken  into 
account.     [The  facts  were  referred  to.]     The  Defendant  traded  as  Joseph 

40  Cash  A  Co.,  although  he  had  no  partner.  In  Reddaway  v.  Banham  Lord 
Halsbury  said  that  a  man  may  not  pass  off  his  goods  as  those  of  another ;  there 
is  no  limitation  of  that  proposition.  [Cozens-Hardy,  LJ. — Is  there  any 
instance  of  the  Court  absolutely  restraining  a  person  from  trading  under  his 
own   name?]      [Stirling,  LJ. — It    is  depriving  the  Defendant  of  seeing 

45  whether  be  can  distinguish.]  In  many  cases,  if  the  Court  has  come  to  the 
conclusion  that  one  thing  which  the  Defendant  has  done  is  calculated  to 
deceive,  that  has  been  absolutely  restrained.  [Stirling,  LJ.,  referred  to  Lord 
Watson's  judgment  in  Thompson  v.  Montgomery  (8  R.P.C.  361).]  Kekewich,  J., 
found  two  conclusions  of  fact ;    first,  that  "  Cash's   Frillings "    meant   the 

50  Plaintiffs'  goods ;  and,  secondly,  that  it  was  not  possible  for  the  Defendant,  if 
carrying  on  business  in  frillings  in  his  own  name,  to  prevent  his  goods  being 
taken  for  those  of  the  Plaintiffs'.  In  Turton  v.  Turton  there  was  no  finding 
similar  to  the  first  one,  nor  was  any  such  fact  as  the  second  proved  in  the  "  Stone 
"  Ale"  case.    [The  evidence  of  S.  Cash,  one  of  the  Plaintiffs,  to  the  effect  of  the 

55  second  conclusion,  was  referred  to.]  [Vaughan  Williams,  LJ. — That  is  not 
binding  on  the  Court ;   it  is  as  to  what  may  happen  in  the  future.]     The 
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circumstances  of  each  trade  mast  be  considered  and  are  matters  of  evidence. 
[Cozens-Hardy,  L.J. — Yon  mast  show  that  by  no  conceivable  means  conld 
the  Defendant  carry  on  business  in  these  goods  under  the  name  of  "  Cash  "  and 
not  cause  deception.]  The  evidence  to  that  effect  was  accepted  and  considered 
sufficient  by  Kekewich,  J.  The  Plaintiffs  do  not  consent  to  the  words  "  without  5 
"  clearly  distinguishing,"  &c,  being  inserted  in  the  injunction,  because  on  the 
evidence  as  to  the  trade  it  is  impossible  to  distinguish.  [  Vaugh AN  Williams,  LJ. 
— You  are  claiming  the  exclusive  right  to  trade  in  these  articles  in  the  name  of 
"  Cash.""]  The  Plaintiffs  do  not  shrink  from  that ;  it  depends  on  a  question  of 
fact.  [STIRLING,  L.J. — But  relating  to  the  future.]  No  mark  whatever  is  put  10 
on  goods  of  this  kind  as  they  are  sold  by  the  retailer.  If  the  Court  is  against 
me  I  suggest  a  form  of  injunction,  without  consenting  thereto.  [A  discussion 
then  took  place  on  the  form  of  the  modification  of  the  injunction,  and  the 
injunction  was  finally  settled  by  the  Court  in  the  form  appearing  below.] 

Hugo  Young,  K.C. — Then,  my  Lords,  the  appeal  will  be  allowed,  and  the  15 
Order  modified,  with  the  costs  of  the  appeal. 

Vaugh  an  Williams,  L.J. — Yes.  This  case  has  been  disposed  of  now, 
but  I  should  like  to  say  a  word  or  two  as  to  what  our  view  is.  It  may  be 
that  a  trade  is  of  such  a  nature  that  the  products  of  the  trade  will  become 
almost  indissolubly  connected  with  the  business  carried  on  by  a  particular  20 
manufacturer,  who,  it  may  be,  created  the  particular  trade ;  but  still,  even 
though  that  may  be  so,  and  even  though  such  fact  is  to  be  taken  into 
consideration  in  an  action  for  an  injunction,  there  never  has  been  a  case 
yet  in  which  an  Order  has  been  made  restraining  a  man  altogether  from 
carrying  on  in  his  own  name  a  particular  trade.  Every  decision  that  has  25 
as  yet  been  given  has  been  limited  to  restraining  him  from  carrying  on  such 
trade,  so  identified  With  the  Plaintiff's  business,  without  taking  the  steps, 
which  any  honest  man  ought  to  wish  to  take,  to  prevent  his  goods  being 
confounded  with  the  Plaintiff's  goods,  whose  goods  are  so  much  identified  with 
the  particular  trade.  It  seems  to  me,  under  those  circumstances,  that  the  Order  30 
of  Mr.  Justice  Kekewich  went  too  far,  and  that  the  present  Order  which  has 
been  made  goes  as  far  as  it  is  possible  to  go  in  the  direction  of  protecting  the 
Plaintiffs. 

Stirling,  LJ.—I  agree. 

Cozens-  Hardy,  LJ.—l  also  agree.  35 

The  injunction  granted  by  Kekewich,  J.,  was  modified  by  substituting  for  the 
first  part  (printed  in  italics)  down  to  the  words  "  under  the  name  of  Gash  "  the 
following  : — "  This  Court  doth  Order  that  the  Defendant,  Joseph  Cash,  be 
"  restrained  from  selling  any  frillings  or  woven  names  or  initials  not  manu- 
"  factured  by  the  Plaintiffs  as  *  Cash's  Frillings '  or  '  Cash's  Woven  Names  40 
"  (or  Initials,"  and  from  carrying  on  the  business  of  a  manufacturer  or  seller 
"  of  frillings  or  woven  names  or  initials  under  the  name  of  *  Joseph  Cash  A  Go? 
**  while  not  in  partnership  with  any  other  person,  and  from  carrying  on  any 
44  such  business  either  in  the  name  of  *  Cash '  or  under  any  style  in  which  the 
"  name  '  Cash '  appears  without  taking  reasonable  precautions  to  clearly  45 
"  distinguish  the  business  carried  on  and  the  frillings  and  woven  names  and 
"initials  manufactured  or  sold  by  the  Defendant  from  the  business  carried  on 
"  and  the  frillings  and  woven  names  and  initials  manufactured  by  the  Plaintiffs." 
The  rest  of  the  Order  was  not  altered. 
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In  the  Court  of  Appeal. 

Before  LoRDfc  J  a  sticks  Vaughan  Williams,  Stirling,  and 

Cozens-Hardy. 

February  4th,  6th,  9th,  10th,  11th,  13th,  and  14th,  1902. 
5    *  Bungb  v.  Higginbottom  &  Co.,  Ld. 

Patent. — Action  for  infringement. — Construction  of  Specification.— -Defen- 
dants held  not  to  infringe. — Action  dismissed. — Appeal  dismissed. 

A  Patent  for  "  A  horizontal  sifting  machine  with  circular  shaped  sieves " 
was  granted  to  B.,  the  claim  in  the  Specification  being : — "  In  a  sifting  apparatus, 

10  "  a  number  of  circular  sieves,  connected  together  and  put  in  rotary  motion  on 
"  a  horizontal  plane,  so  thai  the  material  fed  by  the  shoot  falls  on  to  cone-shaped 
"  surf  aces  placed  above  each  sieve  and  glides  from  there  over  the  edges  into  the 
u  sieves  where  it  is  evenly  spread  over  the  sifting  bottom,  the  coarser  particles  of 
M  the  material  thereby  agglomerating  automatically  in  the  middle  of  the  sieve 

15  "  and  being  removed  thence  from,  the  machine  by  discharging  tubes,  while  the 
"  finer  part  passes  through  the  remaining  sieves  and  falls  to  the  ground,  while 
"  rotating  arms  provided  with  brushes  are  fastened  to  tlie  inner  walls  of  the 
"  sieves  in  such  a  manner  as  to  keep  clean  the  under  surface  of  the  sieve  or 
"  sieves  and  so  prevent  the  perforations  from  being  stopped  up,  constructed  and 

20  "  arranged  substantially  as  described"  As  explained  in  the  body  of  the  Specifi- 
cation, the  brushes  were  fixed  to  a  ring  of  a  diameter  a  little  greater  than  that 
of  the  circular  inner  walls  of  the  sieves,  and  were  shown  in  the  drawings  in  a 
radial  position.  B.,  having  brought  an  action  for  infringement  of  the  Patent, 
the  Defendants  relied  mainly  on  non-infringement.    In  their  machine  the 

25  material  was  fed  on  to  aflat  surface  which  was  provided  with  slats,  and  the 
brushes  were  fixed  to  a  ring  of  a  diameter  a  little  less  than  that  of  the  circular 
outer  walls  of  the  sieves,  and  were  at  an  angle  and  not  radial,  and  the  Defen- 
dants relied  on  this  and  other  differences.  At  the  trial,  it  was  held  that  the 
Patentee  had  claimed  the  cone-shaped  surfaces  as  an  essential  element  of  his 

30  combination,  and  that  the  Defendants  had  not  infringed. 
The  Plaintiff  appealed. 

Held,  by  the  Court  of  Appeal,  that  the  Patentee  had  limited  his  claim  to 
a  combination  possessing  as  one  of  its  elements  the  brushing  arrangement 
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described  by  him,  and  that  the  Defendants  had  not  taken  this  or  a  known 
equivalent  for  it,  and  had  not  infringed.  The  appeal  was  dismissed  with 
costs. 

m 

On  the  1st  of  March  1894  Letters  Patent  (No.  4338  of  1894)  were  granted  to 
Wilhelm  Bunge  for  an   invention  of   "A   horizontal   sifting  machine  with  5 
44  circular  shaped  sieves."    The  Complete  Specification  was  as  follows  : — 

44  The  object  of  the  present  invention  is  a  horizontal  sifting  machine  with 
"  circular  shaped  sieves  which  may  be  easily  takeu  apart  from  one  another  for 
"  the  purpose  of  cleaning  and  altering  the  shape  and  number  of  sieves  according 
"  to  the  goods  or  material  to  be  sifted  all  this  being  of  great  importance  for  10 
44  perfecting  the  operation  of  milling. 

"  This  horizontal  sifting  machine  is  represented  in  the  annexed  drawings  in 
"  which  Fig.  1  is  a  section  of  the  sifting  machine.  Fig.  2  a  top  view  of  the 
"  same  partly  in  section. 

"  The  present  system  of  sifting  by  hand  is  perfect  as  regards  result ;  but  the  15 
"  object  of  my  present  invention  is  to  secure  a  similarly  perfect  result  by 
"  mechanical  means  instead  of  hand  labour. 

*'  As  the  hands  of  the  worker  holding  a  sieve  are  moved  the  bottom  of  the 
"  sieve  loses  the  horizontal  position  and  works  upwards  and  downwards  and 
44  from  right  to  left  and  so  on  thereby  the  material  contained  in  the  sieve  and  20 
"  undergoing  sifting  works  on  a  spiral  line  from  the  edges  of  the  sieve  bottom 
"  to  the  middle  of  the  same  and  this  is  of  great  advantage  in  the  sifting  process. 
"  The  newly  invented  machine  produces  an  effect  exactly  similar  to  that 
u  resulting  from  the  movement  of  the  hands. 

44  A,  B,  0,  D  are  the  sieves  (see  Fig.  1),  each  sieve  being  totally  independent  25 
44  of  the  others  and  easily  removable,     a  are  the  outer  walls  of  the  sieves, 
"  preferably  made  of  wood,    a1  are  the  inner  walls,    b  the  posts  between 
44  which  the  sieves  are  placed  one  above  the  other.    The  sieves  are  provided 
44  with  flannel  lining  and  afterwards  pressed  together  air  tight  by  a  screw-like 
44  mechanism  c.    d  is  a  shoot  through  which  the  machine  is  fed.    e  are  cone-  30 
44  shaped  surfaces  of  sheet  iron,  fastened  to  the  walls  of  the  sieves,   ff1  are 
44  discharging  tubes  for  the  coarser  and/3  for  the  finer  parts  of  the  material 
44  being  sifted.     gl  g*  are  moveable  iron  shafts  on  which  die  apparatus  is  hung. 
44  h  is  a  crank  and  i  a  crank  shaft  through  which  motion  is  imparted  to  the 
44  machine,    k  are  arms  provided  with  brushes  fastened  to  a  ring  made  of  35 
44  angular  shaped  iron ;  the  interior  width  of  this  ring  is  a  little  greater  than 
44  the  outer  width  of  the  inner  walls  of  the  sieves  0  and  D.    The  ring  is 
44  supported  by  four  flat  iron  pieces,  fastened  to  the  inner  walls  of  the  sieves. 
44  The  material  being  sifted  is  fed  into  the  apparatus  by  the  shoot  d  on  to  the 
44  first  cone-shaped  surface  e  and  glides  over  the  edges  of  the  latter  into  the  40 
44  first  sieve  and  from  there  the  coarser  parts  pass  into  the  first  discharging 
44  tube  /and  thence  out  of  the  apparatus.    The  lighter  parts  fall  on  to  the  next 
44  cone-shaped  plate,  pass  over  the  edges  of  the  same  and  so  on,  as  before 
44  described. 

44  The  coarser  parte  on  the  second  sieve  pass  out  of  the  apparatus  at/1,  and  so  45 
44  on  with  the  other  sieves — the  finest  parts  ultimately  issuing  at  /*  from  the 
44  apparatus. 

44  The  movement  of  the  material  undergoing  sifting  is  effected  slowly  in  a 
44  spiral  direction  from  the  walls  of  the  sieves  to  the  middle  thereof.  By  the 
44  rotation  of  the  arms  provided  with  brushes  and  fastened  in  such  a  manner  as  50 
44  to  clean  the  underside  of  the  sieve,  the  latter  is  always  kept  clean  and  the 
44  perforations  in  the  sieve  can  never  be  totally  stopped  up.  In  this  way, 
44  perfect  sifting  is  effected.  The  different  sieves,  being  placed  one  upon  the 
u  other,  may  be  easily  taken  apart  and,  therefore,  a  perfect  cleaning  of  the 
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"  sieves  is  possible  ;  besides,  by  adding  more  sieves,  the  sifting  process  may  be 

"  farther  perfected. 

"  If  less  sifting  be  required,  the  number  of  sieves  may  be  reduced." 

The  Patentee  claimed : — "  1.  In  a  sifting  apparatus,  a  number  of  circular 

*  "  sieves,  connected  together,  and  put  in  rotary  motion  on  a  horizontal  plane,  so 

"  that  the  material  fed  by  the  shoot  falls  on  to  cone-shaped  surfaces  placed 

"  above  each  sieve  and  glides  from  there  over  the  edges  into  the  sieves  where 

"  it  is  evenly  spread   over  the   Bifting  bottom,  the  coarser   particles  of  the 

*  materiaI  thereby  agglomerating  automatically  in  the  middle  of  the  sieve  and 

10  "  being  removed  thence  from  the  machine  by  discharging  tubes,   -while  the 

"  finer  part  passes  through  the  remaining  sieves  and  falls  to  the  ground,  while 

"  rotating  arms  provided  with  brushes  are  fastened  to  the  inner  walls  of  the 

"  sieves  in  such  a  manner  as  to  keep  clean  the  under  surface  of  the  sieve  or 

"  sieves  and  so  prevent  the  perforations  from  being  stopped  up,  constructed 

15  "  and  arranged  substantially  as  described." 


In  1899  the  Patentee  commenced  an  action  for  infringement  of  the  Patent 
against  Higginbottom  <fc  Co.,  Ld.,  and  George  Lewis,  claiming  the  usual  relief. 

The  Plaintiff  by  his  Statement  of  Claim  alleged  that  he  was  the  registered 
legal  owner  of  the  Patent,  and  that  the  Defendants  had  infringed  the  same. 

20  The  Particulars  of  Breaches  (stating  them  shortly)  alleged  manufacture  and 
Bale  by  the  Defendant  Company,  and  use  by  the  Defendant  Lewis,  of  machines 
constructed  in  accordance  with  the  invention,  and  referred  in  particular  to  a 
machine  at  the  Defendant  Lewis'  mill  at  Market  Drayton  in  the  connty  of 
Salop. 

25      The  Defendants  by  their  Defence  denied  (1)  infringement ;   (2)  the  novelty 

of  the  invention ;    (3)  the  utility  of  the  invention ;   (4)  that  it  was  proper 

subject-matter ;  and  (5)  alleged  that  the  Plaintiff  was  not  the  true  and  first 

inventor. 

The  Particulars  of  Objections  alleged  (1)  that  the  Plaintiff  was  not  the  first 

30  and  true  inventor  of  the  alleged  invention  referred  to  in  the  Statement  of 
Claim  ;  (2)  that  the  alleged  invention  was  not  proper  subject-matter  for  Letters 
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Patent ;  (3)  that  the  alleged  invention  was  not  useful ;  (4)  that  the  alleged 
invention  was  not  new  at  the  date  of  the  Patent,  having  regard  to  the  common 
knowledge  at  the  date  thereof ;  (5)  that  the  Specification  of  the  Patent  did  not 
distinguish  what  parts  of  the  alleged  invention  were  new  and  what  parts  thereof 
were  old ;  (6)  that  if  the  ring  carrying  the  brushes  mentioned  in  the  said  5 
Specification  was  intended  to  rotate  relatively  to  the  sieve  against  which  the 
brushes  bear,  then  the  Specification  was  insufficient  and  misleading,  as  it 
nowhere  described  how  or  by  what  means  such  rotation  was  effected ;  (7)  that 
the  alleged  invention  was  published  in  this  country  before  the  date  of  the 
Patent  by  the  filing  at  the  Patent  Office  of  the  following  Specifications  of  10 
British  Letters  Patent : — Carl  Haggenmacher  (No.  10,644  of  the  2nd  of  August 
1887),  the  whole  of  which  was  relied  on,  and  six  other  Specifications,  not 
material  to  mention  for  the  purposes  of  this  report ;  that  the  alleged  invention 
was  published  in  this  country  prior  to  the  date  of  the  Patent  by  the  filing  at 
the  Patent  Office  of  the  following  United  States  Specifications: — Low  (No.  15 
43,318  of  1864),  accessible  about  the  14th  of  February  1868,  but  certainly  long 
before  the  date  of  the  Plaintiff's  Patent ;  Graik  (No.  255,419  of  1882),  accessible 
on  the  15th  August  1884,  the  whole  of  each  being  relied  on,  and  three  other 
Specifications  not  necessary  to  mention  for  the  purposes  of  this  report. 

On  the  question  of  infringement  the  Defendants  relied  on  two  differences,  20 
namely,  first,  that  instead  of  the  cones  they  had  flat  plates,  provided  with  what 
were  known  as  Haggenmacher  slats,  by  means  of  which,  and  of  the  rotary 
motion,  the  material  was  fed  to  the  edges  of  the  sieves ;  and,  secondly,  that 
their  brushes  were  fixed  to  a  ring  of  slightly  smaller  diameter  than  that  of  the 
outer  walls  of  the  sieves,  and  were  not  radial  to  their  ring  as  the  Patentee's  25 
were  to  his  ring. 

The  action  was  heard  on  the  22nd  and  23rd  of  February  1901,  by  Kekewich,  J., 
who  held  that  the  Patentee  claimed  the  cone  as  an  essential  feature  of  his 
invention,  and  that  the  Defendants  had  not  infringed. 

The  Plaintiff  appealed.  30 

A.  J.  Walter  and  J.  H.  Gray  (instructed  by  Mackrell,  Maton,  Godlee,  and 
Quincey)  appeared  for  the  Appellant;  Moulton,  K.C.,  and  E.  Russell  Glarke 
(instructed  by  Fallows  and  Rtaer,  agents  for  G.  H.  Thompson,  of  Liverpool) 
appeared  for  the  Respondents. 

Walter,  for  the  Appellant. — In  sieving  machines  it  is  very  desirable  that  the  35 
material  should  be  evenly  spread,  and  that  there  should  be  nothing  on  the 
surface  of  the  sieve  which  would  tend  to  overturn  the  material  and  bring  the 
smaller  particles  to  the  top.    Any  knocking  in  the  motion  of  the  sieve  is  also 
undesirable.    The  motion  in  which  each  point  of  the  sieve  moves  in  a  circle 
was  known  at  the  date  of  the  Patent,  and  was  superior  to  other  motions  known  ;  40 
the  amount  of  power  consumed  by  a  motion  is  an  important  item,  and  so  also 
is  the  strain  on  machinery.     [The  Specification  was  then  read  and  the  figures 
explained.]     As  the  material  moves  towards  the  centre,  although  some  falls 
through,  the  rest  is  pushed  on  to  a  smaller  area,  and  so  the  level  is  evenly 
maintained.    The  brushing  apparatus  is  very  ingenious.     The  sieve  produces  45 
very  accurately  the  spiral  movement  got  in  hand  sieving.      The  brush  is  a 
necessary  part  of  the  machine,  and  is  part  of  the  combination.    [The  Claim  wan 
then  read.]    The  combination  is  new  and  the  method  of  moving  the  brushes  is 
new,  though  not  claimed  separately.   The  elements  of  novelty  in  die  combination 
are  the  method  of  driving  the  brushing  arrangement ;  also  the  sieve  having  the  50 
rotary  motion,  with  the  material  moving  from  the  periphery  towards  the  centre 
without  any  interruption  on  the  surface  of  the  sieve.     The  function  of  the 
cone  is  to  receive  the  materials  and  distribute  them  to  the  edge  of  the  sieve. 
It  is   admitted    on  the   evidence   that  a  flat   surface   with    Haggenmacher 
slats  was  a  known  equivalent  for  the  cone-shaped  surface.    [Mr.  Thompson**  55 
evidence  at  the  trial  was  referred  to.]    A  cone,  per  sey  was  not  new  in  milling. 
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Its  object  in  the  Plaintiffs  machine  is  to  obtain  the  peripheral  feed,  which  is  a 
point  of  advantage.  The  only  two  differences  between  the  Defendants'  machine 
and  the  patented  one  are  that  a  flat  plate  with  slats  is  substituted  for  the  cone, 
and  that  the  brushes  in  the  former  have  contact  with  the  outside  edge  of  the 
5  sieve.  In  the  Automatic  Weighing  Machine  Company  v.  National  Exhibitions 
Association  (8  R.P.C.  345),  the  principle  as  to  infringement  is  stated  at  page 
350.  Except  in  the  two  points  referred  to  the  Defendants  have  taken  the 
invention  absolutely.  The  combination  is  highly  useful  and  has  reduced  the 
power    required    by    one-third.      [Vaughan    Williams,    L.J.,    mentioned 

10  Bradford  Dyers  Association  v.  Bury  (19  R.P.C.  1).]  There  the  invention  was 
not  properly  described  in  the  Specification.  This  is  a  new  machine,  containing 
new  elements  and  producing  new  and  useful  results.  The  alleged  anticipations 
show  the  advance  which  the  Patentee  made.  Haggenmacher  (No.  10,644  of 
1887)  (Sheet  7,  Fig.  32)  shows  his  method  of  getting  "  travel n  of  the  material 

15  on  a  horizontal  surface  having  rotary  motion  ;  the  disadvantage  of  his  slats 
is  that  the  material  is  turned  over.  The  Defendants  use  the  slats  on  the 
distributing  plate  and  not  on  the  sieve.  Haggenmacher  (Sheet  2,  Fig.  5)  shows 
his  arrangement  of  sieves ;  they  were  not  fed  from  the  periphery  with  the 
material  moving  to  the  centre.     Sheet  5  (Figs.  18  and  19)  show  the  brushing 

20  arrangement,  which  is  quite  different  from  that  of  the  Plaintiff.  Haggenmacher 
does  not  show  how  to  get  the  movement  of  the  material  on  a  sieve  without 
anything  on  the  surface  of  the  sieve,  nor  the  material  fed  on  to  the  sieve  and 
moving  to  the  centre,  thus  getting  an  even  surface,  nor  does  he  disclose  the 
Plaintiff's  method  of  brushing.    He  has  no  distributing  plate  at  all.     Low  has 

25  no  rotary  motion,  or  horizontal  or  circular  sieves  or  brushes,  and  tends  to  throw 
the  material  outwards.  His  segmental  sieves  create  the  trouble  which  the 
Patentee  wished  to  avoid.  He  has  none  of  the  Patentee's  essential  features. 
Craik  has  no  rotary  motion,  but  has  express  provision  for  bumping  against 
projections  to  churn  up  the  material,  fans  for  driving  air  through  the  sieves, 

30  floors  fixed  to  receive  the  material  which  is  fed  from  the  sides  not  the  centre, 
and  the  material  removed  from  the  fixed  surfaces  by  arms  called  scalpers.  In 
none  of  these  is  there  anything  disclosing  or  limiting  the  Plaintiff's  combination. 
[Moulton,  K.O.  (in  reply  to  the  Court),  said  that  he  relied  on  the  alleged  antici- 
pations as  showing  the  state  of  the  art,  and  for  putting  an  interpretation  on  the 

35  Specification  limiting  the  claim  to  the  particular  arrangement  without  the  doctrine 
of  mechanical  equivalents  coming  in.  Also,  on  the  interpretation  sought  to  be 
put  on  the  Specification,  Craik  would  be  an  anticipation.]  [The  evidence 
at  the  trial  was  then  further  referred  to.]  This  is  the  first  application  of  the 
hand-sieve  system  in  a  mechanical  sieve  ;  no  other  mechanical  sieve  has  given 

40  the  spiral  motion  to  the  centre.  The  surface  of  the  sieve  should  be  uninterrupted, 
as  it  is  in  both  the  Plaintiff's  and  Defendants'  apparatus ;  what  happens  on  the 
cone  does  not  matter  so  long  as  the  circumferential  feed  is  attained.  Craik  did 
not  appreciate  the  point  that  there  should  be  no  bumping  of  the  sieve.  As  to  the 
brushing  arrangement,  it  was  said  that  that  would  not  work,  but  the  evidence 

45  is  to  the  contrary.  The  experiments  made  by  the  Defendants  failed  because 
they  did  not  make  them  properly.  The  brush  was  radial  not  tangential ;  but 
the  Haggenmacher  brush  worked,  though  radial.  Neither  Craik  or  Low  would 
work ;  there  was  no  suggestion  that  they  would.  In  the  former  the  plates  are 
fixed,  and  the  sieves  bump  against  the  supporting  uprights.     In  Low  there  is 

50  no  rotary  motion  of  the  sieve ;  the  motion  of  the  material  is  the  result  of  the 
balance  of  the  centrifugal  action  and  the  slope.  [The  judgment  was  then 
read.]  Kekewichy  J.,  thought  that  there  was  nothing  in  the  Defendants' 
apparatus  in  place  of  the  cone,  and  that  the  Haggenmacher  slats  were  on  the 
sieves.    The  cone  is  not  claimed  as  an  essential  part  of  the  combination  ;   the 

55  Patentee  describes  the  function  to  be  accomplished.  The  Defendants  have 
taken  a  well-known  equivalent.     The  want  to  be  supplied  was  the  even 
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spreading  of  the  material,  and  this  is  indicated  in  the  Specification ;  the  spiral 
direction  is  emphasised.  As  regards  subject-matter  in  a  combination,  I  rely  on 
Thomson  v.  American  Braided  Wire  Company  (6  R.P.C.  518),  and  Hay  ward  v. 
Hamilton  (Griffin's  P.C.  115)  ;  the  former  case  raised  the  high-water  mark 
formerly  shown  by  the  latter  case.  The  equivalent  taken  by  the  Defendants  5 
for  the  cone  is  like  taking  a  nail  for  a  screw,  and  their  brush  arrangement  is  a 
mere  equivalent.  The  invention  was  an  entirely  new  departure  in  the  milling 
industry.  There  are  two  parts  in  sieving — passing  the  fine  material  and  getting 
rid  of  the  coarser.  As  to  the  problem  of  getting  rid  of  the  latter,  to  do  it  by  a 
horizontal  sieve  without  interruptions  was  new.  The  greatest  difficulty  was  to  10 
get  the  "  travel "  from  the  edge  to  the  centre. 

Moulton,  K.C.,  and  Clarke  for  the  Respondents. — In  dealing  with  a  Patent, 
the  state  of  the  art  is  very  important.    The  case  set  up  is  based  on  a  want  of 
knowledge  of  the  well-known  devices  of  the  milling  trade.    The  superposition 
of  sieves  was  common  ;  therefore  we  will  consider  one  unit  of  the  series.    From  15 
early  periods  it  was  recognised  that  the  motion  of  sieves  was  necessary,  and  the 
present  characteristic  motion  has  been  known  for  a  long  time — that  in  which 
each  point  in  the  sieve  describes  a  circle.    The  only  tendency  is  even  spreading, 
not  motion  in  any  particular  direction.    If  fed  in  a  rectangular  sieve  at  one  end 
the  material  goes  to  the  other  by  the  tendency  to  spread.    Every  sieve  has  the  20 
feed-in,  the  jog  (circular  or  otherwise),  and  the  take-off.    The  difficulty  was  that 
one  wanted  the  material  to  go  more  quickly  than  the  spreading  tendency  gave. 
Haggenmacher  invented  the  slats  which  effected  this  ;  the  circular  jog  was  well 
known  in  1887,  the  date  of  his  Patent.    The  slats  produce  not  only  turning 
over  of  the  material,  but  travel.    After  1887  the  problem  which  people  worked  85 
at  was  to  get  more  efficient  sieving  without  using  Haggenmacher  slats.   Bunge's 
Patent   was    one    of   such   attempts  to  do  without  slats.     Haggenmacherys 
Patent  was  subsequently  revoked  on  account  of  prior  user.     The  Plaintiff's 
invention  was  for  a  mechanical  machine,  not  for  a  way  of  doing  the  thing. 
Mechanical  equivalents  have  no  place  here  {Curtis  v.  Piatt,  L.R.  3  Ch.  D.  135n).  30 
The  Patent  was  for  doing  a  thing  by  particular  means.    [Vaughan  Williams, 
L.J. — You  say  that  the  judgment  is  right,  that  the  circumferential  feed  was  old, 
and  the  Plaintiff  wanted  to  do  without  Haggenmacher" s  slats ;  but  Haggen- 
macher does  not  seem  to  use  slats  for  distribution.]    The  actual  motive  of  the 
Patentee  does  not  matter  ;  he  has  chosen  a  particular  mechanism,  but  for  doing  35 
what  had  been  done  again  and  again  by  other  means.    The  Patentee  cannot 
claim  every  mechanism  that  does  the  same  thing.    If  the  Patent  is  not  for  the 
particular  mechanism  there  is  no  subject-matter.    [Vaughan  Williams,  L.J., 
mentioned  Aktiebolaget  Separator  v.  Dairy  Outfit  Company  (15  R.P.C.  327).] 
The  Patentee  there  was  the  first  to  do  the  thing  in  the  way  he  showed.    Procter  v.  40 
Bennis  (4  R.P.C.  333)  and  Curtis  v.  Piatt  (L.R.  3  Ch.  D.  315n)  are  the  leading 
cases  of  the  two  different  classes.    Circumferential  feed  on  a  circular  sieve  was 
old.    There  was  no  novelty  in  the  motion  of  the  sieve.    [Gray. — I  admit  that 
the  rotary  motion  was  old.]    [Stirling,  L.J. — Has  anyone  before  this  got  a  sieve 
with  a  motion  like  this  and  a  circumferential  feed  giving  an  even  surface  ?]  That  45 
is  not  claimed,  only  the  particular  mechanism.    A  broad  claim  for  circumferen- 
tial feed  could  not  be  supported,  and  is  not  made  in  the  Specification.    The 
idea  of  the  Patentee  is  shown  in  paragraph  4  of  the  Specification.    [  Walter. — 
The  claim  says  "  horizontal."]     [COZBNS-H ARDY,  L.J.— The  Patentee  says  the 
effect  produced  is  the  same  as  a  hand  sieve.]    He  intended  to  have  that  motion.  50 
[  Walter,  in  reply  to  the  Court,  stated  that  the  invention  was  a  combination  of 
which  circumferential  feeding  was,  but  the  cone  was  not,  of  the  essence.]    If 
infringement  results  from  taking  a  substitute  for  the  cone,  and  for  the  brushing 
arrangement,  nothing  remains  but  for  the  Plaintiff  to  claim  circumferential 
feed  in  a  jogging  sieve.    The  claim  is  not  for  a  result,  but  for  a  special  means  55 
of  arriving  at  it.    {The  claim  was  read.]    The  brushing  has  nothing  to  do  with 
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the  circumferential  feed,  and  the  mention  of  it  in  the  claim  shows  that  not  a 
method  but  a  machine  was  claimed.  The  cone  and  brushes  are  put  forward  to 
save  the  Patentee  from  anticipation.  Circumferential  feed  was  a  convenient 
thing  open  to  the  Defendants.  If  a  circumferential  feed  is  claimed  broadly, 
5  differences  in  other  points  in  the  anticipations  are  immaterial.  For  the 
Plaintiff  it  was  alleged  that  a  flat  plate  would  be  an  infringement.  There  is 
nothing  special  about  circumferential  feed  ;  the  result  would  be  the  same  if  a 
segment  of  a  circle  was  taken  and  the  feed  was  at  the  edge.  There  is  nothing 
in  the  Specification  about  having  no  radial  or  other  divisions.    If  the  method 

10  of  brushing  is  claimed  as  special,  why  is  not  the  method  of  distributing  special 
also  ?  The  Patentee  made  an  error ;  he  thought  he  would  get  the  hand 
movement  of  a  sieve.  [Cozens-  Hardy,  L.J. — He  describes  it  as  "  horizontal."] 
That  means  that  the  sieve  as  a  whole  is  not  raised  or  lowered.  The  motion  in 
a  sieve  with  circumferential  feed  and  rotary  motion  must  be  radial,  not  spiral. 

15  Spiral  means  with  reference  to  the  centre  of  the  sieve.  Any  movement  of  a  sieve 
has  the  effect  of  spreading  by  shaking  down  the  higher  parts.  The  circular  jog 
has  a  similar  effect  wherever  the  material  is  fed,  and  the  Patentee  could  not  have 
been  claiming  as  a  novelty  what  one  had  as  the  result  of  any  circular  jog.  On 
the  construction  the  Patentee  did  not  mean  an  ordinary  jog,  but  a  motion  as 

20  in  the  hand.  [Vaughan  Williams,  LJ. — Novelty  in  the  parts  not  being 
alleged,  prima  fade  if  other  parts  are  taken  there  is  no  infringement,  but  there 
may  be  if  it  can  be  shown  that  there  is  a  pith  and  marrow  which  is  taken.] 
This  Patent  is  a  combination  of  specific  items.  [Experiments  were  made  in 
Court  to  show  the  course  taken  by  the  material  where  there  is  the  rotary 

25  motion.]  The  rotary  motion  was  old  in  all  shapes  of  sieves.  [Cozens- Hardy, 
LJ. — Do  you  plead  insufficient  description  ?]  No,  I  only  use  it  on  the  con- 
struction. [Vaughan  Williams,  L.J. — A  Patentee  has  not  to  describe  the 
pith  and  marrow  of  his  invention.]  A  person  reading  this  Specification  who 
knew  milling  would  know  that  sieves  of  all  shapes  had  been  used  with  this 

30  rotary  motion,  and  the  result  was  more  evenness  of  surface.  Circumferential 
feeding  is  merely  a  matter  of  choice  and  convenience ;  it  is  no  better  than  anv 
other.  Circular  sieves  with  the  rotary  motion  were  old.  The  invention  is  the 
particular  machine.  The  invention  must  be  learnt  from  the  Specification  alone, 
coming  to  it  with  the  knowledge  of  a  miller.     [The  claim  was  read.]    There 

35  are,  after  the  first  words  which  describe  the  kind  of  machine,  which  was  well 
known,  three  items — the  cone,  sieve,  and  brush ;  two  of  these  the  Defendants 
do  not  take.  There  is  nothing  to  point  to  any  pith  and  marrow  beyond  the 
actual  machine.  The  Defendants9  machine  would  not  have  been  an  anticipa- 
tion, and  is  not  an  infringement.    The  pith  and  marrow  of  an  invention,  in  the 

40  sense  of  the  function,  cannot  be  patented.  [Vaughan  Williams,  LJ.f  referred 
to  Jupe  v.  Pratt  (1  Webster,  144).]  A  man  can  only  patent  his  means  of 
doing  a  thing  ;  a  claim  by  function  is  not  allowed.  Curtis  v.  Piatt  (L.B.  3  Oh.  D. 
315n)  laid  down  one  of  the  principles  as  to  infringement.  If  the  Patentee 
has  done  what  has  been  done  before  by  mechanical  means,  by  equivalents 

45  for  what  have  been  used  before,  then  the  use  of  the  particular  mechanical 
means  is  the  invention.  Here  the  claim  is  worded  so  as  only  to  claim 
the  mechanical  means.  The  distributor  and  brush  are  the  only  points  in 
which  any  novelty  could  be  alleged  to  exist,  and  the  Defendants  have 
taken  neither.    The   Patentee  expressly  says  that  the  brush  is  to  be  driven 

50  by  the  inner  walls ;  the  Patentee  has  expressly  limited  himself  as  in  NobeVs 
Explosives  Company  v.  Anderson  (12  R.P.C.  164).  Circumferential  distribu- 
tion is  found  in  Low's  Specification  with  a  central  discharge.  Low  limits 
the  ambit  of  the  Plaintiffs  claim.  The  evidence  is  that  feeding  at  the  edge  of 
a  sieve  was  old.    A  narrow  construction  should  be  given  to  the  claim.    In  Craik 

55  (Fig.  2)  there  is  a  circumferential  feed,  and  (Fig.  3)  there  is  a  central  discharge, 
and  there  is  no  obstruction  on  the  sieve.    The  Defendants  have  rotary  motion, 
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circumferential  feed,  horizontal  sieves,  which  are  unobstructed,  and  no  bumping, 
but  they  have  different  brushes  and  a  different  mode  of  getting  the  circum- 
ferential feed.  Every  part  of  the  patented  combination  is  old.  Anyone  would 
know  how  to  get  circumferential  feed  by  rotary  motion  and  Haggenmacher 
slats.  The  effect  of  Haggenmacher^  Craik,  and  Low  together  must  be  to  limit  5 
the  scope  of  the  Patent.  In  Haggenmacher  the  brush  is  driven  by  the  walls  of 
the  sieve.  Graik  is  a  perfectly  workable  machine,  but  the  model  of  it  is  mis- 
leading. There  is  no  difference  between  Low  and  the  patented  machine  except 
brushing,  and  that  the  movement  in  the  former  is  oscillatory.  As  to  the 
brushing,  " fastened  to  the  inner  walls9'  in  the  claim  cannot  mean  actually  10 
fastened ;  it  means  operated  or  driven  by  the  inner  walls  of  the  sieves.  If 
fastened  is  used  in  strict  sense,  the  Defendants  do  not  infringe  ;  but,  if  not  so, 
the  Defendants9  brushes  are  driven  by  the  outer  walls,  as  in  Haggenmacher 
also.  And  the  latter  is  either  an  anticipation  or  the  Defendants  do  not  infringe. 
On  the  only  construction  which  makes  the  claim  intelligible,  the  Defendants  do  15 
not  infringe.  In  the  drawings  to  the  Specification  the  brushes  are  shown 
radial ;  in  that  form  iUwill  not  work ;  as  made  the  brushes  are  always  at  an 
angle  to  the  radii ;  so  also  in  the  Defendants9  machine.  If  the  Plaintiff  has  the 
benefit  of  the  doctrine  of  equivalents  he  must  also  have  the  disadvantages. 

Walter^  in    reply. — I  refer   again    to    the  Automatic    Weighing  Machine  20 
Company,  Ld.  v.  National  Exhibitions  Association  (8  R.P.O.,  at  page  350), 
where  the  law  as  to  infringement  is  summed  up.    [VAUGHAN  Williams,  L.J.y 
referred  to  Frost  on  Patents,  page  44.    What  is  the  principle  of  your  invention  ?] 
Feeding  on  a  horizontal  sieve  by  rotary  motion  only  was  new.    The  Plaintiff  does 
it  by  feeding  at  the  circumference.  Haggenmacher  used  slats  to  give  the  **  travel "  25 
on  a  horizontal  sieve,  and  that  was  the  only  mode  known  on  a  horizontal  sieve. 
Feeding  at  the  circumference  had  not,  in  fact,  been  done.    Low  suggested  distri- 
bution by  the  cone,  and  Graik  had  circumferential  distribution  with  bumping. 
Secondly,  the  arrangement  of  driving  the  brushes  was  new.    No  Court  has  ever 
said  that  for  infringement  the  actual  thing  must  be  taken.   What  differences  30 
will  take  one  out  of  infringement  ?    One  must  look  at  the  function  of  the  parti- 
cular element.    Taking  it  as  a  pure  combination  Patent,  with  no  novelty  in 
any  element,  the  Defendants  still  infringe,  as  the  Defendants  take  a  common 
known  equivalent,  having  the  same  function,  for  the  cone.    If  the  Defendants 
had  a  flat  plate  it  would  work  ;  the  slats  are  added  to  get  out  of  infringement.  35 
The  cone  might  be  nearly  flat.    The  Patentee  must  show  one  way  of  distributing 
round  the  cicumference ;  he  could  not  claim  for  it  without  that.    The  Patentee 
could  have  said  in  his  claim  so  that  the  material  falls  on  a  plate  and  falls  over 
the  edges  on  to  the  sieve.    One  must  see  whether  the  substance  of  the  invention 
is  taken.    [Vaughan  Williams,  L. J.— Is  not  the  Patentee's  method  of  distri-  40 
bution  of  the  essence  of  the  invention  ?]     He  has  described  and  claimed  a  cone, 
but  the  question  is  what  is  infringement  of  the  combination  containing  a  cone  ? 
The  substance  may  be  taken,  although  the  actual  cone  is  not.    The  Defendants 
have  something  performing  the  same  f  auction.    It  is  not  necessary  to  describe 
the  pith  and  marrow  or  substance  of  the  invention  in  the  Specification  (Frost  45 
on  Patents,  page  470).    [Vaughan  Williams,  LJ.—To  cover  the  Defendants* 
machine  the  claim  must  be  able  to  be  read,  "  cone-shaped  surfaces  or  horizontal 
"  plates  with  guiding  slats,"  and  "  inner  or  outer  walls  of  sieves."    I  am  only 
testing  it.]    If  it  does  not  admit  of  that  it  would  be  easy  to  infringe  a 
combination.    The  brushing  arrangement  was  new,  and  the  action  of  the  outer  50 
walls  is  the  same.    If  the  brushing  arrangement  had  been  separately  claimed 
the  Defendants  would  have  infringed  the  claim.     Haggenmacher^ s  brushing 
arrangement  depended  on  inertia ;  the  Plaintiff's  depends  on  two  rings  of 
different  sizes,  as  also  the  Defendants9  arrangement  does  ;  the  principle  is  the 
same,  the  variation  is  merely  colourable.     So  is  the.  other  variation.     The  55 
Defendants  have,  in  substance,  taken  the  Plaintiff's  combination, 
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Yauohan  Williams,  L.J.— This  is  an  action  for  the  infringement  of  a 
Patent  for  a  horizontal  sifting  machine  with  circular  shaped  sieves.  The 
invention  is  a  combination.  It  is  a  combination  of  parts,  which  are  all  old, 
for  obtaining  a  known  result  in  a  little  better,  cheaper,  and  more  expedi- 

5  tious  manner,  and  in  my  judgment  the  combination  which  has  been 
patented  undoubtedly  does  produce  a  more  effective  mode  of  sifting  milling 
products  than  the  methods  previously  in  use  achieved.  The  alleged  infringing 
machine  is  also  a  sifting  machine,  intended  to  secure  similar  results  to  those 
secured  by  the  patented  machine.    The  alleged  infringing  machine  undoubtedly, 

10  in  many  respects,  closely  resembles  the  patented  machine.  Both  machines 
consist  of  a  sifting  apparatus,  with  a  number  of  circular  sieves  easily  taken 
apart  from  one  another  for  the  purpose  of  cleaning  and  altering  the  shape  or 
number  of  the  sieves  according  to  the  goods  or  material  to  be  sifted.  Both 
machines  are  put  in  rotary  motion  on  a  horizontal  plane,  so  that  the  material 

15  fed  by  the  shoot  falls  on  a  surface  above  each  sieve,  and  passes  thence  over  the 
edges  into  the  sieves,  where  it  is  evenly  spread  over  the  sifting  bottom,  the 
coarser  particles  of  the  material  thereby  agglomerating  automatically  in  the 
middle  of  the  sieve,  while  the  finer  part  passes  through  the  remaining  sieves 
and  falls  to  the  ground,  and  while  rotating  arms  provided  with  brushes  keep 

20  clean  the  under  surface  of  the  sieve.  But  the  Defendants  say  that  the  combina- 
tion in  the  alleged  infringing  machine  differs  from  the  combination  in  the 
patented  machine  in  the  following  respects : — First,  that  whereas  in  the  patented 
machine  the  material  fed  by  the  shoot  reaches  the  edges  or  circumference  of  the 
sieves  by  falling  on  to  a  cone-shaped  surface  and  gliding  thence  by  gravitation 

25  to  the  edges  or  circumference  of  the  sieves,  the  passage  of  the  material  fed  by 
the  shoot  to  the  edges  or  circumference  of  the  sieve  is,  in  the  Defendants' 
machine,  effectuated  by  a  different  method  without  using  any  cone-shaped 
surface,  for  in  the  Defendants'  machine  the  passage  of  the  material  is  effectuated 
by  the  fall  of  the  material  on  to  a  flat  horizontal  plate  furnished  with  guiding 

30  slats  or  bars,  whereby  the  material  on  the  plate,  when  subjected  to  the  rotary 
motion,  is  distributed  over  the  edge  of  the  plate  on  to  the  edge  or  circumference 
of  the  sieves.  Secondly,  that  whereas  in  the  patented  machine  the  brushes, 
which  brush  the  under  surface  of  the  sieve,  operate  with  brushes  on  arms 
fastened  to  a  ring  (the  interior  width  of  which  is  a  little  greater  than  the  outer 

35  width  of  the  inner  walls — that  is,  the  outer  side  ot  the  central  output  tube)  ;  the 
brushes  in  the  Defendants'  machine  are  fixed  to  arms  projecting  inwards, 
which  are  fastened  to  a  ring  a  little  smaller  than  the  outer  walls  of  the  sieves— 
that  is,  the  rim  or  wall  on  the  circumference  of  the  sieve.  In  both  cases  the 
rotation  of  the  brushes  is  caused  by  the  rotary  motion  bringing  the  ring  against 

40  a  fixed  obstacle ;  but  in  the  first  case  the  obstacle  is  the  inside  of  the  ring, 
which  is  brought  into  contact  with  a  circular  surface  inside  the  ring,  whereas  in 
the  second  case  it  is  the  outside  surface  of  the  ring  which  is  brought  into  contact 
with  a  circular  surface  outside  the  ring  and  larger  than  it ;  but,  as  I  have  said, 
the  initial  cause  of  the  motion  of  the  ring  carrying  the  brushes  is  in  either  case 

45  the  same,  viz.,  the  rotary  motion  of  the  machine.  It  is  said  that  these  differences 
are  merely  mechanical  equivalents  for  parts  of  the  patented  machine.  The 
Plaintiff  says,  first,  that  circumferential  feeding  is  a  step  in  the  working  of 
his  machine,  and  that  it  matters  not  a  bit  whether  the  circumferential  feeding 
is  achieved  by  the  cone  method  or  whether  it  is  achieved  by  placing  guiding 

50  slats  on  a  fiat  plate. 

The  Patentee  does  not  claim  circumferential  feeding  of  sieves,  with  an  outlet 
for  the  material  in  the  centre  of  the  sieve,  as  being  in  itself  a  novelty,  but  he 
says  that  distribution  on  to  the  circumference  of  a  sieve,  or  distribution  of  the 
material  coming  from  the  shoot  to  the  centre  or  circumference  of  a  sieve  by 

55  means  of  slats  on  a  flat  plate,  subjected  to  rotary  motion  is  a  well  known  means 
of  distribution9  and  that  when  applied  to  distribute  on  to  the  circumference  of 
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a  sieve  is  merely  the  employment  of  a  well  known  mechanical  method  of 
obtaining  that  which  is  the  really  essential  step  in  the  patented  machine ;  that 
is  to  say,  distribution  on  the  circumference  of  the  sieve.  Prima  facie,  no  doubt 
it  has  been  said  that  when  an  invention  relates  to  the  production  of  an  old  and 
known  result,  the  Patentee  is  protected  in  respect  of  the  particular  means  of  5 
performing  the  invention  he  sets  forth  in  the  Specification,  and  under  such 
circumstances  it  may  be  no  infringement  to  achieve  the  same  result  by  the  use 
of  well  known  equivalents ;  but  it  is  not  a  true  proposition  of  law  to  say  that 
in  no  case  can  the  achievement  of  the  same  result  by  the  use  of  well  known 
equivalents  be  an  infringement.  No  one  would  say  that  the  substitution  of  a  10 
hinge  for  a  slide  would  constitute  such  a  difference  in  the  combination  as  that 
the  substitution  would  negative  infringement ;  or,  to  take  another  case,  no  one 
would  say  that  if  there  was  a  Patent  for  a  machine  for  making  bricks,  in  which 
part  of  the  process  consisted  in  moving  cutting  wires  against  clay,  the  moving 
of  clay  against  cutting  wires  was  such  a  difference  in  the  combination  as  to  15 
negative  an  infringement. 

[t  is  not  easy  to  say  what  constitutes  a  mechanical  equivalent,  but  I  think 
that  generally  it  may  be  said  that  the  substitution  of  a  known  substitute  to 
achieve  a  step  in  the  Patentee's  invention  will  be  merely  the  substitution  of  a 
known  equivalent  for  another  if  it  involves  no  invention  or  ingenuity*  20 
If  the  step  in  the  Patentee's  combination  consists  merely  in  the  fastening 
of  one  piece  of  wood  to  another  it  will  generally  involve  no  invention  to 
substitute  screws  for  nails  or  nails  for  screws — both  are  known  means  of 
fixing  two  pieces  of  wood  together  ;  but  if  in  the  working  of  the  machine  the 
one  method  of  fixing  produces  a  better  result  than  the  other,  and  the  result  or  25 
the  step  may  be  better  or  more  efficacious  because  it  is  firmer,  if  firmness  is 
important,  or  cheaper  or  more  expeditious,  it  will  not  be  a  mere  mechanical 
equivalent,  for  in  each  of  these  cases  there  may  be  invention  or  ingenuity  ;  but 
I  doubt  whether  the  substitution  of  a  known  mechanical  equivalent  for  pro- 
ducing a  step  in  the  patented  process  can  ever  negative  infringement  unless  in  30 
some  respect  it  betters  the  step.  I  think  on  the  whole,  therefore,  that  the 
substitution  of  the  flat  plate  with  slats  for  the  cone  was  a  mere  mechanical 
equivalent  for  arriving  at  distribution  of  the  material  on  the  circumference  of 
the  sieves,  and  was  not  such  a  difference  as  to  negative  infringement  or  to 
prevent  the  Defendants'  machine  being  the  same  as  the  Plaintiff's.  35 

Secondly,  as  to  the  brushes.  I  do  not  think — indeed  I  do  not  think  it  is 
contended — that  the  driving  of  brushes,  or  rather  of  the  ring  to  which  the  arms 
are  fastened  which  carry  the  brushes,  by  causing  the  ring  which  is  subjected  to 
motion  to  rotate  in  an  eccentric  course  by  being  confined  to  a  limited  space  by 
a  fixed  object  within  the  limits  of  the  ring,  is  a  novelty ;  and,  this  being  so,  the  40 
question  is  whether  the  driving  of  brushes  by  means  of  causing  the  ring  to 
rotate  in  an  eccentric  course  by  being  confined  to  a  limited  space  by  a  fixed 
circle  outside  the  ring  is  a  known  mechanical  equivalent  for  causing  the  ring 
carrying  the  brushes  to  be  driven  in  such  an  eccentric  course. 

There  is  no  affirmative  evidence  that  the  one  method  of  driving  the  brushes  45 
is  a  known  equivalent  for  the  other,  but  it  is  said  that  it  is  comlnon  ground  that 
the  loose  ring  within  the  sieve  will  be  subjected  to  the  motion  that  affects  the 
sieve,  and  that  if  you  check  the  limits  within  which  the  ring  can  move  by  the 
introduction  of  some  physical  object  which  will  limit  the  distance  which  the 
ring  can  travel  from  the  centre  of  the  sieve,  the  ring  will  rotate  and  with  it  the  50 
arms  of  the  ring  to  which  the  brushes  are  attached. 

It  is  said,  1  suppose,  that  the  practical  man  who  has  got  the  principle  into  his  head 
can  multiply  without  end  the  forms  in  which  that  principle  can  be  made  to  operate. 
The  argument,  as  I  understand  it,  likens  the  case  to  that  of  the  bricks  and 
the  wire.    It  is  said  in  the  case  of  the  bricks  that  the  separation  of  the  bricks  55 
by  pressing  the  clay  against  the  wire  is  the  obvious  equivalent  of  pressing  the 
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wire  against  the  bricks,  and  that  the  checking  of  the  ambit  of  the  ring  by  a 
circle  outside  the  ring  is  the  obvious  equivalent  for  checking  the  ambit  of  the 
ring  by  a  fixed  circular  obstacle  within  the  limits  of  the  ring,  and  that  the 
principle  of  the  rotation  of  the  arms  in  either  case  is  the  same.  1  am  inclined 
5  to  think  that  the  one  is  not  the  mechanical  substitute  for  the  other,  but  that  the 
Patentee  deliberately  chose  **  inner"  instead  of  "  inner  or  outer,"  thinking  for 
some  reason  the  former  preferable.  But  I  need  not  positively  decide  this,  for 
there  is  another  point  about  these  brushes  which  seems  fatal. 
In    the   case    of    the    Defendants1   machine  there  is  a  feature  about  the 

10  position  of  the  arms  in  relation  to  the  ring  which  is  certainly  not  set  forth 
in  the  Specification  of  the  Patentee.  I  mean  that  there  is  nothing  in  the 
Patentee's  Specification  to  suggest  that  the  arms  may  not  be  radial  to  the  centre 
of  the  ring,  whereas  in  the  alleged  infringing  machine  the  arms  although 
tangential  are  not  radial — that  is,  do  not  shoot  out  from  a  centre.    This  is  a 

15  matter  of  great  practical  importance,  because  if  the  arms  were  radial  friction 
would  make  it  extremely  difficult  for  the  brushes  to  pass  under  the  radial  struts 
supporting  the  lower  side  of  the  sieve,  both  in  the  patented  machine  and  in  the 
Defendants'  machine.  This  is  proved  by  oral  evidence,  and  also  by  the  fact 
that  the  owners  of    the  Patent    have  themselves  adopted  non-radial  arms. 

20  Moreover,  the  figures  attached  to  the  Specification  show  clearly  that  the 
Patentee  intended  "  radial  arms."  The  Defendants  have  substituted  non-radial 
arms,  which  in  working  produce  a  different  result  from  "  radial  arms "  by 
reducing  friction.  It  seems  to  me  impossible  to  say  that  the  non-radial  arms 
are  a  mechanical  equivalent  for  the  radial  arms,  or  that  the  non-radial  arms  did 

25  not  involve  invention  on  the  part  of  the  person,  whoever  he  was,  who  thought 
of  the  substitution  of  non-radial  arms  for  radial  arms. 

Under  these  circumstances,  in  my  judgment,  we  ought  to  affirm  the  decision 
of  Mr.  Justice  KeketvicJi.  I  am  extremely  sorry  for  it,  because  I  think  that 
the  Patentee's  invention  is  a  most  ingenious  invention,  and  commercially  is 

30  obviously  a  most  useful  invention.  I  think  that  the  provision  that  he  made 
with  regard  to  the  arms  carrying  the  brushes  was  a  blunder  and  nothing  else — a 
blunder  which  unfortunately  makes  it  impossible,  to  my  mind,  to  say  that  the 
non-radial  arms  are  a  mechanical  equivalent  for  radial  arms.  It  is  obvious  that 
the  result  produced  bv  the  one  and  the  other  is  very  different.    I  am,  therefore, 

35  afraid  that  this  appeal  must  be  dismissed  with  costs. 

STIRLING,  LJ. — I  have  with  like  regret  arrived  at  the  same  conclusion.  The 
case  for  the  Plaintiff  could  not  be,  in  my  opinion,  better  stated  than  it  was  in 
the  very  forcible  argument  which  was  addressed  to  us  last  night  by  Mr.  Walter 
in  his  reply.    The  argument  was  this  : — This  is  a  Patent  for  a  new  machine. 

40  The  excellence  of  the  machine  consists  in  the  novelty  of  the  arrangement  of  the 
several  parts  by  means  of  which  power  is  largely  saved,  so  that  with  the  same 
amount  of  motive  power  a  much  larger  output  is  obtained,  or  with  the  same 
amount  of  output  a  very  much  smaller  amount  of  motive  power  is  required  to 
drive  the  machine. 

45  It  was  admitted  that,  being  a  Patent  for  the  machine  described  in  the 
Specification,  it  was  one  for  a  combination  of  various  elements.  The  elements 
may  be  stated  thus  : — The  machine  is  a  sifting  machine  with  circular  shaped 
sieves.  The  class  of  machine  is  one  in  which  the  substance  to  be  sifted  is 
delivered  at  the  centre.    The  first  step  in  the  process,  after  the  delivery  at  the 

50  centre  of  the  machine,  is  to  transfer  the  material,  which  is  deposited,  to  the 
circumference  of  the  circular  sieve,  which  is  to  operate.  Having  arrived  there 
it  drops  on  the  sieve.  The  sieve  is  worked  by  a  rotary  motion,  a  well-known 
mode  of  motion — not  a  rotatory  motion,  but  a  rotary  motion — it  being  a  motion 
in  which  each  part  of  the  sieve  describes  a  circle  of  a  certain  size.    The  sieves 

55  are  horizontal  and  circular,  and  the  material  when  it  arrives  upon  them  is 
transferred  from  the  circumference  to  the  ceptre  without  the  interposition  of 

Y 
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any  obstacles,  and  without  the  sieve  being  bumped  or  interrupted  in  its  motion 
in  any  way,  so  that  the  whole  machine  works  smoothly  and  the  material  is 
transferred  from  the  circumference  to  the  centre  without  being  knocked  about 
or  disturbed  in  any  way  in  its  progress.  So  far  the  machine  deals  with  the 
transference  of  the  material  to  be  sifted  to  the  point  which  I  have  mentioned ;  5 
but  that  is  not  the  only  point  to  which  the  combination  is  directed.  It  is  also 
thereby  provided  that  the  sieves  shall  be  kept  clean  by  means  of  brushes,  and 
that  is  clearly  a  part  of  the  combination  which  is  patented.  Therefore,  these 
elements — the  transfer  from  centre  to  circumference,  the  motion  on  the  sieve 
itself,  and  the  keeping  clean  the  sieve  by  means  of  an  arrangement  of  brushes —  10 
are  all  material  elements  in  the  combination. 

Then  it  is  said  the  Defendants'  machine  follows  exactly  the  same  process.  It 
transfers  the  material  delivered  at  the  centre  to  the  circumference  of  their  sieve  ; 
their  sieves  are  moved  exactly  in  the  same  way ;  and,  finally,  they  have  an 
arrangement  of  brushes  by  which  the  sieves  are  cleaned  ;  and  therefore  it  is  said  15 
their  machine  contains  all  the  elements  which  the  Plaintiff  adopts  as  essential 
to  his  machine.  True,  it  is  said,  these  elements  are  not  exactly  the  same ;  the 
mode  by  which  the  transference  from  the  centre  to  the  circumference  is  effected 
is  not  the  same,  and  the  arrangement  of  the  brushes  is  not  the  same  ;  but  it  is 
said  that  the  modes  of  effecting  these  objects  which  have  been  adopted  by  the  20 
Defendants  are  simply  mechanical  equivalents  of  those  which  have  been  chosen 
by  the  Plaintiff. 

It  was  contended  that  the  law  is  not  such  that  in  an  action  for  infringement 
of  a  combinatibn  (the  merit  of  the  machine  lying  in  the  combination)  a 
Defendant  is  to  escape  on  the  ground  of  non-infringement  simply  because  he  25 
has  departed  in  some  particular  from  the  combination  which  has  been  chosen 
by  the  Plaintiff.  I  agree  that  the  law  is  not  so.  I  think  that  the  case  which 
has  been  already  referred  to  of  the  brickmaking  machine  is  a  clear  example  to 
the  contrary.  But  of  course  there  must  be  a  limit,  and  the  limit,  as  it  seems  to 
me,  must  be  ascertained  by  considering  really  what  it  is  that  the  inventor  30 
claims  as  the  subject  of  his  Patent.  That,  of  course,  is  to  be  ascertained  by 
construing  the  Specification. 

Now  the  first  question  which  we  have  to  consider  is  whether  the  conical 
surface  which  the  Patentee  has  adopted  for  the  transference  from  the  centre 
to  the  circumference  is  that  which  is  essential  to  his  Patent,  or  whether  or  not,  35 
on  the  true  construction,  we  can  see  that  it  is  only  pointed  out  as  the  mode  of 
effecting  that  which  is  the  essence  of  his  Specification,  the  transference  in  the 
way  which  I  have  described.  In  the  claiming  purt  of  the  Specification  what 
the  Plaintiff  claims  is  : — "  In  a  sifting  apparatus,  a  number  of  circular  sieves, 
44  connected  together,  and  put  in  rotary  motion  on  a  horizontal  plane,  so  that  40 
"  the  material  fed  by  the  shoot  falls  on  to  cone-shaped  surfaces  placed  above 
"  each  sieve,  and  glides  from  there  over  the  edges  into  the  sieves."  The  cone- 
shaped  surfaces  are  pointed  out  there  as  the  means  by  which  the  material  glides 
from  the  centre  to  the  edges  of  the  sieves.  Cone-shaped  surfaces  are  only  one 
of  a  large  class  of  surfaces  which  it  seems  to  me  might  be  used  to  effect  the  45 
same  object.  The  peculiarity  of  the  cone  is  perfectly  well  known — that  if  you 
make  any  section  through  the  axis  you  get  two  straight  lines.  It  would  be 
perfectly  possible,  it  seems  to  me,  to  discover  some  surface  of  a  similar  nature, 
though  not  forming  the  same  section  through  the  middle,  but  in  which  there 
might  be  a  curved  section  by  which  the  transference  of  the  material  from  the  50 
centre  to  the  circumference  might  be  effected,  and  I  should  be  extremely  sorry 
to  hold  that  if  such  a  surface  were  discovered  and  applied  it  was  not  a  mere 
equivalent  to  the  cone-shaped  surface  mentioned  in  the  Specification. 

What  the  Defendants  here  are  using  is  not  a  cone-shaped  surface  but  a  plane 
surface,  with  what  are  called  Haggenmacher's  slats  upon  it,  this  being  the  55 
invention  of  a  Patentee  named  Haggenmacher,  which  effects  the  same  thing, 
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namely,  transfers  the  material  from  the  centre  to  the  circumference,  and  the 
evidence  of  the  Defendants'  witnesses  is  that  that  was  a  perfectly  well  known 
mechanical  means  for  effecting  the  object.  In  my  jndgment  the  Patentee  has 
not  tied  himself  by  this  Patent  to  snch  a  form  of  conical  machine  that  the 
•>  Defendants  ought  to  escape  if  they  simply  use  a  mechanical  equivalent.  So  far 
as  the  evidence  shows,  the  type  and  arrangement  in  which  the  merit  of  this 
machine  consists  was,  as  regards  the  elements  which  I  am  now  considering, 
new ;  and  I  cannot  doubt,  for  myself,  that  a  large  amount  of  the  utility  of  the 
machine  is  due  to  the  simplicity  and  the  smoothness  with  which  the  material 

10  to  be  sifted  is  dealt  with  by  means  of  this  transference  and  the  circular  sieves 
worked  by  the  rotary  motion.  Although  these  elements,  of  themselves,  were 
all  known  before,  it  seems  to  me  that  the  two  elements  of  combination — the 
transference  from  the  centre  to  the  circumference  and  the  smooth  working  of 
the  sieves  in  this  arrangement — constitute    an  arrangement  of   an  entirely 

15  different  type  from  anything  which  was  known  at  the  date  of  the  Patent 
according  to  the  evidence  which  has  been  adduced  in  this  case.  The  machine 
patented  by  H<iggenmachery  and  the  two  machines  patented  by  Low  and  Graik, 
seem  to  me  to  be  of  an  entirely  different  description,  and  although  we  find,  as 
indeed  is  not  disputed,  individual  elements  of  the  combination  which  have 

20  been  used  by  the  Patentee  in  those  machines,  yet  the  arrangement,  as  a  whole, 
appears  to  me  to  be  novel.  But  the  Patentee,  it  is  to  be  observed,  has  not 
claimed  those  elements  in  themselves,  but  has  claimed  them,  as  I  have  already 
observed,  in  combination  with  an  arrangement  of  brushes  for  keeping  the  sieves 
clean. 

25  The  Patent  being  for  a  combination  as  a  whole,  a  Defendant  does  not 
infringe  if  he  takes  one  element  by  itself,  or  if  he  takes  two  elements  by  them- 
selves, provided  the  third  essential  element  is  not  embraced  within  the  ambit  of 
the  Patent  fairly  construed.  And  now  I  come  to  a  point  at  which  it  does  seem 
to  me  the  Patentee  has  limited  his  Specification  in  a  very  remarkable  manner ; 

30  I  mean  the  portion  which  relates  to  the  brushes.  In  the  body  of  the  Specifica- 
tion he  deals  with  that  in  this  way.  He  refers  to  a  drawing,  and  he  says  this  : 
"  k  are  arms  provided  with  brushes  fastened  to  a  ring  made  of  angular  shaped 
"  iron ;  the  interior  width  of  this  ring  is  a  little  greater  than  the  outer  width  of 
"  the  inner  walls  of  the  sieves  C  and  D,"  and  in  the  claiming  part  of  the 

35  Specification  he  says :  "  Rotating  arms  provided  with  brushes  are  fastened  to 
"  the  inner  walls  of  the  sieves  in  such  a  manner  as  to  keep  clean  the  under 
"  surface  of  the  sieve  or  sieves  and  so  prevent  the  perforations  from  being 
%<  stopped  up,  constructed  and  arranged  substantially  as  hereinbefore  described." 
Now,  both  in  the  body  of  the  Specification  and  in  the  claiming  part,  he  refers 

40  to  the  inner  walls.  In  the  claiming  part  he  speaks  of  brushes  fastened  to  the 
inner  walls.  That  is  not  strictly  accurate.  It  really  means,  having  regard  to 
the  prior  part  of  the  Specification,  "  provided  with  brushes  fastened  to  the  ring 
"  which  operates  against  the  inner  walls  of  the  sieves."  It  is  said  thai  the  mode 
of  moving  these  brushes  is  new.     It  is  described  as  a  motion  produced  by 

45  frictional  impact  of  the  ring  which  he  describes  upon  the  circular  inner  walls 
of  the  sieves.  That  does  not  appear  in  the  Specification.  He  has  not  claimed  by  his 
Specification  this  particular  mode  of  working  the  brushes,  and  in  truth  there  is  no 
evidence  that  this  principle  of  working  was  novel,  for  whatever  the  reason  may  be, 
he  has  chosen  to  limit  himself  to  a  system  in  which  the  brushes  are  worked 

50  by  a  ring  operating  against  the  inner  walls.  I  think  that  doubtless  he  had 
good  reason  for  so  doing.  The  Patentee,  Haggenmacher,  whom  I  have  already 
mentioned,  used  a  brush  for  the  same  purpose  which  acted  by  working  against 
the  outer  wall,  and  probably  the  reason  why  the  inner  walls  are  referred  to  was 
that  the  inventor  was  afraid  that  he  might  be  held  to  have  been  anticipated  by 

55  Haggenmacher  if  he  claimed  a  system  working  against  the  outer  walls.  But 
whatever  the  reason  may  be,  he  appears  to  me  plainly  in  this  Specification  to 

Y  2 
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have  limited  himself  to  a  form  of  brush  which  is  worked  by  contact  with  the 
inner  walls  and  not  with  the  outer  walls ;  and  I  am  unable  to  see  how  this 
Patent  can  be  construed  so  as  to  hold  that  the  Defendants  are  infringing  without 
striking  the  word  "  inner  "  out  of  the  Specification. 

In  my  judgment,  therefore,  although  I  repeat  that  I  regret  it,  I  think  the  5 
conclusion  that  must  be  arrived  at  is  that  in  this  case  the  Defendants  have  not 
infringed,  and  consequently  the  appeal  fails  and  must  be  dismissed. 

Cozbns-H ARDY,  L.J. — I  agree,  bat,  like  my  colleagues,  I  regret  the  conclusion 
at  which  I  have  arrived. 

I  do  not  base  my  judgment  on  the  fact  that  the  Defendants  have  not  used  the  10 
cone.    I  think  they  have  used  a  known  mechanical  equivalent  to  produce  cir- 
cumferential feeding,  but  I  cannot  get  over  the  difficulty  caused  by  the  brushes. 
The  Patentee  expressly  states  that  the  brushes  on  the  rotating  arms  are  fastened 
to  the  inner  walls  of  the  sieves.    I  regard  those  words  as  essential ;  there  was 
a  good  reason  for  their  insertion.    The  Haggenmacher  brushes  would,  or  at  15 
least  might,  probably  have  been  an  anticipation  if  the  Patentee  had  claimed  to 
fasten  the  brushes  either  to  the  outer  or  to  the  inner  walls.    Moreover,  the 
motion  of  the  brushes  varies  according  as  they  are  driven  from  the  outside  or 
from  the  inside,  and  there  is  evidence  which  goes  to  show  that  more  power  is 
gained  when  the  brushes  are  driven  from  the  outside.    I  refer  to  the  evidence  20 
of  Mr.  Thompson,  who  was  asked  this  question  :  "  With  regard  to  the  brushing 
"  action,  does  that  produce  any  different   brushing  action  at  all  from  what 
"  would  be  the  effect  if  it  was  driven  in  any  other  way  ? — (A.)  Certainly. 
"  There  is  a  great  deal  of  difference  whether  it  is,  for  instance,  from  the  inside 
•*  or  from  the  outside,  from  the  extremity  of  the  brushes  or  from  the  inner  part  25 
"  of  the  brushes.    It  is  the  same  as  trying  to  drive  a  wheel  and  axle  from  the 
"  axle  instead  of  the  wheel.    Tou  have  much  more  power  on  the  rim  than 
"  there  is  on  the  axle.    This  is  driven  from  the  axle.    (Q.)  There  is  very  much 
"  more  power  if  you  drive  from  the  rim  than  if  you  drive  from  the  axle  ? — 
"  (A.)  Exactly.    (Q.)  Therefore,  so  far  as  the  driving  is  concerned,  is  there  in  30 
"  your  opinion  a  substantial  difference  between  those  two  ? — (A.)  A  very 
"  substantial  difference."    On  this  ground,  therefore,  alone  I  think  there  is  no 
infringement,  but  I  also  entirely  agree  with  what  Lord  Justice  Vaughan 
Williams  has  said  as  to  the  difference  between  the  radial  brushes  and  the 
brushes  placed,  as  in  fact  they  are  placed,  not  only  by  the  Defendants,  but  also  35 
in  actual  user  by  the  Plaintiff. 

Russell  Clarke. — There  is  a  sum  of  150/.  paid  into  Court  in  this  case  for  the 
costs  of  the  appeal,  the  Plaintiff  being  a  foreigner.  Will  your  Lordships  make 
an  Order  that  the  150/.  be  paid  out  of  Court  ? 

Vaughan  Williams,  L.J. — I  do  not  know  whether  your  costs  of  the  appeal  40 
will  take  as  much  as  150/.    I  hope  not,  but  to  the  extent  that  your  costs  extend, 
when  taxed,  of  course  you  will  be  entitled  to  have  the  security  of  the  150/. ; 
but  you  cannot  have  the  150/.  out  until  the  costs  have  been  taxed,  for  I  do  not 
know  that  they  will  come  to  150/. 
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Before  Mr.  Justice  Byrne. 


February  4th,  1902. 


In   the   Court  op  Appeal. 
5  Before  Lords  Justices  Vaughan  Williams,  Stirling,  and  Cozeks-Hardy. 

March  5th,  1902. 

Engbls  v.  Hubert  Unchangeable  Eyelet  Syndicate,  Ld. 

Patent. — Action  to  restrain  threats. — Motion  for  interlocutory  injunction. — 
Solicitor's  letters  before  action. — Infringement  action  against  customer  settled. — 
10  No  pending  infringement  action. — Injunction  granted. — Appeal. — Injunction 
dissolved  on  terms. — Patents,  <kc.  Act,  1883,  section  82. 

The  Defendants,  being  the  owners  of  a  Patent  for  "An  improvement  in 
"  eyelets,"  wrote  by  their  solicitors  to  B.  and  B.,  customers  of  the  Plaintiffs, 
complaining  of  the  sale  by  B.  and  B.  of  eyelets  alleged  to  be  infringements  of 

15  the  Patent  <and  threatening  proceedings ;  B.  and  B.  thereupon  wrote  saying 
that  they  had  discontinued  the  sale.  The  solicitors  of  the  Defendants  also  wrote 
a  similar  letter  to  P.,  another  of  the  Plaintiffs'  customers,  and  an  action  for 
infringement  was  subsequently  commenced  by  the  Defendants  against  him,  in 
which  he  consented  to  a  perpetual  injunction.     The  Plaintiffs,  who  manu- 

20  factured  the  articles  complained  of  abroad,  had  only  an  agent  in  this  country. 
They  commenced  an  action  against  the  Defendants  to  restrain  threats,  and 
moved  for  an  interlocutory  injunction.    Byrne,  J.,  granted  an  injtmction. 

The  Defendants  appealed.     The  appeal  was  settled  on  the  terms  that  the 
Defendants  should  bring  an  infringement  action  against  the  Plaintiffs'  agent, 

25  the  Plaintiffs  undertaking  to  give  secur-ity  for  costs*  and  the  injunction  being 
dissolved  with  liberty  to  apply  to  restore  it  if  the  action  were  not  prosecuted  with 
due  diligence. 
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On  the  12th  of  November  1901,  Johann  Caspar  Engels  and  Paul  Engels, 
trading  as  Robert  Zinn  A  Co.,  commenced  an  action  against  the  Hubert 
Unchangeable  Eyelet  Syndicate,  Ld.,  to  restrain  them  from  continuing  to 
threaten  the  Plaintiffs'  customers,  or  the  Plaintiffs,  or  any  other  person  or 
persons,  in  grievance  of  the  Plaintiffs,  by  circulars,  advertisements,  or  other-  5 
wise,  with  any  legal  proceedings  or  liability  in  respect  of  the  manufacture,  use, 
sale  or  purchase  of  eyelets  made  and  sold  by  the  Plaintiffs,  or  any  alleged 
infringement  of  the  Defendants9  right  in  respect  of  any  alleged  invention  for 
an  improvement  in  eyelets,  and  for  damages  and  costs.  The  Defendants  were 
the  owners  of  Thierry's  Patent  (No.  18,331  of  1891,  amended  the  27th  of  April  10 
1897).  The  Plaintiffs  moved  for  an  interlocutory  injunction  substantially  in 
the  terms  of  the  writ. 

The  facts  as  to  the  alleged  threats  appear  sufficiently  in  the  judgment  of 

Byrne,  J. 

Bousfield,  K.C.,  and  Gordon  (instructed  by  Ashurst,  Morris*  Crisp  <b  Co.)  15 
appeared  for  the  Plaintiffs  ;  Moulton,  K.C.,  and  Walter  (instructed  by  Faithfull 
and  Owen)  appeared  for  the  Defendants. 

Bousfield,  K.O.,  and  Gordon,  for  the  Plaintiffs,  submitted  that  the  Defendants 
had  not  in  any  way  brought  themselves  within  the  proviso  to  section  32  of  the 
Patents,  &c,  Act,  1883,  and  that  the  Plaintiffs  were  entitled  to  an  injunction.  20 
They  referred  to  CJiallender  v.  Boyle  (4  R.P.C.  363). 

Walter,  for  the  Defendants. — No  threats  are  alleged  other  than  two  solicitors* 
letters,  written  with  the  intention  that  they  should  be  followed  by  proceedings. 
Moreover,  in  one  of  the  two  instances  an  action  was  brought,  and  that  is  a 
sufficient  defence.  In  the  other  instance  the  person  written  to  said  that  he  had  25 
no  intention  to  sell  the  things  complained  of.  The  Defendants  intend  to  sue 
for  infringement  every  substantial  infringer,  but  the  Plaintiffs  themselves 
reside  abroad.  [Byrne,  J. — There  is  no  effective  action  now  going  on.]  An 
action  for  infringement  may  be  a  defence,  even  if  it  is  discontinued  or 
abandoned  (Colley  v.  Hart,  7  R.P.C.  101 ;  English  and  American  Machinery  30 
Company  v.  Qare  Machinery  Company,  11  R.P.C.  627).  The  Defendants  claim 
the  right  to  send  a  solicitors  letter  before  suing  any  infringer.  [Challender  v. 
Boyle  was  also  relied  on.] 

Bousfield,  K.C.,  in  reply. — The  proviso  to  the  section  is  only  satisfied  by  an 
action  in  which  the  questions  at  issue  can  be  decided  and  will  be  tested.  That  35 
is  consistent  with  the  decision  in  Challender  v.  Boyle.  As  to  Colley  v.  Hart  it 
decides  that  whether  the  Patentee  succeeds  or  fails  does  not  matter;  here, 
however,  the  only  action  was  settled.  The  Defendants  can  sue  the  Plaintiffs' 
agent  in  this  country,  and  the  Plaintiffs  offer  to  give  security  for  the  costs  of 
the  action.  40 

Byrne,  J. — This  is  a  motion  in  an  action,  brought  to  restrain  threats  by  the 
owners  of  a  Patent  which  is  disputed,  asking  for  an  injunction  to  restrain  the 
Defendants  from  threatening  the  Plaintiffs'  customers.  The  Defendants  have 
threatened  customers  of  the  Plaintiffs,  and  they  claim  the  right  to  continue 
similar  threats.  They  say  that  so  long  as  they  follow  up  their  threats  by  taking  45 
proceedings  against  the  persons  threatened  no  complaint  can  possibly  be  made. 
The  question  really  is,  have  they  in  the  present  case  satisfied  the  exigency  of 
the  proviso  at  the  end  of  the  well  known  section  32  with  reference  to  threats. 
After  giving  the  right  to  a  person  aggrieved  to  bring  an  action  against  the  person 
threatening,  the  section  provides  :  u  This  Section  shall  not  apply  if  the  person  50 
"  making  such  threats  with  due  diligence  commences  and  prosecutes  an  action 
44  for  infringement  of  his  Patent."  There  are  two  specific  cases  in  which 
threats  have  been  proved.  The  first  is  Billson  and  Bobinson,  who  are  customers 
of  the  Plaintiffs.  In  a  letter  dated  the  9th  of  October  the  Defendants9  solicitors 
write :  "  We  are  instructed  by  our  clients,  the  Hubert  Unchangeable  Eyelet  55 
44  Syndicate,  Ld.,  to  write  to  you  with  regard  to  certain  eyelets  which  you*  are 


Vol.  XIX.,  No.  12.]       AND  TRADE  MARE  CASES.  203 

Engels  v.  Hubert  Unchangeable  Eyelet  Syndicate,  Ld. 

"  selling.  The  eyelets  to  which  we  refer  are  the  manufacture  of  Messrs. 
"  Zinn  &  Co." — Messrs.  Zinn  &  Co.  being  the  name  under  which  the  Plaintiffs 
trade — "  We  have  to  inform  you  that  these  eyelets  are  an  infringement  of  our 
"  clients9  Patent,  and  that  unless  you  consent  to  desist  from  the  sale  of  them 
5  "  our  clients  will  be  compelled  to  take  further  action  in  the  matter  to  restrain 
"  you."  On  the  18th  of  October  they  wrote  again,  reminding  them  that  the 
letter  of  the  9th  had  not  been  answered,  and  finally  received  a  reply  from 
Messrs.  Billson  and  Robinson  to  the  effect  that  they  did  not  intend  for  the 
present  to  go  on  selling.    Messrs.  Billson  and  Robinson  were  customers  of  the 

10  Plaintiffs.  They  do  not  intend  to  go  on  being  customers  in  the  face  of  these 
threats  as  I  understand.  What  they  said  in  their  letter  was :  "  We  have 
"  discontinued  for  the  present  selling  them."  They  by  no  means  said  they 
would  not  sell.  Then  the  other  case  was  against  Messrs.  J.  E.  Pearce  &  Co. 
There  again  a  solicitor's  letter  was  written,  which  was  followed  up  by  an 

15  action.  Thereupon  the  Defendants  consented  to  a  perpetual  injunction.  It  is 
sufficiently  obvious  with  regard  to  retail  traders  that,  whatever  indemnity  may  be 
offered  to  them  by  the  persons  supplying  them  with  goods,  they  may  be  most 
unwilling  to  embark  on  what  may  prove  a  troublesome  litigation.  They  would 
rather  give  up  any  question  than  go  on  for  the  sake  of  selling  some  of  the 

20  articles  retail.  There  is  also  some  evidence  that  a  report  is  getting  about 
among  the  Plaintiffs'  customers  that  threats  are  being  made. 

There  is  now  no  effective  action  in  which  the  question  of  the  validity  of  the 
Patent  is  being  litigated  by  the  Defendants.  The  excuse  made  upon  the  face 
of  the  affidavits  as  I  gather  is  this — that  there  has  been  a  reconstruction 

25  pending ;  that  as  soon  as  the  reconstruction  is  completed  the  new  Company 
means  to  take  steps,  but  in  the  meantime  the  threats  are  going  on.  A  point 
was  taken  at  the  Bar  of  a  different  nature.  It  was  said  that  a  Patentee  may 
well  not  wish  to  bring  an  action  against  gentlemen  who  are  resident  abroad. 
Of  course  it  is  a  fair  argument  to  put  forward,  though  it  is  not,  as  I  can  find 

30  upon  the  face  of  the  affidavits,  put  forward  as  one  of  the  reasons  which  actuated 
the  Defendants  in  the  matter.  I  do  not  think  that  that  is  a  sufficient  reason. 
The  Plaintiffs  have  an  agent  in  this  country.  It  is  stated  that  they  have 
property,  and  it  is  not  suggested  they  have  not  property  in  England. 

If  there  were  now  an  effective  action  proceeding  in  which  the  question  of 

35  validity  could  be  tried,  although  against  a  customer  of  the  Plaintiffs,  that  I 
think  would  satisfy  the  clause  ;  but  there  is  nothing  of  the  kind,  and  in  the 
meantime  these  threats  go  on,  and  by  picking  out  customers  one  after  the 
other  it  may  very  well  be  that  the  Plaintiffs'  business  will  be  most  seriously 
injured  before  the  matter  can  come  for  trial. 

40  I  think  that  under  these  circumstances  I  ought  to  grant  an  injunction  in  the 
usual  form  to  restrain  threats  until  Judgment  or  further  Order.  The  costs  will 
be  costs  in  the  action. 

Walter. — There  is  one  question  with  regard  to  that.  It  will  be  a  formal 
breach  of  the  injunction  if  the  Defendants  write  a  solicitor's  letter  before 

45  commencing  an  action  ? 

8YRNB,  J. — Mr.  Walter,  can  you  give  me  any  authority  in  the  matter  saying 
I  ought  to  make  an  exception  in  reference  to  a  solicitor's  letter  ? 
Walter. — No,  it  is  not  covered  by  authority  at  all,  my  Lord. 
Cordon. — That  is  my  view,  except  so  far  as  Barrett  v.  Day  (7  R.P.C.  54) 

50  goes,  and  Barrett  v.  Day  says  that  a  solicitor's  letter,  written  with  a  view  to 
proceedings,  is  a  threat.    Then  with  regard  to  the  form  of  the  Order  ? 

BYRNE,  J. — I  simply  grant  an  injunction  restraining  threats,  but  at  the  same 
time  I  intimate  to  you,  Mr.  Walter,  that  if  your  clients  commence  a  bond  fide 
action  they  may  apply  (I  do  not  say  what  the  result  may  be)  to  discharge  the 

55  Order.  All  the  Plaintiffs  want  is  a  bond  fide  action  which  they  can  defend  in 
some  way  or  other. 
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Gordon. — Then,  as  to  the  form  of  the  Order,  we  have  already  given  notice 
by  our  last  affidavit  that  we  shall  ask  your  Lordship  to  make  the  Order 
run  in  this  case  against  the  persons  who  derive  title  from  them. 

Byrne,  J. — I  cannot  do  that.    It  seems  to  me  that  threats  are  being  made  by 
the  Defendants.    As  against  the  Defendants  yon  have  brought  the  action.  5 
Their  agents  would  be  bound,  but  you  would  have  to  begin  again  against  their 
assignees. 

Gordon. — May  I  call  attention  to  one  case  on  that  point — Avory  v.  Andrews, 
in  30  Weekly  Reporter,  page  565.  The  head  note  is  this  :  "  An  Order  was  made 
"  against  certain  trustees  of  a  friendly  society,  restraining  them  from  dividing  a  10 
"  sum  of  money,  part  of  their  funds,  amongst  the  members.  These  trustees 
"  retired  and  appointed  others.  A  meeting  of  the  society  was  then  held  and  a 
"  resolution  passed  for  distributing  the  money,  which  was  carried  out  by  the 
"  new  trustees.  Motion  was  made  to  commit  both  the  old  and  the  new  trustees 
"  for  contempt."  That  motion  came  before  Mr.  Justice  Kay,  and  the  learned  15 
Judge,  after  stating  the  facts,  proceeded  thus :  "  There  is  no  doubt  about  the 
"  jurisdiction  of  the  Court.  If  anybody,  though  not  a  person  actually  named 
"  in  an  injunction,  chooses  to  step  mto  the  place  of  the  man  who  is  named  and 
"  to  do  the  act  which  he  was  enjoined  from  doing,  he  has  committed  a  very 
"  gross  contempt  of  this  Court.    One  does  not  need  any  authority  to  say  that."     20 

Byrne,  J. — That  is  a  very  different  case,  because  it  is  a  question  of 
restraining  trustees,  but  you  cannot  give  me  any  precedent  for  extending  an 
injunction  to  assignees — to  purchasers  from  a  person. 

Gordon. — I  cannot. 

Byrne,  J. — If  you  choose  to  move  to  commit  the  new  Company,  or  the  25 
officers  of  the  new  Company,  on  the  footing  of  the  injunction  I  now  give  you, 
you  do  so  at  your  own  peril  and  risk.  Do  not  take  it  from  me  for  a  moment 
that  you  can.  What  you  can  do  is,  the  moment  the  new  Company  begin 
making  threats,  if  they  do,  you  can  proceed  against  them  unless  they  have  a 
bond  fide  case.  30 

The  Defendants  appealed. 

On  the  hearing  of  the  appeal  and  after  some  argument,  Bousfteld,  K.C.,  for 
the  Plaintiffs,  said  that  he  repeated  the  offer  made  by  him  below,  that  the 
Plaintiffs  would  give  security  for  the  costs  of  an  action  if  brought  by  the 
Defendants  against  their  agent,  sale  by  him  being  admitted,  and  an  Order  was  35 
made  by  consent,  that  the  Plaintiffs,  by  their  Counsel,  undertaking  that  they  would 
give  security  for  costs  to  the  satisfaction  of  the  Master,  and  the  Defendants 
undertaking  to  bring  an  action,  the  injunction  be  dissolved  upon  the 
Defendants  bringing  the  action,  with  leave  to  restore  if  the  action  be  not 
prosecuted  with  due  diligence  ;  the  costs  of  the  appeal  to  be  costs  in  the  cause.    40 
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In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Buckley. 


March  4th  and  5th,  1900. 


Kopp   v.   Rosenwald   Brothers. 


5      Patent. — Action  to  restrain  threats. — Subject-matter. — Patent  held  invalid. — 
Injunction  granted. 

Tfte  owners  of  a  Patent  for  "  New  or  improved  manufacture  of  covered 
u  whalebone  "  having  threatened  customers  of  K.,  the  latter  brought  an  action 
to  restrain  the  threats.    The  Defendants,  having  justified  the  threats  under  the 

10  Patent,  the  Plaintiffs  denied  infringement  and  alleged  the  invalidity  of  the 
Patent  on  the  ground  (inter  alia)  of  want  of  subject-matter.  The  Specification 
claimed  u  the  manufacture  of  tlie  new  material,  strips  of  natural  whalebone 
"  covered  or  braided  with  threads  of  fibrous  material  applied  substantially  in 
u  the  manner  and  by  the  means  hereinbefore  described  with  reference  to  and 

15  "  shown  in  the  drawings"    Braiding  machines  were  old  at  the  date  of  the 

Patent.    The  Defendants  contended  that  the  invention  was  tlie  application  of  a 

particular  type  of  a  known  machine  in  a  particular  way  to  produce  an  article 

that  was  new. 

Held,  that  the  claim  was  for  a  process  and  not  for  a  product,  and  that  the 

20  claim  was  for  something  old,  and  that  the  Patent  was  invalid  for  want  of 
subject-matter.    An  injunction  wets  granted  and  an  inquiry  as  to  damages, 
the  inquiry  being  stayed  on  terms. 
Query,  whether  an  article  per  se  can  ever  be  the  subject-matter  of  a  Patent. 

On  the  4th  of  August  1892  Letters  Patent  (No.  14,127  of  1*92)  were  granted  to 
25  Frederick  John  Brougham  (on  a  communication  from  La  SocUti  Rosenwald 
freres,  of  Paris)  for  a  "  New  or  improved  manufacture  of  covered  whalebone." 

The  Complete  Specification  was  as  follows  : — "  When  real  whalebone  is 
M  employed  in  the  making  of  costumes  or  their  accessories,  each  strip  of 
44  whalebone  is  usually  enclosed  in  a  sheath  of  woven  or  other  material  by 
SO  "  means  of  which  it  can  be  fixed  in  position  by  sewing.  This  method  of 
"  covering  whalebone  does  not  offer  any  advantage  either  in  respect  of 
44  strengthening  the  whalebone,  which  remains  independent  of  its  sheath,  nor 
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44  in  respect  of  economy  of  material,  since  the  whalebone  must  be  worked  and 
"  finished  before  being  introduced  into  the  sheath. 

44  Now  this  invention  relates  to  the  manufacture  of  covered  or  braided 
44  whalebone  by  weaving  or  plaiting  two  or  more  fine  whalebone  strips  with  a 
"  number  of  interlacing  threads  that  serve  to  form  a  braid  or  webbing.  5 

"  In  the  illustrative  drawings  filed  with  my  Provisional  Specification,  Fig.  1 
"  is  a  front  elevation,  Fig.  2  a  side  elevation,  and  Fig.  3  a  plan  of  a  braiding 
44  machine  suitable  for  manufacturing  covered  or  braided  whalebone  according 
44  to  this  invention.  Fig.  4  shows  in  plan  the  movement  or  course  of  the  rotary 
44  bobbins  which  serve  to  effect  the  interlacing  of  the  threads  upon  the  two  10 
44  whalebone  strips  in  order  to  theieby  produce  the  new  product.  Fig.  5 
44  illustrates  to  a  larger  scale  whalebone  covered  or  braided  according  to  this 
44  invention. 

44  The  threads  of  fibrous  material,  the  interlacing  of  which  serves  to  produce 
44  that  kind  of  braid  known  as  webbing,  are  carried  by  vertical  bobbins  a  each  15 
44  of  which  has  a  double  motion  imparted  to  it  that  is  to  say  displacement  in  a 
44  serpentine  course  and  of  rotation  about  its  axis.  For  this  purpose  the 
44  spindles  b  on  which  the  bobbins  a  are  mounted,  are  arranged  so  as  to  be 
44  capable  of  passing  from  one  of  the  driving  plates  c  to  the  other  driving 
44  plate  e  by  the  action  of  cams  d,  and  by  the  four  rotating  plates  c  e,  in  the  20 
44  notches  of  which  the  spindles  are  guided  as  shown  in  Fig.  4. 

44  The  axles  /  of  the  two  inner  plates  e  are  tubular  and  serve  each  to  feed  a 
44  strip  of  whalebone  g  into  the  interlacing  threads  that  constitute  the  braid  or 
44  webbing  h  (Fig.  5).  In  order  to  effect  the  engagement  of  the  strips  of  whale- 
44  bone  with  the  threads  forming  the  braid  or  webbing,  the  strips  of  whalebone  25 
44  after  being  suitably  worked  or  set,  are  each  fed  in  a  continuous  manner  into 
44  the  lower  end  of  one  of  the  tubular  axles /through  which  it  passes  and  from 
44  the  upper  end  of  which  it  is  led  to  the  point  of  interlacing  i  by  a  flexible  tube 
44  k  which  is  mounted  on  the  axle  and  the  free  end  of  which  follows  the 
44  inflections  of  the  whalebone  during  the  covering  or  braiding  operation.  The  30 
44  drawing  mechanism  of  the  machine  serves  to  ensure  the  effectual  interlacing 
44  of  the  strips  of  whalebone  with  threads  constituting  the  braid  or  webbing. 
44  This  drawing  mechanism  comprises  two  rollers  I  m,  arranged  to  fit  one  into 
44  the  other  between  which  the  covered  or  braided  whalebone  passes.  Motion 
44  is  transmitted  to  the  upper  roller  w,  from  the  main  driving  shaft  of  the  35 
44  machine  as  shown,  and  the  lower  roller  /,  whose  axle  is  carried  by  a  counter- 
44  weighted  lever  n,  receives  its  motion  by  fractional  contact  with  the  roller  m. 
44  The  drawing  action  thus  produced  effects  a  very  tight  interlacing  of  the  strips 
44  of  whalebone  with  the  covering  or  braiding  threads. 

44  The  construction  and  arrangement  of  the  mechanism  employed  for  operating  40 
44  the  bobbins  a  to  produce  the  braid  or  webbing  will  be  readily  understood 
*4  without  further  description.  Such  mechanism  may  be  of  any  of  the  well 
44  known  types  heretofore  used  in  braiding  machines,  the  foregoing  description 
44  serving  to  indicate  how  such  braiding  machines  can  be  adapted  to  produce 
44  covered  or  braided  whalebone  according  to  this  invention.  45 

.  44  Whalebone  covered  or  braided  as  described  is  practically  unbreakable  ;  can 
44  be  easily  adapted  and  secured  to  wearing  apparel ;  and  has  an  elasticity  equal 
44  to  that  of  whalebone  of  the  same  width  when  employed  in  its  natural  or 
44  uncovered  state. 

44  Although  only  two  strips  of  whalebone  are  hereinbefore  described  as  used  50 
44  in  the  manufacture  of  a  compound  strip  of  covered  or  braided  whalebone,  it 
4*  is  to  be  understood  that  a  greater  number  of  strips  can  be  used  if  desired,  but 
44  two  strips  fed  parallel  and  simultaneously  into  the  braiding  or  webbing,  as 
44  described,  have  been  found  to  give  the  best  result?,  by  reason  of  the  practically 
44  perfect  interlacing  of  the  strips  of  whalebone  and  threads.  The  parts  of  the  55 
44  braid  or  webbing  between  the  two  adjacent  inner  edges  of  the  strips  of  whale- 
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**  bone  where  the  threads  are  interlaced,  and  at  the  two  outer  edges,  where  the 
"  threads  naturally  form  a  selvage,  admit  of  the  new  product  being  easily  sewn 
M  upon  wearing  apparel." 


FIG.3. 


The  Patentee  claimed :— "  The  manufacture  of  the  new  material,  strips  of 
5  "  natural  whalebone  covered  or  braided  with  threads  of  fibrous  material  applied 
44  substantially  in  the  manner  and  by  the  means  hereinbefore  described  with 
"  reference  to  and  shewn  in  the  drawings." 


FIG  4. 


FIG  5. 


On  the  2nd  of  April  1901   Conrad  Kopp  commenced  an  action  against 

Rosenwald  Brother*  for  an  injunction  to  restrain  the  Defendants  from  making 

10   or  continuing  to  make  to  the  Plaintiff,  his  customers,  or  any  other  person  or 
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persons  by  circulars,  advertisements,  or  otherwise,  threats  of  any  legal  pro- 
ceedings or  liability  in  respect  of  any  alleged  manufacture,  use,  sale,  or 
purchase  of  an  invention  of  which  the  Defendants  claimed  to  be  the  Patentees, 
and  claiming  damages  in  respect  of  injury  sustained  by  the  Plaintiff  in  respect 
of  such  threats  as  aforesaid.  5 

The  Plaintiff  by  his  amended  Statement  of  Claim  alleged  (1)  that  the  Defen- 
dants, claiming  to  be  the  Patentees  under  Letters  Patent  (No.  14,127  of  1892),  had 
threatened  by  letter  dated  the  11th  of  March  1901,  written  on  behalf  of  the 
Defendants  by  one  A.  P.  Rodyk%  Rylands  &  Sons,  Ld.,  with  legal  proceedings  in 
respect  of  the  sale  by  the  said  Rylands  &  Sons,  Ld.,  of  an  article  called  "  Ankylo-  10 

j?lte  ?  (2)  that  the  said  "  Ankylosite  "  was  sold  to  the  firm  of  Rylands  &  Sons, 
L*L,  by  the  Plaintiff,  and  in  consequence  of  such  letter  Rylands  A  Sons,  Ld., 
returned  to  the  Plaintiff  the  "  Ankylosite "  sold  to  them  and  declined  to 
purchase  any  more  of  the  said  article  ;  (3)  that  the  sale  by  the  firm  of 
Rylands  A  Sons,  Ld.,  of  the  said  "  Ankylosite  "  was  not  in  fact  an  infringe-  15 
ment  of  any  legal  rights  of  the  Defendants  ;  (4)  that  by  reason  of  such  threats 
the  Plaintiff  was  aggrieved  and  his  business  stopped,  and  great  damage  had 
been  donejto  his  business  ;  (5)  that  the  Defendants  had  threatened  other  of  the 
plaintiff's  customers,  but  the  Plaintiff  was  unable,  until  he  had  obtained 
discovery,  to  give  further  particulars  of  the  Defendants'  threats,  but  would  20 

rJJ?  *°  recover  ful1  damages  for  all  threats  issued  by  the  Defendants. 
*v  i  ?  Pefendants  by  their  amended  Defence  (1)  admitted  that  the  letter  dated 
the  11th  of  March  1901  referred  to  in  paragraph  (1)  of  Statement  of  Claim  was 
written  on  their  behalf,  and  stated  (2)  that  the  said  letter  was  written  for  the 
purpose  of  protecting  from  infringement  the  Letters  Patent  (No.  14,127  of  1892),  25 
of  which  the  Defendants  were  the  owners,  and  which  said  Letters  Patent  had 
been  infringed  by  the  Plaintiff ;  and  (3)  they  denied  that  they  had  threatened 
other  of  the  Plaintiff's  customers. 

By  his  Reply  the  Plaintiff  joined  issue  save  in  so  far  as  the    Defence 
consisted  of  admissions,  and  denied  that  he  had  infringed  any  legal  rights  30 
P  te      Defendantfl  5  and  (2)  alleged  the  invalidity  of  the  Defendants'  Letters 

The  Particulars  of  Objections  alleged  (1)  that  the  person  named  as  the 
inventor  in  the  Patent  was  not  the  true  and  first  inventor  of  the  alleged 
invention  comprised  in  the  Patent ;  (2)  that  the  alleged  invention  was  not  85 

U  uv  J  y)  that  the  alleSed  invention  was  not  new ;  (A)  that  it  had  been 
published  within  the  realm  prior  to  the  date  of  the  Patent  by  the  deposit  in  the 
latent  Office  Library  of  the  Specifications  of  the  following  Letters  Patent,  the 
whole  of  which  were  relied  upon,  and  of  the  printed  book  hereinafter  referred 
"'      ~       --  '   - — -  Nickels  id 

1841); 

/XT     Ann    rf*o„,   -   /'  \-/  ww.j'w-w  v*,~.  ~vv  ~ -w- j  ,  XB/  Newton 

\*?ks  '  ,,°xf  1864) ;  <h)  Brooman  (No.  2370  of  1864) ;  (j)  Thomson  (No.  588  of 
1865)  ;  (k)  Fraser  (No.  2632  of  1881)  ;  (1)  Wise  (No.  1683  of  1886)  ;  (m)  Rafer 
freres  (German,  No.  12,319  of  1880),  deposited  in  Patent  Office  Library  on  the  45 
nt_k  °f  May  1881;    (n)  a  book  by  E.  Hoffer,  "TJber  Flecht  Maschinen," 
published  at  Berlin,  1885,  and  deposited  in  the  Patent  Office  Library  the 
a  °f 10ct1ober  I890  5  the  particulars  relied  on  were  Fig.  126  of  the  drawings 
and  the  letterpress  relating  thereto ;  (B)  that  it  had  been  for  many  years 
commonly  and  generally  used  in  the  trade  for  braiding  steel  tapes  either  in  50 
single  widths  or  in  two  or  more  strips  braided  side  by  side ;  (4)  that  the 
alleged  invention    was    not  proper  subject-matter  for  valid  Letters  Patent. 
Under   this  head  the  Plaintiffs  relied    upon    the    matters    set    out    in    the 
preceding  paragraph,  and  upon  the  common  knowledge  of  the  trade  at  the 
date  of  the  said  Letters  Patent  relating  to  the  construction  and  operation  of  55 
braiding  machines  ;  (5)  that  the  Complete  Specification  was  insufficient  in  that 
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it  gave  no  directions  how  the  bobbins  as  described  on  page  2,  line  54,  had  a 
rotation  about  their  axes,  and  the  said  Specification  was  misleading  and  useless 
in  that  by  directing  that  the  said  bobbins  should  rotate  about  their  axes  the 
alleged  invention  could  not  be  worked  but  would  be  useless. 
5      This  closed  the  pleadings. 

The  action  came  on  for  trial  on  the  4th  of  March  1902. 

A.  J.  Walter  and  J.  H.  Gray  (instructed  by  T.  Richards  &  Co.)  appeared  for 
the  Plaintiff  ;  T.  Terrell,  K.C.,'  and  R.  F.  McMillan  (instructed  by  A.  P.  Rodyk) 
appeared  for  the  Defendants. 

10  Walter,  for  the  Plaintiff. — No  relief  is  claimed  by  the  Defendants,  who  admit 
the  letter  complained  of,  but  they  set  up  a  defence  under  the  Patents,  Designs 
and  Trade  Marks  Act,  1883,  section  32.  They  do  not,  however,  bring  themselves 
within  the  proviso.  The  sale  of  the  alleged  infringing  article  is  admitted. 
The  Plaintiff  claims  the  right  to  begin. 

15  BUCKLEY,  J. — You  have  begun.  The  onus  is  now  on  Defendants  to  prove 
validity.  \ 

Terrell,  K.C.,  for  the  Defendants. — The  Patent  is  for  covering  whalebone  by 
braiding  provided  with  a  selvage  for  sewing  the  finished  article  to  ladies'  dresses. 
The  characteristics  of  the  invention  are  (1)  long  continuous  strips,  (2)  braiding 

20  so  tight  that  the  whalebone  will  not  slip  inside,  and  (3)  an  edging  to  enable  the 
article  to  be  sewn  into  ladies1  dresses  There  was  nothing  new  in  sticking  two 
pieces  together ;  what  was  required  was  the  devising  of  a  machine  which,  at  the 
same  time  as  braiding  tightly,  leaves  an  edge.  The  Defendants'  machine  was 
the  first  ever  made  to  accomplish  this  object.    Fig.  3  in  the  Specification  is  the 

25  important  figure. 

The  following  witnesses  were  then  examined  on  behalf  of  the  Defendants, 
namely,  Messrs.  Lepreux,  B.  Ball,  Dugald  Clerk,  Heyland,  and  Olten.     No 
witnesses  were  called  for  the  Plaintiff. 
Buckley,  «/.— What  is  the  invention  ? 

30  Terrell,  K.C. — It  has  never  been  held  that  an  article  isnot  per  se  subject  matter 
for  a  Patent.  An  article  which  is  new  but  produced  in  a  manner  wholly  old  may 
be  good  subject-matter.  Assume,  for  the  purpose  of  this  branch  of  the  argument, 
that  the  whole  of  the  machine  was  old.  The  Statute  of  Monopolies,  section  6, 
may  cover  a  method  of    manufacture  and  a  new  article    of    manufacture. 

35  [Buckley,  J. — Does  it  not  mean  a  process  and  not  the  article  produced.  The 
sole  working  of  a  manufactured  article — what  does  it  mean  ?]  Working  means 
making.  Judges  have  not  said  a  man  cannot  have  a  Patent  for  a  new  product, 
although  they  have  not  said  that  he  can  {Adamant  Stone  Paving  Company  v. 
Corporation  of  Liverpool,  14  R.P.C.  11).    [Buckley,  J. — May  not  this  authority 

40  be  summed  up  thus — If  a  Patentee  says,  "Select  one  of  a  known  class  of 
"  machines,  use  it  in  the  manner  indicated  in  my  Specification  and  insisted  on 
"  as  being  the  essence  of  my  invention,  and  you  get  a  new  article,"  that  may  be 
subject-matter  ?]  I  rely  also  on  Thomson  v.  American  Braided  Wire  Company 
(6  R.P.C.  518,  at  page  526).    [Buckley,  J. — To  get  within  that  case  you  must 

45  say,  " I  claim  whalebone  braided  with  a  selvage  on  either  side,  which,  in  my 
"  Specification,  I  show  how  to  make."]  The  particular  machine  described  is 
produced  for  a  particular  purpose.  [Buckley,  J. — If  you  claim  a  new  article 
can  you  prevent  the  article  being  produced  by  any  process  ?]  I  need  not  say 
that  we  claim  an  article  per  se.    The  invention  is  the  application  of  an  old 

50  method  to  the  production  of  a  new  article — the  application  of  an  old  proce S3  to 
a  new  purpose.  In  fact  it  is  the  application  of  old  steps  in  a  new  order  to 
produce  something  new,  and  there  is  sufficient  subject-matter  to  support  the 
Patent.  The  Patentee  says,  "  Select  a  particular  type  of  the  well-known 
"  braiding  machine,  viz.,  one  with  4  heads  and  13  spindles,  and  use  it  in  the 

55  "  way  indicated  in  my  Specification.    The  resqlt  is  you  will  produce  an  article 
•  "  which  is  new."    This  is  patentable. 
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McMillan  followed,  and  referred  to  Thomson  v.  American  Braided  Wire 
Company  (5  R.P.C.  113),  and  continued. — Continuous  lengths  of  whalebone* 
braided  or  unbraided,  were  new.  Invention  was  required  to  bring  this  machine 
into  existence.  There  is  evidence  of  invention— continuous  whalebone  was  not 
used  before.  5 

Walter,  in  reply. — The  invention  claimed  is  a  process.  The  Defendants 
opened  their  Defence  on  the  invention  being  four  heads  and  13  spindles.  The 
Specification  is  not  limited  to  two  strips  of  whalebone.  Four  heads  and  13 
spindles  could  not  io  work  with  more  than  two  strips.  The  Plaintiff  does  not 
use  flexible  tube  guides  and  friction  drawing  off  apparatus.  [Thomson  v.  James  10 
(32  Beav.  570)  was  referred  to.]  The  use  of  an  old  machine  for  an  analogous 
purpose  is  not  patentable. 

BUCKLEY,  J. — In  the  year  1892  the  exceedingly  ingenious  mechanism  which 
is  used  in  a  braiding  machine  was  old  ;  the  greater  principle  of  it  was  known 
as  long  ago  as  1838.  The  use  of  heads  and  spindles  shifted  from  one  head  to  15 
another  by  cams  inducing  a  particular  path  of  travel  of  the  spindles,  the  notches 
in  the  heads  by  which  they  were  induced  to  take  that  path,  the  tightening  of 
the  threads  by  weights  used  in  the  spindles  were  old.  In  1892  the  Defendants' 
predecessors  •  in  title  took  out  a  certain  Patent,  and  the  question  I  have  to 
determine  as  regards  it  is — in  the  then  state  of  knowledge  was  there  subject-  20 
matter  for  that  which  is  claimed  by  that  Patent  ? 

Before  looking  at  the  Specification  in  such  detail  as  is  necessary,  I  may  say 
shortly  that  it  seems  to  me  to  come  to  this — that  the  Patentee  indicate?  that  if 
you  take  any  of  the  well-known  types  of  braiding  machines  and  adapt  them  in  a 
manner  which  he  seems  to  think  he  has  indicated  you  may  arrive  at  a  result,    25 
and  when  you  come  to  his  claim  what  he  claims  is  the  manufacture  of  a  new 
material  by  braiding  with  threads  applied  substantially  in  the  manner  and  by 
the  means  shown  in  the  drawings.    Going  a  little  more  in  detail  into  the 
Specification  at  page  2,  line  38,  he  says  that  his  invention  "  relates  to  the 
"  manufacture  of  covered  or  braided  whalebone  by  weaving  or  plaiting  two  or  30 
"  more  fine  whalebone  strips  with  a  number  of  interlacing  threads."  So  his  inven- 
tion relates  to  a  manufacture,  and  what  he  is  going  to  do  is  to  weave  or  plait 
together  two  or  more  strips  of  whalebone.     I  may  say  that  from  that,  and  from.      4 
what  follows,  I  understand  that  he  means,  as  a  matter  of  construction,  placing  two 
or  more  strips  edge  to  edge.    He  then  refers  to  certain  drawings,  and,  amongst  35 
other  things,  says  that  Fig.  4  shows  in  plan  the  movement  or  course  of  the 
rotary  bobbins  which  serve  to  effect  the  interlacing  of  the  threads  upon  two 
whalebone  strips  in  order  thereby  to  produce  the  new  product.    So  that  he  is 
taking  two  whalebone  strips  for  the  purpose  of  his  figures,  and  his  figures  show 
nothing  more  than  how  to  work  with  two  strips.    If  you  are  going  to  take  more,   40 
as  he  says  at  page  2,  line  39,*  then  he  tells  you  nothing,  such  as  I  am  going  to  refer 
to  presently,  about  how  you  are  going  to  deal  with  the  case  of  three.    Then  from 
page  2,  line  51,t  to  page  3,  line  21,  he  goes  on  to  describe  certain  matters,  all  of 
which  are  old  with,  I  think,  only  two  exceptions.    He  indicates  that  you  must 
use  a  flexible  tube  to  guide  your  whalebone,  and  he  says  that  in  order  to  actuate  45 
the  lower  of  the  two  rollers  I  he  uses  friction. 

I  have  the  machine  here  which  the  Defendants  use.  In  point  of  fact  neither 
of  those  two  adaptations  or  alterations  are  used  ;  there  is  no  flexible  tube,  there 
is  a  rigid  tube,  and  the  lower  roller  is  not  actuated  by  friction  but  by  a  cog 
wheel.  It  seems  to  me,  therefore,  that  the  Patentee  simply  uses  a  known  form  50 
of  braiding  machine,  subject  to  this,  that  at  page  3,  line  3,$  he  says  that  he 
uses  four  rotating  plates,  which  I  have  previously  called  heads.  In  his  Specifi- 
cation he  nowhere  says  how  many  spindles  he  uses,  but  if  you  look  at  his  figures, 


*  Ante,  page  206,  line  4. 


f  Ante,  page  206,  line  16, 


%  Ante,  page  206,  line  20. 
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which  as  I  have  said  are  drawn  to  show  the  mechanism  for  two  strips  of  whale- 
bone, yon  find  that  there  are  13  spindles,  but  he  does  not  say  in  his  Specification 
that  for  success  13  spindles  are  necessary,  or  indicate  in  any  way  that  in  the 
form  of  the  known  machine  which  you  must  use  in  order  to  produce  what  is 
5  called  his  new  product  you  must  take  four  heads  and  13  spindles.  Beyond 
that  he  has  indicated  at  page  2,  line  39,  and  again  at  page  3,  line  32,*  that  you 
may  use  three  strips  or  more  strips  if  you  like.  He  gives  you  no  figure,  and  he 
gives  you  no  instructions  how  you  are  to  combine  a  certain  number  of  heads 
and  a  certain  number  of  spindles  in  order  to  succeed  in  producing  his  new 

10  product  where  you  have  three  strips,  or  four  strips,  or  more.  This  leads  me  to 
this  conclusion,  that  he  did  not  put  forward  to  the  world  as  being  the  thing 
that  he  had  invented,  that  in  order  to  produce  his  new  product  the  point  was 
that  with  a  defined  number  of  heads  you  must  employ  a  defined  number  of 
spindles. 

15  In  point  of  fact,  what  has  been  proved  before  me  is,  that  the  operation  of  the 
braiding  machine,  the  ingenuity  of  which.  I  must  say  fills  me  with  surprise  and 
satisfaction,  is  this — there  are  four  of  these  heads ;  two  of  them  are  smaller 
and  two  of  them  are  larger  than  the  others.  The  two  smaller  heads  do  the 
interlacing  work  across  the  two  strips  of  whalebone — they  do  the  binding 

20  together — and  the  two  larger  heads  make  the  selvage  on  either  side  of  the  strip. 
And  the  fact  is  that  in  order  to  arrive  at  what  the  Patentee  wants — that  is  to 
say,  a  continuous  strip  of  whalebone,  a  completed  continuous  article  consisting 
of  two  strips  of  whalebone  tightly  bound  together  by  interlacing  threads,  and 
furnished  with  a  selvage  at  each  of  the  outer  edges — what  you  have  to  do  is  bo 

25  to  arrange  the  number  of  your  spindles  with  reference  to  your  heads  that  there 
shall  be  upon  the  two  larger  heads  such  a  number  of  spindles  as  to  produce  a 
substantial  selvage,  and  there  seems  to  be  upon  the  two  smaller  heads  such  a 
number  of  spindles  as  to  produce  a  sufficient  number  of  interlacing  threads.  If 
you  do  that  you  will  arrive  at  the  desired  result.     If  you  do  not  do  that  you 

30  will  not  arrive  at  the  desired  result.  Now,  does  the  Patentee  indicate  to  you 
that  that  is  what  you  have  to  do  ?  I  fail  to  see  that  he  does.  If  you  look  at  his 
Figure  you  find  there  are  13  spindles,  but  whether  he  knew  that  that  was 
essential  I  do  not  know ;  I  dare  say  he  did  ;  but  if  he  did  he  did  not  tell  the 
workman  who  was  going  to  put  up  the  machine  that  he  must  be  careful  to 

35  follow  that,  and  he  did  not  say  what  it  is  that  will  produce  a  similar  result 
when  you  have  got  those  altered  conditions. 

The  subject-matter  of  this  invention,  Mr.  Terrell  tells  me,  is,  that  the  Patentee 
says  there  is  a  well  known  thing  known  as  a  braiding  machine,  and  that  he  tells 
you  :  "  Select  a  particular  type  of  that  well  known  machine,  namely,  one  with 

44)  "  4  heads  and  13  spindles.  Use  it  in  the  way  indicated  in  my  Specification,  and 
44  the  result  is  you  will  produce  an  article  which  is  new,"  and  that  is  patentable. 
Now,  1  doubt  myself  whether,  in  the  strict  sense  of  the  word,  an  article  can 
ever  be  treated  as  being  in  itself  the  subject  of  a  Patent.  In  saying  that  I  am  not 
for  a  moment  forgetting  Thomson  v.  American  Braided  Wire  Company  in  the 

45  House  of  Lords.  What  I  mean  is  that,  assume  that  an  article  is  produced  by  a 
particular  process,  and  that  that  article  is  new,  you  may  say  that  you  take  out  a 
Patent  for  the  article  in  the  sense  that  it  is  a  new  thing,  and  it  is  got  out  in  a 
way  which  was  not  known  before,  but  I  do  not  think  it  has  ever  been  laid  down 
that  it  would  be  an  infringement  of  a  Patent  for  that  article  if  someone 
50  ascertained  a  totally  different  path  by  which  you  would  arrive  at  the  same 
completed  thing.  I  do  not  think  that  Thomson  v.  American  Braided  Wire 
Company  affirmed  that.  I  think  that  this  proposition  of  law  is  probably  true  : 
that  a  Patentee  who  says,  "  Select  one  of  a  known  class  of  machines,  use  it  in  the 


*  AnU,  page  206,  line  50. 
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"  manner  indicated  in  my  Specification,  and  which  I  insist  upon  as  being  the 
"  essence  of  my  Patent,  and  you  will  produce  a  new  article.1'  That,  I  think, 
could  be  the  subject  of  a  Patent.  Is  that  what  the  Patentee  does  here  ?  Let  me 
look  at  his  claim.  Before  reading  the  claim  perhaps  I  ought  to  read  a  passage 
which  I  have  not  yet  read.  At  page  3,  line  22,  he  says  this :  "  The  construction  5 
"  and  arrangement  of  the  mechanism  employed  for  operating  the  bobbins  a  to 
"  produce  the  braid  or  webbing  will  be  readily  understood  without  further 
"  description.  Such  mechanism  may  be  of  any  of  the  well  known  types  here- 
"  tof ore  used  in  braiding  machines,  the  foregoing  description  serving  to  indicate 
"  how  such  braiding  machines  can  be  adapted  to  produce  covered  or  braided  10 
*'  whalebone  according  to  this  invention."  Then  his  claim  is  :  "  The  manu- 
"  facture  of  the  new  material,  strips  of  natural  whalebone  covered  or  braided  with 
"  threads  of  fibrous  material  applied  substantially  in  the  manner  and  by 
"  the  means  hereinbefore  described  with  reference  to  and  shown  in  the 
"  drawings."  Reading  that  shortly,  it  seems  to  me  to  be  the  manufacture  of  a  15 
material,  namely,  strips  covered  with  threads,  which  threads  are  applied  in  the 
manner  shown  in  the  drawings.  To  my  mind  that  is  a  claim  for  a  process,  and 
not  for  a  product.  It  is  true  the  Patentee  says  you  will  get  a  new  article,  but  what 
he  claims  is  the  manufacture  of  that  new  article  by  means  which  he  has  described 
in  his  Specification.  It  seems  to  me  that  the  claim  thus  made  is  a  claim  to  20 
something  which  was  known  before.  It  was  simply  the  application  of  a  known 
machine  in  such  a  manner  as  that  you  got  a  certain  number  of  threads  to  inter- 
lace and  a  certain  number  of  threads  to  form  the  selvage.  I  do  not  think  there 
was  subject-matter  in  that,  but  I  must  add  that,  even  if  that  be  so,  I  fail  to  see 
that  this  Patentee  has  indicated  that  you  must  so  use  the  machine  as  to  do  that  25 
which  will  produce  the  result.  He  has  only  said  that  you  may  do  it  with  two 
strips,  taking  the  Figure,  by  four  and  13  ;  he  has  told  you  nothing  as  to  how 
you  are  to  do  it  with  three  strips  or  four.  In  fact  four  heads  and  nine  bobbins 
were  old,  six  heads  and  13  bobbins  were  old,  and  I  think  one  of  the  witnesses 
spoke  to  a  machine  in  which  you  could  have  15  bobbins.  In  fact  these  braiding  30 
machines  were  known  with  a  combination  of  various  numbers  of  heads  and 
various  numbers  of  bobbins.  All  that  this  Patentee  has  done  is  to  say  if  you 
take  four  and  13  with  two  strips  of  whalebone  that  will  do.  It  seems  to  me 
that  this  Patent  is  invalid  for  want  of  subject-matter,  and  I  so  hold. 

Walter. — Your  Lordship  will  grant  an  injunction  restraining  the  threats,  and  35 
an  inquiry  as  to  damages. 

Buckley,  J.— Yes. 

The  inquiry  was  stayed  if  the  Defendants  appealed  within  14  days. 
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In  thb  Hioh  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Buckley. 


January  30th  and  31st,  February  1st  and  3rd,  1902. 


Acetylene  Illuminating  Company,  Ld.  v.  United  Alkali  Company,  Ld. 


5  Patent. — Action  for  infringement. — Alleged  anticipation. — Option  of  Patentee 
under  section  103  of  Patents,  Jkc.  Act,  1883. —  Within  what  period  exerciseable.— 
Date  of  commencement  of  protection  against  anticipation. — Date  of  Patent  con- 
clusive.— Construction  of  Specification. — Novelty. — Infringement. — Patent  held 
invalid.— Action  dismissed. — Particulars  of  Objections. — Certificate  of  validity 
10  refused. — Patents,  Ac.  Act,  1883,  sections  29,  31,  103;  Patents,  Ac.  Act,  1885, 
section  6.— Patent  Rules,  1890,  24-29. 

W.  applied  on  the  28th  of  February  1894  for  a  Patent  in  the  United  States, 
and  on  the  1st  of  September  1894  applied  in  the  United  Kingdom  for  Letters 
Patent  for  an  invention  of  "  Improved  metallic  carbides  applicable  for  use  in 

15  "  the  production  of  acetylene,  and  means  for  producing  the  same"  this  being 
alleged  to  be  the  same  invention  as  that  patented  in  the  United  States.  The 
application  was  made  in  tJie  ordinary  form  and  not  in  that  prescribed  in  the 
Patent  Rules  for  an  application  claiming  the  benefit  of  section  108  of  the 
Patents  Act,  1883,  and  after  seven  months  from  the  date  of  the  American 

20  application  had  elapsed,  but  before  the  grant  of  the  Patent,  the  Patentee  applied 
to  the  Patent  Office  to  have  the  Patent  dated  as  of  the  same  date  as  the  American 
application ;  this  was  refused,  and  the  Patent,  which  was  granted,  was  dated 
the  1st  of  September  1894.  The  owners  of  the  Patent  having  commenced  an 
action  for  infringement,  the  Defendants  denied  infringement  and  alleged  want 

25  of  invention  and  novelty,  relying  on  (inter  alia)  a  United  States  Patent  of  W. 
of  1892  and  five  papers  by  M.  One  of  these  papers  was  published  in  this 
country  on  the  16th  of  March  1894.  The  Plaintiffs  contended  that  the  Patent 
was  protected  by  section  103  of  the  Patents,  etc.,  Act,  1883,  as  amended  by  section  6 
of  the  Patents,  etc.,  Act,  1885,  from  anticipation  by  Jf.'s  Paper,  alleging  that  the 
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Patent  ought  to  have  been  dated  the  28th  of  February  1894,  and  that,  although 
not  so  dated,  it  was  protected  under  subsection  (2).  This  was  decided  at  the 
trial  as  a  preliminary  point. 

Held,  that  the  Patentee  could  only  exercise  the  option  conferred  upon  him 
by  section  108  within  seven  months  from  the  date  of  the  American  applica-  5 
Hon,  "  application  "  in  that  section  meaning  one  on  which  the  Patentee  elects  to 
take  the  benefit  of  the  section,  and  {following  the  British  Tanning  Company  v. 
Groth,  8  R.P.C.  118)  that  subsection  (2)  only  applies  where  the  Patentee  avails 
himself  of  the  privileges  of  the  section  ;  thai  the  date  of  the  Patent  is  conclusive  ; 
and  that  therefore  the  Defendants  were  not  precluded  from  relying  on  M.'s  10 
paper  as  a  prior  publication  of  the  invention. 

The  first  claim  in  the  Specification  was  for  "the  manufacture  of  crystalline 
"  calcium  carbide  by  subjecting  lime  and  carbonaceous  matter  in  suitable 
"  proportions  to  the  continued  action  of  electrically  generated  heat,  substantially 
"  as  hereinbefore  described"  In  the  body  of  the  Specification  the  Patentee  said  1  5 
that  he  employed  "  a  suitable  electric  furnace,  such  as  a  Siemens  arc  furnace." 
The  Plaintiffs  case  was  that  the  Patentee  was  the  first  person  to  show  how  to 
manufacture  calcium  carbide  on  a  commercial  scale;  that  the  Patent  wets 
confined  to  using  an  electric  furnace  so  that  the  current  passed  through  the 
material,  but  not  to  an  arc  furnace  as  distinguished  from  an  incandescent  20 
furnace ;  that  there  were  no  sufficient  directions  in  WSs  UJS.  Patent  for  the 
manufacture  of  calcium  carbide;  that  M.  only  produced  calcium  carbide  in 
minute  quantities,  and  avoided  electrolytic  action,  which  the  Patentee  discovered 
was  harmless. 

Held  that,  according  to  the  true  construction  of  the  Specification,  the  Patentee  25 
intended  to  use  an  arc,  as  opposed  to  an  incandescent,  furnace,  and  that  it  was 
known  before  the  Patent  that  electrolytic  action  was  harmless,  and  that  there 
was  no  invention  in  using  a  process  to  make  calcium  carbide  on  a  commercial 
scale  which  already  was  known  to  produce  it ;  that  the  Patent  was  invalid  for 
want  of  novelty ;  and  that  even  if  it  had  been  novel  it  had  not  been  infringed,  30 
as  the  Defendants  used  an  incandescent  furnace. 

The  action  wets  dismissed,  the  costs  of  certain  of  the  Particulars  of  Objections 
being  allowed,  but  not  including  those  Particulars  setting  out  Specifications  and 
documents  referred  to  during  the  trial  merely  for  the  purpose  of  explaining  the 
term  "  Siemens  arc  furnace  "  and  similar  terms,  and  not  relied  on  as  anticipa-  35 
tions.  A  Certificate  that  the  validity  of  the  Patetit  came  in  question  was 
refused;  such  a  Certificate  cannot  be  given  when  the  Patent  is  held  to  be 
invalid. 

Haslam  &  Co.  v.  Hall  (5  R.P.C.  1)  not  followed. 

On  the   1st  of    September  1894  Letters  Patent  (No.  16,705  of  1894)  were  40 
granted  to  Thomas  Leopold  Willson  for  "  Improved  metallic  carbides,  applicable 
44  for  use  in  the  production  of  acetylene,  and  means  for  producing  the  same." 
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The  Complete  Specification,  dated  the  27th  of  Jane  1895,  was  as  follows  : — 
14  This  invention  relates  to  the  production  of  metallic  carbides  suitable  for  the 
44  production  of  acetylene  gas  which  may  be  used  for  illuminating,  heating  and 
44  other  purposes.  By  the  use  of  calcium  carbide  produced  according  to  my 
5  "  invention  acetylene  gas  may  be  generated  in  large  quantities  and  at  very 
"  moderate  cost,  such  as  opens  up  commercial  uses  for  such  gas  which  have 
44  hitherto  been  impracticable  because  of  the  great  cost  of  its  production. 
*  According  to  my  new  process  I  treat  calcium  oxide  or  some  other  suitable 
44  compound  containing  calcium  such  for  example  as  dolomite  in  the  presence 

10  "  of  carbonaceous  matter,  such  as  carbon,  or  hydrocarbon,  by  exposure  to  the 
u  intense  heat  of  an  electric  arc  in  an  electric  furnace,  whereby  the  oxygen  is 
44  withdrawn  from  the  calcium  and  its  place  taken  by  carbon,  forming  a  calcium 
44  carbide,  and  by  using  water  to  re-act  with  this  calcium  carbide,  mutual 
"  decomposition  may  be  brought  about  wherein  the  hydrogen  of  the  water 

15  "  unites  with  the  carbon  of  the  carbide  to  form  dihydrogen  dicarbide  or 
44  acetylene,  which  escapes  as  gas.  By  this  process  the  gas  can  be  produced 
44  with  great  economy. 

"  In  carrying  out  my  invention  I  employ  a  suitable  electric  furnace,  such  as 
44  a  Siemens  arc  furnace  and  in  its  chamber  I  place  lime  and  carbonaceous 

20  "  matter,  and  pass  a  powerful  electric  current  through  it  in  order  to  generate  an 
"  enormous  degree  of  heat.  The  lime  may  be  quicklime  in  lumps  or  powder, 
"  and  be  mechanically  mixed  with  carbon  in  the  form  of  coal,  or  by  slacking  or 
"  hydrating  the  lime  it  may  be  more  intimately  combined  with  carbonaceous 
44  matter  by  stirring  it  into  a  liquid  hydrocarbon,  preferably  coal  tar  pitch  kept 

25  "  liquid  by  heat ;  when  the  hydrocarbon  has  taken  up  all  of  the  lime  that  it 
"  will,  the  mixture  is  dried  by  heat  and  placed  in  the  furnace.  Or  the  lime 
"  and  carbonaceous  matter  may  be  charged  into  the  furnace  from  time  to  time, 
"  or  in  alternation,  during  the  operation.  Or  Instead  of  introducing  separate 
"  carbonaceous  matter,  the  heavy  carbon  pencils  or  slabs  of  the  furnace  may  be 

30  "  relied  upon  as  the  source  of  carbon,  although  this  is  disadvantageous  because 
"  less  economical  than  to  provide  carbon  in  the  other  forms  named.  In  practice 
"  I  mix  together  powdered  lime  and  powdered  coke  or  coal  in  the  proportions 
"  of  approximately  90  pounds  of  lime  to  60  pounds  of  carbon,  using  a  furnace 
"  with  a  carbon  hearth  or  crucible  and  an  upright  carbon  pencil  connected  to 

35  "  opposite  terminals  of  a  suitably  proportioned  dynamo  electric  generator.  The 
"  pencil  is  pressed  against  the  hearth  and  the  mixed  materials  fed  in  around  it, 
"  the  current  being  then  established  the  pencil  is  lifted  to  draw  an  arc  which 
"  heats  the  materials  and  effects  the  reduction.  The  treatment  in  the  furnace 
"  deoxidises  the  lime,  the  oxygen   escaping  as  carbon-monoxide  or  carbon 

40  "  dioxide  gas,  and  the  calcium  thus  set  free  enters  into  a  new  combination  with 
44  the  carbon  forming  a  calcium  carbide,  the  formula  for  which  is  believed  to 
"  be  OaCs.  This  material  may  be  tapped  out  of  the  furnace  at  a  white  heat  or 
"  may  be  removed  at  the  close  of  the  operation.  As  the  carbide  is  taken  from 
"  the  furnace  it  cools  and  solidifies  in  crystalline  masses.     Since  making  the 

45  "  invention  which  is  the  subject  of  this  Patent  I  have  discovered  that  great 
"  advantages  arise  by  using  an  alternating  instead  of  a  continuous  current.  It 
"  is  intended  to  make  this  the  subject  of  a  fresh  application  for  a  Patent  and  I 
"  therefore  make  no  claim  for  it  in  this  Specification.  The  affinity  of  the 
44  carbide  for  water  is  so  strong  that  if  left  exposed  to  the  air  it  gradually 

50  "  crumbles  to  powder,  its  surface  turning  to  a  whitish  grey  by  the  formation  of 

"  lime.    It  is  consequently  necessary  if  the  material  is  to  be  preserved  for  some 

"  time,  to  enclose  it  in  vessels  from  which  all  moisture  is  excluded  or  to  keep  it 

44  beneath  the  surface  of  oil  or  otherwise  to  protect  it  from  moisture. 

44  In  using  this  calcium  carbide  for  the  manufacture  of  acetylene  I  take  a 

55  "  bath  of  water  and  drop  the  calcium  carbide  into  it  in  suitable  quantities  from 
44  time  to  time,  catching  the  generated  gas  by  any  suitable  closed  vessel  and 
14  conducting  it  to  any  suitable  gasometer  or  gasholder.     Upon  dropping  the 

z  2 
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44  calcium  carbide  into  the  water  a  violent  decomposition  takes  place  accompanied 
44  by  the  evolution  of  large  quantities  of  acetylene  gas,  and  leaving  a  residue  of 
44  hydrated  calcium  oxide,  the  reaction  being  believed  to  be  CaC*  ■+■  (HaO)$  = 
"  H2C,  +  Ca(HO)2.  Approximately  5*8  cubic  feet  of  acetylene  is  produced  per 
"  pound  of  calcium  carbide  the  proportion  varying  according  to  the  purity  of  5 
"  the  carbide,  which  is  liable  to  contain  carbon  or  graphite  and  sometimes  lime 
44  as  impurities." 

The  Patentee  claimed  : — "  1.  The  manufacture  of  crystalline  calcium  carbide 
44  by  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions  to  the 
44  continued  action  of  electrically  generated  heat,  substantially  as  hereinbefore  10 
44  described.  2.  The  process  of  producing  crystalline  calcium  carbide, 
44  consisting  in  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions 
44  to  the  continued  heat  of  an  electric  arc  between  a  carbon  pencil  above  and  a 
44  conducting  hearth,  or  pool  of  reduced  material  thereon,  beneath,  substantially 
44  as  hereinbefore  described.  3.  The  process  of  treating  a  compound  containing  15 
44  calcium  with  carbonaceous  matter  in  an  electric  furnace  as  hereinbefore 
44  described  to  produce  a  carbide  of  the  metal,  or  metals  contained  in  such 
44  compound  and  afterwards  acting  upon  the  carbide  so  formed  with  water  to 
44  generate  a  hydrocarbon  gas,  substantially  as  hereinbefore  described.  4.  The 
44  process  of  treating  calcium  oxide  with  carbonaceous  material  in  an  electric  20 
44  furnace  as  hereinbefore  described  to  produce  calcium  carbide,  and  afterwards 
44  acting  upon  the  calcium  carbide  with  water  to  liberate  acetylene  substantially 
44  as  described." 

On  the  23rd  of  January  1901  the  Acetylene  Illuminating  Company,  Ld.,  and 
the  Willson  Laboratory  Company,  Ld.,  commenced  an  action  against  the  25 
United  Alkali  Company,  Ld.,  claiming  the  usual  relief,  for  infringement  of 
this  Patent  and  three  earlier  Patents—  Willson  (No.  9361  of  3890),  Willson 
(No.  21,701  of  1892),  and  Ellis,  a  communication  from  abroad  by  Willson 
(No.  16,342  of  1894).  At  the  trial  the  Plaintiffs  offered  no  evidence  as  to  the 
three  last-mentioned  Patents  ;  the  pleadings  in  this  report  are  therefore  confined  30 
to  the  first-mentioned  Patent  (hereinafter  referred  to  as  the  Patent). 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  that  the  Defendants  had 
infringed,  and  that  the  Patent  was  valid,  and  that  the  registered  owners  were 
the  Willson  Laboratory  Company,  Ld.,  and  that  the  Acetylene  Illuminating 
Company,  Ld.,  were  licensees.  *  35 

The  Particulars  of  Breaches  alleged  (1)  that  the  Defendants  had  infringed  by 
manufacturing,  selling,  supplying,  and  using  in  this  country  calcium  carbide 
manufactured  according  to  or  in  manner  only  colourably  differing  from  {inter 
alia)  the  inventions  described  in  the  Specification  filed  in  pursuance  of  the  Patent 
and  claimed  in  the  first  and  second  claiming  clauses  of  the  same  ;  (2)  that  on  or  40 
about  the  8th  of  January  1901  the  Defendants  sold  to  one  Richard  Thomas 
Nicholson  one  hundredweight  of  calcium  carbide  made  in  infringement  of 
the  said  claiming  clauses ;  and  (3)  claimed  to  recover  in  respect  of  all 
infringements. 

By  their  Defence  the  Defendants  denied  infringement,  and  alleged  that  the  45 
Patent  was  invalid. 

By  their  Particulars  of  Objections  they  alleged  as'follows  : — D.  As  to  Letters 
Patent  No.  16,705  of  1894  :  1.  That  the  said  alleged  inventions  were  not  new. 
(a)  The  Defendants  as  to  all  the  claims  in  the  Final  Specification  of  Letters 
Patent  No.  16,705  of  1894  repeated  the  objections  to  the  novelty  of  the  Letters  50 
Patent  of  No.  16,342  of  1894,  and  repeated  also  paragraph  C  5.  [The  parts 
so  repeated  were  as  follows  : — (a)  That  the  said  alleged  inventions  claimed  in 
all  the  claiming  clauses  of  the  Specification  of  the  Patent  had  been  published 
by  deposit  in  the  Patent  Office  Library,  London,  of  the  following  Specifications, 
the  whole  of  each  of  which  was  relied  upon  :— (1)  Willson  (No.  9361  of  1890) ;  55 
'2)  Willson  (No.  4757  of  1891)  ;  (3)  Justice  (No.  17,911  of  1892V;  (4)  WiUson 
No.  21,696  of  1892) ;  (5)   Willson  (No.  21,701  of  1892)  ;  (6)  Willson  QJ.8JL 


i 


Vol.  XIX,,  No.  13.]      AND  TRADE  MARK  OASES.  217 

Acetylene  Illuminating  Company \  Ld.  v.  United  Alkali  Company,  Ld. 


No.  492,377  of  1892)  ;  (7)  Acheson  (U.S.A.  No.  492,767  of  1892).  (b)  The  said 
alleged  inventions, claimed  in  all  the  claiming  clauses  of  the  Specification  of  the 
Patent  had  been  published  in  this  realm  prior  to  the  date  of  the  Patent  by 
publication  in  this  realm  at  the  Patent  Office  Library  and  at  the  British  Museum 
5  in  the  following  works  :-^-(l)  "  Annales  de  Chimie  et  de  Physique,"  6th  series, 
Vol.  XX  VIII.,  page  257,  in  a  paper  written  by  M.  M.  L.  Maquenne ;  (2)  "  Comptes 
"  Rendus  of  the  Academie  des  Sciences,"  1892,  Vol.  CXV.,  in  a  paper  by  M.  Moissan, 
commencing  page  103 1-10  i3#  ;  (3)  same,  Vol.  CXIV.,  pages  361-2,  and  Vol.  CXV., 
p iges  558-561  and  1034-6f ;  (4) same,  1894,  Vol.  CXVIIL,  in  a  paper  by  M. Moissan, 

10  pages  501-506$ ;  (5)  "  Annalen  der  Chimie  und  Pharmacie,"  Vol.  CXXIV., 
page  220,  the  parts  relied  on  being  those  giving  an  account  of  WohUr's 
researches  and  experiments  on  calcium  carbide  and  acetylene  gas  ;  (6)  "  The 
"  Encyclopaedia  of  Chemistry,"  published  by  Baird  of  Philadelphia  in  1872,  and 
published  in  the  Patent  Office  Library,  London,  on  the  14th  of  October  1882  ;  the 

15  passage  relied  on  was  that  relating  to  carburet  of  calcium  on  page  397  ;  (7)  "  The 
"  Journal  of  the  Society  of  Chemical  Industry,"  Vol.  XII.,  No.  3,  31st  of  March 
1893,  articles  of  Dr.  Borcher,  page  275,  and  H.  le  CJiatelier,  page  295 ;  (8) 
44  Comptes  Rendus  of  the  Academie  des  Sciences,"  1893,  Vol.  CXVL,  page  1222  ; 
(9)  same,  1893,  Vol.  CXVI1.,  pages  679-682§  ;  (10)  "  The  Journal  of  the  Society  of 

20  "  Chemical  Industry,"  29th  of  April,  1893  ;  note  on  Moissan's  experiments  ; 
(11)  "  Nature,"  March  15th,  1894,  Vol.  XLIX.,  page  475  ;  (12)  "  Comptes  Rendus 
"  of  the  Academie  des  Sciences,"  Vol.  CXIX.,  pages  16-20,  of  2nd  July  1894  ; 
(13)  u  The  Gas  World  "  for  9th  of  June  1894  ;  the  paragraph  relating  to  foreign 
and  colonial  notes;   (14)   "The  American   Journal  of  Science,"  1839,  Vol. 

25  XXXVII.,  pages  267  and  268,  and  1840,  Vol.  XXXVIII.,  page  189  ;  (15) 
Borcher's  "Electro-Metallurgy,"  1st  edition,  page  62,  published  in  Patent 
Office  Library,  London,  8th  of  June  1893.  (c)  That  the  said  alleged  inventions 
claimed  in  all  the  claiming  clauses  of  the  final  Specification  of  the  said  Letters 
Patent  were  matters  of  general  common  knowledge,  and  were  commonly  and 

30  generally  described  in  all  standard  chemical  literature,  and  calcium  carbide  had 
been  commonly  and  generally  manufactured  and  used  in  this  realm  in  and 
since  the  year  1865.  (d)  That  the  said  alleged  invention  had  also  been  published 
by  the  sending  into  this  realm  in  September  1892  by  Willson  of  crystalline 
calcium  carbide,  together  with  a  letter  dated  the  16th  of  September  1892  fully 

35  describing  the  process  of  manufacture  to  Lord  Kelvin  at  Glasgow  University, 
and  by  the  public  use  and  exhibition  of  the  same  by  Lord  Kelvin  at  the  said 
University.  The  said  invention  was  further  published  in  a  letter  dated  the 
13th  of  December  1892,  written  by  the  said  Willson  to  Glasgow  University. 
(e)  That  the  said  alleged  invention  was  also  published  by  the  importation  into 

40  the  United  Kingdom  in  the  autumn  of  1893  by  one  James  T.  Morehead  of 
calcium  carbide  made  according  to  the  said  invention,  and  by  the  distribution 
of  several  samples  of  the  same  to  various  persons  in  London  whose  names  were 
at  present  unknown  to  the  Defendants.  (/)  That  there  were  no  proper  direc- 
tions as  to  voltage.]     (2)  That  the  said  Thomas  Leopold  Willson  was  not  the 

45  true  and  first  inventor  of  the  said  alleged  inventions.  The  said  alleged  inven- 
tions described  in  the  Complete  Specification  and  claimed  in  all  the  claiming 
clauses  thereof  had  been  the  subject  of  a  prior  grant  of  Letters  Patent  (No. 
16,342  of  1894)  granted  to  one  Gwrge  Beloe  Ellis  for  an  invention  of  "  Improve- 
44  ments  in  the  production  of  metallic  carbides  and  of  illuminating  gas  derived 

50  "  therefrom " ;  and  by  reason  of  such  prior  grant  the  said  Letters  Patent 
No.  16,705  of  1894  were  wholly  void  and  of  no  effect ;  (3)  that  none  of  the 
said  alleged  inventions  claimed  in  any  of  the  claims  of  the  final  Specification 


•  This  paper  wm  No.  36  in  a  Volume  of  documents  used  at  the  trial, 
t  Thfc  payer  was  No.  99  fe  such  Volume.  J  Thie  paper  was  No.  40  in  euoh  Volume. 

$  This  paper  was  No.  46  irn  euda  Volmi 
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were  the  subject  of  valid  Letters  Patent;  as  to  claiming  clauses  3  and  4  the 
Defendants  repeated  the  objections  raised  in  paragraph  C  2  thereof  that  the 
Defendants  intended  to  allege  that  the  combination  of  processes  set  out  in  the 
claims  described  no  combination  which  could  be  validly  protected  by  Letters 
Patent,  and  the  Defendants  would  rely  upon  the  publications  and  the  general  5 
common  knowledge  set  out  in  paragraphs  A  1,  B 1,  and  C  1  thereof*  ;  (4)  that  the 
Patent  was  granted  upon  a  false  representation  made  to  the  Crown  by  the 
said  Thomas  L.  Willscm  that  he  was  in  the  possession  of  a  new  invention, 
of  which  he  was  the  true  and  first  inventor  within  the  realm,  whereas  and  in 
fact  one  George  Beloe  Ellis  had  four  days  before  the  date  of  the  said  application,  10 
and  to  ihe  knowledge  of  the  said  Thomas  L.  Willson,  applied  for  a  Patent  for 
such  invention,  and  by  reason  of  the  said  false  representation  so  made  as 
aforesaid  the  Patent  was  wholly  void  and  of  no  effect ;  (5)  that  none  of  the 
said  alleged  inventions  claimed  in  any  of  the  claiming  clauses  of  the  final 
Specification  of  the  Patent  were  useful.  Further  particulars  were  delivered  in  15 
reference  to  C  1  {d)  and  (e)  which  it  is  not  necessary  to  set  out  in  this  report.* 

By  their  Reply  the  Plaintiffs  alleged  as  follows  : — "  3.  As  to  Letters  Patent 
"  No.  16,705    of    1894,  in    paragraph  (D)   of  the   Particulars  of    Objections 
44  mentioned,  the  Plaintiffs  further  say  that  by  reason  of  an  application  having 
44  been  made  by  Thonids  Leopold  Willson,  on  the  28th  day  of  February  1894,  in  20 
44  the  United  States  of  America  (serial  number  501.763),  in  respect  of  the 
44  invention  described  and  claimed  in  the  said  Letters  Patent  No.  16,705  of  1894, 
44  granted  to  the  said  Thomas  Leopold  Willson,  they  will  contend  that  by  virtue 
44  of  section  103  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  the  said 
44  TJwmas  Leopold  Willson  was,  and  is,  entitled  to  have  the  Baid  Letters  Patent  25 
44  dated,  and  the  same  should  be  dated,  as  of  the  said  date  of  the  aforesaid 
44  application  upon  which  Letters  Patent  were  in  due  course  granted  in  the 
44  United  States.     Application  was  duly  made,  prior  to  the  grant  of  the  said 
44  Letters  Patent  No.  16,705  of  1894,  that  the  same  should,  under  and  by  virtue 
44  of  the  said  section,  be  dated  the  28th  day  of  February  1894,  but  the  application  30 
44  was  wrongfully,  and  without  just  cause  or  excuse,  refused." 

The  Defendants,  by  Rejoinder,  alleged  : — 44  2.  As  to  paragraph  3,  under  and 
u  by  virtue  of  Rules  24-29  inclusive,  of  the  Patents  Rules,  1890,  a  special 
44  procedure  is  laid  down,  and  special  forms  of  application  are  provided,  in 
44  accordance  with  which  applications  for  Letters  Patent  claiming  the  benefits  35 
44  of  section  103  of  the  Patent  Act,  1883,  have  to  be  made.    Such  forms  of 

application  were  not  used,  nor  was  such  special  procedure  adopted  upon 

application  for  Letters  Patent  No.  16,705  of  the  year  1894,  but  such  application 
44  was  made  in  accordance  with  the  ordinary  form  of  application  for  Letters 
44  Patent,  and  upon  such  application  the  said  Letters  Patent  No.  16,705  of  the  40 
44  year  1894,  in  respect  of  which  the  present  action  is  brought,  were  issued,  and 
44  such  Letters  Patent  are  dated  the  1st  of  September  1894,  and  the  said  date  is 
44  the  date  of  the  said  Letters  Patent  and  no  other.  3.  The  said  Rules,  24-29 
44  inclusive,  of  the  Patents  Rules,  1890,  were  duly  made  by  the  Board  of  Trade 
44  under  and  by  virtue  of  the  provisions  101  of  the  Patents,  Designs,  and  Trade  45 
44  Marks  Act,  1883,  and  any  of  the  terms  of  section  103  of  the  said  Act 
44  inconsistent  with  such  Rules  are  thereby  repealed.  4.  Further,  as  to  the 
44  matters  alleged  in  paragraph  3  of  the  Reply,  the  High  Court  of  Justice  has  no 
44  power  to  antedate  the  said  Letters  Patent,  or  to  construe  the  said  Letters 
44  Patent  as  bearing  date  on  any  other  day  than  the  day  on  which  the  same  50 
44  purport  to  be  dated.  A  special  Act  of  Parliament,  the  short  title  of  which 
44  was  Willson's  Patent  Act,  1896,  was  in  fact  applied  for  for  the  purpose  of 
44  antedating  the  said  Letters  Patent,  but  such  Act  was  never  passed  by  the 
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44  Legislature  but  was  thrown  out  in  Committee.    The  preamble  of  the  said  Act 

44  (inter  alia)  alleged  that  Letters  Patent  No.  16,342  of  the  year  1894  (also  sued 

44  upon  in  this  action)  were  for  the  same  invention  as  Letters  Patent  No.  16,705 

44  of  the  year  1894.    D.  Further,  as  to  the  matters  alleged  in  paragraph  3  of  the 

Reply,  the  antedating  of  the  said  Letters  Patent  could  only  be  obtained  by  a 

special  Act  of  Parliament.9' 

In  Bur-Rejoinder  the  Plaintiffs,  as    to   the  Rejoinder,  said  : — "  1.    As  to 

44  paragraphs  2  to  5  inclusive  thereof,  they  join  issue.     Further,  the  Patents, 

44  Designs,  and  Trade  Marks  Act,  1883,  by  section  103,  subsection  3,  enacts  that 

10  u  an  application  for  the  grant  of  a  Patent  under  the  said  section  103  must  be 
44  made  in  the  same  manner  as  an  ordinary  application  under  the  said  Act. 
44  2.  Thomas  Leopold  Willson,  the  grantee  of  Letters  Patent  No.  16,705  of  1894, 
44  complied  with  the  said  subsection,  and,  in  so  far  as  Rules  24  to  29  inclusive 
44  of  the  Patents  Rules,  1890,  or  any  provisions  of  the  same,  are  inconsistent 

15  "  with  the  said  Act,  or  the  said  subsection  thereof,  they  are  ultra  vires  and  of 
44  no  effect,  or,  alternatively,  are  subordinate  to  the  said  Act  and  the  said  sub- 
44  section  thereof,  and  the  latter  must  prevail." 

The  Complete  Specification  of  Ellis  (No.  16,342  of  1894),  which  Patent, 
dated  the  27th  of  August  1894,  was  one  of  the  Patents  sued  on,  and  was 

20  flet  up  by  the  Defendants  as  a  prior  grant,  was  as  follows : — "  According 
44  to  this  invention  calcium  oxide  or  lime  or  some  other  suitable  compound 
44  containing  calcium  such  for  example  as  dolomite  is  treated  in  the  presence 
44  of  carbonaceous  matter  by  exposure  to  the  intense  heat  of  the  electric  arc 
44  in  an  electric  furnace  for  a  sufficient  length  of  time.    The  intense  degree 

25  "  of  heat  that  is  only  to  be  attained  by  converting  electrical  energy  itito  heat 
44  energy  seems  to  be  necessary  to  ensure  the  requisite  reaction.  Carbon  and 
44  the  heavier  liquid  or  solid  hydrocarbons  may  be  used ;  but  carbon  in  the 
44  form  of  pulverised  coal  or  coke  is  preferable.  In  practice,  pulverulent  lime 
44  and  coke  or  coal  are  mixed  in  the  proportions  of  approximately  90  pounds  of 

30  "  lime  to  60  pounds  of  carbon.  Using  a  furnace  with  a  carbon  hearth  or 
44  crucible  and  an  upright  carbon  pencil,  connected  to  opposite  terminals  of  a 
44  suitably  proportioned  dynamo  electric  generator,  the  pencil  is  pressed  against 
44  the  hearth,  and  the  mixed  materials  fed  in  around  it ;  the  current  being  then 
44  established,  the  pencil  is  lifted  to  draw  an  arc,  which  heats  the  materials  and 

85  "  effects  the  reduction  ;  the  calcium  carbide  as  it  is  formed  fusing  and  forming 
44  a  pool  on  the  hearth,  on  which  pool  the  mixture  which  is  again  fed  into  the 
44  furnace  floats.  As  the  pool  or  bath  of  carbide  accumulates,  the  carbon  pencil 
44  is  raised  to  maintain  the  arc,  which  is  drawn  between  the  electro-conductive 
44  carbide  as  one  electrode  and  the  carbon  pencil  as  the  other.    The  molten 

40  "  carbide  may  be  tapped  off  from  time  to  time.  Since  making  the  invention 
44  which  is  the  subject  of  this  Patent  my  correspondent  has  discovered  that 
44  great  advantages  arise  by  using  an  alternating  instead  of  a  continuous  current. 
44  It  is  intended  to  make  this  the  subject  of  a  fresh  application  for  a  Patent  and 
44  therefore  no  claim  is  made  for  it  in  this  Specification.    As  the  carbide  is  taken 

45  "  from  the  furnace  it  cools  and  solidifies  in  crystalline  masses.  It  has  a  strong 
44  affinity  for  water,  and  if  left  exposed  to  the  air  gradually  crumbles  to  powder, 
44  its  surface  turning  to  a  whitish  grey  by  reason  of  the  formation  of  lime.  So 
44  great  is  the  affinity  of  this  carbide  for  water,  that  in  bringing  it  into  contact 
44  with  cold  water,  it  rapidly  decomposes  the  water,  generating  gas  in  large 

50  u  volume.  The  residue  of  this  reaction  is  milk  of  lime,  sometimes  slightly 
44  discoloured  with  graphite.  The  generated  gas  is  acetylene  C2H,.  On  igniting 
44  the  gas  as  it  is  evolved,  and  in  the  open  air,  it  burns  with  a  yellowish  and 
44  somewhat  smoky  flame,  accompanied  with  some  precipitation  of  lamp  black. 
44  The  product  of  this  invention  is  distinguished  from  calcium  carbide  previously 

55  u  produced  in  minute  quantities  for  laboratory  experiments,  in  that  it  is 
44  crystalline,  existing  in  masses  of  aggregated  crystals,  whereas  the  previous 
■*  carbide  was  amorphous,  and  incapable  of  being  aggregated  into  a  solid  mass 
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M  or  lump.  It  is  also  distinguished  by  its  almost  complete  purity,  and  evolves 
"  a  volume  of  acetylene  gas  when  treated  with  water,  amounting  to  approximately 
**  5*8  cubic  feet  (at  atmospheric  pressure)  per  pound  of  carbide.  This  new 
4<  product,  crystalline  calcium  carbide,  which  my  correspondent  has  discovered, 
"  will  it  is  believed,  develop  important  practical  uses  in  the  arts.  Its  5 
"  decomposition  of  water  in  the  cold  shows  that  it  is  an  agent  having  powerful 
"  affinities,  and  points  to  probable  uses  as  a  reducing  agent  in  metallurgical 
"  reductions  and  in  various  other  chemical  reactions,  both  wet  and  dry.    The 

strong  affinity  of  calcium  carbide  for  moisture  opens  up  uses  for  it  as  a 

dehydrating  substance.      In  dehydrating  it  acts  by  decomposing  the  water  10 

present  and  evolves  acetylene  gas,  hence  its  use  is  limited  to  the  dehydration 
"  of  such  substances  as  are  not  impaired  by  the  presence  of  this  gas  notably  for 
"  dehydration  of  combustible  or  illuminating  gases,  which  by  the  operation  of 
"  dehydration  are  enriched  by  the  addition  of  the  highly  illuminating  acetylene. 
"  If  acetylene  gas  generated  from  calcium  carbide  and  water  (and  which  15 
"  commonly  carries  off  moisture  in  suspension)  is  passed  into  contact  with 
"  calcium  carbide,  it  is  dehydrated  and  its  volume  is  increased  by  the  addition 
"  to  it  of  the  newly  generated  gas.  The  formula  for  calcium  carbide  is  believed 
"  to  be  CaC2." 

The  first  claim  was  as  follows  : — <k  1.  The  process  of  producing  crystalline  20 
"  calcium  carbide,  consisting  in  subjecting  lime  and  carbonaceous  matter  in 
"  suitable  proportions  to  the  continued  heat  of  an  electric  arc  between  a  carbon 
"  pencil  above  and  a  conducting  hearth,  or  pool  of  reduced  material  thereon, 
"  beneath,  substantially  as  hereinbefore  described." 

Moissan's  papers  and  Willson's  U.S.  Patent  of  1892  are  fully  referred  to  in  25 
the  judgment  below,  and  the  method  of  manufacture  used  by  the  Defendants 
will  be  found  described  in  the  last  paragraph  of  the  same  judgment. 

Moulton,  K.C.,  Roger    Wallace,  K.C.,  and  H.  A.   Colefax   (instructed  by 
Quedalla  and  Gross)  appeared  for  the  Plaintiffs ;    Cripps,  K.C.,  Lord  Robert 
Cecil,  K.C.,  A.  J.  Walter,  and  J.  A,  Bucknill  (instructed  by  J.  H.  and  J.  Y.  30 
Johnson)  appeared  for  the  Defendants. 

Moulton,  K.C.,  opened  the  Plaintiffs1  case. — The  Plaintiffs  do  not  propose  to  deal 
with  the  1890  and  1892  Patents,  the  issue  of  infringement  thereof  not  being  sup- 
portable, and  as  to  the  Patent  No.  16,342  of  1894  the  validity  of  it  cannot  be  sup- 
ported ;  the  evidence  will  be  restricted  therefore  to  the  Patent  No.  16,705  of  1894.  35 
It  is  for  a  manufacture  of  calcium  carbide,  from  which  acetylene  gas  is  produced. 
Calcium  carbide  has  been  known  for  40  or  50  years,  and  it  was  also  known  that 
it  gave  off  acetylene  on  the  addition  of  water.  It  is  a  direct  compound  of 
calcium  and  carbon  ;  the  former  when  water  is  added  seizes  on  the  oxygen,  and 
the  carbon  and  hydrogen  unite  to  form  acetylene.  Calcium  carbide  was  formerly  40 
made  only  at  a  great  expense.  Willson  gave  great  attention  to  the  electric  arc 
and  the  obtaining  high  temperatures  by  means  of  it,  and  amongst  the  reactions 
which  took  place,  if  carbon  and  lime  were  mixed  and  exposed  to  electrical 
heat,  there  were  two :  first,  some  of  the  carbon  deoxidised  the  lime  and 
formed  carbonic  oxide  which  passed  off  ;  and,  secondly,  part  of  the  carbon  45 
united  with  the  calcium  to  form  calcium  carbide.  Thus  formed  it,  and  therefore 
also  the  acetylene  produced  from  it,  was  very  pure.  The  method  described  in 
the  Specification  is  a  thoroughly  commercial  one,  and  was  the  first  commercial 
method  of  manufacture.  [The  Specification  was  read.]  The  sentence  com- 
mencing "  the  pencil  is  pressed  "  is  important.  In  the  arc  used  in  electric  50 
lighting  there  is  conduction  by  means  of  the  hot  carbon  vapour.  As  described 
in  the  Specification  the  space  between  the  pencil  and  the  hearth  is  not  inter- 
rupted, but  there  is  a  true  arc  action.  When  the  arc  comes  there  is  a  space 
between  the  carbon  and  the  slab,  and  there  is  conduction  whether  the  arc  is  a 
broken  one  or  not.  The  arc  may  be  termed  a  diffused  arc.  The  nature  of  55 
the  action  whioh  goes  on  cannot  be  ascertained,  but  the  effect  is  that  carbon 
and  cialcium  unite,  the  oxygen  going  off  with  part  of  the  carbon.    There  it 
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no  difference  between  Claims  1  and  2,  except  that  in  the  second  claim  the 
pencil  is  above  the  hearth.  Claims  3  and  4  do  not  enlarge  the  grant ;  they  are 
merely  appendant.  As  to  the  Particulars  of  Objections,  Moissan  was  experi- 
menting, but  he  did  not  arrive  at  any  process  by  which  calcium  carbide 
5  could  be  manufactured ;  and  Moissan  could  not,  having  regard  to  the  date 
of  publication  anticipate  the  Patent,  because  of  the  provisions  of  section  103 
of  the  Patents,  &c.  Act,  1883,  as  amended  by  the  Act  of  1885.  Willson 
took  out  a  Patent  in  America  for  his  invention  on  an  application  on 
the  28th  of  February  1894.      The   alleged  publication   of    Moissan? $    paper 

10  is  the  16th  of  March  1894.  Willson  sent  over  instructions  to  take  out  the 
Patent  in  England,  and  the  application  was  made  on  the  1st  of  September 
1894,  and,  before  taking  the  grant  in  England,  Willson  claimed  the  benefit 
of  section  103,  and  he  was  thereupon  entitled  to  have  the  Patent  dated  as 
of  the  date  of  the  American  application,  but  the  Patent  Office  refused  this 

15  and  dated  the  Patent  the  1st  of  September  1894.  Willson' s  application  for  the 
Patent  was  made  within  seven  months  of  his  application  in  America.  It  was 
made  as  an  ordinary  application  in  accordance  with  subsection  (3).  The 
application  was  not  on  the  form  prescribed  by  the  Patent  Office  for  applications 
under  the   International  Convention,   but  was  in  accordance  with  the  Act, 

20  and  in  any  case  the"  Office  could  not  take  away  the  statutory  right  under 
subsection  (2).  [Cripps,  K.C. — The  Plaintiffs  applied  for  a  private  Act  of 
Parliament,  which  was  refused  (a  recital  in  the  Bill  was  referred  to).]  That 
Bill  was  to  put  right  the  mistake  of  the  Office.  If  the  decision  on  this  point 
is  in  the  Plaintiffs'  favour  Moissan  becomes  immaterial.     [BUCKLEY,  J. — I 

25  will  deoide  this  point  as  to  date  first.]  The  Defendants  will  rely  on  the  British 
Tanning  Company  v.  Groth  (8  R.P.C.  113),  but  it  is  distinguishable,  for  in  the 
present  case  the  Patentee  applied  for  the  benefit  of  section  103  before  the  grant 
of  the  Patent  and  before  leaving  the  Complete  Specification.  [A  letter  written 
by  the  Patentee's  solicitors  on  the  20th  of  June  1895  to  the  Comptroller  and  his 

30  reply  were  read.]  Under  section  103  the  Patentee  has  not  to  make  an  application 
for  a  particular  date  for  his  Patent,  but  for  a  Patent.  [Buckley,  «/. — The  Patentee 
has  an  option,  but  if  he  wants  the  benefit  of  section  103  must  he  not  apply  within  the 
seven  months  mentioned  ?  ]  There  is  nothing  in  the  Act  to  that  effect.  A  Patentee 
has  nothing  to  do  with  the  date  until  the  time  comes  for  the  grant  of  the  Letters 

35  Patent.  Section  13  is  subject  to  section  103.  [Cripps,  K.C.,  referred  to  section 
5  (1).]  That  is  directory  only.  Section  8  gives  nine  months  for  leaving  a 
Complete  Specification.  Under  section  103  the  only  reference  to  an  application 
is  to  one  to  be  made  in  ordinary  form.  The  Patentee  can  exercise  his  option 
at  any  time  before  the  grant.     [BdCKLBY,  J. — Subsection  (2)  is  only  wanted 

40  where  the  Patentee  takes  the  earlier  date.]  No,  the  later  date.  The  section 
gives  to  a  foreign  application  somewhat  the  effect  of  a  Provisional  Specification. 
.There  is  nothing  in  the  Act  to  say  that  the  election  must  be  made  at  the  time 
of  application  for  the  Patent.  The  Patent  Office  has  assumed  that.  [The 
International  Convention  was  referred  to.]     It  is  not  the  universal  law  that 

45  every  prior  publication  invalidates  a  Patent ;  it  is  not  so  in  the  United  States  ; 
and  the  Act  says  that  publication,  during  the  seven  months  allowed,  shall  not 
invalidate  the  Patent.  In  the  British  Tanning  Company's  case  the  English 
Patentee  applied  as  a  stranger. 

Cripps,  K.C. — The  British  Tanning  Company's  case  decides  that  the  date  of 

50  the  Patent  is  conclusive.  The  Patentee  has  a  great  advantage  given  to  him  in 
the  option ;  here  it  was  exercised  long  after  the  time  limited  by  the  section. 
According  to  the  Plaintiffs'  contention  that  time  can  be  extended  considerably. 
The  application  under  the  section  must  be  one  claiming  the  benefit  of  it. 
Rules  24-29,  relating  to  International  arrangements,  are  made  by  the  Board  of 

55  Trade  under  section  101  of  the  Act. 

MouMon,  K.C.,  in  reply. — There  is  only  one   application   for   a    Patent; 
and    no   applying  for  a  date.      The  Patentee  has  to  claim  the   benefit   of 
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the  section  when,  or  before,  the  particulars  have  to  be  considered  for  the 
actual  grant. 

Buckley,  J. — This  is  an  action  for  infringement.    The  Defendants  are  seeking 
to  rely  upon  a  certain  anticipation,  and  the  preliminary  question  which  I  have 
to  decide  now  is  whether,  with  regard  to  the  dates  which  I  shall  presently  5 
state,  the  Defendants  can  rely  upon  that  as  an  anticipation.    I  decide  it  now  in 
order  to  clear  the  matter  as  regards  taking  the  evidence.    The  material  facts  are 
these.    On  the  28th  of  February  1894  the  Patentee,  whose  successors  in  title  are 
the  Plaintiffs  in  this  aotion,  made  an  application  in  the  United  States  in  respect 
of  the  invention  the  subject  of  this  Patent.    On  the  16th  of  March  1894  there  10 
was  publication  at  the  Patent  Office  Library  of  a  communication  from  a  man 
named  Moissan.      On  the  1st  of  September  1894  the  Patentee    lodged  his 
application  in  this  country  for  a  Patent.    That  application  was  in  common 
form.    He  did  not  apply  under  section  103  for  the  Patent  to  be  dated  in  his 
favour  as  of  the  28th  of  February  1894,  the  date  of  the  application  in  the  United  15 
States.    The  seven  months  limited  by  section  103  expired  on  the  28th  of 
September  1894.    Subsequently,  namely,  on  the  20th  of  June  1895,  just  before 
lodging  his  Complete  Specification,, he  wrote  to  the  Comptroller,  or  rather 
his  solicitors  wrote  to  the  Comptroller,  Mr.    Willson  himself  being  abroad 
at   the  time,  and    the  substance  of   that  letter  wad  that   he    then   wished  20 
to  avail  himself  of  section  103*     The  Comptroller  replied  to  that  letter  on  the 
21st  of  June  that  he  would  not  be  justified  in  ante-dating  the  Patent  tinder 
the  provisions  of  section  103,  no  application  for  such   prior  dating  having 
been  made  within  seven  months  of  the  date  of  the  foreign  application.    On  the 
27th  of  June  1895  the  Patentee  lodged  his  Complete  Specification,  which  was  25 
accepted  on  the  30th  of  November  1895,  and  his  Letters  Patent  were  Bealed  as 
of  the  date  the  1st  of  September  1894.    That  being  so,  the  publication  by 
Moissan  on  the  16th  of  March  1894  was  a  prior  publication  unless  the  Patentee's 
application  dates  back  to  the  28th  of  February  1894.    Mr.  Moulton  argues  that 
it  can  do  so.    I  am  of  the  contrary  opinion.    It  seems  to  me  that  the  effect  of  30 
section  103  is  this  :  Where  a  man  has  made  an  application  in  a  foreign  State  he 
is  entitled  under  subsection  1  to  a  Patent  for  his  invention  under  this  Act  in 
priority  to  other  applicants,  and  such  Patent  or  registration  shall  have  the  same 
date  as  the  date  of  the  application  in  such  foreign  State.    The  effect  of  that  is 
that  he  is  entitled  to  that  thin*  if  he  asks  for  it.    The  effect  of  section  103  is  35 
that  if  the  man  has  applied  in  the  foreign  State  he  has  two  alternatives,  and 
may  take  which  he  likes.    He  may  take  a  Patent  to  run  from  the  date  of  his 
prior  application  in  the  foreign  State,  which  will  of  course  be  for  the  lesser  term 
of  years,  having  regard  to  the  time  that  has  expired  since  that,  or  he  may, 
if  he  is  so  minded,  take  a  Patent  to  run  for  14  years  from  the  date  of  his  40 
English  application.    He  is  entitled  to  that  under  section  103  if  he  asks  for  it — 
he  is  not  bound  to  ask  for  it,  but  he  is  entitled  to  it  if  he  does.  Then  the  section  goes 
on  :  "  Provided  that  the  application  is  made,  in  the  case  of  a  Patent,  within  seven 
44  months  from  his  applying  for  protection  in  the  foreign  State  with  which  the 
"  arrangement  is  in  force."    Now  what  is  the  application  there  spoken  of  ?    In  45 
"  my  opinion  it  is  his  application  under  this  section — his  application  upon  which 
he  says  :  "  Of  the  two  alternatives  offered  me  I  will  take  the  Patent  dating  back 
44  to  the  date  of  my  foreign  application."    Now,  it  seems  to  me  that  his  election 
of  exercising  the  option  to  which  he  is  entitled  must  be  made  within  the  seven 
months.    Let  us  see  what  reason  there  is  for  that.    Suppose  A  is  a  person  who  50 
has  applied  subsequently  to  the  date  of  B's  application  in  the  foreign  country, 
but  before  B's  application  in  this  country.    If  B  avails  himself  of  section  103 
that  ranks  in  priority  to  A.    If  not,  he  comes  behind  that.     Now  when  is  A  to 
know  the  date  at  which  his  rights  in  that  respect  are  determined  ?     He  is 
entitled  to  know,  I  conceive,  within  the  seven  months.     He  is  entitled  to  say,  55 
within  the  seven  inontlig,  44 1  will,  or  I  will  not,  go  on  with  my  application, 
*4  according  as  the  man  who  applied  abroad  before  me,  and  in  ISngland  after 
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"  me,  is  going  to  avail  himself  of  the  earlier  or  later  date."  It  is  said  that  sub- 
section 2  of  section  103  is  some  indication  to  the  contrary.  I  agree  that  the 
-wording  of  subsection  2  of  section  103  is  a  little  different,  but  I  read  it  as  being 
a  subsection  dealing  only  with  the  state  of  things  which  is  to  take  place  if  the 
5  man  avails  himself  of  this  section,  or,  to  put  it  shortly,  that  the  subsection  is  to 
be  read  as  if  it  were,  "  shall  not  invalidate  the  Patent  which  may  be  granted 
"  under  the  provisions  of  this  section."  It  was  not  intended  that,  if  a  man  had 
made  a  foreign  application,  and  an  English  application,  then  if  he  took  his  grant 
under  his  English  application,  he  should  be  protected  from  all  prior  applications, 

10  which  would  be  inconsistent  with  all  the  rest  of  the  section,  and  Lord  Justice 
Bomer,  in  the  case  of  the  British  Tanning  Company,  Ld.  v.  Oroth,  said,  "  In 
*'  my  opinion  it  never  was  intended  by  subsection  2  of  section  103  to  apply 
"  subsection  2  to  all  cases  of  Patents  where  the  Patentee  had  previously 
u  obtained  a  Patent  in  a  foreign  country,  but  only  to  apply  it,  as  part  of  the 

15  "  general  provisions  of  section  103,  to  cases  where  the  Patentee  was  availing 
"  himself  of  the  privileges  given  to  him  by  that  section."  If  I  may  properly 
do  so  I  entirely  concur  with  that  expression  of  opinion.  Now  what  took  place 
here  was  this.  The  seven  months  elapsed  on  the  28th  of  September  1894,  and 
before  that  time  this  Patentee  had  not  sought  to  avail  himself  in  any  way  of 

g0  the  section.  Subsequently,  on  the  20th  of  June  1895,  he  was  desirous  of  doing 
so,  but  the  Patent  Office  declined  to  seal  his  Patent  as  of  the  earlier  date,  and  in 
my  opinion  rightly.  Whether  rightly  or  wrongly,  the  Patent  which  is  being 
sued  upon  is,  in  point  of  fact,  of  the  date  of  the  1st  of  September  1894,  and  it 
appears  to  me  that  that  is  conclusive  on  this  point.    It  seems  to  me,  therefore! 

25  that  the  alleged  anticipation  by  Moissan  is  one  which  the  Defendants  will  be 
in  a  position  to  avail  themselves  of. 

Moulton,  K.C. — Then,  my  Lord,  I  presume  the  result  of  that  will  be  that  we 
shall  go  into  the  evidence.  Of  course  this  point  will  be  open  to  me  on  appeal, 
because  my  learned  friend  is  now  entitled,  under  your  Lordship's  decision,  to 

30  rely  upon  this  anticipation. 
Buckley,  J.— Certainly. 

The  witnesses  for  the  Plaintiffs  were  then  called. 

Moulton,  K.C.,  summed  up  the  Plaintiffs'  case,  citing  Hills  v.  Evans 
(4  D.  F.  &  J.  288)  on  the  question  of  anticipation. 

35  Cripps,  K.C.,  opened  the  Defendants'  case. — The  Patent  is  invalid  on  the 
grounds  of  want  of  invention  and  novelty,  and  of  anticipation.  As  to  inven- 
tion, the  materials,  the  proportions,  and  the  temperature  were  all  well  known. 
EThe  Specification  was  read.]  Where  in  paragraph  3  the  Patentee  says  that 
.6  passes  an  electric  current  through   "it,"  that  means  through  the  furnace 

40  or  its  chamber,  and  Professor  Dewar  admitted  that,  if  that  was  so,  the  Patent 
was  invalid.  "The  continued  action  of  electrically  generated  heat"  in  the 
claim  is  to  be  got  by  using  an  old  form  of  furnace.  There  is  nothing  in  the 
Specification  beyond  what  Moissan  told  the  world.  No  distinction  is  drawn  in 
it  between  thermal  and  electrolytic  action.    The  second  claim  is  precisely  the 

45  same  as  the  first  claim  in  Ellis  (No.  16,342  of  189[4),  and  that  Patent  was  a  prior 
grant.  The  Court  cannot  grant  the  same  monopoly  a  second  time  (Gordon  on 
Monopolies,  page  275).  A  Defendant  can  use  all  defences  that  were  formerly 
grounds  for  repeal  by  scire  facias.  The  Plaintiffs  have  no  case  on  infringe- 
ment.   The  Defendants  take  care  to  get  rid  of  the  arc.    At  starting  they  put  a 

50  small  piece  of  carbon  between  the  electrodes  to  prevent  there  being  any  arc. 
There  are  two  kinds  of  furnace,  the  arc  and  the  incandescent,  and  the  Patentee 
selected  the  former  ;  in  the  latter,  which  was  well  known,  the  essence  of  it  was 
that  the  current  should  go  through  the  material.  It  is  submitted  that  on  the 
evidence  as  it  stands  there  is  no  case. 

55      The  Defendants'  witnesses  were  then  examined. 

Lord  Robert  Cecil,  K.O.,  summed  up  the  Doteudiiuts'  case. — The  Patent  is  bad 
for  want)  of  novelty.    It  is  anticipated  by  Moissan.     [BUCKLEY,  «/. — Is  this 
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well  founded,  that  in  papers  No.  36,  39,  and  45  Moissan  was  speaking  of  a 
furnace  in  which  there  was  thermal  action,  but  that  in  No.  40  he  does  not  say, 
"my  new  furnace"?]  On  the  evidence  thermal  action  would  produce  the 
result.  Sufficient  heat  is  obtained,  and  electrolytic  action  has  no  part  in  the 
result.  Moissan  never  warned  against  electrolytic  action.  Whatever  furnace  5 
Moissan  described,  it  is  within  the  Specification.  The  Patentee  describes  his 
invention  broadly  by  the  passage  commencing  **  According  to  my  new  process." 
Moissari*8  furnace  was  an  electric  arc  furnace.  Also  Willson's  United  States 
Patent  of  1892,  published  in  this  country  on  the  29th  of  May  1893,  shows 
exactly  what  he  meant,  namely,  what  Moissan  used.  Claims  1  and  2  are  very  10 
wide,  and  contain  no  suggestion  that  the  Patentee  intended  to  confine  them  to 
passing  the  current  through  the  material.  But  if  the  true  construction  of  the 
Specification  is  that  it  is  confined  to  a  particular  variety  of  arc  furnace,  or 
excludes  Moissan's  furnace,  then  there  is  no  infringement.  There  is  a  broad 
distinction  between  an  arc  furnace  and  an  incandescent  furnace.  If  the  15 
Plaintiffs'  contention  in  this  case  is  right,  a  person  can  patent  what  is  the 
discovery  of  another  person. 

Moulton,  K.C.,  in  reply. — Willson  invented  a  process  of  making  calcium 
carbide  in  the  only  practically  commercial  way  ;  unquestionably  his  invention 
was  an  important  one.    As  to  the  defence  of  prior  grant,  we  admit  the  invalidity  20 
of  the  alleged  prior  grant  (No.  16,342  of  1894),  but  not  on  the  same  grounds  as 
those  alleged  against  the  subsequent  one.    The  Defendants  ought  to  show  that 
the  first  grant  was  a  valid  one,  because,  if  it  was  not,  the  second  one  could 
be  made.    Then  what   is  the  invention  claimed  by    Willson.     The  Defen- 
dants attempt  to  read   into  the   Specification   what  he   said   in  his   United  25 
States  Patent.     The    Specification    does  not    suggest  a  distinction  between 
arc  and  incandescent  furnaces.    The  Patentee  does  not  limit  himself  to  any 
particular  apparatus,  but  only  to  the  mode  of  user  of  the  furnace.    The  Specifi- 
cation does  not  insist  on  the  arc  but  on  the  use  of  the  heat  of  the  arc,  and 
includes  any  furnace  in  which  that  heat  is  obtained.    Where  there  is  the  heat  30 
of  the  arc  one  must  have,  as  there  is  here,  direct  conduction  along  the  vapour 
of  carbon.    In  every  incandescent  furnace  that  is  obtained.  Professor  Detvar 
says  that  there  is  a  series  of  minute  arcs.     Willson  used  a  well-known  apparatus, 
and  gives  a  manner  of  using  it.    When  the  Patentee  says  "  by  exposure  to  the 
"  intense  heat  of  an  electric  arc,1'  he  means  the  arc  temperature  of  an  electric  35 
furnace  ;  there  is  no  other  means  of  getting  such  a  temperature  ;  the  arc  must 
exist,  either  direct  or  diffused.    The  current  is  to  be  sent  through  the  material, 
which  may  be  put  in  all  at  once  or  otherwise.    The  material  is  intended  to  be 
round  the  electrode.    Professor  Ewing  said  the  Plaintiffs'  and  Defendants' 
processes  were  the  same  if  the  material  be  piled  up.    In  Claim  1  "to  the  40 
"  continued  action  of  electrically  generated  heat,  substantially  as  described/* 
means   "formed  by  the  passage  of  the  current  through  the  material."     In 
Claim  2  the  electric  arc  is  not  necessarily  a  single  arc  ;  it  may  be  a  diffused 
electrical  arc  ;  whether  the  arc  is  broken  or  not  does  not  enter  into  the  question. 
In  Moissan  (No.  45)  the  electric  furnace  is  a  toasting  furnace ;  he  distinguishes  45 
it  from  Cowles*  and  other  furnaces,  in  which  the  material  is  in  contact  with  the 
arc.     If,  as  is  said,  Willson' s  earlier  Specification  shows  that  he  knew  the 
distinction  between  arc  and  incandescent  furnaces  and  how  to  exclude  the 
latter,  that,  if  material,  is  in  the  Plaintiffs1  favour.    As  to  infringement,  there  is 
absolute  identity.    In  Willson  the  charge  is  piled  up  round  the  electrode,  and  50 
it  is  admitted  by  Professor  Ewing  that  in  that  case  the  processes  are  the  same. 
As  to  validity,  the  principle  of  Hills  v.  Evans  (4  D.  F.  &  J.  288)  applies.    There 
is  nothing  in  Willson' s  1892  Specification  to  teach  the  public  how  to  make 
calcium  carbide  ;  there  is  only  the  mere  statement  that  the  Patentee  got  it,  and 
no  sufficient  directions  to  enable  one  to  get  it.    It  may  only  have  been  a  trace.  55 
[Buckley,  J. — Does  he  not,  in  effect,  say  that  electrolytic  action  does  not  prevent 
one  getting  it  F]  No,  he  did  not  tell  people  that  On*  must  no*  take  on©  paper  of 
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Moissan's  apart  from  the  rest  of  the  series.  He  took  calorific  action  only  ;  it  is 
that  which  characterises  his  researches.  Anyone  reading  paper  No.  40  would 
understand  that  it  related  to  his  particular  furnace,  and  not  to  any  electric 
furnace.  Young  v.  Fernie  (4  Giff.  577)  shows  that  a  practical  commercial 
5  method  of  making  a  known  article  may  be  a  good  invention.  What  remained, 
after  the  prior  knowledge,  to  be  ascertained  was  that  by  passing  the  electric 
current  through  the  materials  and,  having  the  temperature  of  the  electric  arc, 
calcium  carbide  could  be  got  and  got  economically.  Moissan  only  showed  that 
minute  quantities  could  be  obtained  ;  and  if  the  furnace  was  not  his  particular 

10  one  the  particulars  of  it  are  not  sufficient ;  if  it  was  his  particular  one  it  could 
not  be  made  in  it  as  a  commercial  product. 

BUCKLEY,  J.— The  Plaintiffs  brought  their  action  on  four  Patents  of  one 
Thomas  Leopold  Willson,  dated  respectively  in  1890, 1892,  and  two  in  1894,  but 
at  the  Bar  they  have  abandoned  their  case  as  regards  the  first  three  of  those 

15  Patents,  and  have  proceeded  only  upon  the  fourth.  The  Patent  in  question  is 
one  for  "  Improved  metallic  carbides  applicable  for  use  in  the  production  of 
"  acetylene,  and  means  for  producing  the  same."  The  Defendants  deny  validity 
and  deny  infringement.  In  my  judgment  they  succeed  upon  both  issues,  and  I 
might  dispose  of  the  action  upon  the  is3ue  of  infringement  alone,  but  the  parties 

20  desire  the  benefit,  for  what  it  is  worth,  of  my  decision  on  the  point  of  validity, 
and,  inasmuch  as  the  matter  has  been  fully  discussed  before  me,  I  propose  to 
decide  it. 

Upon  the  question  of  the  construction  of  the  Patent  sued  upon,  a  very  few 
words  I  think  will  suffice.    The  Patentee's  invention,  as  the  Plaintiffs'  witnesses 

25  admit,  is  to  be  found  in  lines  37  to  40  on  page  2  of  the  Specification,  where  the 
Patentee  uses  this  language :  "  In  carrying  out  my  invention  I  employ  a 
"  suitable  electric  furnace,  such  as  a  Siemens  arc  furnace,  and  in  its  chamber 
**  I  place  lime  and  carbonaceous  matter,  and  pass  a  powerful  electric  current 
"  through  it  in  order  to  generate  an  enormous  degree  of  heat."    The   first 

30  point  of  construction  there  is  what  is  meant  in  line  39  by  "it."  As  a 
matter  of  strict  grammar,  it  appears  to  me  that  "  it "  must  mean  either  the 
furnace  or  the  chamber  of  the  furnace.  I  arrive  at  that  in  this  way.  The 
pronoun  is  used  in  the  singular  number.  In  the  next  previous  line  you  find 
the  same  word  used — "  in  its  chamber."    Therefore,  plainly,  it  is  the  chamber 

35  of  the  furnace.  The  "  it "  on  line  39  may  therefore  mean  the  same  thing  as 
**  it "  meant  in  line  38,  that  is,  the  furnace  ;  or  it  may  mean  the  last  antecedent 
which  is  in  the  singular  number,  and,  if  so,  that  is  the  chamber.  In  either  of 
those  views  it  would  mean  either  the  furnace  or  the  chamber  of  the  furnace. 
Now,  if  that  is  its  true  meaning  there  is  an  end  of  the  Plaintiffs1  case.     The 

40  Plaintiffs  say  that  it  does  not  mean  that,  but  it  refers  to  the  last  antecedent, 
although  properly  that  would  require  a  pronoun  in  the  plural,  namely,  "  lime 
"  and  carbonaceous  matter."  They  say  that  it  means  that  you  pass  the  current 
through  the  material.  Mr.  Moulton  says,  and  I  think  with  some  elect,  that 
you  might  very  properly  speak  of  the  blended  mass  of  lime  and  carbonaceous 

45  matter  in  the  singular  number ;  you  pass  the  current  through  the  mass. 
But  however  that  may  be  determined  I  do  not  propose  to  rest  my  decision  of 
this  case  upon  so  narrow  a  ground  as  to  what  that  word  means.  I  should  read 
it  preferably  to  mean  the  furnace,  or  the  chamber  of  the  furnace  ;  but,  for  what 
follows,  I  propose  to  treat  it  as  if  the  Plaintiffs  were  right,  and  as  if  it  meant  to 

50  pass  the  current  through  the  materials  which  are  to  be  treated. 

The  next  point,  which  is  one  of  importance,  is — What  is  the  furnace  of  which 
the  Patentee  is  speaking  ?  Now,  before  dealing  with  that,  I  ought  to  state  quite 
shortly  what  was  the  nature  of  the  electric  furnaces  at  this  date.  Broadly 
stated,  there  were  two  classes  of  electric  furnace.    They  were  known  respec- 

55  tively  as  the  arc  furnace  and  the  incandescent  furnace.  If  I  may  attempt,  in 
my  own  language,  to  explain  the  difference  between  the  two,  I  should  say  that 
it  10  this  :  that  the  incandescent  furnace  was  dne  where  there  lay  between  the 
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two  electrodes  a  continuous,  or  a  more  or  less  continuous,  body  of  material,  and 
conductivity  was  obtained  by  a  path  supplied  in  some  manner  or  other  by  the 
material  which  lay  between  the  two  eleotrodes.  The  arc  furnace,  oi*  the 
contrary,  was  one  in  which  there  was  no  substance  lying  between  the  two 
electrodes,  but  the  arc  was  obtained  in  this  manner:  the  two  electrodes  were  5 
brought  into  contact,  the  one  with  the  other ;  the  current  was  passed ;  the 
electrodes  were  formed  of  an  imperfect  conducting  material  with  considerable 
resistance,  which  resulted  in  heat ;  the  result  was  that  you  got  a  more  or  less 
incandescent  mass ;  vaporisation  ensued  ;  you  drew  the  two  electrodes  slightly 
apart ;  a  path  was  supplied  by  the  vapour  of  carbon  generated  in  the  manner  I  JQ 
have  described,  and  that  was  the  arc  I  may  take  another  statement  of  it 
from  Mr.  Willson's  own  language,  reading  it  from  his  Patent  of  1892;  and 
I  read  this  not  for  the  purpose,  of  course,  of  construing  the  document 
of  1894,  but  to  show  what  was  the  meaning  of  these  terms  as 
instanced  by,  among  other  things,  what  Mr.  WiUson^  as  an  expert  in  this  15 
matter,  says.  He  says,  in  the  Patent  of  1892,  that  electric  smelting  has  "  been 
"  performed  in  two  ways,  namely,  by  an  incandescent  furnace  heated  by  the 
"  passage  of  an  electric  current  through  a  mass  of  broken  carbon,  the  heat 
"  being  generated  by  the  resistance  which  this  poor  conductor  presents  to  the 
"  passage  of  the  electric  current,  and  in  an  arc  furnace  wherein  the  heat  is  generated  J)0 
"  by  the  passage  of  an  electric  current  across  an  arc  between  two  separated  elec- 
"  trodes."  To  give  another  definition,  which  was  supplied  by  Professor  Ewing,  the 
arc  furnace  is  one  in  which  the  vapour  of  carbon,  which  serves  for  the  path,  is 
produced  by  the  vaporisation  of  the  electrodes  themselves.  That  is  a  short 
statement  of  what  the  difference  was  between  the  electric  furnace  and  the  25 
incandescent  furnace.  Now  there  is  a  further  subdivision,  which  I  ought  to 
mention,  of  the  arc  furnace  which  existed  in  1894.  Before  that  time  M.  Moissan, 
who  is  a  very  learned  person  in  this  branch  of  scientific  work,  had  made 
investigations  for  the  purpose  of  seeing  how  an  arc  furnace  could  be  employed 
in  such  manner  as  that  the  metal  to  be  treated  should  be  acted  upon  only  by  a  30 
radiant  heat,  and  that  the  current  should  never  pass  through  the  material  itself 
so  as  to  introduce  electrolytic  action.  For  that  purpose  he  devised  a  form  of 
furnace  which  I  need  not  describe  particularly,  the  effect  of  which  was  that 
you  got  a  horizontal  arc  between  two  electrodes  over  a  mass  of  material  which 
lay  below,  and  he  treated,  or  sought  to  treat  it,  and  did  more  or  less  efficiently  35 
treat  it,  by  pure  calorific  action  as  distinguished  from  electrolytic  action. 

Now  those  were  the  known  forms  of  furnace  in  1894.  I  turn  to  the  Specifi- 
cation again,  and  the  first  thing  which  it  is  necessary  to  read  upon  this  is  at 
line  28.  The  Patentee  there  says  : — "  According  to  my  new  process  I  treat 
"  calcium  oxide,  or  some  other  suitable  compound  containing  calcium,  such,  for  40 
"  example,  as  dolomite  in  the  presence  of  carbonaceous  matter,  such  as  carbon 
"  or  hydrocarbon,  by  exposure  to  the  intense  heat  of  an  electric  arc  in  an  electric 
"  furnace,  whereby " — and  so  on.  I  think  that  there  plainly  he  means  a 
furnace  which  produces  an  electric  arc  as  distinguished  from  a  furnace  which 
acts  in  the  manner  in  which  an  incandescent  furnace  acts.  Mr.  Moulton  has  45 
sought  to  put  upon  those  words  this  meaning— exposure  to  that  amount  of  heat 
which  is  generated  by  an  electric  arc  in  an  electric  furnace  ;  and  he  says  the 
incandescent  furnace  will  give  the  same  heat,  and  therefore  it  means  that.  It 
appears  to  me  that  that  is  plainly  what  the  Patentee  does  not  mean.  He  does  not 
say  that  it  is  exposed  to  such  a  heat  as,  or  the  amount  of  heat  which  would  be  50 
produced  by,  but  he  says  it  is  exposed  to  the  intense  heat  of,  an  electric  arc  in 
an  electric  furnace.  I  think  that  plainly  there  the  Patentee  indicated  that  he 
was  going  to  use  what  I  have  called  an  arc  furnace  as  distinguished  from  an 
incandescent  furnace.  Then,  passing  on  to  line  37,  you  will  find  that  he  says ; 
"  In  carrying  out  my  invention  I  employ  a  suitable  electric  furnace."  Without  54 
reading  on  at  all,  what  does  that  mean  ?  I  think  that  that  means  an  electric 
furnace  which  is  suitable  for  producing  an  electric  arc,  he  having  said  before 


Vol.  XIX^  No.  13.]     AND  TRADE  MARE  OASES.  227 

•^ ^ ^ ^ ^ Man ^ ^ MM ^ ^ B^ ^^'^"^"MMMHMHHMP 

Acetylene  Illuminating  Company,  Ld.  v.  United  Alkali  Company,  Ld. 

that  that  is  what  you  are  to  have.  If  you  read  on  that  is  made  plainer,  because 
he  sayB :  "  A  suitable  electric  furnace  such  as  a  Siemens  arc  furnace."  The  Siemens 
arc  furnace  was  a  thing  perfectly  well  known  at  that  time.  It  was  an  arc  furnace 
as  distinguished  from  an  incandescent  furnace.  Then  I  look  on  further  to  see 
5  if  there  is  anything  to  help  or  to  hinder  this  construction,  and  I  read  at  page  3, 
line  3.  The  Patentee  there  says  :  a  The  pencil  is  pressed  against  the  hearth  and 
"  the  mixed  materials  fed  in  around  it,  the  current  being  then  established,  the 
44  pencil  is  lifted  to  draw  an  arc  which  heats  the  materials  and  effects  the 
"  reduction."    It  seems  to  me  here  that  he  plainly  says  that  what  he  is  going  to 

10  do  is  that  which  was  done  in  the  arc  furnace — bring  the  two  electrodes  into 
contact,  generate  heat,  draw  them  apart,  and  in  effect  draw  an  arc  from  the 
vapour  of  carbon  which  is  generated.  Then  what  is  that  arc  to  do  ?  That  arc 
is  to  heat  the  materials  and  to  effect  the  reduction.  I  find  nothing  that  looks 
in  the  smallest  degree  as  if  he  was  going  there  to  do  anything  by  that  which  is 

15  called  an  incandescent  furnace.    Then  I  look  on  to  the  claims,  and  I  read  the 
second  claim : — "  The  process  of  producing  crystalline  calcium  carbide,  con- 
sisting in  subjecting  lime  and  carbonaceous  matter  in  suitable  proportions  to 
the  continued  heat  of  an  electric  arc  between  a  carbon  pencil  above  and  a 
"  conducting  hearth,  or  pool  of  reduced  material  thereon,  beneath,  substantially 

20  "  as  hereinbefore  described."  It  is  impossible  to  doubt  what  he  means  there. 
What  takes  place  in  the  Siemens  furnace,  with  its  vertical  carbon  pencil  such  as 
shown  in  Siemens*  drawing,  a  document  which  is  No.  20  in  this  book,*  and 
which  is  a  document  of  1882,  is  this — you  put  your  two  electrodes  together, 
generate  heat,  and  raise  the  one  from  the  other,  and  you  then  produce  the  arc ; 

25  you  insert  the  materials  of  non-conducting  or  poorly  conducting  matter,  and  as 
those  materials  are  heated  they  gain  conductivity;  as  they  gain  conductivity 
you  raise  your  vertical  pencil  so  that  the  lower  end  of  the  pencil  is  always  at  a 
suitable  distance  above  the  surface  of  the  heated  matter,  which  has  acquired 
conductivity,  and  you  thus  maintain  throughout  the  operation  what  is  called 

30  an  uninterrupted  arc,  which  the  Patentee  here  describes  as  being  the  arc 
between  the  carbon  pencil  above  and  either  the  hearth  or  the  pool  of  reduced 
material  thereon  beneath.  So  that  plainly,  as  far  as  Claim  2  is  concerned,  the 
uninterrupted  arc  is  that  with  which  he  is  dealing. 

But  then  the  Plaintiffs  say,  and  say  with  justice :  "  There  is  Claim  1,  and 

35  "  Claim  1  says  nothing  about  the  arc  or  the  terminus  a  quo  or  the  terminus 
44  ad  quern  "  ;  but  both  Claim  1  and  Claim  2  refer  to  the  same  process  as  described 
in  the  body  of  the  Specification,  and  therefore  the  process  described  in  the  body 
must  be  one  capable  of  giving  rise  to  Claim  2.  The  Plaintiffs  argue  that  from 
this  Specification  you  will  find  that  the  Patentee  intends  that  the  material  ?hall 

40  be  heaped  round  both  electrodes,  and  in  that  case  they  say  that  there  will  not 
be  an  uninterrupted  arc  from  the  one  electrode  to  the  other ;  but  what  will 
happen  will  be  this — that  there  will  be  a  passage  of  the  current  through  the 
material,  and  a  succession  of  arcs  will  be  formed  by  the  passage  of  the  current 
from  one  spot  to  another  through  carbon  vapour  created  by  the  heat,  it  may  be, 

45  of  the  material  itself.  It  appears  to  me  that  the  Patentee  has  not  described 
that.  He  has  not  told  you  to  pile  your  materials  round  all  your  electrodes,  and 
if  you  did  you  would  not  arrive  at  a  result  which  would  allow  of  Claim  2  being 
used.  As  a  matter  of  construction,  therefore,  I  arrive  at  the  conclusion  that  the 
advantage  the  Patentee  is  here  claiming  as  regards  the  furnace  which  he  is 

50  using  is  to  use  an  arc  furnace  and  to  deal  with  the  reduction  of  his  material  by 
employing  the  heat  arising  from  an  arc — not  such  a  heat  as  would  be  generated 
if  you  employed  an  arc,  but  the  heat  of  the  arc  itself. 

Now,  that  being  so,  I  have  to  go  on  and  see  whether,  at  the  date  of  this  Patent 
in  1894,  that  was  new.    To  take  the  matters  in  order  of  date,  first  I  have  to 


*  This  fe  the  Volume  zeltned  to  art*,  page  917. 
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refer  to  Willson's  own  Patent,  for  which  he  filed  his  application  in  America 
on  the  9th  of  August  1892,  and  obtained  a  certain  Patent,  which  was  communi- 
cated to  the  Patent  Office  Library  in  this  country  on  the  29th  of  May  1893. 
Therefore  there  was  a  publication  here  at  that  date.  Now  that  was  a  Patent 
which  dealt  with  this  state  of  things.  The  Patentee  was  proposing  to  show  5 
how  to  reduce  alumina  and  produce  aluminium,  and  he  pointed  out  that  under 
certain  circumstances,  if  he  goo  a  fused  bath  of  the  metal,  it  boiled,  and  bubbled, 
and  spluttered,  and  the  result  was  that  the  resistance  to  the  current  varied 
enormously  from  time  to  time,  and  there  was  great  pressure  thrown  on  the 
dynamo.  The  mischief  was  done  by  this  rapid  alteration  of  the  resistance  in  10 
the  material  which  was  conducting  the  current,  and  the  principal  object  of  his 
Patent  was  to  see  how  to  remedy  that.  Into  that  1  need  not  go,  but  at  page  7 
of  my  copy  of  it,  after  describing  the  way  in  which  he  proposes  to  do  this,  he 
says  this  :  "  My  present  invention  is  not  applicable  to  incandescent  furnaces  " — 
so  that  he  rejected  the  incandescent  furnace  here.  That  is  quite  right — "that  is  15 
to  say,  those  in  which  the  heat  is  generated  by  passing  a  current  through  a 
broken  resistance  material,  such  as  retort  carbon,  and  I  specifically  disclaim 
"  its  application  to  such  furnaces.  My  invention  is  applicable  only  where  the 
"  heat  is  derived  from  the  electric  arc.  The  conditions  essential  to  the  main- 
44  tenance  of  such  an  arc  in  an  electric  furnace  are  well  understood  in  the  art.  20 
"  The  arc  is  caused  by  the  separation  of  the  electrodes,  thereby  forming  an 
44  interruption  in  the  current ;  and  to  maintain  the  arc,  at  least  one  of  the 
44  electrodes  must  be  maintained  out  of  contact  with  any  conducting  material  in 
44  the  furnace  of  such  low  resistance  as  to  shunt  sufficient  current  around  the 
44  arc  to  extinguish  the  arc.  In  any  case  the  arc  is  formed  and  maintained  close  25 
"  over  the  material  under  treatment,  or  at  least  close  over  such  portion  of  the 
44  material  as  is  immediately  under  treatment.  The  best  arrangement  for 
44  producing  an  arc  is  that  shown,  wherein  the  current  passes  in  vertical  direction 
44  through  a  furnace,  the  crucible  constituting  one  electrode  and  a  carbon  pencil 
44  thrust  into  it  constituting  the  other.  Other  arrangements,  however,  are  30 
44  admissible,  although  believed  to  be  inferior.  For  example,  two  carbon  pencils 
44  may  be  connected  to  the  respective  terminals  of  the  circuit  and  thrust  into  a 
44  crucible,  or  arranged  close  over  a  hearth  (which  might  be  nonconducting), 
44  being  separated  to  form  an  arc  between  them,  which  arc  is  brought  down  into 
"  close  contact  with  the  material  under  treatment."  Now,  I  pause  there.  That  35 
is  describing  two  vertical  electrodes  and  the  constitution  of  a  horizontal  arc 
between  the  two  ;  his  material  is  lying  below  and  the  arc  is  to  be  close  above, 
over  the  material.  There  he  is  using  thermal  action— calorific  action.  The  arc 
is  not  reaching  the  material ;  it  is  a  very  hot  thing  and  it  is  near  the  material, 
and  the  result  is  that  the  heat  is  brought  to  bear  upon  it.  Then  he  goes  on  to  40 
an  alternative — "  or,  they  may  be  so  arranged  that  the  arc  shall  pass  from  one 
"  pencil  into  the  material  and  out  therefrom  to  the  other  pencil,  thus  forming  a 
44  double  arc."  There  he  is  plainly  sending  the  current  through  the  material. 
It  passes  from  the  one  pencil  into  it  and  it  passes  out  of  it  into  the  other  pencil ; 
you  then  get  the  double  arc,  the  current  going  through  between  the  two.  Then  45 
he  goes  on  to  say  that  he  contemplates  applying  this  invention  in  connection 
with  the  reduction  of  other  metals  than  aluminium.  4tI  believe  it  to  be 
"  applicable  to  the  reduction  of  the  following  metals,"  amongst  which  he 
names  calcium.  Then  he  goes  on  to  say  :  "  My  invention  is  applicable  to  other 
"  chemical  reactions  than  those  included  by  the  word  4  reduction '  used  merely  50 
44  in  its  metallurgical  sense ;  for  example,  T  propose  to  apply  it  for  the  treatment 
44  of  refractory  compounds  or  ores  of  metals,  not  necessarily  for  the  production 
•*  of  the  metals  themselves,  but  for  the  production  of  other  compounds  thereof." 
That  is  to  say,  he  says  :  With  this  I  can  reduce  and  obtain  the  metal,  or  I  can 
do  what  is  in  the  nature  of  reduction  in  its  metallurgical  sense ;  I  can  get  a  55 
compound  of  the  metal.  Now  calcium  carbide  is  a  compound  of  a  metal.  He 
therefore  points  there  to  that ;  but  he  goes  on  beyond  that  and  says :  "  For 
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"  example,  I  have  already  employed  it  for  reducing  calcium  oxide  and  producing 
"  calcium  carbide."  So  that  in  this  document,  published  in  J  893,  Willson  has 
disclosed  this,  that  yon  may,  by  passing  an  electric  arc  through  the  materials 
with  which  you  are  dealing,  produce  calcium  carbide.  The  observation  upon 
5  this,  that  is  made  by  the  Plaintiffs,  is,  that  in  this  Patent  Willson  has  shown 
you  how  to  produce  aluminium  commercially,  that  is  to  say,  in  large  quantities, 
but  he  does  not  pretend  to  have  shown  you  how  to  produce  calcium  carbide 
commercially.  It  appears  to  me  that  that  is  well  founded  in  this  sense,  that  I 
do  not  see  that  he  goes  beyond  indicating  that  in  his  operations  he  has  produced 

U  calcium  carbide.  He  does  not  say  he  has  produced  it  in  large  quantities,  but  he 
has  said  :  "  This  is  a  process  by  which,  if  you  use  an  electric  arc,  and  pass  it 
"  through  the  materials  to  be  treated,  the  result  will  be  calcium  carbide." 

In  December  1892,  about  the  same  time  as  the  Patent  to  which  I  have  been 
referring,  M.  Moissan  commenced  a  series  of  papers  which  were  communicated, 

15  at  the  dates  which  I  will  state,  to  this  country  regarding  this  subject-matter. 
The  first  of  those  and  the  second  of  them  were  practically  contemporary. 
Looking  at  them,  one  may  judge  that  No.  39  was  written  after  No.  36,  but  they 
were  both  read  at  the  same  sitting,  namely,  the  12th  of  December  1892,  and 
they  also,  as  it  appears,  both  reached  this  country  on  the  same  day,  the  28th  of 

20  December  1892.  The  object  of  these  two  papers,  as  it  appears  to  me,  was  this — 
to  describe  a  new  form  of  furnace  which  M.  Moissan  had  devised.  He  heads 
the  first  one  :  "  Description  of  a  new  electric  furnace."  In  the  second  one  he 
commences  by  saying  :  "  In  order  to  study  the  action  of  a  high  temperature  on 
"  the  oxides  of  metals  the  electric  furnace  previously  described  was  used,"  so 

25  that  it  is  quite  clear  that  in  these  two  papers  he  is  dealing  with  the  new  electric 
furnace  which  he  had  devised.  What  he  points  out  in  these  papers  material 
to  the  present  question  is,  that  the  essential  thing  in  order  to  get  what  we 
are  in  search  of  here,  crystalline  calcium  carbide,  was  to  obtain  sufficient  heat. 
He  says  in  the  first  of  them  :  "  Having  found  it  necessary  in  some  previous 

30  "  researches  to  subject  various  bodies  to  a  temperature  higher  than  2000 
"  degrees,  I  thought  of  utilising  the  heat  generated  by  the  electric  arc."  Then 
he  says  that  he  has  devised  this  new  form  of  furnace,  with  the  result  that  the 
material  was  subjected  to  the  thermal  action  of  the  arc.  Upon  these  first  two 
papers  it  is  not,  to  me  at  any  rate,  quite  clear,  but  in  the  third,  No.  45,  it 

35  becomes  clear,  I  think,  that  M.  Moissan' s  system  was  to  have  two  horizontal 
electrodes,  with  the  arc  of  course  passing  between  them,  and  to  arrange  his 
material  in  a  crucible  below  the  arc.  The  result  was  he  exposed  his  material 
to  the  calorific  effect  and  not  to  the  electrolytic  effect  of  the  arc.  In  a  subsequent 
paper,  to  which  I  will  go  on,  he  makes  it  quite  plain,  as  it  seems  to  me,  that  his 

40  idea  was  to  get  away  from  any  passing  of  the  current  through  the  material,  and 
to  take  care  that  he  was  ensuring  thermal  action  or  calorific  action  in  them. 
But  having  in  the  first  paper  intimated  that  what  he  is  aiming  at  is  heat,  what 
he  indicates  is  that,  when  you  have  got  heat,  you  get  a  crystallised  calcium 
carbide,  because  he  says  this  :  "  When  the  temperature  is  close  to  2500  degrees, 

45  "  lime,  strontian,  magnesia  crystallise  in  a  few  minutes.    If  the  temperature 
reaches  3000  degrees  the  material  of  the  furnace — that  is,  the  quicklime — 
melts  and  runs  like  water.    At  this  very  high  temperature,  carbon  reduces 
rapidly  the  calcium  oxide  and  the  metal  is  produced  in  abundance  ;  it  unites 
'*  easily  with  the  carbon  of  the  electrodes  to  form  a  calcium  carbide  liquid  at 

50  u  the  temperature  of  red  heat  which  it  is  easy  to  collect."  In  the  very  last 
paragraph  he  dwells  again  on  the  easiness  of  doing  what  he  wants  at  this  high 
temperature.  The  second  one,  No.  39,  deals  with  exactly  the  same  furnace 
again,  because  he  says  :  "  Calcium  oxide. — When  lime  is  subjected  to  the  action 
"  of  the  arc  produced  by  a  dynamo  giving  50  volts  and  25  amperes  the  mass 

55  "  soon  gets  covered  with  white  and  bright  crystals,  which  consist  of  pure 
"  calcium  oxide."  Then  later  on  he  says  :  "  If  a  more  powerful  arc  produced 
M  by  a  current  of  ICO  amp&res  at  50  volts  be  nsed  the  crystallisation  is  more 
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44  abundant  and  more  rapid,"  and  he  concludes  by  saying  that,  "  Under  the 
44  action  of  a  high  temperature,  ranging  from  2000  degrees  to  3000  degrees, 
44  magnesia,  lime,  and  strontian  crystallise,  then  melt  with  rapidity."  So  far, 
for  the  present  purpose,  all  that  he  has  indicated  is  that  the  solution  of  this 
question  lies  in  having  a  sufficiently  high  temperature.  That  is  the  point  of  5 
that. 

His  next  paper,  No.  45  (it  is  not  the  next  in  point  of  date,  but  it  is  the  next 
which  is  relied  on),  was  read  at  a  sitting  on  the  20th  of  November  1893,  and 
received  here  on  the  4th  of  December  1893.    It  is  entitled  by  himself  :   "  On  a 
"  new  kind  of  electric  reverberatory  furnace  with  movable  electrodes."    So,  10 
plainly  he  is  speaking  again  of  his  new  kind  of  furnace ;  and  by  reverberatory 
44  furnace  "  I  understand  one  in  which  the  material  to  be  treated  is  subject  to 
the  heat  coming  from  a  source,  but  is  not  exposed  to  the  source  itself — in  which 
the  fuel  does  not,  but  the  heat  from  the  fuel  does,  reach  the  material  to  be 
treated.     In  other  words,  it  is  just  the  same  thing  as  what  he  was  dealing  with  15 
before — a  treatment  by  thermal  or  calorific  action,  and  not  by  electrolytic  action. 
He  begins  here  by  saying  :  "  In  a  communication  dated  the  12th  of  December 
44 1892  "  (which  is  the  one  I  have  referred  to  just  now),  "  I  have  shown  to  the 
44  Academy  a  new  kind  of  electric  furnace  which  permits  of  heating  in  a  carbon 
"  crucible  several  hundred  grammes  of  a  substance  to  the  temperature  of  the  20 
44  electric  arc."    Then,  below,  he  says  :  "  In  the  centre,  and  a  few  centimetres 
"  below  the  arc,  was  a  small  cavity  " — it  is  from  there  that  I  get  the  fact  that  he 
had  intended  to  describe  his  arc  as  being  above  the  material.     He  goes  on : 
"  That  which  differentiates  this  electric  furnace  from  those  hitherto  used,  and 
44  more  particularly  from  those  of  Siemens,  Cowles,  and  Acheson,  is  the  fact  that  25 
"  the  substances  to  be  treated  are  not  in  contact  with  the  electric  arc,  that  is  to 
44  say  with  the  vapour  of  the  carbon."    He  there  points  out  what  was  true,  that 
in  the  previous  furnaces  the  substances  to  be  treated  were  in  contact  with  the 
electric  arc  and  in  his  peculiar  form  of  furnace  they  were  not.     Then  he  goes 
on  to  indicate  an  improvement  upon  his  previously  suggested  furnace,  which  30 
would  separate  the  material  more  effectually  from  the  arc  itself,  and  sayB,  at 
page  4  :  4<  In  this  continuous  working  furnace  I  separate  completely  the  calorific 
44  action  of  the  arc  from  its  electrolytic  action."     So  far,  M.  Moissan  has  only 
pointed  out  the  advantage  of  the  separation  of  the  material  from  the  influence 
of  the  arc  itself,  and  pointed  out  that  at  a  sufficient  temperature  you  will  reach  35 
the  product  which  you  want. 

But  at  a  sitting  of  the  5th  of  March  J  894  M.  Moissan  made  certain  further 
statements,  communicated  to  this  country  on  the  16th  of  March  1894.  Now  it 
is  necessary  to  look  at  this  paper  carefully,  as  it  seems  to  me,  to  see  whether  he 
is  now  confining  himself  to  the  new  kind  of  electric  furnace  which  was  the  40 
subject  of  the  three  papers  I  have  mentioned  thus  far,  or  whether  he  is  referring 
to  furnaces  generally.  1  have  scanned  this  paper  with  care,  and  I  cannot 
find  in  it  what  I  should  have  expected  to  find,  if  he  had  meant  it,  that  in  this 
paper  he  was  dealing  with  the  effects  to  be  produced  by  the  new  furnace  which  he 
had  mentioned  in  the  three  previous  papers.  I  have  pointed  out  that  in  the  titles  45 
of  the  previous  papers,  in  No.  36  and  in  No.  45,  he  headed  his  paper  as  4<  A  new 
44  electric  furnace,"  and  in  No.  39  he  made  the  same  thing  plain,  because  he 
spoke  of  44  the  electric  furnace  previously  used."  In  No.  40  I  fail  to  find  any- 
thing of  the  kind.  In  No.  40  he  says  :  44  Preparation,  by  means  of  the  electrical 
44  furnace,  of  a  calcium  carbide,  and  properties  of  this  new  body,"  and  when  he  50 
comes,  in  the  first  sentence  in  which  he  mentions  the  furnace,  to  speak  of  it,  he 
does  it  in  this  way  :  '4  If  it  has  not  been  possible  to  prepare  crystallised  carbides 
44  in  our  laboratory  furnaces  it  is  because  the  temperature  is  not  sufficiently 
44  high."  It  appears  to  me,  therefore,  that  he  is  not  confining  himself  to  one 
class — that  which  he  had  indicated  in  his  previous  papers — but  he  is  speaking  of  55 
furnaces  generally.  44The  electric  furnace,  which  permits  of  a  temperature 
44  close  on  to  3500  degrees  being  attained,  has  placed  us  "  (nous  mettait)  "  in  a 
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"  position  to  undertake  this  study  under  more  favourable  conditions."  I  think 
he  is  pointing  out  there  to  anyone  who  has  got  a  furnace  in  his  laboratory — not 
one  of  a  particular  type,  but  a  furnace — "  If  you  have  got  a  furnace  which  will 
"  give  you  the  heat  required  ;  if  you  can  get  it  to  3500  degrees,  or  something 
5  "  like  that,  you  will  be  able  to  do  "  what  he  tells  you  he  is  going  to  show  you 
how  to  do.  Then,  he  says,  Wohler  has  shown  that  you  may  do  certain  things, 
and  on  page  2  he  gives  you  the  proportions  which  he  uses — 120  grammes  of 
lime  and  70  grammes  of  sugar  charcoal.  He  puts  a  portion  of  it  "  in  the  crucible 
"  of  the  electric  furnace  and  the  latter  is  then   heated,"  and  the  result  is : 

10  u  Under  these  conditions  a  carbide,  or  an  acetylide,  corresponding  to  the 
"  formula  CsCa  is  formed,  in  accordance  with  the  following  formula,"  which  he 
gives.  It  seems  to  me  that  he  points  out  the  proportions  which  you  are  to  use, 
the  temperature  which  you  are  to  attain,  and,  as  far  as  I  can  see,  that  you  are  to 
attain  it  in  any  furnace  you  like — in  any  furnace  in  which  you  can  get  3500 

15  degrees — and  he  says  you  will  get  CaCa ;  and  he  gives  the  formula  of  the 
product  which  he  is  going  to  get.  In  the  words  that  follow  is  the  only  indica- 
tion to  which  any  witness  has  pointed  of  what  the  furnace  is  which  he  uses. 
He  says,  "The  lime  is  purposely  in  excess  since  the  crucible  furnishes  the 
"  quantity  of  carbon  necessary  to  form  a  definite  carbon."  Now,  what  Professor 

20  Ewing  says  about  that  is,  that  there  alone  does  he  find  any  indication  of  what 
furnace  it  is  to  be,  and  he  says  that  that  indicates  a  Siemens  f  urnaoe  as  much  as 
any  other ;  that  a  Siemens  furnace  was  used  with  a  carbon  crucible  as  much  as 
any  other  furnaces  which  were  so  used.  So  far  as  there  is  any  indication, 
therefore,  the  indication  there  again  is  in  favour  of  any  form  of  furnace.    Then 

25  he  travels  all  through  this,  giving  the  formula  for  it,  and  in  pages  6  and  7  he 
says  this :  "  To  sum  up,  as  soon  as  the  temperature  is  high  enough  metallic 
"  calcium  or  its  compounds  form  easily,  in  contact  with  carbon,  a  carbide  or 
u  acetylide,  the  formula  of  which  is  C2Ca."  Well  in  that  state  of  things,  as  I 
have  shown,  Willson,  in  the  American  Patent  of  1892,  has  indicated  that  using 

.HO  a  process,  which  may  be  either  with  an  arc  above  the  material  or  an  arc  passing 
into  the  material  and  out  again  so  as  to  pass  through  it,  you  may  get  a  calcium 
carbide  ;  and  M.  Moissan  has  pointed  out  that  the  essential  thing  is  that  you 
should  get  heat  enough — that  you  should  use  certain  material  in  certain 
proportions  and  arrive  at  the  requisite  temperature  and  the  result  will  follow. 

35  Now,  in  that  state  of  things,  I  turn  to  Claim  No.  1  in  the  Plaintiffs'  Patent : 
"  The  manufacture  of  crystalline  calcium  carbide  " — that  is  not  a  new  article. 
Crystalline  calcium  carbide,  as  I  pointed  out,  was  referred  to  in  these  papers, 
and  you  were  told  how  to  find  it.  People  knew  what  it  was,  and  Moissan  had 
given   its  formula — "by  subjecting  lime    and    carbonaceous  matter" — those 

40  materials  were  perfectly  well  known.  M.  Moissan  had  pointed  out  the  pro- 
portions in  which  you  had  better  take  them — "  in  suitable  proportions  to  the 
"  continued  action  of  electrically  generated  heat,  substantially  as  hereinbefore 
"  described."  What  was  there  that  was  new  as  regards  this  matter  ?  The  only 
processes  were  these.    You  could  use  an  electric  furnace  and  you  could  keep 

45  your  arc  above  your  material  and  what  has  been  called  toast  it.  That  was 
M.  Moissan1  $  system ;  that  was  not  new.  You  could  pass  your  arc  through 
your  materials,  and  in  that  way  you  would  heat  them  up  to  the  requisite  pitch 
and  you  would  get  calcium  carbide.  That  was  Mr.  Willson's  way  in  the 
American  Patent  of  1892-     The  way  to  use  a  Siemens  arc  furnace  to  pass 

50  electric  heat  through  the  material  was  perfectly  well  known.  It  was  no  new 
use  of  a  Siemens  arc  furnace,  and  everything  in  this  matter,  so  far  as  1  can  see, 
was  old.  If  I  attempt  to  put  the  Plaintiffs'  proposition  as  to  what  their  inven- 
tion was  tersely,  it  seems  to  me  that  they  claim  it  in  either  one  of  two  ways. 
They  say  either  that  the  process  of  using  the  arc  furnace  and  passing  the  current 

55  through  the  material  might,  but  for  what  was  known  previously  to  this,  have 
resulted  in  failure,  because  the  electrolytic  action  by  the  current  passing  through 
the  material  would  have  rendered  the  process  useless,  and  our  invention  was  that 

2  A  2 
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we  discovered  that  electrolytic  action  did  us  no  harm.  The  other  alternative  is 
this,  that  they  say  :  granted  that  the  Patentee  knew  that  the  electrolytic  action  did 
no  harm  because  Willson  in  1892  says  "  1  can  get  my  product  that  way,"  still  the 
Patentee  did  not  know  that  he  could  get  it  in  large  quantities  that  way  (this  is 
Mr.  Swinburne's  view  of  the  novelty)  ;  the  Patent  of  1892  told  you  how  to  get  5 
aluminium  commercially  and  told  you  how  to  get  calcium  carbide,  and  the  in- 
vention lay  in  this  :  that  when  you  found  that  calcium  carbide  was  a  commercial 
product  you  said  to  yourself,  "Come,  here  is  a  process  for  making  it;  I 
"  will  make  it  on  a  large  scale."  Mr.  Swinburne  gave  his  evidence,  as  he  usually 
does,  with  abundant  ingenuousness,  and  he  allowed  that  the  question  really  10 
came  to  this :  "  The  only  question  is  whether  it  is  an  invention  to  think  of 
"  using  a  process  which  will  on  a  commercial  scale  make  one  product,  say 
"  aluminium,  and  is  known  to  make  another  product,  to  make  that  latter 
"  product  commercially."  In  my  opinion  that  is  in  law  no  invention.  If  you 
are  told  how  to  make  a  thing  1  do  not  see  any  invention  in  saying, "  I  will  make  15 
u  it  on  a  large  scale  because  1  can  sell  it." 

Neither  of  those  two  suggested  inventions,  as  it  appears  to  me,  did  this  Patentee 
discover.  He  did  not  discover  that  electrolytic  action  did  no  harm — that  was 
known  before ;  he  did  not  discover  that  it  was  desirable  to  make  an  article 
which  he  knew  how  to  make  upon  a  commercial  scale.  It  appears  to  me,  80 
therefore,  that  the  Plaintiffs  fail  because  there  was  no  novelty  ;  in  other  words, 
they  fail  on  the  question  of  validity. 

But  then  the  other  issue  on  which,  as  I  say,  I  might  alone  have  decided  this 
case  is  that  of  infringement.     If  I  am  right  in  my  view  of  the  Plaintiffs' 
Specification,  the  Patentee  uses  the  arc  as  distinct  from  incandescent  furnaces.    I  25 
need  not  go  into  the  refinements  into  which,  interesting  as  they  are,  the  witnesses 
have  gone.    You  may  say  in  a  sense  that  every  arc  furnace  is  incandescent 
and  every  incandescent  furnace  is  an  arc  furnace ;  that  is  to  say,  if  I  rightly 
understand  the  matter,  when  you  begin  to  use  an  arc  furnace  and  put  your  two 
electrodes  in  contact,  as  you  generally  do,  you  get  a  certain  amount  of  incan-  30 
descence.    You  then  get  a  vapour ;  you  then  draw  the  two  electrodes  apart  and 
you  get  an  arc ;  that  is  to  say,  it  is  incandescent  before  it  is  an  arc.     If  I  rightly 
understand  the  incandescent  furnace,  the  process  is  this — You  separate  the  two 
electrodes  by  a  considerable  distance  ;  you  put  conducting  material  between, 
and  the  current  passes  the  heat,  which  is  thus  generated,  through  the  carbon  ;  35 
probably — it  is  not  by  any  means  certain — it  produces  vapour  of  carbon  and  the 
current  uses  that  for  the  purpose  of  the  conductivity,  and  you  may  say  that  the 
incandescent  furnace  is  a  mere  agglomeration  of  a  series  of  minute  arcs.    That  is 
not  the  real  distinction  between  the  arc  and  the  incandescent  furnace.  The  question 
is  whether  you  use  your  furnace  so  as  to  create  an  arc  from  the  one  electrode  to  the  40 
other  electrode,  and  do  you  use  that  or  do  you  not  ?    Now  the  Plaintiffs  called  a 
witness  who  knew  what  the  Defendants'  process  was,  and  according  to  his  evidence 
the  Defendants  never  did  get  an  arc  at  all ;  the  object  is  not  to  get  an  arc ;  they  use 
a  carbon  pencil  with  a  sectional  area  at  its  head  of  something  like  6£  indies ; 
they  place  between  that  pencil  and  the  hearth  a  small  piece  of  carbon,  the  45 
object  of  that  being  to  prevent  injury  to  the  machinery  in  starting.    They  thus 
get  a  current  through  ;  the  materials  are  piled  up  round  the  electrode  ;  no  arc 
is  ever  struck ;   heat  is  generated  and,  the  materials  becoming  heated,  the 
operation  is  that  of  the  Cowles'  furnace — an  incandescent  furnace,  with  this 
variation,  that  the  pencil  itself  which  constitutes  the  positive  electrode  is  not  50 
stationary  but  is  kept  moving  over  the  hearth,  the  object  being  always  to 
maintain  between  the  pencil  and  the  hearth  a  certain  amount  of  material,  not 
yet  treated,  so  as  to  ensure  that  the  conductivity  shall  be  through  the  material 
and  not  by  means  of  an  arc.    Upon  Mr.  Duff's  evidence,  in  the  Defendants' 
operation  the  arc  never  is  used  except  in  the  sense  in  which  an  arc  is  used  in  55 
every  incandescent  furnace,  which  is  not  the  true  meaning  of  course  of  the 
expression.    If  I  am  right  in  the  construction  of  the  Plaintiffs'  Specificatioa 
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there  is  no  infringement  in  the  operation  which  the  Defendants  carry 
out.  On  both  grounds,  therefore,  I  think  this  action  fails,  and  I  dismiss  it 
with  costs. 

Lord  Robert  Cecil,  K.C. — The  Plaintiffs  sued  upon  four  Patents.    I  understand 

5  they  have  in  effect  asked  leave  to  discontinue  their  action  in  respect  of  three. 

I  ask  that  it  be  made  a  term  of  the  discontinuance  that  they  shall  pay  the  same 

costs  as  if  the  action  had  proceeded  on  all  four  Patents  and  the  Particulars  of 

Objections  to  the  first  three  Patents  had  been  gone  into. 

BUCKLHY,  J. — Supposing  the  Plaintiffs  had  come  into  Court  on  one  Patent 
10  and  submitted  to  have  their  action  dismissed  with  costs,  what  would  have  been 
done  with  the  Particulars  ? 

Lord  Robert  Cecil,  K.C. — That  would  have  been  a  different  case  altogether. 

Buckley,  J.— Why  ? 

Lord  Robert  Cecil,  K.O. — Because  they  can  only  discontinue  their  action  by 

15  leave  under  Order  26,  Rule  1. 

BUOKLKY,  J. — They  come  into  Court  on  four  Patents ;  but  they  say,  in  fact, 
with  regard  to  three  we  submit  to  judgment  on  them.  There  was  no 
application  to  discontinue.     I  simply  dismiss  the  action  with  costs. 

Lord  Robert  Cecil,  K.C. — We  shall  not  get  the  Particulars  of  Objections. 

20  BUCKLEY,  J. — I  agree.  I  cannot  certify  the  Particulars  because  I  cannot 
say — the  action  never  having  been  tried — whether  they  are  proper  or 
improper.  That  is  settled  by  Mandelberg  v.  Morley  (12  R.P.C.  35).  It 
may  be  an  extraordinary  state  of  things,  but  if  a  Plaintiff  in  a  Patent  action 
comes  into  Court  and  says,  "  I  do  not  mean  to  support  my  Statement  of  Claim/' 

25  as   far  as  I  know  all  the  Court  can  do  is  to  dismiss  his  action  with  costs. 

It    cannot    certify  anything  as   regards  the  Particulars  because  it  does  not 

know  whether  they  are  proper  or  improper,  and  under  those  circumstances 

cannot  know. 

Lord  Robert  Cecil,  K.C.,  and  Walter  applied  for  a  Certificate  that  the  Particulars 

30  of  Objections  to  the  1894  Patent  were  reasonable  and  proper.  After  consider- 
able discussion  a  Certificate  was  given,  limited  to  the  papers  of  Moissan, 
Willson's  American  Specification  (No.  492,377  of  1892),  and  Ellis'  Specification 
(16,342  of  1894).  In  the  course  of  the  discussion  the  Defendants'  counsel 
contended  that  the  Certificate  should  cover  the  documents  relating  to    the 

35  Siemens,  Cowles,  and  Acheson  furnaces. 

BUCKLEY,  J. — I  will  say  a  word  on  this  particular  point  because  I  do  not 
know  whether  it  is  new  or  not.  As  I  understand  the  Act  of  Parliament,  under 
section  29,  subsection  2,  the  Defendant  has  to  give  Particulars  of  Objections  on 
which  he  relies,  and  under  section  29,  subsection  6,  costs  are  not  allowed  in 

40  respect  of  any  Particular  delivered  "  unless  the  same  is  certified  by  the  Court  or 
"  a  Judge  to  have  been  proven,  or  to  have  been  reasonable  and  proper." 
Therefore,  under  section  29,  subsection  6,  what  I  have  to  certify  is  that  a 
Particular  of  Objections  under  section  29,  subsection  2,  is  reasonable  and  proper. 
The  Defendants  here  have  asked  for  the  costs  of  Particulars  of  Objections, 

45  including — I  will  take  as  an  instance — the  Specification  of  the  Siemens  arc 

furnace.    It  appears  to  me  that  the  Specification  of  the  Siemens  arc  furnace  was 

•  no  Objection  at  all  to  the  validity  of  the  Plaintiffs'  Patent.    The  Patentee  had,  in 

his  Specification,  mentioned  a  thing  called  a  Siemens  arc  furnace.    To  ascertain 

what  that  was  it  might  be  necessary  to  prove  what  Siemens'1  Specification  was 

50  which  claimed  that  thing..  That  would  be  a  matter  of  evidence.  I  suppose  a 
witness  could  have  been  called,  and  he  could  have  been  asked  what  was  the 
Siemens  arc  furnace.  He  would  say  it  was  a  thing  made  according  to  the 
Specification,  which  could  be  produced,  and  it  would  be  then  proved  that 
that  was   what  was  called  a  Siemens  arc  furnace.      It  is  suggested   by  the 

55  Defendants  that  you  could  not  do  that  in  a  Patent  action  unless  you  put 
it  in  your  Particulars  of  Objections.  I  confess  that  does  not  commend 
itself  to  my  intelligence.     I   do  not  see  how  that  is    so.     You   can   prove 
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anything  that  is  material  in  an  action,  subject  to.  this  limitation,  that  if  it 
is  an  Objection  you  must  give  Particulars  of  it  under  the  statute ;  if  it  is 
no  Objection  you  may  prove  it.  I  therefore  disallow — at  least  I  do  not 
certify — with  respect  to  the  Siemens',  or  the  Cowles\  or  the  other  furnaces 
which  were  referred  to  merely  for  the  purpose  of  ascertaining  what  electric  arc  5 
furnaces  are. 

Cole/ax. — Then,  my  Lord,  I  have  to  apply  for  a  Certificate  that  the  validity 
of  the  Patent  of  1894  came  into  question.  Your  Lordship  has  declared  that 
Patent  invalid  ;  but  there  is  authority  in  Haslam  A  Co.  v.  Hall  for  granting 
such  a  Certificate  notwithstanding  the  Patent  was  held  to  be  invalid.  10 

Buckley,  J. — The  object  is  to  enable  you  to  get  solicitor  and  client  costs  in 
a  subsequent  action. 

Cole/ax. — Yes. 

Buckley,  J. — That  is  not  likely  if  the  Patent  is  held  invalid. 

Cole/ax. — But  supposing  my  clients  take  this  case  further  and  succeed  ?  15 

Walter. — Then  you  get  the  Certificate  in  the  Court  of  Appeal. 

Cole/ax. — The  case  of  Haslam  v.  Hall  is  reported  in  the  5th  Patent  Office 
Reports,  at  pa#e  27.    The  point  arose  there. 

BUCKLEY, «/.  (after  referring  to  the  report). — Why  do  you  read  this  as  being 
in  your  favour  ?  20 

Cole/ax. — Because  the  learned  Judge  says  :  "  1  cannot  refuse  to  certify,  and 
"  I  shall  certify  that  the  validity  of  the  Patent  came  in  question.'9 

Buckley,  J. — I  do  not  understand  what  the  learned  Judge  means.  Just 
read  the  last  sentence  :  "  I  cannot  say  anything  about  that.  I  must  leave  any 
"  other  Judge  to  certify  in  any  future  action.  You  can  always  say  that  the  25 
"  Patent  was  held  invalid,  and  judgment  was  given  accordingly  "  ;  and  then 
he  says,  "I  cannot  refuse  to  certify  "I  Why?  The  reasoning  is  all  against 
the  result. 

Cole/ax. — I  have  always  felt  that  it  is  a  little  obscure.  May  I  say  this  about 
that  caae :  it  is  referred  to  in  all  the  text  books  dealing  with  Patent  law  30 
as  being  an  authority  for  granting  a  Certificate,  that  the  validity  came  in 
question,  notwithstanding  that  the  Patent  was  declared  invalid,  and  that  has 
been  acted  upon.  I  am  right  in  saying  that  in  the  text  books  the  case  is 
referred  to  as  an  authority  for  that  proposition. 

Lord  Robert  Cecil,  K.C. — That  case    has  never  been    followed    I   under-  35 
stand.     If    my    friend    should    by    any    chance    succeed    in    the    Court    of 
Appeal,  the  Court  of  Appeal  has  the  same  power  as  your  Lordship  to  make 
any  Order. 

Cole/ax. — My  impression  is  that  I  have  heard  the  Court  of  Appeal  say — you 
should  have  asked  for  it  in  the  Court  below ;  and  that  is  why  I  am  asking  for  40 
it  here. 

Buckley,  J. — I  will  assist  you  in  that,  Mr.  Colefax.  It  seems  to  me  quite 
plain  what  section  31  means.  If  in  an  action  for  infringement  the  Plaintiff 
succeeds,  the  Court  may  certify  that  the  validity  of  the  Patent  has  come  in 
question  with  the  result  that  in  any  subsequent  successful  action  for  infringe-  45 
ment  the  Defendant  has  to  pay  solicitor  and  client  costs.  If  the  Patent  is  held 
invalid  in  the  first  action  it  cannot  be  unreasonable  that  a  Defendant  in  a  second 
action  should  deny  validity,  and  I  fail  to  see  on  what  principle  it  can  be  supposed 
that  the  Act  meant  to  make  him  pay  in  such  case  solicitor  and  client  costs.  I 
am  referred  to  a  case  before  Stephen,  J.,  of  Haslam  v.  flail,  which  I  am  told  is  50 
to  the  contrary  effect.  I  cannot  think  that  the  learned  Judge  said  what  is  there 
reported.*  He  must,  I  think,  have  granted  the  Certificate,  not  because  or  not- 
withstanding that  the  Patent  was  held  invalid,  but  because  it  had  been  held 


*  The  report  of  the  disouasion  as  to  the  Certificate  of  validity  in  Haslam  v.  Hall  wm  taken  from 
the  Shorthand  Notes. — J.  C. 
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valid  to  a  certain  extent,  namely,  except  as  regards  the  second  claim.  I  notice 
that  in  Badische  Anilin  und  Soda  .Fabrik  v.  Society  Ghimique  (14  Rep. 
Pat.  Cas.  875,  892)  the  Certificate  granted  in  Haslam  v.  Hall  is  dealt  with  on 
that  footing.*    I  refuse  the  Certificate. 


5  In  thh  High  Court  of  Justice.— Chancery  Division. 

Before  Mb.  Justice  Kekewioh. 
February  6th,  7th,  and  11th,  1902. 

FlNDLATHR,    MACKIB,    TODD    &    CO.    V.    HSNBY    NEWMAN    &    CO. 

Trade  name.—u  Findlater  A  <7o."— "  F.,  M.,  T.  A  <7o."  as  a  brand  on  corks.— 
10  Account  of  profits. — Injunction  re/used. — Costs. 

The  Plaintiffs,  J.  H.  Todd  and  W.  J.  Todd,  were  the  surviving  partners  in  the 
old  firm  of  Findlater,  Mackie,  Todd  A  Co.,  urine  and  spirit  merchants,  trading  in 
London.  The  Defendant,  Henry  Newman,  traded  as  a  wine  and  spirit  merchant 
at  Bournemouth  under  the  style  of  Henry  Newman  &  Co.,  having  in  1879  pur- 

15  chased  the  business  from  his  father-in-law,  T.  Beechey.  Prior  to  1879  Beechey 
had  been  agent  or  sole  consignee  in  Bournemouth  for  the  goods  supplied  by  the 
Plaintiffs1  firm,  and  this  relation  had  continued  between  the  Plaintiffs1  firm 
and  the  Defendant.  It  appeared  that  about  1879  the  father  of  the  Plaintiffs, 
since  deceased,  had  called  on  Beechey  and  the  Defendant,  and  had  encouraged 

20  them  to  advertise  the  name  of  the  Plaintiffs^  firm  in  pushing  the  business  at 
Bournemouth  for  their  mutual  benefit.  The  DefendanVs  premises,  bill-heads, 
letter-paper,  and  delivery-books  had  for  many  years  borne  references  to  the 


*  The  grant  of  the  Certificate  in  Haslam  v.  Hall  was  appealed  against  by  the  Defendants,  but 
the  appeal  was  dismissed  on  the  ground  that  such  a  Certificate  was  not  a  judgment  or  Order 
against  which  an  appeal  lies  to  the  Court  of  Appeal  (5  B.P.C.  144  ;  L.B.  20  Q.B.D.  491).  Section  31 
of  the  Patents,  <ko.  Act,  1883,  is  as  follows  : — "  In  an  action  for  infringement  of  a  Patent,  the 
"  Conrt  or  Judge  may  certify  that  the  validity  of  the  Patent  came  in  question  ;  and,  if  the  Court 
''  or  Judge  so  certifies,  then  in  any  subsequent  action  for  infringement  the  Plaintiff  in  that 
*'  action  on  obtaining  a  final  Order  or  judgment  in  his  favour  shall  have  his  full  costs,  charges, 
"  and  expenses  as  between  solicitor  and  client,  unless  the  Court  or  Judge  trying  the  action 
"  certifies  that  he  ought  not  to  have  the  same."  The  Certificate  granted  in  Haslam  v.  Hall  and  the 
certificate  granted  in  the  Baduche  Anilin,  $c.  v.  Soctfti  Ckimique  were  in  the  usual  form— that 
the  validity  of  the  Patent  oame  in  question. — J.  C. 
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Plaintiffs'  firm,  and  it  was  alleged  that  his  place  of  business  had  for  many 
years  been  known  as  "  Findlater's  Corner"  There  was  a  gradual  falling-off 
in  the  business  done  between  the  Plaintiff^  and  the  Defendant,  of  which  the 
Plaintiffs  complained  in  1898,  although  they  had  never  prior  to  that  date 
or  since  given  any  notice  of  terminating  their  connection  with  the  Defendant.  5 
The  Defendant  admitted  that  a  substantial  number  of  corks  branded  "Findlater 
" A  Go.,  Bournemouth"  had  gone  out  to  his  customers  in  bottles  containing 
goods  not  supplied  by  the  Plaintiffs,  and  it  appeared  that  in  1898  and  1899  at 
least  25  gross  of  corks  branded  on  their  ends  with  "  F.,  M.,  T.  A  Co."  had 
been  ordered  by  and  supplied  to  the  Defendant  There  was  also  some  evidence  10 
of  tJie  Defendant  using  labels  on  which  were  printed  "  Findlater,  Newman  A 
"  Co"  It  appeared  that  there  were  three  firms  in  the  same  line  of  business  at 
Dublin,  Brighton,  and  Manchester,  in  the  styles  of  which  the  name  "  Findlater  " 
was  included. 

Held,  that  the  Plaintiffs  were  not  entitled  to  an  injunction  restrainitig  the  15 
Defendant  from  using  the  name  "Findlater"  in  connection  with  his  business, 
but  that  they  were  entitled,  with  respect  to  the  initials  "  F.,  M.,  T.  A  Go."  {the 
use  of  which  had  been  discontinued  by  the  Defendant  before  the  issue  of  the 
writ),  to  a  declaration  negativing  the  Defendant's  right  to  use  the  same  and  to 
an  account  of  profits  limited  in  each  case  to  "  corks  bearing  the  name  or  the  20 
"  initials  or  letters  l  F.,  M.  T.,  A  Go.'  and  used  for  bottles  containing  wines 
"  or  spirits  not  supplied  by  the  Plaintiffs  and  limited  as  regards  the  account  to 
"  six  years  from  the  date  of  the  writ."  There  was  no  Order  as  to  costs,  except 
that  the  Defendant  was  ordered  to  pay  one-third  of  the  Plaintiffs'  costs. 

Per  Kbkbwioh,  J. — "  In  order  to  constitute  an  actionable  wrong — a  wrong  05 
"  where  a  Plaintiff  complains  of  something  being  done — you  must  find  a  duty 
"  on  the  part  of  the  Defendant  towards  the  Plaintiff  to  abstain  from  doing  that 
"  which  is  complained  of." 

On  the  10th  of  May  1901,  Findlater,  MacJde,  Todd  A  Co.,  carrying  on 
business  in  London  at  Findlater's  Corner,  London  Bridge,  as  merchants  of  30 
wines,  spirits,  and  other  liquors,  commenced  an  action  against  Henry  Newman 
trading  and  sued  as  Henry  Newman  A  Co.,  carrying  on  a  similar  business  at 
Bournemouth.    The  Plaintiffs  claimed  injunctions  restraining  the  Defendants 
"  (I)  from  using  the  name,  style,  or  title  of  the  Plaintiffs'  firm,  or  any  part 
"  thereof,  or  any  other  style  or  name  so  closely  resembling  the  same,  or  the  35 
"  name  *  Findlater  &  Co.,'  in  such  a  way  as  to  be  calculated  to  induce  the  belief 
"  that  the  business  carried  on  by  the  Defendants  is  the  same  as  the  business 
"  carried  on  by  the  Plaintiffs,  or  in  any  way  connected  therewith,  or  from 
"  carrying  on  business  at  Findlater's  Corner  or  elsewhere  in  Bournemouth, 
"  without  clearly  distinguishing  their  business    from    the    business    of    the  40 
"  Plaintiffs ;  (2)  from  representing,  by  means  of  placards,  advertisements,  note- 
"  paper,  labels,  or  otherwise,  that  the  Defendants'  firm  is  the  same  as,  or  in  any 
44  way  connected  with,  the  Plaintiffs'  firm,  or  that  the  goods  sold  by  the 
**  Defendants  are  supplied  by  the  Plaintiffs ;  and  (3)  from  selling,  or  offering 
"  for  sale,  any  wines,  spirits,  or  other  liquors  not  supplied  by  the  Plaintiffs  in  45 
w  bottles  with    labels,    corks,    brands,    or    other    devices    bearing   the  name 
44  *  Findlater,  Mackie,  Todd  &  Co.,'  or  4  Findlater  &  Co.,'  or  'F.  M.  T.  &  Co.,'  or 
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"  any  other  names  or  initials  so  closely  resembling  the  same  as  to  be  calculated 
H  to  deceive,  without  clearly  distinguishing  the  same  from  goods  supplied  by 
**  the  Plaintiffs,  and  from  supplying  any  goods,  not  being  the  Plaintiffs',  in 
44  response  to  orders  for  *  Findlater's,'  or  *  Findlater  &  Co.'s,'  or  *  Findlater, 
5  "  *  Mackie,  Todd  &  Co.'s '  goods."  The  Plaintiffs  also  claimed  "  (4)  An  account 
44  of  all  profits  made  by  the  Defendants  by  the  sale  of  goods  not  supplied  by  the 
44  Plaintiffs,  either  by  the  use  of  the  name  of  the  Plaintiffs'  firm  or  any  name 
44  only  colourably  differing  therefrom,  or  by  the  use  of  corks,  brands,  labels,  or 
44  bottles  bearing  the  name  of  the  Plaintiffs,  or  any  name  only  colourably 

10  "  differing  therefrom,  or  by  any  other  way  whereby  the  purchasers  were 
4k  induced  to  believe  that  the  goods  sold  were  the  goods  of  the  Plaintiffs  "  ;  and 
the  Plaintiffs  also  claimed  damages,  costs,  and  further  or  other  relief. 

The  Statement  of  Claim,  after  stating  the  parties  and  the  nature  of  their 
business,  continued  : — "  (2)  The  name  and  reputation  of  the  Plaintiffs  are  well 

15  **  known  throughout  England,  where  their  business  is  carried  on  by  means  of 
44  agents.  The  arrangement  usually  made  with  their  agents  by  the  Plaintiffs  is, 
44  that  so  long  as  an  agent  does  a  considerable  business  with  the  Plaintiffs  he 
"  shall  be  entitled  to  style  himself  sole  agent  for  the  Plaintiffs,  and  that  the 
"  Plaintiffs  themselves  will  not  canvass  for  orders  or  supply  goods,  either  them- 

20  u  selves  or  through  other  agents  in  that  locality.  The  agents  of  the  Plaintiffs 
44  are  encouraged  to  give  as  much  publicity  as  possible  to  the  name  of  the 
44  Plaintiffs'  firm  in  connection  with  their  business,  in  order  that  the  reputation 
44  of  the  Plaintiffs'  firm  may  be  instrumental  in  attracting  and  extending 
44  business  for  their  common  benefit.    (3)  The  business  of  the  Defendants  was 

25  u  founded  by  one  Thomas  Beechey,  the  father-in-law  of  the  Defendant,  Henry 
44  Netvman,  who  succeeded  to  the  business  in  or  about  the  year  1879.  The  said 
44  Defendant  and  his  predecessor  for  many  years  acted  as  agents  for  the 
44  Plaintiffs,  and  sold  large  quantities  of  goods  supplied  by  the  Plaintiffs,  and 
44  built  up  a  large  business  in  the  neighbourhood  of  Bournemouth  by  the  use  of 

30  "  the  name  of  the  Plaintiffs'  firm  in  connection  therewith.  So  largely  was  the 
44  name  of  the  Plaintiffs'  firm  used  in  connection  with  the  business  of  the 
44  Defendants,  that  in  the  mind  of  the  public  of  Bournemouth  the  business  of 
44  the  Defendants  came  to  be  regarded  as  a  branch  of  the  Plaintiffs'  business, 
44  and  the  place  where  the  Defendants'  business  was  carried  on  became  known 

35  44  as,  and  was  eventually  named  by  the  Corporation  of  Bournemouth, 
44  4  Findlater's  Corner.'  (4)  The  Plaintiffs  have  recently  discovered  that  the 
44  Defendants  have  almost  entirely  ceased  to  sell  goods  procured  from  the 
44  Plaintiffs,  but  have  nevertheless  continued  to  do  a  large  business  without 
44  notifying  to  the  public  the  fact  that  such  business  was  not  business  done  by 

40  u  them  as  agents  for  the  Plaintiffs.  On  the  contrary,  the  Defendants  have  for 
44  many  years  carried  on  business  not  in  their  own  name  but  in  the  name  of  the 
44  Plaintiffs'  firm,  or  in  names  only  colourably  differing  therefrom.  (5)  The 
44  Plaintiffs  have  also  discovered  that  the  Defendants  have  been  for  many  years 
44  bottling,  selling,  and  offering  for  sale  large  quantities  of  goods,  not  supplied 

45  "  by  the  Plaintiffs,  in  bottles  and  with  corks  and  labels  bearing  the  name  of  the 
44  Plaintiffs,  or  names  only  colourably  differing  therefrom  and  calculated  to 
44  deceive.  (6)  The  Defendants  have  not  accounted  to  the  Plaintiffs  for  any 
44  profits  made  by  the  sale  of  goods  sold  by  the  use  of  the  name  of  the  Plaintiffs' 
44  firm,  or  by  the  use  of  bottles,  corks,  and  labels  bearing  their  name  as  aforesaid. 

50  u  (7)  By  reason  of  such  acts  as  aforesaid  the  Plaintiffs  have  lost  the  profit  they 
44  would  have  made  upon  the  sale  of  such  goods,  and  have  otherwise  suffered 
44  damage." 

The  Defendants,  by  their  Statement  of  Defence,  alleged  as  follows  : — *4  (1)  The 
44  Defendants  have  no  knowledge  of  arrangements  usually  made  between  the 

55  "  Plaintiffs  and  other  persons.  No  arrangement  of  the  nature  described  in 
44  paragraph  2  of  the  Statement  of  Claim  was  ever  made  between  the  Plaintiffs. 
44  and   Defendants.     (2)  The  Defendants  deny  that  they  have  built  up  their 
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44  business  in  the  neighbourhood  of  Bournemouth  solely  by  the  use  of  the  name 
•4  of  the  Plaintiffs'  firm  in  connection  therewith.    The  Defendants'  business  has 
44  not  come  to  be  regarded  as  part  of  the  Plaintiffs1  business.    (3)  With  regard 
to  paragraph  4  of  the  Statement  of  Claim,  it  is  the  fact  that  the  business 
transactions  between  the  Plaintiffs  and  the  Defendants  began  to  diminish  5 
44  several  years  ago,  and  has  since  considerably  diminished.    In  their  bill- 
44  heads,  however,  the  Defendants  have  usually  described  themselves  as  sole 
44  agents  for  the  Plaintiffs,  and  have  still  in  stock  goods  supplied  by  the 
44  Plaintiffs.    The  Defendants  deny  that  they  have  carried  on  business  in  the 
44  Plaintiffs'  firm,  or    in    names    only  colourably  differing   therefrom.    The  10 
44  Defendants  have  at  different  periods  used  the  styles  of  '  Thomas  Beechey, 
44  4  agent  for  Findlater,  Mackie,  Todd  &  Co.?  and  4  Findlater  &  Co.,  Bourne- 
44  4  mouth.'    The  Plaintiffs  have  never  carried   on  business  at  Bournemouth, 
44  and  no  confusion  could  arise  between  the  Plaintiffs  and  Defendants  by 
44  reason  of  the  adoption  by  the  Defendants  of  such  styles.    The  Defendants  15 
44  are  also  sole  agents  in  Bournemouth  for  Findlater  &  Go.'s  nourishing  stout  of 
44  Dublin.    (4)  The  Defendants  admit  that  they  have  used  a  number  of  corks 
44  bearing  the  name  of  *  Findlater  A  Co.,  Bournemouth.'    Save  as  aforesaid  they 
44  deny  every  allegation  contained  in  paragraph  5  of  the  Statement  of  Claim. 
44  (5)  Except  in  respect  of  goods  supplied  by  the  Plaintiffs,  and  sold  by  the  20 
44  Defendants  as  agents  for  the  Plaintiffs,  the  Defendants  deny  that  they  have 
44  made  any  profit  by  the  use  of  the  name  of  Plaintiffs'  firm,  or  by  the  use  of 
44  bottles,  corks,  or  labels  bearing  the  same  name.    (6)  Prior  to  the  issue  of  the 
44  writ  in  this  action  the  Defendants  offered  to  enter  into  a  bond  to  discontinue 
44  in  every  way  the  use  of  the  name  of  the  Plaintiffs'  firm,  and  also  offered  to  25 
44  discontinue  the  use  of  the  name  4  Findlater  A  Go.,  and  (provided  the  agency 
44  of  the  Defendants  to  the  Plaintiffs  were  first  discontinued)  to  publish  adver- 
44  tisements  to  the  effect  that  the  Defendants  had  no  connection  with  the 
44  Plaintiffs'  firm.    Such  offer  was  not  accepted  by  the  Plaintiffs.    (7)  From  a 
44  date  prior  to  the  issue  of  the  writ  in  this  action  the  Defendants  have  not  in  30 
44  any  way  used  the  name,  style,  or  title  of  the  Plaintiffs'  firm,  or  any  part 
44  thereof,  or  any  other  style  or  name  resembling  the  same,  nor  the  name 
44  *  Findlater  <k  Go.'  in  connection  with  their  business,  nor  have  they  had  any 
44  bottles,  corks,  brands,  labels,    or  any  other  device  bearing  the  name  of 
44  4  Findlater,  Mackie,  Todd  &  Co.,'  4  Findlater  &  Co.,'  or  4  F.  M.  T.  &  Co.'  on  35 
44  their  premises  excepting  the  name  of  4  Findlater  Corner '  as  their  address  and 
44  the  name  4  Findlater  &  Co.,  Dublin.'    (8)  The  Defendants  do  not  admit  any 
44  of  the  allegations  contained  in  paragraphs  6  and  7  of  the  Statement  of  Claim. 
44  (9)  The  Defendants  submit  that  this  action  ought  to  be  dismissed  with  costs." 

The  Plaintiffs  joined  issue  upon  the  Defence  save  in  so  far  as  the  same  40 
contained  admissions. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwich  in  February  1900. 

P.   O.    Lawrence,    K.C.,  and    Arnold  Herbert  (instructed  by  Vandercom, 
Doulton,  and  Buckland)  appeared  for  the  Plaintiffs ;  Warrington,  K.C.,  and 
O.  Leigh  Clare  (instructed  by  W.  Montgomery   White,  agents  for  Mooring  45 
Aldridge,  and  Hay  don,  of  Bournemouth)  appeared  for  the  Defendant. 

Lawrence,  K.C.,  in  opening  the  case,  stated  that  the  present  partners  in  the 
Plaintiffs'  firm  were  James  Henry  Todd  and  William  Henry  Todd,  and  that  the 
firm  was  weJl  known,  not  only  as  "Findlater,  Mackie,  Todd  &  Co.,"  but  also 
hb"  Findlater  <k  Go"  and"  Findlaters."  The  firm  of  Alexander  Findlater  A  Co.,  50 
Ld.,  of  Dublin,  Findlater,  Mackie  <k  Co.,  Ld.,  of  Brighton,  and  Findlater  and 
Mackie,  of  Manchester,  were  originally  branches  of  the  main  firm,  which  is  now 
represented  by  the  Plaintiffs  in  London.  The  relation  of  the  Defendant  and 
his  predecessor  Beechey  to  the  Plaintiffs  has  been  that  of  sole  consignee,  as  in 
Saxlehner  v.  Apollinaris  Company  (14  R.P.C.  645  ;  L.R.  (1897)  1  Ch.  893),  and  55 
not  of  agent.  At  the  end  of  1898  the  Plaintiffs  began  to  complain  of  the  falling 
off  in  the  Defendant's  business  with  them,  whereupon  the  Defendant  wrote,  on 
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note-paper  headed  " Sole  Agents  for  Findlater,  Mackie,  Todd  A  Go"  that  he 
still  had  some  of  the  Plaintiffs9  goods  in  stock,  and  complained  that  the 
Plaintiffs  were  doing  business  direct  in  Bournemouth.  In  April  1901  a  repre- 
sentative of  the  Plaintiffs  purchased  from  the  Defendant  eleven  bottles  of 
5  various  wines  and  spirits,  including  a  bottle  of  port  (which  wine  had  never 
been  supplied  to  the  Defendant  by  the  Plaintiffs)  with  a  cork  branded 
u  Findlater  A  Co.,  Bournemouth,"  and  a  bottle  of  rum  (four  gallons  of  which 
liquor  was  supplied  by  the  Plaintiffs  in  1888  to  the  Defendant,  who  alleged 
that  this  bottle  was  one  of  the  two  dozen  thus  provided)  with  a  cork  similarly 

10  branded  and  labelled  "  Findlater •,  Newman  A  Co?  Broadly  put,  we  claim  an 
injunction  restraining  the  Defendants  from  trading  as  "Findlater  A  Go., 
"Bournemouth,"  and  from  in  any  way  using  the  name  of  "Findlater"  in 
carrying  on  his  trade;  we  also  ask  for  an  account  of  profits  made  by  them 
in  trading  as  "  Findlater  A  Co"    [Kekewioh,  J. — If  you  get  an  injunction  to 

15  restrain  them  from  trading  as  " Findlater  &  Co"  then  according  to  the  authori- 
ties you  are  entitled  to  an  account  of  profits  that  they  have  made  by  their  trading 
as  "  Findlater  A  Co."  and  you  cannot  get  anything  more.]  In  this  case  there  is 
the  larger  question  as  to  whether  I  could  get  the  whole  profits  of  all  their  trade, 
because  it  may  appear  that  for  a  number  of  years  they  have  called  themselves 

20  "  Findlater  A  Co."  and  that  they  have  induced  people  to  come  to  their  shop 
under  the  belief  that  they  were  " Findlater  A  Co"  But  we  should  be  content 
to  get  such  an  account  of  profits  as  your  Lordship  directed  in  Saxlehner  v. 
Apollinaris  Company  (14  R.P.C.  645 ;  L.R.  (1897)  1  Ch.  893).  I  ask  for  leave 
to  amend  the  Statement  of  Claim  by  striking  out  from  paragraph  3  the  words 

25  "and  was  eventually  named  by  the  Corporation  of  Bournemouth,"  and  by 
altering  the  prayer  of  the  claim  accordingly. 
The  evidence  was  then  taken. 

James  Henry  Todd  and  William  John  Todd  deposed  as  to  the  facts  set  out  in 
the  Statement  of  Claim  and  in  the  opening  statement  of  Counsel ;  the  latter  said 

90  that  the  use  by  the  Defendant  of  corks  branded  "Findlater  &  Co.,"  and 
"  F.  M.  T.  &  Co.,"  implied  that  the  liquors  so  corked  had  been  selected  and 
bottled  by  the  Plaintiffs.  From  Ellis  A  Co.,  cork  merchants,  of  London, 
evidence  was  given  by  Charles  Potter ',  traveller;  Albert  Yowng,  manager; 
Henry  Pond,  manager ;  and  Walter  Storey,  foreman,  as  to  the  supply,  on  order 

35  from  the  Defendant,  of  large  quantities  of  corks  {e.g.,  10  gross  in  July  1898, 
5  gross  in  October  1898, 10  gross  in  April  1899)  branded  as  above,  these  being 
the  only  corks  for  wines  and  spirits  supplied  to  the  Defendant,  who  had  been 
very  particular  as  to  the  careful  execution  of  his  order.  James  Drewitt,  Town 
Clerk  of  Bournemouth,  deposed  that  the  name  plate  of  "  Findlater's  Corner " 

40  (which  had  until  recently  been  on  the  front  of  the  Defendants9  premises  from 
about  the  year  1885,  and  which  the  Defendants  denied  that  they  had  had  put 
up)  had  not  been  put  up  by  the  town  authorities ;  and  James  Phillips,  rate- 
collector,  said  that  continuously  since  1872  the  premises  now  occupied  by  the 
Defendants  had  been  entered*  in  the  rate-books  simply  as  "  No.  3,  Lansdowne 

45  "  Crescent." 

The  Defendant,  Henry  Newman,  in  his  evidence,  said  that  about  1879  Bruce 
Todd  (father  of  the  Plaintiffs)  visited  Beechey  and  himself,  and  said  :   "  Make 
use  of  our  name,  advertise  it  more,  use  it  in  whatever  way  you  like,  consider 
yourself  one  of  us,"  and  he  suggested  the  printing  of  letterpress  to  that  end 

50  on  the  available  blank  spaces.  (In  this  last  respect  the  Defendant  was  supported 
by  Arthur  James  Bailey,  who  was  clerk  to  Beechey  and  Newman  from  before 
1877  to  1881.)  The  Defendant  considered  this  as  an  authority  from  the 
Plaintiffs  to  use  their  name  for  carrying  on  his  business  and  advertising  them. 
The  Plaintiffs  had  at  first  supplied  him  with  bill-heads  and  letter-paper,  having 

55  "  Findlater,  Mackie,  Todd  &  Co.,  London  Bridge,"  upon  it,  but  he  had 
subsequently  had  these  printed  for  himself.  He  had  taken  over  from  Beechey 
a  van  painted  with  "  Findlater,  Mackie,  Todd  &  Co.,  Wine  and  Spirit  Merchants, 


it 
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"  Lansdowne  Orescent,"  which  had  been  in  use  before  1878.  The  labels  bearing 
"  Findlater,  Newman  &  Co."  were  only  used  on  12  or  15  bottles  of  rum  supplied 
by  the  Plaintiffs,  to  distinguish  it  from  other  rum  ;  the  whole  of  the  10,000  of 
these  labels  had  been  destroyed  on  or  before  the  1st  of  May  1901,  with  other 
documents,  in  consequence  of  a  letter  from  the  Plaintiffs'  solicitors.  On  and  5 
after  the  10th  of  May  1901,  the  Defendant  had  ceased  to  use  not  only  the  bill- 
heads and  letter-paper  above  mentioned,  but  also  carmen's  books  and  price-lists 
having  any  reference  to  the  name  "  Findlater"  save  "  Findlater's  Corner,"  the 
unregistered  telegraphic  address  "Telegrams,  Findlater,  Bournemouth,"  and 
«  Findlater's  Stout "  (from  a  Dublin  brewery).  Since  the  1st  of  May  1901,  he  10 
had  not  issued  any  bottle  with  a  cork  branded  "  Findlater  &  Co.,"  or 
"  F.  M.  T.  &  Co.,"  and  he  now  had  no  bottle  in  stock  so  corked.  [The  Defendant, 
by  his  Counsel,  had  already  admitted  that  a  substantial  number  of  corks  branded 
"  Findlater  &  Co.,  Bournemouth  "  had  gone  out  in  bottles  containing  wines  and 
spirits  not  supplied  by  the  Plaintiffs.]  Henry  Adams,  an  architect,  who  had  15 
lived  in  Bournemouth  for  50  years,  and  had  resided  in  Lansdowne  Crescent, 
said  that  the  plate,  "  Findlater's  Corner,"  was  put  up  17  or  18  years  since,  and 
the  place  was  always  called  "  Findlater's  Corner." 

Warrington,  K.C.,  for  the  Defendant. — u  Findlater  &  Co.,"  whether  with  the 
words  "  of  Bournemouth  "  or  in  connection  with  Bournemouth,  is  as  much  the  20 
Defendant's  trade  name  as  the  Plaintiffs'.     [Kekbwich,  J. — On  the  evidence  I 
do  not  see  how  the  use  by  the  Defendant  of  " Findlater  A  Co."  even  without 
"  Bournemouth,"  would    interfere  in  the  least  with  the    Plaintiffs'  trade.] 
Moreover,  the  Defendant  has  become  entitled,  from  long  and  open  usage,  and 
by  the  approval  and  encouragement  of  Mr.  Bruce  Todd,  to  trade  as  "  Findlater  A  25 
"  Co."  at  Bournemouth,  so  that  the  Plaintiffs  cannot  stop  him.    That  being  so, 
the  Defendant  is  entitled  to  use  the  name  "  Findlater  A  Co.,  Bournemouth," 
on  the  corks  of  all  goods,  and  on  the  building,  the  corks,  and  elsewhere  to  use 
the  name  which  is  the  Plaintiffs',  not  indeed  by  itself  (which  he  has  never 
done),  but  in  conjunction  with  his  own  as  "  Sole  agents  for  Findlater,  Mackti,  30 
"  Todd  A  Co."    As  to  the  branding  of  "  F.  M.  T.  &  Co."  on  the  corks,  there  is 
no  evidence  that  corks  so  branded  were  used  for  any  goods  except  wines  and 
spirits  supplied  by  the  Plaintiffs.     [KEKBWICH,  J. — I  do  not  think  any  jury 
would  be  prepared  to  draw  that  inference.]    Even  if  a  customer,  on  drawing  the 
cork,  were  to  see  this  brand  on  the  ends  of  it,  it  would  not  necessarily  affect  his  35 
mind  or,  if  it  did,  would  act  as  an  advertisement  in  favour  of  the  Plaintiffs,  to 
whom  he  might  take  a  new  order.    This  practice  also  has  been  one  of  long  and 
open  usage,  and  is  traced  to  the  encouragement  of  Mr.  Bruce  Todd.    As  to  the 
labels,  **  Findlater,  Newman  A  Co.,"  it  is  certainly  curious  that  only  a  dozen 
should  be  used  out  of  10,000;   but  there  is  no  reason  for  disbelieving  the  40 
Defendant's  statement  that  they  were  not  used  except  for  the  small  parcel  of 
rum,  and  indeed  this  user  was  for  the  very  purpose  of  better  distinguishing  the 
rum  supplied  by  the  Plaintiffs.    The  Plaintiffs  are  not  entitled  to  any  of  the 
injunctions  asked  for,  especially  as  at  the  date  of  the  issue  of  the  writ  the 
Defendant  was  not  doing  any  of  the  acts  complained  of.    There  is  no  sugges-  45 
tion  or  evidence  of  fraud,  and  no  evidence  that  the  public  have,  by  the  use 
of  the  initials  "  F.  M.  T.  &  Co."  or  any  particular  device,  been  led  to  believe 
that  they  were  getting  goods  prepared  or  even  selected  by  the  Plaintiffs. 
The  foundation  of  a  case  of  "  passing-off  "  is  absent.      If,  under  the  present 
practice,  the  Plaintiffs  insist  on  claiming  the  equitable  relief  of  an  account  50 
of  profits  (which,  under  the  old  practice,  could  not  be  granted  unless  there 
was  also  an  injunction),  I  shall  rely  on  the  defence  that  the  conduct  of  the 
predecessors  in  business  of  the  Plaintiffs,   in  encouraging  the  Defendant  in 
the  manner  shown  by  the  evidence,  disentitles  them  to  this  relief.     It  was 
for  the  Plaintiffs  to  have  announced  the  determination  of  the  agency,  which  55 
they  did  not  do.    In  any  event  the  account  of  profits  would  be  limited  to  six 
years  before  the  writ. 
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Lawrence,  K.C.,  in  reply. — We  ask  for  the  injunctions  as  well  as  an  account 
of  profits.  As  to  the  brand  "  F.  M.  T.  &  Co.,"  this  is  the  Plaintiffs'  name,  and 
therefore  there  is  an  actual  user  of  the  Plaintiffs'  name  on  the  Defendant's 
goods  and  no  mere  case  of  "passing-off."  The  absence  of  evidence  as  to 
5  deception  does  not  therefore  matter.  As  to  the  name  "  Findlater  A  Co.,"  this 
is  the  name  under  which  the  Plaintiffs  have  always  traded,  as  well  as  under 
"  Findlater,  Mackie,  Todd  A  Co."  and  this  Defendant  is  not  entitled  in  any 
way  to  represent  himself  as  "Findlater  &  Go."  There  has  never  been  any 
encouragement  or  acquiescence  on  the  part  of  the  Plaintiffs.    They  are  entitled 

10  to  an  account  simply  by  reason  of  the  unauthorised  user  of  their  name  or  names, 
as  in  Saxlehner  v.  Apollinaris  Company  (14  R.P.C.  645), 

Kbkbwich,  J. — This  is  by  no  means  an  easy  case  for  determination. 
There  is  not  much  law  in  it — by  which  I  mean  there  is  not  much  dispute 
of  law.     In  fact  I  think,  except  by  slight  references,  we  have  got  through 

15  the  case  without  the  citation  of  a  single  authority.  The  difficulty  is  about 
the  facts  to  which  the  law  is  to  be  applied.  I  think — and  I  think  the  more 
after  hearing  Counsel  this  morning—that  the  facts  are  open  to  more  than 
one  construction.  The  only  principle  of  law  which  for  the  moment  (it  will 
perhaps  be  necessary  to   mention  another   by  and  bye)  it  is  necessary  to 

20  mention  is  this  :  In  order  to  constitute  an  actionable  wrong — a  wrong  where  a 
Plaintiff  complains  of  something  being  done — you  must  find  a  duty  on  the  part 
of  the  Defendant  towards  the  Plaintiff  to  abstain  from  doing  that  which  is 
complained  of.  That  seems  to  me  to  be  undoubted  law.  This  Court  does  not 
trouble  itself,  for  the  purpose  of  determining  whether  what  is  done  is  an 

25  actionable  wrong  or  not,  to  go  into  questions  of  morals,  good  taste,  and  matters 
of  that  kind.  These  matters  sometimes  come  into  consideration  for  other 
purposes  ;  but,  in  determining  whether  a  certain  act  is  actionable — that  is  to 
say,  is  wrong,  so  as  to  constitute  a  ground  of  action — one  sets  aside  those  things, 
and  one  has  only  to  regard  whether  there  is  a  duty  imposed  by  the  law  of  the 

30  land  to  abstain  from  that  which  is  complained  of.  I  propose  to  examine  this 
question  about  the  use  of  "  Findlater  A  Co."  by  that  light.  Is  the  Defendant 
under  any  duty  towards  the  Plaintiffs  to  abstain  from  using  the  words 
"Findlater  A  Co."  in  connection  with  his  trade  ?  I  have  nothing  to  do  now 
with  Findlater  A  Co.,  of  Dublin,  or  any  other  Findlater  A  Co.    The  question 

35  is  between  the  Plaintiffs  and  the  Defendant.  There  can  be  no  question  that 
the  Defendant  was  entitled  to  use  the  term  " Findlater  A  Co"  in  connection 
with  his  trade  up  to  a  certain  time,  and  he  has  done  so.  For  the  moment  he 
may  be  taken  to  have  ceased  to  do  so.  It  is  quite  possible  he  has  not  entirely, 
but  he  has  taken  down  the  name.    All  that  is  immaterial,  because  he  claims  to 

40  use  the  words  "  Findlater  A  Co."  And  in  this  Court,  if  a  man  claims  to  do  a 
thing,  that  is  the  same  as  his  threatening  and  intending  to  do  it,  and  if  it  is 
wrong  he  can  be  restrained  with  the  proper  consequences,  whatever  they  are. 
The  Defendant  claims  to  use  that  name.  Is  that  a  claim  which  ought  to  be 
restrained  on  the  ground  that  it  is  an  actionable  wrong  ?    My  duty  is  to  see  the 

45  right  of  the  Plaintiffs  to  restrain  him  from  using  the  name  " Findlater  A  Go" 
It  is  not  the  Defendant's  name.  It  is  a  name  no  doubt  which  has  been  con- 
nected with  the  business  for  some  time,  but  it  cannot  help  him  now  if  he  has 
used  it  before,  because  the  relation  having  been  determined  that  cannot  enure 
now  to  his  benefit.    As  far  as  he  is  concerned  he  cannot  say  that  he  is  Findlater 

50  A  Co.  under  any  such  sanction  as  that  he  is  entitled  to  use  it  for  that  reason. 
That  is  not,  to  my  mind,  the  weakness  or  strength  of  the  case.  My  difficulty 
is  in  seeing  that  the  Plaintiffs  are  entitled  to  restrain  him  from  using  the  term 
"Findlater  A  Co."  Mr.  Lawrence  put  his  case  to  a  severe  test  when  he  said  in 
reply  that  the  Defendant' has  no  more  right  to  use  "Findlater  A  Co."  than 
55  Findlater,  Mackie,  Todd  A  Co.  I  do  not  think  the  Plaintiffs'  case  will  bear 
that  test.  The  Plaintiffs'  firm  is  Findlater,  Mackie,  Todd  A  Co.,  and  I  certainly 
should  not  hesitate  for  a  moment  to  grant  an   injunction  to  restrain  the 
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Defendant  from  using  that  name — not  so  much  because  he  has  no  right  to  it  as 
because  it  is  the  property  of  the  Plaintiffs.    There  could  be  no  question,  if  he 
were  using  that  term,  "  Findlater  y  Mackie,  Todd  A  Co."  that  he  was  appro- 
priating the  Plaintiffs*  name  and  holding  himself  out  as  trading  in  that  name, 
which  is  the  name  of  the  Plaintiffs,  and  which  is  not  his  own.     But  is  that  so  5 
as  regards  "  Findlater  A  Co."  ?    Now  there  is,  no  doubt,  a  good  deal  of  evidence 
to  show  that  the  Plaintiffs'  firm  have  been,  and  are,  known  as  "  Findlater." 
The  Defendant  himself  addresses  them  in  that  way  and  recognises  them.    It  is 
over  their  house  in  London  ;  it  is  to  be  found  on  divers  buildings  and  papers ; 
and  I  think,  without  professing  to  know  anything  about  the  use  in  this  particular  10 
case,  one  can  quite  understand  that  the  name  of  an  old-established  firm,  the 
first  word  of  which  was  "  Findlater"  with  two  or  three  other  names  added, 
is  extremely  likely  to  have  dropped  in  common  usage  into  "  Findlater  A  Co." 
But  I  have  not  that  body  of  evidence  which  one  often  has  in  these  cases  to  show 
that  over  England — for  they  profess  to  trade  all  over  England — the  Plaintiffs'  15 
goods  are  known  as  "  Findlater  A  Co.'s  "  goods,  or  that  the  firm  is  known  as 
"  Findlater  A  Co."  and,  moreover,  it  is  admitted  that  there  are  at  least  two 
(1  am  not  sure  that  there  are  more  than  two)  other  firms  in  England  which  are 
trading  under  the  name  of  "  Findlater  A  Co."  quite  as  much  as  the  Plaintiffs 
are,  one  at  Brighton  and  one  at  Manchester.    If  the  Plaintiffs'  view  is  right  20 
either  of  those  firms  is  quite  as  much  entitled  to  restrain  the  Defendant 
from  using  the  words  " Findlater  A  Co"  as    the  London  firm  is ;  but  that 
is  self-destructive,  because  the  essence  of  the  right  to  restrain  a  man  from 
using  a  name  is  that  it  is  the  name  of  the  Plaintiff.    There  cannot  be  three 
firms  all  entitled  to  restrain  the  use  of  the  name,  and  yet  I  do  not  see  how  25 
we  are  to  escape  from  the  dilemma  if  the  Plaintiffs  are  right  while  the  others 
are  wrong. 

No  doubt  a  good  deal  of  prejudice  is  or  can  be  introduced  into  this  case  by 
showing  that  the  origin  of  the  use  of  "  Findlater  A  Co."  is  from  the  connection 
between  the  Plaintiffs'  firm  and  the  Defendant's,  and  that  he  is  continuing  to  30 
do  that  now  which  he  was  allowed  to  do  before,  and  that  that  may  be  said  to 
be  wrong,  but  I  decline  to  descend  into  the  moral  arena  and  consider  whether 
it  is  wrong  otherwise  than  in  a  Court  of  law.  My  difficulty  is  to  see  the  right 
of  action  springing  out  of  the  use  of  that  name,  which  is  not  the  trade  name  of 
the  Plaintiffs,  though  it  is  used  for  brevity  more  than  anything  else,  I  suppose,  35 
in  many  cases. 

I  have  given  the  case  some  attention,  and  I  repeat  that  I  recognise  it  is  one  of 
some  difficulty  ;  but,  on  the  whole,  I  do  not  see  my  way  to  saying  that  there  is 
any  legal  duty  on  the  part  of  the  Defendant  to  abstain  from  using  the  term 
"  Findlater  A  Co."  If  that  is  so,  notwithstanding  a  great  deal  that  might  be  40 
said,  which  I  abstain  from  saying,  from  other  points  of  view,  I  think  that,  as  a 
legal  result,  the  Plaintiffs  fail. 

That  being  so,  I  need  not  say  much  about  "  Pindlater's  Corner."  But  I  have 
satisfied  myself  that  the  "  Findlater's  Corner  "  plate  was  put  up  by  the  Defen- 
dant, or  by  some  one  under  his  instructions,  and  not  by  the  municipal  authority,  45 
and  there  it  has  been  for  a  long  time.  I  do  not  think  myself  that  I  could  see 
my  way  to  interfere  with  "Findlater's  Corner"  even  if  I  restrained  him 
from  using  the  words  " Findlater  A  Co"  It  has  become  associated  with  the 
place,  and  I  am  not  by  any  means  sure  that  it  is  intimately  associated  with  the 
business  carried  on  underneath.  But,  however,  I  need  not  pursue  that  further,  50 
because  if  I  cannot  restrain  the  Defendant  from  using  "  Findlater  A  Co."  I 
cannot  certainly  restrain  him  from  the  use  of  "  Findlater's  Corner." 

Now  that  disposes  of  one  part  of  the  case.  The  other  part  rests  on  a  rather 
different  basis,  though  what  I  have  said  about  the  principle  of  law  must  be 
borne  in  mind  also  there,  and  that  is  as  to  the  use  of  corks  branded  with 
"  F.,  M.,  T.  &  Co."  That  corks  used  by  the  Defendant  have  been  branded 
"  F.,  M.,  T.  &  Co."  to  a  large  extent  is  undisputed.    There  was  an  attempt  to  ~- 
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show  that  they  had  only  been  need  for  bottles  containing  wines  and  spirits 
supplied  by  the  Plaintiffs.  That,  to  my  mind,  is  hopelessly  gone.  There  was 
a  suggestion  that  a  large  quantity  of  wines  and  spirits  had  to  be  re-corked — I 
think  it  was  said  wines  and  spirits,  but,  at  any  rate,  wines ;  it  is,  I  think,  a 
5  novelty  to  re-cork  spirits,  but  wines  and  spirits  were  re-corked — but,  when 
pressed,  it  was  admitted  that  it  could  not  possibly  account  for  the  thousands  of 
corks.  The  bottles  of  wine  would  have  to  be  corked  two  or  three  times  over, 
and  very  frequently,  to  account  for  all  the  corks  which  have  been  supplied.  I 
think  there  is  no  difficulty  in  getting  rid  of  that.    The  result  is  that  branded 

10  corks  have  been  used,  and  must  have  been  used  to  a  very  large  extent,  for 
goods,  that  is  to  say,  for  wines  and  spirits  sold  by  the  Defendant  and  not 
supplied  by  the  Plaintiffs.  Now,  is  that  right  ?  I  have  evidence  of  a  conver- 
sation of  ancient  date,  that  is  to  say  many  years  ago,  with  one  of  the  Mr.  Todds, 
the  senior  member  of  that  time  of  the  Plaintiffs9  firm.    I  do  not  think  I  need 

15  refer  to  what  he  said,  because  it  only  really  supports  what  is  alleged  by  the 
Plaintiffs  themselves  in  their  Statement  of  Claim — the  allegation  to  which  I 
called  attention  this  morning:  "The  agents  of  the  Plaintiffs"  (and  the 
Defendants  were  agents  of  the  Plaintiffs)  "are  encouraged  to  give  as  much 
"  publicity  as  possible  to  the  name  of  the  Plaintiffs1  firm  in  connection  with 

20  '*  their  business  "  (that  is  to  say  the  entire  business  of  the  agents),  "  in  order 
"  that  the  reputation  of  the  Plaintiffs'  firm  may  be  instrumental  in  attracting 
"  and  extending  business  for  their  common  benefit."  What  does  that  mean  ? — 
that  the  agents  are  not  only  allowed  but  encouraged  to  publish  "  Findlater  <fc 
"  Co."  and  " Findlater,  Mackie,  Todd  &  Co."  as  much  as  possible,  and  for  this 

25  purpose  that  the  reputation  of  the  Plaintiffs9  firm  may  be  extended,  and  that 
being  extended  would  be  instrumental  in  attracting  and  extending  business, 
that  is  to  say  to  the  agents  for  their  common  benefit.  It  was  to  the  advantage 
of  the  Plaintiffs9  firm  that  their  agent  should  do  a  large  trade.  The  larger  trade 
he  does  the  more  will  come  to  them,  the  more  they  will  sell,  and  so  they  are 

30  glad  that  their  name,  for  that  purpose  (besides,  I  dare  say,  others,  such  as 
advertisement)  should  be  known  as  widely  as  possible.  But  can  I  suppose  that 
that  means  certainly  what  Mr.  Todd  said  it  did  not  mean,  that  the  Defendants 
were  to  be  allowed  to  use  the  Plaintiffs9  name  in  connection  with  goods,  that  is 
to  say,  in  the  immediate  connection  with  goods  not  supplied  by  the  Plaintiffs  ? 

35  It  seems  to  me  that  that  would  be  carrying  the  allegation  of  the  Plaintiffs  in 
the  Statement  of  Claim  and  the  statement  of  the  conversation  with  Mr.  Todd  a 
great  deal  too  far.  It  seems  to  me  impossible  to  suppose,  and  I  ought  not  to 
infer,  and  certainly  it  is  not  proved,  that  the  Plaintiffs  ever  intended  to  sanction 
the  Defendants  using  their  name  in  connection  with  goods  which  the  Plaintiffs 

40  themselves  did  not  supply.  I  have  used  the  words  "  in  connection  with 99  for 
want  of  something  better,  but  I  think,  perhaps,  I  had  better  explain  what  I 
mean.  The  goods  supplied  by  the  Defendants  would  be  delivered  in  a  van  on 
which  the  name  of  the  Plaintiffs9  firm  would  appear.  In  that  van  might  be 
delivered  not  only  goods  supplied  by  the  Plaintiffs,  but  goods  which  were  not 

45  supplied  by  the  Plaintiffs.  Of  course  that  would  not  be  an  improper  use  of  the 
Plaintiffs9  name  so  long  as  that  use  was  permitted,  but  when  you  come  to 
putting  corks  branded  with  the  Plaintiffs9  name  into  bottles,  and  these  bottles 
containing  goods  not  supplied  by  the  Plaintiffs,  it  seems  to  me  you  enter  on  an 
entirely  different  ground.    What  is  the  object  of  putting  corks  into  bottles  ?     I 

50  am  not  sure  how  far  I  am  making  inferences  or  stating  evidence,  but  I  do 
not  think  there  can  be  any  doubt  about  it.  The  object  of  putting  the  cork 
with  the  brand  on  it  into  the  bottle  is  that  when  the  cork  is  drawn  and 
seen  by  the  customer  he  may  connect  the  contents  of  the  bottle  with  the 
brand,  and  if  there  is  a  desire  that,  should  he  be  satisfied  with  the  contents 
55  of  the  bottle,  he  should  thereupon  attribute  importance  to  the  brand,  the 
result  may  be  that  this  object  may  fail,  because,  as  Mr.  Warrington  has 
pointed  out,  the  brand  is  sometimes  destroyed  by  the  action  of  wine  or  spirits. 
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But  that  is  the  object,  and  it  would  not  be  done  to  the  extent  to  which  it  has 
been  done  if  that  object  is  not,  at  any  rate,  sometimes  attained.  The  object, 
therefore,  of  the  Defendants  putting  corks  branded  with  the  Plaintiffs'  name 
into  their  bottles  is  to  encourage  their  customers  to  believe  that  what  is  in  the 
bottles  is  supplied  by  the  Plaintiffs,  whereas,  certainly  in  a  large  number  of  5 
cases,  it  is  not  so  supplied.  I  do  not  care  to  go  into  the  question  of  why  this 
was  done.  I  think  Mr.  Newman,  to  speak  most  charitably,  showed  a  strange 
forgetf ulness  of  what  had  taken  place  in  the  ordinary  supply  of  these  corks,  but 
the  motive  for  doing  it  I  cannot  think  can  be  in  doubt,  and  it  is  such  as  I  have 
mentioned.  I  think  that  the  leave  or  licence,  or  encouragement  rather,  which  10 
was  given  to  the  Defendants  to  use  the  Plaintiffs'  name  cannot  possibly  be 
regarded  as  extending  to  representation  of  that  kind  which  is  not  true,  and  I 
think  that  is  one  reason  against  it. 

Now  Mr.  Warrington  says  the  great  answer  to  that  is  that  there  was  no 
evidence  of  reputation  of  "  F.,  M.,  T.  &  Co."    Well,  I  do  not  think  there  is — at  15 
any  rate  nothing  that  I  can  rely  upon.    "  F.,  M.,  T.  &  Co."  is  not  Findlater, 
Mackie,  Todd  A  Go.  to  everybody.    We  all  know  how  difficult  sometimes  it  is 
to  make  out  letters  which  are  appended  to  person's  names  and  things  by  way  of 
description,  and  it  might  puzzle  many  people  to  know  what  "  F.,  M.,  T.  &  Co." 
is  short  for  or  is  indicative  of  Findlater,  Mackie,  Todd  A  Co.    But,  to  my  mind,  20 
that  is  unnecessary.    The  question  here  is :  Are  the   Defendants  using  the 
Plaintiffs'  trade  name,  and,  if  they  are,  have  they  any  right  to  it  ?    There  is  no 
question  and  no  denial  that  "  F.,  M.,  T.  &  Co."  is  as  a  matter  of  fact  Findlater, 
Mackie,  Todd  A  Go.,  and  so  far  as  I  can  see  the  Defendants,  to  the  limited  extent 
which  I  have  mentioned,  have  not  the  slightest  right  to  use  that  name.    Bat  it  25 
goes  a  little  further  than  that,  because  the  Defendants  were  the  agents,  and  the 
sole  agents,  and  known  to  be  the  sole  agents,  and  advertised  as  the  sole  agents 
of  Findlater,  Mackie,  Todd  A  Co.    Therefore  anyone  purchasing  goods  from 
them  with  "  F„  M.,  T.  &  Co."  on  them,  either  on  the  cork  or  elsewhere,  would 
know  immediately  that  that  was  intended  to  imply  that  the  goods  were  those  30 
of  Findlater,  Mackie,   Todd  A  Co.    There  would  be  no    difficulty  in  that 
particular  case  in  translating  the  u  F.,  M.,  T.  &  Co."  into  "  Findlater,  Mackie, 
u  Todd  A  Go"    Now,  that  being  so,  I  do  not  see  how  far  the  Defendants  can 
justify  it.    But  the  justification  is  this.     It  is  said  there  was  no  fraud — it  is 
merely  a  misapprehension.    Mr.  Lawrence  was  good  enough  to  say  he  would  35 
not  use  the  ugly  word  "  fraud."    I  will  adopt  his  view  that  we  need  not  call  it 
fraud  ;  but  I  do  not  understand  the  misapprehension.    Without  going  more 
fully  into  Mr.  Newman's  evidence,  I  do  not  think  he  is  to  be  trusted  as  really 
believing  that  there  was  any  misapprehension  about  it.     I  believe  that  it  was 
done  on  purpose  with  a  view  to  putting  on  the  market  wines  and  spirits  sold  40 
by  the  Defendants  as  those  sold  by  Findlater,  Mackie,  Todd  A  Co. 

I  do  not  think  there  is  any  occasion  for  an  injunction,  because  it  is  quite 
satisfactorily  proved  that  all  the  corks  have  been  drawn,  and  there  is  no  reason 
to  suppose  that  this  brand  will  be  used  in  the  future.  But  that  is  a  mere 
question  of  detail,  for  I  should  not  hesitate  to  grant  an  injunction  and  enforce  45 
it  if  necessary.  I  think  a  declaration  will  be  sufficient  in  order  to  ground  what 
is  the  real  relief — that  is  to  say,  an  account  of  profits.  If  I  am  right  in  my 
view  of  the  relations  as  regards  the  Plaintiffs  and  Defendants  the  account  of 
profits  follows.  The  third  paragraph  of  the  prayer,  as  I  am  obliged  to  call  it, 
speaks  of  labels,  brands,  or  other  devices  besides  corks.  There  is  not  any  50 
occasion  to  go  into  that.  It  must  be  limited  to  corks,  and  limited  to  corks 
bearing  the  name  or  the  initials  or  letters  "  F.,  M.,  T.  &  Co.,"  and  the  obligation 
not  to  use  those  letters  must  be  confined  to  bottles  containing  wines  and  spirits 
not  supplied  by  the  Plaintiffs.  The  account  will  go  on  that  footing,  and  will 
be  limited  to  six  years  from  the  time  of  the  issue  of  the  writ.  55 

Now  in  connection  with  this  I  ought  to  say  one  word  about  this  extraordinary 
label  of  Findlater,  Newman  A  Co.    I  need  not  go  into  the  story,  because  now 
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after  what  I  have  said  it  becomes  immaterial.  I  see  no  reason  why  Mr* 
Newman  should  not  call  himself  Findlater,  Newman  A  Go.  if  he  pleases  and 
thinks  it  will  do  him  any  good,  but  it  is  a  very  extraordinary  story.  That 
10,000  labels  should  have  been  printed,  that  they  should  be  put  away  and  not 
5  used,  and  that  11  or  12  only  should  have  been  used  for  the  purpose  of  dis- 
tinguishing a  particular  lot  of  old  Jamaica  rum  is  a  very  extraordinary  and 
almost  incredible  story.  The  answer  is  one  which  I  gave  Counsel — that  no 
other  labels  have  been  proved  to  have  been  used  ;  and  there  the  matter  must 
drop.    The  story  is  not  one  which  altogether  reflects  well  on  the  truthfulness  of 

10  the  Defendant,  but  still  I  can  say  no  more. 

Now  I  come  to  the  very  difficult  question  of  costs.  I  have  thought  over  this 
not  only  in  reference  to  the  exact  apportionment  of  the  costs,  but  also  with 
reference  to  the  mode  of  apportionment,  before  I  heard  Counsel  this  morning, 
and  I  thought  of  that  quite  irrespective  of  the  conclusion  to  which  I  arrived  as 

15  to  the  costs  to  be  apportioned  on  one  side  or  the  other.  There  have  been,  as 
everybody  knows,  some  new  rules  which  have  given  rise  to  some  questions,  but 
at  the  same  time  I  am  glad  to  say  they  are  working  well,  and  I  hope  for  the 
good  of  the  public  and  also  for  the  good  of  the  legal  profession,  and  I  thought 
it  well  yesterday  afternoon  to  have  some  conversation  with  one  of  the  Taxing 

20  Masters  as  to  the  form  of  Order  in  these  cases.     I  need  not  say  more  at  the 

present  moment  than  that  the  Order  I  am  about  to  make,  as  far  as  form  is 

concerned,  is  to  some  extent  the  consequence  of  that  conversation,  though 

Counsel  will  recognise  in  it  an  old  form  of  my  own  which  I  do  not  think 

.has  been  adopted  by  other  Judges,  but  which  I  wish  to  commend  to  their 

25  consideration.  The  Plaintiffs  have  failed,  in  my  view,  as  regards  the  use 
of  the  term  " Findlater  A  Co"  They  have  succeeded  as  regards  " F.,  M.,  T.  & 
44  Co/'  They  have  only  not  succeeded  as  regards  "  Findlater,  Mackie,  Todd  A 
44  Co."  because  there  is  really  no  question  about  that  particular  name.  Under 
those  circumstances  the  costs  ought  to  be  distributed  as  far  as  they  properly  can  be 

30  between  failure  and  success,  and  it  has  given  me  some  thought  to  consider  how 
far  one  or  the  other  is  greater.  On  the  whole,  and  looking  at  the  Defendants' 
position,  the  way  in  which  their  case  has  been  put  forward,  and  the  evidence 
which  has  been  brought,  I  think  that,  notwithstanding  that  they  succeeded  on 
what  might  be  perhaps  regarded  as  half  the  case,  and  only  as  far  as  regards  half 

35  the  case,  they  ought  to  pay  a  substantial  part  of  the  costs.  I  shall  direct  them 
to  pay  one-third  of  the  Plaintiffs*  costs  and  make  no  order  as  to  their  own. 
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In  the  Matter  of  Jameson's  Patent 


In  the  High  Court  of  Justice. — Chancery  Division. 


Before  Mr.  Justice  Farwell. 


January  29th,  30th,  and  31st,  February  27th  and  28th,  and  March  1st,  1902. 


In  the  Matter  op  Jameson's  Patent. 


Patent. — Petition  for  revocation. — First  and  true  inventor. — Fraud. — Com-  5 
munication  from  abroad. — Anticipation. — Inconsistency  of  grounds  of  Petition. 
— Attorney -GeneraVs  fiat. — Estoppel. — Res  judicata. 

A  Patent  having  in  1894  been  granted  to  J.  on  a  communication  from  abroad 
for  " Improvements  in  atmospheric  or  power  hammers"  Y.%  who  had  unsuc- 
cessfully defended  an  action  brouqht  by  J.  for  infringement,  presented  a  Petition  10 
for  revocation  of  the  Patent,  alleging  that  he  was  the  first  and  true  inventor  of 
the  patented  invention,  and  that  the  invention  had  been  patented  by  J.  in  fraud 
of  him.    On  the  first  hearing  of  the  Petition  it  was  adjourned  pending  the 
hearing  of  the  appeal  from  the  judgment  of  Kekewich,  J.,  in  the  action  of 
Pilkington  v.  Yeakley  Vacuum  Hammer  Company,  with  liberty  to  amend  by  15 
alleging  the  Attorney -GeneraVs  fiat.    Application  was  made  to  the  Court  of 
Appeal  to  advance  the  hearing  of  the  appeal,  but  this  was  refused,  and  the 
Court  directed  that  the  Petition  should  be  restored  to  the  list.    The  Attomey- 
GeneraVs  fiat  having  been  obtained  the  Petition  was  restored,  and  came  on  for 
further  hearing.  20 

Held  (follotaing  Kekewich,  J.),  that  J.  was  the  first  and  true  inventor : 
and,  further,  thai  no  fraud  had  been  proved.  The  Petition  was.  dismissed 
with  costs. 

On  the  6th  of  October  1894  Letters  Patent  (No.  15,232  of  1894)  were  granted 
to  Thomas  Jameson,  on  a  communication  from  abroad  by  Robert  Mitcheson  25 
Reay,  of  the  United  States  of  America,  superintendent  of  the  MasiUon  Bridge 
Company.  This  Patent  became  vested  in  William  Rennard  Pilkington,  who 
brought  an  action  for  infringement  thereof  against  the  Yeakley  Vacuum 
Hammer  Company. 

The  Defendants,  by  their  amended  Defence  in  that  action,  alleged  that  the  30 
Plaintiff's  Patent  was  invalid  because  the  invention  was  not  new  at  the  date  of 
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the  Patent ;  they  denied  that  the  invention  was  communicated  from  abroad  by 
Reay  to  Jameson;  and  they  said  that  Jameson  was  not  the  first  and  true 
inventor. 

By  their  amended  Particulars  of  Objections  they  stated  that  in  or  about  the 
5  months  of  October  and  December  1892,  and  January  1893,  one  Abbott  publicly 
explained  the  working  and  construction  of  the  invention  in  England,  more 
particularly  to  John  Hart,  C.  H.  Gorrin,  John  Stalker,  and  R.  Sheville. 

The  action  was  heard  on  the  24th  and  25th  of  July  1901,  and  resulted  in  a 
judgment  for  the  Plaintiff.*    The  Defendants  appealed,  and  at  the  time  of  the 

10  hearing  of  the  Petition  hereinafter  mentioned  the  appeal  was  still  pending. 

Melvin  A.  Tedkley  subsequently  presented  a  Petition  for  the  revocation  of 
the  Patent,  by  which  he  alleged  as  follows : — "  (1)  in  the  year  1893  your 
"  Petitioner  invented  a  vacuum  hammer,  more  particularly  described  in  the 
"  Specification  and  drawings  of  a  Patent  (No.  15,212  of  1894)  granted  to  Thomas 

15  "  Jameson,  and  was  the  true  and  first  inventor  of  the  said  hammer.  (2)  Your 
"  Petitioner,  on  or  about  the  21st  of  October  1893,  provisionally  protected  the 
"  said  invention  in  America,  and  caused  three  model  hammers  to  be  made  in 
"  accordance  with  a  drawing,  of  which  the  drawing  attached  to  the  said  Patent 
"  is  a  copy.    (3)  In  or  about  the  month  of  March  1894,  your  Petitioner  handed 

20  "  one  of  the  said  model  hammers,  and  a  copy  of  the  said  drawing,  to  one 
"  Thomas  Austin,  who  acted  in  his  employment  for  the  purpose  of  securing 
"  orders  for  the  sale  of  the  said  hammers  in  America,  and  the  said  Austin  was 
"  fully  informed  by  your  Petitioner  as  to  ihe  working  and  object  of  the  said 
"  invention.    Your  Petitioner  intended  to  take  out  a  Patent  for  the  said  hammer 

25  "  in  England,  but  did  not  do  so  immediately  as  he  was  advised  the  provisional 
"  protection  in  America  protected  the  invention  in  England  for  two  years. 
44  (4)  In  April  1894,  in  breach  of  his  duty,  and  in  fraud  of  and  unknown  to 
44  your  Petitioner,  the  said  Austin  came  to  England  and  handed  the  said  model 
44  to  one  Jameson,  and  instructed  him  to  take  out  a  Patent  for  the  said  invention 

30  "  and  hold  the  same  as  agent  for  the  said  Austin  and  one  Reay,  and  on  or  about 
44  the  9th  of  October  1897,  the  said  Jameson,  as  agent  for  the  said  Austin  and 
"  Reay,  sold  the  said  Patent  absolutely  to  William  Rennard  Pilkington  for  the 
"  sum  of  501.  (5)  On  the  29th  of  September  1896  your  Petitioner,  in  ignorance 
44  of  the  said  fraud  that  had  been  perpetrated  upon  him,  applied  for  and  obtained 

35  "  in  England  a  Patent  (No.  21,555  of  1896)  for  the  said  invention.  (5a)  Further, 
44  the  said  Letters  Patent  (No.  15,212  of.  1894)  are  invalid  by  reason  of  the  fact 
"  that  the  said  invention  was  not  new  at  the  date  of  the  said  Letters  Patent,  as 
"  more  particularly  appears  by  the  Particulars  of  Objections  delivered  herewith. 
"  (6)  Your  Petitioner  has  granted  an  interest  in  the  said  invention  to  Joseph 

40  "  Robinson  to  the  extent  of  one-fourth  thereof,  to  Robert  Alexander  Robinson 
"  a  further  fourth  thereof,  and  to  William  Graham  a  further  fourth.'9 
Paragraph  5a  in  the  above  Petition  was  put  in  by  way  of  amendment. 

The  Particulars  of  Objections  delivered  in  support  of  the  Petition  alleged  that 
(1)  the  Petitioner  was  the  first  and  true  inventor ;   (2)  that  the  Patent  was 

45  obtained  in  fraud  of  the  Petitioner's  rights ;  (3)  that  Jameson  was  not  the  first 
and  true  inventor ;  (4)  that  the  invention  was  not  communicated  by  the  said 
Reay  as  alleged  in  the  Specification  on  which  the  Patent  was  granted. 

Amended  Particulars  of  Objections  were  delivered  on  the  5th  of  January 
1902  under  paragraph  5a  of  the  Petition,  and  were  as  follow  : — "  In  or  about 

50  "  the  months  of  December  1893  and  January  1894  one  John  Abbott  verbally 
"  explained  the  invention  to  Jonathan  Stalker,  engineer,  of  Penrith,  and  also 
"  by  reference  to  a  drawing  thereof.  (2)  In  the  months  of  November  and 
"  December  1893  one  Robert  Alexander  Robertson,  of  Cleveland,  Ohio,  explained 
"  the  said  invention  to  William  Graham,  of  7  and  9,  Rochester  Row,  London, 
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44  and  in  the  months  of  January  or  February  1894  sent  him  a  drawing  of  the 
44  said  invention  and  a  model  to  illustrate  the  working  thereof.  (3)  In  the 
44  month  of  April  1894  the  said  William  Graham  verbally  explained  the  said 
"  invention  to  George  C.  Robertson,  a  veterinary  surgeon,  of  4,  Bessborough 
"  Mansions,  Westminster,  to  Alexander  Robertson,  a  smith,  of  33,  Greycoat  5 
"  Street,  London,  and  produced  to  them  the  said  model  and  explained  the 
44  working  thereof.  (4)  In  the  month  of  April  1894  the  said  Alexander 
44  Robertson  in  correspondence  explained  the  said  invention  to  John  Robertson, 
44  of  57,  High  Street,  Blairgowrie,  N.B." 

Particulars  of  the  fraud  alleged  on  paragraph  2  of  the  Particulars  of  Objections  10 
were  delivered  on  the  3rd  of  January  1902,  and  were  as  follow  : — u  (1)  In  or 
44  about  the  month  of  March  1894  the  Petitioner  handed  a  model  of  the  hammer, 
44  the  subject  of  the  above-mentioned  Letters  Patent,  and  a  drawing,  of  which 
44  the  drawing  attached  to  the  said  Letters  Patent  is  a  copy,  to  one  Thomas 
44  Austin,  who  acted  in  his  employment  for  the  purpose  of  securing  orders  for  15 
14  the  sale  of  the  said  hammers  in  America,  and  the  said  Austin  was  fully 
44  informed  by  the  Petitioner  as  to  the  working  and  object  of  the  said  invention. 
(2)  In  April  1894,  in  breach  of  his  duty  and  unknown  to  the  Petitioner,  the 
said  Austin  came  to  England  and  handed  the  said  model  to  one  Jameson,  and 
44  instructed  him  to  take  out  a  Patent  for  the  said  invention,  and  hold  the  same  20 
44  as  agent  for  the  said  Austin  and  one  Reay." 

The  Petition  came  on  for  hearing  on  the  31st  of  January  1902. 
Moulton,  K.C.,  and  Colam  (instructed  by  P.  M.  MacMahon)  appeared  for  the 
Petitioner ;  Jenkins,  K.C.,  and  Walter  (instructed  by  Pritchard,  Englefield  A 
Co.,  agents  for  D.  L.  Sprake,  of  Accrington)  appeared  for  the  Respondent.  25 

Jenkins,  K.C.,  stated  that  there  was  a  preliminary  objection  to  the  Petition. 
Moulton,  K.O. — The  issues  raised  are  that  tbe  Patent  was  taken  out  in  fraud 
of  our  rights,  and  that  there  had  been  prior  publication.    The  Respondents  may 
give  evidence  in  favour  of  the  Patent,  e.g.,  as  to  subject-matter. 

Jenkins,  K.C. — The  Petitioner  makes  two  inconsistent  allegations,  viz.  (a)  30 
that  he  is  the  first  and  true  inventor  ;  and  (b)  that  there  was  prior  publication. 
He  has  not  obtained  the  Attorney-General's  fiat.    To  raise  all  issues  available, 
as  the  Petitioner  desires  to  do,  he  must  first  establish  his  locus  standi  as  the 
first  and  true  inventor  (Re  Avery's  Patent,  4  R.P.C.  322  ;  L.R.  36  CD.  307). 
But  he  alleges  prior  publication,  and  he  cannot  do  so  without  destroying  his  35 
present  locus  standi;   evidence  to  prove  prior  publication  would  rebut  the 
allegation  of  first  and  true  inventor.    The  Patent  was  granted  to  Jameson  on  a 
communication  from  abroad,  and  no  fraud  is  alleged  against  either  Jameson, 
the  Patentee,  or  Pilkington.    A  Petitioner  without  the  Attorney-General's  fiat 
may  attack  a  Patent  on  grounds  consistent  with  his  being  the  first  and  true  40 
inventor,  but  he  may  not  at  the  same  time  allege  chat  there  is  no  invention  of 
which  he  can  be  the  first  and  true  inventor  as  the  Petitioner  here  does  by  his 
Particulars  of  Objections.     The  Petitioner  alleges  fraud  and  that  he  is  the  first 
and  true  inventor  in  order  to  avail  himself  of  section  26,  subsection  8,  of  the 
Act  of  1883.     He  must  first,  therefore,  establish  his  locus  standi ;  and,  con-  45 
sistently  with  the  allegation  that  he  is  the  first  and  true  inventor,  how  can  he 
be  heard  to  give  evidence  of  prior  publication  ?    Another  ground  of  objection 
is  that  in  the  action  of  Pilkington  v.  Yeakley  Vacuum  Hammer  Company  the 
objections  of  want  of  novelty,  denial  of  communication  from  abroad,  that 
Jameson  was  not  the  first  and  true  inventor,  and  that  the  invention  was  not  50 
new  at  the  date  of  the  Patent,  were  raised.    These  objections  were  held  by 
Kekeivich,  J.,  to  be  unfounded.    If  this  were  an  action  the  principle  of  res 
judicata  would  hold  good.    The  effect  of  the  decisions  in  Re  Deeley's  Patent 
(12  R.P.C.    192,  199 ;   L.R.  (1895)  1  Ch.  687,   689)  and  Shoe   Machinery  v. 
Cutlan  (12  R.P.C.  530  ;  L.R.  (1896)  1  Oh.  108,  113)  is  that  a  person  obtaining  55 
the  fiat  of  the  Attorney-General  is  in  the  position  of  a  member  of  the  public 
and  is  not  estopped  by  an  adverse  judgment  against  himself  in  proceedings 
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on  Petition  for  revocation  between  the  same  parties ;  bat  the  ruling  has 
no  application  to  a  Petitioner  who  neglects  to  obtain  the  fiat  of  the  Attorney- 
General.  The  ordinary  rule  applies  that  where  a  question  between  A  and  B  has 
been  tried  out  by  a  Court  of  competent  jurisdiction  the  same  question  cannot  be 
5  raised  between  the  same  parties.  The  words  in  DeeUifs  case,  viz.,  "  A  Petition 
"  to  revoke  a  Patent  by  whomsoever  presented  is  a  Petition  on  behalf  of  the 
"  public  and  it  is  not  personal  to  the  Petitioner,  and,  in  a  legal  point  of  view, 
44  it  is  a  mere  accident  that  in  this  case  the  Petitioner  was  a  party  to  former 
"  litigation  "  are  qualified  and  explained  by  the  decision  in  Shoe  Machinery  v. 

10  Cuttan.  Supposing  the  Petitioner  could  make  out  that  the  Patent  was  obtained 
in  fraud  of  his  rights  by  Austin  or  even  Jameson  this  would  only  give  him  a 
locus  standi ;  the  Court  would  not  necessarily  revoke  the  Patent,  but  would 
first  inquire  what  are  the  rights  of  the  Patentee.  The  Petitioner  alleges  that 
Jameson  was  a  mere  agent.    There  is  no  authority  upon  the  point  of  the  rights 

15  of  a  third  party  intervening  subsequent  to  the  fraud,  assuming  that  fraud  be 
established.  The  "  Patentee  "  has  been  defined  to  mean  "  the  person  for  the 
"time  being  entitled  to  the  benefit  of  a  Patent"  (sectipu  46,  Patents,  &c. 
Act,  1883)  and  the  registration  of  the  assignment  is  conclusive.  Pilkington, 
against  whom  fraud  is  not  alleged,  bought  the  Patent  from  Jameson.    [For  the 

20  Respondent  the  Patent,  the  pleadings  in  Pilkington  v.  YeaMey,  and  the  deed 
of  assignment  of  the  Patent  were  put  in.] 

MoultoUy  K.C. — The  Attorney-General's  fiat  is  a  formality  to  prevent  frivolous 
applications.  It  is  always  granted  where  good  ground  is  shown.  Its  absence  is 
not  fatal  to  the  Petition.    The  right  to  proceed  on  the  Petition  depends  not  on 

£5  proving  allegations,  but  on  bond  fide  alleging  them.  It  is  admitted  that  you 
may  go  into  all  grounds  against  the  validity  of  a  Patent  when  the  Petition  is 
once  brought ;  to  say  that  the  allegation  must  be  proved,  which  gives  the  right 
to  present  the  Petition,  is  equivalent  to  saying  that  it  is  the  only  ground  upon 
which  to  attack  it ;  because  if  the  qualifying  allegation  is  proved  it  is  enough ; 

30  if  it  is  not  proved  the  Petitioner  may  prove  nothing  else.  The  grounds  set 
out  in  section  26  (subsection  4)  relate  to  the  character  in  which  the  Petitioner 
may  appear.  All  the  other  grounds  are  open.  [Farwbll,  J". — That  is  under 
the  Attorney-General's  fiat.]  In  any  character.  The  validity  may  be  attacked 
on  all  grounds,  and  if  the  Petitioner  proves  that  he  comes  within  one  of  the 

35  clauses  of  subsection  4  there  is  an  end  of  the  case,  e.g.  clause  e.  [Fab WELL,  J. 
— He  does  not  allege  that.]  If  the  Petitioner  must  prove  that  which  he  alleges  as 
a  qualification  then  he  is  really  confined  to  that.  The  Courts  have  said  that  all 
grounds  are  open  to  a  Petitioner.  Here  he  may  have  invented  in  1892,  himself 
published  in  1893,  and  the  Patent  attacked  may  have  been  dated  1894.    He  may 

4g  allege  that  he  is  the  first  and  true  inventor,  present  his  Petition,  and  attack  the 
Patent  on  the  ground  that  it  was  published  in  1893.  This  is  inconsistent  with 
being  confined  to  the  proof  of  one  qualification,  but  if  he  does  not  prove 
that  qualification  he  is  not  allowed  to  go  into  the  other  grounds.  In  Avery's 
Patent  it  was  pointed  out  that  the  Petitioner  did  not  allege  that  he  was  the  first 

45  and  true  inventor,  but  it  was  not  stated  that  he  must  prove  the  qualification. 
[Farwbll,  J. — It  follows  from  your  argument  that  all  the  Petitioner  has  to  do 
is  to  set  out  clauses  (c),  (d),  and  (e)  of  subsection  4  of  section  26,  and 
sa>  that  he  tenders  no  evidence.]  In  Morgan's  Patmt  (5  R.P.C.  186)  it  was 
held  that  a  Petitioner,  who  had  not  the  Attoruey-General's  fiat  and  being 

50  qualified  under  subsections  (c),  (d),  and  (*),  could,  upon  presentment  of 
his  Petition,  impeach  the  Patent  on  all  grounds.  This  is  meaningless  if 
he  has  first  to  prove,  as  an  essential  to  the  case,  a  ground  which  in  itself 
is  fatal  to  the  Patent.  It  is  not  essential  to  the  case  to  prove  the  qualifying 
position.      The  Petitioner  is  able  to  raise  all  grounds  and  to  give  evidence 

55  on  them,  and  if  upon  that  evidence  it  appears  that  the  Patent  is  invalid 
the  Petitioner  must  succeed.  As  to  estoppel,  the  language  of  the  Court  of 
Appeal  in  Deeley's  Patent  is  absolutely  definite — "  By  whomsoever  presented." 
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As  to  the  point  that  fraud  is  not  alleged  against  Jameson,  the  language  of  section 
26,  subsection  4  (c),  is  "  obtained  in  fraud  "  ;  it  does  not  say  "  held  in  fraud  "  ; 
it  speaks  of  the  action  of  getting  the  Patent.  [Farwbll,  J. — The  simplest  plan 
would  be  to  hear  the  evidence.  I  will  ask  you  first  to  deal  with  the  issue  of 
first  and  true  inventor.]  It  is  quite  impossible  to  do  that,  because  that  issue  5 
brings  up  the  whole  case  of  prior  publication. 

Golam,  having  opened  the  facts  as  to  prior  publication  in  this  country  and  as 
to  the  alleged  fraud  by  Austin,  submitted  that  there  was  no  communication 
from  abroad.  It  was  a  communication  from  one  British  subject  to  another 
British  subject  in  this  country  (Marsden  v.  Saville,  &c.  Company,  L.R.  3  Exch.  10 
Div.  203).  Austin  came  over  in  April  1894  and  saw  Jameson,  bringing  a  model 
of  the  hammer  taken  from  the  Petitioner ;  the  model  was  handed  to  Jameson 
with  a  blue  print  and  an  illustrated  price  list  with  the  words  "  Yeakley  hammer  " 
scratched  out  and  another  name  inserted  in  ink.  It  was  handed  to  Jameson  for 
the  purpose  of  taking  out  a  Patent.  Jameson  did  not  bring  it  into  this  country.  15 
The  person  entitled  to  take  out  a  Patent  is  one  who  imports  the  invention 
(Beard  v.  Egerton,  15  L.J.  (N.S.)  C.P.  270).  Jameson  says  that  he  took  out 
the  Patent  as  the  agent  of  Austin  and  Reay.  There  is  no  evidence  that  Reay 
had  anything  to  do  with  it.  If  Jameson  was  the  agent  of  Austin  and  held  the 
Patent  for  his  benefit  and  if  Austin  had  obtained  it  by  fraud  from  Yeakley  the  20 
Patent  was  taken  out  in  fraud  of  the  rights  of  Yealdey.  Either  Jameson  took 
it  out  as  the  agent  of  Austin  or  as  principal.  If  as  agent  of  Austin  it  was 
obtained  in  fraud ;  if  as  principal  he  did  not  import  the  invention.  The 
argument  that  "  in  fraud  of  his  rights  "  means  in  fraud  of  his  rights  to  take 
out  a  Patent  is  erroneous.  There  are  other  rights  of  which  he  may  be  defrauded.  25 
If  Yeakley  did  not  intend  to  take  out  a  Patent  here  he  would  have  a  right  as  a 
member  of  the  public  to  manufacture  here,  and  the  action  of  Austin  in  appro- 
priating the  model  and  using  the  material  acquired  as  agent  for  his  principal  in 
order  to  take  out  a  monopoly  against  his  principal  is  a  fraud  upon  the  principal's 
rights  to  manufacture  here.  If  he  did  intend  to  take  out  a  Patent,  then  Austin  30 
has  defrauded  his  principal  of  the  right  to  do  so.  Pilkington  has  no  equities. 
He  has  had  the  benefit  of  a  monopoly  for  a  number  of  years.  There  may  have 
been  delay,  but  that  does  not  raise  equities.  [Farwbll,  J. — The  Patent  was 
taken  out  in  1894,  and  you  delay  till  1901.  Is  not  an  equity  raised  against 
you  ?]  Laches  cannot  defeat  a  statutory  right.  [Parwbll,  J. — You  ask  for  a  35 
declaration  which  would  enable  you  to  get  a  monopoly.]  An  application  could 
be  made  to  the  Comptroller,  but  it  would  not  succeed  as  a  matter  of  right. 
[The  judgment  of  Kekewich,  J.,  in  Pilkington  v.  Yeakley  Vacuum  Hammer 
Uompany*  was  then  read.]  [Farwbll,  </.,  stated  that  he  felt  bound  by  the 
decision  of  Kekewich,  J.]  40 

MouUon,  K.C. — We  have  issues  here  of  publication  in  addition  to  those  which 
were  before  Kekewich,  J.,  but  if  your  Lordship  thinks  there  is  a  difference 
between  the  position  of  a  person  who  has  the  Attorney-General's  fiat  and  that  of 
one  who  has  not  I  ask  that  the  case  may  be  adjourned,  and  I  will  get  the  fiat 
nunc  pro  tunc.  45 

Jenkins,  K.C.,  objected  to  an  adjournment  until  after  the  pending  appeal  in 
Pilkington  v.  Yeakley. 

MouUon,  K.C. — In  Dege's  Patent  (12  R.P.C.  448)  there  was  an  adjournment 
for  the  fiat  to  be  given  nunc  pro  tunc. 

Farwbll,  J. — That  case  seems  to  be  a  precedent  for  adjourning  on  similar  50 
terms,  reserving  the  question  of  costs. 

Jenkins,  K.C. — I  object  altogether  to  an  adjournment  for  the  Petitioner  to  set 
himself  right.  If  he  wants  the  fiat  he  can  present  a  fresh  Petition  after  the 
appeal,  and  this  Petition  can  be  dismissed. 
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Farwell,  J. — I  may  then  have  to  determine  whether  or  not  the  Petitioner 
was  right  at  this  period.    I  wish  yon  would  try  to  get  the  appeal  advanced.     It 
is  idle  to  hear  this  matter  piecemeal. 
Moulton,  K.C. — All  questions  of  costs  will  be  reserved  and  the  Petition  will 

5  stand  over  to  obtain  the  Attorney-General's  fiat,  and  will  not  come  on  until  after 
the  appeal. 

Jenkins,  K.C. — I  contend  that  the  Petition  should  be  dismissed,  with  costs, 
without  prejudice  to  another  Petition.  I  am  quite  willing  that  any  particular 
point  should  be  adjourned  until  after  the  appeal,  but  not  the  point  as  to  locus 

10  standi,  with  which  the  Court  of  Appeal  have  nothing  to  do.  I  submit  that  the 
Petitioner  is  bound  to  go  on  or  this  Petition  fails.  In  Avery's  Patent  the 
Petition  was  dismissed.  The  very  point  of  objection  in  Avery's  Patent  was  that 
the  locus  standi  alleged  in  the  Petition  was  not  made  out.  The  same  is  also  the 
case  here.    My  friend  therefore  proposes  to  add  a  third  locus  standi,  viz.,  the 

15  fiat.  In  Avery's  Patent  they  had  only  one  locus  standi.  They  proposed  to  add 
a  second,  and  asked  for  leave  to  do  it  by  amendment  to  the  Petition.  It  was  not 
allowed,  and  their  Petition  was  dismissed  without  prejudice  to  their  presenting 
another  Petition  alleging  other  grounds.  I  submit  that  I  am  entitled  to  the 
costs  of  this  petition  up  to  to-day.    If  there  is  to  be  a  fresh  Petition  there  may 

20  be  fresh  allegations.  The  point  does  not  seem  to  have  been  much  argued  in 
Deeley's  Patent  (12  R.P.C.  65  and  192).  [Parwbll,  J.— I  think  it  was.]  It  was 
taken,  but  I  do  not  think  it  was  much  argued.  Suppose  their  appeal  succeeds, 
it  may  be  that  they  would  not  want  to  present  a  Petition.  Suppose  their  appeal 
fails,  it  may  then  be  that  they  may  want  to  or  may  not.     [FARWBLL,  J. — If 

25  their  appeal  succeeds  they  must  go  on  with  the  Petition  in  order  to  get  this 
Patent  revoked.]  But  they  would  not  want  it  revoked  then.  [Moulton,  K.C. — 
We  should  want  to  clear  the  Register.]  I  am  willing  that  it  should  be  expressly 
put  that  it  is  to  be  without  prejudice  to  another  Petition,  as  in  Deeley's  case. 
Besides,  we  have  got  a  very  small  sum  as  security  for  costs  from  the  Petitioner, 

30  who  is  out  of  the  jurisdiction,  and  we  have  already  been  put  to  great  expense. 
Farwell,  /. — If  the  Petitioner's  Counsel  undertake  to  apply  to  advance  the 
appeal  I  am  inclined  to  do  as  they  suggest. 
Moulton,  K.C. — We  will  undertake  to  apply. 
Farwkll,  J. — I  must  direct  the  Petition  to  stand  over  until  after  the  appeal, 

35  with  liberty  to  amend,  reserving  the  question  of  costs.  I  might  be  doing  an 
injustice  by  at  once  dismissing  it.  The  case  is  unusual  because  of  the  pending 
appeal  from  the  decision  of  Mr.  Justice  Kekewich.  It  is  suggested  that  that 
decision  would  operate  as  an  estoppel,  and,  whether  it  is  an  estoppel  or  not,  I 
should  certainly  follow  it.    If  Mr.  Jenkins  has  any  case  for  making  an  applica- 

40  tion  to  increase  the  security  for  costs  that  is  a  subsequent  matter  altogether.  I 
only  give  liberty  to  amend  if  the  Attorney-General's  fiat  can  be  obtained. 

On  the  12th  of  February  application  was  made  to  the  Court  of  Appeal  to 
expedite  the  hearing  of  the  appeal  in  the  Yeakley  Vacuum  Hammer  Company 
v.  Pilkington.    The  application  was  refused,  the  Court  requesting  Far  WELL,  J., 

45  to  restore  the  Petition  to  his  list  so  that  all  the  evidence  might  be  before  them 
at  the  hearing  of  the  appeal  and  so  that  the  two  appeals   could  come   on 
together.    Farwell,  </.,  restored  the  Petition,  and  the  Attorney-General's  fiat 
was  obtained  on  the  14th  of  February. 
The  hearing  was  resumed  before  FARWBLL,  J.,  on  the  27th  of  February. 

50  Jenkins,  K.C.,  opened,  and  stated  the  grant  of  the  Patent  (No.  15,212  of  1894) 
to  Jameson,  and  that  Pilkington  was  a  bond  fide  purchaser  for  value  from 
Jameson. 

Pilkington  (who  was  the  only  witness  called  for  the  Respondent)  bore  out 
this  statement. 

55  Moulton,  K.C,  and  Colam  contended  that  the  Petitioner  was  entitled  to 
revocation  on   four  grounds  (1)  the  Patent  was  obtained  in  fraud  of   the 
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Petitioner's  rights ;  (2)  prior  publication  ;  (3)  that  Jameson  was  not  the  first 
and  true  inventor ;  (4)  that  there  was  no  communication  from  abroad  by  Reay. 
Yeakley  invented  a  hammer,  in  principle  the  same  as  that  patented  by  Jameson, 
and  Teakley  patented  that  hammer  in  America  in  1892.  The  two  hammers 
were  identical  in  principle,  but  Jameson's  had  two  machine  wheels  below  5 
instead  of  overhead.  Yeakley  had  three,  and  only  three,  models  made  of  his 
hammer,  as  well  as  several  prints.  One  model  and  some  prints  were  given  to 
Austin  for  the  purpose  of  selling  the  hammer  to  customers  in  America.  Austin, 
without  the  knowledge  of  Yeakley r,  came  over  to  England  and  fraudulently 
handed  this  model  to  Jameson  for  the  purpose  of  patenting  the  invention.  10 
Another  of  the  three  models  was  sent  by  R.  A.  Robertson,  of  Cleveland,  Ohio, 
a  partner  of  Yeakley,  to  Graham  in  England,  and  this  model  was  shown  by 
Graham  in  England  to  George  Constable  Robertson,  a  veterinary  surgeon  and 
smith,  and  to  Alexander  Robertson,  ff.  G.  Robertson's  father,  who  was  an 
agricultural  engineer.  They  fixed  the  date  at  which  they  were  shown  the  15 
models  as  at  the  end  of  March  or  beginning  of  April  1894.  They  fixed  the  date 
by  this — that  one  of  the  Robertsons  had,  in  December  1893,  assigned  his  tenancy 
to  the  other,  and  the  models  were  seen  when  the  first  quarter's  rent  was  paid 
afterwards.  The  third  model  never  left  America.  These  issues  of  prior  publi- 
cation had  not  been  put  in  evidence  before  Kekewich,  J.  There  was  the  further  20 
publication,  as  to  which  evidence  was  given  in  the  infringement  action,  by 
Yeakley  to  Abbott,  of  Penrith,  in  1893,  and  by  Abbott  to  J.  Stalker.  As  to 
Reay  he  might  be  a  fictitious  person. 

Seven  witnesses  were  called  in  support  of  the  Petitioner's  case,  namely, 
Joseph  Robinson,  John  Abbott,  Johnson  Stalker*   William  Graham,   George  25 
Constable  Robertson,  Alexander  Robertson,  and  Thomas  Jameson,  the  original 
Patentee. 

Farwbll,  J.,  called  on  Jenkins,  K.C.,  to  deal,  in  his  reply,  only  with  the 
question  of  fraud. 

Jenkins,  K.C. — I  submit  that  fraud  has  not  been  proved.  Neither  the  person  30 
who  committed  the  alleged  fraud,  nor  the  person  on  whom  the  fraud  was 
committed,  was  called.  Austin  has  not  been  made  a  Respondent.  Certain 
things  have  been  found  from  which  inferences  might  be  drawn.  But  it  is 
consistent  with  the  evidence  that  Austin  might  have  had  Yeakley' s  consent  to 
what  he  did,  or  he  might  have  honestly  believed  that  Yeakley  did  not  intend  35 
taking  out  a  Patent  in  England. 

Farwbll,  J. — This  is  a  Petition  for  revocation  of  a  Patent,  and  it  comes  on 
under  very  remarkable  circumstances.  The  Patent  was  in  issue  before  Mr. 
Justice  Kekewich  last  year.  The  Patentee  brought  an  action  against  two 
persons,  who  are  now  fighting  this  Petition  for  revocation  as  Petitioners,  to  40 
restrain  the  infringement  of  his  Patent,  and  he  succeeded  before  Mr.  Justice 
Kekewich.  They  have  now  presented  a  Petition  for  revocation,  and  as  they 
have  got  the  Attorney-General's  fiat  the  whole  matter  is,  of  course,  open  to  them, 
and  there  is  no  estoppel  in  anything  that  was  done  by  Mr.  Justice  Kekewich. 
So  far  as  I  can  recollect,  this  is  almost  the  only  instance  in  which  the  same  party  45 
litigant  can  litigate  over  again  the  same  facts  which  he  has  already  put  in  issue 
before  another  tribunal  and  get  a  second  trial,  although  he  has  already  had  the 
matter  adjudicated  against  him  once  before.  That  being  so  of  course  it  is  open 
to  him  to  do  it,  but,  at  the  same  time,  it  is  impossible  for  the  Judge  who  tries 
the  second  action  not  to  bear  in  mind  the  fact  that,  unless  the  witnesses  are  so  50 
obviously  unimpeachable  that  there  is  no  suspicion  of  an  attempt  to  mislead  the 
Court,  it  is  a  most  dangerous  precedent  to  allow  witnesses  to  appear  and  attempt 
to  supplement  evidence  which  has  proved  deficient  on  the  former  occasion. 

Various  grounds  have  been  taken  for  the  revocation.     The  first  two  I  may 
put  together  under   the   head   of  anticipation — prior   publication*      The  first  55 
relied  upon  is  the  publication,  either  to  Mr.  Graham,  or  else  by  Mr.  Graham 
to  the  two  Robertson <.    With  regard  to  that  I  have  this  observation  to  jnalce, 
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Mr.  Graham  is  a  person  who  claims  an  interest  in  this  Patent.  He  appeared  in 
the  box  in  this  case,  which  lie  did  not  do  before  Mr.  Justice  Kekewich,  and  he 
was  a  most  unsatisfactory  witness — a  witness  on  whose  word  I  can  place  no 
reliance  at  all.  He  had  the  management  of  the  action  before  Mr.  Justice  Kekewich. 

5  In  that  action  the  Defendants  amended  their  Particulars  three  times,  and  they 
added  various  names,  in  support  of  which  they  did  not  attempt  to  adduce  any 
evidence  before  Mr.  Justice  Kekewich,  and  those  persons  have  not  been  brought 
before  me  in  this  case.  They  did  not  allege  in  their  Particulars  in  that  action 
this  story  that  Mr.  Graham  tells  as  to  the  publication  to  him  and  the  two 

10  Robertsons.  So  far  as  that  story  depends  on  Mr.  Graham's  evidence  I  dismiss 
it  altogether. 

With  regard  to  the  two  Robertsons^  one  was  a  veterinary  surgeon  ;  the  other 
was  a  blacksmith.  The  blacksmith  said  that  he  had  had  some  experience  in 
engineering  matters.    Mr.  Gi*aham  appears  to  have  taken  the  model  and  turned 

15  round  the  wheel  and  showed  it  to  them.  The  whole  point  of  it  is  the  date.  I 
should  have  mentioned  that  this  Patent,  which  is  attacked,  was  taken  out  in 
August  1894.  It  is  not  immaterial  to  observe  that  the  persons  attacking  took 
out  their  Patent  in  1896.  They  state,  although  they  took  out  that  Patent  in 
1896,  that  there  were  these  prior  publications  by  themselves  (Mr.  Graham  being 

20  one  of  them)  in  England  to  these  two  Robertsons,  and  the  statement  is  that  Graham 
showed  this  model  to  them  without  any  pledge  of  Becrecy,  and  that  he  did  so 
before  August  1894.  It  is  quite  clear  to  my  mind,  on  the  evidence,  that  the 
model  could  not  have  arrived  in  England  before  the  beginning  of  1894,  and  the 
whole  question  is  whether  I  can  rely  upon  the  Robertsons*  evidence  fixing  the  date, 

25  which  they  give  as  March  or  April — I  think  it  must  have  been  April  or  the  end 
of  March — in  1894,  or  some  time  before  August  Those  two  gentlemen  have 
been  called.  It  is  no  concern  of  theirs.  It  happened  seven  years  ago,  and  I 
am  expected  to  accept  their  statement  now,  under  such  circumstances  of 
suspicion  as  I  have  pointed  out  already,  to  bolster  up  a  case  which  failed  before 

30  Mr.  Justice  Kekewich.    This  matter  being  within  the  knowledge  of  the  very 

man  who  conducted  that  litigation,  he  now  brings  it  forward  as  a  new  case.     I 

think  I  should  be  doing  very  wrong  indeed  to  lend  any  weight  at  all  to  such 

evidence,  and  I  entirely  disregard  it. 

The  other  instance  was  one  which  came  before  Mr.  Justice  Kekewich,  and  that 

35  is  the  publication  by  Abbott  to  Stalker.  I  am  not  sure  whether  Mr.  Justice 
Kekewich  was  satisfied  that  there  was  the  publication  or  not.  Publication  to 
Abbott  is  not  now  relied  upon  here,  nor  do  I  think  it  could  be,  because  I  think 
any  publication  to  him  was  obviously  confidential.  I  understand  Mr.  Justice 
Kekewich  to  have  held  that,  so  far  as  there  was  publication  to  Stalker,  if  there 

40  was,  that  was  confidential  also.  Here,  again,  I  have  very  grave  doubts  about 
the  date.  The  onus  is  on  the  Petitioner  to  show  exactly  that  this  publication 
was  made  before  August  1894.  The  whole  story  is  so  extraordinary,  by  the 
light  of  the  fact  that  these  very  persons  themselves  took  out  a  Patent  for  this 
asta  new  invention  (not  published)  in  1896,  that  I  cannot  help  regarding  the 

45  story  with  great  suspicion.  So  far  as  regards  A  bbott,  Mr.  Justice  Kekewich 
said  that  he  did- not  believe  him.  I  am  not  quite  so  charitable  as  Mr.  Justice 
Kekewich,  because  I  am  not  prepared  to  say  that  he  had  not  an  intention  to 
deceive.  He  is  an  utterly  untrustworthy  witness.  I  am  convinced,  after 
hearing  his  cross-examination,  and  the  way  he  shilly-shallied  about  that  document 

50  which  he  purports  to  have  dated  November  1893,  that  he  dated  it,  not  in 
November  1893  at  all ;  he  first  wrote  November  1892  and  then  altered  it, 
because  he  found  that  would  not  suit  him  ;  he  put  no  date  of  the  month  ;  and, 
in  my  opinion,  that  was  simply  an  attempt  to  manufacture  evidence  for  this  case 
or  the  former  case,  and,  so  far  as  Abbott  is  concerned,  I  dismiss  his  evidence. 

55  No  reliance  can  be  placed  upon  it. 

Now  there  is  Mr.  Robi?iso?i.  Mr.  Robinson  also  is  not  satisfactory.  He 
was  cross-examined  about  the   dates,  and  he  knew,  and  he  says  he  knew, 
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from  the  former  evidence  when  he  was  called  that,  the  date  was  the  material 
point.  He  could  not  explain  a  great  number  of  the  letters.  He  pledgee 
himself  to  say  that  this  invention  was  sent  over  here  in  November  1893,  when 
on  the  letters  it  is  quite  clear  that  it  could  not  have  been.  There  is  a  letter  of 
the  11th  of  December  1893  which  shows  that  the  actual  invention  had  only  just  5 
been  put  into  a  model  out  there  at  that  time,  and  could  not  have  reached  this 
country  by  November  1893.  Although  all  that  was  called  to  his  attention 
before,  yet  on  being  cross-examined  here,  he  says  that  he  cannot  produce  any 
letter  from  Abbott  acknowledging  the  receipt.  He  says  :  "  I  was  cross-examined 
"  before  Mr.  Justice  Kekewich ;  I  have  not  brought  any  letters,  nor  have  I  10 
"  looked  to  see  if  I  have  any  " — and  this  from  a  witness  who  was  called  as  a 
person  interested  and  who  knows  that  the  dates  are  material,  and  he  produces, 
some  letters  and  cannot  produce  any  more  ! 

The  evidence  is  in  the  most  unsatisfactory  condition.  It  is  exceedingly 
remarkable  that  Mr.  Yeakley,  the  man  who  is  said  to  have  been  the  inventor,  15 
has  not  been  called,  nor  has  his  evidence  been  taken  on  commission.  That 
is  material,  and  very  material,  on  the  last  point,  and  the  only  point  I  have  to 
deal  with,  because  on  the  question  of  true  and  first  inventor  I  simply  intend  to 
follow  Mr.  Justice  KekewicKs  ruling  on  the  point  of  law — that  Jameson  was 
within  the  meaning  of  the  section  the  true  and  first  inventor.  20 

It  is  said  that  there  is  an  independent  right  to  avoid  this  Patent  under  clause  (c) 
of  subsection  4  of  section  26  on  the  ground  that  it  was  obtained  in  fraud  of  Yeakley. 
A  man  who  alleges  fraud  is  bound  to  prove  it.  I  can  only  say  that  the  fraud 
is  not  proved  here.  Mr.  Yeakley  is  the  man  to  prove  it.  The  story  is  that  one 
Austin  was  employed  by  the  American  firm  to  take  the  model  of  this  hammer  25 
round  and  obtain  orders  in  America,  and  the  only  evidence  that  I  have  to  show 
that  Austin  committed  any  breach  of  any  good  faith  or  duty  that  he  owed  to  Mr. 
Yeakley,  who  is  said  to  be  the  inventor,  is  that  Robinson  says  that,  so  far  as  he 
knows,  Austin  came  over  without  any  authority  from  Yeakley.  That  is  not 
the  way  to  prove  fraud.  If  you  want  to  prove  that  Austin  has  defrauded  30 
Yeakley,  Yeakley *s  evidence  should  be  taken,  so  as  to  exclude  the  possibility  of 
Austin  having  had  any  authority  ;  and,  moreover,  not  only  to  prove  that  he  had 
no  authority,  but  that  he  had  something  committed  to  his  confidential  care,  so  that  it 
would  be  a  breach  of  good  faith  for  him  to  come  over  here  and  take  out  a  Patent 
It  is  not  immaterial  to  observe  that  Yeakley  must  have  known,  when  he  sold  J5 
this  hammer  and  advertised  it  and  the  drawings  in  America,  that  any  purchaser 
from  him  could  have  sent  that  over  here  as  a  communication  from  abroad,  and 
could  himself  have  obtained  a  Patent  here.  Yeakley  has  not  proved,  by  the 
only  proper  evidence,  that  there  has  been  any  fraud  committed  upon  him,  and 
therefore  I  am  relieved  from  considering  points  of  very  considerable  difficulty  40 
which  Mr.  Moulton  has  suggested  under  the  revocation  section  of  the  Patent 
Act,  on  which  I  do  not  intend  to  express  any  opinion.  The  result  is  that  the 
Petition  fails,  and  I  dismiss  it  with  costs.  • 
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In  thb  High  Court  op  Justice  (Ireland). — Chancery  Division. 


Before  Thb  Vice-chancellor. 


February  7th,  1902. 


John  Jameson  <fc  Son,  Ld.  v.  Isaac  Clarke. 


5  Trade  Mark. — Passing-off. — Fraudulent  imitation  of  Plaintiffs'  labels. — 
Injunction  awarded  with  costs  notwithstanding  offer  previous  to  trial  to 
consent  to  an  injunction  and  pay  costs  up  to  date. 

J.  J.  <k  S.,  distillers  of  whisky  in  Dublin,  which  they  sold  in  casks  to  retailers, 
supplied  their  customers  with  two  descriptions  of  labels— one  for  three  years  old 

10  whisky  bearing  their  registered  Trade  Mark  "  J.  J.  <t  S."  the  other  bearing 
the  Trade  Mark  and  three  stars,  for  use  on  bottles  containing  whisky  at  least 
seven  years  old.  C,  having  purchased  from  them  some  of  their  three  years  old 
whisky  and  been  supplied  with  a  number  of  the  first  kind  of  label,  got  imitations 
made  of  the  second  description  of  label,  with  the  distinctive  mark  of  three  stars, 

15  affixed  same  on  bottles  not  containing  seven  years  old  whisky,  and  sold  it  as  the 
seven  years  old  whisky.  On  being  written  to  he  stated  that  he  had  used  the  label 
merely  for  ornament,  and  denied  that  he  had  sold  the  whisky  as  seven  years  old 
whisky  or  committed  any  fraud,  and  promised  not  to  use  the  label  again.  The 
solicitors  for  J.  J.  &  8.  replied,  "  You  have  committed  a  gross  fraud;  Plaintiffs 

20  "  will  require  you  to  pay  501. ;  also  101.  to  Belfast  General  Hospital  and  JOL 
u  for  costs ;  also  to  sign  an  apology  to  be  published  in  two  newspapers,  and  to 
u  deliver  up  all  the  imitation  labels  in  your  possession.'9  The  solicitor  for  C.  wrote 
characterising  the  terms  as  extortionate,  but  offering  to  pay  any  costs  incurred 
up  to  date  and  to  sign  a  letter  of  regret.    J.  J.  A  S.  then  commenced  an  action 

25  against  C.  Thereupon  his  solicitor  wrote  on  the  11th  of  October  1901  to  the 
Plaintiffs'  solicitors  offering  to  sign  a  consent  to  an  injunction  and  to  pay  the 
Plaintiffs'  solicitors  costs  properly  and  necessarily  incurred.  The  Plaintiffs 
went  on  to  tried,  and  proved  that  the  Defendant  had  on  two  occasions  sold  the 
whisky  as  Plaintiff*'  seven  year  old  whisky.    Defendant's  Counsel,  while  not 
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resisting  the  injunction,  submitted  that  the  Plaintiffs  were  entitled  only  to  the 
costs  incurred  prior  to  the  date  of  the  letter  in  which  they  offered  to  consent  and 
to  pay  the  costs.  The  Court  held  that  tJie  Defendant  was  not  entitled  to  the 
exemption  he  asked  for,  and  granted  the  injunction  with  costs. 

This  was  an  action  by  John  Jameson  &  Son,  Ld.,  distillers  of  whisky,  carrying  5 
on  business  in  Dublin,  for  an  injunction  restraining  the  Defendant,  his  servants 
and  agents,  from  selling  as  the  Plaintiffs'  "  Three  Star  "  whisky  bottles  of  whisky 
which  did  not  contain  whisky  of  the  Plaintiffs'  manufacture  seven  years  old, 
and  from  using  on  bottles  which  did  not  contain  Plaintiffs'  seven  years  old 
whisky  a  bottle  label  or  necklet  with  three  gold  stars  on  the  same  in  imitation  of  10 
the  label  or  necklet  supplied  by  Plaintiffs  to  their  customers  for  affixing  to 
bottles  containing  their  seven  years  old  whisky,  of  which  the  said  "  Three  Star  " 
necklet    was  a  distinguishing  feature,  and   which  seven  years  old   whisky 
was  known  to  traders  and  the  public  as  Jamesons'  "  Three  Star  "  whisky,"  and 
for  an  Order  that  all  bottles  so  labelled,  and  all  such  imitation  "  Three  Star  "  J  5 
necklets  in  the  possession  of  the  Defendant  be  handed  over  to  the  Plaintiffs, 
and  for  an  account  and  damages. 

The  Defendant  admitted  that  in  or  about  September  1901  he,  without  intending 
any  fraud,  put  on  a  bottle  containing  the  Plaintiffs'  three  years  old  whisky  a  necklet 
on  which  were  printed  three  gold  stars  ;  that  the  said  bottle,  and  one  or  two  20 
other  bottles  which  had  on  them  three  stars,  were  placed  on  a  shelf  in  his  shop 
for  the  purpose  of  show,  and  were  not  intended  for  sale  ;  that  he  did  not  sell  any    . 
whisky  in  bottles  with  three  stars  on  the  same,  and  did  not  knowingly  intend 
to  represent  that  the  whisky  in  the  bottles  which  had  the  necklets  for  ornamen- 
tation as  aforesaid  was  the  Plaintiffs'  seven  years  old  whisky  ;  that  as  soon  as  his  25 
attention  was  called  by  the  Plaintiffs  to  the  fact  that  putting  necklets  with  three 
stars  on  the  bottles  was  misleading,  and  might  lead  the  public  to  believe  that  the 
whisky  contained  in  said  bottles  was  seven  years  old  whisky,  he  at  once  expressed 
his  regret  to  the  Plaintiffs  for  having  done  so,  and  undertook  that  no  repetition  of 
this  conduct  should  occur  ;  that  he  had  no  intention  of  injuring  the  reputation  80 
of  the  Plaintiffs'  firm,  and  did  not  intend  to  deceive  any  purchasers  by  so 
doing ;  and  he  now  offered  and  was  ready  and  willing  to  submit  to  an  injunc- 
tion, and  to  pay  the  costs  properly  and  necessarily  incurred  up  to  and  including 
the  service  of  the  writ — that  is,  all  costs  up  to  the  11th  of  October  1901 ;  and 
the  Defendant  submitted  that  the  Plaintiffs  were  not  entitled  to  any  further  35 
costs,  as  he  had  already  offered  them  all  the  relief  to  which  they  were  entitled 
up  to  that  date. 

Matheson,  K.C.,  Gordon,  K.C.,  and  Brunskill  (instructed  by  Bead  and 
MacNab)  appeared  for  the  Plaintiffs ;  Serjeant  Dodd,  K.C.,  and  Jefferson 
(instructed  by  Robert  J.  Porter)  appeared  for  the  Defendant.  40 

Matheson,  K.C.,  stated  the  case  for  the  Plaintiffs. — Both  in  this  Court  and  in 
that  of  the  Master  of  the  Rolls  various  frauds  upon  John  Jameson  A  Son  have 
been  the  subject  of  investigation ;  but  the  present  case  was,  in  its  circum- 
stances, somewhat  different  from  others.  The  Plaintiffs  did  not  themselves 
bottle  whisky,  but  supplied  to  their  customers  in  the  trade  two  classes  of  labels  45 
for  the  purpose  of  affixing  to  bottles  containing  two  different  qualities  of 
whisky — one  that  was  at  least  seven  years  old  and  the  other  that  was  at  least 
three  years  old.  For  the  former  they  also  supplied  necklets,  or  labels  of  a 
crescent  shape,  on  which  were  printed  three  gold  stars,  to  be  affixed  to  the 
necks  of  the  bottles.  These  latter  labels  had  been  adopted  as  an  index  to  the  50 
public  that  the  bottles  bearing  them  contained  the  "  Three  Star,"  or  seven  years 
old  whisky.  The  Defendant  in  this  case  had  only  received  from  the  Plaintiffs 
labels  for  three  years  old  whisky,  and  before  they  issued  them  to  him  he  had 
given  a  written  undertaking  that  he  would  not  affix  them  to  iny  bottles  which 
contained  whisky  other  than  their  threfe  years  old  whisky.    There  was  no  (5 
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question  that  the  Defendant  had  only  been  supplied  with  the  three  years  old 
whisky,  and  only  with  the  labels  for  such  whisky  ;  he  had  not  got  from  the 
Plaintiffs  any  seven  years  old  whisky,  nor  had  they  supplied  him  with  any  of 
their  "  Three  Star  "  labels.  The  particular  fraud  which  it  was  charged  that  the 
5  Defendant  had  committed  was  this  :  having  got  from  the  Plaintiffs  labels  for 
three  years  old  whisky,  he  proceeded  to  get  manufactured  for  himself  a  number 
of  labels,  or  necklets,  in  imitation  of  the  Plaintiffs'  "  Three  Star  "  labels,  affixed 
them  on  bottles  containing  other  whisky,  and  sold  the  contents  as  Jamesons1 
seven  years  old  or  4*  Three  Star "  whisky.    He  either  got  those  labels  manu- 

10  factured  for  himself  or  bought  them — the  fraud  might  be  more  extensive  than 
the  Plaintiffs  had  been  able  to  detect  as  yet — but  anyone  seeing  bottles  with 
these  fraudulent  labels  on  them  would  conclude  that  they  contained  the  whisky 
seven  years  old.  As  was  usual  when  persons  were  caught  in  the  commission 
of  such  practices,  the  Defendant  had  alleged  that  it  was  a  mistake,  that  he  had 

15  not  intended  to  do  anything  wrong,  and  offered  to  pay  costs  ;  and  if  the 
Plaintiffs  had  believed  that  this  statement  might  be  true  they  would  have 
accepted  it,  and  not  proceeded  for  an  injunction.  The  explanation  he  gave  was 
that  he  used  the  label  only  for  ornamentation,  that  the  bottles  were  on  the  shelf 
merely  for  show,  and  not  intended  for  sale.     It  was  a  curious  thing  that  the 

20  particular  form  of  ornamentation  he  adopted  happened  to  be  an  imitation  of  the 
Plaintiffs'  "  Three  Star  "  label.  In  his  letter  he  stated,  "  The  necklet  with  three 
<%  stars  was  put  on  by  me  for  ornamentation,  and  I  so  told  the  party  who  called, 
M  I  suppose  on  your  behalf,  at  the  time  he  bought  same.  I  protest  I  did  not 
44  deceive  him  or  anybody  else.    I  have  not,  and  never  had,  any  of  Jamesons* 

25  M  *  Three  Star '  whisky  in  my  house,  and  I  so  told  the  purchaser  above 
44  mentioned.  I  now  see  that  I  should  not  have  put  the  i  Three  Star '  label  on 
44  the  bottle,  and  I  have  to  express  my  regret  that  such  should  occur  in  my 
44  place  and  trust  that  this  will  be  sufficient.  Of  course  I  will  see  that  such 
44  does  not  occur  again.    I  have  not  reaped  a  penny  of  advantage  by  anything 

30  "  I  have  done,  and  I  solemnly  protest  I  have  not  injured  your  clients'  well 
44  known  reputation.  I  trust  this  will  be  sufficient."  It  would  be  proved, 
however,  that  the  statements  in  the  letter  were  not  true ;  that  upon  two 
occasions,  first  on  the  19th  of  August,  and  again  on  the  3rd  of  September  1901, 
the  Defendant  or  his  assistant  sold  this  whisky  as  Jamesons'  "  Three  Star " 

35  seven  years  old  whisky.  In  reply  to  his  letter  the  Plaintiffs'  solicitors  wrote  : 
44  We  submitted  your  letter  to  our  clients,  who  are  not  at  all  satisfied  with  it. 
44  As  you  have  committed  a  gross  fraud  they  will  require  you  to  pay  50Z. ;  also 
44  to  pay  10Z.  to  the  Belfast  General  Hospital,  and  our  costs,  amounting  to  10Z. 
44  You  will  also  have  to  sign  an  apology  (to  be  published  in  two  Belfast  papers 

40  44  at  your  expense),  remove  all  the  4  Three  Star '  necklets  which  are  on  the 
44  bottles  at  present,  and  hand  over  to  us  all  the  4  Three  Star '  necklets  which 
•**  you  have.  Unless  you  are  prepared  to  do  this  at  once  our  instructions  are  to 
44  take  legal  proceedings  against  you."  The  Defendant  then  consulted  his 
solicitor,  Mr.  Porter  y  who  wrote,  "  I  could  not  advise  my  client  to  agree  to  such 

45  a  extortionate  terms  as  you  propose,  and  I  would  be  surprised  if,  for  their  own 
u  interests,  Messrs.  Jameson  think  seriously  of  exacting  them.  Undoubtedly 
44  my  client  should  not  have  put  the  4  Three  Star '  label  on  the  bottles  of  Messrs. 
44  Jamesons'  whisky  which  he  sold ;  but  after  all  this  was  only  a  technical 
44  offence,  and  it  is  quite  an  exaggeration  to  describe  it  as  a  gross  fraud.      My 

50  "  client  is  willing  to  pay  whatever  costs  you  have  incurred,  and  sign  a  letter 
44  expressing  his  regret  for  what  he  has  done,  and  with  this  I  think  Messrs. 
44  Jameson  ought  to  be  satisfied."  That  letter  was  written  on  the  23rd  of 
September.  The  Plaintiffs,  being  of  opinion  that  the  Defendant  had  been  guilty 
of  a  serious  fraud,  were  not  satisfied  and  the  writ  was  served,  and  on  the  11th 

55  of  October  Mr.  Porter  again  wrote :  "The  Defendant  instructs  me  to  say  he 
*  will  sign  any  consent  necessary  to  carry  out  the  injunction  mentioned  in  the 
writ,  and  at  the  same  time  he  has  only  to  repeat  his  letters  and  mine  to  you, 
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20 


25 


"  and  in  addition  to  state  that  he  has  not  any  'Three  Star*  necklets  in  his 
44  possession,  power,  or  procurement  which  he  could  hand  over  to  yon.  Under 
44  these  circumstances  he  instructs  me  to  say  that  he  does  not  think  the  Plaintiffs 
44  have  sustained  any  damage,  but  he  will  be  glad  to  have  your  views  thereon. 
44  Besides,  the  Defendant  is  not  in  a  position  to  enter  into  the  costs  of  litigation  5 
44  with  the  Plaintiffs.  The  Defendant  will,  of  course,  pay  your  costs  properly 
44  and  necessarily  incurred."  In  reply,  the  Plaintiffs'  solicitors  stated  that  their 
instructions  were  to  proceed  and  obtain  an  injunction. 
The  following  witnesses  were  examined  : — 

Robert  Purcell,  clerk  in  the  employment  of  the  Plaintiffs,  stated  that  he  went  10 
to  Belfast  by  their  direction  on  the  3rd  of  September  1901,  and  called  at  the 
Defendant's  shop.  Saw  several  bottles  of  whisky  on  a  shelf  bearing  the 
Plaintiffs'  labels,  and  a  crescent  shaped  label  with  three  stars.  Asked  the 
assistant  for  a  bottle  of  whisky  and  the  assistant  handed  him  one  ;  it  had  on  it 
the  Plaintiffs'  label,  also  the  "Three  Star"  label  in  imitation  of  that  of  the  15 
Plaintiffs.  He  asked  the  assistant  if  the  bottle  contained  Jamesons' "  Three 
44  Star  "  whisky,  and  he  replied  that  it  did.  The  capsule  on  the  bottle  was  one 
of  the  Plaintiffs'  capsules,  white,  and  bearing  in  black  letters  the  signature  of 
the  Plaintiffs'  firm,  instead  of  a  gilt  capsule  with  red  letters,  which  was  the 
capsule  used  for  the  seven  years  old  whisky.  With  the  exception  of  the 
capsule  the  appearance  of  the  bottle  was  identical  with  that  of  those  containing 
the  genuine  u  Three  Star  "  whisky. 

John  Murray,  traveller  for  Kinahan  A  Go.,  Dublin,  stated  that,  on  the  19th 
of  August  1901,  he  was  passing  through  Belfast  on  his  way  to  Glasgow,  and 
called  with  a  friend  at  the  Defendant's  shop  in  Belfast.  They  asked  for  a  drink 
of  ale,  and  while  partaking  of  it  he  noticed  on  a  shelf  several  bottles  bearing 
Jamesons'  labels,  with  white  capsules  and  "  Three  Star  "  necklets.  He  ordered 
two  half  glasses  of  Jamesons1  "Three  Star"  whisky,  and  the  assistant  took 
down  one  of  the  bottles  and  drew  the  cork.  Witness  was  well  acquainted  with 
Jamesons'  labels  and  noticed  the  white  capsule,  and  observed  to  the  assistant 
that  it  was  not  the  "  Three  Star "  seven  years  old  whisky.  The  assistant  did 
not  make  any  reply,  but  went  to  another  part  of  the  shop  and  spoke  to  a  man 
who  appeared  to  be  in  control  of  the  establishment,  and  this  man  came  forward 
and  asked  witness  what  he  had  to  say.  Witness  repeated  the  observation  he 
had  made  to  the  other  assistant,  and  added  that  the  label  was  a  bogus  "  Three 
44  Star."  The  man  replied  that  witness  was  drunk  and  did  not  know  what  he 
was  talking  about.  Witness  was  perfectly  sober  at  the  time,  and  his  friend 
intervened  and  said,  "  My  friend  does  know  what  he  is  talking  about  for  he  is 
44  in  the  trade."  The  man  replied  that  he  would  not  believe  either  of  them — 
that  one  was  as  bad  as  the  other.  Witness  then  asked  the  attendant  what  the  40 
price  of  a  similar  bottle  would  be,  and  the  assistant  said  three  shillings.  He 
asked  him  if  it  was  Jamesons'  seven  years  old  whisky,  and  the  man  said  yes. 
Witness  then  paid  three  shillings  and  got  the  bottle.  [This  bottle  of  whisky 
was  produced.]  Gross-examined, — Witness  had  nothing  to  do  with  the 
Plaintiffs'  firm ;  he  was  not  employed  by  them.  It  was  pure  chance  that  brought  45 
him  to  the  Defendant's  shop.  He  bought  the  bottle  solely  for  the  purpose  of 
putting  a  stop  to  fraudulent  dealing.  On  returning  to  Dublin  he  reported  the 
matter  to  the  Plaintiffs  and  left  the  bottle  with  them. 

Samuel  G.  Murray,  secretary  of  the  Plaintiff  Company,  gave  evidence  as  to 
the  labels.  The  crescent  label  or  necklet  which  was  on  the  bottle  purchased  by 
John  Murray  from  the  Defendant  was  not  the  Plaintiffs'  genuine  label — it  was 
an  imitation.  The  Defendant  had  not  been  supplied  with  any  genuine  u  Three 
"  Star  "  labels,  nor  had  he  got  any  genuine  or  44  Three  Star  "  seven  years  old 
whisky.  He  had  purchased  some  three  years  old  whisky,  and  was  supplied  with 
the  ordinary  labels  on  giving  the  usual  undertaking. 

Jefferson  for  the  Defendant  did  not  resist  the  granting  of  an  injunction,  but 
submitted  that  the   proceedings  had  been  vexatious  and  oppressive,  as  the 
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Defendant  had  already  offered  the  Plaintiffs  all  they  were  legally  entitled  to. 
The  Defendant  had  not  been  guilty  of  any  intentional  fraud.  He  admitted  that 
he  had  put  the  necklets  on  the  bottles  for  ornament ;  but  the  moment  his 
attention  was  called  to  the  matter  he  himself,  and  afterwards  through  his 
5  solicitor,  tendered  an  apology  and  an  undertaking  not  to  repeat  the  offence,  if 
offence,  indeed,  it  was.  While  the  Plaintiffs  were  entitled  to  an  injunction 
they  were  not  justified  in  going  on  to  a  trial  and  heaping  costs  on  the 
Defendant,  who  the  moment  the  writ  was  issued  offered  to  submit  to  an 
injunction. 

10      The  Defendant  was  examined,  and  stated  that  he  had  put  the  necklets  only 

on  a  few  bottles,  and  solely  for  ornamentation  purposes.    On  being  asked  by 

Mr.  Murray  for  one  of  the  bottles  he  sold  it  to  him,  thinking  he  was  doing  no 

wrong.    He  did  not  commit,  and  never  intended  to  commit,  any  fraud. 

Jefferson  submitted  that  the  Plaintiffs  were  only  entitled  to  the  costs  incurred 

15  up  to  the  date  of  Mr.  Porter's  letter  of  the  11th  of  October,  in  which  he  offered 
on  behalf  of  the  Defendant  to  consent  to  the  injunction  and  pay  the  costs  up 
to  date.    The  Court  will  not  encourage  unnecessary  and  vexatious  litigation. 

SSonnenschein  v.  Barnard  (57  L.T.  N.S.  712)  ;  McAndrew  v.  Bassett  (4  De  Q. 
.  &  S.  380)  ;  Millington  v.  Fox  (3  Myl.  and  C.  338)  ;  and  American  Tobacco 
20  Company  v.  Guest  (9  R.P.C.  218  ;  L.R.  (1892),  1  CD.  630)  were  referred  to. 
Brunskill)  in  reply. — In  no  case  has  a  Defendant  been  excused  from  costs 
where  he  has  been  proved  guilty  of  gross  fraud.     In  the  American  Tobacco 
Company  v.  Quest  the  Defendant  had  quite  innocently  purchased  a  small 
quantity  of  spurious  goods,  and  under  that  state  of  facts  was  excused  from  costs. 
25  So  in  other  cases,  where  there  were  extenuating  circumstances,  costs,  or  part  of 
the  costs,  have  been  excused.    Here  there  are  no  circumstances  of  extenuation. 

Chattbrton,  V.C. — In  my  opinion  the  present  case  does  not  come  within 
any  of  the  cases  in  which  the  Defendant  has  been  excused  from  costs.  The 
evidence  shows  that  on  two  occasions  he  had  bottles  of  whisky  in  his  establish- 
30  ment  bearing  a  label  made  in  imitation  of  the  Plaintiffs'  "  Three  Star "  label, 
and  that  he  told  the  purchasers,  or  his  assistant  told  them,  that  they  contained 
Jamesons*  "  Three  Star "  seven  years  old  whisky.  There  must  be  the  usual 
injunction,  with  costs. 
Matheson^  K.C.,  said  the  Plaintiffs  would  waive  the  inquiry  as  to  damages. 
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In  the  Matter  of  Maw,  Son,  and  Thompson's  Trade  Mark. 

In  the  High  Court  of  Justice.— Chahcbry  Division. 

Be/ore  MR.  JUSTICE  BUCKLEY. 

April  11th,  191*2. 

In  the  Matter  of  Maw,  Son,  and  Thompson's  Trade  Mark. 

Trade  Mark, — Application  to  alter  old  mark. — Nu  opposition  by  Comptroller-  5 
General. — Order  made. 

On  the  31st  of  January  1876  S.  Maw,  Son,  and  Thompson  registered  under 
No.  1664  the  subjoined  Trade  Mark  in  Classes  3,  4,  8, 11, 13, 14, 15, 16,  39,  48, 
and  50,  user  before  the  13th  of  August  1875  being  claimed. 


The  registration  of  this  Trade  Mark  was  renewed  in  1890.     Subsequently  the  10 
firm  of  S.  Maw,  Son  A  Sons  succeeded  to  the  business  of  the  firm  of  S.  Maw, 
Son,  and  Thompson,  and  on  the  9th  of  March  1901  were  registered  as  proprietors 
of  the  Trade  Mark. 

S.  Maw,  Son  &  Sons  gave  notice  of  motion  for  leave  to  alter  the  said  Trade 
Mark  by  substituting  for  the  word  "  Thompson  "  the  word  "  Sons,"  and  also  by  15 
omitting  the  words  "  Trade  Mark  "  and  substituting  therefor  the  word  "  England," 
but  the  latter  part  of  the  motion  was  abandoned. 

On  the  11th  of  April  1902  the  motion  came  on  for  hearing. 

Kerly  (instructed   by  Satchell  and  Chappie)  appeared  for  the  Applicants ; 
the  Comptroller-General,  who  had  been  served,  did  not  appear  to  oppose.  20 

Kerly  asked  for  leave  to  amend  the  Trade  Mark  by  substituting  "  Sons "  for 
"  Thompson." 

Buckley,  J,,  made  an  Order  accordingly. 
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In  the  Matter  of  the  Royal  Baking  Powder  Company's  Application  for  a 

Trade  Mark. 


In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Farwell. 


March  12th,  1902. 


In  the  Matter  op  the  Royal  Baking  Powder  Company's  Application 

por  a  Trade  Mark. 


Trade  Mark. — Application  to  register. — Label. — Disclaimer. — Application 
refused. — Appeal  to  Court  dismissed. — Patents,  &c.  Act,  1883,  section  64; 
Patents,  Ac.  Act,  1888,  section  10. 

A  Company  called  tlie  Royal  Baking  Powder  Company  applied  to  register  a 
10  mark  as  a  Trade  Mark  in  Class  42  in  respect  of  baking  powder,  claiming  as  its 
essential  particular  tftat  it  was  a  distinctive  label.  The  mark  consisted  of  two 
parts  on  one  sheet  of  paper,  one  part  consisting  of  directions  for  use  and  mere 
descriptive  matter  with  the* name  and  address  of  the  Company  and  the  words 
"  Royal  Baking  Powder."  The  Comptroller  required  the  Applicants  to  claim 
15  the  combination  of  devices  and  to  disclaim  tiie  added  matter  except  their  own 
name.  The  Applicants  refused,  and  the  Comptroller  refused  the  mark.  The 
Applicants  appealed,  and  the  appeal  was  referred  to  the  Court. 

Held,  that  the  portion  of  the  mark  which  comprised  the  descriptive  matter  was 
"  added  matter  "  within  section  64  (2)  of  the  Patents,  &c.  Act,  1883,  as  amended 
20  by  section  10  of  the  Patents,  &c.  Act,  1888,  and  should  have  been  disclaimed. 
The  appeal  was  dismissed  with  costs. 

Clement  et  Cie.'s  Trade  Mark  (16  R.P.C.  611)  followed. 

On  the  25th  of  May  1900,  the  Royal  Baking  Ponder  Company  of  New  York, 

U.S.A.,  applied  for  registration  of  a  Trade  Mark,  in  Class  42,  in  respect  of 

25  baking  powder.    The  application,  which  was  numbered  231,062,  claimed  that 

2  C 


262  REPORTS  OF  PATENT,  DESIGN,        [May  14, 1902. 

In  the  Matter  of  the  Royal  Baking  Powder  Company's  Application  for  a 
Trademark. 


Vol.  XIX.,  No.  13.]     AND  TRADE  MARK  CASES.  263 

In  the  Matter  of  the  Royal  Baking  Powder  Company's  Application  for  a 

Trade  Mark. 


the  essential  particular  of  the  Trade  Mark  was  that  it  was  a  distinctive  label. 
A  representation  of  the  proposed  mark  is  given  on  the  opposite  page. 

The  right-hand  half  of  the  label  is  hereafter  referred  to  as  the  yellow  part  of 
the  label ;  the  foundation  of  the  left-hand  half  was  red. 
5  On  the  21st  of  August  1900,  a  letter  was  sent  on  behalf  of  the  Comptroller 
returning  the  above-mentioned  and  another  application  "  in  order  that  they  may 
"  be  so  amended  as  to  contain  a  statement  and  a  disclaimer,  in  accordance  with 
"  subsection  2  of  section  64  of  the  Patents,  Designs,  and  Trade  Mark  Acts,  1883 
"  to  1888,  in  the  following  terms  : — The  essential  particular  of  the  Trade  Mark 

10  "  is  the  combination  of  devices,  and  the  Applicants  disclaim  any  right  to  the 
"  exclusive  use  of  the  added  matter  except  in  so  far  as  it  consists  of  their  own 
"  name."  After  further  correspondence,  and  after  the  Applicants  had  been 
heard  with  regard  to  the  application,  the  Comptroller,  by  a  letter  of  the  14th  of 
September  1900,  informed  the  Applicants,  in  pursuance  of  Rule  19  of  the  Trade 

15  Mark  Rules,  1890,  that,  in  the  exercise  of  the  discretionary  power  given  him  by 
the  Patents,  Designs,  and  Trade  Marks  Acts.  1883  to  1888,  the  application  was 
refused.  On  the  29th  of  October  1900,  the  Applicants  gave  notice  of  appeal  to 
th9  Board  of  Trade,  and  on  the  8th  of  December  1900,  the  Board  of  Trade 
referred  the  appeal  to  the  Court,  giving  the  usual  directions.     In  the  Statement 

:20  of  their  case  on  the  appeal  to  the  Board  of  Trade,  the  Applicants  gave  (inter 
alia)  the  following  reasons  for  which  they  submitted  that  the  refusal  of  the 
Trade  Mark  was  erroneous  :  "  (1)  Because  the  said  label  sought  to  be  registered 
41  is  a  distinctive  label  within  the  meaning  of  section  64,  subsection  1  (e),  of  the 
"  said  Act  of  1883,  as  amended  by  the  said  Act  of  1888  ;  (2)  because  the  whole 

25  "  of  the  letterpress  upon  the  said  label  forms  part  of  the  label,  and  is  not  an 
"  addition  to  it ;  (3)  because  the  whole  of  the  label  is  the  essential  particular, 
"  and  the  mark  sought  to  be  registered  contains  nothing  which  has  been  added 
"  to  such  essential  particular ;  (4)  because  section  64,  subsection  (2),  of  the  said 
44  Act  of  1883,  as  amended  by  the  said  Act  of  1888,  has  no  application  to  cases 

30  "  where  registration  is  sought  of  a  mark  which  consists  entirely  of  an  essential 
u  particular." 

On  the  19th  of  December  1900,  the  Applicants  applied  to  the  Court,  by 
Originating  Summons,  that  their  appeal  against  the  decision  of  the  Comptroller- 
General  might  be  heard  and  determined  by  the  Court.     In  view  of  the  point  on 

35  which  the  appeal  was  decided,  it  is  unnecessary  to  refer  to  the  evidence  ;  an 
affidavit,  however,  filed  by  the  Comptroller,  alleged  that  the  registration  without 
disclaimer  would  lead  to  the  belief  that  it  gave  the  Applicants  the  right  to 
prevent  the  use  by  any  other  person  of  the  word  "  Royal." 

Warmington,  K.C.,  and  S.  Dickinson  (instructed  by  Janson,  Cobb,  Pearson  & 

40  Co..,  appeared  for  the  Applicants  ;  the  Attorney-General  (Sir  B.  Finlay,  K.C.) 
and  jR.  J.  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared 
for  the  Comptroller. 

Warminglon,  K.C,  for  the  Applicants. — The  Trade  Mark  is  a  distinctive 
label,  which  comes  within  section  64  (1)  (c)  of  the  Patents,  &c.  Act,  1883,  as 

45  amended  by  the  Act  of  1888.  Subsection  (2),  as  amended,  does  not  make  a 
disclaimer  necessary  in  the  present  case.  Disclaimer  only  affects  added  matter  ; 
here  there  is  no  such  matter  ;  the  whole  label  is  the  essential  particular.  Nothing 
is  required  by  the  Act  to  be  disclaimed  that  is  not  added  matter.  The  label 
is  the  whole  combination  (Pinto  v.  Badman,  8  R.P.C.  181 ;  Clement  et  Cie.'s 

50  Trade  Mark,  16  R.P.C.  611 ;  Smokeless  Powder  Company's  Trade  Mark, 
9  R.P.C.  109).  [The  Attorney-General  (in  answer  to  a  question  put  by 
FARWBLL,  J.). — All  the  yellow  part  of  the  label  should  be  disclaimed ;  also 
the  words  "  Royal  Baking  Powder."]  The  Applicants  refuse  to  disclaim  those 
words  ;  there  are  some  decisions  to  the  effect  that  no  exclusive  right  could  be 

-55  claimed  in  them  after  disclaimer.  In  Clement  et  Cie.'s  Trade  Mark  a  new 
mark  was  in  question.     [The  Attorney-General. — In  that  case  the  point  waa 
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under  section  74  of  the  Act  of  1883.]  It  shows  that  if  one  has  a  distinctive 
label  it  can  be  registered  as  a  whole.  [Farwbll.  J. — As  to  the  yellow  part 
that  case  is  against  yon.]  As  to  the  words  "  Royal  Baking  Powder,"  they  are 
a  part  of  the  name  of  the  Applicants,  and  the  Smokeless  Powder  Company  *s 
case  applies.  [Farwbll,  J*.,  referred  to  Colman's  Application  (11  R.P.C.  129).]  £ 
[The  Attomey-Qeneral. — The  words  are  used  to  denote  the  article.  No  amend- 
ment of  the  application  can  be  made  at  this  stage.]  It  is  admitted  that  the 
words,  where  used  alone,  do  not  refer  to  the  name  of  the  Applicants.  A  further 
objection  is  now  taken  to  the  registration  that  the  word  "  Royal "  may  lead  to 
deception.  [On  this  point  sections  73  and  106  of  the  Patents,  Ac.  Act,  1883,  10 
and  section  20  of  the  Merchandise  Marks  Act,  1887,  were  referred  to.] 

The  Attorney-General  for  the  Comptroller. — The  point  as  to. the  yellow  part 
of  the  mark  disposes  of  the  whole  case.  It  is  unnecessary,  therefore,  to  argue 
the  other  points. 

Farwbll,  J. — On  that  I  am  quite  clear.    I  have  no  doubt  that  this  yellow  part  15 
must  be  disclaimed,  because,  in  my  opinion,  it  comes  within  the  second  subsection 
of  section  64.    If  authority  were  wanted  it  appears  to  me  that  the  matter  is 
really  concluded  by  Clement  et  Cie.'s  Trade  Mark,  to  which  Mr.  Warmington 
referred.     There  was  in  that  case  a  somewhat  similar  device  or  label — first, 
what  I  should  call  the  label  proper,  followed  by  descriptive  words  stating  the  20 
merits  of  the  particular  wine.     In  the  present  case  we  have  the  label  proper, 
on  the  red  foundation,  and  alongside  there    is  on  the    yellow  foundation 
descriptive  words  praising  the  article  and  giving  instructions  for    its  use. 
In  my  opinion  the  directions  for  its  use  are  eminently  added  words  within  the 
meaning  of  the  64th  section.    In  Clement's  case  before  the  Court  of  Appeal,  Lord  25 
Justice  Romer  stated,  as  his  view,  that  the  descriptive  words  and  the  words  of 
praise  are  an  addition,  and  he  said  :  "  The  upper  label  registered  by  the  Respon- 
"  dents  was,  in  my  opinion,  in  itself  a  perfect  label,  and  the  words  *  St.  Raphael ' 
"  are  not  an  addition  to  it,  but  form  part  of  it.    It  appears  to  me  that  the  lower 
"  label  was  an  *  addition  '  in  the  sense  in  which  that  word  is  used  in  section  64 —  30 
"  that  is,  the  words  in  it  were  added  to  the  upper  label.     Section  64  permits 
"  that  to  be  done,  for  it  says  that  there  may  be  added  to  any  one  or  more  of 
"  the  particulars  pointed  out  in  that  section,  '  any  letters,  words,  or  figures, 
"  *  or  combination  of  letters,  words,   or  figures,   or  any  of  them. '  "    Then 
section  64  goes  on  :  "  but  the  Applicant  for  registration  of  any  such  additional  35 
u  matter  must  state  in  his  application  the  essential  particulars  of  the  Trade 
"  Mark,  and  must  disclaim  in  his  application  any  right  to  the  exclusive  use  of 
"  the  added  matter,  and  a  copy  of  the  statement  and  disclaimer  shall  be  entered 
44  on  the  Register." 

This  is,  in  my   opinion,  additional  matter  and   must  be  disclaimed,  and  40 
therefore  the  application  fails.     Does  the  Attorney  General  ask  for  costs  ? 

Parker. — The  motion  is  dismissed  with  costs. 

Farwbll,  J. — Very  well.    Before  you  consider  the  question  of  " Royal,"  Mr.' 
Attorney,  if  you  look  at  the  Century  Dictionary,  you  will  find  a  whole  column 
of  instances  of  the  word  "  Royal "  meaning  large,  or  superior  to  its  kind;  of  45 
more  than  ordinary  size,   excellence,  and  the  like,  such  as  "  Royal  porter," 
"  Royal  octavo,"  "  Royal  antler,"  "  Royal  stag,"  and  a  number  of  royals.      It  all 
depends  on  which  sense  it  is  used  in. 

The  Attorney-General. — It  all  really  depends  on  the  connection. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Swtnfbn  Eadt. 


February  21st,  22nd,  and  25th,  and  March  6th,  1 902. 


In  the  Matter  op  the  Trade  Mark  op  A.  and  A.  Crompton  &  Co.,  Ld. 


5  Trade  Mark. — Application  to  remove  from  Register. — Statement  of  essential 
particulars. — Combination  mark  consisting  of  three  labels. — Use  as  a  Trade 
Mark. — Alleged  superfluous  registration. — Use  for  certain  only  of  the  goods  for 
which  the  mark  was  registered. — Application  dismissed. — Patents,  <kc.  Act,  1888, 
section  64;  Patents,  Ac.  Act,  1888,  section  10. 

10  In  1894  a  Company  registered  as  a  Trade  Mark  in  Class  28  in  respect  of 
cotton  yarn  and  sewing  cotton,  not  on  spools  or  reels,  three  labels  as  one  mark, 
the  essential  particulars  being  stated  to  be  the  combination  of  devices,  and  the 
Applicants  disclaimed  any  right  to  the  exclusive  use  of  the  added  matter  except 
in  so  far  as  it  consisted  of  their  own  name  and  address.     The  three  labels,  as 

15  zJwwn  on  the  application  to  register,  were  of  different  sizes,  the  smallest  being 
identical  in  design  with  a  Trade  Mark  for  which  the  owners  were  already 
registered  for  the  same  goods.'  The  medium  sized  label  was  similar,  except  that 
the  name  of  the  Company  was  perforated  in  a  horseshoe  form  on  the  cardboard 
on  which  the  label  was  and  so  that  the  perforation  was  partly  across  the  label. 

20  The  large  label  consisted  of  descriptive  matter  in  nine  languages  surrounded 
by  an  oblong  border.  The  mark  had  always  been  used  by  the  Company  by 
placing  the  large  and  small  labels  outside  a  package  of  yarn  and  the  medium 
sized  one  inside  on  the  backing  of  the  yarn.  The  Company  having  commenced 
an  action  for  infringement  of  the  mark,  the  Defendants  moved  to  rectify  the 

25  Register  by  removing  it,  and  alleged  that  the  mark  was  wrongly  registered  on 

the  grounds  that  the  essential  particulars  were  not  sufficiently  stated;  that  the 

registration  added  nothing  to.  the  previous  registration,  and  was  superfluous 

and  therefore  bad;  that  the  mark,  if  registrable  at  all,  was  three  marks  and 

not  one,  and  that  it  never  had  in  fact  been  used  or  was  intended  to  be  used  as  a 

30  Trade  Mark,  part  of  it  being  concealed  within  the  package ;  and  thai  it  had 

2  D 
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been  used  for  yarn  only.  For  the  owners  of  the  mark  it  was  contended  that  the 
combination  of  devices  consisted  of  the  devices  on  the  smaller  labels,  the  outlines 
of  the  three  labels,  and  the  perforation. 

Held,   that  the    essential  particulars    were  sufficiently   stated,  no    verbal 
description  of  the  combination  of  devices  being  necessary :  that  the  mark  was  5 


not  bad  by  reason  of  the  prior  registration ;  either  it  added  something  to  that 
or  the  Defendants  were  not  aggrieved  -.  that  the  mark  was  a  combination  Trade 
Mark:  thai  the  fact  that  all  portions  were  not  in  use  visible  at  once  did  not 
prevent  them  forming  one  Trade  Mark :  and  that  t/iefact   that  the  mark  had 


v. 


been  used  for  yarn  only  woe  not  a  ground  for  removing  it.    The  motion  was  1 
dismissed  toith  costs. 

Spencer's  Trade  Marks  (2  RJ>.G.   78)  followed  and  Player's  Application 
{18  B^.0. 66)  distinguished. 
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On  the  10th  of  January  1894,  A.  and  A.  Grompton  A  Co.,  Ld.,  applied  to 
register  a  Trade  Mark  in  Class  Z'i  in  respect  of  cotton  yarn  and  sewing  cotton 
not  on  spools  or  reels.  The  Trade  Mark,  which  comprised  the  three  labels 
represented  on  this  and  the  preceding  page,  was  subsequently  registered  under 
5  No.  107,354,  the  essential  particular  being  stated  to  be  the  combination  of 
devices,  and  the  Applicants  disclaimed  any  right  to  the  exclusive  nse  of  the 
added  matter  except  in  so  far  as  it  consisted  of  their  own  name  and  address.* 


The  translation  of  the  foreign  characters  appearing  on  the  mark  was  stated  in 

the  application  to  be  as  follows  : — "  All  bundles  of  yarn  bearing  the  Trade  Mark 

10  "  of  A.  and  A.  Grompton  A  Co.,  Ld.,  are  correct  in  weight  and  length,  and 

"  weigh  10  lbs.  per  bundle  and  840  yards  per  hank."    The  dotted  letters  on  the 

medium  sized  label  represent  perforations. 

At  the  date  of  the  above-mentioned  application  the  Applicant*  were  the 
registered  owners  of  the  Trade  Mark  No.  3990,  registered  in  Class  23,  wbioh 
15  was  a  ticket  identical  in  design  with  the  smallest  of  the  labels  represented  on 
p.  266. 

On  the  20th  of  March  1901,  A.  and  A.  Grompton  A  Go.,  Ld.,  commenced  an 
action  against  Abraham  Qrandage  and  three  other  persons  (trading  as 
Qrandage  A  Co.),  claiming,   in   their  Statement   of    Claim   {inter  alia),  an 

*  On  toe  application  the  ewential  particulars  were  originally  stated  to  be  the  following- : — The 
ticket*  appearing  on  the  representation,  in  oombinatien  with  the  distinctive  impression  by 
perforations  of  a  name  of  an  individual  or  Inn,  and  the  Applicants  disclaimed  anj  right  to  the 
Biclnsi ve  me  of  the  added  matter  exoept  the  name  and  words  A.  and  A  Cromptun  $  Ok,  Park: 
Bills,  Crompton,  Oldham,  and  the  denature  "A.  and  A.  Vrompton  if  Co.,  Ld.,  Jamei  H.  Ltt* 
"  Milne,  Director."  This  Statement  was  subsequently  altered  to  that  given  above  at  the  InjtaoM 
of  the  ComptroUor. 
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injunction  to  restrain  the  Defendants  from  applying  Trade  Mark  No.  107,354, 
or  any  imitation  thereof,  to  bundled  yarn  not  of  the  Plaintiffs9  manufacture. 
In  paragraph  5  of  the  Statement  of  Claim  the  Plaintiffs  alleged  that  the 
Trade  Mark  consisted  of  the  device  of  applying  a  large  sized  oblong  ticket  and 
a  small  sized  oblong  ticket  near  the  "  count "  number  on  the  outside  wrapper  of  5 
a  bundle  of  yarn  phis  a  perforated  medium  sized  oblong  ticket  on  the  backing 
of  the  said  bundle  of  yarn. 

On  the  24th  of  October  1901,  the  Defendants  in  the  action  gave  notice  of 
motion  for  an  Order  that  the  Register  of  Trade  Marks  might  be  rectified  by 
removing  therefrom  Trade  Mark  No.  107,354,  or  that  such  further  or  other  10 
Order  might  be  made  for  .the  rectification  of  the  Register  as  to  the  Court 
should  seem  just.     The  Applicants,  being  ordered  to  give  particulars  of  their 
grounds  of  objections  to  the  mark,  gave  Particulars  which,  as  subsequently 
amended,  were  as  follows  : — (1)  The  Trade  Mark  No.  107,354  of  Class  23  does 
not  consist  of,  or  contain  any  of  the  essential  particulars  enumerated  in  section   15 
64  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  as  amended  by  the  Act 
of  1888.    (2)  It  is  not  a  Trade  Mark  and  was  not  intended  to  be,  and  has  not 
been,  in  fact,  used  as  a  Trade  Mark.    (2a)  In  the  alternative  the  said  alleged 
Trade  Mark  was  not  intended  to  be  or  has  not  in  fact  been  used  as  a  Trade 
Mark  for  goods  in  the  said  class  other  than  yarn.     (3)   The  Applicants  for  20 
registration  of  the  said  Trade  Mark  No.  107,354  did  not  bond  fide  intend  to  use 
the  said  mark,  and  they  did  not,  and  the  Respondents  have  not,  in  fact,  used 
the  same.    (4)  It  was  not,  at  the  date  of  the  application  for  registration,  either 
distinctive  or  capable  of  becoming  or  being  distinctive.     (5)  It  consists  of  three 
separate  tickets  or  labels,  which  could  not  properly  be  contained  in    one  25 
registration.    (6)  Of  the  said  three  separate  tickets  or  labels,  one,  namely,  the 
largest,  is  common,  and  merely  descriptive  of  the  goods,  and  the  two  smaller 
are  two  prints  of  one  label  which  had  already  been  registered  as  a  Trade  Mark. 
(7)    The  essential  particulars  of  the  said  Trade   Mark  were  not,  upon  the 
application  to  register,  properly  or  sufficiently  stated.  30 

The  Trade  Mark  had,  in  fact,  been  used  by  the  Respondents  in  the  manner 
stated  in  the  Statement  of  Claim,  the  medium  sized  ticket  being  on  the 
"  backing,"  or  stiff  cardboard  put  inside  the  wrapper  of  the  bundle,  and  the 
other  tickets  being  on  the  exterior  of  the  wrapper.  Evidence  was  filed  by  both 
parties,  including  evidence  for  the  Applicants,  stating  that  the  Respondents  did  35 
not  sell  sewing  cotton  on  spools  or  reels,  and  that  the  Trade  Mark  had  not  been 
applied  to  sewing  cotton. 

0.  Leigh  Glare  and  D.  M.  Kerly  (instructed  by  W.  J.  and  E.  H.  Tremellen, 
agents  for  Blair  and  Seddon,  Manchester)  appeared  for  the  Applicants  ;  L.  B. 
Sebastian  (instructed  by  Woodcock  A  Go.,  agents  for  Tweedale,  Son,  and  Lees)  40 
appeared  for  the  Respondents. 

Kerly  for  the  Applicants. — There  are  five  objections  to  the  Trade  Mark ;  (1) 
the  essential  particulars  are  not  sufficiently  stated ;  (2)  there  is  no  subject- 
matter,  as  the  mark  does  not  consist  of  or  contain  an  essential  particular ; 
(3)  what  is  registered  is  not  a  Trade  Mark  at  all — if  anything  of  the  kind  it  is  45 
three  marks  ;  (4)  it  is  not  and  never  has  been  used  as  a  Trade  Mark,  and  there 
never  was  any  intention  to  use  it  as  a  Trade  Mark  ;  (5)  it  is  registered  for  yarn 
and  sewing  cotton,  but  is  only  applicable  to  and  has  only  been  used  for  yarn  ; 
the  registration  should  therefore  be  limited  to  yarn.    As  to  (1)  an  applicant  for 
registration  must  state  the  essential  particulars  of  his  Trade  Mark  (Patents,  &c.  Act,  50 
1883,  section  64,  as  amended  by  the  Act  of  18H8).    Any  member  of  the  public 
should  be  able  to  ascertain  from  the  Register  what  is  claimed.    The  statement  as  to 
this  mark  does  not  show  what  are  the  devices  that  are  claimed.     [The  Statement 
of  Claim  in  the  action  was  referred  to.]     (2)  The  mark  can  only  stand,  if  at  all, 
as  a  combination  of  devices.    The  only  devices  in  it  are  registered  separately,  55 
the  small  label  and  the  medium  sized  label,  apart  from  the  perforations, 


Vol.  XIX.,  No.  14.]     AND  TRADE  MARK  OASES.  269 


In  the  Matter  of  the  Trade  Mark  of  A.  and  A.  Crompton  A  Co.,  Ld. 

being  identical  with  the  old  mark  (No.  3990).  [SwiNFEN  Eadt,  J.— Is 
not  the  signature  a  good  essential  particular  ?]  That  is  not  claimed  as 
an  essential  particular.  If  what  is  intended  to  be  claimed  is  what  is  on 
each  of  the  two  smaller  labels,  this  is  already  separately  registered  and 
5  was  adequately  protected,  and  the  registration  of  the  Trade  Mark  attached 
was  superfluous  and  bad  (Player's  Application,  18  R.P.C.  65).  The  large  label 
consists  merely  of  descriptive  matter,  and  is  disclaimed,  so  that  one  has  to  look 
to  the  two  others.  Moreover,  distinctiveness  cannot  depend  on  size,  for  a  Trade 
Mark  can  be  used  in  any  size.    Neither  can  the  registration  be  for  the  relative 

10  sizes  and  order  of  the  labels.  There  is  nothing  distinctive,  therefore,  but  the 
old  mark.  (3)  The  mark  is  not  in  fact  one,  but  three.  One  of  the  three  labels 
is  not  seen  until  the  goods  are  opened,  and  it  is  not  used  as  a  Trade  Mark,  The 
three  labels  as  used  do  not  form  one  Trade  Mark.  (4)  In  order  that  the  regis- 
tration should  be  good  there  must  must  have  been  at  the  time  of  registration  a 

15  bond  fide  intention  to  use  it  as  a  Trade  Mark  (Bait's  Trade  Mark,  16  R.P.C. 
411).  There  was  no  such  intention  in  this  case ;  the  concealed  mark  is 
not  used  as  a  Trade  Mark  (Kinahan's  Application,  10  R.P.C.  393),  where, 
however,  the  point  was  not  decided.  A  Trade  Mark  must  sell  the  goods  to 
the  purchaser  before  he  opens  the  package.    (5)  The  decision  in  Hargreaves 

20  ▼.  Freeman  (8  R.P.C.  237)  applies.  The  Applicant  is  a  person  aggrieved 
(ApoUinaris  Company's  Trade  Marks,  8  R.P.C.  137). 

Sebastian  for  the  Respondents. — The  first  of  the  delivered  Particulars  of 
Objections  is  gone,  for  it  is  admitted  that  the  smaller  tickets  contain  devices 
which  could  be  registered.    The  second  objection  fails  on  the  Applicants'  own 

25  evidence.  The  form  of  claim  and  disclaimer  is  a  very  common  one,  and  is 
practically  insisted  on  by  the  Comptroller.  As  to  there  being  really  three 
Trade  Marks,. the  mark  was  registered  after  the  decisions  in  Richards  v.  Butcher 
(8  R.P.C.  37  and  249)  and  Spencer's  Trade  Mark  (3  R.P.C.  73),  in  which  it  was 
decided  that  the  whole  of  an  old  mark  must  be  registered.    The  mark  is  good  as  a 

30  combination  mark ;  it  is  not  a  re-registration  of  the  old  mark.  The  whole  mark 
will,  notwithstanding  the  disclaimer,  be  protected  as  a  combination  (see  Lord  Alver- 
8 tone's  judgment  in  Hubbuck  v.  Brown,  17  R.P.C.  638,  at  page  644).  The  Plaintiffs 
originally  tried  to  claim  the  perforation,  but  it  is  now  only  claimed  as  part  of  the 
mark.    The  mark  has  been  registered  and  used  for  eight  years.    [SwiNFEN 

35  Eadt,  J. — What  is  the  combination  of  devices  ?]  The  double  sets  of  arms  and 
scrolls  and  the  floral  matter  and  foliage.  [SwiNFEN  Eadt,  J. — That  does  not 
bring  in  the  large  label.]  It  can  be  protected  as  part  of  the  mark,  although  not 
separately.  The  registration  of  the  three  labels  is  different  from  a  registration  of 
one.     The  entire  mark  ought  to  be  registered  ;  this  would  be  compulsory  in  the 

40  case  of  an  old  mark,  and  must  be  permissible  in  a  new  one.  Anyone  seeing  the 
two  outer  labels  might  not  accept  the  goods  as  those  of  the  Respondents  unless  he 
afterwards  saw  the  inner  one.  Spencer's  Trade  Mark,  Richards  v.  Butcher, 
Kinahan's  Trade  Mark,  and  Powell's  Trade  Mark  (11  R.P.C.  4)  all  decide  that 
in  the  case  of  an  old  mark  the  whole  must  be  registered,  although  not  all  visible 

45  at  once.  There  is  no  evidence  that  the  only  way  in  which  the  Respondents  use 
the  mark  is  with  one  label  inside  the  package ;  the  registration  claims  the  labels 
without  any  reference  to  their  positions  on  or  in  the  packages.  Marks  on  the 
sides  or  ends  of  corks  were  protected  in  Moet  v.  Clybouw  (Seb.  Dig.  316)  ;  Moet 
v.   Couston  (33  Beav.  578)  ;  Mo'et  v.  Pickering  (L.R.  8  Ch.  D.  372) ;  and 

50  Ponsardin  v.  Peto  (33  Beav.  642).  [Swinfen  Eadt,  J. — Suppose  that  the 
only  mark  were  on  the  bottom  of  the  cork,  would  that  be  sufficient  use  of  it  ?] 
Yes,  if  the  goods  would  be  sent  back  if  the  wrong  mark  was  on  the  cork.  Two 
labels  can  be  included  in  one  registration  (Clement  et  Cie's  Trade  Mark, 
J  6  R.P.C.  611).    Combination  stamps  were  recognised  by  Rule  58  (a)  of  the 

H  former  Cotton  Rules  of  1876 ;  as  to  Player's  Application  (18  R.P.O.  65),  the 
tnark  in  the  present  case  has  been  actually  used  to  distinguish  the  Respondents' 
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goods.  ("Class  23  in  the  3rd  schedule  to  the  Trade  Mark  Rules,  1890,  was 
referred  to.]  The  mark  has  been  used  for  thread.  The  outlines  of  the  three 
labels  enter  into  the  combination  of  devices,  and  perhaps  also  the  perforation. 
The  decision  on  the  point  as  to  one  registration  of  two  or  more  marks,  one  of 
which  is  used  within  the  package,  will  be  important  both  to  the  cotton  and  the  5 
tobacco  trades. 

Clafe  in  reply. — There  are  three  questions  in  this  case  :  first,  whether  one  may 
have  a  Trade  Mark  consisting  merely  of  ihe  repetition  of  a  Trade  Mark — already 
registered — together  with  something  not  distinctive;  secondly,  whether  one  can 
have  a  combination  Trade  Mark  consisting  of  three  pieces  of  paper  intended  to  10 
be  used  as  the  Respondents  use  them  ;  thirdly,  whether  the  requirements  of  the 
Act  as  to  registration  have  been  complied  with.     In  the  action  the  Respondents 
are  representing  to  the  Court  that  the  registration  is  for  three  pieces  of  paper 
used  in  a  particular  way.    The  registration  adds  nothing  to  the  previous  rights 
of  the  Respondents,  there  being  nothing  distinctive  or  registrable  except  the  15 
old  mark.     [SwiNPBN  Eady,  J. — Do  you  say  a  person  cannot  register  a  duplica- 
tion of  a  mark  that  is  already  registered  ?]     There  is  no  authority  that  he  can  ; 
it  would  add  nothing  to  the  rights.     [SwiNPBN  EADY,  J. — How  are  you 
aggrieved  then  ?]     I  am  substantially  aggrieved  by  the  way  in  which  the 
Plaintiffs'  case  in  the  action  is  put ;  moreover  the  Defendant  in  an  action  for  20 
infringement  is  always  a  person  aggrieved.     It  should  at  all  events  be  made 
clear  what  the  registration  is.    If  the  added  matter  is  disregarded  one  label  is 
simply  a  blank  card  ;  the  particular  sizes  and  shapes  are  not  referred  to  in  the 
registration.    Anyone  who  wishes  to  use  a  Trade  Mark  ought  to  be  able  to  see 
what  is  already  registered,  and  is  entitled  to  know  from  the  registration  what  25 
the  essential  particulars  are.    Also,  if  anything,  there  are  three  marks,  not  one. 
The  cases  cited  as  to  old  marks  are  no  authority  for  saying  that  the  whole  of 
the  marks  could  have  been  registered,   but  only  that  a  part  could  not  be. 
[SwiNPBN    Eady,    /.—Is  it    not    almost    common  knowledge    that   in    the 
Manchester  trade  a  combination  of  marks  is  used  ?]    The  question  here  is  80 
whether  a  combination  can  be  registered.    Referring  to  section  64,  as  amended 
by  the  Act  of  1888,  there  is  nothing  within  any  of  the  heads  except  the  old 
device.    The  names  and  addresses  are  in  the  registration  treated  as  added 
matter.    The  Applicant  did  not  comply  with  subsection  (2).    A  claim  for  the 
three  labels  of  a  particular  size  and  shape  would  have  been  bad.    The  device  of  35 
a  rectangle  could  not  be  claimed  as  distinctive.    A  mere  oblong  label  is  not 
distinctive.    It  is  now  said  that  what  is  claimed  is  the  duplication  of  the  old 
mark  plus  the  outlines.    If  so  claimed  the  registration  would  have  been  bad. 
Also  the  registration  is  for  the  entire  class,  but  the  mark  has  only  been  used  for 
thread.    [SwiNPBN  Eady,  J.— Can  the  mark  be  taken  off  the  Register  for  that  40 
reason  ?]     The  registration  was  bad  ;  Edwards  v.  Dennis  (L.R.  30  Oh.  D;  454) 
goes  as  for  as  that.    [Swinpen  Eady,  J. — That  was  restriction  not  removal. 
Do  the  Applicants  sell  goods  in  the  class  ?      The  Applicant  in  Edwards  v. 
Dennis  asked  for  the  exclusion  of  goods  in  which  he  dealt.]    They  have  a 
locus  standi;  also  they  have  a  right  to  deal  in  sewing  cotton.     Finally,  what  is  45 
registered  has  never  been  used  at  all  as  a  Trade  Mark. 

Judgment  was  reserved,  and  delivered  on  the  6th  of  March  1902. 
SwiNPBN  Eady,  J. — This  is  a  motion  by  Messrs.  Qrandage  A  Co.,  of  78, 
Princess  Street,  Manchester,  merchants,  that  the  Register  of  Trade  Marks  may 
be  rectified  by  removing  therefrom  the  Trade  Mark  of  Messrs.  A.  and  A.  50 
Crompton  A  Co.,  Ld.,  No.  107,354  in  Class  23,  cotton,  yarn,  and  sewing  cotton. 
An  action  is  pending  in  which  Messrs.  A.  arid  A.  Crompton  A  Co.,  Ld.,  cotton 
spinners,  of    Oldham,  are  seeking  to  obtain  an  injunction  to  restrain  the 
Defendants  from  infringing  their  registered  Trade  Mark,  and  from  passing  off 
yarn  told  or  exported  by  them  as  and  for  the  Plaintiffs'  yarn,  and  it  is  under  M 
the  pressure  of  that  action  that  the  present  motion  is  made.  *f : 
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The  mark  in  question  was  registered  on  the  10th  of  January  1894.  The 
essential  particular  is  described  as  the  combination  of  devices,  and  the 
Applicants  disclaimed  any  right  to  the  exclusive  use  of  the  added  matter 
except  in  so  far  as  it  consisted  of  their  own  name  and  address.  There  appear 
5  upon  the  Register,  in  respect  of  this  mark,  three  labels  of  different  sizes.  The 
largest  sized  label  consists  of  an  oblong  border,  with  a  statement,  in  nine 
different  languages,  descriptive  of  the  quantity  and  weight  of  yarn.  The 
medium  sized  label  consists  of  an  oblong  border,  in  which  are  two  shields 
charged  with  devices  surmounted  by  crests,  with  leaves,  flowers,  and  a  scroll, 
10  and  the  names  of  the  Respondents  impressed  by  perforation.  The  smallest 
sized  label  is  the  same  as  the  medium  size,  but  without  the  perforated  name. 

The  first  ground  upon  which  the  Applicants  base  their  case  is  that  the  essential 
particulars  are  not  sufficiently  stated  in  the  application  to  register.    It  appears  that 
the  application  in  writing,  as  at  first  carried  in  to  the  Comptroller,  did  contain 
15  some  description  in  writing  of  the  essential  particulars  ;  but  this  was  altered,  and, 
as  I  gather,  at  the  request  of  the  Comptroller,  to  the  form  in  which  it  now  appears 
on  the  Register,  describing  the  essential  particular  as  a  combination  of  devices, 
and  leaving  anyone  to  refer  to  the  actual  combination  registered  to  see  for  them- 
selves of  what  the  Trade  Mark  consists.    I  am  told  that  this  is  now  a  common 
20  form  in  the  office  of  the  Comptroller.    Mr.  Sebastian  referred  to  some  current 
numbers  of  the  "  Trade  Marks  Journal "  as  showing  how  general  the  practice  is. 
However  that  may  be,  I  am  of  opinion  that  the  description  is  sufficient.    Where 
the  labels  themselves  appear  on  the  Register  and  in  the  manner  in  which  they 
are  used  the  description  is,  in  my  opinion,  sufficient.     The  eye  frequently 
25  enables  a  better  idea  to  be  formed  of  the  Trade  Mark  than  any  verbal  descrip- 
tion would  have  done.     In  Eno  v.  Dunn*  (L.R.  15  App.  Cas.  252),  the  Lord 
Chancellor,  at  page  255,  after  stating  the  results  of  comparing  two  Trade  Marks 
which  he  placed  side  by  side,  added  that  no  verbal  description  of  the  difference 
did  entire  justice  to  the  dissimilarity  of  the  two  marks. 
30       It  was  next  urged  that  the  Trade  Mark  was  not  really  a  Trade  Mark  at  all, 
but,  if  anything,  it  was  three  Trade  Marks,  which  could  not  be  registered  as  one 
mark,  and  it  was  contended  that  there  could  not  be  a  valid  Trade  Mark 
consisting  only  of  the  combination  of  two  old  labels,  each  separately  registered 
as  a  Trade  Mark,  together  with  something  not  distinctive.     In  support  of 
35  this  proposition  reliance  was  placed  on  Player's  Trade  Mark  (18  R.P.C.  65), 
where  Mr.  Justice  Cozens-Hardy  refused  to  direct  the  Comptroller  to  proceed 
with  the  registration  of  a  mark  which  in  all  its  essentials  was  the  same  as  an 
earlier  registered  Trade  Mark  of  the  same  Applicant,  on  the  ground  that  it  was 
superfluous.    If  the  mark  had  been  registered,  however,  by  the  Comptroller  in 
40  that  case,  it  does  not  follow  from  the  decision  of  Mr.  Justice  Cozens-Hardy  that, 
upon  an  application  by  a  rival  trader,  it  would  necessarily  have  been  taken  off 
the  Register.    How  is  he  aggrieved  by  its  registration  ?     If  his  contention  is 
that  registration  of  the  mark  is  superfluous,  then,  as  registration  adds  nothing 
to  ^existing  rights,   he   is   not  injured  by   such    registration.      If,  however, 
45  registration  prevents  him  from  doing  anything  which,  but  for  the  registration, 
he  could  lawfully  do,  then  it  follows  that  registration  was  not  superfluous,  but 
has  secured  to  the  party  registering  some  additional  right. 

Nor  has  the  argument  that  the  mark  is  in  reality  three  Trade  Marks  any  validity. 
Provided  that  the  mark  complies  with  the  requisites  of  section  64  of  the  Act  of 
50  1883,  the  whole  mark  need  not  appear  on  any  one  ticket,  label,  stamp,  or  impres- 
sion. A  combination  of  several  different  marks,  like  that  which  was  the  subject 
of  dispute  in  Robinson  v.  Fihlay  (L.R.  9  Ch.  D.  487),  and  which  is  very  common 
among  dealers  in  cotton  goods,  may  be  treated  as  equivalent  to  a  single  mark. 


•  7  R.P.C.  811. 
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In  Spencer's  Trade  Mark  (3  R.P.C.  73),  where  the  words  "  diamond  cast  steel " 
were  on  one  side  of  files  and  the  corporate  mark  of  the  maker  on  the  other  side, 
the  Court  held  that  the  words  "  diamond  cast  steel "  had  not  been  used  alone  as 
a  Trade  Mark.  They  treated  the  marks  on  both  sides  of  the  file  as  together 
constituting  one  mark.  In  that  case  the  Master  of  the  Rolls,  Lord  Esher^  said  :  5 
"  What  was  used  before  1875  by  Mr.  Walter  Spencer  was  one  distinguishing 
"  mark,  which  one  mark  was  a  combination  of  a  mark  which  had  been  granted 
"  to  his  father  by  the  Cutler's  Company  and  a  mark  which  he  invented  himself. 
"  The  two  together  being  put  on  his  goods  in  order  to  distinguish  his  goods, 
44  that  made  it  one  Trade  Mark,  and  I  do  say  this  distinctly,  that  whether  the  10 
44  things  which  are  put  on  to  make  a  distinction  (for  that  is  all  that  is  wanted) 
44  are  put  close  together,  or  are  put  at  two  ends  of  the  same  goods,  or  are  put 
44  one  on  one  side  of  the  goods  and  one  on  the  other,  if  they  are  on  the  goods  for 
44  the  purpose  of  making  a  distinction  they  are  one  mark,  and  the  mere  fact  that, 
44  on  the  files,  they  have  been  put  on  the  two  sides,  does  not  make  them  separate  15 
44  marks — certainly  not  the  separation  that  is  relied  on  here— even  though  the 
"  name  of  the  person  is  not  a  part  of  the  mark." 

In  the  present  case  Messrs.  A.  and  A.  Crompton  A  Co.,  Ld.,  use  the  combination 
of  the  three  labels  to  distinguish  their  goods.    To  apply  what  the  Master  of  the 
Rolls  said  in  the  case  just  cited,  the  moment  a  trader  puts  on  his  goods  three  20 
labels  it  is  clear — it  is  an  inevitable  business  result — that  he  puts  them  all  three 
on  in  order  that  all  three  being  there  may  distinguish  his  goods. 

It  was  next  urged  that  the  Respondents  had  never  used,  and  never  intended 
to  use,  the  combination  mark  in  question  as  a  Trade  Mark.  It  was  not  disputed 
that  the  Respondents  had  used  the  three  labels  in  combination  upon  their  goods  25 
to  a  large  extent,  but  it  was  said  that  two  labels  were  placed  outside  the  wrapper 
and  the  third  label  inside  the  wrapper,  and  it  was  necessary  that  all  the  labels 
should  be  visible  at  once  to  constitute  a  user  as  one  Trade  Mark.  In  my 
judgment  there  is  no  foundation  for  this  contention.  It  must  very  frequently 
happen  that  if  labels  and  tickets  are  put  at  different  ends  or  on  different  sides  of  30 
packages,  or  if  a  portion  of  a  mark  is  stamped  or  impressed  on  one  side  of  any 
article  and  the  other  portion  on  the  other  side,  the  whole  mark  cannot  be  seen 
at  the  same  time.  The  goods  may  have  to  be  turned  over  or  turned  round,  yet 
it  cannot  be  doubted  that  marks  so  used  are  being  properly  used  as  Trade 
Marks.  35 

A  further  point  was  made  that  the  Respondents  have  only  used  their 
registered  marks  for  cotton  yarn,  and  only  intend  so  to  use  it,  whereas  they 
have  registered  it  in  Class  23  for  cotton  yarn  and  sewing  cotton  not  on  spools  or 
reels.  It  does  not  appear  that  the  Applicants  deal  in  sewing  cotton,  or  can  in 
any  way  be  affected  by  the  registration  except  so  far  as  yarn  is  concerned,  and  40 
in  any  case  their  remedy  would  be  to  rectify  the  Register  by  limiting  the  mark 
to  those  articles  in  the  class  in  connection  with  which  it  was  being  actually 
used,  as  was  done  in  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  454),  and  not  to 
strike  the  mark  off  the  Register  altogether. 

No  application  has  been  made  to  me  in  the  present  motion  to  limit  the  45 
Respondents'  mark  to  yarn.    The  result  is  that  the  motion  fails,  and  must  In* 
refused  with  costs. 


Vol.  XIX„  No.  14.]      AND  TRADE  MARE  OASES.  273 


In  the  Matter  of  Scott's  Patent  (No.  5889  of  1897). 


In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Buckley. 


February  5th  and  March  7th,  1902. 


In   the   Matter   of   Scott's   Patent   (No.  5889  of  1897). 


5  Patent. — Petition  for  revocation. — First  and  true  inventor. — Prior  user. — 
Fraud. — Insufficiency  of  Specification. — Practice. — Adjournment  for  inspection. 
— Petition  dismissed  with  costs. 

A  Patent  was  granted  in  1897  to  E.  G.  S.for  "Improvements  connected  with 
"  the  concentration  or  distillation  of  glycerine."    E.  G.  S.  subsequently  assigned 

10  his  rights  to  F.  W.  S.  On  the  24th  of  December  1901  C.  A  Sons  and  K.  E.  M. 
presented  a  Petition  for  revocation,  alleging  that  the  said  K.  E.  M.  was  first 
and  true  inventor,  and  alleging  also  fraud,  prior  user,  and  insufficiency  of  the 
Specification. 

On  the  5th  of  February  1902,  when  the  Petition  first  came  on  for  hearing,  on 

15  granting  an  adjournment  by  consent,  Buckley,  J.,  said  that  a  Petition  for 

revocation   ought  not  to  be  put  into  the  witness  list  until  it  was  effective  for 

hearing.    Inspection  should  be  applied  for  when  the  Petition  comes  into  the 

Petition  list. 

On  the  7th  of  March  the  Petition  was  dismissed  with  costs,  it  being  held  that 

20  the  invention  was  new;  that  the  Patentee  was  the  inventor;  that  the  Specifi- 
cation was  sufficient;  and  that  the  charge  that  the  Patentee  obtained  it  from 
the  Petitioners  was  entirely  unfounded. 

In  1897  a  Patent  (No.  5889  of  1897)  was  granted  to  Ernest  George  Scott  for 
M  Improvements  connected  with  the  concentration  or  distillation  of  glycerine." 
25  The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows : — 
"  It  has  been  found  in  practice  that  in  concentrating  glycerine  a  quantity  of 
"  glycerine  is  carried  away  with  the  steam ;  and  also  that  in  distilling  glycerine 
**  in  a  current  or  steam,  after  the  bulk  of  the  glycerine  has  been  condensed  by 
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In  the  Matter  of  Scott's  Patent  {No.  5889  of  1897). 


"  means  of  air  cooling  in  the  well  known  way,  the  steam  which  passes  on 
"  contains  a  considerable  proportion  of  glycerine,  thus  giving  rise  to  waste. 

"  The  object  of  this  invention  is  to  obviate  this  waste  in  the  concentration  or. 
"  distillation  of  glycerine  by  the  present  methods,  and  to  this  end  I  employ  in 
"  conjunction    with    the    ordinary    concentrating    or    distilling   apparatus    a  5 
"  condenser  into  which  the  steam  coming  from  the  concentrating  or  distilling 
"  apparatus  is  led,  the  said  condenser  having  its  cooling  surface  so  proportioned 
"  that  whilst  on  the  one  hand  the  glycerine  is  condensed  on  the  other  hand 
"  only  a  fraction  of  the  steam  is  condensed  the  main  portion  of  the  steam 
"  passing  on  to  the  usual  condenser.    By  this  means  it  will  be  obvious  that  the  10 
44  glycerine  which  has  been  carried  over  from  the  concentrating  or  distilling 
"  apparatus  will  be  retained  admixed  with  only  a  relatively  small  quantity  of 
44  water  so  that  it  can  be  recovered,  whereby  the  loss  usually  attending  the 
"  process  of  distillation  and  concentration  of  glycerine  is  avoided. 

"  To  enable  my  invention  to  be  fully  understood  I  will  describe  the  same  by  15 
44  reference  to  the  accompanying  drawing,*  which  illustrates  in  elevation  an 
44  arrangement  of  condensers  in  accordance  with  my  invention. 

44  a  is  the  special  condenser  which  I  make  use  of  and  which  I  term  '  a 
44  4  fractional  condenser '  and  b  is  the  ordinary  condenser  into  which  the  steam 
44  passes  after  having  passed  through  the  fractional  condenser  a.  c  is  the  inlet  20 
"  for  the  steam  issuing  from  the  concentrating  vessel  or  from  the  air  coolers  of 
"  the  distillation  plant  and  d  is  the  connection  between  the  two  condensers  for 
44  allowing  the  steam  to  flow  from  one  to  the  other.  As  hereinbefore  stated  the 
44  cooling  surface  in  the  condenser  a  is  so  proportioned  that  whilst  the  glycerine 
44  vapour,  which  condenses  much  more  readily  than  water  vapour  or  steam,  is  25 
44  condensed,  the  steam  passes  on  through  the  connection  d  to  the  ordinary 
"  condenser  b  where  it  is  condensed  in  the  usual  manner. 

"  e  is  a  vessel  connected  by  the  pipe  /  (containing  a  cock  g)  with  the 
44  fractional  condenser  a  at  the  bottom  and  serving  for  drawing  off  from  time  to 
"  time  during  the  working  of  the  apparatus  the  condensed  glycerine  and  water  30 
44  from  the  said  fractional  condenser." 

The  Claims  were  as  follows  : — "  1.  The  improvement  in  the  concentration  or 
44  distillation  of  glycerine  consisting  in  subjecting  the  steam  issuing  from  the 
44  concentrating  vessel  or  the  air  coolers  of  the  distillation  plant  to  a  slight 
44  condensing  action  prior  to  its  passing  into  the  usual  condenser,  substantially  35 
44  as  described.  2.  The  combination  with  apparatus  for  concentrating  or 
44  distilling  glycerine,  of  a  condenser  having  a  relatively  small  area  of  cooling 
44  surface  as  compared  with  the  quantity  of  vapour  passed  through  it,  subetan- 
44  tially  as,  and  for  the  purpose,  described.  3.  The  arrangement  in  connection 
44  with  apparatus  for  concentrating  or  distilling  glycerine  of  a  fractional  40 
44  condenser  substantially  in  the  manner  hereinbefore  described  and  illustrated 
"  in  the  accompanying  drawing." 

The  Patent  was  assigned  to  Frank  Walter  Scott  (the  elder)  by  deed  of 
assignment  dated  the  29th  of  July  1899,  and  registered  at  the  Patent  Office  on 
the  30th  of  January  1900.  45 

On  the  24th  of  December  1901,  a  Petition  for  revocation  of  the  Patent  was 
presented  by  Grosfield  A  Sons,  Ld.,  manufacturers  of  soap  and  chemicals  at 
Warrington,  and  Karl  Emil  Market,  a  director  of  the  Company. 

By  their  Particulars  of  Objections  the  Petitioners  stated  that :  (1)  The  alleged 
invention,  as  described  and  illustrated  in  the  Specification  and  claimed  in  the  50 
three  claiming  clauses,  was  not  new.  In  or  about  May  1895,  it  had  been 
published  within  this  realm  by  the  manufacture  and  user,  publicly,  commercially, 
and  for  profit,  by  the  Petitioners  at  their  works  in  Warrington.  Since  that  date 
the  Petitioners  had  continuously  and  publicly  used  the  alleged  invention  in 
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*  dee  for  thii  drawing,  p.  275. 
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In  the  Matter  of  Scott's  Patent  (No.  5889  of  1897). 

carrying  on  their  business.  (2)  Karl  Emit  Market  was  the  true  and  first 
inventor.  In  or  about  May  1895,  drawings  of  the  apparatus  were  made  in  the 
drawing  office  of  the  Petitioning  Company,  and,  in  or  about  May  1895,  apparatus 
in  accordance  with  these  drawings,  and  in  accordance  with  the  drawings 
5  annexed  to  the  Complete  Specification,  was  erected  and  commercially  operated. 
(3)  At  or  about  the  times  mentioned,  and  before  making  application  for  the 
Patent,  the  said  Ernest  George  Scott  had  access  to  the  works  of  the  Petitioning 


Ct 


Company  at  Warrington,  and    had    every   opportunity    of    making    himself 
acquainted  with  the  construction   and  working  of  the  apparatus.      (4)    The 

10  Complete  Specification  was  insufficient,  no  proportions   being  given  of  the 

auxiliary  condenser  a  relative  to  the  ordinary  condenser  b.     The  internal 

arrangements  and  construction  of  the  said  auxiliary  condenser  a  were  not 

sufficient. 

The  Petition  came  on  for  hearing    before    Buckley,  J.,  on  the  5th  of 

15  Fe&rtttfy  1908*  ..„.-.,../  <»     . 
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Edmunds,  K.C.,  and  Fulton  (instructed  by  C.  Urquhart  Fisher)  appeared  for 
the  Petitioners;  A.  J.  Walter  (instructed  by  Hillearys)  appeared  for  the 
Respondent. 

Walter  applied  for  an  adjournment,  on  the  ground  that  he  had  not  had  an 
opportunity  of  inspecting  the  apparatus  alleged  to  be  an  anticipation  of  the  5 
Patentee's  invention. 

Fulton  consented. 

BOOKLET,  J.  (in  adjourning  the  hearing  for  a  month),  said  : — "  In  my  opinion 
"  the  stage  at  which  a  Petition  for  revocation  comes  into  the  Petition  list  is  the 
u  stage  at  which  the  parties,  if  they  want  discovery,  or  inspection,  or  anything   10 
"  else,  should  say  so,  and  the  Petition  ought  not  to  be  put  into  the  witness  list 
"  until  it  is  effective  for  hearing." 

The  further  hearing  of  the  Petition  took  place  on  Friday,  the  7th  of  March. 

Walter  opened  the   Respondent's  case,  and  explained  the  nature  of   the 
patented  invention  and  the  drawbacks  in  the  manufacture  of  glycerine  which  15 
it  was  designed  to  remedy.    Glycerine  was  a  by-product  in  the  manufacture  of 
soap,  and  in  its  crude  condition  was  mixed  with  water,  salt,  and  other  organic 
impurities.    E.  Q.  Scott  had,  prior  to  this  invention,  found  out  and  patented  an 
improved  method  of  purifying  the  crude  glycerine.    Super-heated  steam  was 
introduced  into  a  vessel  containing  the  impure  stuff  so  as  mechanically  to  carry  20 
over  the  glycerine  leaving  the  impurities  behind.  The  hot  vapours  were  then  passed 
through  a  spiral  "  air  battery  "  which  condensed  the  glycerine  but  not  the  water. 
A  certain  proportion,  however — never  less  than  3  per  cent. — was  carried  off  by 
the  steam,  and  the  problem  then  was  how  to  recover  this  3  per  cent,  of  a  valuable 
commercial  product.    Scott  hit  on  the  further  ingenious  device  which  is  the  25 
subject-matter  of  the  Patent  now  in  question.    By  means  of  a  fractional  con- 
denser placed  between  the  "air  battery"  and  an  ultimate    condenser  the 
glycerine,  which  before  was  lost,  was  recovered  in  a  liquid  mixture  containing 
40  per  cent,  of  pure  glycerine.     Having  read  the  Specification  Walter  continued 
on  the  point  of  fraud. — This  charge  ought  never  to  have  been  made.    Scott,  30 
prior  to  1894,  had  supplied  the  Petitioners  with  his  first  apparatus.    He  has 
never  since  that  date  been  near  the  glycerine  part  of  Petitioners'  works,  and  he 
forbade  his  men  to  go  there.    In  1896  he  was  at  the  Petitioners'  works  in 
connection  with  apparatus  having  nothing  to  do  with  glycerine.    As  to  the 
alleged  insufficiency  of  the.  Specification,  given  the  volume,  temperature,  and  35 
pressure  of  the  steam  entering  the  condenser,  any  engineer  could  calculate  the 
amount  of  cooling  surface  required  to  effect  any  given  degree  of  concentration. 

Ernest  George  Scott  and  Lennox,  a  chemical  engineer,  gave  evidence  in 
support  of  the  Respondent's  case. 

Three  witnesses  were  called  for  the  Petitioner — Dr.  Market,  James  Newell,  40 
an  engineer  to  Crosfield  A  Sons,  and  Julius  Lucovitch. 

Edmunds,  K.C. — A  fractional  process  was  employed  by  Dr.  Market  in  1895 
by  which  the  3  to  4  per  cent,  of  glycerine  formerly  lost  is  recovered.  It 
was  recovered  in  a  liquid,  of  which  on  an  average  5  per  cent,  was  pure 
glycerine.  That  process  is  in  use  up  to  the  present  day,  and  it  operates  by  45 
partially  condensing  the  steam  coming  from  the  coolers.  The  results  may  not 
be  as  good,  but  the  principle  is  that  of  the  patented  invention.  Scott's  inven- 
tion was  described  as  a  water-cooler,  but  there  was  nothing  in  the  Specification 
to  show  it.  Prior  to  his  taking  out  a  Patent  Scott  had  access  to  Petitioners' 
works  and  apparatus.  50 

BUCKLEY,  J. — In  my  judgment  the  Petition  fails.  In  1897  the  process  for 
concentrating  or  distilling  glycerine  seems  to  have  been  of  this  nature  :  into  a 
mixture  from  which  the  glycerine  was  to  be  extracted  super-heated  steam  was 
passed,  and  the  effluent  vapour  consisted  of  glycerine  and  super-heated  steam. 
That  passed  through  what  ia  called  an  "  air  battery  "  or  air  cooler,  being  a  tube  55 
of  serpentine  shape,  with  the  result  that  as  the  heated  vapour  passed  through 
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it  cooled  by  degrees,  and  by  degrees  some  part  of  the  glycerine  was  deposited, 
and  the  other  part  went  on  in  the  form  of  hot  vapour  mixed  with  the  steam. 
From  the  "  air  battery  "  the  effluent  vapour  passed  into  a  condenser,  and  there 
a  complete  condensation  was  effected  with  this  result — that  in  the  air  cooler  a 
5  very  considerable  proportion  of  the  glycerine  was  deposited,  and  was  thus  saved. 
But  in  the  condenser  itself  so  large  a  mass  of  water  was  deposited  with  the 
deposited  glycerine  that  it  was  not  commercially  possible  to  separate  the 
glycerine  again.  The  whole  of  the  operation  which  I  have  been  describing 
was   effected   by  means  of  a  suction  pipe  which  was  placed  next  after  the 

10  ultimate  condenser.    The  vapour  was  thus  drawn  through. 

In  1897  Ernest  George  Scott  took  out  a  Patent,  the  nature  of  which,  shortly 
stated,  is  this — Between  the  air  cooler  and  the  ultimate  condenser  he  interposed 
what  he  calls  a  fractional  condenser.  By  the  evidence  given  before  me  I 
consider  it  to  be  made  out  as  a  fact  that,  although  he  does  not  in  his  Specifica- 

15  tion  say  that  his  fractional  condenser  is  a  water  condenser  or  a  tubular  water 
condenser — that  is  to  say  a  condenser  in  which  the  temperature  is  lowered  by  ' 
cold  water  flowing  through  pipes — yet  the  figure  does,  by  the  pipes  which  are 
shown  entering  into  and  leaving  the  condenser  a,  indicate  that  it  is  a  water 
condenser.     I  think,  upon  the  engineering  evidence,  that  is  plainly  made  out 

20  as  a  &ct- 

The  object  of  this  fractional  condenser  was  this,  as  he  tells  us  (I  will  read  the 

language  presently),  that  he  desired  to  obtain,  and  he  did  obtain,  in  it  a  means 

of  applying  condensation  to  the  vapour  in  the  condition  in  which  it  was  in  that  \ 

condenser,  so  that  a  very  small  fraction  of  the  steam  should  be  condensed 

25  simultaneously  with  the  condensation  of  practically  all  the  glycerine.     It  is  a 

fact  that  the  glycerine  falls  with  the  first  condensation  of  steam  ;  it  condenses 

more  rapidly  than  the  steam  ;  and  the  result  of  his  fractional  condenser  is, 

according  to  the  evidence,  that  he  is  able  to  arrive  at  a  product  in  the  fractional 

condenser  in  which  the  proportions  are  as  high  as  40  per  cent,  of  glycerine  to 

30  60  per  cent,  of  water.    The  loss  in  the  apparatus  of  1894  was  about  3  per  cent. 

of  glycerine  on  the  total  yield.    With  this  fractional  condenser  there  is  such  a 

saving  effected  as  that,  not  the  whole,  but  a  very  large  part  of  that  3  per  cent. 

is  saved. 

Turning  to  the  Specification,  at  page  2,  what  the  Patentee  says  is  that  he 

35  employs  "  in  conjunction  with  the  ordinary  concentrating  or  distilling  apparatus 

"  a  condenser  into  which  the  steam  coming  from  the  concentrating  apparatus  is 

led,  the  said  condenser  having  its  cooling  surface  so  proportioned  chat,  whilst 

on  the  one  hand  the  glycerine  is  condensed,  on  the  other  hand  only  a  fraction 

"  of  the  steam  is  condensed,  the  main  portion  of  the  steam  passing  on  to  the 

40  "  usual  condenser.    By  this  means  it  will  be  obvious  that  the  glycerine  which 

"  has  been  carried  over  from  the  concentrating  or  distilling  apparatus  will  be 

retained  admixed  with  only  a  relatively  small  quantity  of  water,  so  that  it 

can  be  recovered,  whereby  the  loss  usually  attending  the  process  of  distilla- 

u  tion  and  concentration  of  glycerine  is  avoided."    That  is  his  purpose,  therefore, 

45  to  get  a  relatively  small  quantity  of  water  to  the  glycerine.     He  then  goes  on  to 

describe  how  he  is  to  do  it,  and  he  does  that  by  reference  to  the  figure  which 

is  appended  to  the  Specification,  in  which  he  says  :  "  a  is  the  special  condenser 

"  which  I  make  use  of,  and  which  I  term  a  fractional  condenser."     Below  he 

says  that  that  condenser  a  is  so  proportioned  that  whilst  the  glycerine  vapour, 

50  which  condenses  much  more  readily  than  water  vapour  or  steam,  is  condensed, 

the  steam  passes  on  into  the  ordinary  final  condenser. 

It  has  been  stated  in  evidence  before  me  that,  given  the  pressure  of  the 

steam  on  entering  the  condenser,  its  temperature,  and  the  volume  passing 

per  minute,  if  you  put  to  an  engineer,  "  What  amount  of  condensing  surface 

55  "  ought  I  to  have  so  that  only  a  fraction  of  the  steam  shall  be  condensed  ?  " 

any  competent  engineer  would  calculate  that  for  you;  in  other  words  the 
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Patentee  has  not  left  the  world  uninformed  how  to  do  the  thing  which  he 
has  described. 

It  appears  to  me,  therefore,  that  there  are  two  things  which  I  may  say  are 
included  in  this  Specification.    First,  that  he  indicates  a  water  condenser ;  and, 
secondly,  that  the  way  in  which  you  are  to  arrive  at  the  condensation  of  only  a  5 
small  fraction  of  the  steam  is  a  matter  which  any  competent  engineer  will 
calculate  from  known  data. 

The  Patentee,  then,  claims  substantially  what  I  have  desoribed.  There  are 
three  claims.  In  the  third  only  does  he  refer  to  the  drawing,  and  Mr.  Edmunds 
has  made  something  of  that.  I  confess  that  I  do  not  understand  that  point.  It  10 
appears  to  me  that  in  both  the  first  and  second  claims  he  is  referring,  of  course, 
to  the  body  of  his  Specification,  and  the  body  of  his  Specification  is  a  body 
which  introduces,  by  reference,  the  figure.  You  cannot  arrive  at  the  thing 
unless  you  look  at  the  figure  also.  That  being  the  invention  it  appears  to  me 
that  the  Specification  is  sufficient,  and  that  there  is  no  fault  to  be  found  with  it.  15 

But  then  the  Petitioners  say  this.  They  say  this  was  not  new ;  that  they 
themselves  had  made  and  used  this  alleged  invention  in  1895,  two  years  before 
the  date  of  this  Patent,  and  I  am  sorry  to  say  that  they  add  that  this  Patentee, 
before  making  application  for  his  Patent,  had  access  to  their  works,  and  had 
every  opportunity  of  making  himself  acquainted  with  the  construction  and  20 
working  of  the  apparatus  ;  in  other  words,  they  say  that  he  stole  his  invention. 
Now  as  to  that  I  have  had  no  evidence  that  he  did  anything  of  the  kind. 
It  appears  that  Mr.  Scott  had  business  relations  with  the  Petitioners1  firm  of 
Crosfield  <k  Go.  down  to  1894  ;  that  there  was  some  friction  between  them  upon 
something  or  other — it  does  not  matter  what — in  1894,  and  from  that  time  to  25 
this  he  has  never  entered  their  glycerine  works  ;  he  has  entered  their  premises, 
but  he  has  never  entered  the  works  where  this  apparatus  is.  Some  workmen  of 
his  have  been  there  at  times,  it  appears,  at  work  on  something  or  other,  I  do  not 
know  what,  but  Messrs.  Crosfield  &  Go.  forbade  them  to  enter  the  glycerine 
works,  and  there  is  no  evidence  that  they  ever  did.  Therefore  there  is  nothing  30 
whatever  to  support  that  point  in  the  Petitioners1  Particulars  of  Objections. 

But  what  was,  in  point  of  fact,  the  apparatus  which  the  Petitioners  were 
using  in  1895  and  onwards.     The  evidence  which  I  have  of  that  consists  of 
certain  drawings,  or  rather  a  drawing,  for  there  is  only  one,  dated  in  1895.    It  is 
an  elevation.    From  it  there  has  been  prepared,  simply  for  the  purpose  of  this  35 
trial,  a  sectional  drawing,  and  the  Respondents1  witnesses  do  not  quarrel  with 
the  sectional  drawing  as  being  a  fair  section  of  what  is  indicated  in  the  principal 
drawing,  the  elevation.      What  one  finds  in  the  drawing  is  this,   that  the 
Petitioners  interposed  between  the  air  battery,  or  air  cooler,  and  the  final 
condenser,  what  has  been  called  by  the  Petitioners1  Counsel  a  big  condenser.  40 
It  is  a  tall  cylinder.    It  is  aptly  described,  I  think,  as  being  "  the  last  leg  of  the 
"  air  cooler."    It  is  very  much  bigger  than  the  other  parts  of  the  air  cooler,  I 
understand,  but  it  is  nothing  but  an  air  cooler  over  again.     It  is  a  large  cylin- 
drical tube.    Through  that  the  vapour  is  caused  to  pass.     The  Petitioners  state 
that  they  have  experimented  with  that  in  various  forms.    They  have  used  water  45 
in  two  ways,  one  by  pouring  water  over  the  top  so  as  to  have  a  jacket  of  water 
flowing  over  the  condenser,  and  thus  bringing  down  its  temperature  of  course, 
and  the  other  by  introducing  a  spray  of  water  inside.      The  latter  device 
certainly  fills  me  with  some  astonishment    If  I  rightly  understand,  the  great 
object  here  is  to  get  rid  of  the  water — to  get  as  little  as  ever  you  can.     Under  50 
those  circumstances  to  play  a  spray  of  water  into  the  vapour  for  the  purpose  of 
bringing  down  its  temperature  was,  I  should  have  thought,  a  very  good  way  of 
not  reaching  your  desired  object.    But  they  have  not  used  in  any  way  a  water 
condenser  in  the  sense  of  using  the  forcing  of  water  through  the  vapour, 
contained,  of  course,  in  tubes  or  cylinders  of  some  kind  so  that  it  shall  not  55 
actually  intermix  with  the  vapour,  which  is  what  the  Respondent  has  done. 
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That  is  a  sufficient  statement  to  show  that  what  the  Petitioners  did  is  not  what 
the  Respondent  did.  But  beyond  that,  it  appears  to  me  to  be  plain  upon  the 
evidence  that  they  did  not  achieve  his  result  at  all.  He  got  up  to  as  high  as  40 
per  cent,  of  glycerine  in  the  product  of  the  fractional  condenser.  What  they 
5  got  to  was  5  per  cent,  of  glycerine  in  the  fractional  condenser.  In  the  one  case 
there  was  60  per  cent,  of  water  left.  In  the  other  case  there  was  95  per  cent. 
Now,  inasmuch  as  the  whole  point  is,  How  can  you  so  deal  with  the  vapour  as 
to  get  a  maximum  of  glycerine  and  a  minimum  of  water,  the  Petitioners  have 
not  reached  the  valuable  result  which  the  Patentee  has  reached.    It  appears  to 

10  me  that  neither  had  they  grasped  the  idea  of  his  invention,  nor  have  they 
arrived  at  his  result. 

The  true  explanation  of  the  whole  thing  I  believe  is  this,  upon  the  evidence 
which  has  been  given.  The  operation  of  the  Patentee's  cooler  is,  if  I  may  use 
the  expression,  that  he  cools  the  bulk  of  vapour  in  detail.    He  presents  a  very 

15  large  amount  of  cooling  surface  to  a  relatively  small  amount  of  vapour,  with  the 
result  that  the  stratum  of  vapour  near  to  the  cooling  surface  is  comparatively 
thin.  The  result  is  that  the  requisite  amount  of  condensation  which  will  just 
condense  the  steam,  and  at  the  same  time  bring  down  all  the  glycerine,  is 
achieved  by  the  Patentee.    The  Petitioners'  apparatus  fails  for  this  reason— that 

20  it  tries  to  attack  and  condense  the  vapour  too  much  in  bulk.  The  operation 
probably  is  that  the  stratum  of  vapour  next  to  the  containing  surface  of  the 
condenser  is  chilled  too  much,  and  the  vapour  lying  more  in  the  centre  of  the 
chamber  is  chilled  too  little,  with  the  result  that  you  get  a  lowering  of  the 
temperature  to  a  point  at  which  you  turn  more  of  the  steam  into  vapour  than 

25  the  Patentee  is  able  to  do  in  his  process.  The  result  is  that  one  produces  60  per 
cent,  of  water  at  the  bottom  and  the  other  produces  95  per  cent. 

It  appears  to  me  that  there  has  not  been  prior  user  or  anticipation  of  the 
invention  here.  I  think  that  the  Patentee's  invention  was  new  ;  that  he  is  the 
first  and  true  inventor ;   and  that  the  charge  that  he  obtained  it  from  the 

30  Petitioners'  works  is  entirely  unfounded.  Under  these  circumstances  I  must 
dismiss  the  Petition,  and  with  costs. 
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In  thb  High  Court  of  Justicb. — Chaxobry  Division. 


Before  Mr.  Justicb  Buoklrt. 


March  7th,  1902. 


In  the  Matter  of  Scott's  Patent  (No.  12,316  of  1890;, 


Patent — Petition  for  revocation. — Order  for  revocation  consented  to. — Charge  5 
of  fraud  by  Petitioner  withdrawn. — Costs. 

This  was  a  Petition  for  the  revocation  of  a  Patent  (No.  12,316  of  1890)  granted 
to  Ernest  George  Scott  for  "  Improvements  in  removing  solids  and  liquids  from 
"  vessels  containing  them/' 

On  the  Petitioner  being  called  on,  Walter  for  the  Respondent  stated  that  he  10 
consented  to  a  revocation  of  the  Patent  provided  all  imputations  of  fraud  were 
withdrawn,  and  that  the  Petitioner  had  agreed  to  this  course. 

Edmunds,  K.C.,  stated  that  this  was  so,  and  asked  for  the  costs  of  the 
Petition. 

BUCKLEY,  J. — The  Respondent  here  submits  to  an  Order  on  the  Petition.  1} 
There  will,  therefore,  be  an  Order  for  revocation  of  the  Patent.  It  only  remains 
to  dispose  of  the  costs.  It  appears  that  the  Petitioner  by  his  Particulars  of 
Objections  stated  or  suggested  in  paragraph  7  that  the  Respondent  had  got 
certain  information  from  the  Petitioner's  works.  Being  challenged  as  to  that 
he  withdrew  that  allegation  altogether.  I  think  the  Respondent  is  entitled  to  20 
his  costs  of  that  issue,  and  that  the  Petitioner  is  entitled  to  all  the  other  costs  of 
the  Petition,  and  I  direct  the  one  to  be  set  off  against  the  other,  and  costs  to  be 
paid  by  the  person  to  the  person  in  whose  favour  the  larger  amount  is  found 
due.  Whether  that  will  create  more  expense  than  taking  no  costs  I  do  not 
know.  H 
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In  the  Matter  of  an  Application  by  the  National  Biscuit  Company  for  a 

Trade  Mark, 


In  the  Court  op  Appeal. 


Before  The  Master  of  the  Rolls  and  Lords  Justices  Romer 

and  Mathew. 


March   19th,   1902. 


5  In  the  Matter  of  an  Application  by  the  National  Biscuit  Company 

for  a  Trade  Mark. 


Trade  Mark. — Application  for  registrati<m. — "  Uneeda." — Refusal  by  Comp- 
troller.— Appeal  referred  to    Court. — "  Invented  wordy — i%  Word    having  no 
"  reference  to  character  or  quality  of  goods." — Appeal  dismissed. — Appeal  to 
10  Court  of  Appeal  dismissed. — Patents,  Ac.  Act,  1883,  section  64 ;  Patents,  Ac. 
Act,  1888,  section  10. 

A  Company  having  applied  to  register  the  word  "  Uneeda "  as  a  Trade 
Mark  in  Class  42,  the  Comptroller  refused  the  application.  The  Applicants 
appealed,  and  the  appeal  was  referred  to  the  Court.    The  Applicants  alleged 

15  that  the  word  in  its  inception  was  not  arrived  at  from  the  ivords  "  You  need  a," 
but  they  admitted  that  the  public  had  read  it  with  the  pronunciation  and 
meaning  of  those  words.  On  the  hearing  of  the  motion  it  was  held  that 
u  Uneeda  "  was  the  mere  putting  together  of  three  ordinary  English  words 
with  a  misspelling  without  any  change  of  pronunciation,  and  was  therefore 

20  not  an  invented  word;  also  that  it  was  not  a  word  having  no  reference  to  the 
character  or  quality  of  the  goods.    The  appeal  ivas  dismissed  with  costs.    The 
Applicants  appealed  to  the  Court  of  Appeal. 
The  appeal  was  dismissed  with  costs. 

On  the  24th  of  March  1899  the  National  Biscuit  Company,  of  Jersey  City, 

25  in  the  United  States  of  America,  made  an  application  (No.  221,738)  to  the 

Comptroller-General  for  registration  of  the  word  "Uneeda"  as  a  Trade  Mark 

2  E 


282  REPORTS  OF  PATENT,  DESIGN,         [May  22, 1902. 

In  the  Matter  of  an  Application  by  the  National  Biscuit  Company  for  a 

Trade  Mark. 


for  all  goods  included  in  Class  42.  The  Comptroller  took  objection  to  the 
proposed  Trade  Mark  on  the  grounds  {inter  alia)  that  it  was  not  an  invented 
word,  or  a  word  having  no  reference  to  the  character  or  quality  of  the  goods, 
and  on  the  5th  of  June  1899  the  Comptroller,  after  hearing  the  Applicants, 
wrote  saying  that  in  exercise  of  the  discretionary  power  given  him  by  the  5 
Patents,  &c.  Acts,  1883  to  1888,  the  application  to  register  was  refused.  The 
Applicants  appealed  to  the  Board  of  Trade,  who  at  their  request  referred  the 
appeal  to  the  Court  with  the  usual  directions,  and  the  Applicants  accordingly 
gave  notice  of  motion  for  an  Order  that  the  Comptroller  should  be  directed  to 
proceed  with  the  registration.  10 

In  an  affidavit  by  B.  F.  Crawford,  the  president  of  the  National  Biscuit 
Company,  it  was  stated  (inter  alia)  :  "  (1)  The  National  Biscuit  Company,  the 
"  Applicants,  are  biscuit  manufacturers  in  a  large  way  of  business  in  the  United 
"  States  of  America,  and  have  become  well-known  in  the  States  in  connection 
"  with  the  sale  of  particular  biscuits  designated  by  them  under  the  name  of  15 
"  *  Uneeda.'  The  word  '  Uneeda '  has  been  registered  as  the  Applicants'  Trade 
"  Mark  in  the  United  States,  and  repeatedly  supported  as  a  valid  Trade  Mark 
u  after  exhaustive  argument  before  the  Judges  of  the  established  Courts  in  those 
"  States.  (3)  In  the  year  1899  proceedings  were  taken  by  the  Applicants  in  the 
"  United  States  Circuit  Court,  Southern  District  of  New  York,  United  States  of  20 
"  America,  for  an  injunction  against  Baker  and  another,  and  a  certified  copy 
*'  of  the  Order  made  in  such  action  is  now  produced  and  shown  to  me,  and 
"  marked  B.  F.  C1.*  (4)  The  word  *  Uneeda '  was  first  invented  by  H.  N. 
"  McKinney,  of  Philadelphia,  Pennsylvania,  United  States  of  America,  of  the 
"  advertising  department  of  the  Applicant  Company,  and  was  originally  25 
"  intended  to  be  associated  with  a  picture  .of  an  Indian  maiden,  and  was 
u  therefore  the  name  of  an  aborigine  of  the  North  American  continent.  It  'was 
"  also  intended  that  a  pathetic  legend  or  story  should  accompany  this  word,  but 
u  the  pictorial  part  was  afterwards  abandoned  and  simply  the  word  used.  The 
"  learned  Registrar  is  quite  mistaken  in  his  view  with  regard  to  this  word.  It  30 
"  has  no  connection  whatever  with  *  You  need  a '  as  he  supposes,  and  though  it 
"  is  capable  of  a  pronunciation  substantially  idem  sonans  with  those  words,  it 
"  may  equally  well  be  pronounced  in  a  variety  of  other  ways." 

An  affidavit  by  Mr.  R.  Griffin,  the  Registrar  of  Designs  and  Trade  Marks, 
referred  to  the  application  and  objection,  and  after  stating  that  at  the  hearing  35 
before  him  the  Applicants1  agent  did  not  satisfy  him  that  the  word  "  Uneeda  " 
was  an  invented  word,  or  a  word  suitable  for  registration,  and  after  referring  to 
the  refusal  to  register,  continued :  "  (4)  Subsequently  the  Applicants'  agent 
"  asked  me  to  re-open  the  matter,  because  he  had  received  from  his  clients  in 
"  America  certain  documents  which,  as  he  stated,  he  had  not  in  his  possession  at  40 
"  the  hearing  on  the  29th  of  May  1899.  In  consequence  I  saw  the  said  agent  on 
"  the  24th  of  July,  when  he  left  to  me  certain  documents,  which  were  returned 
"  to  him  in  a  letter  of  the  28th  of  July  1899.  A  copy  of  such  letter  is  No.  4  of 
"  the  said  exhibits.  Amongst  the  documents  left  with  me  and  returned  in  the 
"  said  letter  of  the  28th  of  July  1899,  was  an  opinion  of  Laconibe,  C.  J.,  in  an  45 

action  brought  by  the  Applicants  against  Henry  D.  Baker  and  another.     A 

copy  of  such  opinion  is  No.  5  of  the  said  exhibits.!  (5)  I  have  read  a  copy  of 
"  the  affidavit  of  Mr.  Crawford,  filed  in  these  matters.  Until  I  read  such 
*'  affidavit  I  was  not  aware  of  its  being  alleged  that  the  word  'Uneeda '  had  any 


u 
u 


*  This  Older  was  for  a  preliminary  injunction  until  the  farther  Order  of  (the  Court  against  the 
use  in  particular  of , the  words  "  Iwanta  "  or  "  Uneeda." 

t  In  comparing  the  words  "  Uneeda  "  and  "  Iwanta,"  the  learned  Judge  said  that  both  expressed 
the  same  idea,  namely,  that  the  prospective  purchaser's  personal  comfort  would  be  promoted  by 
the  acquisition  of  a  biscuit.    It  appeared  that  the  style  of  package  had  also  been  copied. 
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"  other  origin  than  misspelling.  The  agent  for  the  Applicants  never  suggested 
"  to  me  that  it  was  not  a  mere  misspelling  of  the  words  '  You  need  a,'  nor  did 
4C  he  suggest  to  me  that  *  Uneeda '  could  be  pronounced  in  any  other  way  other 
"  than  so  as  to  have  the  same  sound  as  those  words.  I  have  been  informed  and 
5  "  believe  that  the  word  '  Uneeda '  has  been  largely  advertised  in  America.  Two 
"  of  such  advertisements  are  No.  6  and  7  of  the  said  exhibits.  In  both  such 
"  advertisements  the  word  '  Uneeda '  is  obviously  used  as  a  mere  misspelling  of 
"  the  three  words,  *  You  need  a.' "  [Other  advertisements  were  also  referred 
to.]      "(8)    From  the  exhibits  above  mentioned  it  appears  that  the   word 

10  "  *  Uneeda '  is  well  recognised  as  an  equivalent  of  the  three  words,  *  You  need 
"  *  a.1  '  Uneeda '  has  been  largely  used  in  the  United  Kingdom  in  advertising 
"  in  the  tobacco  trade  as  an  equivalent  for  the  three  words  4  You  need  a.'  No. 
"  12  of  the  said  exhibits  is  a  copy  of  a  handbill  issued  by  a  well-known  firm  of 
"  tobacconists,  and  No.  13  of  the  said  exhibits  is  a  photograph  of  an  advertising 

15  u  hoarding  showing  the  advertisements  of  such  firm.  (9)  It  has  not  been  the 
u  practice  of  the  office,  up  to  the  present  time,  to  accept  such  words  as  'Uneeda* 
"  for  registration.  Since  this  present  application  was  made,  on  the  24th  of 
"  March  1899,  we  have  had  no  less  than  56  applications  for  the  registration  of 
"  the  word  *  Uneeda,'  three  applications  for  the  word  '  Uneedit,'  nine  applications 

20  "  for  the  word  '  Uwanta,'  and  two  for  the  word  '  Uwantit.'     No.  14  of  the  said 

"  exhibits  is  a  list  of  other  words  of  this  class  for  which,  application  has  been 

"  made,  none  of  which  have,  up  to  the  present,  been  accepted  for  registration." 

The  motion  came  before  Cozens- Hardy,  J.,  on  the  4th  of  February  1901,  who 

dismissed  it  on  the  ground  that  "  Uneeda  "  was  a  mere  putting  together  of  three 

25  ordinary  English  words  with  a  misspelling,  and  was  not  an  invented  word,  or  a 
word  having  no  reference  to  the  character  or  quality  of  the  goods.   (18  R.P.C.  170.) 
The  Applicants  appealed. 

Moulton,  K.C.,  and  E.  F.  Lever  (instructed  by  Burn  and  Berridge)  appeared 
for  the  Appellants ;  the  Attorney-General  (Sir  B.  B.  Finlay,  K.C.)  and  R.  J. 

30  Parker  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the 
Comptroller. 

Moulton,  K.C,  and  Lever  for  Appellants. — The  Comptroller  objects  that 
"  Uneeda  "  is  a  phonetic  form  of  "  You  need  a."  We  submit  that  the  word  is 
an  invented  word  ;  that  the  word  is  an  excellent  Trade  Mark,  and  is  well 

35  capable  of  distinguishing  the  goods  of  the  Applicant.  We  agree  that  there 
should  be  a  disclaimer  of  everything  except  the  word  itself  "  Uneeda."  We  do 
not  suggest  that  a  mere  misspelling  would  make  an  invented  word,  but  this  is 
not  a  mere  misspelling.  As  a  fact  it  was  not  arrived  at  from  the  words  "  You 
"  need  a."     The  policy  of  the  Acts  should  be  to  register  words  if  the  public  is 

40  not  in  any  way  injured.  We  admit  that  "  You  need  a  "  could  not  be  registered  ; 
but  this  registration  would  not  prejudice  anyone  who  wishes  to  use  the  words 
"  You  need  a."  That  could  be  guarded  against  by  disclaimer.  The  word  is  a 
better  word  than  the  word  "  Phiteesi "  referred  to  in  the  Eastman  PJwto- 
graphic  Materials  Company's  Application  (15  R.P.C.  476).     [This  case  was 

45  cited.]  "  Uneeda "  is  not  a  mere  misspelling ;  it  is  a  compound  word  made 
with  a  catch  meaning.  It  is  very  different  from  "  Cheap-and-good."  It  has 
not  directly  a  reference  to  the  character  or  quality  of  the  goods.  The  suitability 
of  the  word  is  in  its  favour  ;  from  the  mercantile  point  of  view  the  word  is  a  good 
one.    The  Acts  were  intended  to  give  more  definite  rights  than  those  given  by 

50  the  common  law.  No  object  is  gained  by  excluding  such  words  as  this  from  regis- 
tration. The  common  law  rights  remain,  and  the  policy  should  be  to  register  as 
far  as  possible  words  that  are  in  fact  Trade  Marks.  The  Courts  should  approach 
the  matter  in  a  benevolent  spirit.  This  word  is  just  within  the  line.  Such  a 
word  as  "  Cheap-and-good  "  or  a  word  which  is  a  mere  evasion  by  misspelling 

^5  is  on  a  different  footing.    The  invention  consists  in  selecting  materials  having 
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no  direct  reference  to  the  character  or  quality  of  the  goods.  "  You  need  a  " 
might  have  some  indirect  reference.  It  is  an  element  in  invention  that  the 
word  has  no  direct  reference.  Phonetically  the  word  is  not  "  You  need  a." 
Taking  the  compounding  together  with  these  points  there  is,  it  is  submitted, 
invention.  The  matter  should  be  considered  from  the  view  of  how  the  public  5- 
would  look  at  the  word.     [The  judgment  below  was  read.] 

Counsel  for  the  Comptroller  were  not  called  on. 

Collins,  MM. — I  agree  with  Mr.  Lever  that  this  a  very  difficult  case  to 
argue,  and  he  has  certainly  done  his  best  under  the  circumstances.    I  think 
it  would  be  merely  wasting  time  if  I  attempted  to  give  any  further  reasons  ;   It* 
I  adopt  absolutely  those  given  by  the  learned  Judge  in  the  Court  below,  which 
seem  to  me  to  exhaust  the  question.    There  is  nothing  more  to  be  said. 

ROMER,  LJ.— Speaking  for  myself  I  must  say  I  think  that  the  Courts  of  first 
instance  and  the  Court  of  Appeal  have  in  many  cases  in  administering  the 
Trade  Mark  law  been  unnecessarily  hard  upon  traders,  and  I  myself  should  not  15* 
be  astute  to  find  objections  to  a  suggested  Trade  Mark  which  has  been  honestly 
chosen  and  which  is  not  obviously  objectionable.  I  think  the  present  suggested 
Trade  Mark  is  obviously  objectionable,  being  simply  founded  on  three  English 
words,  the  first  word  being  spelt  phonetically. 

Mathew,  L.J. — I  am  of  the  same  opinion.    There  is  no  element  ]of  invention  2fr 
about  this  Trade  Mark, 
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Before  The  Master  of  the  Rolls  and  Lords  Justices  Rombb 

and  Mathew. 


April  26th,  1901,  January  15th  and  25th,  and  March  4th,  6th,  and  7th,  1902. 


5  Leeds  Forge  Company,  Ld.  v.  Deighton's  Patent  Flue  and  Tube 

Company,  Ld. 


Patent. — Action  for  infringement. — Infringement found. — Injunction  granted, 
— Appeal  allowed  on  ground  of  non-infringement. 

The  owners  of  a  Patent  for  "An  improved  boiler  flue"  sued  the  Defendant 

10  Company  and  its  directors  for  infringement.    The  Patentee  claimed :  "  A  boiler 

"flue  or  furnace  consisting,  as  to  its  general  form,  of  a  series  of  annular  or 

"partially  annular  fluting  s  connecting  a  corresponding  series  of  sharp  ridges." 

The  Defendants'  flue  had  corrugations,  which  the  Plaintiffs  contended  were 

ridges,  and  also  a  subsidiary  corrugation  between  these.    It  was  contended 

15  by  the  Defendants  that  their  corrugations  were  not  similar  to  the  sharp  ridges 

claimed  by  the  Patentee,  and  that  this  and  the  subsidiary  corrugations  so 

differentiated  the  Defendants'  flue  as  to  take  it  outside  the  claims  in  the 

Plaintiffs'  Specification.    At  the  trial  it  was  held  that  the  Defendants  had 

'    infringed,  and  an  injunction  was  granted.    The  injunction  was  suspended 

20  until  the  1st  of  May  1901  to  enable  the  Defendants  to  apply  to  the  Court  of 

Appeal.    On  such  application  the  injunction  was  by  consent  stayed  pending 

the  appeal.    On  the  appeal  being  heard, 

Held,  thai  the  Defendants  had  not  infringed,  and  the  appeal  was  allowed. 


On  the  23rd  of  May  1889  Letters  Patent  (No.  8591  of  1889)  were  granted  to 
25  Edwin  Chambers  John  Devis  for  "  An  improved  boiler  flue." 

The  Complete  Specification  was  as  follows  : — "  The  object  of  this  invention  is 
"  to  provide  a  form  of  internal  boiler  flue  at  the  same  time  capable  of  with- 
"  standing  high  working  pressures  and  of  more  efficiently  transmitting  heat 
"  than  the  flues  generally  used  for  high  pressures. 
30  "  Flues  formed  of  plain  cylindrical  portions  alternating  with  stiffening  rings, 
"  and  those  of  barrel  section  are  necessarily  of  comparatively  thick  metal  and 

2  F 
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"  inefficient  in  proportion,  while  those  formed  of  close  pitched  corrugations  are 
**  of  thinner  metal  but,  on  account  of  the  closeness  and  depth  of  the  corruga- 
"  tions,  a  large  part  of  the  surface  is  comparatively  sheltered  from  the  heat, 
"  both  of  radiation  and  conduction,  and  inefficient  in  proportion. 

"  By  my  invention  both  these  objections  are,  to  a  large  extent,  eliminated  by  5 
44  forming  along  the  flue  a  series  of  ridges  of  sharp  section  and  at  a  wider  pitch 
"  than  that  of  the  corrugations  of  an  ordinary  corrugated  flue  and  strengthening 
44  the  metal  between  such  ridges  by  what  may  be  called  suspension  from  them. — 
"  That  is  to  say,  the  flue  is  constricted  in  diameter  between  ridge  and  ridge, 
"  forming  a  series  of  annular  or  circumferential  flutings  whose  *depth  is  small  10 
"  compared  with  their  width,  thus  allowing  of  direct  exposure  of  all  parte  to 
"  the  radiant  heat  and  to  contact  of  the  hot  gases. 

"  The  metal  at  the  ridges  may,  if  desired,  be  made  thicker  than  elsewhere, 
"  and  besides  the  advantages  already  mentioned  I  claim  that  these  tubes  will 
"  be  stiffer  longitudinally  than  corrugated  tubes.  15 

"  Fig.  1  of  the  accompanying  drawings  shows  my  invention  as  applied  to  the 
44  flue  tube  of  an  ordinary  land  boiler.  In  this  case  I  do  not  consider  it  necessary 
"  to  incur  the  expense  of  thickening  the  metal  at  the  ridges  and  the  section  is 
"  as  shown  in  the  enlarged  view,  Fig.  2,  the  pitch  or  width  of  the  flutings  being 
"  from  six  to  nine  inches  and  the  depth  about  an  inch  and  a  half.  Fig.  3  shows  go 
"  my  invention  as  applied  to  the  furnace  tube  of  a  marine  boiler  where  the 
"  ridges  may  be  advantageously  thickened  as  shown  in  Fig.  4,  which  is  an 
"  enlarged  view  of  part  of  the  same.  In  this  case  the  pitch  or  width  of  the 
"  flutings  may  be  made  greater,  say  eight  to  twelve  inches,  and  the  depth  about 
i4  two  inches.  25 

44 1  do  not,  however,  limit  myself  to  the  dimensions  stated,  as  the  best 
"  proportions  can  only  be  determined  by  experience  and  careful  trials. 

"  The  flutings  may  be  formed  by  rolling,  by  suaging  by  means  of  a  hydraulic 
"  press  or  steam  hammer,  by  fluid-pressure  direct  on  to  the  plate  pressing  it  on 
"  to  a  single  die,  or  by  the  indirect  fluid-pressure  process  to  which  my  Letters  30 
"  Patent  No.  5122  of  1888  relate.  They  may  all  pass  entirely  round  the  tube  or 
"  some  may  be  intersected  by  plain  parts  for  the  attachment  of  cross  tubes, 
"  furnace  bearers,  &c,  and  in  some  cases  there  may  be  partial  flutings  where 
"  the  tube  is  incomplete,  for  instance  under  the  combustion  chamber  of  a 
"  marine  boiler,  a3  shown  by  Fig.  3.  In  other  cases  the  flutings  may  be  carried  35 
44  round  the  upper  part  of  the  tube  only,  the  lower  part  being  formed  of  a  plain 
44  plate  if  a  complete  tube  is  required." 

The  claim  was  : — "  A  boiler  flue  or  furnace  consisting,  as  to  its  general  form, 
44  of  a  series  of  annular  or  partially  annular  flutings  connecting  a  corresponding 
44  series  of  sharp  ridges."  40 

This  Patent  became  vested  in  the  Leeds  Forge  Company,  Ld.,  who  on  the 
8th  of  March  1900  commenced  an  action  for  infringement  thereof  against 
Brighton?*  Patient  Flue  and  Tube  Company,  Ld.,  and  William  Brighton, 
Lawrence  Clayton,  Joseph  Hartley,  Joseph  Clayton,  and  John  R.  Pickering, 
directors  of  the  Defendant  Company.  At  the  trial  no  evidence  was  given  as  to  45 
any  acts  of  the  directors. 

By  the  Statement  of  Claim  the  Plaintiffs  alleged  that  they  were  the  registered 
proprietors  of  the  Patent,  and  that  the  Defendants  had  infringed.  The  usual 
relief  was  claimed. 

The  Particulars  of  Breaches  as  amended  were  as  follows  : — "  (1)  Prior  to  the  50 
44  issue  of  the  writ  in  this  action,  and  subsequent  to  the  date  of  the  Letters 
44  Patent  in  the  Statement  of  Claim  referred  to,  the  Defendant  Company  have 
44  infringed  the  said  Letters  Patent  by  the  manufacture,  sale,  offer  for  sale,  and 
44  use  of  corrugated  steel  furnaces  or  boiler  flues  constructed  according  to  the 
44  invention  described  in  the  Final  Specification  of  the  said  Letters  Patent  and  5$ 
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claimed  in  the  claiming  clause  thereof.  The  Defendants  other  than  the 
Defendant  Company  are  the  directors  and  officers  of  the  Defendant  Company, 
"  and  take  an  active  part  in  the  management  of  the  Defendant  Company,  and  are 
"  directly  concerned  in  and  about  the  manufacture  and  sale  and  offer  for  sale  of 
44  the  said  furnaces  and  boiler  flues,  and  are  personally  liable  as  infringers  of  the 
Plaintiff  Company's  said  Patent.  (2)  In  particular  the  Plaintiffs  complain 
of  the  manufacture  and  sale  by  the  Defendant  Company  in  or  about  the 
month  of  August  1899  to  Messrs.  George  Fletcher  &  Sons,  of  Bowling  Green 
"  Street,  in  the  city  of  Sheffield,  of  a  corrugated  steel  furnace  constructed  as 
"  aforesaid.  Tne  Defendants  other  than  the  Defendant  Company  are  personally 
"  connected  with  the  said  manufacture  and  sale  in  manner  aforesaid." 


u 

u 


FIC.I. 


FIG2. 


—  •» 
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FIG4 


By  their  Defence  delivered  on  the  19th  day  of  December  1900  the  Defendants 
(1)  denied  that  the  Plaintiffs  were  owners  of  the  Patent ;  (2)  denied  infringe- 
ment ;  and  (3)  alleged  that  the  Patent  was  invalid. 
15  The  Particulars  of  Objections  alleged  thatr-(l)  The  alleged  invention  was  not 
new  at  the  date  of  the  Letters  Patent,  but  had  been  published  in  the  following 
Specifications  :— Samson  Fox  (No.  1097  of  1877);  Hopkinson  (No.  3258  of 
1880) ;  Hopkinson  (No.  2683  of  1885) ;  Purves  (No.  2974  of  1885) ;  Meredith 

it  F  A 
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(No.  4834  of  1886) ;  Adamson  (No.  534  of  1887) ;   Robertson  (No.  11,666  of 
1887).    (2)  The  invention  had  also  been  published  by  the  public  manufacture 
and  exhibition  of  corrugated  boiler  flues  at  the  Leeds  Forge,  Leeds,  in  or  just 
before  the  year  1887  as  follows  (a  description  followed).      (3)   The  alleged 
invention  was  not  useful.    (4)  Having  regard  to  the  state  of  public  knowledge   5 
at  the  date  no  invention  was  required  to  produce  the  arrangements  described 
and  claimed  in  the  Specification,  and  the  Patent  was  invalid  by  reason  of  want 
of  subject-matter.    (5)  The  Complete  Specification  did  not  particularly  describe 
and  ascertain  the  nature  of  the  said  alleged  invention  and  in  what  manner  it 
was  to  be  performed.    No  sufficient  directions  were  given  for  the*  formation  of   10 
a  series  of  annular  flu  tings  connecting  a  corresponding  series  of  sharp  ridges  as 
described  and  claimed  in  the  said  Specification. 
The  subjoined  drawing  shows  a  section  of  the  Defendants'  flue  : — 


A  shows  the  main    outward   corrugations,  the  metal  between  taking  an 
inwardly  curved  sweep  as  indicated  at  B,  and  a  slight  outwardly  curved  sweep  15 
as  shown  at  C,  so  as  to  form  supplementary  corrugations.* 

The  action  was  tried  before  Mr.  Justice  Cozens-Hardy  on  the  18th,  19th,  and 
20th  of  March  1901,  who  granted  an  injunction  against  the  Defendant  Company, 
but  not  against  its  directors,  the  action  being  dismissed  against  them  without 
costs.    The  injunction  was  stayed  until  the  31st  of  May  1901,  to  enable  the  20 
Defendants,  if  they  appealed,  to  apply  to  the  Court  of  Appeal  as  to  a  further 

stay.f 

The  Defendant  Company  appealed,  and  on  the  26th  of  April  1901,  by  consent, 
an  Order  was  made  by  the  Court  of  Appeal  staying  the  injunction  pending  the 
appeal  on  terms  arranged  between  the  parties,  which  terms  were  embodied  in  25 
the  Order. 

The  Plaintiffs  subsequently  moved  to  commit  certain  officers  of  the  Defendant 
Company  for  alleged  breaches  of  the  consent  Order.    The  motion  was  heard 
on  the  15th  and  25th  of  January  1902,  no  Order  being  made  except  that  the 
Defendants  should  pay  the  costs  of  the  motion,  the  Defendants  giving  a  certain  30 
undertaking. 

The  appeal  in  the  action  came  on  for  hearing  on  the  4th  of  March  1902. 

T.  Terrell,  K.C.,  and  J.  C.  Graham  (instructed  by  Harrison  and  Dairies, 
agents  for  Carter,  Ramsden,  and  Carter,  of  Leeds)  appeared  for  the  Appellants ; 
Moulton,  K.C.,  Bousfield,  K.C.,  A.  «/.  Walter,  and  H.  A.  Cole/ax  (instructed  by  35 
Vincent  and  Vincent,  agents  for  Day  and  Tewdall,  of  Leeds)  appeared  for  the 
Respondents. 

Terrell,  K.C.,  for  Appellants. — The  invention  relates  to   a  boiler  fired  at 
the  centre.     The  metal  of  the  fire-flue  is  under  compression.      Before  this 
Patent  the  method  of  thickening    was    adopted,    but    that    made    the    flues  40 
heavy  and  prevented  the  heat  getting  through.    The  method  of  corrugation 
was    adopted,    which    gave    great    stability.      Fox   had  that   method.      His 

*  See  the  Specification  of  William  Deigkton's  Patent  for  "  Improvements  in  Boiler  Fines  and 
«  Fire  Boxes  "  (No.  15,670  of  1896). 
+  18  R.P.C.  233. 
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corrugations  were  even  as  a  rule.  The  whole  question  here  is  the  con- 
struction of  Devis*  Specification.  Hopkinson  had  also  corrugations  in  both 
his  Specifications.  Purves  again  in  1885  had  them.  Purves  was  made  in 
large  quantities  Adamson  and  Robertson  give  other  classes  of  corrugation. 
5  On  that  state  of  knowledge  Deins  ought  to  have  a  narrow  construction.  [The 
Specification  was  read.]  The  claim,  if  read  to  cover  such  a  thing  as  Fox,  is  bad, 
and  if  not  so  read  the  Defendants  do  not  infringe.  The  Plaintiffs  are  confined  to 
a  cusp-like  form.  Nearly  every  part  of  the  Defendants1  flue  is  convex  to  the 
water.    The  Plaintiffs  say  that  "  sharp  "  ridges  in  the  claim  mean  the  nearest 

10  to  "  sharp  "  which  one  can  roll,  and  that  that  is  what  they  do  in  practice.  As 
a  matter  of  fact  John  Brown  &  Co.,  the  Plaintiffs'  licensees,  make  a  thing  with 
sharp  ridges,  like  Fig.  4  in  the  Specification.  I  ask  to  be  allowed  to  tender 
evidence  as  to  this.  [The  evidence  was  admitted.]  It  was  alleged  that  the 
merit  of  the  Patent  is  that  it  avoided  scale,  and  that  the  Defendants9  form  did 

15  so  also.  Furthermore,  it  is  said  that  both  can  be  "  rolled  in."  Two  ways  of 
rolling  were  known.  The  Patentee  says  that  his  flutings  may  be  formed  by 
four  different  means,  which  he  mentions.  The  fluid  pressure  process  is  on  the 
flat.  The  Patentee  describes  things  which  are  not  "  rolling  in."  The  point  of 
the  Patent  is  that  a  deep  corrugation  which  would  shelter  the  metal  from 

20  the  fire  is.  avoided  and  at  the  same  time  strength  is  afforded.  But  the  Specifica- 
tion is,  in  the  light  of  the  prior  knowledge,  only  capable  of  a  narrow  construc- 
tion. The  Patent  is  for  the  combination  of  sharp  ridges  and  flutings  shown  in 
the  drawings ;  it  is  for  the  particular  form,  which  the  Defendants  have  not 
taken,  and  it  is  submitted  that  they  do  not  infringe  the  Patent. 

25  MouUon,  K.C.,  and  Bousfleld,  K.C.,  for  the  Respondents. — The  term  "  sharp 
44  ridges  "  used  in  the  Specification  means  as  sharp  as  can  be  made  by  rolling. 
The  ridges  in  the  Defendants1  flue  are  as  sharp  as  they  can  be  so  made,  and  are 
what  the  Patentee  meant  by  "  sharp  ridges."  The  Patent  is  not  confined  to  the 
particular  shape  between  the  ridges  shown  in  the  drawings.    The  slight  hump 

30  in  this  part  in  the  Defendants'  is  immaterial ;  it  is  only  a  slight  difference  made 
for  the  purpose  of  getting  outside  the  words  of  the  Specification.  The 
Plaintiffs  have  a  Patent  of  great  utility  and  of  admitted  novelty.  It  is  a  great 
advance  in  the  art  of  boiler  making,  which  was  not  even  hinted  at  in  any  of 
the  prior  Specifications.    Fox  was  the  ordinary  corrugated  flue  referred  to  in 

35  the  Specification.  The  radius  of  the  curves  was  the  same.  The  Patentee 
altered  this  by  making  one  curve  as  sharp  as  possible  and  flattening  the  other. 
Purves*  rings  were  never  close  enough  together  to  give  strength.  One  of  the 
additional  advantages  the  Patentee  gets  is  that  the  flue  can  be  "  rolled  in  "  from 
the  cylinder.    Adamson  only  had  corrugations,  not   the    sharp  turns.    The 

40  Patentee's  flue  is  better  than  Foxys  in  every  respect ;  the  strength  is  got  by  the 
sharp  edges  and  the  deep  pockets  are  done  away  with.  The  Patent  is  for  the 
sharp  ridges  with  the  flutings  in  between,  but  the  shape  of  the  latter  is  not 
confined  to  that  shown  in  the  drawings.  It  is  objected  that  what  the  Plaintiffs 
produce  has  not  sharp  edges,  but  they   are   as   sharp  as  can    be  produced 

45  by  rolling.  By  forging  one  could  get  them  sharper,  but  that  method  is 
impracticable. 

Terrell,  K.C.,  in  reply. — It  is  said  that  the  Defendants  infringe  something 
which  has  only  a  certain  distinction  from  Fox  and  Adamson  by  making  a  thing 
which  has  not  that  distinction. 

50  COLLINS,  MM.—  This  is  an  action  for  the  infringement  of  a  Patent  for  the 
construction  of  the  flues  of  boilers.  The  validity  of  the  Patent  itself  is  not  in 
question,  and  the  only  question  before  us,  as  before  the  Court  below,  is 
whether  or  not  the  Defendants  have  infringed  the  Plaintiffs9  Patent,  assuming 
that  Patent  to  be  a  good  one.    Now  in  order  to  see  what  the  Patent  really 

55  means,  and  what  the  claim  is,  it  is  necessary  to  see  what  the  state  of  knowledge 
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was  at  the  time,  not  with  the  view  of  seeing  whether  this  particular  Patent  has 
been  anticipated — that  is  out  of  the  discussion — but  in  order  that  we  may  apply 
the  language  of  the  Specification,  and  see  what— consistently  with  this  Patent 
being  deemed  to  be  a  good  one  in  that  state  of  knowledge  and  invention — 
is  the  fair  construction  to  be  put  upon  it,  and  what  the  Patentee  meant  to  5 
claim,  and  did  in  fact  claim  ?     >These  flues  had  been  made  of  metal  in  a 
cylindrical  shape,  and  in  modern  times  when  it  became  necessary  to  subject 
these  flues  to  much  greater  pressure  than  had  been  formerly  the  practice  it  was 
found  that  in  that  shape  there  was  two  difficulties  :  if  they  were  made  of  thin 
metal  they  gave  way  and  collapsed  ;  if,  on  the  other  hand,  they  were  made  of  \q 
thick  metal  the  heat  was  not  sufficiently  transmitted  to  the  water  and  there  was 
a  loss  of  power  in  that  respect.    Various  contrivances  were  adopted  to  meet 
these  difficulties.    The  old  cylindrical  boiler  was  strengthened  by  putting  rings 
in.    That  was  not  found  satisfactory  ;  and  that  involved  also  the  thickening  of 
the  material  between  the  rings  and  consequent  loss  of  the  heating  power.   Then,  15 
in  1877,  came  Fox,  who  seems  to  have  made  the  largest  advance  in  the  matter 
in  the   first  instance,  and  he  introduced  a  form  of  flue  which  is  called  the 
corrugated  flue.    On  these  he  made  a  series  of  hills  and  valleys,  if  I  may  use 
that  expression,  of  about  equal  dimensions,  some  of  them  of  a  more  moderate 
slope  and  others  of  a  deeper  slope,  as  shown  by  the  different  figures.upon  his  20 
drawings.    Well,  those  flues  had  a  very  great  advantage.    They  undoubtedly 
enabled  the  flue  to  be  made  of  a  thinner  metal,  because  they   had   the    < 
effect  of   strengthening  the   whole  flue   itself.    But  they  were  also  subject 
to   disadvantages.    When   the   flue  was   made   in  this   undulating  form  the 
flames    did    not    easily    reach,    or    at    all    events    a    considerable    part    of  25 
their  power  was  lost  in  those  inner  spaces  represented  by  the  concave  shape 
of  the  flue  towards  the  fire,  and  that  was  felt  to  be  a  real  difficulty,  and 
one  that,  if  possible,  it  was  desirable  to  mitigate.   Then,  afterwards,  that  difficulty 
being  felt,  attempts  were  made  to  avoid  the  presence  of  these  concavities  on  the 
fire  side  by  substituting  an  equal  series  of  concavities  and  convexities — a  30 
concave  space  separated  from  another  concave  space  by  an  intervening  flat.    That 
was  done  by  Purves,  on  the  one  hand,  in  1885,  and  Adamson,  in  1887,  did 
something  similar.    Now  the  result  in  those  cases  was  that  you  had  a  cylindrical 
flue,  and  you  had  an  annular  ring  round  it,  made  by  a  corrugation  of  more  or 
less  sharp  section  carried  round  the  flue.    That  would  have,  undoubtedly,  the  35 
effect  of  strengthening  the  flue  considerably,  as  compared  with  one  without 
any  annular  ring  round  it,  and  it  left  the  intervening  space  between  the  annular 
rings  still  cylindrical,  as  it  had  been  in  the  original  flue,  without  any  corruga- 
tions.    In  that  state  of  facts  came  Devis,  and  the  Plaintiffs  claim  under  Devis* 
Patent  of  1889.     Devis*  Patent  of  1889  professes  to  be  an  improvement  upon  40 
Fox's  Patent.    That,  I  think,  takes  us  thus  far,  that  what  Devis  was  dealing 
with,  when  he  was  attempting  to  improve  Fox,  was  a  series  of  corrugations 
— corrugations    of    even    dimensions,    convex    and    concave — and    what    he 
professed  that  he  was  about  to  do  was  to  narrow  the  alternating  corrugations 
that  were   convex  towards  the  water — narrowing    them  and  widening    the  45 
intervening  corrugations  between  that  and  the  next  narrow  one.    I  emphasise 
that,  because  it  seems  to  me  that  it  was  within  his  invention  to  leave  those 
corrugations  concave  to  the  water  and  convex  to  the  fire,  he  intended  to  leave 
those ;  he  made  them  wider,  and  he  made  the  convex  ones  narrower.    I  cannot 
do  better  than  read  the  first  part  of  the  Specification  to  show  what  were  the  50 
improvements  that  he  sought  to  remedy,  and  what  were  the  means  which  he 
took  to  remedy  them.     He  says  this : — "  The  object  of  this  invention  is  to 
"  provide  a  form  of  internal  boiler  flue  at  the  same  time  capable  of  withstanding 
"  high  working  pressures,  and  of  more  efficiently  transmitting  heat  than  the 
"  flues  generally  used  for  high  pressures.     Flues  formed  of  plain  cylindrical  55 
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44  portions,  alternating  with  stiffening  rings,  and  those  of  barrel  section,  are 
44  necessarily  of  comparatively  thick  metal  and  inefficient  in  proportion,  while 
44  those  formed  of  close  pitched  corrugations  are  of  thinner  metal,  but,  on 
44  account  of  the  closeness  and  depth  of  the.  corrugations,  a  large  part  of  the 

5  44  surface  is  comparatively  sheltered  from  the  heat  both  of  radiation  and 
44  conduction,  and  inefficient  in  proportion.  By  my  invention  both  these 
44  objections  are  to  a  large  extent  eliminated  by  forming  along  the  flue  a  series 
44  of  ridges  of  sharp  section,  and  at  a  wider  pitch  than  that  of  the  corrugations  of 
44  an  ordinary  corrugated  flue,  and  strengthening  the  metal  between  such  ridges 

10  44  by  what  may  be  called  suspension  from  them.  That  is  to  say  the  flue  is 
44  constricted  in  diameter  between  ridge  and  ridge,  forming  a  series  of  annular, 
44  or  circumferential  flutings  whose  depth  is  small  compared  with  their  width, 
44  thus  allowing  of  direct  exposure  of  all  parts  to  the  radiant  heat,  and  to  contact 
44  of  the  hot  gases."    You  have  there  sharp  ridges,  and  you  have  flutings,  and  it 

15  seems  to  me  the  flutings  in  that  flue  are  quite  as  essential  as  the  ridges — in  fact 
the  ridges,  when  we  come  to  the  construction  of  the  flue,  appear  to  me  to  be 
made  by  the  flutings.  A  series  of  flutings  together  constitute  the  ridges,  and  it 
is  correct  to  say,  therefore,  that  the  flue  does  consist,  as  he  says  in  this  last 
passage  I  have  just  read,  of  a  series  of  annular  or  circumferential  flutings,  whose 

20  depth  is  small  compared  with  their  width.  So  that  you  have  the  flutings — that 
is  the  depressions  on  the  surface  of  the  flue  as  you  look  at  it  on  the  model ; 
those  are  intended  to  be  depressions,  and  the  depth  of  them  is  indicated  in  the 
passage  I  have  just  read,  and,  to  some  extent,  more  narrowly  defined  in  the 
passage  I  am  about  to  read  later  on.    "  The  metal  at  the  ridges  may,  if  desired, 

25  "  be  made  thicker  than  elsewhere,  and  besides  the  advantages  already  mentioned 
44 1  claim  that  these  tubes  will  be  stiff er  longitudinally  than  corrugated  tubes." 
Then  comes  Pig.  1,  the  material  part  as  to  which  is  this  : — "  In  this  case  I  do  not 
44  consider  it  necessary  to  incur  the  expense  of  thickening  the  metal  at  the 
44  ridges,  and  the  section  is  as  shown  in  the  enlarged  view,  Fig.  2,  the  pitch  or 

30  "  width  of  the  flutings  being  from  six  to  nine  inches,  and  the  depth  about  an 
44  inch  and  a  half.*'  Then  he  goes  on  : — "  I  do  not,  however,  limit  myself  to 
44  the  dimensions  stated,  as  the  best  proportions  can  only  be  determined  by 
44  experience  and  careful  trials.  The  flutings  may  be  formed  by  rolling  or 
44  suaging  " — and  he  mentions  a  number  of  means.    "  They  may  all  pass  entirely 

35  "  round  the  tube,  or  some  may  be  intersected  by  plain  parts  for  the  attachment  of 
44  cross  tubes,"  and  so  on.  "  In  other  cases  the  flutings  may  be  carried  round 
44  the  upper  part  of  the  tube  only,  the  lower  part  being  formed  of  a  plain  plate 
44  if  a  complete  tube  is  required."  Then  he  says  : — "  I  declare  that  what  I  claim 
44  is :  A  boiler  flue  or  furnace  consisting,  as  to  its  general  form,  of  a  series  of 

40  "  annular  or  partially  annular  flutings  connecting  a  corresponding  series  of 
44  sharp  ridges."  It  is  to  be  observed  here  that  this  is  a  Patent  for  a  form ;  it  is 
the  form  of  the  boiler  which  is  the  subject-matter  of  the  Patent,  and  it  is  a 
Patent  for  a  combination.  There  was,  as  I  have  shown,  at  the  date  of  the  Patent, 
Fox,  who  had  introduced  the  combination,  not  of  sharp  ridges  and  longer 

45  hollowB,  but  of  equal  hollows  and  projections,  or  corrugations  equal  in  extent. 
DevU  emphasised  that,  and  how  far  does  he  modify  it  ?  He  substitutes  wider 
corrugations,  but  still  corrugations — flutings — he  substitutes  them  for  those  of 
equal  symmetrical  range  in  Fox,  and  by  so  doing  he  turns  what  would  be  the 
rings,  or  the  projecting  corrugations  of  Fox  into  narrower  ridges  ;  and  it  seems 

50  to  me  that  when  he  used  the  words  "  narrow  ridges  "  he  deliberately  meant  a 
ridge  as  distinguished  from  a  corrugation,  because  one  of  the  mischiefs,  which  he 
is  aiming  at  avoiding,  is  the  fact  that  by  having  a  hollow  corrugation  towards  the 
flame  you  lose  the  advantage  of  the  fire  reaching  that  part  satisfactorily ;  and  he 
aims,  and  declares  he  aims,  at  mitigating  that  obvious  disadvantage,  and  he 

55  mitigates  it  by  reducing  that  space  in  which  the  fire  would  be  lost  in  finding  its 
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way,  or  rather  seeking  ineffectually  to  find  its  way,  into  the  hollow  represented 
by  the  concave  corrugations  on  the  side  of  the  fire.    Therefore,  it  seems  to  me 
that  he  really  meant  what  he  said — ridges  as  distinguished  from  corrugations —  # 
when  he  is  dealing  with  the  projecting  parts  of  the  tube.    But  it  is  said,  now,  that 
the  intervening  flues  need  not  be  in  the  form  in  which  he,  in  his  Specification,  5 
describes  them,  and  which,  in  my  judgment,  he  makes  a  most  material  part  of 
his  invention.    It  is  said  that  the  Defendants'  flue,  which,  instead  of  having 
the  hollow  corrugations  between  ridges,  has,  to  begin  with,  not  a  ridge,  but  a 
projecting  corrugation  instead  of  a  sharp  ridge,  and,  secondly,  has  between  those 
projecting  corrugations  not  a  hollow  fluting  at  all,  but  a  surface  which  is  convex  10 
towards  the  water  and  not  concave— it  is  said  that  that  is  an  infringement  of  the 
Plaintiffs'  invention  which  I  have  already  described.    Now  it  seems  to  me. 
when  you  study  the  wording  carefully,  as  has  been  done  both  by  Counsel 
and  myself,  you  find  that  it  is  just  as  material  to  this  combination  (for  it 
is  a  Patent  for  a  combination)  that  the  part  intervening  between  the  ridges  15 
should  be  what  the   Patentee  calls  suspended  by  flutings,  and  nothing  but 
flutings,  as  it  is  that  there  should  be  ridges ;   and  that,  therefore,  his  Patent 
could  not  have  been  intended  to  cover  some  other  shape  of  the  intervening 
flutings  than  that  shape  which  he  describes,  because  if  he  had  taken  out  a 
Patent  for  covering  a  ridge  of  small  radius,  separated  from  another  ridge  20 
by  a  flat  surface,  if  it  was  intended  to  cover  that,  he  would  have  been  in 
very  gteat  difficulties,  principally  with  Purves  and  also  with  Adamson.    And 
therefore  I  do  not  think  we  can  suppose  that  he  intended  to  cover  by  what 
he  describes  as  circumferential  flutings  something  that  would  not  be  flutings  at. 
all,  either  if  it  were  part  of  the  original  flat  cylinder  or  if  it  were  a  convex  4  25 
corrugation  projecting  towards  the  fires.    Therefore  it  seems  to  me  that  the 
Plaintiffs'  case  has  broken  down.     It  is  only  by  asserting  that  something,  which, 
the  Patentee  has  not  described  in  his  Specification,  is  really  his  invention  that 
the  Plaintiffs  can  make  out  a  prima  facie  case  at  all.    Having  claimed  ridges,, 
having  described  ridges  very  accurately  as  it  seems  to  me  in  his  picture,  the  30 
Patentee  now  says  that  what  he  meant  by  that  must  be  taken  to  be  something, 
that  is  really  not  a  ridge  but  a  corrugation — that  is,  with  a  real  cavity  on  the  fire, 
side  of  the  boiler  projecting  towards  the  water  side.    He  says  that  that  must  be 
taken  to  be  what  he  meant,  because  it  must  be  well  known  to  people  who  had. 
to  deal  with  metal  that  you  could  not  roll  metal  into  such  a  shape  as  could  be  35 
properly  described  as  a  ridge.    But  I  do  not  think  the  Patentee  was  justified  in 
inviting  us  to  put  that  meaning  upon  his  Specification,  because  there  would  be. 
practical  difficulties  in  carrying  it  out  as  he  described  it.     It  is  no  part  of  his, 
Patent ;  he  does  not  pretend  that  it  is  any  part  of  his  Patent  to  prescribe  the 
means  by  which  his  invention  is  to  be  made  in  manufacture.    He  suggests.  40 
several  different  ways,  and  rolling  is  one  of  them  ;  but  it  is  only  one,  and  it  is 
now  clear  before  us  that  his  invention  can  be  reproduced  in  a  manner  which 
does  show  ridges  as  distinguished  from  convex  corrugations  on  the  flue.    That 
is,  it  seems  to  me,  what  he  intended  to  produce.    If  you  compare,  as  we  have 
been  now  allowed  to  compare,  a  section  of  a  flue,  made  with  what  really  are  45 
ridges  exactly  in  conformity  with  the  description  in  the  Plaintiffs'  Specification 
having  the  intervening  hollow  flutings  between  the  two,  with  a  flue  prepared  as 
the  Defendants  make  theirs,  it  seems  to  me  it  is  quite  obvious  that  the  one 
cannot  be  an  infringement  of  the  other. 

Therefore,  though  I  feel  very  great  diffidence  in  differing  from  my  brother  50 
Cozens-Hardy,  for  whose  opinion  I  have  the  most  unfeigned  respect  in  matters 
of  this  kind,  I  cannot  but  think  he  was  misled  in  this  case  partly  by  representa- 
tions mfcde  to  him,  which  have  been  cleared  up  by  the  evidence  before  us,  as 
to  the  impossibility  of  making  anything  in  fait  more  nearly  resembling 
Devi8y  invention ;    and    therefore  that  he    must  be   taken,  in    speaking  to  55' 
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practical  men  who  understood  these  matters,  to  have  intended  by  his 
description  something  different  from  that  which  he  in  fact  drew  and  described. 
It  is  only  by  giving  him  that  benefit  that  we  can  get  a  prima  facie  case, 
but  when  that  difficulty  is  removed,  and  we  are  at  liberty  to  construe  the 
5  Specification  in  accordance  with  what  we  now  know  was  possible,  it  seems  to 
me  that  it  is  impossible  to  say  that  the  Defendants'  flues  are  an  infringement  of 
the  Plaintiffs'  Patent.  The  Patentee  has  succeeded  in  narrowing  very  sub- 
stantially the  area  in  which  the  action  of  the  fire  would  be  ineffective,  and  that 
is  an  advantage,  if  it  be  an  advantage  as  he  claims  in  his  Specification,  which 

10  is  wanting  in  the  Defendants'  combination.  On  the  other  hand,  he  has  got  his 
fluting,  of  which  he  claims  the  benefit  of  its  being  what  is  called  in  suspension. 
That  word  none  of  the  witnesses  on  one  side  or  the  other  have  approved  of,  and 
it  would  seem  that  it  really  is  not  in  suspension  ;  but  that  he  thought  it  was  in 
suspension,  and  claimed  it  in  that  shape  as  being  essential  to  its  being  in  sus- 

15  pension,  I  have  not  the  slightest  doubt  whatever,  and  it  is  not  because  it  turns 
out  that  that  is  an  inaccurate  way  of  describing  it,  and  there  is  not,  in  point  of 
fact,  any  real  suspension  in  the  matter  in  that  shape  any  more  than  there  would 
be  in  other  shapes — it  is  not  for  that  reason  that  it  is  to  be  held  now  that  he  is 
not  to  be  tied  to  what  he  himself  prescribed  as  the  shape  in  which  he  would 

j£0  make  his  boiler.     He  has  claimed  for  a  combination,  in  my  judgment,  of  sharp 
ridges  with  what  I  call  hollow  fluting s,  and  therefore  he  cannot  claim  as  an 
infringement  of  that  a  boiler  which  has  not  ridges  at  all,  and  which  has  not 
got  hollow  flu  tings  either.      For  these  reasons  I  think  this  appeal  must  be' 
allowed. 

25  Rombr,  L.J. — I  am  of  the  same  opinion.  This  case  to  my  mind  illustrates 
the  difficulties  that  a  Judge  often  has  to  deal  with  in  determining  Patent  actions. 
The  case  before  the  Judge  may  concern  a  Specification,  and  putting  himself  in 
the  place  of  those  to  whom  that  Specification  is  supposed  to  be  addressed,  and 
having  regard  to  the  existing  knowledge,  the  Specification  may  appear  to  the 

30  Judge  to  be  reasonably  clear  in  its  construction,  meaning,  and  effect.  But  it 
becomes  in  the  case  to  the  interest  of  the  Patentee  to  Bay  that  the  Specifi- 
cation has  some  other  meaning  than  that  which  would  naturally  occur  to 
a  person  construing  the  Specification  in  such  a  manner  as  I  have  described. 
It    is    to    the   interest  of  the  Patentee  to   do  that   in   order   to  make  out 

35  that  something  is  an  infringement  which  would  otherwise  not  be  an  infringe- 
ment, and  then  in  a  case  like  that  the  ingenuity  of  Counsel  and  patent 
and  scientific  experts  in  finding  reasons  for  giving  such  other  meaning  to  the 
Specification  and  for  making  out  the  infringement  is  astonishing,  or  would  be 
to  those  not  accustomed  to  try  Patent  cases.    This  extreme  ingenuity  has 

40  frequently  a  great  tendency  to  confuse  the  questions  that  the  Judge  has  to 
consider  and  to  increase  the  difficulties  in  his  way,  for,  not  unnaturally,  in 
most  of  these  cases  a  Judge  has  a  great  tendency  to  be  much  influenced  by  the 
expert  witnesses.  I  cannot  help  thinking  that  in  this  case  such  ingenuity  as  I 
have  referred  to  has  been  shown.     Speaking  for  myself  I  am  bound  to  say  that, 

45  bearing  in  mind  the  existing  public  knowledge  at  the  date  of  Dexris*  Specifica- 
tion, that  Specification  is  reasonably  clear  in  its  construction,  meaning,  and 
effect.  I  may  add  that  my  view  as  to  its  meaning  and  effect,  arrived  at  in  the 
way  I  have  mentioned,  is  strengthened  by  this  fact — that  I  have,  if  possible,  to 
give  that  Specification  such  a  meaning  as  will  support  the  validity  of  the  Patent, 

50  seeing  that  the  validity  is  not  now  challenged  in  this  action.  If  the  Specifica- 
tion has  the  meaning  that  I  think  would  naturally  be  attributed  to  it  as  framed 
from  a  fair  and  natural  consideration,  and  the  Specification  is  construed  as  I 
think  it  ought  to  be,  I  think  this  patented  boiler  may  fairly  be  distinguished 
from  boilers  previously  known,  whereas  there  would  be  great  difficulties, 

to  if  it  did  not  almost  amount  to  an  impossibility,  in  the  way  of  supporting 
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this  Patent  if  to  the  Specification  you  give  such  an  extended  meaning  and  effect 
as  is  now  contended  for  on  behalf  of  the  Plaintiffs. 

Let  me  for  a  moment,  not  to  go  again  over  the  ground  taken  by  the  Master  of 
the  Rolls,  consider  what  was  the  existing  state  of  knowledge  at  the  time  of  this 
Patent.    As  the  Master  of  the  Rolls  has  pointed  out,  it  is  to  be  borne  in  mind  that  5 
this  was  a  Patent  for  a  shape  of  boiler,  and  for  a  new  shape  coming  after  many 
other  shapes  had  been  brought  before  the  public.    It  was  for  an  improvement 
in  boilers  in  respect  of  shape  where  there  had  been  many  prior  improvements 
of  shape  from  the  old  original  simple  cylindrical  shaped  boiler.    Amongst 
others  there  had  been  before  the  date  of  this  Specification  put  upon  the  market  10 
Fox's  corrugated  boiler.    The  corrugations  shown  in  Fox's  Specification  were 
various  in  shape,  but,  speaking  generally,  they  were  of  a  cylindrical  character, 
and  the  corrugations  followed  one  after  the  other,  so  as  to  be  practically  con- 
tinuous.   Then  there  came  another  form  of  boiler  which  Purves  invented,  and 
I  may  in  particular  refer  to  the  shape  of  boiler  referred  to  in  Pig.  2  of  the  15 
drawings  in  Purves'  Specification.    He  showed,  not  continuous  corrugations 
as    you    had    in    Fox,    but    he    showed    cylindrical    corrugations    or   rings, 
separated  from  each  other,  not  by  intermediate  fluting  corrugations  but  by  a 
straight  line  or  cylinder.    In  Purves'  Fig.  No.  2  I  may  mention  in  passing  that 
he  showed  he  had  in  mind  the  employment  of  a'  kind  of  corrugation  which,  20 
though  cylindrical,  would  be  of  what  has  been  called  a  sharp  character ;  that  is 
to  say,  where  the  diameter  and  the  curve  of  the  cylinder  near  the  top  of  the 
corrugation  would  be  very  small  in  comparison  with  the  thickness  of  the 
metal — not  even  equal  to  the  thickness  of  the  metal.    Purves,  as  I  have  said, 
joined  his  corrugations  on  the  flat.  25 

Then  there  was  the  Adamson,  which  I  may  shortly  mention  by  saying  that  it 
was  somewhat  like  Purves',  but  the  diameter  of  the  cylindrical  corrugations,  or 
rings,  was  not  so  small  in  comparison  with  the  thickness  of  the  metal  as  you 
find  in  Purves'  No.  2.  I  need  not  refer  to  any  other  boilers,  but,  looking 
at  the  knowledge  shown  by  these  boilers,  to  which  I  have  called  attention,  let  30 
us  see  what  it  is  that  Devis  wished  to  patent.  Now,  he  refers,  not  in  terms  to 
the  names  of  the  Patentees,  but  he  refers  to  the  existing  state  of  knowledge  in 
a  very  early  portion  of  his  Complete  Specification.  He  refers  to  the  corruga- 
tions, and  he  refers  to  what  he  calls  the  stiffening  rings,  by  which  I  think  he 
must  be  referring  to  some  such  corrugations  as  you  would  find  in  Adamson's  35 
No.  2,  and  in  Purves';  and  when  he  is  dealing  with  corrugations,  amongst 
other  objections  to  them,  he  points  out  that  owing  to  the  closeness  and  depth  of 
the  corrugations  the  heat  of  the  fire  cannot  properly  reach  the  whole  of  the 
boiler,  and  he  proposes  to  get  over  the  difficulty,  and  the  other  difficulties  he 
refers  to,  in  two  ways.  In  the  first  place,  as  I  understand  him,  instead  of  taking  40 
the  old  corrugations,  or  cylindrical  rings,  which  all,  of  necessity,  had  depths,  he 
takes  something  which  he  calls  a  ridge,  and  he  points  out  what  he  means  by  this 
ridge.  He  says  these  ridges  are  to  have  sharp  sections,  and  we  know  from  what 
he  has  already  said  that  there  is  to  be  a  sharp  section,  and  they  are  not  to  have 
depths  so  as  to  be,  to  my  mind,  like  the  corrugations  and  strengthening  rings  to  45 
which  he  has  referred.  He  then  says  that  those  rings  are  to  be  at  a  wider  pitch, 
by  which  he  means,  I  think,  at  a  further  distance  apart,  than  you  find  in  Fox,  ot 
in  what  he  calls  the  ordinary  corrugated  flue,  in  that  respect  being  like  Purves, 
and  like  Adamson,  and  he  then  says  that  he  strengthens  the  metal  between  the 
ridges  by  what  may  be  called  suspension  from  them.  He  further  describes  50 
what  he  means  by  that  suspended  metal  by  his  drawings  and  description  on 
page  2  of  his  Specification,  and  he  also  shows  his  ridges  on  those  Figures 
appended  to  his  Specification.  I  should  have  thought,  looking  at  the  description 
of  the  metal  between  the  ridges,  as  illustrated  by  the  Figures,  there  could  be  no 
doubt  that  what  he  is  claiming  in  respect  of  the  part  of  his  boiler  between  the  55 
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ridges  is  a  curve — something  curving  inwards — something  which  he  calls 
flutings,  and  which  he  shows  are,  with  regard  to  their  width,  to  have  what  he 
calls  a  certain  depth,  and  to  be  some  kind  of  shape  which,  as  it  were,  reminds 
you  of  suspension — something  like  suspension  of  a  chain.  In  other  words,  he  is 
5  claiming  in  his  Specification  a  combination  of  the  ridges  he  has  mentioned  with 
a  special  shaped  kind  of  fluting  between  them ;  his  ridges,  I  take  it,  being,  as 
described  in  the  body  of  the  Specification,  and  as  illustrated  in  the  drawings, 
not  like  the  old  cylindrical  corrugation,  or  the  old  strengthening  rings,  with 
depths  in  them,  but  something  which  would  really  have  all  the  nature  of  ridges 

10  having  no  depth  between  them,  as  shown  in  his  drawings.  That  is,  to  my 
mind,  clearly  what  he  has  claimed  by  his  Specification,  treating  it  as  you  ought 
to  treat  a  Specification,  reading  it  fairly,  looking  at  it  fairly,  bearing  in  mind  the 
state  of  knowledge  existing  at  the  time.  I  can  have  no  doubt  myself,  seeing, 
especially,  what  A  damson  and  Purves  had  done,  that,  apart  from  his  ridge,  he 

15  was  not  thinking  of  claiming  every  possible  connection  between  them  in  the 
shape  of  metal,  that  is  to  say  he  was  not  claiming  as  between  his  ridges  metal 
in  any  shape.  He  was  claiming  the  shape  that  he  showed  by  the  wording  of  his 
Specification,  and  by  his  drawings.  If  that  is  so,  and  to  my  mind  that  is  the 
clear  construction  of  this  Specification,  it  is  obvious  that  what  the  Defendants 

20  are  doing  here  is  no  infringement.  In  the  first  place  they  are  not  employing 
ridges  when  their  work  is  fairly  looked  at.  They  are  using  the  existing 
corrugations  or  rings  of  a  cylindrical  character,  and  certainly  one  which  cannot, 
for  the  purpose  of  this  case,  in  any  way  be  distinguished  from  that  shown  in 
Fig.  2  of  Purves ;  and,  secondly,  the  Defendants,  even  if  they  were  using  ridges 

25  like  the  Plaintiffs9,  are  not  using  the  shape  between  those  ridges  which  forms 
part  of  the  combination  alone  claimed  by  the  Patentee. 

But  the  Plaintiffs,  with  such  ingenuity  as  I  have  previously  referred  to,  now 
come  forward  and  say,  "  Oh  !  this  is  all  a  mistaken  view  as  to  this  Specification. 
"  It  was  not  such  a  meaning  as  you  would  naturally  attribute  to  it  if  you  only 

30  "  paid  attention  to  existing  knowledge  and  to  what  the  Patentee  says."  I  do 
not  mean  that  that  is  exactly  how  they  put  it,  but  that  is  in  substance  what 
their  argument  comes  to.  They  say  he  did  not  mean  to  claim  only  a  ridge  as 
he  describes  and  as  he  shows  it  in  his  drawings,  but  he  meant  to  include  even 
the  cylindrical  shaped  corrugations  or  ring  such  as  you  have  found  in  Purves 

35  or  Adamson,  subject  only  to  this,  that  it  must  be  a  ring  or  a  corrugation  where 
the  diameter  of  the  curve  is  less  or  smaller  in  comparison  with  the  breadth  of  the 
metal,  or  at  any  rate  it  is  small  as  compared  with  ordinary  cylindrical  corruga- 
tions or  cylindrical  rings  ;  and,  secondly,  they  say  it  is  altogether  a  mistake  to 
suppose  that  the  Patentee  was  thinking  of  the  particular  shaped  fluting  between 

40  the  ridges  ;  he  intended  to  cover  every  possible  shape,  for  I  do  not  know  where 
they  limit  themselves.  They  certainly  say  he  intended  to  cover  a  straight  line 
between  the  ridges,  or  even — what  is  further  from  what  the  Patentee  shows 
than  even  what  Adamson  did — a  line  that  curves  outwards  instead  of  inwards, 
or  partly  curves  outwards  instead  of  inwards.    To  my  mind  those  contentions 

45  are  not  justified.  As  to  the  claim  with  regard  to  the  shape  of  the  flutings,  it 
appears  to  me  to  have  nothing  to  support  it  except  the  bare  desire  of  those  who 
now  support  the  Patent  to  try  and  make  out  that  the  Defendants'  is  an  infringe* 
ment.  But  I  cannot  see  for  a  moment  how,  fairly  construed,  it  can  be  supposed 
that  this  Specification  was  intended  to  cover  a  straight  joining  between  the 

50  ridges,  or  a  joining  that  was  partly  straight,  and  which  partly  curved  outwards 
instead  of  inwards,  as  the  Defendants*  does. 

With  regard  to  the  first  point,  as  to  the  ridges,  it  is  very  curious  to  see  how 

and  with  what  ingenuity  the  Plaintiffs  try  to  escape  from  the  plain  wording  of 

this  Specification.    Instead  of  bringing  a  model  made  according  to  the  Specifi- 

55,  cation  and  the  drawings  in  the  Specification  they  produce  something  which 
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they  say  they  are  practically  working  under  this  Patent ;  but  when  you  come 
to  look  at  it  you  find  that  they  have  not  really  ridges  at  all.  What  they  have 
is,  as  I  have  said,  a  cylindrical  corrugation  or  ring,  such  as  was  known  before 
this  Patent,  as  I  have  already  pointed  out.  And  they  say — although  you  would 
not  perhaps  naturally  gather  it  from  this  Specification — you  must  not  imagine  5 
that  the  Patentee  intended  by  his  term  "  ridge  "  to  include  this  corrugation  or 
cylindrical  ring,  and  on'this  ground — they  say  if  you  look  at  the  Specification  you 
find  that  the  Patentee  says  that  the  fluting  may  be  formed,  amongst  other 
things,  by  rolling ;  and  they  say  if  you  Want  to  roll  the  ridge  you  cannot  roll  it 
into  the  form  of  a  ridge  properly  so  called,  or  such  as  is  shown  on  the  drawings —  10 
you  must  roll  it  more  or  less  in  the  shape  of  a  cylindrical  corrugation  or 
cylindrical  ring.  And  they  say  that  shows  that  this  Patentee  by  his  ridge 
meant  to  include  an  ordinary  corrugation  or  cylindrical  ring — why  they  say 
that  I  do  not  know — it  is  what  they  are  pleased  to  term  a  sharp  edge,  which, 
being  interpreted,  means  so  long  as  the  radius  of  the  curve  in  the  ridge  is  small  16- 
as  compared  with  the  thickness  of  the  metal.  It  appears  to  me  that  that 
reasoning  is  perfectly  unjustified.  I  do  not  think  for  a  moment  that  this 
Patentee  by  his  ridge,  as  he  has  described  it,  was  thinking  for  a  moment  of 
covering  any  such  thing  as  Adamson  had  done  in  his  Fig.  2,  or  still  more  any 
such  thing  as  Purves  had  done  in  his  Fig.  2.  I  think,  as  I  have  said,  he  meant  30 
a  ridge,  and  nothing  but  a  ridge  ;  and  I  cannot  help  thinking  that  the  Patentee, 
when  he  spoke  of  flutings  being  rolled,  was  under  the  impression  that  by  rolling 
two  flutings  together  you  would  of  necessity  make  a  ridge.  But  assuming  he 
was  wrong  there  ;  assuming  that  he  made  a  mistake,  the  only  conclusion  I 
should  arrive  at  would  be  that  he  had  made  a  mistake,  which  might  have  25 
imperilled  the  safety  of  his  Patent  perhaps,  but  I  certainly  should  not  have 
said  that  such  a  fact  justified  him  on  this  Specification  in  saying  that  his  ridge 
was  intended  to  cover  such  a  thing  as  I  have  described  as  Purves'  No.  2 — such 
a  thing  as  the  Defendants  are  making  here — as  his  corrugation  or  ring.  I 
cannot  help  thinking  that  in  favour  of  the  Patent  here,  and  in  favour  of  the  30 
Patentee  himself,  if  he  was  being  pressed  hard  because  he  had  said  that  flutings 
may  be  formed  by  rolling,  it  might  fairly  be  said  on  his  behalf  he  has  not  in 
terms  said  that  the  ridges  can  be  rolled  ;  he  has  only  said  that  the  flutings  may 
be,  and  before  you  give  such  a  construction  as  might  endanger  his  Patent  you 
are  bound  to  see  that  this  Patentee  has  said  something  which  compels  you  to  35 
make  his  Patent  run  that  risk,  and  he  has  not  said  so.  But  whether  that  be  so 
or  not,  assuming  the  view  is  wrong  as  to  this,  assume  that  his  ridge  did  cover 
such  curve  as  you  have  got  here,  such  a  cylindrical  recess  as  this  corrugation  or 
this  ring  of  the  Defendants9.  What  then  ?  Where  do  you  get  the  combination 
infringed  ?  Here  the  Defendants,  to  my  mind,  are  not  taking  the  fluting  40 
between  the  ridges  of  the  Plaintiffs.  They  have  taken  something  which  they 
were  perfectly  justified  in  taking,  having  regard  to  what  Adamson  had  disclosed 
to  the  public.  They  were  taking  something  which  was  not  fairly  covered  by 
this  Specification.  It  would  not  be  an  infringement  of  this  Specification  if  to 
the  ridges — if  they  can  be  called  ridges — that  the  Defendants  are  using  they  had  45 
joined  a  flat  surface.  To  my  mind  the  Defendants'  surface  goes  further  from 
the  Plaintiffs'  even  than  the  flat  surface — certainly  to  my  mind  it  does  not  go 
near  it — and  to  my  mind  the  Defendants  have  not  employed  that  part  of  the 
combination  which  consists  of  the  part  of  the  Plaintiffs'  flutings  which  joins 
their  ridges,  so  in  no  point  of  view  can  I  come  to  the  conclusion  that  the  56 
Defendants  have  infringed  the  Plaintiffs'  combination  according  to  their 
Specification  as  fairly  construed. 

It  appears  to  me,  therefore,  that  it  ought  to  have  been  held  that  the  Defen- 
dants had  not  infringed,  and  accordingly  the  Defendants  ought  to  get  the  costs 
of  the  issue  of  infringement  in  the  usual  way,  and  such  costs  as  naturally  flow  5ft 
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f  torn  the  fact  that  the  Defendants  have  succeeded  in  establishing  before  the 
Court  that  they  have  not  infringed. 

Mathew,  LJ. — I  agree  that  this  appeal  must  be  allowed.  There  is  very 
little  I  think  it  necessary  to  add  to  what  has  been  said  by  the  Master  of  the 
5  Rolls  and  Lord  Justice  ROMBR.  I  confess  I  have  followed  the  argument  of  the 
learned  Council  for  the  Appellants  with  reluctance  to  believe  that  Mr.  Justice 
Gozens-Hardy  is  wrong  in  the  conclusion  to  which  he  came,  but  I  am  now 
satisfied  that  there  was  presented  to  the  learned  Judge  a  different  case  from  the 
one  which  we  have  had  to  deal. with.    It  was  assumed  before  him  that  it  was 

10  impossible  to  construe  this  Specification  strictly,  and  that  the  words  "sharp 
"  ridge  "  must  mean  ring — something  like  a  ring,  because  it  was  said  that  no 
workman  properly  instructed  could  make  a  flue  like  this  and  create  a  sharp 
ridge  in  accordance  with  the  terms  of  the  Specification.  Mr.  Justice  Cozens- 
Hardy  was  informed  that  the  strict  language  of  the  Specification  had  never 

15  been  followed,  and  that  from  the  first  it  had  been  found  impossible  to  manu- 
facture what  was  intended  without  substituting  a  cylindrical  ring  "  for  w  sharp 
"  ridge."  But  in  the  course  of  this  case  it  has  become  apparent,  upon  the 
additional  evidence  which  we  have  had,  that  the  flues  are  constantly  manu- 
factured by  John  Brown  &  Co.  in  strict  accordance  with  the  terms  of  the 

20  Specification.  The  Judgment,  therefore,  that  proceeded  upon  a  different  theory 
is,  to  that  extent,  and  by  that  reason,  displaced. 

Now,  with  reference  to  the  question  of  whether  the  language  of  the  Specifi- 
cation can  be  departed  from.  It  is  clear  that  this  is  a  Patent  for  a  form,  and  not 
for  any  new  method  of  construction,  and,  that  being  so,  we  have  to  see  what  the 

25  form  is  that  is  described  in  the  Specification,  and,  having  regard  to  the  Specifi- 
cation and  the  diagrams  that  accompanied  it,  it  is  perfectly  clear  that  what  was 
meant  by  "  ridge  "  was  the  combination  of  the  two  flutings,  as  insisted  upon  by 
Mr.  Terrell.  We  are  not  at  liberty  to  relinquish  any  part  of  that  description, 
particularly  as  we  are  now  informed  that  in  strict  accordance  with  the  Specifi- 

30  cations  these  flues  are  really  constructed.    What  the  Plaintiffs  have  really  done 

.   has  been  to  depart  from  their  Specification,  and  to  claim  that  the  Defendants 

have  infringed  by  what  they  have  done  in  departing  from  their  Specification. 

That  being  the  true  position  of  things  it  seems  to  me  that  this  appeal  must  be 

allowed. 

35  Terrell,  K.C. — I  cannot  ask  for  the  Particulars  of  Objections,  but  I  ask  that 
the  costs  of  the  Specifications  referred  to  as  public  knowledge  at  the  date  of  the 
Patent  may  be  allowed. 

ROMER,  LJ— Did  you  plead  invalidity  ? 

Terrell,  K.C. — Yes  ;  and  we  put  in  Particulars  of  Objections. 

40  ROHBR,  LJ. — How  about  that,  if  you  used  them  for  two  purposes,  partly  for 
invalidity  and  partly  for  non-infringement  ? 

Ten  ell,  K.C. — That  is  why  I  do  not  ask  for  them  as  Particulars  of  Objections, 
but  I  ask  that  they  may  be  allowed  as  costs  of  the  action.  They  are  part  of  the 
Defence. 

45  ROMER,  L.J. — I  think  this  must  have  been  dealt  with  in  some  of  the  Patent 
cases,  but  I  cannot  bear  in  mind  at  this  moment  how  it  has  been  dealt  with. 

Cole/ax. — The  other  day,  in  the  u  Acetylene  "  case,*  a  very  similar  point  arose 

before  Mr.  Justice  Buckley,    I  appeared  there  for.  the  Plaintiffs,  who  lost  the 

|  action,  and  Mr.  Walter  tried  to  get  the  costs  of  certain  documents  which  had 

50  been  referred  to,  but  which  his  Lordship  would  not  certify  were  reasonable  and 

proper  to  have  been  mentioned  as  anticipations,  because  they  were  clearly  not 

'  anticipations.    His  Lordship  did  not  allow  the  costs  and  did  not  include  these 

documents  in  the  Certificate. 


Acetylene  Illuminating  Company  v.  United  Alkali  Company.    Arte,  page  218. 
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ROMBR,  LJ. — Yon  will  get  the  costs  of  the  issue  of  infringement,  and  yon 
will  get  the  general  costs  of  the  action  ;  bnt  will  yon  have  to  pay  the  costs  of 
some  issues  ? 

Mathbw,  LJ. — That  is  really  a  matter  for  the  Taxing  Master. 

Cole/ax. — There  are  many  cases  where  the  issues  are  divided  for  the  purpose  5 
of  taxation. 

Terrell^  K.O. — You  never  heard  of   a  Patent  case  where  the  Defendant 


succeeded  and  had  to  pay  part  of  the  costs  of  the  issues. 
Mathbw,  LJ.~-  It  had  better  go  to  the  Master. 
Terrell^  K.C. — Then  I  will  not  discuss  it  here. 


10 
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Company.  15 


Patent.— Action  for  infringement  of  several  Patents. — Disconformity. — Prior 

4 

grant.— Novelty.— Infringement.— Plaintiffs  successful  as  to  three  Patents. 

The  owners  of  five  Patents  commenced  an  action  for  infringement  of  the 
same,  but  subsequently  withdrew  one,  and  at  the  trial  offered  no  evidence  on 
another.  The  Defendants  denied  infringement,  and  alleged  as  to  C.'s  Patent  jjQ 
that  it  was  invalid  on  several  grounds,' relying  especially  on  a  prior  grant  to 
W.  and  on  disconformity,  and,  as  to  two  Patents  of  S.,  on  anticipation  and 
prior  grant. 

Held,  that  these  three  Patents  were  valid,  and  had  been  infringed.    Judgment 
was  given  for  the  Plaintiffs  on  the  three  Patents,  Certificates  of  validity  being  25 
granted  as  to  them.    A  stay  was  granted  on  certain  terms  in  the  event  of  the 
Defendants  appealing. 

Moser  v.  Marsden  (IS  BJP.C.  24)  discussed. 

On  the  9th  of  April  1891,  Letters  Patent  (No.  6088  of  1891)  were  granted  to 
Frank  Pullen  Candy  for  an  invention  of  u  Improvements  in  velocipedes  and  30 
M  other  wheeled  vehicles." 
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The  Provisional  Specification  was  as  follows : — "  My  said  invention  relates  to 

44  the  application  of  different  forms  of  pneumatic  appliances  to  and  in  connection 

"  with  the  wheels,  saddles,  bearings  and  other  parts  of  velocipedes  such  as 

**  bicycles,  tricycles  and  the  like  and  to  other  wheeled  vehicles.     In  applying 

5  "  my  invention  to  the  rim  of  a  wheel  I  adopt  a  simple  and  efficacious  mode  of 

"  securing  and  at  the  same  time  protecting  the  inflated  pneumatic  tyre  now 

"  commonly  used  in  bicycles  and  tricycles.    As  is  well  known  such  pneumatic 

44  tyres  of  the  ordinary  construction  are  made  and  applied  with  great  labour  and 

44  are  also  subject  to  be  very  easily  injured  by  objects  on  the  road.     According 

10  "  to  my  invention  the  pneumatic  tyre  consists  of  an  annular  hollow  ring  or  bag 

44  of  any  suitable  material  which  is  placed  in  the  groove  of  the  wheel.    I  then 

44  apply  an  annular  split  cover  or  envelope  provided  at  the  joint  with  eyeletted 

"  holes  or  with  hooks  and  eyes  or  with  fasteners  so  that  the  applied  cover  or 

"  envelope  can  be  attached  to  studs  on  the  wheel  rim  or  to  the  spokes,  or  be 

IS  "  connected  by  the  fasteners  so  that  when  the  enclosed  pneumatic  tube  or  bag 

"  is  inflated,  the  said  cover  is  strained  tight  over  the  pneumatic  tyre.    The  cover 

"  keeps  the  pneumatic  tyre  safely  in  position  and  being  made  of  leather,  rubber 

"  or  other  strong  material  thickened  at  the  tread  or  point  of  contact  with  the 

44  rod,  it  acts  as  a  protector  to  the  pneumatic  tyre  and  preserves  it  from  injury 

20  "  and  consequent  collapse.    The  mode  of  securing  the  outer  cover  to  the  rim 

44  viz.  by  means  of  studs,  hooks  and  eyes,  fasteners  and  the  like  enables  the 

44  cover  to  be  applied  and  removed  easily  and  quickly  and  the  points  of  attach- 

44  ment  being  all  equal  and  unyielding  the  strain  on  the  cover  is  equal  all  round 

44  the  tyre.    In  some  cases  instead  of  bringing  the  cover  round  the  back  of  the 

25  "  wheel  rim  as  described,  I  might  bring  the  cover  round  within  the  rim  and 

44  secure  it  to  the  rim  by  inner  fastenings  or  by  expansion  against  the  over* 

44  hanging  sides  of  the  metallic  rim.    I  also  extend  the  pneumatic  principle  by 

44  applying  it  practically  to  the  support  of  the  saddles  of  velocipedes.     Such 

44  saddles  are*  at  present  supported  upon  metallic  springs  but  according  to  my 

30  "  invention  I  support  the  saddle  upon  an  upright,  sliding  in  a  cylinder  and 

44  bedded  upon  an  air  cushion  contained  in  the  said  cylinder.    Stops  are  or  may 

44  be  provided  to  limit  the  rise  and  fall  of  the  saddle.     Instead  of  poising  the 

44  saddle  upon  an  upright  I  might  place  the  saddle  directly  upon  the  air  cushion. 

44  Air  cushions  might  also  be  placed  at  or  near  the  bearings  or  at  the  head  of  the 

35  "  fork  in  bicycles  and  tricycles  or  in  any  suitable  position  interposed  between 

44  the  body  of  the  rider  and  the  bearings  so  as  to  absorb  or  minimise  shocks  and 

44  vibration.    Parts  of  my  invention  as  for  example  the  improvements  relating 

44  to  pneumatic  tyres  and  those  relating  to  the  means  for  absorbing  vibration  are 

44  applicable  also  to  vehicles  other  than  velocipedes." 

40      The  Complete  Specification,  as  amended  in  accordance  with  the  decision  of 

the  Chief  Examiner,  dated  the  2nd  of  May  1899,  was,  so  far  as  material,  as 

follows : — 44  My  said  invention  relates  to  the  application  of  different  forms  of 

44  pneumatic  appliances  to,  and  in  connection  with  the  wheels,  saddles,  bearings, 

44  and  other  parts  of  velocipedes,  such  as  bicycles,  and  tricycles,  and  the  like  and 

45  M  to  other  wheeled  vehicles. 

44  In  applying  my  invention  to  the  rim  of  a  wheel  I  adopt  a  method  of 

44  attaching  thereto  the  inflated  pneumatic  tyre  now  used  on  bicycles  and  tri- 

44  cycles,  which  method  shall  enable  the  said  tyre  to  be  quickly  and  easily 

44  attached  to  and  removed  from  the  rim  whereby  repairs  can  be  easily  and 

50  "  rapidly  accomplished. 

44  The  aforesaid  pneumatic  tyre  consists  of  two  main  parts ;  firstly  an  air  tight 

44  tube  generally  composed  of  rubber  having  attached  a  pipe  for  inflation  this 

44  tube  lying  in  the  rim  of  the  wheel ;  and  secondly  an  outer  covering  or  jacket 

44  generally  composed  of  rubber  and  canvas  which  envelopes  and  protects  the  air 

55  "  tight  tube  and  is  fastened  to  the  rim  of  the  wheel.    This  covering  or  jacket  is 
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44  in  the  form  of  an  annular  split  tube  or  band,  the  pipe  for  inflating  the  air 
"  tight  tube  passing  through  a  hole  in  the  jacket  when  necessary  and  through  a 
"  hole  in  the  rim  and  having  attached  a  valve  or  its  equivalent  to  retain  the  air 
"  in  the  tube. 

"  On  inflating  the  inner  tube  the  jacket  being  attached  to  the  rim  as  herein-  » 
"  after  mentioned  the  tyre  is  held  in  its  position  on  the  rim.    I  make  provision 
"  for  protecting  the  inner  tube  or  the  jacket  from  damage  against  the  rim  by 
"  suitable  padding  placed  where  necessary,  and  form  the  tyre  generally  so  as  to 
"  obtain  as  much  resiliency  as  possible. 

"  To  render  my  invention  more  easily  understood  I  have  attached  hereunto  10 
"  four  sheets  of  drawings  to  which  I  will  refer  in  the  course  of  the  following 
44  description. 

"  Referring  to  the  said  drawings. 

"  Figure  1  shows  a  section  of  rim  and  tyre,  a  is  the  rim  of  the  wheel,  d  studs  in 
u  the  rim  formed  of  one  piece  of  metal  these  studs  hooking  into  the  jacket  /  1$ 
"  behind  the  ring  b  which  runs  along  the  edges  of  the  jacket.  One  of  the  edges 
"  b  is  shown  hooked  and  the  other  free ;  c  is  the  canvas  cemented  over  die 
44  whole  of  the  inside  of  the  jacket  and  brought  over  the  rings  b  which  it  thus 
44  firmly  secures ;  e  is  a  strip  of  rubber,  leather  or  other  material  cemented  or 
44  otherwise  fastened  on  the  rim  to  protect  the  inflation  tube  h  from  injury,  k  20 
44  are  the  spokes  of  the  wheel. 

•  "  Figure  2  shows  the  rim  a  with  one  row  of  studs  d  the  stud  being  bolted  to 
44  the  rim  by  a  nut  n. 

44  Figure  4  is  a  perspective  view  showing  a  punched  and  raised  up  stud  d,  a 
44  being  the  rim  ;  the  aperture  left  in  the  rim  by  cutting  out  the  stud  is  not  shown  25 
44  filled  up. 

44  Figure  5  shows  the  rim  a  with  continuous  studs  d  formed  by  bending  down 
44  the  rim  a,  hooks  on  the  jacket  engage  in  d  and  hold  the  jacket  in  .position. 

44  Figure  6  shows  an  under  view  of  the  tyre  placed  on  a  rim  as  at  Figure  2  the 
44  tyre  however  is  not  shown  hooked  on  to  the  studs  ;  a  is  the  rim  of  the  wheel,/  30 
44  the  jacket,  b  the  position  of  the  ring  in  the  edges  of  the  tyre,  d  the  studs  on 
44  the  rim  and  k  the  spokes. 

.  "  Figure  7  shows  the  rim  a  with  the  openings  m  in  which  studs,  with  heads 
44  on  the  jacket  fasten. 

44  Figure  8  shows  an  under  view  of  the  tyre  attached  to  the  rim,  a  is  the  rim  35 
44  of  the  wheel, /the  jacket,  b  the  position  of  the  ring  in  the  edges  of  the  tyre, 
44  bl  hooks  attached  to  the  ring  b  and  engaging  in  the  opposite  edge  of  the  jacket 
44  and  k  the  spokes. 

44  Figure  9  shows  an  under  view  of  the  tyre  attached  to  the  rim,  the  same  as 
44  the  last,  b*  being  a  loop  attached  to  the  ring  b  on  one  side  of  the  jacket  and  40 
44  engaging  in  the  eye  or  stud  bl  which  is  attached  to  the  ring  b  on  the  other 
44  side  of  the  jacket. 

"  Figure  10  shows  the  rim  a  and  jacket/  which  is  fastened  to  the  rim  by 
44  means  of  the  studs  B1  which  engage  in  apertures  at  intervals  cut  in  the  rim  ; 
44  the  edge  of  one  side  of  the  jacket  overlaps  the  other.  -15 

44  Figure  11  shows  the  rim  a  with  studs  d  at  intervals,  /  is  the  jacket  to  which 
44  loops  b2  are  attached  these  loops  engage  in  d  as  shown  on  one  side. 

44  Figure  12  shows  the  rim  a  with  continuous  studs  d  the  jacket  /  engaging  in 
44  these  studs  d  by  curved  studs  or  hooks  b1  on  the  jacket. 

44  Figure  13  shows  the  rim  a,  and  the  stud  bl  fastened  to  the  edge  of  the  50 
44  jacket  /,  the  stud  engaging  in  an  aperture  in  the  rim,  a  nut  n  is  shown 
44  screwed  on  to  the  stud  b  the  edge/2  of  the  jacket  being  placed  under  the 
44  edge/1  which  is  attached  to  the  rim  by  the  stud. 

•*  Figure  14  shows  the  rim  a  and  the  jacket/  the  edges  of  the  jacket  fitting 
44  into  the  rim  and  overlapping.  55 
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44  Figure  15  shows  the  rim  a  in  which  is  a  grooved  band  the  edges  of  the 

44  jacket  having  beads  or  rings  *  thereon  which  engage  in  the  groove  in  the 

"  band  jo  the  edges  of  the  jacket  being  also  overlapped. 

"  In  applying  the  split  cover  which  is  placed  over  the  inflation  tube,  which 

5  "  cover  I  term  the  jacket,  by  my  improved  means  of  attachment  I  fasten  it  to 

44  the  wheel  rim  in  the  following  manner. 

44  On  the  outside  of  the  rim  that  is  the  part  towards  the  hub  of  the  wheel, 
44  I  place  projecting  studs  or  their  equivalents,  in  practice  I  have  these  studs 
"  about  one  eighth  of  an  inch  in  diameter  and  projecting  about  three  eighths 

10  "  of  an  inch  and  so  arranged  that  the  jacket  when  hooked  over  them  will  not 
"  be  pulled  off  by  the  inflation  of  the  tyre.  These  studs  extend  at  intervals 
"  along  the  whole  circumference  of  the  rim.  I  find  that  intervals  of  about  two 
"  inches  are  suitable.  The  studs  it  will  be  evident  may  be  obtained  and  applied 
44  in  a  variety  of  ways.    I  may  form  two  rows  of  studs  one  on  each  side  of  the 

15  "  spokes  as  in  d  Figures  1  and  3  preferably  as  near  or  nearer  the  spokes  than 
"  the  edges  of  the  rim  so  as  to  give  a  broad  bearing  of  the  jacket  against  the 
44  rim  in  order  to  prevent  the  entrance  inside  the  tyre  of  water,  mud  or  other 
44  objectionable  matter,  or  I  may  have  one  row  of  studs  preferably  in  the  centre 
"  of  the  rim  and  preferably  at  right  angles  thereto  as  in  d  Figure  2  the  studs 

20  "  being  bolted  screwed  riveted  brazed  or  fastened  to  the  rim  in  any  convenient 
44  manner.  When  I  use  two  rows  of  studs  I  form  them  of  one  piece  of  wire, 
"  I  use  steel  or  brass  the  said  wire  passing  through  a  hole  in  one  side  of  the 
44  rim  following  the  shape  of  the  rim  and  passing  out  at  a  similar  hole  in  the 
"  opposite  side  of  the  rim,  as  at  d  Figure  1 ;  these  studs  project  at  right  angles 
I  25  "  to  the  rim  or  are  bent  inwards  towards  each  other  in  order  to  prevent  any 
)  "  tendency  of  the  jacket  to  pull  off  when  the  tyre  is  inflated,  or  I  may  also  form' 

"  the  studs  from  a  part  of  the  rim  itself  by  cutting  or  punching  and  raising  up 
"  the  metal  in  a  well  known  manner  as  at  d  Figure  3. 

"  The  punched  out  spaces  may  be  closed  or  filled  up  in  any  suitable  manner. 

30  "I  may  form  the  studs  by  bending  down  the  edges  of  the  rim  as  at  d 
44  Figure  5. 

"  In  this  case  the  studs  are  combined  into  one  continuous  stud  on  each  side' 
"  of  the  rim.    I  prefer  to  manufacture  these  elongated  studs  slightly  curved 
44  in  section  as  shown  at  a  Figure  5  so  as  to  reduce  the  possibility  of  damage  to 

35  "  the  jacket. 

44  The  jacket  is  fastened  to  the  rim  as  shown  in  Figures  1,  2,  3,  by  means  of 
44  the  studs  which  are  passed  through  loops  or  rings  attached  to  the  edges  of  the 
44  jacket  or  through  openings  preferably  eyeletted  in  the  edges  of  the  jacket.' 
44  The  inner  tube  is  then  inflated  and  the  pressure  on  the  jacket  keeps  the  whole 

40  "  tyre  firmly  in  position.  In  order  to  prevent  the  edge  of  the  jacket  tearing 
44  when  the  tyre  is  inflated  I  place  a  ring  of  metal  or  of  strong  cord  of  a  diameter 
44  of  about  one  eighth  of  an  inch,  in  the  edges  of  the  jacket  throughout  its  length 
44  as  at  b  Figure  1,  this  ring  I  attach  to  the  jacket  by  cementing  canvas  by 
44  preference  over  it  the  canvas  layer  usually  cemented  to  the  inside  of  the' 

45  "  jacket  as  shown  in  c  Figure  1,  or  I  attach  the  ring  by  sewing  or  in  any  other 
44  convenient  manner.  This  ring  when  the  jacket  is  attached  to  the  outside  of 
44  the  rim  I  usually  make  as  an  endless  band.  When  I  do  not  insert  this  ring  in 
44  the  edges  of  the  jacket  I  strengthen  the  edges  by  cementing  a  piece  or  pieces 
44  of  canvas  about  three  inches  wide  over  their  sides.    When  I  fasten  the  jacket 

50  "  to  the  rim  with  one  row  only  of  studs  as  in  Figure  2  I  serrate  or  recess  the 
44  edges  of  the  jacket  so  as  to  prevent  the  spokes  obstructing  the  fastening  of  the 
44  jacket  to  the  rim,  as  shown  in  Figure  6.    When  I  use  a  rim  as  in  Figure  5 
44 1  attach  to  the  edges  of  the  jacket,  hooks  about  two  inches  apart  preferably' 
44  attached  to  or  formed  from  the  before  mentioned  rings  in  the  edges  of  the 

5$  "  tyre  and  these  hooks  engage  in  the  continuous  studs  as  at  d  Figure  5  and  hold 

2  o 


802 


REPORTS  OF  PATENT,  DESIGN,        [Jnne  11, 1902. 


Birmingham  Pneumatic  Tyre  Syndicate,  Ld.  v.  Reliance  Tyre 

Company. 


5 


10 


20 


25 


44  the  tyre  in  position  when  inflated.    I  also  place  on  or  form  from  the  continuous 
44  studs  *  stops '  projecting  about  £  of  an  inch  or  -ft  of  an  inch. 

"  These  stops  engage  against  the  hooks  that  attach  the  jacket  to  the  rim,  or 

'*  engage  in  the  jacket  in  order  to  prevent  it  '  creeping '  round  the  rim  and 

44  consequent  loss  in  power  when  for  example  the  tyre  is  in  use  on  a  bicycle  or 

44  tricycle  wheel,  or  I  may  accomplish  the  same  object  by  projections  on  the 

"  jacket  engaging  with  openings  in  the  continuous  stud.    The  number  of  stops 

"  is  not  very  material  four  I  find  convenient.     I  sometimes  use  a  modified  form 

"  of  Figure  5  as  shown  at  Figure  5A  in  which  the  studs  are  brodght  back  close 

"  to  the  rim  leaving  just  space  between  them  and  the  rim  to  insert  the  edges  of 

"  the  jacket,  these  said  edges  being  strengthened  and  stiffened  with  canvas  or 

"  with  pieces  of  steel  or  vulcanite  of  about  two  inches  long  and  placed  at 

"  intervals  of  about  six  inches  I  find  suitable,  or  the  edges  are  stiffened  by 

"  other  suitable  means.    Or  I  attach  the  jacket  to  the  rim  by  means  of  studs 

"  with  heads  on  the  jacket  the  studs  being  about  two  inches  apart  preferably  15 

"  attached  to  or  formed  from  the  ring  placed  in  the  edges  of  the  jacket  as 

"  beforementioned  these  studs  engage  in  openings  cut  in  the  rim  the  openings 

44  being  tapering  or  as  shown  in  Figure  7  the  jacket  is  thus  held  firmly  in 

"  position  when  the  inner  tube  is  inflated.    Or  I  attach  hooks  to  the  edges  of 

"  the  jacket  as  beforementioned  and  engage  these  hooks  in  the  spokes.    Or  I 

"  attach  to  one  side  of  the  jacket  studs  at  right  angles  thereto  or  bent  backwards 

44  or  with  heads  and  preferably  attached  to  or  formed  from  the  metal  ring  bef ore- 

"  mentioned  in  the  edges  of  the  jacket,  and  in  or  attached  to  the  other  edge  of 

44  the  jacket, — I  form  openings  in  which  these  studs  engage,  the  rim  of  the 

"  wheel  being  inside  the  jacket.    When  I  use  studs  with  heads  I  usually  make 

"  the  metal  ring  with  loops  and  engage  the  studs  in  these  loops  see  Figure  9.     In 

44  the  cases  where  one  edge  of  the  jacket  is  attached  to  the  other  edge  of  the 

44  jacket  I  serrate  the  edges  in  order  to  avoid  the  spokes  as  shown  at  Figure  6  or 

44  I  sometimes  lengthen  the  studs  as  shown  at  Figure  8  or  lengthen  the  loops  as 

44  shown  at  Figure  9  in  order  to  obtain  the  same  results.    I  may  attach  the 

44  jacket  to  the  inside  of  the  rim  by  methods  very  similar  to  those  hereinbefore 

44  mentioned  for  attaching  the  jacket  to  the  outside  of  the  rim.    I  sometimes 

44  attach  studs  to  the  two  edges  of  the  jacket  the  studs  being  preferably  attached 

44  to  or  formed  from  the  ring  placed  in  the  said  edges  as  beforementioned,  these 

44  studs  engage  in  holes  in  the  rim  as  in  Figure  10  and  might  be  a  considerable 

44  distance  apart,  for  example  as  much  as  twelve  inches. 

44  This  said  ring  when  I  employ  it  on  the  edge  or  edges  of  the  jacket  going 
44  within  the  rim  I  divide  in  one  or  more  places  or  form  with  one  end 
44  telescoping  into  the  other  so  as  to  allow  of  the  jacket  being  easily  put  in  and 
44  taken  away  from  the  rim.  On  one  or  both  edges  of  the  jacket  I  prefer  to  40 
44  bring  the  studs  sufficiently  far  back  from  the  edge  or  edges  of  the  jacket  for 
44  the  said  edges  to  come  up  or  to  overlap  each  other  as  shown  at  Figure  10  or  I 
44  may  use  a  flap  or  flaps  attached  to  the  edge  or  edges  of  the  jacket.  The  object 
44  being  to  give  a  broad  bearing  of  the  jacket  against  the  rim  which  greatly  aids 
44  in  holding  the  tyre  in  position  and  enables  fewer  studs  or  fasteners  to  be  45 
44  used,  and  also  prevents  the  inner  and  inflation  tube  from  being  damaged 
u  against  the  rim.  I  may  attach  the  jacket  to  the  inside  of  the  rim  by  studs, 
44  placed  inside  the  ring  obtained  as  mentioned  for  Figures  1,  2  &  3  but 
44  projecting  only  about  one  eight  or  three  sixteenths  of  an  inch,  these  studs 
44  engage  in  corresponding  apertures  in  the  jacket,  the  studs  being  about  12  50 
44  inches  apart  similarly  as  mentioned  for  Figures  1,  2  &  3.  I  prevent  any 
44  possibility  of  these  studs  damaging  the  inflation  tube  by  cementing  to  the 
u  said  tube  where  it  comes  in  contact  with  the  studs  a  piece  of  rubber  or  leather 
44  or  by  other  equivalent  means.  I  also  in  this  case  bring  back  the  apertures 
44  from  the  edge  or  edges  of  the  jacket  and  overlap  or  bring  together  the  edges  55 
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as  mentioned  in  Figure  10.    Where  I  employ  studs  obtained  by  turning  over 
the  edges  of  the  rim  inwards  at  intervals  I  prefer  to  form  them  as  shown  at 
Figure  11,  and  also  to  engage  these  studs  in  loops  attached  to  the  jacket,  as 
also  shown  in  Figure  11  instead  of  engaging  them  in  openings  in  the  jacket, 
these  studs  or  loops  I  also  use  about  12  inches  apart  and  overlap  or  bring 
together  the  edges  of  the  jacket  in  the  manner  shown  in  Figure  10. 
"  When  I  use  a  continuous  stud  obtained  by  turning  over  the  edges  of  the 
rim  inside  I  may  vary  the  arrangement  in  detail,  for  instance  I  may  fasten  the 
jacket  to  the  rim  as  shown  in  Figure  12  by  studs  on  the  jacket  engaging  in  the 
10  "  stud  formed  by  the  turned  over  edges  of  the  rim  the  edges  of  the  jacket 
overlapping  or  coming  up  to  each  other  in  the  manner  shown  in  Figure  10. 
I  sometimes  fasten  the  jacket  to  the  inside  of  the  rim  by  a  similar  arrange- 
44  ment  as  shown  in  Figures  8  &  9  but  with  the  hooks  or  its  equivalents 
preferably  on  the  inside  of  the  jacket  instead  of  on  the  outside  as  before- 
15  "  mentioned  and  with  one  side  preferably  the  hook  side  cemented  to  the  inside 
44  of  the  rim  in  its  proper  position  the  *  eye '  being  then  passed  over  the  4  hook  * 
"  and  the  tyre  inflated.    I  also  sometimes  attach  one  side  of  the  jacket  to  the 
"  inside  of  the  rim  by  any  of  the  beforementioned  modes  of  attachment  for  the 
"  inside  of  the  rim  and  on  this  said  side  of  the  jacket  place  a  flap  or  its 
20  "  equivalent  as  beforementioned  for  Figure  10  this  flap  or  its  equivalent 
"  I  have  sufficiently  long  to  reach   to  the   opposite  edge  of  the  rim,  and 
"  underneath  this  flap  or  its  equivalent  I  place  the  other  edge  of  the  jacket, 
"  which  has  no  hooks  openings  or  similar  fastenings  for  attachment  to  the  rim 
44  but  is  kept  in  position  by  the  pressure  of  the  other  edge  or  flap  of  jacket  upon 
25  "  it  when  the  tyre  is  inflated,  this  plain  edge  or  its  equivalent  being  brought 
"  under  the  other  edge  for  as  great  a  distance  as  possible  in  order  to  give  it  a 
44  broad  bearing  see  Figure  13.    I  sometimes  cement  the  one  side  of  the  jacket 
44  to  the  rim  instead  of  attaching  it  by  fasteners. 
44  By  a  modification  I  attach  the  jacket  to  the  rim  as  follows  :  inside  the  rim 
30  "  I  place  a  band,  this  band  is  as  wide  as  the  rim  or  nearly  so  and  about  a  quarter 
44  of  an  inch  thick  and  has  two  longitudinal  grooves,  about  one  eighth  of  an 
44  inch  wide  and  one  eighth  of  an  inch  deep  in  its  under  side,  the  band  is 
44  formed  of  rubber  or  rubber  and  canvas  or  of  other  suitable  similarly  flexible 
44  and  elastic  material  and  is  made  in  an  endless  band  or  with  an  attachment  or 
35  "  attachments  by  which  it  can  be  kept  together.    This  band  when  placed  in  the 
44  inside  of  the  rim  and  the  attachments  if  any  made  good  remains  therein, 
44  when  I  form  the  band  as  an  endless  ring  its  inside  diameter  is  not  greater 
44  than  the  outer  diameter  of  the  rim,  it  can  be  of  any  smaller  diameter  provided 
"  the  materials  of  which  the  band  is  made  allow  it  to  be  stretched  on  and  over 
40  "  the  rim,  the  edges  of  the  jacket  are  placed  under  this  grooved  band  and  have  on 
44  their  inside  a  longitudinal  projecting  ring  or  bead  of  rubber  or  other  flexible 
44  material  which  corresponds  and  engages  in  the  beforementioned  groove  in  the 
44  band,  the  edges  of  the  jacket  preferably  overlapping  each  other  (see  Figure 
M  15)  the  inflation  of  the  inner  tube  keeps  the  whole  tyre  firmly  in  position. 
45  "  Instead  of  a  ring  or  bead  on  the  jacket  I  sometimes  use  studs  which  engage 
44  in  the  groove  in  the  band  or  in  corresponding  openings  in  the  band. 

44  Or  I  may  use  a  plain  endless  flexible  band  kept  in  the  rim  by  its  own 
44  elasticity,  the  inside  diameter  of  the  said  band  being  not  greater  than  the 
44  outer  diameter  of  the  rim,  and  plain  edges  to  the  jacket,  passing  the  edges  of 
50  u  the  jacket  under  the  band  &  preferably  over-lapping  them  :  I  rough  or  form 
44  rough  the  under  side  of  the  band  <fc  the  edges  of  the  jacket  as  far  as  they  come 
14  within  the  rim  in  order  to  give  them  a  good  grip  &  for  the  same  purpose  I 
44  also  preferably  cement  a  thin  strip  of  rough  rubber  on  the  inside  of  the  metal 
44  rim.  Or  I  mould  or  form  the  jacket  so  that  its  edges  for  the  width  of  the 
55  M  rim  or  nearly  so  just  fit  into  the  rim  when  the  edges  being  preferably  lapped 
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44  over  each  other,  &  the  inflation  tube  inside  the  jacket  being  inflated,  the  whole 
44  tyre  is  held  firmly  to  the  rim  see  Figure  14  ;  the  circumference  of  the  edges 
44  of  the  jacket  I  mould  or  form  greater  than  the  circumference  around  the 
"  groove  of  the  rim  &  less  than  the  circumference  of  the  extreme  outside  of  the 
44  rim,  a  circumference  about  the  length  of  the  circumference  aronnd  the  groove  5 
"  of  the  rim  plus  half  of  the  difference  between  that  &  the  circumference 
41  around  the  extreme  outside  of  the  rim  I  find  most  suitable  :  the  result  being 
44  that  although  the  tyre  can  be  slipped  into  its  position  in  the  rim  by  hand  yet 
"  when  the  air  tube  is  inflated  &  the  pressure  all  around  the  tyre  is  equal  it 
"  cannot  come  off.    I  prefer  to  use  a  rim  having  a  deep  groove.    When  I  mould  10 
"  the  jacket  so  that  its  edges  are  the  necessary  length  I  strengthen  them  by 
"  cementing  thereto  a  layer  or  layers  of  canvas  or  other  non-elastic  material ;  it 
44  being  understood  that  the  edges  of  the  jacket  must  be  practically  non- 
"  stretching ;  when  I  do  not  mould  the  jacket  so  that  its  edges  are  the  exact 
44  length  I  form  them  the  necessary  size  by  inserting  or  attaching,  preferably  15 
"  about  half  an  inch  from  the  edge,  an  endless  band  of  wire  or  cord  or  other 
"  suitable  material,  this  band  being  the  necessary  length,  or  I  sometimes  sever 
44  the  said  band  &  provide  the  two  ends  thereof  with  hooks  or  other  attaching 
44  arrangement  or  arrangements  such  as  the  well  known  one  with  a  right  &  left 
44  hand  screw ;  the  ends  of  the  band  being  connected  by  a  tool  similar  to  a  pair  80 
44  of  pincers  or  by  a  spanner  or  other  suitable  means  when  the  jacket  is  in  its 
44  position  in  the  rim  :  or  I  may  mould  or  form  one  of  the  edges  of  the  jacket  to 
44  fit  just  into  the  rim  for  the  width  of  the  rim  or  nearly  so,  fastening  the  other 
44  edge  of  the  jacket  to  the  rim  by  any  means. 

44  In  any  of  the  before  mentioned  modes  of  attachment  when  studs  are  used  I  25 
•4  sometimes  cut  a  thread  on  one  or  more  of  the  studs  &  screw  a  nut  on  this  stud 
44  or  studs  when  the  jacket  is  in  its  place  thereby  facilitating  the  manipulation 
44  of  the  tyre.  It  must  be  evident  that  I  can  use  any  one  of  the  before 
44  mentioned  modes  of  attachment  combined  with  any  other  mentioned  mode  of 
44  attachment  or  that  I  may  cement  one  side  of  the  jacket  to  the  rim  attaching  30 
44  the  other  by  any  of  the  before  mentioned  modes. 

44  Having  now  particularly  described  &  ascertained  the  nature  of  my  said 
44  invention  &  in  what  manner  the  same  is  to  be  performed,  I  declare  that  I  am 
44  aware  that  pneumatic  tyre  fastenings  in  which  the  tyre  and  wheel  rim  are 
44  formed  with  interlocking  parts  held  in  mutual  engagement  by  the  agency  of  35 
44  the  internal  air  pressure  have  been  previously  proposed  and  I  make  no  general 
44  claim  to  such  fastenings.  I  would  also  have  it  understood  that  I  make  no 
44  claim  to  the  strengthening  of  the  edges  of  the  jackets  by  metal  rings  or  oords 
44  as  described  with  reference  to  Figures  1,  6,  8  and  9  of  the  drawings,  but  what 
44 1  claim  is  : —  40 

*4  (1)  As  means  for  securing  the  envelopes  or  jackets  of  pneumatic  tyres 
44  in  position  the  employment  of  studs  placed  at  intervals  upon  the  outside 
44  of  the  rim  which  studs  engage  with  apertures  in  the  jacket  or  in  hooks 
44  or  loops  thereon  substantially  as  described  &  illustated  in    Figures  1,  2 

44  and  3.  .  u 

44  (2)  As  a  means  for  securing  the  envelopes  or  jackets  of  pneumatic  tyres  the 
44  use  of  annular  projections  from  the  outsides  of  the  rim  which  engage  with 
44  hooks  on  the  jacket  or  which  hold  the  stiffened  edges  of  the  jacket  between 
44  themselves  and  the  rim,  substantially  as  described  and  shown  in  Figures  5 

44  &  5\  .    ,   * 

44  (3)  For  the  aforesaid  purposes— studs  with  heads  placed  on  the  jacket 

44  engaging  from    the  outside    with   apertures  in   the    rim   substantially  as 

44  described  and  illustrated. 
44  (4)  Hooks  on  the  jacket  engaging  with  the  spokes  of  the  wheel  substantially 

•4  as  described.  •* 
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u  (5)  Hooks  on  one  side  of  the  edge  of  the  jacket  engaging  in  eyes  on  the 
"  other  side  of  the  edge  of  the  jacket,  the  rim  being  either  on  the  inside  or 
"  outside  of  the  jacket  substantially  as  described  and  illustrated. 

"  (6)  Studs  attached  to  the  jacket  engaging  in  openings  on  the  inside  of  the 
5  "  rim  these  openings  being  either  continuous  or  alternate,  substantially  as 
u  described. 

"  (7)  Studs  on  the  inside  of  the  rim  attaching  in  openings  or  hooks  on  the 
u  jacket  substantially  as  described. 

"  (8)  The  attachment  of  the  jacket  to  the  rim  by  means  of  placing  one  side 
10  "  of  the  jacket  under  the  other  side  of  the  jacket,  this  other  side  of  the  jacket 
"  being  fastened  to  the  rim  substantially  as  described. 

u  (9)  The  attachment  of  the  jacket  to  the  rim  by  means  of  placing  one  side 
"  of  the  jacket  under  the  other  side  of  the  jacket,  this  other  side  of  the  jacket. 
"  being  attached  to  the  rim  by  any  means. 
15      "  (10)  The  attachment  of  the  jacket  to  the  rim  by  placing  the  edges  of  the 
"  jacket  under  a  band  in  the  rim  substantially  as  described. 

"  (11)  The  attachment  of  the  jacket  to  the  rim  by  means  of  the  said  jacket 
"  being  moulded,  or  formed  so  that  the  edge  or  edges  of  the  jacket  may  just  fit 
"  into  the  rim  substantially  as  described.1 


i> 


FIG. 6. 


FIG. I. 


20  On  the  16th  of  December  1891  Letters  Patent  (No.  21,989*  of  1891).  were 
granted  to  Sheldon  Harold  Slubbs  for  an.  invention  of  "Improvements^ 'and 
**  relating  te  pnfeuinatic  and  otheir  rubber  tires  for  cycled  and  other  vetiiclee.*4 
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The  Complete  Specification,  as  amended  in  accordance  with  the  decision  of 
the  Comptroller  of  the  2nd  of  July  1897,  was  as  follows :— "  My  invention 
*•  relates  to  improvements  in  pneumatic  and  other  rubber  tires  and  in  the  mode 
"  of  connecting  the  same  to  the  wheels  of  cycles  or  other  vehicles. 

"  In  carrying  my  improvements  into  effect  I  form  a  tire  with  transversely  5 
"  rigid  edges  adapted  to  fit  over  reversely  turned  over  lips  upon  the  edges  of 
"  the  wheel  rim.  These  lips  are  preferably  on  the  under  side  of  the  rim  and 
"  are  turned  back  towards  the  spokes  or  centre,  so  as  to  leave  shallow  grooves 
"  of  suitable  size  to  receive  the  turned  over  ridged  edges  of  the  tire  into  which 
grooves  the  edges  may  be  readily  inserted. 

"  The  rigidity  of  the  edges  of  the  tire  may  be  attained  by  lapping  them  over 
zig-zagged  wire,  for  by  so  doing  I  add  the  least  amount  of  weight  at  the  same 
time  that  I  secure  perfect  rigidity  transversely  and  ample  elasticity  longi- 
tudinally and  so  make  the  said  edges  easily  to  expand  to  allow  of  being 
"  turned  over  out  of  the  way  while  placing  the  tube  on  the  rim. 

'*  And  in  order  that  my  invention  may  be  fully  understood  and  readily 
"  carried  into  effect  I  will  describe  the  accompanying  sheet  of  drawings 
"  reference  being  had  to  the  figures  and  letters  marked  thereon. 
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"  Figures  1  to  3  represent  my  improved- tire.    Figure  1  shows  in  plan  a  part 
of  the  tire  spread  out  with  the  zig-zag  wire  edges  in  the  pockets.    Figure  2  20 
shows  the  improved  tire  or  outer  covering  in  cross  section  with  the  rubber 
attached,  and  Figure  3  is  a  cross  section  of  the  complete  tire  applied  to  a 
wheel  rim. 

"  In  the  drawings — a  designates  the  strip  of  canvas  employed  to  form  the 
base  or  foundation  of  a  tire  the  rigid  edges  being  formed  by  means  of  a  25 
wire  b  bent  either  in  one  continuous  length  or  otherwise  into  a  zig-zag  form 
and  secured  in  position  by  stitches  c. 

"  Figure  3  shows  my  improved  tire  or  outer  band  a  formed  with  transversely 
rigid  edges  applied  to  a  pneumatic  tube  e  on  a  wheel  rim/  which  is  provided 
with  turned  over  lips/1 ;  to  apply  the  tire  or  outer  band  a  it  must  be  placed  30 
in  position  on  the  rim /and  its  rigid  edges  tucked  into  the  grooves  formed  by 
the  lip/1  on  either  side  after  which  it  is  only  necessary  to  fully  inflate  the 
tube  0,  and  the  higher  the  pressure  of  inflation  the  more  securely  will  the 
rigid  edges  of  the  tire  a  be  forced  into  the  holding  grooves  and  locked  under 
the  lips/1.  35 

**  The  effect  of  stitching!  the  zig-zag  wire  into  pockets  of  the  tire  makes  it 
impossible  for  the  tire  or  outer  band  a  to  draw  out  of  the  lips/1  of  the  rim/. 
**  In  my  Provisional  Specification  J  stated  that  when  applying  the  tire  a  to 
the  wheel  rim  I  preferred  to  first  cement  in  position  one  of  the  rigid  edges  in 
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u  order  to  save  trouble  in  fixing.     I  find,  however,  in  practice  that  this  is  not 
"  necessary  although  it  may  be  done  if  desired." 

The  Patentee  claimed  : — "  1.  An  improved  tire  the  outer  band  or  covering  of 
"  which  has  its  edges  stiffened  transversely  by  means  of  zig-zag  wire  substantially 

in  the  manner  herein  set  forth  for  the  purposes  specified. 
2.  The  combination  with  a  tire  formed  with  transversely  rigid  edges,  of 
"  zig-zag  wire  of  a  wheel  rim  with  turned  over  lips  forming  grooves  adapted  to 
u  receive  the  turned  over  rigid  edges  of  said  tire  substantially  as  specified." 

On  the  23rd  of  August  1892  Letters  Patent  (No.  15,163  of  1892)  were  granted 
10  to  the  said  S.  H.  Stubbs  for  an  invention  of  "  Improvements  in  rims  of  cycle 
"  and  other  wheels  and  in  pneumatic  tyres  for  the  same." 

The  Complete  Specification  was  as  follows : — u  My  invention  refers  to  the 

"  tyres  of  cycles  or  other  vehicles  and  my  chief  object  is  to  form  a  complete 

"  light  weight  detachable  pneumatic  tyre. 

15      "  My  improved  tyre  is  stiffened  at  each  edge  by  means  of  a  wire  border 

"  composed  say  of  a  single  length  of  wire  which  is  first  bent  in  a  flat  zig-zag 

"  form  and  then  bent  into  a  continuous  hook  transversely,  the  canvas  or  rubber 

"  covering  is  then  doubled  over  the  wire  and  first  stitched  to  the  back  of  the 

"  continuous  hooked  wire  and  then  along  the  inner  edge  whereby  the  canvas  is 

20  "  securely  fastened  to  the  wire  and  cannot  get  loose  so  long  as  the  stitching 

"  holds.    In  place  of  bending  the  zig-zag  wire  into  a  continuous  hook  previous 

"  to  covering  it  with  canvas,  the  bending  might  be  done  afterwards,  but  it 

"  would  be  necessary  to  stitch  the  canvas  to  the  back  portion  of  the  wire  as 

44  before  mentioned  ;  in  both  cases  the  canvas  or  rubber  may  be  cemented  in 

25  "  addition  to  stitching  it  to  the  wire. 

u  This  improved  tyre  can  be  used  with  any  rim  provided  with  reversely 
"  turned  over  lips. 

w  And  in  order  that  my  invention  may  be  fully  understood  and  readily 
"  carried  into  effect  I  will  describe    the  accompanying  sheet  of  drawings 
30  "  reference  being  had  to  the  figures  and  letters  marked  thereon. 

"  Figs.  1  and  2  represent  two  forms  of  hollow  rims  for  cycle  and  other 
"  wheels  applicable  for  the  purposes  of  my  invention, 

"  Fig.  3  are  two  views  of  a  wire  border  for  a  cycle  tyre  composed  say  of  a 
"  single  length  of  wire  which  is  first  bent  in  a  flat  zig-zag  form  and  then  bent 
35  "  into  a  continuous  hook  according  to  my  invention. 

"  Fig.  4  is  the  outer  band  of  a  wheel  tyre  with  the  two  wire  borders  placed 
"  in  position  upon  it  and  Fig.  5  shows  the  band  turned  over  the  wire  borders 
"  and  secured  by  stitching  and  cementing. 

u  Figs.  6  and  7  represent  the  wheel  rims  shown  in  Figs.  1  and  2  with  a 
40  "  pneumatic  tube  and  outer  band  or  tyre  all  secured  by  the  stiffened  edges  of  the 
u  tyres  to  the  turned  over  lips. 

"  In  Figs.  1  and  2,  a  a  represents  two  hollow  rims  for  cycle  and  other  wheels 
"  made  of  tin  or  other  sheet  metal  or  material  formed  with  turned  over  lips  or 
"  edges  a1 ;  these  edges  serve  to  secure  the  tyre  or  outer  band  in  position  over 
45  "  a  pneumatic  or  other  tube  to  the  rim  a. 

"  Fig.  3  represents  a  wire  border  composed,  say,  of  a  single  length  of  wire  b 
"  bent  in  a  flat  zig-zag  form  and  then  bent  into  a  continuous  hook.  In  Fig.  4 
"  two  of  these  wire  borders  b  are  shown  in  position  on  an  outer  band  of  canvas  c 
"  and  Fig.  5  shows  the  canvas  c  turned  back  over  the  edges  b  and  stitched  at  d 
50  "  some  of  the  stitches  passing  between  the  wires  b  and  effectually  preventing 
"  the  canvas  getting  loose  ;  the  edges  of  the  canvas  are  cemented  down  to  the 
u  other  portion  of  the  canvas. 

u  Figs.  6  and  7  are  views  of  the  hollow  rims  a  shown  in  Figs.  1  and  2,  with 

44  the  fully  inflated  pneumatic  tube  e  and  outer  band  o  with  its  rubber  covering  0* 

55  "  all  scoured  together  by  the  turned  over  edges  6  which  are  hooked  into  the  lips  a*. 
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"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
I  am  aware  that  prior  to  the  date  of  my  application  it  has  been  proposed  to 
use  wheel  rims  having  lips  or  edges  turned  over  as  shown  in  Figs.  1  and  2  of 
the  drawings  accompanying  thiB  Specification  and  I  make  no  claim  per  86  to  5 
such  construction  of  rims,  but  what  I  claim  is  : — 

"  1.  An  improved  tyre  which  has  its  edges  stiffened  transversely  by  zig- 
zagged wires  and  then  bent  into  hooked  form  substantially  in  the  manner 
herein  set  forth  for  the  purposes  specified. 

"  2.  In  combination  a  tyre  or  outer  band  which   has  its  edges  stiffened  10 
transversely  by  zig-zagged  wires  and  a  wheel  rim  with   turned  over  lips 
forming  grooves  adapted  to  receive  the  rigid  edges  of  said  tyre  substantially 
as  specified.1 
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In  1899  the  Birmingham  Pneumatic  Tyre  Syndicate,  Ld.,  in  whom  the 
above  Patents  ha,d  become  vested,  commenced  an  action  against  the  Reliance  15 
Tyre  Company  for  infringement  of  the  same,  and  also  of  Letters  Patent  (No. 
980  of  1892)  granted  to  B.  E.  Phillips,  and  Letters  Patent  (No.  4813  of  1895) 
granted  to  W.  E.  Crowther,  claiming  the  usual  relief.  On  the  28th  of  July 
1900,  an  Order  was  made  that  the  Plaintiffs  should  be  at  liberty  to  withdraw 
their  claim  in  the  action  so  far  as  related  to  Crowther**  Patent,  and  that  the  20 
costs  of  and  occasioned  by  the  amendment,  and  all  costs  thrown  away,  should  be 
the  Defendants'  costs  in  any  event.  At  the  trial  the  Plaintiffs  offered  no 
evidence  as  to  Phillip*?  Patent.  The  pleadings  are  therefore  only  set  out  below 
so  far  as  they  relate  to  Candy* 8  Patent  and  Stubbs'  two  Patents. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged   that  they  were  the  25 
registered  legal  owners  of  the  Patents,  and  that  the  Defendants  had  infringed 
eacb  and  all  of  them.     By  their  Particulars  of  Breaches  they  alleged  (1)  That 
the  Defendants  had,  prior  and  subsequent  to  the  date  of  the  issue  of  the  writ, 
infringed  each  and  all  ofi  the  Patents.    (2)  That  the  Plaintiffs  complained  in  - 
particular  of  the  sales  by  the  Defendants  of  one  pair  of  cyqle  tyres  to.  the  (7<w^  3Q. 
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Cycle  Company,  Ld.,  of  &c,  on  the  13th  of  July  1898,  and  of  a  cycle  tyre  to 
William  Henry  Crump,  of  Ac,  on  the  22nd  of  August  1899.  (3)  That  all  the 
tyres  referred  to  specifically  in  paragraph  2  infringed  the  Patents  in  the 
following  particulars  :—(a),  No.  1088  of  1891,  Claim  5  ;  (6),  No.  21,989  of  1891, 
5  Claim  1 ;  (d),  No.  15,163  of  1892,  Claim  1.  (4)  That  the  Plaintiffs  were  unable 
until  they  obtained  discovery  to  give  further  and  better  particulars  of  infringe- 
ment, but  would  claim  to  recover  full  compensation  in  respect  of  all  such 
infringements. 

The  Defendants,  by  their  Defence,  (1)  did  not  admit  that  the  Plaintiffs  were 

10  the  registered  legal  owners  of  the  respective  Patents  ;  (2)  denied  infringement ; 
and  (3)  alleged  that  the  Patents  were  all  invalid. 

The  Particulars  of  Objections,  as  amended,  were  as  follows  : — 1.  With  respect 
to  Candy's  Patent  (No.  6088  of  1891),  the  Defendants  said  that  they  did  not 
infringe  Claim  5  of  the  said  Patent,  find  that  the  said  Patent  was  invalid  for  the 

15  following  reasons : — (a)  That  disconformity  existed  between  the  Provisional 
and  Complete  Specifications  in  respect  of  the  subject-matter  claimed  in  Claims 
5,  7,  8,  9,  10,  and  11,  and  as  imperfectly  and  vaguely  ascertained  by  the 
corresponding  portions  of  the  descriptive  matter  and  drawings ;  (b)  that  the 
modifications  illustrated  by  Figures  13,  14,  and    15,  and    as    vaguely    and 

20  imperfectly  ascertained  by  the  corresponding  portions  of  the  description  and 
claims,  were  not  useful ;  (c)  that  the  subject-matter  of  Claim  5  was  not  novel, 
but  was  of  general  common  knowledge  and  showed  no  invention  ;  (d)  that  the 
subject-matter  of  Claim  6  was  not  new,  and  that  prior  Patents  for  (inter  alia) 
the  same  invention  had  been  granted  to  George  Henry  Nedderman  (No.  4889  of 

25  1891)  and  William  Qolding  (No.  5667  of  1891),  the  Plaintiffs  being  referred  to 
the  whole  of  Nedderman's  Specification  and  to  sheets  3,  5,  and  6  of  the 
drawings  annexed  to  Golding's  Specification,  together  with  the  corresponding 
portions  of  the  description  and  claiming  clauses  ;  (e)  that  the  subject-matter  of 
Claim  7  was  not  new,  and  that  a  prior  Patent  for  (inter  alia)  the  same  invention 

30  had  been  granted  to  George  Henry  Nedderman  (No.  4889  of  1891),  the  whole  of 
the  Specification  being  referred  to,  and  to  William  Guiding  (No.  5667  of  1891), 
reference  being  had  to  sheets  3, 5,  and  6  Ci  the  drawings  and  to  the  corresponding 
portions  of  the  description  and  claims  ;  (/)  that  the  subject-matter  of  Claim  11, 
as  far  as  could  be  ascertained  from  the  vague  description  in  the  body  of  the 

35  Specification,  was  not  new,  and  that  prior  Patents  for  (inter  alia)  the  same 
invention  had  been  granted  to  C.  K.  Welch  (No.  14,563  of  1900),  reference 
being  had  to  all  portions  of  Welch's  Specification  and  claims  which  deal  with 
tyre  covers  having  inextensible  edges,  to  G.  H.  Nedderman  (No.  4889  of  1891), 
and  to  W.  Golding  as  aforesaid ;   (g)   that  the  Specification  and  claims  were 

40  vague  and  misleading,  did  not  differentiate  old  matter  from  new,  were  not 
prepared  bond  fide  and  with  reasonable  skill  and  knowledge,  and  did  not 
disclose  any  invention  constituting  fit  and  proper  subject-matter  for  a  Patent. 

2.  With  regard  to  Stubbs'  Patent  (No.  21,989  of  1891),  the  Defendants  said  that 
they  did  not  infringe  Claim  1  of  the  said  Patent,  and  that  the  said  Patent  was 

45  invalid  for  the  following  reasons  : — (a)  That  the  alleged  invention  set  forth  in 
the  Specification  and  claims  of  the  said  Patent  was  not  new,  but  had  been 
anticipated  by  prior  publication  of  the  Specification  annexed  to  Patent  No. 
4889*  of  1891,  granted  to  G.  H.  Nedderman,  the  whole  of  the  said  Specification 
being  referred  to  ;  (b)  that  a  prior  Patent  (No.  5667  of  1891)  for  (inter  alia)  the 

50  same  invention  was  granted  to  William  Golding,  reference  being  had  to  sheets 

3,  5,  and  6  of  the  drawings  and  the  corresponding  portions  of  the  descriptive 
matter  in  the  Specification  annexed  to  the  said  William  Golding's  Patent ; 
(c)  that  a  prior  Patent  for  (inter  alia)  the  same  invention  had  been  granted 
to  Frank  Pullen  Candy  (No.  6088  of   1891),  reference  being  had  to  thV 

55  whole    of    the    Specifications   and    drawings    attached    to   the   sai^  ,Pate^|[ 
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(d)  that  a  prior  Patent  for  (inter  alia)  the  same  invention  had  been 
granted  to  William  James  (No.  J  1,364  of  1891),  reference  being  had  to 
the  whole  of  the  Specifications  and  drawings  attached  to  the  said  Patent; 

(e)  that    a    prior    Patent   for    (inter   alia)    the    same  invention    had    been 
granted  to  Thomas  B.  Jeffrey  (No.  15,571  of  1891),  reference  being  had  to  the  5 
subject-matter  of  Claims  1  to  6  in  the  Specification  of  the  said  Patent  and  to  the 
descriptive  matter  and  drawings  referring  thereto  ;  (/)  that  a  prior  Patent  for 
(inter  alia)  the  same  invention  had  been  granted  to  Enoch  Siltberg  (No.  15,622 
of  1891),  reference  being  had  to  Figs.  1  and  2  of  the  drawings  in  the  Specifica- 
tion  of  the  said   Patent  and  to  the  corresponding  description  and  claims  ;  10 
(g)  that  the  alleged  invention  set  forth  and  claimed  in  the  Specification  of  the 
said  Patent  of  S.  H.  Stubbs  was  not  fit  and  proper  subject  matter  for  a  Patent 
and  was  of  general  common  knowledge  at  the  date  thereof.    4.  With  respect  to 
Stubbs'  second  Patent  (No.  15,163  of  1892)  the  Defendants  denied  that  they  had 
infringed  Claim  1,  and  said  that  each  of  the  claims  of  the  said  Patent  was  15 
invalid  for  the  following  reasons  : — (a)  that  the  alleged  invention  set  forth  in 
the  Specification  and  claims  of  the  said  Patent  was  not  new  at  the  date  thereof, 
bat  had  been  anticipated  by  prior  publication  of  the  Specification  of  Patent  No. 
4889#  of  1891,  granted  to  O.  H.  Nedderman,  the  whole  of  the  said  Specification 
being  relied  on  ;  (b)  by  prior  publication  of  the  Specification  of  John  Dring  20 
(No.  6542  of  1891),  reference  being  had  to  the  examples  of  hollow  rims  therein 
illustrated  by  Figs.  1,  3,  and  5,  and  set  forth  by  the  corresponding  letterpress 
and  of  the  Specification  of  W.  Golding  (No.  5667  of  1891),  reference  being  had 

to  Sheets  3,  5,  and  6  of  the  drawings  with  the  corresponding  descriptive  matter  ;     . 
(c)  by  prior  publication  of  the  Specification  of  F.  P.  Candy  (No.  6088  of  1891),  25 
reference  being  had  to  the  whole  of  the  Specification  ;  (d)  by  prior  publication 
of  the  Specification  of  W.  James  (No.  11,364  of  1891),  reference  being  had  to 
the  whole  of  the  Specification  ;  (e)  by  prior  publication  of  the  Specification  of 
Thomas  B.  Jeffrey  (No.  15,571  of  1891),  reference  being  had  to  Claims  1  to  6 
of  the  Specification  and  to  the  corresponding  descriptive  matter  and  illustrative  30 
drawings ;   (J)  by  prior  publication  of  the  Specification  of  Enoch  Siltberg 
(No.  15,622  of  1891),  reference  being  hafd  to  Figs.  1  and  2  of  the  drawings  and 
to  the  corresponding  descriptive  matter ;  (g)  that  a  Patent  of  prior  date  (No. 
21,989  of  1891)  had  been  granted  in  respect  of  the  same  invention  to  S.  H. 
Stubbs,  the  whole  of  the  Specification  annexed  to  the  said  Patent  being  referred  35 
to  ;  (h)  that  a  Patent  of  prior  date  for  (inter  alia)  the  same  invention  was 
granted  to  R.  E.  Phillips  (No.  980  of  1892)  reference  being  had  to  the  whole  of 
the  Specification  of  the  said  Patent ;  (i)  that  a  Patent  of  prior  date  for  (inter 
alia)  the  same  invention  was  granted  to  W.   Golding  (No.  4265  of  1892), 
reference  being  had  particularly  to  Figs.  57  and  58  of  the  drawings  attached  40 
to  the  Specification  and  to  the  corresponding  descriptive  matter  and  claims,  and 
also  to  all  figures  of  the  drawings  in  which  hollow  wheel  rims  are  shown 
together  with  the  corresponding  description  and  claims ;  (J)  by  prior  public 
user  of  the  alleged  invention  by  the  said  S.  H.  Stubbs,  at  Percival  Street,  Birch 
Lane,  Longsight,  Manchester,  and  in  the  neighbourhood  thereof,  during  the  45 
months  of  April,  May,  June,  July,  and  the  earlier  part  of  August  1892  ;  (&)  the 
Defendants  said  also  that  the  Patent  was  invalid  by  reason  of  the  title  being 
larger  than  and  different  from  the  invention  ascertained  and  claimed  in  the 
body  of  the   Specification,  and  also   by  reason  of  the  insufficiency  of  the 
Specification    in    failing    to    discriminate    what    was    alleged    to    be    new  50 
from    what    was    old ;     that  the    claims    were  ambiguous ;    and    that    the 
Specification  disclosed  no  invention  which  was  good  subject-matter  for  a 
Patent;    (J)    the    alleged    invention  described    in   the   Specification    of  the 
eai(T  Patent  was  not  new  but  was  of  general  common  knowledge  at  the 
dale  thereof.  65 
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The  Complete  Specification*  of  Welch's  Patent  concluded  with  18  claims. 

For  the  purpose  of  this  report  the  following  claims  are  important : — u  1.  A  rubber 

"  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  in  combination 

"  with  two  wires  inserted  through  the  sides  of  the  same  for  securing  it  to  the 

5  "  metal  rims  or  felloes  substantially  as  herein  described.    12.  Making  the 

44  endless  wires  or  cores  for  securing  the  covering  or  protecting  tyre  of  smaller 

{  "  circumference  than  the  edges  of  the  rim  or  felloe  in  combination  with  an 

I  "  inner  inflatible  tyre  whereby  the  wires  or  cores  are  placed  and  held  in 

44  position  by  the  pressure  of  air  substantially  as  described  with  reference  to 

10  "  Figs.  15, 16,  and  17  of  the  drawings.    13.  The  method  of  placing  the  securing 

44  wires  or  cores  with  the  tyres  on  the  metal  rim,  namely — by  holding  the  two 

44  wires  or  cores  together  and  placing  them  round  the  bottom  of  the  concave 

44  groove  until  the  remainder  can  be  forced  over  the  edge  in  combination  with 

44  an  inner  inflatible  tyre  whereby  the  outer  covering  or  protecting  tyre  is  held 

15  "  or  forced  into  its  place  on  the  rim  substantially  as  herein  described  with 

44  reference  to  Figs.  15  and  18  of  the  drawings." 

The  alleged  infringements  will  be  found  described  below  in  Mr.  Dugald 

Clerk* 8  evidence  and  in  the  judgment. 

A.  J.  Walter \  H.  A.  McCardie,  and  J.  H.  Ghray  (instructed  by  Vallance  and 

20  Vallance,  agents  for  Herd  and  Nutt,  of  Birmingham)  appeared  for  the  Plaintiffs ; 

Edmunds,  K.C.,  and  D.  Fulton  (instructed  by  Kingsbury  and  Turner,  agents 

for  W.  H.  Todd,  of  Manchester)  appeared  for  the  Defendants. 

Walter,  for  the  Plaintiffs. — The  action  is  now  on  four  Patents,  and  it  will  be 
more  convenient  to  take  the  Plaintiffs'  case  on  the  different  Patents  separately. 
25  First,  as  to  Candy ^  when  it  was  applied  for  Welches  and  BartleWs  Specifications 
were  unpublished,  and  the  only  pneumatic  tyres  on  the  market  were  cemented 
!  on  round  the  rims.    A  question  of  disconformity  is  raised,  and  it  is  therefore 

necessary  to  consider  the  Provisional  Specification.    In  it  the  Patentee  said  that 
he  was  going  to  make  the  outer  cover  of  an  annular  split  form,  and  to  fasten  it 
30  to  or  round  the  outside  of  the  rim  ;  or  he  might  put  it  inside  the  rim,  and  secure 
j  it  to  the  rim  by  inner  fastening,  or  by  expansion  against  the  overhanging  sides 

J  of  the  rim — that  is,  by  the  pressure  of  the  air  locking  it  against  the  rim.     [The 

Complete  Specification  and  the  drawings  were  then  referred  to.]  Figure  14  corres- 
ponds to  the  last  mentioned  part  of  the  Provisional  Specification,  the  edges  of 
35  the  cover  overlapping  inside  the  rim.    As  to  infringement,  Claim  5  is  the  one 
alleged  to  be  infringed ;  the  Defendants'  tyre  has  hooks  on  both  sides,  instead 
of  hooks  and  eyes,  and  is  placed  inside  the  rim.    It  is  the  same  practically  as 
Figures  8  and  9  of  the  Specification.     There  is  no  mechanical  distinction.     In 
Figure  9  a  hook  and  a  loop  is  shown,  and  the  Defendants  have  only  cut  away  one 
40  side  of  the  loop.    The  second  alleged  infringement  is  really  the  same  thing.    As 
to  the  Particulars  of  Objections,  Nedderman,  Qolding,  and  Welch  had  not  been 
published  at  the  date  of  Candy's  application*    {Edmunds,  K.C. — They  are 
relied  on  as  prior  grants.]     The  Specification  contains  a  disclaiming  clause, 
which  is  important. 
45      Messrs.  Dugald  Clerk  and  Adams  were  called  as  witnesses  for  the  Plaintiffs. 
Mr.  Dugald  Clerk  said  that  the  Patentee  had  three  main  ideas ;  first,  fastening  the 
outer  cover  by  hooking  it  to  the  rim,  e.g.,  by  means  of  studs ;  secondly,  attaching 
one   edge  of  the  cover  to  the  other  by  hooking  or  by  studs ;  and,  thirdly, 
securing  the  edges  in  some  way  by  overlapping  them  and  by  the  air  pressure. 
50  That  the  Defendants'  first  alleged  infringement  (D.C4)  had  both  edges  of  the 
cover  formed  with  a  continuous  wire  hoop,  made  of  steel  wire  zig-zagged,  and 
then  bent  over  to  form  the  hook  portion  and  sewn  up  in  canvas,  the  hooped 
|  edges  being  flexible  circumferentially  but  rigid  transversely.     The  hooks  were 

p  i> 

I  *  &*  H  RJ\0.  532. 
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arranged  in  opposite  directions,  so  that  one  edge  could  hook  into  the  other. 
The  second  alleged  infringement  was  the  same,  except  that  instead  of  the  steel 
wire  there  was  a  strip  of  metal  punched  out  to  form  a  zig-zag  edge.  In  cross- 
examination  he  said  that  Figures  8  and  9  only  illustrated  Claim  5.  The 
Defendants  had  not  taken  these  precisely,  as  these  showed  the  cover  outside  the  5 
rim,  not  inside  ;  but  the  Patentee  stated  that  they  might  go  inside.  The 
Defendants  had  the  essentials  of  those  figures,  and  their  continuous  hooks  might 
be  an  improvement;  in  Figures  8  and  9  the  hooks  were  at  intervals.  Mr. 
Adams  gave  evidence  as  to  having  ridden  tyres  made  as  shown  in  Figures 
13,  14,  and  15.  During  his  cross-examination  of  Mr.  Clerk,  Edmunds,  K.C.,  10 
proposed  to  put  questions  to  the  witness  on  the  unamended  Specification,  to 
show  what  the  Patentee  meant  by  "  overhanging  sides,"  and  referred  to  Moser 
v.  Marsden  (13  R.P.C.  24),  and  particularly  Lord  Watson's  judgment  at  page 
31.  Walter  objected,  and  contended  that  the  point  had  been  decided  in  his 
favour  by  Wills,  J.,  in  Palmer  Tyre,  Ld.  v.  Pneumatic  Tyre  Company,  Ld.  15 
(16  R.P.C.  451,  at  page  478).  The  evidence  was  admitted  de  bene  esse. 
The  question  being  argued  later,  Walter  said  that  the  Comptroller  now  reserves 
to  himself  the  right  to  print  the  parts  amended  in  their  original  form,  so  as  to 
show  the  unamended  form,  if  he  thinks  fit.  At  all  events  reference  could  only 
be  made  to  the  original  claims.  In  the  particular  case  he  did  not  object  to  the  20 
reference  to  the  unamended  Specification,  but  submitted  that,  as  a  matter  of 
principle,  it  ought  not  to  be  allowed.  It  will  be  seen  from  the  judgment  that,  in 
view  of  the  construction  which  Byrne,  J.,  put  on  the  Provisional  Specification, 
a  decision  on  this  point  was  not  given. 

Walter  opened  the  Plaintiffs'  case  on  Stubbs'  Patents. — Stubbs'  Patent  of  1891  25 
is  alleged  to  be  invalid  on  the  ground  of  want  of  novelty,  want  of  subject- 
matter,  and  prior  grant.  [The  Complete  Specification  was  read.]  The  feature 
of  the  invention  is  the  transverse  rigidity  coupled  with  the  longitudinal 
extensibility.  Stubbs*  Patent  of  1892  was  applied  for  before  the  publication  of 
his  Patent  of  1891,  which,  therefore,  cannot  anticipate  it.  It  has  also  zig-zagged  30 
wire,  but  with  hooks  provided.  It  possesses  also  the  quality  of  transverse 
rigidity.  The  tyre  is  claimed  separately  as  well  as  in  combination  with  the 
rim.  The  Defendant  takes  Fig.  5  absolutely.  The  Patent  of  1891  is  no  prior 
grant  of  the  invention  claimed  in  the  Patent  of  1892. 

Messrs.  Dugald  Clerk  and  James  were  then  called  as  witnesses  for  the  Plaintiffs.  35 

Walter  said  that  he  would  offer  no  evidence  on  Phillips'  Patent. 

Edmwixds,  K.C.,  opened  the  Defendants'  case. — The  Defendants  have  not 
infringed  Claim  5  of  Candy's  Patent  as  alleged ;  but,  if  what  they  have  done  is 
an  infringement  of  that  claim,  then  it  is  submitted  that  it  is  not  covered  by  the 
Provisional    Specification.     Further,    there    is    disconformity    by    reason    of  40 
Figs.  14  and  15  not  being  within  the  Provisional  Specification,  and  the  Patent 
is  invalid  on  account  of  the  non-utility  of  some  of  the  claims.    Claim  5  is 
purposely  drawn  up  as  a  claim  for  a  specific  thing  ;  there  could  be  no  invention 
if  it  were  a  general  claim  for  fastening  by  hooks  and  eyes.    One  can  only  get 
from  the  Figures  to  which  that  claim  relates  to  the  Defendants'  device  by  greatly  45 
multiplying  the  hooks,  covering  up  with  canvas  and  turning  up  the  edges,  and 
even  then  there  would  be  the  difference  that  in  the  Defendants'  tyre  the  edges 
are  turned  up  in  different  directions.    The  Plaintiffs  are  bound  to  say  that 
Candy  includes  putting  a  tyre  with  hooking  edges  inside  the  rim,  such  tyre 
having  no  other  mode  of  attachment  to  the  rim.     Candy  when  putting  the  tyre  50 
inside  the  rim  cements  it  to  the  rim,  and  except  in  Figs.  14  and  15  there  is  no 
tyre  shown  inside  the  rim  without  actual  attachment  to  the  rim.    As  to  dis- 
conformity, in  the  Provisional  Specification  the  tyre  when  inside  the  rim  is  to 
be.secai»cUio4t^  -Th*  words-  "overhangmg^srdes  of-  the  ^lretadltc^rt^I,*  ttdTfer 
refer  to  anything  now  in  the  Complete  Specification,  but  to  figures  struck  out  55 
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on  amendment.  Fig.  15  is  in  no  way  foreshadowed  in  the  Provisional  Specifi- 
cation. As  to  the  Stubbs'  Patents,  the  principal  question  on  these  is  the 
meaning  of  the  claims.  In  both  of  Stubbs'  Patents  the  exclusive  purpose  of 
the  edges  is  that  they  should  be  inserted  in  grooves  in  the  rim,  not  merely  be 
5  used  for  the  purpose  of  inter-hooking.  In  any  case  the  Defendants'  edges  are 
turned  over  different  ways,  not  on  both  the  same  side. 

William  Edward  Crowther  was  then  called.      Holroyd  Smith  also  gave 
evidence  for  the  Defendants. 

Edmunds,  K.C.,  summed  up  the  Defendants'  case. — As  to  Candy,  Claim  11 

10  corresponds  only  to  that  part  of  the  Specification  which  describes  Fig.  14.     The 

Provisional  Specification  only  covers  "  expansion  against  the  overhanging  sides 

%iof  the  metallic  rim."    There    is,  therefore,  disconformity   as    to  Fig.   14. 

Furthermore,  as  regards  the  endless  wire  in  the  edge  of  the  cover,  there  was  a 

prior  grant  of  this  invention  to   Welch.    There  is  also  inutility ;  Fig.  13  is 

15  unworkable.    In  any  case  it  is  submitted  that  the  Defendants  do  not  infringe 

Candy.    Claim  5  is  that  alleged  to  be  infringed,  but  the  Defendants  have  not 

hooks  engaging  in  eyes.    As  to  Stubbtf  Patents,  the  first  claim  in  each,  being 

the  claims  alleged  to  be  infringed,  is  limited  by  the  words  "for  the  purposes 

4*  specified."    The  zig-zagged  wire  is  not  claimed  per  se,  but  the  claim  is  for  a 

80  special  arrangement,  which  the  Defendants  have  not  got. 

Walter,  in  reply. — There  are  three  classes  of  tyres  indicated  in  Candy's 
Provisional  Specification.    First,  that  where  the  tyre  has  its  edges  hooked  on 
to  either  side  of  the  rim  ;  secondly,  where  the  two  edges  are  hooked  together, 
either  inside  or  outside  the  rim ;  and,  thirdly,  where  the  cover  is  attached  to  the 
25  rim  by  the  expansion  of  the  inner  tube.     It  is  said  that,  in  the  Complete 
Specification,  tyres  of  the  second  class  and  within  the  rim  are  excluded  unless 
one  edge  is  fastened  to  the  rim  by  cement  or  some  other  fastening.     Infringe- 
ment of  the  second  class  is  clear.     It  is  said  that  the  Defendants  have  not 
the   hooks  and  eyes,  claimed  in  Claim  5,  as  described  and  illustrated ;   but 
30  exactly  the  same  function  is  performed.    It  is  admitted  that  if  one  edge  were 
I  cemented  to  the  rim  there  would  be  infringement.     The  Patentee  says  that  the 

■  tyre  may  be  fastened  inside  the  rim  by  similar  methods  to  those  used  when  it  is 

1  outside,  and  there  is  no  limitation  which  excludes  a  tyre  fastened  as  described 

but  without  one  side  cemented  to  the  rim.     Candy  was  the  first  person  to 
35  describe  fastening  on  a  tyre  by  interlocking  hooks,  either  outside  or  inside  the  rim. 
Figure  15  is  within  the  Provisional  Specification.    It  is  the  converse  of  Figure  1, 
which  is  admittedly  within  it.    There  is  a  hooking  action.    If  p  in  Figure  15  had 
the  projections  on  it,  and  the  holes  were  in  the  cover,  that  would  be  Figure  1 
put  inside  the  rim.     Also,  it  is  said  that  the  Patentee  contemplated  nipping  the 
40  cover  against  the  rim  by  the  air  pressure,  but  only  when  the  edges  of  the  rim  are 
bent  over  to  form  a  dovetail.  In  one  of  the  figures  in  the  unamended  Specification, 
which  are  admitted  to  be  within  the  Provisional  Specification,  there  is  nothing  but 
a  locking  against  the  rim.    In  the  description  of  Figure  14  the  Patentee  says 
that  he  prefers  to  use  a  deep  groove ;  also,  the  edges  are  preferably  lapped  over 
45  one  another.    There  is  no  overlapping  in  Welch,  which  is  not  a  prior  grant  of 
this  invention.    The  Patentee  realised  that  by  the  tyre  overlapping  or  abutting 
against  the  rim  he  might  get  it  to  hold  on  by  the  air  pressure.     {Edmunds,  K.C. 
— Figure  14  is  always  described  with  non-elastic  edges.]     If,  in  addition  to  the 
air-lock,  a  wire  is  used,  Welch  has  no  such  combination  as  that.    There  has 
50  been  no  decision  on  the  question  of  prior  grant.     {Fulton  referred  to  Rose's 
Patents  Company,  Ld.  v.  Frederick  Braby  &  Co.,  Ld.  (11  R.P.C.  198,  at  page 
217),  and  Mica  Insulator  Company  v.  Electrical  Company,  Ld.  (15  R.P.C.  489), 
>  in  which  case  Kekewich,  J.,  said  that  he  would  have  held,  the  Patent  bad  on  that 

ground  if  there  had  been  in  fact  a  prior  grant]     In  the  first  case  the  point  was 
;  55,.  not  pleaded,  and  in  the  second  it  was  not  decided  that  prior  grant  is  a  good 
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defence.  At  all  events  it  is  necessary  to  show  that  the  grant  is  the  same  ;  the 
fact  that  a  prior  Patent  is  used  does  not  constitute  a  prior  grant.  There  is  no 
claim  in  Welch  which  covers  what  is  claimed  in  Candy.  Figures  1,  6,  8,  and  9 
are  the  only  ones  in  which  there  could  be  wires,  and  the  disclaimer  covers  those 
figures.  As  to  the  words  "  overhanging  sides,"  in  the  Provisional  Specification,  5 
expansion  against  the  edges  of  the  rim  does  not  limit  the  Patentee  to  edges 
which  turn  over  so  as  to  form  a  dovetail.  But  even  if,  according  to  the 
Provisional  Specification,  the  edges  were  to  be  turned  over,  it  was  not  an 
invention  to  leave  that  out,  and  the  omission  of  it  is  not  disconformity.  As  to 
Stubbs*  Patents,  Candy  does  not  anticipate  them;  he  has  no  edge  with  10 
transverse  rigidity  and  longitudinal  extensibility.  As  to  infringement,  each 
Patent  has  two  claims,  one  for  the  tyre,  the  other  for  the  combination  of  tyre 
and  rim  ;  but  the  Defendants,  in  effect,  say  that  there  can  be  no  infringement 
unless  the  tyre  is  used  in  the  combination.  The  "  purposes  specified  "  are  the 
transverse  rigidity  and  the  longitudinal  elasticity.  Stubbs'  first  Patent  does  not  15 
anticipate  his  second,  for  it  was  not  published  at  the  date  of  the  application  for  the 
latter.    It  could  only  be  relied  on  as  a  prior  grant,  but  it  has  not  the  same  device. 

Judgment  was  reserved  and  delivered  the  15th  of  March  1902. 

Byrne,  J. — This  is  an  action  to  restrain  infringement  of  Patents  belonging 
to  the  Plaintiffs,  and  those  alleged  to  be  infringed  are  No.  6088  of  1891,  20 
granted  to  Candy,  and  Nos.  21,989  of  1891  and  15,163  of  1892,  granted  to  Stiibbs. 
The  Defences  are,  in  substance,  as  to  Candy's  Patent  (1)  disconformity ; 
(2)  denial  of  infringement ;  and  (3)  prior  grant  to  Welch  in  respect  of  Patent 
No.  14,563  of  1890.  As  to  Stubbs'  Patents  (1)  denial  of  infringement ;  (2) 
anticipation  by  Candy's  Patent ;  and  (3)  prior  grant.  25 

Candy's  Specification  has  been  amended,  and  it  is  said  that,  as  amended,  it 
is  bad  for  disconformity,  the  only  substantial  point  as  to  this  being  that 
Claim  11  and  Fig.  14  of  the  Complete  are  not  foreshadowed  in  the  Provisional 
Specification. 

The  Patent  is  for  improvements  in  velocipedes  and  other  wheeled  vehicles,  30 
but  the  present  action  relates  to  cycle  wheels.    The  Provisional  Specification, 
line  11,  says  :  "  According  to  my  invention  the  pneumatic  tyre  consists  of  an 
"  annular  hollow  ring  or  bag  of  any  suitable  material  which  is  placed  in  the 
"  groove  of  the  wheel.  I  then  apply  an  annular  split  cover  or  envelope  provided  at 
"  the  joint  with  eyeletted  holes,  or  with  hooks  and  eyes,  or  with  fasteners,  so  that  35 
"  the  applied  cover  or  envelope  can  be  attached  to  studs  on  the  wheel  rim  or 
"  to  the  spokes,  or  be  connected  by  the  fasteners  so  that  when  the  enclosed 
"  pneumatic  tube  or  bag  is  inflated  the  said  cover  is  strained  tight  over  the 
44  pneumatic  tyre.     The  cover  keeps  the  pneumatic  tyre  safely  in  position, 
"  and  being  made  of  leather,  rubber,  or  other  strong  material  thickened  at  the  40 
44  tread  or  point  of  contact  with  the  road,  it  acts  as  a  protector  to  the  pneumatic 
44  tyre,  and  preserves  it  from  injury  and  consequent  collapse.    The  mode  of 
44  securing  the  outer  cover  to  the  rim,  viz.,  by  means  of  studs,  hooks  and  eyes, 
44  fasteners  and  the  like,  enables  the  cover  to  be  applied  and  removed  easily  and 
"  quickly,  and  the  points  of  attachment  being  all  equal  and  unyielding,  the  45 
u  strain  on  the  cover  is  equal  all  round  the  tyre.    In  some  cases,  instead  of 
44  bringing  the  cover  round  the  back  of  the  wheel  rim  as  described,  I  might 
"  bring  the  cover  round  within  the  rim,  and  secure  it  to  the  rim  by  inner 
"  fastenings  or  by  expansion  against  the  overhanging  sides  of  the  metallic 
44  rim."    I  find  in  this  Provisional  Specification  reference  to  a  longitudinally  50 
split  cover  or  jacket  to  be  fastened  to  the  rim  of  the  wheel,  either  inside  or 
outside,  by  means  of  hooking  devices.    It  is  also  contemplated  that  one  edge  • 

of  the  cover  may  be  fastened  to  the  other  by  hooking,  and,  further,  that  the 
cover  may  be  attached  to  the  rim  by  expansion  against  the  overhanging  sides  of 
the  metallic  rim*  55 
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In  the  Complete  Specification  Claim  11  is  for  :  "  The  attachment  of  the 
"  jacket  to  the  rim  by  means  of  the  said  jacket  being  moulded  or  formed  so 
"  that  the  edge  or  edges  of  the  jacket  may  just  fit  into  the  rim  substantially  as 
"  described."  This  claim  has  reference  to  Fig.  14  in  the  drawings,  and  to  page 
5  3,  lines  28  and  29,*  and  to  page  6,  lines  7  to  30,t  of  the  amended  Specification. 
It  is  said  that  there  is  nothing  in  the  Provisional  Specification  pointing  to  a 
simple  holding  on  of  the  tyre  by  pneumatic  expansion  above  except  in  conjunc- 
tion with  overhanging  sides  of  the  metallic  rim,  such,  for  instance,  as  are  shown 
in  Fig.  12  of  the  drawings  (such  overhanging  sides  being  in  this  case  referred 

10  to  as  continuous  studs).  There  is  undoubtedly  a  certain  ambiguity  about  the 
expression  "  overhanging  sides  of  the  metallic  rim,"  as  from  one  point  of  view 
the  sides  of  the  simple  curved  rim  may  be  said  to  overhang,  while  from  another 
the  sides  of  the  rim  can  only  be  said  to  overhang  when  themselves  turned  over. 
I  have  come  to  the  conclusion  that,  even  if  the  latter  be  the  true  interpretation, 

15  the  objection  grounded  on  supposed  disconformity  cannot  prevail. 

If  between  the  respective  dates  of  the  Provisional  and  Complete  Specification 
the  inventor  discovered  that  he  could  dispense  with  overhanging  edges,  I  think 
he  was  entitled  in  the  Complete  Specification  to  describe  his  invention  without 
claiming  as  a  necessary  part  of  it  such  overhanging  edges  to  the  rim.     It  appears 

20  to  me  that  the  essential  matter  referred  to  in  the  Provisional  Specification  was 
the  holding  on  by  means  of  pneumatic  pressure  alone,  and  that  the  Complete 
Specification  is,  in  this  respect,  within  the  Provisional.  As  I  take  this  view  it 
is  not  necessary  for  me  to  give  any  ruling  or  decision  upon  a  point  much 
discussed  in  the  course  of  the  case — whether  or  not,  having  regard  to  some  of 

25  the  observations  in  Moser  v.  Marsden,  it  is  competent  for  purposes  of  interpre- 
tation of  an  amended  Specification  to  refer  to  the  original.  It  is  the  less 
necessary  because  in  the  present  case  both  parties  were  willing  that  I  should 
look  at  the  original.  I  will  content  myself,  therefore,  by  saying  that  I  do  not 
think  such  a  reference  to  the  original  Specification  weakens  the  argument  against 

30  holding  the  Patent  bad  for  disconformity. 

Next,  as  to  infringement.  The  Claim  alleged  to  be  infringed  is  No.  5,  which 
is  for  "  hooks  on  one  side  of  the  edge  of  the  jacket  engaging  in  eyes  on  the 
44  other  side  of  the  jacket,  the  rim  being  either  on  the  inside  or  outside  of 
"  the  jacket  substantially  -as  described  and  illustrated."    This  claim  refers  to 

35  Figs.  8  and  9  of  the  drawings,  which  are  described  on  page  3,  lines  9  to  16,{ 
page  4,  lines  40  to  50.  §  and  page  5,  lines  26  to  30.  || 

The  drawings  are  illustrations  of  Claim  5,  where  the  rim  is  inside  the  jacket, 
and  there  are  no  drawings  representing  Claim  5  where  the  jacket  is  inside  the 
rim;    but    the    description    of    Figs.    8  and    9,   taken  in  conjunction  with 

40  Claim  5,  clearly  show  that  it  is  contemplated  that  the  jacket  may  be  inside  the 
rim,  and  in  that  case  there  will  be  a  jacket  fastened  to  the  inside  of  the  rim  by 
means  of  pneumatic  pressure,  the  jacket  itself  being  fastened  one  edge  to  the 
other  by  means  of  hooks  on  one  side  and  eyes  on  the  other,  and  being  cemented 
to  the  rim  on  one  side,  preferably  on  the  hook  side. 

45  I  find  then,  in  one  form  of  the  invention,  a  jacket  with  its  edges  strengthened 
by  the  insertion  of  a  metal  rim  or  cord,  or  by  cemented  canvas,  the  edges  of  the 
jacket  being  fastened  together  by  hooks  and  eyes  inside  the  rim,  and  one  edge 
being  attached  to  the  rim  by  means  of  cement,  the  whole  being  held  in  place  by 
means  of  pneumatic  pressure  or  inflation  of  the  inner  tube. 

50  In  the  Defendants1  tyre  I  find  a  jacket  with  a  series  of  opposing  hooks  on  its 
edges,  such  hooks  being  cemented  into  the  jacket  so  as  to  form  continuous 

*  Ante,  page  300.  lines  54  and  55.  f  Ani*y  P»ge  803, lilie  64  to  P*£*  304» line  **• 

I  Ante,  page  800,  lines  35  to  42.    §  Ante,  page  802,  lines  30  to  30.    ||  Ante,  page  803,  lines  12  to  17 


31$  REPORTS  OP  PATENT,  DESIGN,        [June  11, 190& 

Birmingham  Pneumatic  Tyre  Syndicate,  Ld.  v.  Reliance  Tyre 

Company. 

edges,  or  a  continuous  hook,  partly  yielding  and  partly  unyielding,  the  con- 
tinuous edges  or  hooks  engaging  with  one  another,  with  the  intention  that  metal 
hook  shall  engage  with  metal  hook  throughout.  It  is  said,  and  I  think  it  is 
probable,  that  the  metal  hooks  do  not  always,  in  practice,  engage  with  one 
another,  but  that  the  metal  hook  on  one  side  often  engages  with  that  part  of  the  5 
other  side  which  forms  the  interval  between  the  hooks,  but  I  cannot  think  that 
this  is  the  ordinary  operation  intended  or  achieved  ;  but  be  this  as  it  may,  the 
object  and  result  of  what  the  Defendants  do  is  to  fasten  the  edges  of  the  jacket 
by  means  of  opposing  hooks  instead  of  by  means  of  opposing  hooks  and  eyes. 
This  is  making  use  of  an  exact  mechanical  equivalent.  The  Defendants  use  no  10 
cement  or  other  means  of  attachment  of  the  jacket  to  the  rim,  and  they  use  a 
special  flexible  canvas  for  the  material  of  the  jacket,  cut  on  the  bias  and 
permeated  with  rubber,  so  as  to  produce  a  contractile  effect  on  inflation,  and  so 
assist  the  pneumatic  pressure  in  holding  the  tyre  to  the  rim. 

As  to  use  by  the  Plaintiffs  of  cement  or  other  method  of  attachment  of  the  15 
jacket  to  the  rim,  it  is  said  that  this  is  unnecessary,  not  made  use  of  in  practice, 
and  serves  no  useful  purpose  towards  holding  the  tyre  to  the  rim,  but  only  to 
prevent  "  creeping "  or  travelling  round  of  the  tyre  laterally,  so  that  the 
pneumatic  pressure  alone  is  sufficient ;  while  on  the  other  hand  it  is  pointed 
out  that  the  use  of  some  mechanical  method  of  attachment  of  jacket  to  rim  is  20 
contemplated  substantially  all  through  the  Plaintiffs'  Patent. 

Although  I  am  disposed  to  think  that  the  Defendants9  tyre  is  an  improvement 
upon  the  Plaintiffs9,  nevertheless,  it  appears  to  me  to  be  an  infringement.     In 
substance  the  Defendants  have  adopted  the  Plaintiffs1  invention  by  appropriating 
the  method  of  attachment  of  one  edge  of  the  jacket  to  the  other,  the  jacket  25 
being  inside  the  rim,  and  the  whole  being  held  in  place  by  pneumatic  pressure. 

As  to  the  prior  grant,  it  is  said  that  Candy's  Specification,  in  the  passage  1  have 
referred  to,  page  6,  lines  7  to  30,  describes  the  use  of  a  metal  ring  or  cord  as  part 
of  the  jacket,  which  is  the  subject  of  a  grant  in  Welch's  Patent  (No.  14,563  of 
1890)  ;  but  Candy  expressly  disclaims,  as  part  of  his  invention,  the  strengthening  30 
of  the  edges  of  the  jacket  by  metal  rings  or  cords  {see  page  6,  lines  42  to  45),* 
and  I  do  not  think  the  Defence  of  prior  grant  can  be  supported  in  this  respect. 

As  to  Stubbs'  Patents,  I  think  that  the  Plaintiffs  have  established  an  infringe- 
ment in  this  case  also.    The  claims  in  both  Patents  are,  first,  for  a  tyre  ;  and, 
secondly,  in  combination  for  a  tyre  with  a  rim.     The  essence  of  the  invention,  35 
so  far  as  the  tyre  is  concerned,  is  to  have  a  tyre  with  edges  transversely  rigid 
and  laterally  elastic,  and  this  is  attained  by  lapping  the  edges  of  the  tyre  oyer 
zig-zag  wire,  in  the  one  Patent  simply  zigzagged  flat,  and  in  the  other  zig-zagged 
flat  and  then  turned  over  so  as  to  form  a  continuous  and  alternating  series  of 
hooks.    In  each  case  the  wire  is  secured  into  the  overlapping  edges  of  the  tyre.  40 
As  applied  in  combination  with  a  rim  the  claim  is  for  a  tyre  and  rim,  the  rim 
having  turned-over  edges  so  that  the  tyre  hooks  into  the  rim.    The  Defendants 
have  token  exactly  the  invention  so  far  as  the  method  of  stiffening  the  edges 
and  forming  the  hooks  is  concerned,  but  instead  of  hooking  the  tyre  into  the 
rim  they  hook  one  edge  of  the  tyre  into  the  other.    In  my  judgment  they  45 
infringe  Claim  1  of  Stubbs  for  the  tyre,  though  they  do  not  infringe  Claim  2. 

The  invention  appears  clever  and  ingenious,  though  simple,  and  I  do  not  find 
any  anticipation  of  it  in  Candy's  Patent,  which  makes  no  claim  for  and  does  not 
suggest  the  zig-zag  wire. 

The  other  Patents  relied  on  as  establishing  prior  grant  do  not  really  touch  the  50 
matter.    None  of  them  combine,  or  suggest  the  use  of,  the  zig-zag  wire,  which  is 
of  the  essence  of  both  claims  in  Stubbs'  Patent. 


*  Ante,  page  304,  Hum  87  to  89. 
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There  were  other  points  suggested,  not  argued  in  the  case,  but  the  only  one 
requiring  notice  is  a  suggestion  of  want  of  utility.  I  am  of  opinion  that  utility 
is  proved  as  to  both  inventions  infringed,  and  that  there  is  no  good  ground  for 
refusing  the  Plaintiffs  the  relief  asked. 
5  Walter. — As  regards  the  three  Patents,  your  Lordship  grants  an  injunction 
and  an  inquiry  as  to  damages,  delivery  up,  and  costs,  and  I  ask  for  a  Certificate 
of  the  Particulars  of  Breaches,  and  I  also  ask  for  a  Certificate  that  the  validity 
of  the  three  Patents  came  in  question. 

Byrne,  J. — Yes,  I  think  that  is  right. 
10      Edmunds,  K.C. — There  were  two  Patents  which  were  not  gone  on  with.     I 
was  going  to  ask  one  of  the  witnesses,  your  Lordship  may  remember,  about  the 
Particulars  of  Breaches,  and  my  friend  agreed  that  the  costs  as  to  those  should 
go  in  my  favour. 

BYRNE,  J. — In  this  case  I  think  the  Plaintiffs  ought  to  pay  the  costs  with 
15  reference  to  the  Patents  abandoned  at  the  trial. 

Walter. — As  though  your  Lordship  had  certified  ?    The  whole  question  turns 
on  the  question  of  Certificate. 

BYRNE,  J. — I  say  nothing  about  as  though  I  had  certified.     If  I  had  certified 
and  you  had  to  pay  the  costs  do  you  mean  ? 
20       Walter. — Of  course  I  have  to  pay  the  costs  of  the  abandonment. 

Byrne,  J. — Nothing  was  gone  into.    No  questions  were  asked. 

Edmunds,  K.C. — I  did  ask  one  question,  but  my  friend  said  I  need  not  go 
into  that. 

BYRNE,  J. — I  have  disposed  of  the  matter. 
25  Edmunds,  K.C. — Your  Lordship  gives  a  Certificate  that  the  Particulars  of 
Objections  were  reasonable  and  proper.  That  is  the  principal  element  of  the 
costs  on  these  Patents.  That  was  the  object  of  my  question.  My  friend  agreed 
at  the  time,  and  it  was  pointed  out  to  your  Lordship,  and  he  said,  "You  need 
"  not  go  into  that ;  I  agree  to  pay  those  costs."  I  think  your  Lordship  made  a 
30  special  note  of  it. 

BYRNE,  J. — I  think  you  are  right.     If  you  were  stopped  asking  questions  on 
them  I  certainly  ought  to  give  the  Certificate. 

Walter. — Undoubtedly,  if  that  is  so. 

Edmunds,  E.C.,  asked  for  a  stay  of  execution,  stating  that  the  Defendants 
35  would  appeal  at  once  and  would  keep  an  account. 

After  some  discussion,  in  the  course  of  which  the  Leeds  Forge  Company  v. 
Deightorts  Patent  Company  {ante,  page  285)  was  referred  to,  Byrne,  J.,  granted 
a  stay  of  execution  upon  the  terms  that  the  Defendants  should  appeal  within  a 
fortnight,  and  should  undertake  to  prosecute  the  appeal  with  due  diligence,  and 
40  should  either  pay  into  Court  100/.,  and  pay  the  costs  on  the  usual  undertaking 
to  return,  or  should  pay  into  Court  200/.  towards  costs  and  damages. 


2  H 


318  REPORTS  OF  PATENT,  DESIGN,        [June  11, 1902. 


Dunlop  Pneumatic  Tyre  Company*  Ld.  v.  W.  Fulton,  Fair  <fe  Co., 

and  OtJiers. 


In  the  High  Court  op  Justice.— King's  Bench  Division. 


Before  THE  LORD  CHIEF  JUSTICE. 


March  8th  and  22nd,  1902. 

Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  W.  Fulton,  Fair  &  Co., 

and  others.  5 

Patent. — Action  for  infringement. — Denial  of  infringement  by  two  Defen- 
dants.— Judgment  for  Plaintiffs. 

The  owners  of  the  Welch  Patent,  having  brought  an  action  for  infringement 
of  the  same  against  a  vendor  of  a  tyre  and  tlie  person  from  wlwm  tlie  vendor 
ivas  alleged  to  have  bought  tlie  name,  that  person  denied  tlie  fact  of  the  sale  by  10 
him.     The  vendor  of  tlie  tyre  entered  no  appearance  in  the  action. 

Held,  that  the  Defendant  denying  infringement  had  infringed.    Judgment 
was  given  for  the  Plaintiffs. 

On  the  15th  of  July  1901  the  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and 
the  Pneumatic  Tyre  Company,  Ld.,  commenced  an  action  for  infringement  of  15 
the  Welch  Patent  (No.  14,563  of  1890)  against  W.  Fulton,  Fair  <fc  Co.,  claiming 
the  usual  relief  and  costs  as  between  solicitor  and  client.  The  Hardware 
General  Supply  Company  and  John  Maguire  were  on  the  23rd  of  July  1901, 
by  amendment,  added  as  Defendants. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  the  Patent  was  good  20 
and  valid,  and  had  been  so  certified,  and  that  the  Defendants  had  infringed. 

By  their  Particulars  of  Breaches  they  alleged  (1)  that  the  Defendants  had 
infringed  the  Patent  by  making,  selling,  and  offering  for  sale  pneumatic  tyres 
and  parts  thereof  made  in  accordance  with  the  inventions  claimed  ;  (2)  that  the 
Defendants,  the  Hardware  General  Supply  Company,  in  the  month  of  May  25 
1901  sold  to  W.  Fulton,  Fair  A  Co.,  of  83  Theobald's  Road,  London,  a  bicycle 
fitted  with  pneumatic  tyres,  such  tyres  not  being  of  the  Plaintiffs'  manufacture, 
but  made  in  accordance  with  the  inventions  claimed  ;  (3)  that  the  Defendants 
W.  Fttfton,  Fair  &  Co.,  on  the  29th  day  of  May  1901,  sold  to  Mr.  J.  Rooke,  of 
160  Clerkenwell  Road,  the  said  bicycle  fitted  with  the  said  pneumatic  tyres;  30 
(4)  that  the  Plaintiffs  were  unable  to  give  further  and  better  Particulars  of 
Breaches,  but  would  claim  to  recover  full  compensation  for  all  infringements 
of  their  said  Patent  by-the  Defendants. 
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The  Plaintiffs  on  the  4th  of  March  1902  gave  notice  of  motion  for  judgment 
against  all  the  Defendants  for  default  in  delivering  a  Defence ;  but  on  the  same 
date  the  following  Particulars  of  Defence,  on  which  the  Hardware  General 
Supply  Company  relied,  were  delivered  by  Maguire .— (1)  In  reply  to 
5  clause  2  of  the  Plaintiffs'  Particulars  of  Breaches,  the  Hardware  General  Supply 
Company  said  that  they  did  not  sell  to  Messrs.  Fulton,  Fair  A  Co.  a  bicycle 
fitted  with  pneumatic  tyres  which  was  an  infringement  of  the  Plaintiffs' 
Letters  Patent ;  (2)  that  the  said  Fulton,  Fdir  A  Co.  denied  that  the  alleged 
infringing  tyres  were  bought  by  them  from  the  Hardware  General  Supply 

10  Company ;  (3)  that  the  said  Fulton,  Fair  A  Go.  stated  that  the  tyres  sold  with 
the  bicycle  to  Mr.  J.  Rooke  were  not  the  tyres  produced  and  shown  to  them, 
but  that  other  tyres  had  been  fraudulently  and  maliciously  substituted  with  a 
view  to  manufacturing  an  infringement  of  the  Plaintiffs'  Letters  Patent ;  (4) 
that  the  said  Fulton,  Fair  A  O.  stated  that  they  never  purchased  from  the 

15  Hardware  General  Supply  Company  any  tyres  that  infringed  the  Plaintiffs' 
Patent. 

On  the  8th  of  March  1902  judgment  was  ordered  to  be  entered  against 
W.  Fulton,  Fair  A  Co.  in  default  of  defence,  and  the  trial  of  the  action,  so  far 
as  the  Defendants,  the  Hardware  General  Supply  Company  and  Maguire  were 

20  concerned,  was  ordered  to  be  set  down  for  hearing  on  the  22nd  of  March  1902. 
The    action    accordingly    came    on    for    trial    against    the    last-mentioned 
Defendants.      The    facts    and    the    evidence    sufficiently    appear    from    the 
judgment. 
J.   C.  Graham  (instructed  by  J.  B.  and  F.  Purchase)  appeared  for  the 

25  Plaintiffs  ;  the  Defendant,  John  Maguire,  appeared  in  person. 

Alverstone,  L.C.J. — In  this  case  Mr.  Maguire,  the  Defendant,  who  has 
conducted  this  case  perfectly  properly,  and  understands  what  the  question  of 
legal  proof  is,  does  not  dispute  that  the  particular  tyre  produced  before  me,  if 
it  was  a  tyre  on  the  machine,  is  identical  with  the  claim  of  Welch's  Patent. 

20  That  has  been  sworn  to  by  Mr.  Baisley  and  he  does  not  cross-examine  him  upon 
it,  and  it  is  obvious,  on  the  view  of  the  tyre  and  the  claim,  that  it  is  of  the  same 
construction. 

His  point  is  that  there  is  no  sufficient  proof  that  the  tyre  was  on  the 
machine  when  he  sold  it.    That,  of  course,  is  a  point  that  the  Plaintiffs  have  to 

35  establish.  The  question  is  whether  I  am  satisfied  upon  the  evidence  that  it 
was.  It  stands  in  this  way.  Mr.  Leslie  purchased  two  machines  from  Mr. 
Maguire,  and  he  sold  the  first  of  those  machines  to  Mr.  Rooke,  the  agent  for  the 
Dunlop  Company.  I  recalled  Mr.  Leslie,  because  if  Mr.  Maguire  could  have 
said  on  the  evidence  that  there  was  a  reasonable  probability  of  the  tyres  being 

40  changed,  if  it  had  been  a  shop  where  there  were  several  tyres,  if  they  had  been 
taken  off  and  on  for  the  purpose  of  repairing,  if  it  had  been  a  repairing  place, 
or  a  place  where  there  had  been  a  sale  of  many  machines,  I  think  the  point 
taken  by  Mr.  Maguire  would  have  required  further  consideration,  and  perhaps 
further  evidence.     But  the  facts  are  these.     Mr.  Leslie  is  a  gentleman  who 

45  makes  electric  light  fittings,  or  fits  them  up,  and  in  this  shop  he  had  only  one 
bicycle,  which  he  kept  in  the  window  for  the  three  weeks  he  had  it  until  the 
Dunlop  agent  came  in.  Now  Mr.  Maguire  has  cross-examined  him  with  skill 
as  to  whether  the  tyre  might  not  have  been  taken  off,  as  Mr.  Maguire  properly  says, 
while  the  machine  was  out  of  his  (Mr.  Maguire's)  care.    The  witness  said — No  ; 

50  it  could  not  be.  It  is  not  the  simple  operation  that  we  all  know  of  taking  a 
tyre  off  and  slipping  it  on  again,  but  you  have  to  understand  how  to  take  the 
wheel  off,  and  you  have  to  take  it  off,  and  take  the  tyre  off,  and  put  it  on  again. 
He  said  it  was  in  his  shop  one  day,  and  he  is  sure  that  the  machine  was  in  the 
same  condition  as  when  he  purchased  it  from  Mr.  Maguire.    There  is  no  motive 

55  or  object,  1  may  take  it,  in  taking  the  tyre  off.     It  is  not  like  a  repairing  shop 
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or  a  bicycle  dep6t.  It  was  merely  there  because  he  wanted  to  attract  people,  to 
see  if  he  could  do  some  electric  business.  Then  Mr.  Rooke  comes.  He  takes 
off  the  tyres,  expecting  them  to  be  an  infringement,  in  the  presence  of  Mr. 
Leslie.  Mr.  Leslie  says  that  he  saw  the  tyre  as  it  was  taken  off,  and  the 
construction  was  identical  with  that  which  is  now  produced.  Mr.  Rooke  took  it  5 
away,  as  persons  doing  that  sort  of  work  quite  properly  do.  He  took  it 
away  and  marked  it.  He  swears  he  took  it  first  to  the  Olerkenwell 
depot,  and  was  told  at  the  Clerkenwell  depot  to  take  it  to  Mr.  Baisley,  and  Mr. 
Baisley  is  the  gentleman  who  has  proved  that  it  is  an  infringement.  Now,  Mr. 
Maguire  says  that,  because  it  was  not  marked  in  the  presence  of  Mr.  Leslie  but  10 
marked  by  Mr.  Rooke  afterwards,  I  ought  not  to  consider  the  identity  proved.  I 
cannot  take  that  view.  Mr.  Rooke  is  a  detective  agent  of  the  Dunlop  Company, 
and  he  naturally  says  : — "  I  bought  the  machine  ;  I  knew  it ;  I  bought  it,  and  I 
"  marked  it  when  I  had  bought  it."  If  there  had  been  any  serious  dispute  as 
to  the  identity  of  the  tyre  these  facts  would  have  required  further  consideration.  15 
I  am  quite  satisfied  that  the  machine,  as  delivered  to  Mr.  Rooke,  was  the  same 
machine  as  delivered  by  Mr.  Maguire  to  Mr.  Leslie. 

The  only  evidence  on  the  other  side  is  that  of  Mr.  Goodman,  who  was 
perfectly  fair  and  frank  in  the  case.  It  appears  that  some  tyres  were  bought 
from  Mr.  Shirley.  I  do  not  know  anything  about  them.  Mr.  Shirley  has  not  20 
been  called.  Mr.  Goodman  says  he  cannot  swear  that  the  machine  which  he 
delivered  to  Mr.  Leslie  had  not  got  upon  it  a  tyre  of  that  construction.  Of 
course,  nobody  would  have  expected  him  to  swear  to  the  identical  tyre,  or 
recognise  the  identical  tyre.  One  would  not  have  believed  that  he  could  have 
remembered  a  particular  tyre  merely  from  seeing  the  outside  of  it,  it  being  a  25 
common  pattern,  and  with  nothing  unusual  about  it. 

I  am  satisfied  that  the  tyre  was  sold  as  delivered,  and  that  it  was  an  infringing 
tyre.  There  must  be  judgment  for  the  Plaintiffs  with  costs.  Now  what  about 
damages  ? 

GraJiam  asked  for  an  inquiry  as  to  damages,  bat,  after  some  discussion,  on  30 
the  Defendant  Maguire  agreeing  to  give  the  name  and  address  of  the  person 
from  whom  he  purchased  the  tyre  complained  of,  and  the  number  of  tyres  so 
purchased,  the  matter  was  left  in  his  Lordship's  hands,  and  he  awarded  bs. 
damages  to  the  Plaintiffs  and  ordered  the  Defendant  Maguire  to  pay  the  costs 
of  the  action.  35 
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In  the  High  Court  "of  Justice.— Chancery  Division, 


Before  Mr.  Justice  Stirling. 


January  24th  and  25th,  and  April  4th,  1900. 


J.  and  W.  Nicholson  &  Co.,  Ld.  v.  Buchanan. 


5  Separation  of  premises  from  goodwill  and  Trade  Mark  of  business. — Action 
by  the  purclxasers  of  the  goodwill  and  Trade  Mark  to  restrain  the  purchaser  of 
the  premises  from  representing  that  lie  was  carrying  on  tlie  business  formerly 
carried  on  by  the  vendors. — Use  of  name  of  premises  and  sign  by  purchaser  of 
premises  whether  calculated  to  deceive. — Judgment  for  Defndeant. 

|  10       A  firm  of  distillers,  whose  principal  business  was  in  gin,  were  the  owners  of 

premises  which  had  for  many  years  been  Jcnown  as  the  Black  Swan  Distillery, 
and  had  on  the  front  tlie  sign  of  a  black  swan.  They  were  also  the  owners  of  a 
Trade  Mark  registered  in  Class  43  for  sjririts,  the  principal  feature  of  which 
was  a  black  swan.  They  conveyed  tlie  freehold  of  the  premises  to  B.,  and  subse- 
15  quently  assigned  the  goodwill  of  their  business  and  the  Trade  Mark  to  N. 
B.  ivas  a  whisky  distiller,  and  continued  to  call  the  premises  by  the  name  of  the 
Black  Swan  Distillery  and  to  use  the  sign  of  a  black  swan  on  the  premises,  and 
used  the  words  Black  Swan  Distillery  extensively  in  advertisements.  He  did 
not  uje  the  premises  as  a  distillery,  but  as  offices  and  stores,  his  distillery  being 

I  20  *w  Scotland.    N.  commenced  an  action  to  restrain  B.  from  representing  that  he 

was  carrying  on  the  business  formerly  carried  on  by  the  vendors. 

.  Held,  that  the  Plaintiffs  had  not  established  that  the  acts  ofB.  were  calculated 

i  to  mislead.    The  action  was  dismissed  with  costs. 

On  the  11th  of  June  1898,  J.  and  W.  Nicholson  A  Co.,  Ld.,  commenced  an 

25  action  against  James  Buchanan,  trading  a?  James  Buchanan  A  Co.,  claiming 

an  injunction  to  restrain  the  Defendant  (1)  from  representing  that  ne  was 

carrying  on  the  business  of  distillers  and  spirit  merchants  formerly  carried  on 

2  l 
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by  Anderson  A  Co.,  of  the  Black  Swan  Distillery,  or  (2)  from  otherwise  holding 
out  or  representing  that  he  was  successor  to  Anderson  A  Co.  in  such  business, 
and  (3)  from  representing  that  he  was  carrying  on  the  business  of  a  distiller  at 
the  Black  Swan  Distillery,  Holborn.  The  Plaintiffs  also  claimed  damages  and 
costs.  5 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged,  shortly,  (1)  that  for 
more  than  f>0  years  prior  to  July  1897,  Messrs.  Anderson  A  Co.  had  carried  on, 
at  the  Black  Swan  Distillery,  Nos.  25  and  26,  Holborn,  London,  the  business  of 
rectifying  distillers  and  wine  merchants ;  that  they  were  the  owners  of  a 
registered  Trade  Mark  (No,  7952  in  Class  43)  in  respect  of  wines  and  spirits,  JO 
liqueurs,  and  cordials,  the  principal  feature  of  which  Trade  Mark  was  the  figure 
of  a  black  swan,  and  that  the  business  done  was  large  ;  (2)  that  on  the  1st  of  July 
1897,  the  then  owner  of  the  business  of  Anderson  <r  Co.  assigned  to  the 
Plaintiffs  the  goodwill  and  Trade  Mark,  and  that  when  the  assignment  was 
completed  all  distillery  plant  was  removed  from  the  premises,  and  no  distilling  15 
or  spirit  rectifying  had  since  been  carried  on  there  ;  (3)  that  the  Defendant  was 
a  spirit  merchant  carrying  on  a  considerable  business,  and  had,  in  April  1897, 
purchased  the  premises  ;  and  (4)  "  The  Defendant  has  taken  possession  of  the 
"  premises  Nos.  25  and  26,  Holborn,  and  is  holding  himself  out  to  the  public  as 
"  the  successor  in  business  of  Messrs.  Anderson  A  Co.  at  the  Black  Swan  20 
"  Distillery,  and  as  carrying  on  there  the  business  of  a  distiller,  with  the  object 
"  of  inducing  the  public  to  believe  that  he  has  acquired  the  business  of  Messrs. 
"  Anderson  A'  Co.,  and  that  such  business  is  being  carried  on  at  the  Black  Swan 
"  Distillery.  The  Defendant  has  put  up  the  figure  of  a  black  swan,  as  the  same 
"  appears  in  the  said  registered  Trade  Mark,  over  the  door  No.  26,  Holborn.  23 
"  The  Defendant's  letters,  circulars,  and  invoices  are  headed  the  *  Black  Swan 
"  *  Distillery,1  and  orders  are  invited  from  and  to  that  place  of  business.  By  a 
"  circular  addressed  to  the  trade,  dated  the  25th  of  March  1898,  the  Defendant, 
"  after  styling  the  premises  4  The  Black  Swan  Distillery,'  states  that  the  same 
"  have  been  entirely  rebuilt  on  the  most  approved  plans  to  enable  him  to  carry  30 
"  on  an  increasing  business.  Such  circular  was  issued  with  the  object  of 
"  inducing  customers  to  believe,  and  is  likely  to  induce,  and  has  induced, 
"  customers  to  believe  that  the  business  of  a  rectifying  distiller  is  carried  on 
"  at  the  said  premises.  The  delivery  carts  of  the  Defendant  are  painted  with 
"  the  words  k  Black  Swan  Distillery.'  The  Defendant  has  extensively  advertised,  35 
"  in  newspapers  and  otherwise,  the  Black  Swan  Distillery  as  a  place  to  which 
"  orders  for  spirits  of  all  kinds  may  be  sent,  and  from  which  they  may  be 
"  executed.  The  Defendant  supplies  all  kinds  of  spirits  from  25  and  26, 
"  Holborn,  under  the  style  i  The  Black  Swan  Distillery.'  The  Defendant  has 
**  never  distilled  or  rectified  spirits  on  the  said  premises  ;  (5)  the  result  of  the  40 
"  said  acts  of  the  Defendant  is  to  cause  loss  and  damage  to  the  Plaintiffs,  and  to 
"  induce  the  public  to  believe  that  the  Defendant  has  purchased  the  said 
"  business  of  Anderson  A  Co.,  and  is  carrying  on  the  same  at  the  Black  Swan 
"  Distillery." 

The  Defendant,  by  his  Defence,  alleged,  shortly :    (1)  That  the  Black  S«ran  45 
Distillery  had  for  200  years  been  known  by  the  name  and  sign  of  a  black  swan, 
a  representation  of  which  was  placed  on  the  face  of  the  building ;  that  the 
Defendant  purchased  the  freehold  on  the  date    above    mentioned   without 
restriction  ;  (2)  the  premises  had  not  for  many  years  before  the  purchase  been 
used  as  a  distillery,  but  for  rectifying  gin,  and  as  offices  and  stores  in  connection  50 
with  the  business  of  gin  merchants  carried  on  by  Anderson  A  Co.,  whose 
business  in  whisky  was  insignificant ;  that  the  name  of  Black  Swan  Distillery 
was  nothing  more  than  the  name  of  the  premises ;  that  the  Defendant  had  for 
many  years  carried  on  an  extensive  business  in  Scotch  whisky,  and  his  Scotch 
whisky  was  well  known  as  "  Buchanan's  Whisky  "  ;  that  he  had  recently  opened  55 
a  new  distillery  in  Scotland,  and  had  so  informed  the  trade  and  the  public ;  and 
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that  he  had  never  distilled  anything  but  Scotch  whisky  and  had  never  distilled 
that  in  London ;  that  he  had  used  the  Black  Swan  Distillery  for  his  London 
offices  and  stores  and  had  so  stated,  describing  it  by  its  old  name  ;  that  he  had 
rebuilt  and  substituted  a  new  "Black  Swan"  sign  for  the  old  one,  and 
5  submitted  that  he  was  within  his  legal  rights  in  so  doing  ;  that  the  Plaintiffs 
were  distillers  and  rectifiers  of  gin  and  not  of  whisky,  their  gin  being  known  as 
**  Nicholson's  Gin,"  and  their  trade  in  whisky  (if  any)  being  entirely  subordinate 
to  their  gin  business ;  and  the  Defendant  denied  that  he  was  holding  himself 
out  as  the  successor  in  business  of  Anderson  A  Co. 

10  The  following  statement  of  the  facts  is  taken,  with  a  few  verbal  alterations, 
from  the  judgment : — "  For  many  years  previously  to  1897  a  firm  of  Anderson  A 
"  Co.  carried  on  the  business  of  distillers  of  gin  at  a  distillery  situate  at  Nos.  25 
"  and  26,  Holborn.  On  the  same  site  a  distillery  existed  in  the  year  1780, 
"  and  was  then  the  property  of  a  Mr.   Langdale.    The  building  was  burnt 

15  "  down  in  the  course  of  the  Lord  George  Gordon  Riots  in  that  year,  and  a 
"  well  known  and  graphic  description  of  the  event  is  to  be  found  in  Dickens' 
"  novel  of  *  Barnaby  Rudge.'  It  was  afterwards  rebuilt,  and  about  1825  passed 
"  into  the  hands  of  a  series  of  firms,  who  thenceforth  down  to  1897  carried  on 
u  business  under  the  name  of  J.  Anderson  A  Co.  and  Anderson  A  Co. 

20  "  It  appears  that  in  the  earlier  half  of  the  eighteenth  century  there  had  existed 
"  on  part  of  the  site  a  public  house  known  as  the  '  Black  Swan,1  and  the  tradition 
"  of  such  existence  appears  to  have  lingered  among  those  interested  in  the 
"  distillery  ;  and  some  time  in  the  present  century,  though  the  exact  date  does 
"  not  appear,  the  then  firm  adopted  the  4  Black  Swan '  as  their  Trade  Mark.     In 

25  "  1862  or  1863  an  effigy  of  a  black  swan  was  put  up  on  the  outside  of  the 
**  distillery,  which  thenceforth  was  known  sometimes  as  the  '  Black  Swan 
"  *  Distillery,'  though  according  to  the  evidence  it  was  more  often  designated 
"  *  Anderson's  Distillery.'  The  gin  produced  at  this  distillery  was  well  known 
"  in  the  market  and  bore  a  high  reputation. 

30  "  In  addition  to  the  gin  business  Anderson  A  Co.  from  18G0  onwards  carried 
"  on  the  business  of  spirit  merchants,  and  dealt  in  whisky  and  other  .spirits. 
u  It  appears  from  the  books  which  are  still  in  existence  that  the  sales  of  Scotch 
"  whisky  amounted  in  1894-5  to  2544  gallons ;  in  1895-6  to  2646  gallons ;  in 
"  1896-7  to  2042  gallons,  making  a  total  of  7232  gallons,  or  an  average  of  2400 

35  "  gallons  per  annum,  or  eight  gallons  a  day,  taking  the  year  at  three  hundred 
"  days.  No  part  of  this  was  distilled,  or  supposed  to  be  distilled,  at  the  Black 
"  Swan  Distillery.  It  was  admitted  by  Mr.  R.  W.  Nicholson,  the  managing 
"  director  of  the  Plaintiff  Company,  that  the  whisky  business  formed  a  small 
"  proportion  of  the  whole  business  of  Anderson  A  Co.,  and  that  though  he  was 

40  *4  familiar  with  Anderson's  gin  he  never  heard  in  the  market  of  whisky  known 
"  as  Anderson's  whisky.  Labels  bearing  the  4  Black  Swan '  Trade  Mark  were 
"  used  in  connection  with  the  whisky  as  well  as  other  spirits  sold  by  Anderson 
"  A  Co.  One  of  them  is  headed  in  large  letters  *  Anderson  A  (7o.  V  Then 
"  there  follows  the   Trade    Mark,    and  then   '  Celebrated.'    Then  comes   the 

45  "  designation  of  the  article  sold — in  this  particular  case  '  Old  Scotch  Whisky,' 
"  but  it  was  used  for  other  matters  as  well — 4  25,  Holborn,  London.'  Then 
"  between  i  Anderson  A  Co.'s '  and  the  word  •  Celebrated '  there  appears  the 
"  registered  Trade  Mark  '  Black  Swan,'  and  under  it  in  small  letters  '  Black 
u  '  Swan  Distillery.' 

50      "  In  1897  Sir  Alan  Young,  who  was  then  the  sole  owner  of  the  business, 

"  determined  to  discontinue  it,  and  by  a  deed  dated  the  1st  of  July  1897  he 

"  conveyed  to  the  Plaintiffs  the  book  debts  and  the  goodwill  of  the  business, 

"  including  the  Trade  Mark  of  the  4  Black  Swan.' 

"  By  a  deed  dated  the  10th  of  April  Sir  Alan  Young  had  previously  conveyed 

55  "  to  the  Defendant  the  distillery  by  the  following  description  : — *  All  those 
"  *  messuages  or   tenements  situate,  lying,   and   being   on  the  south  side  of 


M 


RfcPORtS  0*  fcAtESt,  DESIGN,        [June  1&,  1M. 


J.  and  W.  Nicholson  A  Co.,  Ld.  v.  BucJianan. 


44 


(4 


"  '  Holborn,  in  the  city  of  London,  and  sometimes  known  as  numbers  24,  25, 
"  '  and  26,  Holborn,  and  sometimes  as  numbers  25  and  26,  Holborn,  aforesaid, 
44  4  together  with  the  offices,  warehouse,  covered  way,  spirit  store,  still  house, 
'  cooperage,  stables,  coach  houses,  and  buildings,  erections,  yards,  passages, 
4  and  other  premises  forming  the  distillery  premises  known  as  Anderson's  5 
44  *  Distillery,  and  the  land  or  ground  forming  the  site  thereof.' 

"  The  Defendant  has  long  carried  on  an  extensive  business  as  a  seller  of 
"  Scotch  whisky,  to  which  in  1898  he  added  the  business  of  a  distiller  of 
"  whisky,  his  distillery  being  situate  at  Glentauchers,  in  the  Olenlivet  district 
"  of  Scotland.  Previously  to  1897  he  had  offices  and  stores  in  London,  at  10 
41  No,  20,  Bucklersbury,  where  whisky  was  blended  and  stored.  After  the 
44  conveyance  of  1897  he  pulled  down  the  buildings  on  the  site  of  the  old 
44  distillery  and  erected  new  buildings,  which  he  uses  as  his  London  offices  and 
44  stores  in  a  way  similar  to  that  in  which  the  premises  in  Bucklersbury  were 
44  used.  On  the  front  of  this  new  building  he  has  placed  the  effigy  of  a  black  15 
44  swan,  and  has  in  various  ways  used  the  designation  the  4  Black  Swan 
44  4  Distillery,  26,  Holborn,'  as  his  London  business  address — for  example,  on 
44  bill  heads,  invoices,  and  letter  paper,  and  in  advertisements  and  circulars. 
44  He  has  also  put  that  address  on  his  carts,  and,  in  fact,  has  used  the  designation 
44  4  Black  Swan  Distillery '  more  extensively  than  Messrs.  Anderson  A  Co.  did.  20 
44  In  March  1898  he  issued  the  following  circular,  which  led  to  the  bringing  of 
44  the  present  action.  It  is  headed,  *  The  Glentaucher  Glenlivet  Distillery 
44  4  Company,  Mulben,  Speyside,  N.B.'  Then  there  is  a  statement : — 4  By 
44  *  Special  Appointment  Purveyors  of  Scotch  Whisky  to  the  Houses  of  Parlia- 
44  4  ment.  James  Buchanan  A  Co.,  Scotch  Whisky  Merchants,  Glasgow,  Leith,  25 
44  4  and  London.  All  communications  to  be  addressed  to  the  Black  Swan 
44  4  Distillery,  26,  Holborn,  London,  E.C  Then  the  body  of  the  circular : — 
44  4  We  herewith  beg  to  inform  you  that  from  this  date  the  address  of  our 
44  4  London  offices  and  stores  will  be  the  Black  Swan  Distillery,  26,  Holborn, 
44  4  London,  E.C.,  which  kindly  note.  These  extensive  premises  have  been  30 
** 4  entirely  rebuilt  on  the  most  approved  plans,  and  will  enable  us  to  carry  on 
44  4  our  increasing  business  with  still  greater  facility.  We  have  also  the  pleasure 
44  4  of  bringing  under  your  notice  our  new  distillery  44  Glentauchers,"  which  has 
44  4  just  been  erected  in  the  Glenlivet  district,  Speyside,  N.B.,  and  which  will  be 
44  4  in  full  working  order  very  shortly.'  Then  there  is  the  usual  form  of  closing.  35 
"  It  is  to  be  observed  that  what  the  body  of  the  circular  calls  attention  to  is 
44  that  the  address  of  the  London  offices  and  stores  is  4  Black  Swan  Distillery, 
4  26,  Holborn.'  In  point  of  fact  no  distillery  or  rectifying  business  is  now 
done  at  the  Defendant's  premises  at  Holborn.  The  Defendant  carries  on 
44  there  simply  the  business  of  a  dealer  in  Scotch  whisky,  and,  as  was  freely  40 
44  admitted  by  the  witnesses  for  the  Plaintiffs,  the  Defendant  has  a  reputation 
44  in  the  market  as  such  a  dealer,  and  it  would  not  be  to  his  advantage  to  have 
44  it  supposed  that  his  whisky  was  distilled  in  London.  The  Defendant's 
44  business  is  not  with  the  general  public,  but  is  confined  to  the  trade.  What 
44  the  Plaintiffs  complain  of  is  mainly  the  figure  of  the  swan  on  the  building  in  45 
44  Holborn,  and  the  use  of  the  name  4  Black  Swan  Distillery'  as  part  of  the 
44  Defendant's  address,  and  they  rely  on  the  acts  of  the  Defendant  which  have  been 
*4  stated  as  entitling  them  to  the  injunction  sought  by  the  Statement  of  Claim. 
44  They  further  support  their  case  by  reference  to  a  small  illustrated  volume 
44  called  4  A  Bygone  Holborn,'  which  the  Defendant  has  caused  to  be  prepared  50 
44  and  printed.  Of  this  book  5000  copies  have  been  printed  ;  half  of  them  have 
44  been  distributed  among  customers  of  the  Defendant,  and  the  other  half 
44  remain  in  stock." 

Swinfen  Eady,  Q.C.,  Upjohn,  Q.C.,  and  Stewart  Smith  (instructed  by  Nash, 
Field  A  Co.)  appeared  for  the  Plaintiffs  ;  Neville,  Q.C.,  and  Sebastian  (instructed  55 
by  T.  AllingJiam)  appeared  for  the  Defendant. 


14 
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Swinfen  Eady,  Q.C.,  opened  the  Plaintiffs'  case,  and  afterwards  the  following 

witnesses  were  called  for  the  Plaintiffs  : — Messrs.  G.  Fortnum,  R.  F.  Nicholson, 

W.  Knight,  and  W.  Rolfe. 

Upjohn,  Q.C.,  summed  up  the  Plaintiffs'  case. — The  Defendant  is  holding  out 

5  that  he  is  carrying  on  business  in  connection  with  a  Black  Swan  Distillery,  and 

prima  facie  this  indicates  the  business  which  was  sold  to  the  Plaintiffs.    The 

name  is  not  that  of  the  premises  apart  from  the  business  formerly  carried  on 

there  ;  it  really  denotes  the  business,  and  only  denoted  the  premises  so  long  as 

the  business  was  carried  on  there.    Assuming  that  the  premises  were  once 

10  known  as  the  Black  Swan  Tavern,  the  name  was  dropped  and  only  adopted 
again  by  Messrs.  Anderson  A  Co.  about  1869.  The  purchase  of  the  goodwill 
gave  the  Plaintiffs  the  right  to  represent  themselves  as  successors  to  Messrs. 
Anderson  A  Co.,  and  what  the  Defendant  is  doing  is  calculated  to  lead  people 
to  believe  that  he  is  their  successor  in  business. 

15  The  following  witnesses  were  called  for  the  Defendants,  namely,  Messrs. 
E.  Stern,  G.  Whitehead,  R.  Melthorpe,  J.  W.  Paris,  and  D.  Campbell. 

Neville,  Q.C.,  and  Sebastian  summed  up  the  Defendant's  case. — No  actual 
case  of  deception  has  been  proved,  and  no  expert  evidence  of  the  trade  has  been 
called  to  prove  probability  of  deception.    The  Defendant  is  only  doing  what  he 

20  h&s  a  right  to  do.  The  sale  of  the  goodwill  to  the  Plaintiffs  was  subsequent  to 
the  purchase  by  the  Defendant  of  the  premises.  Black  Swan  Distillery  is  the 
name  of  the  premises,  by  which  they  had  been  known  for  many  years.  If  the 
Defendant  used  his  own  Trade  Mark  on  the  premises  it  might  cause  inconvenience, 
as,  if  he  sold  the  premises,  he  could  not  prevent  the  purchaser  using  the  name 

25  by  which  they  were  known  {see  Cowan  v.  Miller,  22  Rettie,  832)..  It  is  not 
necessary  to  go  as  far  as  that  case  went.  If  there  is  any  injury  to  the  Plaintiffs 
it  is  due  to  an  inherent  defect  in  their  Trade  Mark.  But  the  case  put  forward 
is  an  extravagant  one.  Anderson  A  Co.  were  well  known  for  gin,  whilst 
Buchanan  is  known  for  Scotch  whisky.    There  could  be  no  motive  in  the 

30  Defendant  representing  himself  as  the  successor  of  Anderson  A  Co.,  who  had 
no  reputation  in  connection  with  Scotch  whisky.  One  application  for  gin  came 
to  the  Defendant  by  mistake,  and  he  forwarded  it  to  the  Plaintiffs.  The 
Defendant  uses  the  name  on  account  of  its  historic  connections ;  these  are  a 
good  advertisement.    The  Defendant  does  not  represent  that  he  distils  whisky 

35  on  the  premises,  and  he  has  no  dishonest  intention  in  using  the  word 
"  Distillery."  No  actual  deception  has  been  shown  ;  this  is  important  (Baker 
v.  Rawson,  8  R.P.C.  89).  [Mason  v.  Queen  (23  Sc.  L.R.  641)  and  Motley  r. 
Downman  (3  M.  &  Cr.  1)  were  also  referred  to.] 

Swinfen  Eady,  Q.C.,  in  reply. — The  Defendant  is  persisting  in  his  acts  after 

40  knowing  of  the  PJaintifffc'  rights  (see  as  to  this  Singer  Manufacturing  Company 
v.  Wilson,  L.R.  3  App.  Cas.  376).  The  use  of  the  word  "  Distillery  "  cannot  be 
necessary  for  describing  the  premises.  It  is  a  misrepresentation,  for  there  is  no 
distillery  on  the  premises.  The  Plaintiffs'  trade  in  whisky  should  be  protected 
though  it  is  small  compared  to  that  in  gin  ;  it  is  a  substantial  trade.    The  fair 

45  conclusion  from  the  use  of  the  words  "  Black  Swan  Distillery "  is  that  the 
Defendant  is  the  successor  of  Anderson  A  Co.    Cowan  v.  Miller  is  really  in  the 
Plaintiffs'  favour  ;  the  premises  there  were  still  used  as  a  foundry. 
Judgment  was  reserved,  and  delivered  on  the  4th  of  April  1900. 
Stirling,  J.,  after  stating  the  facts  as  set  out  above,  continued. — As  a 

50  general  rule  the  owner  of  land  or  buildings  of  any  kind  may  affix  to  it  any 
name  he  pleases  (see  Day  v.  Brownrigg,  L.R.  10  Ch.  D.  294).  But  I  apprehend  the 
Court  would  interfere  if  a  particular  name  were  affixed  with  the  view  of 
making  a  dishonest  reputation  which  would  cause  damage  to  another,  as,  for 
example,  if  it  were  used  for  the  purpose  of  representing  that  a  business  carried 

55  on  there  was  the  business  of  another,  or  even  if,  without  any  dishonest 
intention,  the  user  were  such  as  actually,  or  probably,  to  mislead. 
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It  was  unfortunate,  and  no  one  can  regret  it  more  than  I  myself  do,  that  at 
the  time  of  the  trial  of  the  action  the  Defendant  was  suffering  from  an  illness 
which  prevented  him  from  giving  evidence,  so  that  I  had  not  the  opportunity 
of  hearing  from  himself  personally  the  explanation  why  he  has  seen  fit  to  put 
forward  the  name  "  Black  Swan  Distillery  "  in  connection  with  his  business.  5 
I  must  say,  however,  that  I  have  great  difficulty  in  seeing  why  any  dishonest 
intention  should  be  imputed  to  him.  In  this  respect  he  has,  as  is  admitted  by 
the  Plaintiffs'  witnesses,  a  reputation  of  his  own  as  a  dealer  in  Scotch  whisky. 
Any  reputation  attaching  to  the  Black  Swan  Distillery  was  gained  with 
reference  to  gin,  and  not  with  reference  to  whisky,  and  in  gin  the  Defendant  10 
does  not  deal.  It  is,  a  priori,  improbable  tbat  the  Defendant  should  wish  to 
disturb  the  Plaintiffs  in  the  benefit  of  any  goodwill  which  attached  to  the 
comparatively  small  business  in  Scotch  whisky  which  was  carried  on  by 
Anderson  A  Co. 

Mr.  Stern,  the  Defendant's  London  manager,  was  asked  in  cross-examination  15 
why  the  Defendant  did  not  put  up  on  his  building  the  lion  rampant,  which  the 
Defendant  used  as  a  Trade  Mark  for  a  certain  class  of  whisky,  and  said,  in 
answer  to  Question  596  : — "  I  can  only  say  that  Mr.  Buchanan  attached  import- 
44  ance  to  the  historic  part  of  this  building,  and  having  bought  the  ground,  and 
44  the  ground  being  his,  and  the  black  swan  being  there,  he  considers  himself  20 
"  entitled  to  retain  it."    Looking  at  the  little  volume  to  which  I  have  referred, 
I  think  that  that  may  be  the  Defendant's  object,  and  that  there  is  evidence  that 
the  Defendant  took  an  interest  in  the  historic  nature  of  the  site.     There  is  no 
evidence  that  any  one  has  actually  been  misled  by  any  of  the  acts  of  the 
Defendant.    All  that  can  be  said  in  favour  of  the  Plaintiffs  is  that  there  is  some  25 
danger  of  persons,  particularly  of  old  customers  of  Anderson  A   Co.,  being 
misled.     Mr.  Nicholson,  the  managing  director  of  the  Plaintiff  Company,  said 
this  in  his  examination  in  chief.    Question  271  is  :  "  Now  you  know  what  the 
44  Defendant  is  doing,  as  you  have  told  my  Lord.     In  your  opinion  is  that  likely 
44  to  injure  your  Company  in  carrying  on  the  old  business  of  Anderson  A  Co.,  80 
44  assigned  to  them  ?    (A.)  I  think  it  is.    To  people  who  do  not  know  that  we 
44  have  bought  the  business  it  is  likely  to  imply  that  Buchanan's  have  bought 
44  it."    Upon  that  he  is  cross-examined,  and  at  Question  324  there  is  this  :  "  My 
44  friend  has  asked  you  a  question  which  I  did  not  exactly  follow,  but  I  dare  say 
44  you  will  be  able  to  put  it  a  little  more  plainly.     I  understood  him  to  say,  I  35 
44  think,  for  people  who  did  not  know  that  we  had  bought  the  business,  some- 
u  thing  might  be  the  result  of  the  use  of  this  •  Black  Swan  Distillery '  by 
44  BucJianans.     What  was  it  that  you  feared  ?      (A.)    We  were  afraid  that 
44  customers,  especially  from  the  country,  coming  to  London,  would  go  to  the 
44  old  house,  and  seeing  the  black  swan,  the  old  mark,  would  ^  alk  in,  and  try  40 
44  and  have  their  orders  carried  out.    (Q.)  Let  me  see  if  I  understand.    You  say 
44  that  country  customers  who  had  dealt  formerly  with  Anderson  A  Co.  would 
*4  know  that  Anderson  A  Co.  carried  on  business  at  the  Black  Swan  Distillery, 
"  and  if  they  had  never  heard  of  the  change  of  hands  would  resort  to  the  old 
44  place  to  give  an  order  ?    (A.)  Yes.    (Q.)  And  then  they  might  not  notice  the  45 
44  change  of  ownership  ;  is  that  it  ?     (A.)  Yes.     (Q.)  They  might  enter  and  give 
44  their  orders  ?    (A.)  Yes."    Then  the  photograph  of  the  existing  building  was 
put  in  his  hands,  and  he  was  asked  :  "  Supposing  that  the  building  was  as  you 
4*  see  it  there,  do  not  you  think  they  would  be  rather  careless  if  they  supposed 
44  they  were  dealing  with  Anderson  A  Co.  ?    (A.)  When  we  started  this  action  50 
44  —when  the  first  letter,  I  think,  was  written — I  think  there  was  no  change  in 
44  the  old  building.    The  action  has  been  dragging  on  for  a  long  time,  and  since 
44  then  there  have  been  many  changes.    (Q.)  Just  take  one  thing  at  a  time,  if 
44  you  kindly  will  look.     Suppose  it  was  in  that  form  what  you  fear  could 
44  hardly  take  place  could  it  ?    (A.)  Unless  they  were  drawn  by  the  black  swan ;  55 
44  otherwise  not  at  all.    (Q.)  It  is  not  magnetic  is  it  ?    They  could  not  fail  to  see 
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"  that  it  was  Buchanan  A  Co.,  and  not  Anderson  A  Co.,  if  it  were  like  that  I 
44  follow  your  other  point,  I  will  deal  with  that  directly  ;  but  as  far  as  that  goes 
44  you  see  nothing  to  complain  of,  do  you  ?  (A.)  Not  at  all,  except  the  bird." 
Mr.  Nicholson's  apprehension,  therefore,  appears  to  be  mainly  directed  to  this, 
5  that  country  customers  coming  to  London  would  go  to  the  old  house,  and,  seeing 
the  figure  of  the  black  swan  there,  would  go  in  and  give  orders.  The  other 
evidence  on  this  to  support  the  Plaintiffs1  case  was  given  by  two  auctioners  and 
public-house  valuers,  both  of  them  of  great  experience.  Mr.  Walter  Knight, 
who  has  45  years1  experience,  says  this.    Question  367  is  :  "  Will  you  state  to 

10  "  my  Lord  what,  in  your  opinion,  will  be  the  effect  of  the  Defendant  so  using 
4*  the  words  *  Black  Swan  Distillery,1  and  using  the  effigy  of  the  black  swan  ? 
4;  (A.)  Well,  my  Lord,  of  course  my  recollection  of  these  premises,  with  the 
"  figure  of  the  black  swan  in  bas  relief,  extends  over  nearly  half  a  century,  and 
"  the  general  designation  by  that  sign  would  be  *  The  Black  Swan  Distillery,1 

15  "  but  they  were  more  particularly  called  'Anderson's  Distillery ' ;  but  supposing 
44  a  person  were  to  say,  *  Where  is  that  ? '  I  should  say,  *  Well,  you  will  recognise 
"  '  it  by  a  black  swan  over  the  facia.1  It  is  well  known  as  *  Anderson's 
"  '  Distillery,1  or  *  The  Black  Swan  Distillery.1  (Q.)  Will  you  say  what,  in  your 
'•  view,  is  the  likely  result  as  regards  the  trade  of  Anderson's — old  customers 

20  *'  of  Anderson's — from  the  Defendant  using  the  expression  *  Black  Swan 
44 '  Distillery,'  and  using  the  effigy  or  .sign  of  a  black  swan  ?  (A.)  My  opinion  is 
"  that  it  is  misleading ;  but  as  to  the  effect  of  it  on  the  trade  I  do  not  know  that 
44 1  can  form  an  opinion.  (Q.)  I  will  put  it  in  this  tvay.  What,  in  your 
44  opinion,  would  be  the  result  of  that  ?    (A.)  The  impression  on  the  minds  of 

25  "  persons  dealing  in  the  trade  would  naturally  be  that  the  distillery  of 
44  Anderson's  called  *  The  Black  Swan  Distillery  '  was  carried  on.  That  is  what 
44 1  should  say.  That  would  be  the  impression.1'  Then  he  is  asked  to  explain. 
44  (Q.)  1  will  put  to  you  the  country  people,  where  you  said  the  effect  would  be 
44  greater  ?      (A.)    In  the  country,  of  course,  trade  is  sought,  as  far  as  my 

30  "  experience  goes,  by  travellers,  and  the  country  trade  is  more  independent  than 
"  the  London  trade,  for  the  reason  that  the  majority  of  the  licenced  victuallers 
14  trading  in  London  borrow  money  from  their  distillers,  and  are  bound  to  them 
44  f  6r  the  goods  they  sell.  But  that  would  not  apply  to  persons  without  loans  in 
44  the  country,  which  I  believe  is  the  case  universally.    They  do  not  borrow.    Of 

35  "  course,  a  person  in  the  country  who  had  been  dealing  with  Anderson's  firm 
14  for  many  years  would  naturally  write  up  to  that  firm,  or  go  there,  while  the 
44  appellation  remained.  (Q.)  You  think  that  the  expression, 4  The  Black  Swan 
4  Distillery,'  appearing  on  the  bill-heads  and  circulars,  would  mislead  ? 
(A.)    I  think  it  would    mislead  that  class  of   people.1'     Then,  in    cross- 

40  examination,  he  admitted  that  Anderson's  gin  and  Buchanan's  whiskey  were 
both  well  known ;  that  Anderson's  business  and  reputation  were  more  for  gin 
than  anything  else,  and  Buchanan's  for  whisky.  "  (Q.)  I  understand  that  the 
44  fear  you  suggest  with  regard  to  the  use  of  4  Black  Swan  Distillery '  is  that 
44  people  might  come  from  having  been  in  the  habit  of  dealing  with  Anderson's  ? 

45  "  (A.)  I  think  so ;  yes.  (Q.)  And  if  they  saw  Anderson's  name  gone  and 
44  Bucfianan's  name  up,  as  appears  in  the  photograph,  they  could  not  still  think 
44  it  was  A?iderson's  business,  could  they  ?  (A.)  The  question  would  be  raised 
44  in  my  mind  no  doubt.  Of  course  I  cannot  tell  what  it  would  be  with  other 
44  people.     (Q.)  You  think  other  people  might  still  think  it  was  Anderson's 

50  "  business,  although  it  was  called  Buchanan's  ;  is  that  so  ?  (A.)  4  Black  Swan 
44  4  Distillery ' ;  yes,  certainly.  (Q.)  You  do  not,  at  all  events,  fear  that  with 
44  London  customers  ?  (A.)  No.  (Q.)  What  you  fear  is  that  written  orders 
44  from  the  country  would  be  addressed  to  the  Black  Swan  Distillery  for 
44  Anderson's  ?    (A.)  I  should  think  so.    (Q.)  Is  that  what  you  fear  ?    (A.)  No, 

55  "  I  do  not  fear  it.  (Q.)  But  is  that  what  you  suggest  Nicholson's  might  fear  ? 
44  (A.)  Yes,  that  is  it ;  they  would."     Then  this  U  put  in    re-examination. 


u 
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(Q.)  Just  one  question  with  regard  to  the  change  of  name.     If  the  black  swan 

sign  is  preserved,  but  with  the  name  'Buchanan '  there  instead  of  'Anderson,' 
"  does  that  suggest  to  you  that  Buchanan's  have  bought  the  business,  or  have 
u  acquired  the  business  ?     (A.)  Yes,  certainly.     That  would  be  the  impression 
"  on  my  mind.     (Q.)  And  is  that  an  impression  which  you  think  would  be  5 
"  produced  on  the  minds  of  other  people  ?     (A.)  I  think  so,  generally." 

That,  again,  points  to  the  great  danger  as  regards  country  customers  giving 
written  orders  or  coming  up  to  London  being  misled  into  the  belief  that 
Anderson's  old  business  was  still  carried  on  in  Holborn.  Mr.  William  Rolfe, 
who  was  ako  an  auctioneer  and  public-house  valuer  of  30  years'  experience,  10 
gave  evidence  to  the  same  effect.  I  do  not  think  it  is  necessary  to  go  through 
that  in  detail.  As  was  admitted  by  Mr.  Knight,  Anderson's  business  was 
mainly  a  gin  business,  though  it  included  whisky  also.  The  Defendant's  is 
exclusively  a  Scotch  whisky  business.  It  is  admitted  by  the  Plaintiffs1  witnesses 
that  the  reputation  of  Anderson's  firm  was  mainly  for  gin,  and  that  the  Defen-  15 
dant's  reputation  for  Scotch  whisky  is,  to  say  the  least,  equally  good.  The  London 
manager  of  the  Defendant  swears  that  they  had  never,  since  they  took  possession 
of  the  premises,  received  any  order  for  gin,  except  one  from  a  customer  of  the 
Defendant's,  which  they  sent  to  the  Plaintiffs.  Further,  the  customers  are 
persons  dealing  in  the  sale  of  beer  and  spirits,  not  members  of  the  general  20 
public.  I  must  say  that  I  cannot  but  think  that  the  probability  of  deception  is 
extremely  small. 

I  will  now  come  to  the  last  item  of  evidence,  namely,  the  book,  to  which  I 
have  referred  more  than  once.    That  contains  some  passages  bearing  on  the 
question.    At  page  25  it  refers  to  the  Gordon  Riots  and  the  distillery  :  "Nearly  25 
'*  as  late  as  the  Gordon  Riots  in  1780  it  was  used  as  a  hostelry  and  coach  house, 
"  as  the  way  bill,  of  which  a  facsimile  is  now  given,  shows.     It  was  converted 
"  by  a  Mr.  Langdale  into  a  distillery,  of  whom  we  shall  hear  more  anon,  and 
"  who,  as  we  learn  from  the  '  Public  Advertiser '  of  June  14th  1780  made  some 
"  considerable  alterations  for  the  purposes  of  his  business.    Mr.  Langdale  sold  30 
14  the  property  to  a  Mr.  Anderson,  and  it  was  thenceforth  named  'Anderson's 
•'  *  Distillery '  and  the  *  Black  Swan,'  although  the  business  was  carried  on  by 
"  Messrs.  BainbHdge  and  Ym<ng\n  partnership.    From  their  successors  it  has 
"  lately  been  purchased  by  Messrs.  James  Buchanan  &  Co.,  Scotch  whisky 
"  distillers  and  blenders.    Needless  to  say  the    name    *  Black    Swan '    will  35 
"  continue  unchanged  in  spite  of  the  change  of  ownership."    Now  it  is  said 
that  that  purchase,  or  what  is  described  to  be  the  purchase,  means  the  distillery 
business  carried  on  by  Andersons  and  Bainbridge  and  Young.    It  does  not 
seem  to  me  that  that  is  what  is  meant.    What  I  think  is  referred  to  was  the 
property — that  is  to  say,  the  site  of  the  distillery  and  the  distillery  itself.    Rat  40 
I  also  think  that  a  careless  reader  might  understand  it  of  the  business.    The 
next  passage  is  on  page  38  ;  after  giving  an  extract  from  "  Barnaby  Rudge  "  he 
adds :  "  It  remains  to  add  that  the   Black  Swan  Distillery  was  rebuilt  by 
"  Government  as  some  compensation  for  the  loss — estimated  by  himself  at 
"  50,000Z. — which  the  good  old  distiller  sustained.    That  building  remained  45 
"  intact  till  a  few  months  ago,  but  now  upon  its  site  another  Black  Swan  has 
"  arisen  under  modern  auspices.    This  interesting  property  has  been  purchased 
'•  by   Messrs.  James  BucJianan  for  the  convenience  and  extension  of  their 
"  business  as  Scotch  whisky  distillers,  blenders,  and  exporters.    The  warehouses 
"  now  erected  are  large  and  commcdious,  and  fitted  up  with  every  modern  50 
44  appliance.    The  offices  comprise  eight  lofty  and  spacious  rooms,  and  the 
"  arrangements    as    to    decorations,    sanitation,   &c,    are    complete   in    every 
"  respect,  and  have  been  carried  out  with  the  strictest  regard  for  the  comfort 
"and  convenience  of   the  clerical  staff."     Then  it  goes  on  to  refer  to  the 
Glentauchers  distillery,  and  says  :   "  The  distillery  is  connected  by  a  short  55 
"  siding  with  the  Highland  Railway,  is  built  on  the  best  modern  lines,  and 
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u  its  water  supply  is  considered  by  experts  to  be  most  excellent."  Finally,  at 
page  40,  the  book  ends  :  "  Let  as  hope  that  the  traditions  of  the  old  Black 
"  Swan  Distillery  may  be  carried  on  by  its  present  proprietors,  and  that  the 
•*  new  premises  will  figure  for  many  long  years  as  the  headquarters  of  Messrs. 
5  "  James  Buchanan  A  Co" 

Now  I  do  not  think  that  the  passage  at  pages  38-39  does  import  that  the 
Defendant  has  carried  on  the  business  of  Anderson  A  Co.    The  last  passage  of* 
all,  on  page  40,  is  most  obscurely  expressed,  and  I  have  not  been  able  to  attach 
to  it  any  definite  meaning.    1  regret  that  there  should  be  such  ambiguity  as  I 

10  have  mentioned  in  this  book.  I  think  that  the  Defendant  would  do  well  to. 
make  it  plain  that  he  makes  no  claim  to  continue  the  business  formerly  carried 
on  by  Anderson  A  Co.  or  their  predecessors  at  Nos.  25  and  26,  Holborn.  I  think 
that  it  would  be  an  honourable  act,  and  one  which  would  not  be  productive  of 
the  slightest  harm  to  himself,  if  he  stated  plainly  in  that  book  that  the  old 

15  distilling  business  and  the  goodwill  of  it  had  been  transferred  to  the  Plaintiffs, 
at  the  same  date  practically  as  he  became  owner  of  the  site.  But  on  the  whole, 
believing  that  the  Defendant  has  acted  honestly,  I  think  that  on  the  evidence* 
before  me  the  Plaintiffs  have  failed  to  make  out  that  the  acts  of  the  Defendant, 
are  calculated  to  mislead.     I  therefore  dismiss  the  action  with  costs. 


20  In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mb.  Justice  Farwell. 


May  9th,  1902. 


Edison-Bell  Consolidated  Phonograph  Company,  Ld.  v.  Waterfield, 

Clifford  &  Co. 


25      Patent. — Action  for  infringement — Certificate  as  to  validity  of  Patent  having 

come  in  question  granted  in  previous  action. — Defendants  not  contesting  the 

Plaintiffs*  case. — Certificate  granted  to  deprive  Plaintiffs  of  solicitor  and  client 

costs. 
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Clifford  &  Co. 

The    Edison-Bell  Consolidated   Phonograph  Company,  Ld,,  as  owners  of 
Letters  Patent  No.  19,153    of    1889  for    "  Improvements  in  phonographs,"* 
brought  an  action  for  infringement  thereof  against  WaterfieJd,  Clifford  Jc  Co.,  • 
*nd  gave  notice  of  motion  for  an  interlocutory  injunction  restraining  the  * 
Defendants  from  infringing  the  Patent.    A  Certificate  that  the  validity  of  the  5 
Patent  had  come  in  issue  had  been  granted  under  section  31  of  the  Patents,  &c. 
Act,  1883,  in  1893  in  the  action  of  the  Edison-Bell  Phonograph  Corporation  v. 
Edison  Phonograph  Company.^  The  Defendants  did  not  contest  the  present  case, 
and  an  Order  was  agreed  upon  between  the  parties  that  the  hearing  of  the  motion 
should  be  treated  as  the  trial  of  the  action  ;  that  an  injunction  should   be  10 
awarded  in  the  terms  of  the  notice  of  motion ;  that  the  one  infringing  article 
in  the  possession  of  the  Defendants  should  be  delivered  up  to  the  Plaintiffs  ; 
and  that  the  Plaintiffs  should  have  an  inquiry  as  to  damages  if  they  chose  to 
take  the  same,  and  that  the  costs  of  such  inquiry  should  be  reserved.    As  to  the 
general  costs  of  the  action  the  Defendants  consented  to  pay  the  same,  but  15 
contended  that  they  ought  not  to  pay  solicitor  and  client  costs,  as  they  had  not, 
and  never  had,  any  intention  of  fighting  the  matter. 

Bucknill  (instructed  by  F.  O.  Chinner)  for  the  Defendants,  with  the  consent 
of  J.  C.  Graham  (instructed  by  Riddell,  Vaizey,  and  Smith)  for  the  Plaintiffs, 
mentioned  the  point  to  Mr.  Justice  Far  WELL,  and  asked  the  learned  Judge  to  20 
give  a  Certificate  under  section  31  depriving  the  Plaintiffs  of  solicitor  and  client 
■costs. 

Farwbll,  J. — Did  you  dispute  the  validity  of  the  Patent  ? 

Bucknill. — We  disputed  nothing.    We  succumbed  at  once. 

Farwbll,  J. — I  decided,J  not  very  long  ago — following  Mr.  Justice  Charles  25 
— that,  if  the  only  issue  was  infringement  or  no  infringement,  and  the  validity 
of  the  Patent  did  not  come  in  question,  I  should  not  allow  solicitor  and  client 
•costs. 

Bucknill. — Your  Lordship  will  certify  that  the   Plaintiffs  shall   not  have 
solicitor  and  client  costs.  30 

FARWBLL,  J. — The  costg  are  for  me,  and  on  your  statement  that  the  validity 
of  the  Patent  did  not  come  in  question  at  all  there  will  be  only  party  and  party 
costs.** 


*  For  the  Specification  see  11  R.P.C.  148. 

t  11  R.P.C.  83. 

X  Saco/uzrin  Corporation,  Ld.  v.  Dawson,  ante,  page  173. 

**  Cf.     Welsbach  Incandescent  Gas  Light  Company  v.  Daylight  Incandescent  Mantle  Comitany 
<16  R.P.C.,  353). 
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Madeline  Barber  v.  Nathan  and  Somers. 


In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Farwell. 


May  16th,  1902. 


Madeline  Barber  v.  Nathan  and  Somers. 


5  Action  to  restrain  threats  under  section  32  of  the  Patents,  <kc.  Act,  1883,  and 
at  Common  Law. — Conflict  of  evidence. — Motion  for  interlocutory  injunction.— 
Injunction  refused. — Costs  reserved. 

On  the  7th  of  May  1902  Madeline  Barber  (wife  of  Wilfred  Henry  Barber) 
issued  a  writ  against  Nathan  and  Somers  claiming  an  injunction  to  restrain  the 
10  Defendants,  their  servants  and  agents,  from  threatening  and  continuing  to 
threaten  the  Plaintiff  witli  legal  proceedings  or  liability  in  respect  of  any 
alleged  infringement  of  the  Defendants'  rights,  Patent,  or  otherwise,  and  from 
in  anywise  interfering  with  production  by  the  Plaintiff  of  a  certain  act,  turn, 
show,  or  performance  known  as  "  Diavolo,  or  Lo  )ping  the  Loop  on  a  Bicycle," 
15  and  for  damages  and  costs,  and  for  such  further  relief  as  might  be  just.  On  the 
same  day  the  Plaintiff  served  notice  of  motion  for  an  injunction,  until  trial  or 
further  Order,  as  claimed  by  the  writ. 

On  the  16th  of  May  1902  the  motion  came  before  Mr.  Justice  Farwell. 
Moulton,  K.C.,  and  Cordon  (instructed  by  Bilbrough  and  Plctskitts)  appeared 
20  for  the  Plaintiff  ;  Clapton  (instructed  by  Cohen  and  Colieri)  appeared  for  the 
Defendants. 

Gordon. — The  Plaintiff  is  a  lady  connected  with  the  stage,  and  she  is  interested 
in  the  production  of  a  performance  which  is  called  "  Diavolo,"  or  "  Looping  the 
"  loop  on  a  bicycle." 
25      Farwell,  J.— What  are  the  Patent  rights  ? 
Cordon. — We  do  not  know. 
Clayton. — There  are  no  Patents. 

Farwell,  J. — Your  only  right  to  bring  a  threats  action  is  under  the  threats 
section  in  the  Act  of  1883. 
30  Cordon. — There  is  a  common  law  right  also,  provided  I  show  that  the 
Defendants  are  not  acting  bond  fide.  My  case  is  either  under  the  threats  section 
of  the  Statute  or  under  my  common  law  right,  on  the  ground  that  the  Defend- 
ants are  not  acting  bond  fide.  My  evidence  goes  to  this,  that  they  have  no 
Patent  rights,  but  that  they  have  threatened  the  Plaintiff  with  Parents  which  they 
35  have  refused  to  disclose,  and  that  we  have  had  to  get  at  the  fact  that  they  have  no 
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Patent  rights  by  making  a  search  at  the  Patent  Office,  and  ascertaining  in  that 
way  that  there  is  no  Patent  under  which  it  is  possible  for  them  to  claim.  Under 
those  circumstances  I  pat  my  case  on  both  grounds,  first  of  all  threats  under 
the  Statute,  and  on  the  second  ground  of  its  being  not  a  bond  fide  assertion  of 
right,  but  a  vexatious  and  mala  fide  assertion  of  a  claim  of  right  for  the  mere  5- 
purposes  of  injuring  the  Plaintiff. 

Farwell,  J. — It  seems  to  me  perfectly  hopeless  to  expect  the  Court  to 
interfere  by  interlocutory  injunction.  Your  remedy  in  damages  is  ample  if 
you  have  any  remedy.    How  can  I  try  the  issue  of  mala  fides  on  affidavit  ? 

Clayton. — The  Defendants  deny  that  they  ever  made  any  such  threats.  10* 

Gordon. — No  doubt  there  is  a  conflict  of  evidence  on  that  point,  but  if  my 
friend  is  going  to  say  that  the  Defendants  never  made  any  threats,  and  do  not 
propose  to  make  threats,  I  imagine  that  he  will  have  no  difficulty  in  giving  an 
undertaking. 

Clayton. — Certainly  not.  15- 

Farwell,  J. — I  cannot  force  him  to  give  an  undertaking.  That  is  equivalent 
to  my  granting  an  injunction.  If  you  agree  that  there  is  a  complete  conflict 
between  you  as  to  whether  they  have  ever  threatened,  and  you  put  your  case 
on  malafides,  which  is  an  issue  I  cannot  try  on  affidavit,  it  is  quite  obvious  I 
cannot  grant  an  injunction  now,  but  I  will  try  the  action  some  day  next  sittings  20 
with  witnesses,  and  as  soon  as  you  are  both  ready  I  will  consider  benevolently 
an  application  to  hear  the  case  as  soon  as  possible.  I  will  reserve  the  costs  of 
the  motion  if  you  like.    Pleadings  should  be  delivered. 

Clayton. — If  your  Lordship  pleases,  but  I  thought  you  would  dismiss  the 
motion  with  costs.  2& 

Farwell,  J. — No,  I  cannot  do  that.  I  must  give  the  Plaintiff  an  opportunity 
of  making  out  a  case  if  she  can. 

The  Summons  for  Directions  being  treated  as  before  the  Court,  an  Order  was 
made  for  pleadings  and  discovery  by  both  parties. 
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In  the  High  Court  op  Justice. — Chancery  Division. 


Before  Mr.  Justice  Kekewich. 


April  30th,  1902. 


Hennessy  &  Co.  v.  Dompe. 


5  Trade  Mark. — Alleged  infringement. — Alleged  passing-off  of  Defendant's 
goods  as  Plaintiffs*. — Probability  of  deception. — Third  party  joined  as  Defen* 
dant. — Action  dismissed. — Costs. 

H.  A  Co.  were  the  registered  owners  of  label  Trade  Marks  consisting  of  a 
frame  of  vine-leaves  surrounding  a  space,  in  which  their  name  appeared,  and 

10  enclosing  in  the  top  centre  an  "  arm  and  battle-axe "  device,  which  was  also 
registered  by  them  as  a  Trade  Mark ;  these  labels  were  used  by  them  printed  in 
gold  on  a  white  ground  upon  their  bottles  of  Cognac  brandy,  in  which  tliey  did  an 
extensive  and  old-established  trade.  They  brought  an  action  for  injunctions  to 
restrain  both  infringement  of  Trade  Mark  and  passing-off  against  D.,  who 

15  served  R.  with  a  "  third-party  notice  "  (R.  being  joined  as  co-Defendant  at  the 
triaT)  in  respect  of  bottles  of  brandy,  a  limited  quantity  of  which  had  accidentally 
been  acquired  by  R.,  from  whom  D.  had  purchased  a  few,  and  which  were 
labelled  with  a  label  printed  in  gold  on  a  white  ground,  and  consisting  of  a 
similar  frame  of  vine-leaves  surrounding  a  space  in  which  appeared  the  name 

20  of  "  Jules  Chateau  et  Cie.,"  but  in  this  case  the  small  top-centre  space  occupied 
by  the  device  in  the  Plaintiffs'  label  was  filled  up  by  continuing  the  vine-leaf 
frame. 

Held,  that  although  whoever  designed  the  Defendant's  label  must  have  copied 
the  vine-leaf  part  thereof  from  the  Plaintiffs'  label,  yet  as  the  evidence  showed 

25  that  vine-leaves  encircling  a  label  printed  in  gold  on  a  white  ground  were 
common  to  the  trade,  the  Defendant's  label,  containing  a  different  name  and 
not  containing  the  device  of  the  Plaintiffs,  was  not  calculated  to  deceive.  The 
injunctions  asked  for  were  refused  with  costs. 

On  the  20th  of  November  1901  James  Hennessy  &  Co.,  whose  firm  had 

30  carried  on  business  as  growers  and  distillers  and  importers  of  brandy  for 

upwards  of  a  hundred  years  at  Cognac,  in  France,  commenced  an  action  against 
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the  Defendant,  Giovanni  Dompi,  to  restrain  him  from  infringing  their  registered 
Trade  Marks  (Nob.  1286,  1287,  and  169,477),  and  from  selling  brandy  not  of 
their  manufacture  bearing  labels  or  so  got  np  as  to  be  calculated  to  lead  the 
public  to  believe  that  it  was  manufactured  or  bottled  by  the  Plaintiffs. 

In  January  1876  the  Plaintiffs  registered  the  label  Trade  Mark  No.  1286,  as  5 
having  been  used  for  "  about  20  years  before  the  24th  of  January  1876,"  and 
the  label  Trade  Mark  No.  1287  as  having  been  used  for  "about  10  years 
"  before  the  24th  of  January  1876."  In  December  1892  they  also  registered 
their  label  Trade  Mark  No.  169,477,  as  having  been  "  used  since  about  27  years 
"  before  the  23rd  of  December  1892."  The  three  Trade  Marks  were  all  io 
registered  in  respect  of  brandy,  and  were  used  by  the  Plaintiffs  on  their  bottles 
of  cased  brandy  in  the  three  grades  known  as  "  One  Star,"  "  Two  Stars,"  and 
"Three  Stars"  respectively.  The  label  No.  1286  was  uBed  for  the  first  grade 
simplidter,  while  in  the  Trade  Marks  Nob.  1287  and  169,477  the  larger  and 
smaller  labels  were  paated  on  the  body  and  neck  of  the  bottles  respectively.  15 


Trade  Mark  Ho.  1288. 


The  labels  in  use  were  printed  in  gold  on  white  paper. 

The   "  arm  and  battle-axe "  device,    which  appears   in   the   top-centre   of 
Trade   Mark  No.   1286,  had  been  also  registered   by  the  Plaintiffs  in  1876 
by  itself  as  a  separate  Trade   Mark  (No.  1296),  but  it  appeared  that  it  was 
only   UBed  by   itself    on  the   packing  casea  of   the   Plaintiffs,  and  not  as  a  SO 
bottle  label. 

The  labels  complained  of  by  the  Plaintiffs  appear  on  page  337.  These  labels 
were  printed  in  gold  on  white  paper,  and  were  pasted  on  the  body  and  neck  of 
the  bottles  sold  by  the  Defendant. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  :— "  (1)  The  Plaintiffs  25 
"  carry  on  an  extensive  partnership  business  at  Cognac,  in  the  Republic  of 
"  France,  as  growers  and  also  as  distillers  and  importers  of  brandy  under  the 
"  style  or  firm  of  James  Hennessy  &  Co.    The  said  business  has  been  carried 
"  on  by  the  Plaintiffs  and  their  predecessors  in  title  (hereinafter  collectively 
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is  the  Plaintiffs'  firm)  for  upwards  of  100  years  under  the  same 
*  or  similar  styles.  (2)  The  Plaintiffs'  firm  has  for  many  years  past  enjoyed  a 
"  high  reputation  in  the  trade  and  with  the  public  in  connection  with  certain 
"  brandy  which  they  manufacture  and  bottle  at  Cognac  and  import  to  and  sell 
>  "  in  the  United  Kingdom.  The  white  and  gold  labels  constituting  the  regis- 
"  tered  Trade  Marks  Nos.  1286,  1287,  and  169,477  (of  which  Trade  Marks  the 
"  Plaintiffs  are  the  registered  proprietors)  are  affixed  to  each  bottle.  (3)  The 
"  Defendant  ie  a  wine  and  general  provision  merchant  carrying  on  business  at 
"  31,  Dean  Street,  Soho.     (4)  The  Plaintiffs  have  recently  ascertained  (as  the 


Trade  Mark  No.  1287. 


10  "  fact  is)  that  the  Defendant  is  selling  and  offering  brandy  for  sale  in  bottles 
"  to  which  are  affixed  gold  and  white  labels  which  are  only  colourably  different 
"  from  and  are  infringements  of  the  Plaintiffs'  said  registered  Trade  Marks,  or 
"  some  or  one  of  them.  The  brandy  so  sold  and  offered  for  sale  by  the  Defen- 
"  dant  as  aforesaid  is  not  brandy  manufactured  or  imported  or  bottled  by  the 

15  "  Plaintiffs'  firm.  (5)  The  aforesaid  acts  of  the  Defendant  are  calculated  to 
"  mislead  purchasers  and  others  into  the  belief  that  the  brandy  so  offered 
"  for  sale  by  the  Defendant  as  hereinbefore  mentioned  is  manufactured  or 
*  imported  or  bottled  by  the  Plaintiffs'   firm.    (6)  The  Defendant  threatens 
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"  and  intends,  and  'will,  unless  restrained,  continue  the  Bale  hereinbefore 
"  complained  of.  (7)  The  Plaintiffs  have  by  reason  of  the  Defendant's 
"  aforesaid  acts  sustained  loss  and  damage,  and  they  will,  if  such  acts  are 
"  continued,  sustain  still  farther  loss  and  damage.  (8)  The  Defendant  by  his 
"  use  of  the  label  hereinbefore  complained  of  has  been  enabled  to  sell  and  pass  5 
"  off,  and  he  has  in  fact  sold  and  passed  off,  a  large  quantity  of  brandy  not 
"  being  brandy  manufactured  or  bottled  by  the  Plaintiffs'  firm  as  and  for 
"  brandy  so  manufactured  or  bottled,  and  has  thereby  gained  large  profits." 

The   Plaintiffs  claimed   "  (1)  an  injnnction  to  restrain  the  Defendant,  his 
"  servants  and  agents,  from  infringing  the  Plaintiffs'  said  registered  Trade   10 


Trade  Mark  No.  I 


"  Marks,  Nos.  1286,  1287,  and  169,477,  or  any  or  either  of  tbem  ;  (2)  an 
"  injunction  to  restrain  the  Defendant,  bis  servants  and  agents,  from  selling  or 
"  offering  or  advertising  for  sale  any  brandy,  not  being  brandy  manufactured 
"  by  the  Plaintiffs,  in  bottles  bearing  such  labels,  or  so  got  up  as  to  be 
"  calculated  to  lead  the  public  or  purchasers  to  believe  that  the  brandy  15 
"  bottled  for  or  sold  by  the  Defendant  is  in  fact  manufactured  or  bottled  by 
"  the  Plaintiffs,  and  from  using  any  labels  so  contrived  or  expressed  as  to  be 
"  calculated  to  lead  the  public  or  purchasers  to  such  belief  as  aforesaid ;  (3) 
"  damages,  or  an  account  of  profits  ;  (4)  delivery  up  on  oath  or  destruction  of 


Vol.  XIX.,  No.  17.]      AND  TRADE  MARK  OASES.  337 

Hennessy  &  Go.  v.  Dompc. 

"  all  bottles  and  labels  in  respect  of  which  the  above  injunctions  are  sought ; 
"  (5)  costs  ;  and  (6)  further  or  other  relief." 

The  Defence  of  the  Defendant  Dompi  was  as  follows  : — (1)  The  Defendant 
"  does  not  admit  any  of  the  allegations  in  paragraph  2  of  the  .Statement  of 
5  »  Claim.  (2)  Save  that  the  brandy  sold  or  offered  for  sale  by  the  Defendant 
"  is  not  manufactured  or  imported  by  the  Plaintiff  firm,  the  Defendant  denies 
"  all  the  allegations  in  paragraph  4  of  the  Statement  of  Claim.  (3)  The  Defen- 
"  dant  denies  all  the  allegations  in  paragraphs  5,  6,  and  7  of  the  Statement  of 
"  Claim.  (4)  None  of  the  labels  attached  to  bottles  in  which  the  Defendant 
10  "  sells  or  offers  for  sale  brandy  infringe  the  alleged  registered  Trade  Marks  of 


"  the  Plaintiffs'  firm,  nor  are  they  colourable  imitations  of  the  same.  The 
"  Defendant's  said  labels  differ  in  material  respects  from  those  of  the  Plaintiffs' 
"  firm,  and  the  difference  is  clearly  apparent  to  purchasers  of  brandy.  (5) 
"  Alternatively,  if  the  labels  on  the  bottles   sold  or  offered  for  sale  by  the 

15  "  Defendant  are  infringements  or  colourable  representations  of  the  registered 
"  Trade  Marks  of  the  Plaintiffs'  firm,  the  Defendant  says  that  the  said  bottles 
"  and  labels  thereon  were  purchased  by  him  in  the  ordinary  way  of  trade,  in 
"  good  faith,  and  without  any  knowledge  that  the  said  labels  were  infringe- 
"  ments  or  colourable  representations  of  the  registered  Trade  Marks  of  the  ■ 

20  "  Plaintiff  firm,  and  were  Bold  by  him  in  the  Bame  state  as  they  were  purchased 
"  and  without  fraud." 
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It  appeared  that  the  bottles  complained  of  were  not  in  fact  prepared  for  and 
put  upon  the  market  by  the  Defendant  DompS.  In  September  1901  JiMus 
Rohmann,  trading  as  the  Foreign  Wine  Growers  Company,  -was  owed  a  sum 
of  money  by  another  firm  called  Jacobs  A  Go.,  who  persuaded  him  to  take  in 
payment  of  the  debt  thirty-five  cases  (each  containing  a  dozen  bottles)  of  the  5 
brandy  labelled  "  Jules  Chateau  et  Cie."  now  complained  of.  Rohmann  was 
influenced  in  accepting  them  by  a  traveller  named  Morris,  formerly  in  the 
employ  of  Jacobs  A  Co.,  who  said  that  he  could  get  a  market  for  them,  and 
through  Morris  the  Defendant  DompS  bought  from  Rohmann  a  number  of  the 
bottles,  one  of  which  was  purchased  from  DompS  and  came  into  the  hands  of  10 
the  Plaintiffs. 

The  Defendant  DompS,  having    delivered  his  Statement  of   Defence,  in 
pursuance  of  an  Order  obtained  under  R.S.C.  Order  XVI.,  rule  48,  served  a 
"  third -party  notice  "  on  Rohmann,  claiming  to  be  indemnified  by  him  "  against 
"  liability  on  all  counts  of  the  said  claim  on  the  ground  that  the  bottles,  labels,  15 
"  brandy,  and  goods  alleged  were  innocently  purchased  by  him  in  good  faith 

from  you  in  the  ordinary  way  of  trade,  and  that  you  supplied  the  same  to 

him  without  notification  of  any  infringement  or  wrong  as  in  the  said  claim 

alleged." 

The  action  came  on  for  trial  before  Mr.  Justice  Kekbwioh  on  the  30th  of  20 
April  1902. 

Austen-Cartmell  (instructed  by  Bedford,  Monier-WiUiams,  and  Robinson) 
appeared  for  the  Plaintiffs ;  the  Defendant,  DompS,  appeared  in  person ;  and 
Sebastian  (instructed  by  Hicks,  Arnold,  and  Mozley)  appeared  for  Rohmann. 

Austen-Cartmell,  in  opening  the  Plaintiffs9  case,  asked  for  leave  to  add  the  25 
Defendant  Rohmann  as  co-Defendant 

Ebkbwioh,  J.,  gave  leave  accordingly. 

Sebastian  agreed  to  the  answers  to  interrogatories  by  DompS,  admitting  the 
sale  of  the  bottles  with  the  "  Jules  Chateau  "  label,  being  read  against  Rohmann 
as  well.  30 

Austen-Cartmell. — The  defences  are  (1)  no  infringement;  (2)  innocent 
infringement.  In  view  of  the  latter  defence  th9  Defendant  should  submit  at 
once  to  an  injunction.  It  is  a  clear  case  of  infringement,  for,  taking  each  of  the 
two  labels  as  a  whole,  one  is  an  imitation  of  the  other,  and  minute  differences 
will  not  avail  the  Defendant.  35 

EBKBWIOH,  J. — I  am  not  a  draughtsman,  but  I  think  I  could  make  out  a 
label  nearer  to  the  Plaintiffs'  than  that  now  complained  of. 

Evidence  was  given  on  behalf  of  the  Plaintiffs  by  R.  C.  Browning,  whose 
firm  were  their  London  agents,  and  who  deposed  that  "  Jules  Chateau  et  Cie." 
was  a  fictitious  name,  as  no  such  firm  was  known  at  Cognac.     The  witness  40 
based  his  complaint  on  the  white  and  gold  printing  and  the  vine-leaves,  but 
did  not  claim  the  heraldic  bar  as  peculiar  to  the  Plaintiffs.     He  admitted 
that  the  crest  was  "  totally  different,1'  but  thought  that  the  name  was  "  rather 
"  like."    Six  brandy  bottles,  sold  on  the  market  by  the  firms  of  Lucien  Jonzac 
et  Cie.,  Foreign  Wine  Growers  Company,  Alfred  Strauss  A  Co.,  Rosny  et  Cie.,  45 
Boulestin  et  Cie.,  Gahuzac  et  Cie.,  and  Motard  et  Cie.,  and  all  bearing  labels 
printed  in  gold  on  white  paper,  with  a  frame  of  vine-leaves  closely  similar  to 
the  labels  in  this  action,  were,  together  with  a  stock  label  surrounded  by  vine- 
leaves  but  containing  no  name  in  the  blank  centre,  produced  to  the  witness, 
who  only  knew  two  of  them  and  those  slightly.     [These  six  bottles  and  the  56 
label  were  subsequently  proved  by  the  Defendants'  witnesses.]    Henry  Dowden, 
wine  and  spirit  broker,  admitted  in  cross-examination  that  there  was  no  harm 
in  an  assumed  name ;   that  the  "  arm  and  battle-axe  "  were  well  known  as 
denoting  the  Plaintiffs'  brandy,  and  that  he  should  hardly  think  of  it  as  "  vine- 
"  leaf  brandy,"  or  "  white  and  gold  brandy."    John  J.  Kelly,  wine  and  spirit  55 
broker  and  auctioneer,  considered  that  this  particular  arrangement  of  vine- 
leaves  was  peculiar  to  the  Hennessy  label.     William  J.  Cowling,  -  manager  for  a 
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finaof  wine  and  spirit  merchants  having  60  branch  establishments  in  London, 
who  himself  handled  some  hundreds  of  dozen  bottles  of  the  Plaintiffs'  brandy 
in  the  year,  said  that  he  looked  at  the  arrangement  of  the  vine-leaves  in 
eoignnction  with  the  "battle-axe,"  and  admitted  that  the  first  thing  which 

5  struck  him  in  looking  at  the  Defendants1  bottle  was  the  absence  of  the 
"  battle-axe  " ;  but  in  his  opinion  the  general  public  would  go  by  the  whole 
label  and  not  by  the  "  battle-axe.1' 

Evidence  for  the  Defendants  was  given  by  R.  N.  Vittenoweth,  manager  to  the 
Defendant  Rohmann,  who  proved  the  bottles   above   mentioned   with   the 

10  exception  of  one  proved  by  H.  V.  Starbucks  and  explained  how  the  small  stock 

of  the  bottles  complained  of  had  come  into  the  possession  of  the  Defendant 

Rohmann%  and  had  all  been  sold  in  the  ordinary  way  of  business  prior  to  the 

1st  of  November  1901.    The  Defendant  Dompi  was  also  examined. 

In  his  examination  in  chief  of  the  witnesses,  Counsel  for  the  Plaintiffs  sought 

15  to  elicit  from  them  whether,  in  their  opinion,  a  person  going  into  a  shop  as  a 
customer  would  be  likely  to  be  deceived. 

Kbkbwioh,  J.,  declined  to  allow  such  a  question  to  be  put,  and  referred  to 
the  observations  of  Lord  Maonaghten,  at  page  635  of  the  report  of  Payton  v. 
Smiling  (17  R.P.C.  628),  previously  quoted  by  his  Lordship  in  the  Alaska 

20  Packers'  Association  v.  Crooks  A  Co.  (18  R.P.0. 129). 

Austen-CartmelL—lt  is  the  label  as  a  whole  which  should  be  protected 
(Lever  v.  Bedingfield,  16  R.P.C.  3).  Here  the  body-label  has  been  really  copied, 
and  the  Defendants1  copy,  taken  as  a  whole,  is  not  sufficiently  differentiated  by 
the  two  points  of  the  name  and  the  u  battle-axe,1'  both  of  which  would  be 

25  covered  by  the  hand  in  the  natural  way  of  holding  the  bottle.     The  Court  will 
take  into  consideration  the  similarity  of  the  total  combination  of  capsule,  neck- 
label,  and  shape,  together  with  the  body-label. 
Sebastian,  for  the  Defendant  Rohmann,  was  not  called  on. 
KBXBWJCH,  J. — This  is  an  action  by  Messrs.  James  Hennessy  &  Co.  against 

30  the  Defendant,  Dompi,  to  restrain  him  from  infringing  their  Trade  Marks,  and 
also  asking  for  an  injunction  against  him  to  prevent  his  selling  bottles  which 
resemble  theirs  in  get-up,  that  is  to  say,  in  the  get-up  of  the  labels  which 
Messrs.  Hennessy  affix  to  their  bottles,  and  of  course  the  Plaintiffs1  ask  for 
consequential  relief.  'The  Defendant  has  served  a  third  party  notice  on  Rohmann, 

35  trading  as  the  Foreign  Wine  Growers  Company,  claiming  an  indemnity, 
and  an  Order  has  been  made,  I  understand.  I  have  not  seen  it,  but  I  was  told 
by  Mr.  Sebastian  (and  I  have  no  doubt  it  is  correct)  that  an  Order  was  made 
that  the  third  party  notice  should  be  tried  immediately  after  the  action,  and 
that  the  third  pasty  should  have  liberty  to  take  such  part  in  the  action  as  the 

40  Judge  at  the  trial  thought  fit. 

When  the  action  came  on  this  morning  the  Defendant  at  first  did  not 
appear,  and  therefore  the  third  party  was  put  into  a  rather  awkward  position  ; 
but  before  the  Defendant  appeared  in  person  (as  he  afterwards  did)  it  was 
arranged  that  the  third  party  should  be  treated  as  a  Defendant,  he  submitting, 

45  by  his  Counsel,  to  have  any  question  against  him  tried  in  this  action,  not- 
withstanding that  he  is  not  strictly  a  Defendant,  and  the  Plaintiffs  desiring 
against  him  such  relief  as  was  already  asked  against  the  Defendant  Dompi. 
So  that  really,  for  all  substantial  purposes,  I  am  trying  an  action  by  Messrs. 
James  Hennessy  A  Co.  against  the  original  Defendant,  Dompi,  and  against  the 

50  Foreign  Wine  Growers  Company  added  as  Defendants ;  and  the  Registrar  will 
be  good  enough  to  see  that  the  Order,  as  drawn  up,  recognises  that,  so  as 
to  show  that  I  have  been  trying  the  action  as  between  the  original  Plaintiffs 
and  the  third  party,  as  well  as  between  the  original  Plaintiffs  and  the  Defendant 

D&mpe. 
55     That  being  so,  the  first  question  is,  as  was  mentioned  just  now  by  Mr. 
Gaptmett,  whether  one  of  these  labels  which  1  have  before  me,  namely,  that  on 
t^i.bot^  purporting  to  be  Jules  . Chateau  A  Go's  cognac,  is,  as  a  whole, 
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sufficiently  similar  to  that  on  Hennessy* $  bottle  to  entitle  the  latter  to  relief.    For 
that  purpose  it  must  be  substantially  so  ;  that  is  to  say,  it  must  be  a  colourable 
imitation,  and  it  must  be  so  similar,  as  regards  get-up,  as  to  be  calculated 
to  deceive.     By  "  calculated  to  deceive "  is  meant  this,  that  a  bottle  bearing 
one  label  could  be  passed  off   easily,  without  fraud  otherwise  than  by  the  5 
label  itself,  as  a  bottle  of  the  other  character.     I  have  nothing  to  do  with 
the  contents,  but  with  a  bottle  purporting  to  contain  cognac,  and  labelled  as 
Jules  Chateau  A  Co.'s  bottle  is  labelled.    Gould  it  be  easily  sold  to  an  ordinary 
customer  as  being  cognac  so  manufactured  by  James  Hennessy  A  Co.  f    That  is 
the  question,  and  I  agree  that  you  must  look  at  the  label  as  a  whole  ;   but  you  10 
cannot  look  at  the  whole  without  the  parts,  and  not  only  must  you  look  to  see 
where  the  parts  are  similar,  but  you  must  also  see  where  they  are  separate  and 
different;    and  according  to  common  sense,  and  also  according  to  all    the 
authorities,  you   must  first  ask  yourself  what  part  of  this  is  peculiar  to  the 
Plaintiffs  and  what  part  is  not  peculiar  to  the  Plaintiffs,  but  is  common  to  the  15 
trade.    Now  "  Cognac,"  of  course,  is  common  to  all.    The  label  is  in  gold  letters 
on  a  white  ground,  and  it  is  admitted  that  that  is  common  to  the  trade.    Not 
only  is  it  open  to  any  trader  to  affix  a  label  in  gold  letters,  but  on  a  white 
ground,  and  it  has  been  done  again  and  again.    I  have  several  samples  before 
me.     Bottles  have  been  shown  to  me  which  have  been  used  and  sold  and  20 
purchased,  and  besides  that  the  evidence  goes  to  show  (I  suppose  judicially  I 
could  not  take  it  without  evidence)  that  the  white  and  gold,  that  is  to  say,  gold 
letters  on  a  white  ground,  is  common  to  labels  in  the  trade.    That  gets  rid  of  that. 

Then  as  to  the  use  of  the  vine-leaves  encircling  the  label — that  is  to  say 
wreaths  of  vine-leaves — that  is  admitted  to  be  common  to  the  trade.  Of  course,  25 
again  judicially,  I  must  require  evidence  of  that,  and  the  evidence  was  forth- 
coming. There  can  be  no  doubt  about  that.  It  is  said  that  Messrs.  Hennessy's 
label  was  the  only  .one  in  which  the  vine-leaves  go  round  the  whole  of  the 
label.  Well,  that  may  or  may  not  be  ;  but,  supposing  it  to  be  so,  it  seems  to  me 
to  be  too  small  a  matter  for  consideration.  Then  we  come  to  this,  that  on  30 
Messrs.  Hennessy  A  Co.'s  label  at  the  top  of  it  there  is  a  curve  on  which  rests 
what  I  am  told  is  an  heraldic  bar  with  an  arm  and  a  battle-axe,  the  arm  and 
the  battle-axe  being  imported  from  a  Trade  Mark  registered  by  Messrs.  Hennessy, 
and  used,  I  understand,  only  on  cases.  But  there  it  is,  and  it  is  a  prominent 
feature  on  the  label.    There  is  nothing  of  that  kind  in  the  other  label.    What  39  \ 

is  filled  up  in  Hennessy  &  Co?s  label  by  the  arm  and  battle-axe  is  filled  up  in  1 

the  other  label  by  a  grouping  of  vine-leaves,  which  is  somewhat  different  from 
any  grouping  of  vine-leaves  on  either  of  the  labels  elsewhere.  That  is  a  dis- 
tinction. Then  we  have  these  other  distinctions  besides  :  that  one  purports  to 
be  "  James  Hennessy  A  Co.,  Cognac  " ;  "  Cognac  "  being  common,  of  course,  40 
and  nothing  being  said  about  that.  The  other  is  "  Jules  Chateau  A  Cie.9  Cognac.9' 
It  seems  to  me  that  so  far  as  I  have  gone  there  really  is  no  similarity  at  all  except 
in  things  which  anybody  is  entitled  to  have  for  a  label  in  common  with  everybody 
else.  The  white  and  gold  are  there.  The  vine-leaves  are  there.  The  battle- 
axe  which  is  a  distinctive  part  of  one  is  not  in  the  other,  and  so  is  ct  James  45 
u  Hennessy  A  Co."  The  most  important  thing  as  indicating  in  the  plainest  way 
whose  brandy  it  is  is  altered  in  the  other  to  "  Jules  Chateau  A  Cie"  It  is  said 
that  that  is  a  fictitious  name.  It  may  be  so  ;  from  the  evidence  I  should  infer 
that  it  was — that  is  to  say  there  is  no  such  firm ;  but,  on  the  other  hand,  there 
is  nothing  to  prevent  anybody — even  a  plain  Robinson  or  anybody  else — from  50 
trading  as  "  Jules  Chateau  A  Cie."  so  long  as  he  does  not  take  a  name  which 
induces  the  public  to  believe  he  is  another  person.  I  do  not  think  anything 
can  possibly  turn  upon  that.  I  know  that  there  is  a  certain  amount  of  brandy 
in  the  market  which  has  been  sold,  and  by  whom  it  has  been  sold  or  by  whom 
manufactured  it  is  not  for  me  to  inquire  at  all.  55 

So  far  as  I  have  gone,  therefore,  everything  is  in  favour  of  the  Defen- 
dants and  nothing  in  favour  of  the  Plaintiffs.    But  there  is  this,  that  with  the 
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important  exception  I  have  already  mentioned — that  is  the  presence  of  the  arm 
and  battle-axe  in  the  one  case  and  the  absence  in  the  other  and  the  substitution 
of  the  grouping  of  vine-leaves — the  encircling  vine-leaves  are,  as  far  as  I  can 
see,  precisely  the  same. 
5  It  seems  to  me  that  whoever  designed  the  Jules  Chateau  label  must  have  had 
before  him  the  Hennessy  label,  and  I  think  he  must  have  copied  it,  and  probably 
oopied  it  deliberately,  with  the  intention  of  taking  what  for  some  reason  or 
other  (perhaps  honest,  perhaps  fraudulent)  he  thought  was  a  good  model.  I 
have  been  unable  for  myself  to  see,  and  Counsel  has  not  pointed  out,  any  dis- 

10  tinction  at  all.  There  may  be  a  slight  difference,  which  may  be  due  to  age  or 
the  thickness  of  the  paper  or  the  printing.  I  do  not  know,  but  in  the  design 
there  seems  to  me  to  be  no  difference  whatever.  Now  I  do  not  say  that  that  is 
right.  I  do  not  say  for  a  moment  that  an  extremely  careful  man,  wishing  to 
do  what  was  perfectly  honest,  might  not  have  avoided  that ;  but  the  question 

15  is — Does  that  form  a  sufficient  similarity  to  make  this  calculated  to  deceive  ? 
It  seems  to  me  clearly  that  it  does  not ;  and  I  have  not  the  slightest  hesitation  in 
exercising  the  functions  of  a  jury  and  saying  that  there  is  nothing  here  calculated 
to  deceive  at  all.  A  close  observer  would  see,  as  I  have  seen,  that  the  encircling 
groups  of  vine-leaves  are  similar,  but  similarity  requires  to  be  looked  into, 

20  whereas  the  absence  of  the  arm  and  battle-axe,  and  the  substitution  for  it  of  the 
new  group  of  vine-leaves  and  the  substitution  of  "  Jules  Chateau  &  Cie."  for 
"  Hennessy  <k  Co."  are  perfectly  obvious,  and  must  strike  even  the  unwary 
customer.  I  decline  to  go  into  the  question  of  whether  a  publican  and  his 
servants  putting  his  hands  over  the  bottle  carefully  in  a  particular  way  could 

25  not  deceive  the  public.  I  dare  say  he  could.  There  are  many  ways  of  being 
dishonest,  and  it  is  perfectly  easy  to  be  dishonest  in  a  case  like  that.  That  is 
not  the  question.  We  have  got  it  proved  that  customers  generally  ask  for 
Hennessy' s  brand  by  name,  and  not  with  reference  to  a  battle-axe  or  anything 
of  that  kind.    But  the  question  is — Are  the  labels  standing  alone,  without  fraud, 

30  calculated  to  deceive  ?  In  my  judgment  they  are  not.  Therefore  I  must  decide 
against  the  Plaintiffs. 

Now  about  the  question  of  costs.  I  have  already  said  that  any  delicate 
honesty,  or  perhaps  any  honesty  at  all,  would  have  prompted  the  designer  of 
this  label  to  avoid  such  exact  similarity  as  the  encircling  vine-leaves ;  and  if  the 

35  Plaintiffs  were  now  suing  the  designer,  or  the  person  who  instructed  the 
designer,  I  am  by  no  means  sure  that,  while  deciding  in  favour  of  the  Defen- 
dant, I  should  give  him  his  costs.  But  I  am  doing  nothing  of  the  kind.  I  am 
trying  the  case  as  against  gentlemen  who  bought  this  honestly  in  the  market, 
against  whom  there  is  not  a  word  to  be  said  that  they  intended  in  any  way  to 

40  deceive  or  to  induce  persons  to  buy  what  they  knew  was  an  imitation  of 
Hennessy.  They  seem  to  have  come  here  and  defended  a  case  which  was 
fairly  made  by  the  Plaintiffs  against  them,  and  they  defended  it  on  a  point 
of  law ;  and  in  point  of  fact,  as  far  as  morals  go,  they  are  free  from  any 
imputation  whatever.     Therefore  I  do  not  see  why,  while  deciding  in  their 

45  favour,  I  should  not  give  them  the  costs  of  the  action,  and  the  case  being  one 
Plaintiff  against  two  Defendants,  it  seems  to  me  that  I  have  jurisdiction  to 
order,  and  I  do  order,  that  the  Plaintiffs  pay  the  costs  of  both  Defendants. 
CartmelL — The  Record  will  be  amended. 
Kbkewich,  «7. — I  think  that  without  any  amendment,  by  the  judicious  use 

50  of  words  in  the  Order,  we  shall  be  able  to  do  it.  Tou  can  amend  if  you  please. 
I  do  not  object  to  your  amending  if  you  think  it  better  to  do  so  ;  but  I  think 
the  Order  will  do  it  perfectly  well. 
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In  the  Court  of  Appeal. 
Before  Lobds  Justices  Vaughan  Williams,  Stirling,  and  Cozens-Hardy, 

February  28th,  and  March  1st,  3rd,  and  24th,  1902. 

In  the  Matter  of  the  Chesebrough  Manufacturing  Company's 

Trade  Mark. 


Trade  Mark. — Motion  to  remove  "  Vaseline" — Old  mark. — Distinctive  word. 
— Whether  "  Vaseline"  the  name  of  article. — Order  made  to  remove  mark.— 
Appeal. — Admission  of  further  evidence. — Onus  of  proof — Use  alone  as  a  Trade 
Mark. — Appeal  allowed. — Trade  Marks  Registration  Act,  1875,  section  10. 

An  application  having  been  made  for  the  registration  of  "  Vasogen  "  as  a  ±Q 
Trade  Mark  in  Class  8  for  chemical  substances  prepared  for  use  in  medicine 
and  pharmacy ',  the  Comptroller  required  the  Applicant  to  obtain  the  consent  of 
the  registered  proprietors  of  the  Trade  Mark  "  Vaseline"  which  had  been 
registered  as  an  old  mark  in  1877  in  Classes  8,  4,  47,  and  48  for  certain 
goods  including  "  Vaseline"  six  years  user  being  claimed,  and,  such  consent  J{> 
not  being  obtained,  he  refused  the  application.    The  Applicant  appealed,  and 
the  appeal  was  referred  to  the  Court.    The  Applicant  moved  to  remove  the 
Trade  Mark  "  Vaseline  "  from  the  Register  on  the  ground  that  the  word  at  the 
date  of  registration  denoted  petroleum  jelly  filtered  through  animal  charcoal, 
and  not  the  goods  of  any  particular  firm.    He  relied  particularly  on  the  use  of  go 
the  word  in  certain  Patents  taken  out  by  the  predecessor  of  the  registered 
proprietors  and  in  the  application  for  registration.     The  proprietors  alleged 
that  the  word  indicated  goods  of  their  manufacture.    On  the  hearing  of  the 
motions  it  was  held,  that  at  the  date  of  registration  the  word  "  Vaseline" 
indicated  petroleum  jelly  as  manufactured  by  a  particular  process^  which  had  25 
been  protected  by  Patents,  and  that  it  accordingly  was  not  distinctive  within 
the  meaning  of  section  10  of  the  Trade  Mark  Regulation  Act,  1875.    The 
Register  was  ordered  to  be   rectified  by  the    Removal  of  the    Trade  Mark 
"  Vaseline."    The  appeal  as  to  "  Vasogen  "  was  refused  for  similar  reasons. 
The  Respondents  appealed,  and  at  the  hearing  of  the  appeal  further  evidence  in  30 
eupport  of  their  appeal  was  admitted. 
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Held,  by  Vaughan  Williams  and  Stirling,  LJJ.  (Cozens-Habd  r,  LJ. 
dissenting),  that  the  appeal  ought  to  be  allowed,  it  not  having  been  proved  that 
the  word  "  Vaseline"  was  at  the  date  of  registration  the  name  of  an  article,  or 
that  it  had  not  been  used  as  a  Trade  Mark  before  the  ISth  of  August  1875. 
5  On  an  application  to  remove  an  old  mark  from  the  Register  on  the  ground  that 
it  had  not  been  used  as  a  Trade  Mark  before  the  18th  of  August  1875  the  onus 
of  proof  is  on  the  Applicant. 

Leonard  atad  Ellis'  Trade  Mark  (L.R.  26  Oh.  D.  288)  followed. 

'Per  Cozens-Hardy,  LJ. — When  an  article  is  invented  and  a  word  is 
10  invented  and  applied  to  the  article  alone,  anyone  is  at  liberty  to  call  the  article 
by  the  name  attributed  to  it  by  the  inventor ;  and  this  is  independent  of  the 
existence  of  Patents  protecting  the  article. 

*  On  the  3rd  of  August  1898  Edward  Theodore  Pearson,  of  Hamburg,  made  an 
application  (No.  216,074)  for  the  registration  of  the  word  "  Vasogen  "  as  a  Trade 

15  Mark  in  Class  3  for  chemical  substances  prepared  for  use  in  medicine  and 
pharmacy.  On  the  23rd  of  February  1899  the  Comptroller  objected  to  register 
the  mark  on  the  ground  of  its  resemblance  to  the  Trade  Mark  "  Vaseline " 
(No.  12,486),  which  had  on  the  28th  of  July  1877  been  registered  by  R.  A. 
Ghesebrough  in  Class  3  in  respect  of  "  Ointments,  cerates,  cold  creams,  and 

20  "  vaseline  (being  an  essence  prepared  for  use  in  medicine  and  pharmacy),9*  as 
well  as  in  Class  4  for  "  Vaseline  for  currying  and  stuffing  of  leather,"  in  Class  47 
for  "Lubricants,"  and  in  Class  48  for  "Toilet  articles  and  preparations  for 
"the  hair,"  six  years'  user  before  the  8th  of  March  1877  being  claimed,  and  the 
Comptroller  subsequently  refused  to  proceed  with  the  registration  of  "  Vasogen  " 

25  without  the  written  consent  of  the  owners  of  such  Trade  Mark,  the  Ghesebrough 
Manufacturing  Company.  Such  consent  being  refused,  the  Comptroller  on 
the  2nd  of  June  1899  refused  to  register  the  Applicant's  Trade  Mark.  The 
Applicant  appealed  to  the  Board  of  Trade,  who  referred  the  appeal  to  the 
Court  with  the  usual  directions ;  and  on  the  20th  of  October  1899  the  Applicant 

30  gave  notice  of  motion  for  an  Order  that  the  Comptroller  should  proceed  with 
the  registration  of  the  Trade  Mark  "  Vasogen."  On  the  31st  January  1900  the 
Applicant  gave  notice  of  motion  for  an  Order  rectifying  the  Register  by  the 
removal  therefrom  of  the  Trade  Mark  "  Vaseline  "  (No.  12,486).  The  Comp- 
troller and  the  Ghesebrough  Manufacturing  Company  were  Respondents  to 

35  these  applications.  An  affidavit  was  made  by  E.  T  Pearson  in  support  of  the 
motion  to  proceed,  stating  the  facts  as  to  his  application  and  alleging  facts  to 
show  that  confusion  could  not  arise  between  "Vaseline"  and  "Vasogen." 
Affidavits  were  made  in  opposition  by  the  Registrar  of  Trade  Marks  and  by 
W.  H.  Ghesebrough,  a   director  of  the   Respondent   Company,  in  which  he 

40  alleged  that  "  Vasogen  "  would  be  misleading,  and  alleged  the  registration  of 
"  Vaseline"  by  R.  A.  Ghesebrough  in  1877,  and  that  this  Trade  Mark  was  subse- 
quently assigned  to  the  said  Company  and  was  registered  in  its  name  in  1891,  and 
stated  that  the  word  "  Vaseline  "  was  invented  by  R.  A.  Ghesebrough,  and  had 
been  the  exclusive  property  of  his  Company  as  a  Trade  Mark  ever  since  the 

45  year  1877.    In  an  affidavit  by  E.  T.  Pearson  in  reply  he  alleged  that  the  word 
"Vaseline  "  according  to  advertisements  of  the  Respondents  denoted  petroleum 
Jelly  simply,  and  had  become  a  common  word,  and  was  used  in  many  publica 
tions  to  denote  petroleum  jelly  and  paraffin  molle  or  soft  paraffin,  and  that  the 
word  appeared  in  pharmacopoeias  and  in  modern  English  dictionaries,  and  had 

60  been  for  many  years  past  in  common  use  by  the  public,  and  also  that  the 
entries  from  the  Register  of  Trade  Marks  showed  that "  Vaseline  "  oould  not  have 


344  REPORTS  OF  PATENT,  DESIGN,        [June  25, 1902. 

In  the  Matter  of  the  Chesebrough  Manufacturing  Company's 

Trade  Mark. 

^ i^— — — — — ^ — — — — -^— — — — i^^— —  -^^-^~ ^^— — ^— ^—      — —      ^^-^—      — —  » 

been  the  exclusive  property  of  the  Company  ever  since  1877  ;  and  he  referred 
further  to  the  question  of  "probable  confusion.    In  a  further  affidavit  (filed 
on  the  11th  of  May  1901))  W.  H.   Chesebrough  stated  that  the  Respondent 
Company  were  successors  in  business  to  R.  A.  Chesebrough,  and  that  he  had 
as  director  managed  for  the  past  23  years  and  still  managed  their  business  in  5 
England,  and,  after  confirming  the  statements  made  in  two  previous  affidavits, 
alleged  : — "  (4)  The  word  *  Vaseline '  is  an  arbitrarily  coined  word  not  descrip- 
44  tive  and  not  known  in  the  English  language   until  invented  by  my  said 
"  brother  R.  A.  Chesebrough,  of  New  York,  in  or  about  the  year  1871,  and 
"  applied  by  him  for  the  first  time  in  this  country  in  the  year  1873  to  his  10 
44  preparations  of  petroleum  jelly.    (5)  For  many  years  prior  to  the  registrar 
"  tion  hereinafter  mentioned  of  the  said  word  as  a  Trade  Mark  at  the  date 
"  of  such  registration  and  ever  since  such  registration  the  said  word  has  been 
44  used  by  my  said  brother  and  my  said  Company  in  this  country  as  a  Trade 
"  Mark  and  to  distinguish  their  goods  from  those  of  other  manufacturers,  and  15 
41  has  been  so  understood  in  the  trade,  as  appears  from  the  several  affidavits 
"  sworn  and  filed  in  this  matter."    [A  bundle  of  advertisements,  circulars, 
billheads,  &c.,  marked  44W.  H.    C.  1,"  was  referred  to    to  show  how  the 
Company  had  used  the  said  word.]     "  (6)   Prior  to  the  registration  of  the 
"  said  word  as  a  Trade  Mark  I  had  many  interviews  and  communications  20 
"  in  England  with  persons  and  firms  in  the  years  hereinafter   mentioned 
"  in  addition  to  those  referred    to    in    the    affidavits    filed    herein  relating 
"  to    the    sale    of    my    said    brother's    petroleum    jelly    preparations    under 
"the  name    of    'Vaseline,'  but    owing    to    the    length  of    time  which  has 
"  elapsed,  to  deaths  which  have  taken  place,  absence  from    business,    &c.,  25 
44  I  have  been  unable  to  obtain  affidavits  from  such  persons  or  gentlemen 
"  representing  such  firms,  amongst  whom  I  may  mention  Joseph  Allen  in  the 
"  year  1873,  and  John  Abercrombie,  J.  Lloyd  Bullock,  William  Martindale, 
u  now  president  of  the  Pharmaceutical  Society  of  Great  Britain,  and  R.  Hooenden 
44  &  Sons  in  the  year  1878.    (7)  That  my  said  brother  in  the  years  1874, 1875,  30 
44  and  1876  obtained  awards  for  his  petroleum  jelly  preparations  under  the 
44  name  of  *  Vaseline '  from  the  American  Institute  of  New  York  and  from  the 
44  Philadelphia  Centennial  Exposition  respectively,  the  awards  being  given  in 
44  respect  of  the  novelty  of  the  said  compound  and  its  value  in  pharmacy. 
44  (8)  The  word  4  Vaseline '  was  registered  by  my  brother  in  this  country  in  35 
44  Classes  3,  4,  47,  and  48  as  an  old  mark,  having  been  used  six  years  before  the 
44  8th  of  March  1877,  the  applications  for  such  registration  bearing  date  the 
44  28th  of  June  1877.    When  making  the  application  for  registration  of  the  said 
44  word  the  word  *  Vaseline '  was  used  in  the  specification  of  goods  for  the 
44  purpose  of  making  it  clear  that  the  Trade  Mark  when  registered  was  to  be  40 
*•  used  in  respect  of  my  said  brother's  goods  only  and  not  because  the  word  was 
44  in  any  sense  a  word  in  common  use,  which  was  not  the  fact    (9)  Neither 
44  before  the  date  of  application  for  registration  of  the  said  word  as  a  Trade 
44  Mark  nor  at  any  time  since  has  the  word  4  Vaseline  '  become  a  common  word, 
44  nor  has  it  for  many  years  past,  nor  in  fact  at  all,  been  in  common  use  by  the  45 
44  public.    Whenever  and  wherever  it  has  been  used  in  this  country,  first  by 
44  my  said  brother  and  subsequently  by  my  said  Company,  it  has  been  so  used 
44  to  distinguish,  first  my  said  brother's  and  subsequently  my  said  Company's 
44  goods,  and  not  as  descriptive  of  the  article.    (10)  That  at  different  times  before 
44  and  since  the  word  4  Vaseline '  was  registered  as  a  Trade  Mark  many  petro-  50 
44  leum  jellies  have  been  put  on  the  market — something  like  20  different  fancy 
44  names— each  such  name  denoting  the  manufacture  of  a  particular  person  or 
44  firm,  such  for  example  as  follows  : — 4  Cosmoline,'  4  Unguentum    Petrolei,' 
«4Chrisma,'  4Fossoline,'  4  Mineraline,'  4Pimerline,'  4Lucilline,'   4  Snowdrift,' 
44  4  Parrafinium  Liquidum,'  &c.     The  two  first  names  were  registered  before  55 
**  the  word  *  Vaseline,'  namely,  on  the  22nd  of  January  1877.    To  show  how 
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44  the  said  words  or  some  of  them  have  been  used  I  refer  to  the  bundle  of 
44  advertisements  now  produced  and  shown  to  me  and  marked  4  W.  H.  C.  2/ 
44  The  word  4  Vaseline '  has  never  been  used  except  as  denoting  the  manufacture 
"  of  my  said  brother's  and  my  said  Company's  petroleum  jelly  preparations. 
"  (11)  Extracts  from  the  *  British  Pharmacopoeia '  of  the  issue  of  1885  and 
44  1898  are  now  produced  and  shown  to  me  and  marked  *  W.  H.  C.  3,'  as  showing 
that  the  'British  Pharmacopoeia '  recognised  the  existence  of  the  various  Trade 
Marks,  including  the  word  'Vaseline,'  registered  in  respect  of  petroleum 
"  jellies,  by  leaving  out  the  various  names  registered  as  such  Trade  Marks. 

10  "  (12)  Notwithstanding  the  fact  that  the  word  *  Vaseline '  has  been  used  by 
44  my  said  brother  and  by  my  said  Company  as  a  Trade  Mark  during  all  the 
44  time  hereinbefore  mentioned  in  this  country,  no  one  during  the  whole  of 
44  that  time  has  contested  in  a  court  of  law  the  validity  of  that  word  as  a  Trade 
44  Mark."     Several  trade  affidavits  were  filed  on  behalf  of  the  Respondents, 

15  including  affidavits  by  C.  A.  Goswell,  perfumer,  and  J.  F.  Cantwell,  editor  of 

the  "British  and  Colonial  Druggist,"  and  affidavits  by  Cornelius  Stanbury, 

director  of  Aliens  A  Hanbury,  Ld.y  and  J.  Moss,  formerly  in  the  employment  of 

Corbyn,  Stacey  &  Co. 

Mr.  Stanbury  stated  that  in  1877  he  was  connected  with  the  predecessors  in 

20  business  of  Aliens  &  Hanbury,  Ld. ;  that  at  that  time  they  sold  a  petroleum 
jelly  under  the  Trade  Mark  "  Unguentum  Petrolei " ;  that  the  article  was 
practically  the  same  as  the  petroleum  jelly  manufactured  first  by  R.  A. 
CJiesebrough  and  subsequently  by  the  Company  and  sold  by  them  in  this 
country  under  their  Trade  Mark  "  Vaseline,"  and  that  he  had  always  considered 

25  and  he  believed  that  the  trade  had  always  considered  the  word  "  Vaseline  "  to 
be  the  exclusive  property  of  the  Company  and  to  denote  goods  of  their  manu- 
facture. Mr.  Moss  referred  to  interviews  with  W.  H.  Chesebrough  in  1875 
and  said  {inter  alia)  that  the  trade  had  always  recognised  the  word  •*  Vaseline  " 
as  indicating  the  goods  first  of  R.  A.  Chesebrough  and  subsequently  of  the 

30  Company,  and  that  some  time  after  there  were  several  other  petroleum  jellies 
on  the  market,  the  names  of  which  he  mentioned. 

E.  T.  Pearson,  in  an  affidavit  in  reply,  stated  : — "  (2)  In  reply  to  paragraph  4 
44  I  deny  that  the  account  of  the  way  or  period  that  the  word  4  Vaseline '  was 
44  applied  by  Robert  Augustus  Chesebrough  is  correct  as  related  in  the  said 

35  "  paragraph.  Investigations  at  the  Patent  Office  Library  have  disclosed  the 
"  American  Patent  (No.  127,568  of  June  4th  1872)  in  the  name  of  the  said 
44  Robert  Augustus  Chesebrough,  for  4  Improvements  in  treating  hydrocarbon 
44  4  oils  and  products.'  The  said  United  States  Patent  was  afterwards  open  to 
44  public  inspection  at  the  Patent  Office  Library,  London,  on  the  30th  December 

40  44  1872.  By  such  Patent  the  said  Robert  Augustus  Chesebrough  claims  to  have 
44  invented  'anew  and  useful  product  from  petroleum  which  I  have  named 
44  4  Vaseline.'  An  extract  from  such  Patent  is  shown  to  me  at  the  time  of 
44  swearing  this  my  affidavit  and  forms  exhibit  E.  T.  P.  5.  The  said  4  Vaseline  * 
44  subsequently  became  further  known  also  to  the  public  in  connection  with 

45  "  the  application  of  the  said  William  Henry  Chesebrough,  the  deponent  to  the 
44  said  affidavit,  by  his  petition,  declaration,  and  Provisional  Specification  in 
44  connection  with  the  English  Patent  No.  1012  of  1874  for  grant  of  Letters 
44  Patent  for  an  invention  for  4  Improvements  in  treating  hydrocarbon  oils 
44  4  and  products,'  presented  on  the  23rd  of  March  1874,  in  which  the  word 

50  "  4  Vaseline '  occurs  12  times.  The  official  certified  copy  of  an  extract  from 
44  the  Register  of  Patents  shows  such  Patent  to  have  expired  on  the  22nd  of 
44  March  1888.  (3)  In  reply  to  paragraph  5  of  the  said  affidavit,  I  admit  that 
44  for  some  years  now  for  some  time  past  the  word  4  Vaseline '  was  recognised 
44  in  the  trade  as  denoting  the  Respondents'  petroleum  jelly  manufactured  in 

55  "  their  way,  as  was  well  known  amongst  chemists  for  a  certain  period,  but 
44  upon  the  expiry  of  the  said  Patents  the  word  became  a  word  of  common  use 
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"  and  not  only  referable  to  Respondents*  goods."  And  after  referring  to 
certain  books,  all  of  date  subsequent  to  the  registration  of  "Vaseline,"  the 
deponent  said  "that  the  word  'Vaseline'  denotes  petroleum  jelly  filtered 
"  through  animal  charcoal  and  not  the  goods  of  any  particular  firm." 

A  further  affidavit  by  W.  H.  Chesebrough  (filed  the  1st  of  January  1901)  5 
stated  : — "  (2)  With  regard  to  the  Patents  of  Robert  Augustus  Chesebrough 
"  therein    referred    to,    I    say    that  the  facts  are  as  follows : — In  the  year 
"  1865  he  obtained  Letters  Patent  for  the  United  States  of  America,  dated 
"  the  22nd  of  August  and  numbered  49,502,  for  the  use  of  bone  black  for 
"  purifying  petroleum  or  coal  oils  by  filtration,  and  a  corresponding  Patent  10 
"  was  obtained   on   his  behalf  in   England,   dated   the  31st  July  1865,  and 
"  numbered   1980.    In  the  year   1865   he  also   obtained  Letters   Patent  for 
"  the  United  States  of   America,  dated   the  8th  of   August,  and  numbered 
"  49,230,  for  a  steam  filter.    In   the  year   1866   the  said  Robert  Augustus 
"  Chesebrough  obtained  Letters  Patent  for  the  United  States  of    America,  15 
"  dated  the  10th  of  July,  and  numbered  56,179,  for  purifying  petroleum, 
"  and  claimed  the  heating  of  the  bone  black  by  dry  steam  or  otherwise 
"previous  to    using  the   same   for  filtering    hydrocarbon    oils.    The   wpgrd 
"  '  Vaseline,9   not  having  at   this   time    been  invented,  does    not   occur   in 
"  the  Specifications  of  any  of  the  last-mentioned  Patents,  but  under  all  of  90 
"  them  petroleum  jellies,  to  which  the  Trade  Mark  '  Vaseline '  was  eubse- 
"  quently  applied,  could  be  manufactured.    In  the  year  1872  the  said  Robert 
"  Augustus  Chesebrough  obtained  Letters  Patent   for  the  United  States  •  of 
"  America,  dated  the  4th  of  June,  and  numbered  127,568,  referred  to  in  the 
"  Applicant's  said  affidavit.    A  perusal  of  this  Specification  makes  it  clear  that  25 
"  when  using  the  word  'Vaseline '  therein  the  said  R.  A.  Chesebrough  was  not 
"  particularly  referring  to  the  invention  described  and  claimed  in  the  said 
"  Specification,  but  was  referring  to  petroleum  jellies  of    his  manufacture 
"  generally.    (3)  With  reference  to  the  Letters  Patent  taken  out  in  my  nam* 
"  (No.  1012  of  1874),  it  was  for  improvement  in  the  manufacture  of  the  article  30 
"  already  known  under  the  Trade  Mark  name,  and  I  was  entitled  to  refer  to 
"  the  said  Trade  Mark  name  as  I  have  therein  done.    (4)  The  word  '  Vaseline ' 
"  was  invented  by  the  said  Robert  Augustus  Chesebrough  in  the  year  1871^ 
"  and  was  applied  to  articles  made  under  the  previous  Patents  and  otherwise 
"  before  the  Patents  of  1872  and  1874  were  applied  for.    (5)  Since  the  year  35 
"  1871  the  word  '  Vaseline '  has  continuously  been  used  by  my  said  brother 
"  and   my    Company  as   denoting   my    said  brother's   and    my  Company'-* 
"  manufacture  of  a  variety  of  articles  made  up  from  petroleum  jellies." 

The  above-mentioned  Patents  will  be  found  further  referred  to  in  the 
judgments.  40 

The  motions  for  the  registration  of  "  Vasogen  "  and  to  remove  "  Vaseline  " 
from  the  Register  were  heard  on  the  9th  and  12th  of  February  1901  by 
Buckley,  J.,  who  held  that  at  the  date  of  the  registration  of  "  Vaseline  "  that 
word  indicated  petroleum  jelly  as  manufactured  by  a  particular  process,  which 
had  been  protected  by  Patents,  and  that  it  was  not  distinctive  within  the  45 
meaning  of  section  10  of  the  Trade  Mark  Registration  Act,  1875.  The  appeal 
as  to  "  Vasogen  "  was  dismissed  for  similar  reasons.* 

The  Respondents  appealed. 

Before  the  hearing  of  the  appeal  several  further  affidavits  by  Messrs.  R.  A* 
Chesebrough,  W.  H.  Chesebrough,  and  C.  F.  Emery  were  filed  by  the  Appellants  50 
in  support  of  their  case,  and  these  affidavits  were  allowed  to  be  read  on  the 
hearing  of  the  appeal. 

Mr.  R.  A.  Chesebrough  in  one  of  his  affidavits  stated  (inter  alia)  as  follows : — 
"  (1)  I  am  the  Robert  Augustus  Chesebrough  referred  to  in  the  previous 
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"evidence  filed  herein,  and  I  say  that  I  first  introduced  the  product  petroleum 
"  jelly  into  the  market  on  a  small  scale  in  1871,  and  continuously  from  that  date 
**  to  the  present  time  the  word  '  Vaseline  '  invented  by  me  has  been  used  as  a 
u  Trade  Mark,  firstly  by  me  and  subsequently  by  my  Company  in  the  United 
5  "  States,  England,  and  other  countries  to  denote,  firstly,  my  own  and  subse- 
"  quently  my  Company's  manufacture  of  the  said  product  as  distinct  from  a 
"  similar  article  made  by  other  manufacturers.  (2)  In  proof  of  the  allegation 
w  in  the  last  preceding  paragraph  hereof  I  refer  to  the  official  copy  of  my 
*€  application  for  the  Trade  Mark  *  Vaseline '  in  the  United  States  of  America 

10  "  bearing  date  the  23rd  day  of  March  1878,  and  sworn  to  at  that  date,  in  which 
a  the  following  sentence  occurs  :  '  The  Trade  Mark  has  been  used  in  the 
u  *  business  of  the  said  Company  and  by  Robert  Augustus  Chesebrough,  who 
"  '  was  the  predecessor  in  the  same  business  for  more  than  seven  years  last  past/ 
u  aind  I  hereby  confirm  the  said  statement  and  say  that  it  is  true,  not  only  with 

15  «*>  regard  to  the  United  States,  but  also  as  regards  Great  Britain  and  Germany, 
44  for  more  than  two  years  preceding  March  1878.  An  official  copy  of  the  said 
u  application  is  now  produced  and  shown  to  me  and  marked  '  R.  A.  C  (3)  In 
*  further  proof  of  the  fact  that  the  word  '  Vaseline '  has  been  continuously 
u  used  by  me  and  my  Company  as  a  Trade  Mark  I  produce  a  tin  with  the  said 

80  «  Trade  Mark  stamped  thereon,  and  I  say  that  the  said  tin  now  produced  and 
«  shown  to  me  and  marked  *  R.  A.  C.  2 '  is  a  facsimile  of  the  tins  as  used  in  the 
"  United  States,  England,  and  Germany  by  me  and  my  Company  and  their 
"  representatives  since  the  year  1876,  and  is  still  used  with  the  original  inscrip- 
**  tion  on  the  tin  unchanged.    The  inscription  is  that  of  the  original  Company, 

25  "  -viz.,  the  Chesebrough  Manufacturing  Company,  which  was  subsequently 
u  converted  in  1879  into  the  Chesebrough  Manufacturing  Company  Consoli- 
"  dated.  (4)  With  regard  to  the  Patents  referred  to  in  the  judgment  of  Mr. 
u  Justice  Buckley ,  I  say  that  as  a  matter  of  fact  I  had  not  in  the  year  1865 — the 
**  date  of  the  first  Patent  referred  to  in  the  said  judgment-— discovered  or  intro- 

30  «  duced  the  said  petroleum  jelly  to  which  I  subsequently  applied  the  trade 
44  name  '  Vaseline.'  I  first  discovered  it  in  the  year  1870,  and  consequently  the 
"  word  *  Vaseline,'  which  had  not  previously  existed,  was  coined  by  me  and 
"  was  first  applied  by  me  as  a  Trade  Mark  to  petroleum  jelly  after  1871  and 
"  between  the  dates  ot  the  Patents  of  1872  and  1874.#    The  Patent  in  1874 

35  « taken  out  in  England  was  to  cover  a  new. improvement  in  the  art  of  refining 
"  petroleum  jelly  so  as  to  bring  it  to  a  higher  degree  of  purity  and  excellence  ; 
"  the  Patent  and  its  claims  is  confined  to  this  purpose  only,  and  the  use  of  the 
"  word  *  Vaseline '  in  the  Specification  is  simply  historical,  and  it  is  not  and 
"  was  not  intended  to  be  descriptive.    All  of  the  Patents  previous  to  the  American 

40  **  one  of  1872  were  directed  to  the  refining  of  lubricating  oils  from  petroleum 
a  by  filtration  (see  circular  now  produced  and  shown  to  me  and  marked 
"  *  R.  A.  C.  3*'  which  circular  was  issued  in  1869).  *  Vaseline '  had  not  then 
"  been  discovered  by  me.  (5)  With  reference  to  what  is  stated  in  the  Specifl- 
"  cation  to  the  American  Patent  of  1872,  referred  to  by  Mr.  Justice  Buckley, 

45  "  i  repeat  that  the  said  Trade  Mark  *  Vaseline '  was  in  use  as  a  Trade  Mark  a 
"  year  before  this  Patent  was  issued,  and  that  if  anything  is  therein  stated  to 
"  the  detriment  of  my  said  Trade  Mark  it  was  so  stated  in  error." 

The  application  for  the  Trade  Mark  in  the  United  States  will  be  found  quoted 
in  the  judgment  of  Lord  Justice  Stirling,  infra.    There  was  also  evidence  of 

50  use  of  the  words  "  *  Vaseline '  Trade  Mark  "  on  tins  since  1876. 

Astbury,  E.C.,  and  A.  J.  Walter  (instructed  by  J.  H.  and  J.  Y.  Johnson) 
appeared  for  the  Appellants  ;  R.  J.  Parker  (instructed  by  the  Solicitor  to  the 


*  In  an  explanatory  affidavit  it  was  explained  that  this  should  read  "  before  1871  and  before 
u  ti#  dafres  ot  the  Patents  of  1879  and  J874." 
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Board  of  Trade)  appeared  for  the  Comptroller  ;  Moulton,  K.C.,  and  E.  F.  Lever 
(instructed  by  burn  and  Berridge)  appeared  for  the  Respondent,  Pearson. 

Astbury,  K.C.,  and  Walter,  for  the  Appellants. — Pearson  has  no  locus  standi 
now,  having  failed  to  get  registration  of  "  Yasogen  "  and  not  having  appealed. 
[Lever. — He    is    a    Respondent    in  this  appeal.]     The  question  of    law,  if  5 
any,  is  that  on  which  the  judgment  was  chiefly  based  below,  namely,  the 
effect  of  the  Patents.     These  were  taken  out  for  the  manufacture  of  petro- 
leum jelly,  and  in  some  of  them  the  Patentee  used  the  word  "Vaseline," 
and  it  was  held  by  Buckley*  J.,  to  be  the  name  of  a  patented  article.    It 
has  never  been  decided  that  the  fact  that  a  name  is  given  to  a  patented  10 
article    absolutely  prevents  that  name  being  a    Trade  Mark.      But  on  the 
facts  this  question  will  not,  we  shall  submit,  arise.    There  are  other  names 
for  the  same  substance.    In  the  Linoleum  Company  v.  Nairn  (L.R.  7  Ch.  D. 
834)  "  Linoleum  "  was  the  only  name  of  the  article.    Here  "  Vaseline,"  when 
used  in  the  Patent,  was  a  fancy  name.    The  Patent  of  1872  was  taken  out  15 
in  the  United  States,  and  before  the  Patent  was  taken  out  "Vaseline"  had 
become  a  Trade  Mark.    The  evidence  is  that  the  same  article  is  made  by  about 
a  dozen  other  people,  who  call  it  petroleum  jelly,  or  by  fancy  names  other  than 
"  Vaseline."    The  trade  evidence  is  in  our  favour  on  this  point.     [The  facts 
were  stated.]    It  has  never  been  decided  that  one  cannot  have  a  word  as  a  20 
Trade  Mark  because  it  is  the  name  of  the  goods.     The  "  Solio "  case  decided 
that  a  Trade  Mark,  if  an  invented  word,  may  be  descriptive.    [Cozens-Hardy, 
LJ.,  asked  whether,  apart  from  any  question  of  Patents,  if  a  person  invented 
a  new  article  and  gave  it  a  name  that  name  could  be  a  Trade  Mark  ?]    That 
may  be  the  question  here.    First,  "  Vaseline  "  is  not  the  name  of  a  patented  25 
article  in  this  country.     Supposing  a  man  makes  a  particular  preparation  of 
petroleum  jelly  and  gives  it  a  fancy  name,  that  can  be  a  good  Trade  Mark. 
"  Vaseline "  could  not  be  made  under  the  1865  Patent.     The  Patents  before 
1872  were  for  refining  petroleum  oils ;    "  Vaseline "  was  made  out  of  the 
residuum  obtained  from  that  process.    [The  American  Specification  of  1872  was  30 
referred  to.]     The  Patentee  invented  a  better  way  of  making  the  product.    The 
Patent  was  taken  out  in  America  for  a  new  product  which  he  called  "  Vaseline/" 
[Vaughan   Williams,  LJ. — Apart  from  the  Patent,  does  not  "Vaseline 
denote  refined  petroleum  jelly,  not   ChesebrougKs  petroleum  jelly  ?]      The 
American  Patents  do  not  affect  the  English  Trade  Mark  ;  the  1872  Patent  was  35 
published  in  England,  anyone  could  make  the  article.     Chesebrough  gave  the 
name  to  the  article  two  years  before  the  Patent,  and  he  calls  the  new  petroleum 
jelly  "Vaseline"  also.     The  question  is  whether,  as  far  as  this  country  is 
concerned,  the  word  had  been  used,  as  alleged,  before  registration  as  a  Trade 
Mark.     [STIRLING,  LJ. — Suppose  the  Patentee  had  not  taken  out  a  Patent,  but  40 
had  written  an  article  saying  that  he  had  found  a  new  product  and  called  it 
"  Vaseline  "  ?]     It  comes  to  the  same  thing ;   anyone  could  make  it,  but  the 
name  may  be  a  good  Trade  Mark  for  his  manufacture.    The  "  Linoleum  "  case 
has  no  relevance  ;  anyone  in  this  country  could  make  the  article  ;   but  Chese- 
brough imported  his  from  America  and  from  the  first  called  it  "Vaseline."  45 
Buckley,  J.,  held  that  it  was  the  name  of  an  article  ;   but  all  invented  names 
of  this  description  must  indicate  the  article  to  some  extent.     One  of  the  objects 
of  a  Trade  Mark  is  to  differentiate  the  goods  of  one  person  from  those  of 
another.    Other  people  could  make  the  same  preparation  and  call  it  by  their 
own  fancy  names.    There  is  no  authority  which  says  that  a  fancy  name  given  50 
to  a  particular  article  is  not  a  good  Trade  Mark.    With  respect  to  patented 
articles,  the  rule  is  limited  by  the  necessity  of  other  persons  calling  a  patented 
article  by  the  name  given  to  it.     The  case  where  a  Patent  is  taken  out  for  an 
improvement  in  an  article  is  different  from  that  of  a  Patent  for  a  new  article. 
[Vaughan  Williams,  LJ. — If  the  name  is  not  given  in  the  Specification,  but  55 
is  given  from  the  first  to  the  article,  can  the  Patentee  claim  the  name  as  a  Trade 
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Mark  after  the  expiration  of  the  term  ?]  No  ;  but  there  are  two  lines  of  cases 
to  reconcile.  It  has  never  been  decided  that  if  a  person  gives  a  name  to  an 
article  which  other  people  can  make,  it  may  not  be  a  good  Trade  Mark. 
Assuming  that  in  1871  Chesebrough,  having  the  Patent  in  America  for  refining 
5  petroleum  oils,  was  minded  to  sell  a  particular  preparation  of  it,  and  invented 
the  word  "Vaseline"  to  distinguish  it,  it  was  a  good  Trade  Mark.  Other 
people  make  the  same  article  and  call  it  petroleum  jelly,  and  refuse  to  call  it 
"  Vaseline."  Who  is  hurt  by  the  Appellants  only  having  the  right  to  call  their 
manufacture  "  Vaseline  "  ?    On  the  other  hand  a  large  property  would  be  taken 

10  from  the  Appellants.  [Vaughan  Williams,  L.J.— Is  not  the  public  harmed 
if  the  effect  is  to  prolong  the  monopoly  ?]  It  is  not  the  fact  that  it  was  made 
under  a  Patent.  [The  judgment  was  read.]  The  fact  that  a  name  has  come,  in 
a  secondary  sense,  to  indicate  the  article  as  well  as  indicating  the  goods  of  the  manu- 
facturer, does  not  prevent  it  from  being  a  good  Trade  Mark.    In  the  1874  English 

15  Specification  the  Patentee  takes  "  Vaseline  "  to  start  with,  and  makes  a  better 
"  Vaseline."  Even  on  the  conclusion  of  fact  that  Buckley,  J.,  arrived  at,  I  submit 
that  does  not  decide  the  case.  The  test  of  "  distinctive  "  taken  is  too  narrow. 
In  the  "  Solio  "  case  it  was  held  that  a  word,  if  invented,  might  be  a  Trade  Mark 
though  descriptive  of  the  goods.    It  must  necessarily  describe  them  after  a  few 

20  months*  use.  The  Patent  of  1874  may  be  for  a  better  product,  or  a  better  way 
of  making  it;  there  may  have  been  some  narrowing  of  the  term  after  that 
Patent.  [The  Specifications  were  read.]  The  Patent  of  1865  was  for  refining 
the  product  of  distillation  and  not  the  residuum.  In  the  1872  Specification  the 
Patentee  shows  how  to  make  a  new  and  improved  "  Vaseline,"  which  he  also 

25  calls  "Vaseline."  [Cozbns-Hardy,  LJ.— Does  he  not  say  that  it  may  be 
produced  by  two  methods,  but  the  vacuum  method  gives  the  better  result  ?]  If 
so,  I  submit  that  that  does  not  injure  my  case.  After  the  1872  Patent  anyone 
in  this  country  could  use  either  method,  and  there  is  evidence  that  other  people 
made  the  article  and  called  it  by  different  names.    It  is  not  suggested,  at  any 

30  rate,  that  the  vacuum  process  was  patented  in  this  country ;  and  in  the  1874 
Specification  the  Patentee  says  that  the  substance  which  anyone  could  make 
by  that  method,  at  all  events,  is  called  u  Vaseline,"  and  the  Patent  is  for 
doing  something  to  "Vaseline."  The  Patent  applies  to  either  his  article 
or  any  one  else's  article.    The     Patentee  is  using  the  word  in  two  senses. 

35  When  he  says,  "which  I  term  'Vaseline'"  that  means  that  was  his  par- 
ticular name  for  it.  In  the  claim  the  term  "  Vaseline "  must  be  read  in 
connection  with  the  whole  Specification.  The  Patent  of  1874  is  for  refined 
vaseline.  [The  evidence  was  read.]  \Lever  objected  to  the  reading  of  fresh 
evidence.    This  evidence,  however,  was  admitted.]    The  evidence  of  the  trade 

40  is  important.  The  decision  may  affect  many  old  marks.  I  admit  that  shortly 
after  the  firot  use  the  article  came  to  be  known  as  "  Vaseline  "  ;  but  not  that 
"Vaseline"  was  the  generic  name  of  that  class  of  article.  In  America  the 
"  Linoleum  "  doctrine  does  not  exist,  and  in  1871  a  Patent  could  there  be  taken 
out  within  a  certain  period  after  first  publication  of  the  invention.    In  the 

45  Court  below  this  case  was  decided  on  the  "Linoleum"  case.  That  case  is 
limited  to  this — that  after  the  termination  of  the  period  of  the  Patent  the  public 
will  not  be  deprived  of  the  right  to  call  the  article  by  the  only  possible  name 
for  it.  The  Singer  Manufacturing  Company  v.  Spence  (10  R.P.C.  297),  a 
passing-off  case,  illustrates  that  a  Trade  Mark  does  not  lose  its  virtue  by  acquiring 

50  as  a  secondary  sense  the  name  of  the  article.  A  patented  article  does  not 
necessarily  after  the  expiration  of  the  term  carry  with  it  the  name  ;  it  does  so 
only  if  it  is  the  only  name  by  which  the  public  could  call  it.  The  fact  that  a  man 
in  a  Specification  names  the  article  does  not  decide  the  point.  [Cozens-Hardy, 
LJ. — Would  you  not  still  have  your  common  law  rights  if  the  decision  stands  ?] 

55  If  it  stands  on  the  ground  that  "  Vaseline "  is  the  name  of  the  article  that 
would  be  impossible.    [C038FS-JIarpy,  LJ.— They  might  have  to  clearly 

2  M 
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distinguish.  A  difficulty  always  arises  where  only  one  person  has  manufac- 
tured.] The  House  of  Lords  dealt  with  that  in  the  Cellutar  Clothing  Company  v. 
Moxton  and  Murray  (16  R.P.C.  397).  If  it  is  once  admitted  that  other  traders 
must  distinguish  that  is  very  strongly  in  my  favour  ;  it  shows  that  simpliciter 
it  would  mean  my  goods.  As  to  the  American  Patents,  they  must  be  disre-  5 
garded,  or  are  in  the  Appellants'  favour.  They  were  published  here,  and  there 
was  no  monopoly  in  this  country.  The  foundation  of  the  "  Linoleum  "  case  is 
therefore  gone.  Buckley,  J.,  referred  to  the  Specifications,  however,  in  anothw 
way.  "  Which  I  term  *  Vaseline,' "  might  have  been,  "  to  which  I  have  attached 
"  the  Trade  Mark  *  Vaseline.'  "  Popularly  the  things  are  the  same.  Practically  10 
the  decision  is  that  no  one  can  register  as  a  Trade  Mark  any  fancy  word  to  be 
applied  to  a  new  article.  There  has  been  no  trade  evidence  put  in  by  the 
Respondent  to  show  that  at  any  time  "  Vaseline  "  meant  the  article  and  not 
the  Appellants'  goods.  The  lapse  of  time  is  very  material,  when  the  question  is 
what  "  Vaseline  "  meant  nearly  thirty  years  ago.  No  one  comes  here  as  in  the  15 
"  Linoleum  "  case  to  say  that  he  wants  to  sell  it  and  cannot  call  it  anything  but 
"  Vaseline."  All  the  trade  evidence  is  to  the  effect  that  they  recognise  the  word 
as  denoting  the  Appellants9  goods.  The  basis  of  the  " Linoleum"  case  was 
unlawful  prolongation  of  a  monopoly.  "  Vaseline "  meant  the  Appellants' 
goods,  although  it  has  since  its  adoption  come  to  refer  in  a  measure  to  the  20 
goods  themselves.  The  term  "petroleum  jelly"  is  open  to  the  world,  and 
other  people  have  used  their  own  fancy  names.  We  ask  the  Court  to  say  that, 
having  regard  to  the  lapse  of  time,  it  is  not  satisfied  that  "  Vaseline  "  was  not 
used  as  a  Trade  Mark  before  1875. 

Moulton9  K.C.,  for  the  Respondent  Pearson.— As  regards  the  lapse  of  time,  25 
though  an  old  mark,  this  is  the  first  time  that  it  has  been  challenged.    The  essence 
of  a  Trade  Mark  is  that  it  is  a  mark  of  origin,  arbitrarily  chosen,  and  not  describing 
the  goods.    Therefore  a  word  of  quality  cannot  be  taken,  as  it  is  open  to  every 
one.    There  is  an  essential  contradiction  between  the  name  of  an  article  and 
a  Trade  Mark.    The  first  time  the  word  came  before  the  public  in  England  30 
was  in  the  1874  Specification,  and  the  mark  was  registered  on  a  false  suggestion. 
I  submit  that  the  "  Linoleum  "  case  applies,  but  also  that,  apart  from  that,  the 
Specification  of  1874  is  decisive.     In  that  Specification  by  the  words  "  which,  I 
"  term  'Vaseline '  "  the  Patentee  is  giving  a  name  to  the  article.    [V  AUG  HAN 
Williams,  LJ. — In  some  places  in  the  Specification  does  the  Patentee  not  35 
use  the  term  to  mean  the  raw  material  ?]     No,  it  always  means  the  manufac- 
tured article.     The  word  is  introduced  as  that  of  an  article.    [STIRLING,  LJ. — 
If  in  fact  it  then  signified  his  goods,  how  does  this  alter  it  ?    Can  the  statement 
in  the  Specification  preclude  him  for  saying  it  is  his  Trade  Mark  ?]     I  submit 
so,  for  he  has  named  the  article    [Vaughan  Williams,  LJ. — There  must  be  40 
some  limitation  on  that.    What  is  the  principle  ?]    Taking  the  case  of  a  person 
inventing  a  substance  abroad,  and  describing  it  in  a  publication  in  this  country 
under  a  name  which  he  gave  to  it,  I  submit  he  could  not  afterwards  appropriate 
it.    [The  facts  were  referred  to.]     In  the  United  States  Specification  of  1872 
Ghezebrough  first  mentioned  and  defined  "  Vaseline  "  ;  in  1873  he  first  introduced  45 
it  into  this  country  ;  in  1874  he  took  out  the  English  Patent,  the  Specification  of 
which  contained  the  same  definition  ;  he  used  the  word  throughout  in  the  same 
sense.    The  first  user  as  a  Trade  Mark  in  England  was  in  1876.    It  was  never  used 
on  the  goods  until  then.    User  as  a  trade  name  is  different,  as  shown  in  the 
"Yorkshire    Relish"    case  (PowdVe   Trade  Mark,  11   R.P.C.  4).     In    1877  50 
"Vaseline"  was  registered  as  a  Trade   Mark,  claiming  user  in  this  country 
from  1871  ;  therefore  this  was  a  misstatement ;  the  registration  was  obtained 
on  this  allegation.    Moreover,  user  alone  as  a  Trade  Mark  is  not  shown.    The 
registration  in  the  United  States  was  in  1878.    At  the  time  when  the  mark 
was  registered  the  substance  was  covered  by  Patents.    The  residuum  was  a  55 
product  of  the  patented  process.    [Vaughan  Williams,  LJ. — If  the  mark 
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was  rightly  registered,  and  since  has  come  to  be  used  popularly  for  the  article, 
ought  it  to  come  off  the  Register  ?]  Yes,  under  the  u  Linoleum  "  principle  it 
ought  to  be  removed.  And  it  does  not  matter  at  what  date  during  the  monopoly 
rights  the  name  is  given  ;  when  the  name  was  given  no  one  could  make  the 
5  substance.  Whatever  rights  the  Appellants  may  have  under  passing-off, 
they  are  not  entitled  to  be  on  the  Register.  The  other  proprietary  names 
mentioned  in  the  affidavits  are  said  to  be  used  for  similar  articles,  not 
the  same  article.  The  important  point  here  is  that  the  name  of  an  article 
cannot  be  a  Trade  Mark.     [The  registrations  in  the  United  States  and  in 

10  England  were  referred  to.] 

Parker,  for  the  Comptroller. — This  is  an  important  case,  for  an  invented 
word  almost  inevitably,  if  the  trade  is  successful,  becomes  identified  with  the 
goods.  The  question  is  what  the  word  meant  primarily  at  the  date  of  registra- 
tion.   [Stirling,  L.J. — Does  not  the  onus  lie  on  the  Applicant  ?]    Yes,  that  is 

15  still  so,  the  word  being  capable,  in  itself,  of  registration.  The  decision  might 
affect  many  old  marks. 

Astbury,  K.C.,  in  reply. — There  are  two  points :  first,  that  the  article  was 
made  under  the  1865  Patent.  Secondly,  that  the  name  of  an  article  could 
not  be  appropriated.     The  Patent  of  1865  has  nothing  to  do  with  "  Vaseline," 

20  which  is  only  the  residuum,  which  is  not  there  dealt  with.  It  is  not  the 
name  of  a  substance  made  under  that  Patent.  It  was  open  to  anyone  to 
make  "  Vaseline "  here  in  1874 ;  the  1872  Specification  had  been  published 
here.     The    vacuum    process    was    not   within    the    Patent    of    1865.     The 

1874  Patent  was  for  refining  "Vaseline.1'     The  1872  United  States  Patent 
25  was  for  making  "Vaseline,"  and  the  1874  English  Patent  was  for  further 

refining  it.  During  the  currency  of  the  Patents  other  firms  made  the  article 
and  called  it  by  different  names.  There  is  proof  of  continuous  user  since  1876, 
and  there  was  user  in  1873.  It  is  not  proved  exactly  how  the  word  was  used 
on  the  goods  in  1873,  but  the  onus  is  on  the  Applicant.  [The  declaration  made 
30  on  registration  of  the  Trade  Mark  was  read.]     Under  section  5  of  the  Act  of 

1875  the  Court  should  be  satisfied  of  the  justice  of  the  case  ;  the  mere  fact  thqt 
a  word  is  registered  that  ought  not  to  be  is  not  enough.  [Vaughan  Williams, 
L.J. — The  mere  fact  that  the  name  was  applied  at  a  certain  date  to  an  article  is 
not  use  as  a  Trade  Mark.]    The  word  "Vaseline"  never  was  the  name  of  an 

35  article. 

Judgment  was  reserved  and  delivered  on  the  24th  of  March  1902. 
Vaughan   Williams,  LJ. — I  agree  in  the  judgment  that  Lord  Justice 
Stirling  is  going  to  read. 
Stirling,  L.J. — This  is  an  appeal  from  an  Order  made  by  Mr.  Justice 
40  Buckley,  directing  that  the  Register  of  Trade  Marks  should  be  rectified  by  the 
removal  of  a  Trade  Mark  consisting  of  the  word  "  Vaseline." 

The  Trade  Mark  was  registered,  under  the  Act  of  1875,  in  the  year  1877  as  an 

old  mark  which  had  been  in  use  for  six  years  before  the  8th  of  March  1877. 

In  1898  one  Edward  Theodore  Pearson  applied  to  register  the  word  "  Vasogen," 

45  and  the  Comptroller  refused  to  proceed  without  the  consent  of  the  Chesebrough 

Manufacturing  Company,  then  the  owners  of  the  Trade  Mark  "Vaseline." 

Such  consent  was  refused,  and  the  Comptroller  declined  to  register  the  word 

"  Vasogen."    From  this  decision  there  was  an  appeal,  which  was  referred  to 

the  Court,  the  Chesebrough  Company  being  Respondents  on  that  appeal.    On 

50  the  31st  of  January  1900  the  Applicant,  Pearson,  gave  notice  of  motion  for  an 

Order  rectifying  the  Register  by  removing  therefrom  the  word  "Vaseline." 

This  motion  and  the  appeal  came  on  together.     At  the  hearing  the  learned 

Judge  was  of  opinion  that  it  was  established  on  the  evidence  before  him  that 

the  word  "  Vaseline  "  was,  in  1877,  used  "  as  indicating,  not  the  manufacture 

55  u  of  a  particular  firm,  but  the  petroleum  jelly  manufactured  by  a  particular 

"  process " ;  and  that,  on  the  authority  of  the  Linoleum  Company  v.  Nairn 
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(7  Ch.  D.  834)  and  cases  which  have  followed  it,  the  mark  ought  to  be  removed. 
Prom  this  decision  the  Cheaebrough  Company  have  appealed. 

Upon  the  appeal  further  evidence  has  been  admitted,  and  the  facts  now 
appear  to  be  as  follows.  In  1865  Robert  Alfred  Ghesebrough  took  out  Patents 
in  England  and  America  for  an  improvement  in  refining  petroleum  and  other  5 
hydrocarbon  oils.  This  improvement  consisted  in  the  nitration  of  these  oils 
through  animal  charcoal  (sometimes  named  "  bone  black  "),  or  wood  charcoal, 
or  other  filtering  material.  The  Specification  states  that  the  oil  "  filtered  in  this 
"  manner  will  be  light  in  colour,  have  very  little  odour,  and  be  suitable, 
"  according  to  its  density,  for  the  purpose  either  of  lubrication  or  illumination."  10 
It  also  states  that  "  Petroleum  may  be  subjected  to  such  filtration  either  in  the 
"  crude  or  natural  state,  or  after  distillation  "  ;  but,  as  I  read  the  Specification, 
distillation  at  some  stage  is  necessary,  and  the  oils  refined  by  means  of  the 
process  therein  described  are  products  of  the  distillation. 

In  1872  the  same  inventor  took  out  in  America  a  Patent  for  "  Improvements  15 
"  in  products  from  petroleum."     He  states  in  his  Specification  that  he  has 
invented  "  a  new  and  useful  product  from  petroleum,"  which  he  has  termed 
"  Vaseline,"  and  that  "  the  substance  from  which  *  Vaseline '  is  made  is  the 
"  residuum  of  petroleum  left  after  the  greater  part  of  the  petroleum  has  been 
"  distilled  off."    The  process  of  making  "  Yaseline  "  is  described  asv  consisting  20 
of  the  "  filtering  of  the  aforesaid  petroleum  residuum  through  bone  black, 
"  according  to  the  process  described  in  the  American  Patent  of  1865  "  ;  and  the 
claim  is  for  "  The  new  article  of  manufacture  named  by  me  '  Vaseline  *  substan- 
"  tially  as  herein  described."    This  invention  was  never  patented  in  England. 
The  process  is  not,  in  my  opinion,  covered  by  the  English  Patent  of  1865,  which  25 
appears  to  me,  as  already  stated,  to  apply  only  to  the  product  of  distillation  of 
crude  petroleum,  while  the  process  of  1872  applies  to  the  residuum  left  in  the 
still  after  the  process  of  distillation  is  completed.     It  was  therefore  open  to 
anyone    in    England,  after    the  American    Patent    became    known  here,   to 
manufacture  the  new  article  for  which  that  Patent  was  granted  in  the  United  30 
States. 

In  1874  R.  A.  Ghesebrough  took  out  in  England  a  patent  for  improvements  in 
treating  hydrocarbon  oils  and  products.    The  Specification  begins  as  follows  : — 
"  When  petroleum  is  distilled  either  in  the  ordinary  stills  used  or  by  the  vacuum 
"  or  super-heated  retort  processes,  a  quantity  of  residuum  is  left  back  in  the  35 
"  still  or  retort  which  has  not  been  distilled  over.    This  residuum  contains  no 
"  paraffin,  but  appears  to  be  a  concentrated  product  of  the  heavier  parts  of 
"  petroleum,  and  from  it  a  material  which  I  term  *  Vaseline '  is  made  by 
"  filtration,  through  bone  black  or  animal  charcoal."    The  invention  is  stated  to 
consist  in  so  refining  the  "  Vaseline  "  as  to  make  it  substantially  free  from  the  40 
taste,  odour,  and  colour  of  petroleum,  and  the  Specification  recognises  that  in 
England  the  Patentee  has  no  monopoly  in  the  manufacture  of  "Vaseline" 
which  is  not  so  refined.    There  is  evidence  of  the  sale  in  England  by  R.  A. 
Chesebrwgh  of  "Vaseline"  manufactured  by  him  in  1873,  1875,  and  1877. 
Evidence  has  been  given  by  R.  A.   Cheaebrough  and  his  brother,    W.  H.  45 
Ghesebrough  (his  agent  in  England)  that  since  1876  "  Vaseline  "  has  been  sold 
in  England  in  tin  cases,  on  which  is  stamped  an  inscription  beginning  with  the 
words  "Vaseline,  Trade  Mark."    It  is  established  that  since  1873  the  substance 
termed  "  Vaseline  "  in  the  Patent  of  1872  has  been  manufactured  in  England 
by  many  persons  and  sold  or  described  under  various  designations,  such  as  50 
"  Petroleum  Jelly,"  "  Unguentum  Petrolei,"  and  several  fancy  names,  but  not 
under  the  designation  "Vaseline."    There  is  abundant  evidence  that  the  name 
"  Vaseline  "  has  always  been  understood  in  England  to  denote  the  manufacture 
of  -R.  A.  Ghesebrough  and  his  successors  the  Ghesebrough  Company.    In  1877 
the  word  "  Vaseline  "  was  registered   in  England  in  four  classes,  one  being  55 
Class  3.    The  "  Trade  Mark  Journal  "  describes  the  application  in  that  class  as 
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being  in  respect  of  "  ointments,  cerates,  cold  creams,  and  vaseline  (being  an 
"essence  prepared  for  use  in  medicine  and  pharmacy)."  In  1878  R.  A. 
Chesebrough  registered  as  a  Trade  Mark  in  America  a  label  beginning 
**  Petroleum  Vaseline  Jelly,"  and  ending,  "  Prepared  expressly  for  medicinal 
5  "and  toilet  purposes  by  the  Chesebrough  Manufacturing  Company.  Office 
"  No.  110,  Fleet  Street,  New  York." 

By  the  statement  filed  in  the  United  States  Patent  Office  on  the  occasion  of 
registration  (which  was  verified  by  affidavit)  it  is  stated  as  follows  :— rt  Said 
u  Trade  Mark  consists  of  the  word  4  Vaseline.'    This  word  has  been  generally 

10  "  arranged  between  the  words  *  petroleum  jelly,'  as  shown  in  the  accompanying 
11  facsimile  "  (meaning  the  label)  .  ..."  but  the  words  « petroleum  jelly' 
'•  and  the  corporate  name  and  address  may  be  wholly  omitted,  and  the  border 
"  may  be  changed  at  pleasure,  or  omitted  altogether,  without  materially  changing 
"  the  character  of  the  said  Trade  Mark,  the  essential  feature  of  which  is  the 

15  "  arbitrarily  selected  word  « Vaseline.'  This  Trade  Mark  has  been  used  in  the 
"  business  of  said  Company  and  by  R.  A.  Chesebrough,  who  was  its  prede- 

"  cessor  in  the  same  business  for  more  than  seven  years  past Said 

4|  Company  has  been  accustomed  to  print  it  upon  labels  to  be  pasted  or  otherwise 
"  secured  upon  the  bottles  containing  the  product  or  the  compound  thereof  and 

20  "  upon  the  paper  wrappers  in  which  they  put  it  for  sale.  It  has  also  been 
"  accustomed  to  emboss  it  upon  the  bottles  or  packages  in  which  the  product 
"  or  compound  is  enclosed  or  where  the  compound  is  of  sufficient  consistence 
"  to  form  it  directly  upon  the  cakes  or  tablets  thereof.  It  has  also  been 
44  accustomed  to  use  it  upon  the  bill  heads,  letter  heads,  envelopes,  circulars, 

25  "  and  other  advertising  devices  employed  in  the  business." 

The  question  is  whether  in  these  circumstances  the  Court  ought  to  come  to 
the  conclusion  that  the  word  ''Vaseline"  was,  at  the  date  of  registration, 
improperly  placed  on  the  Register  as  an  old  Trade  Mark  under  the  Act  of  1875. 
It  was  admitted  by  the  learned  Counsel  for  the  Appellants  that  the  evidence  did 

30  not  establish  that  the  word  "  Vaseline  "  was  used  in  England  as  a  Trade  Mark 
before  the  13th  of  August  1875,  the  date  of  the  commencement  of  the  Act  of 
1875.  It  was  contended,  however,  that  the  burden  of  establishing  this  did  not 
lie  on  the  Appellants,  but  that  it  was  the  duty  of  the  Respondent,  the  Applicant 
for  the  removal  of  the  Trade  Mark  from  the  Register,  to  satisfy  the  Court  that 

35  it  was  in  fact  not  so  used.  In  my  opinion  this  contention  is  well  founded. 
The  law  was  so  laid  down  by  the  Court  of  Appeal,  consisting  of  the  Earl  of 
Selborne,  and  Lords  Justices  Cotton  and  Fry,  in  Re  Leonard  and  Ellis1  Trade 
Mark  (L.R.  26  Ch.  D.  288),  and  was  acted  on  by  Mr.  Justice  Kay,  as  he  then  was, 
in  Edgington  v.  Edgington  (6  R.P.C.  513).  In  my  judgment  this  rule  ought  to  be 

40  firmly  adhered  to.  It  is  manifestly  unreasonable  to  expect  that  the  owners  of 
a  registered  Trade  Mark  should  preserve  evidence  of  the  way  in  which  it  was 
used  at,  and  prior  to,  the  time  of  registration  for  a  long  period — in  this  case 
more  than  20  years  subsequently  to  registration.  On  the  part  of  the  Respondent 
reliance  was  chiefly  placed  on  the  American  Patent  of  1872,  the  English  Patent 

45  of  1874,  and  the  use  of  the  word  "  Vaseline  "  in  the  "  Trade  Marks  Journal "  of 
1877,  upon  the  occasion  of  the  application  for  the  registration  of  the  mark  in 
England,  and  it  was  said  that  these  documents  proved  that  the  word  "  Vaseline  " 
was  in  use  at  the  date  of  registration  to  indicate,  not  an  article  manufactured  by 
the  Chesebrough  Company,  but  one  manufactured  according  to  the  processes 

50  indicated  in  the  American  and  English  Patents.  If  this  were  the  true  conclusion 
of  fact,  then  there  would  arise  a  question  which  was  raised  in  the  case  of 
Re  Leonard  and  Ellis'  Trade  Mark,  but  remains  undecided,  namely,  whether 
when  an  inventor  invents  a  new  article,  and  at  the  same  time  invents  a  word  to 
designate  it,  he  can  claim  the  exclusive  use  of  that  word  to  denote  his  own 

55  manufacture.  In  my  opinion,  however,  it  is  unnecessary  now  to  decide  that 
question.    The  word  "  Vaseline  "  was  admittedly  invented  by  R.  A.  Chesebrough, 
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and  in  my  opinion  was  capable,  previously  to  1875,  of  being  employed  by  him 
to  denote  an  article  of  his  manufacture.  On  this  I  may  refer  to  what  was  said  by 
Vice-Chancellor  Sir  William  Page  Wood,  with  reference  to  the  word  "  paraffin," 
in  the  case  of  Young  v.  Macrae  (9  Jurist,  N.S.  322),  Browne  v.  Freeman  (12  W.R. 
305)  and  Braham  v.  Bustard  (1  H.  &  M.  447),  particularly  the  passage  at  page  454.  5 
The  language,  both  of  the  American  Patent  of  1872,  in  which  he  uses  the  words, 
"  which  I  have  named  *  Vaseline,' "  and  the  English  Patent  of  1874,  in  which  he 
uses  the  words,  "  which  I  term  *  Vaseline,' "  appears  to  me  to  be  ambiguous. 
The  meaning  may  be  either  that  the  name  was  given  to  the  substance  manu- 
factured by  B.  A.  Ghesebrough  and  his  successors,  the  Company,  or  that  it  was  10 
used  to  designate  the  substance  made  according  to  the  process  described.  If 
this  be  so  it  seems  to  me  the  onus  of  proof  which  lies  on  the  Respondent  is 
not  discharged.  As  regards  the  entry  in  the  Trade  Marks  Journal  of  1877,  I 
think  that  the  word  "Vaseline"  ought  there  to  be  read  in  the  same  sense 
throughout,  and  to  be  regarded  as  denoting  the  goods  manufactured  by  the  15 
Ghesebrough  Company. 

Another  objection  to  the  registration  was  taken.     It  is  well  settled  that  a  word 
could  be  properly  registered  as  an  old  Trade  Mark  under  the  Act  of  1875,  only 
if  it  had  been  used  alone  as  a  Trade  Mark  before  the  13th  of  August  1875,  and 
was  not  properly  registered  if  it  had  been  merely  used  in  combination  with  other  20 
words  {see  Perry-Davis  v.  Harbord,  L.R.  15  App.  Cas.  316  ;  and  Powell  v.  Bir- 
mingham Vinegar  Brewery  Company,  L.R.  (1894)  App.  Cas.  8).  It  was  contended 
that  the  documents  relating  to  the  registration  in  America  showed  that  the  user 
had  been  in  connection  with  other  words,  and  they  do  appear  to  show  that  such 
had  been  the  general  user,  but  the  statement  filed  in  the  United  States  Patent  25 
Office,  from  which   I   have  quoted,   indicates  that   the  actual  user  was  not 
entirely  limited  in  this  way.    According  to  the  evidence  there  was  a  user  of  the 
word  "Vaseline"  in  England  as  a  Trade  Mark  in  1876,  and  here  again  the 
Respondent  appears  to  me  to  have  failed  to  show  that  the  word  "  Vaseline  "  was 
not  in  use  by  itself  as  a  Trade  Mark  in  England  previously  to  the  13th  of  30 
August  1875. 

I  also  think  that  the  case  of  the  Linoleum  Company  v.  Nairn  (L.R.  7  Ch.  D.  834) 
is  distinguishable  from  the  present.  It  simply  decides  that — "Where  the 
"  inventor  of  a  new  substance  gives  it  a  name,  and  having  taken  out  a  Patent 
"  for  the  invention,  has,  during  the  continuance  of  the  Patent,  alone  made  and  35 
"  sold  the  substance  by  that  name,  he  is  not  entitled  to  the  exclusive  use  of  that 
"  name  after  the  expiration  of  the  Patent."  Here  no  Patent  was  taken  out  in 
England  for  the  substance  which  (when  manufactured  by  himself)  the  inventor 
named  "  Vaseline."  The  inventor  never  at  any  time  was  alone  the  manufacturer 
and  vendor  of  that  substance  in  England.  The  substance  invented  by  him  was  40 
never  in  England  known  solely  by  the  name  of  "  Vaseline."  On  the  contrary 
it  was  known  under  many  names,  and  the  evidence  is  that  the  name  "  Vaseline  " 
has  in  England  always  been  confined  to  the  inventor's  manufacture. 

In  my  judgment  the  appeal  should  be  allowed,  and  an  Order  made  refusing 
the  application  to  rectify  the  Register ;  but  I  think  the  Order  as  to  costs  made  45 
in  the  Court  below  ought  not  to  be  disturbed,  and  that  there  ought  to  be  no 
costs  of  this  appeal. 

Cozens-Hardy,  L.J. — This  is  an  appeal  from  an  Order  of  Mr.  Justice  Buckley > 
by  which  he  has  removed  from  the  Register  of  Trade  Marks  the  word 
"  Vaseline."  This  Trade  Mark  was  registered  by  Mr.  JR.  A.  Ghesebrough,  of  90 
New  York,  in  several  classes  in  the  year  1877  as  an  old  mark  which  had  been 
used  for  six  years  before  the  8th  of  March  1877.  Under  the  Act  of  1875  the 
word  could  not  be  registered  unless  it  had  been  used  as  a  Trade  Mark  before 
the  passing  of  the  Act. 

The  Respondent,  Mr.  Pearson,  who  is  a  person  aggrieved  and  who  has  admittedly  5S 
«  locus  standi,  applied  to  strike  out  the  mark  on  the  ground  that  it  nought 
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never  to  have  been  placed  upon  the  Register.  Having  regard  to  the  fact  that 
"  Vaseline  "  has  been  on  the  Register  for  nearly  a  quarter  of  a  century,  I  feel 
that  the  burden  of  proof  rests  strongly  upon  anyone  who  seeks  to  disturb  such 
a  longstanding  position.  If  the  Appellants  had  been  content  to  file  no 
5  evidence  I  think  they  might  well  have  said  that  no  case  had  been  made  out,  but 
as  evidence  has  been  gone  into  on  both  sides,  and  as  the  most  material  evidence 
against  the  mark  is  furnished  by  the  Appellants,  I  think  that  we  are  bound 
to  consider  the  matter  as  a  whole,  and  to  arrive  at  the  best  conclusion  we 
can. 

10  Before  considering  the  evidence  in  detail  I  think  it  right  to  point  out  the 
extremely  unsatisfactory  nature  of  the  Appellants'  evidence.  Indeed,  this 
was  so  manifest  that  application  was  made  to  this  Court  to  admit  further 
evidence  on  the  appeal.  Now,  although  in  the  present  case  such  further 
evidence  has  been  admitted,  it  is  obvious  that  evidence  directly  addressed  to 

]5  cure  blots  pointed  out  by  the  learned  Judge  at  the  original  hearing,  should  be 
carefully  scrutinised,  more  especially  when  there  has  been  no  opportunity  of 
cross-examination. 

In  1865  Robert  A.  Ghesebrough  took  out  a  Patent  in  England  and  a  similar 
Patent  in  America  for  improvements  in  refining  petroleum  or  other  hydro- 

80  carbon  oils.  The  Patent  does  not  mention  "  Vaseline,"  and  although,  in  the 
evidence  before  Mr.  Justice  Buckley  it  was  sworn  by  Mr.  W.  H.  Ghesebrough 
that  the  word  "  Vaseline  "  was  invented  by  Mr.  B.  A.  Ghesebrough  in  1871,  and 
applied  to  articles  made  under  the  Patent  of  1865, 1  think,  according  to  the  true 
construction  of  the  Specification,  this  cannot  be  so.    The  Patent  process  stopped 

26  short  of  the  stage  at  which  "  Vaseline  "  is  produced. 

In  1872  Mr.  Ghesebrough  took  out  an  American  Patent,  by  which  he  claimed  : 
44  The  new  article  of  manufacture  named  by  me '  Vaseline,'  substantially  as  herein 
44  described."  In  the  body  of  the  Specification  he  calls  it  "  A  distinct  substance 
"  by  itself  "  and  4*  a  new  article  of  manufacture."    He  describes  it  as  made  in  a 

30  particular  mode  from  the  residuum  of  petroleum  left  in  the  still  after  distilla- 
tion. This  invention  was  never  patented  in  England,  but  in  1874  Mr. 
Ghesebrough  obtained  an  English  Patent  by  which  he  claimed  {inter  alia)  the 
manufacture  of  "  the  material  I  term  *  Vaseline '  from  the  residuum  of  petro- 
44  leum  by  simmering  in  open  kettles  and  through  filtration  through  bone  black, 

35  u  as  hereinbefore  described."  In  short,  this  was  a  Patent  for  producing  the 
same  article,  "  Vaseline,"  by  a  new  process. 

In  1877  Mr.  Ghesebrough  registered  k4  Vaseline  "  in  four  classes.  He  described 
himself  as  a  manufacturer  of  "Vaseline,"  and  in  the  column  headed  "Descrip- 
tion of  goods"  he  entered  444 Vaseline'  used  for  stuffing  and  currying  of 

40  "  leather."  There  is  evidence  of  a  sale  of  "  Vaseline "  in  England  in  1873. 
This  was  44  Vaseline  "  made  under  the  American  Patent  and  imported  by  the 
American  Patentee  into  this  country.  I  can  find  no  evidence  that  the  word 
44  Vaseline  "  was  used  in  England  as  a  Trade  Mark  before  the  13th  of  August 
1875.    There  is  a  large  amount  of  trade  evidence  to  the  effect  that  the  word 

45  "  baseline "  has  been  regarded  as  denoting  the  goods  of  the  Ghesebrough 
Company \  but  I  attach  no  weight  to  this  evidence.  The  fact  that 44  Vaseline  " 
has  been  registered  since  1877  has  made  it  de  facto  the  CtesebroughTrskde  Mark. 
The  real  question  for  decision  is  whether  it  could  be  or  was  used  as  a  Trade 
Mark  before  1875,  and  not  whether  it  has  since  been  so  used. 

50  I  regret  that  I  am  not  able  to  concur  in  the  judgment  which  has  just  been 
delivered  by  Lord  Justice  Stirling.  I  have  reluctantly  come  to  the  conclusion 
that  it  appears  from  the  Appellants'  own  evidence  that  the  word  44  Vaseline  " 
was  an  invented  word  to  describe  an  invented  thing,  and  if  so  I  think  it  follows 
that  anyone  was  at  liberty  to  make  the  invented  article,  which  was  not  protected 

55  by  Patent  in  England,  and  at  liberty  to  call  it  by  the  name  attributed  to  it  by  the 
inventor.    In  the  case  of  the  Linoleum  Company  v.  Nairn  (L.R.  7  Ch.  D.  834), 
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Mr.  Justice  Fry  applied  this  principle  to  the  case  of  a  patented  article  after  the 
expiration  of  the  Patent,  but  I  think  it  cannot  be  limited  to  that  case.  I  adopt 
the  language  of  that  learned  Judge,  when  Lord  Justice,  in  the  "  Valvoline " 
case  (L.R.  26  Ch.  D.  304),  where  he  said  :  "  When  a  new  article  is  invented,  and 
"  at  the  same  time  a  new  single  word  is  invented  which  is  applied  to  that  5 
M  material  alone,  I  am  by  no  means  satisfied,  at  present,  that  that  single  word 
"  can  be  treated  as  a  special  and  distinctive  word  within  the  meaning  of  the 
"  section.  It  is  difficult  to  suppose  that  one  word  can  both  describe  the  thing 
"  as  made  by  anybody  and  the  thing  as  made  by  a  particular  maker.  I  am 
"  inclined  to  think  that  the  words  '  special  and  distinctive '  import  the  10 
u  specialising  of  the  make  and  manufacture  of  a  particular  maker  from  all 
M  other  manufacturers,  and  distinguishing  the  manufacture  of  one  person  from 
"  the  manufacture  of  all  others."  Any  other  view  seems  to  me  inconsistent 
with  the  essential  idea  of  a  Trade  Mark. 

It  is  no  doubt  true  that  petroleum  jelly,  which  may  or  may  not  have  been  15 
substantially  the  same  in  its  chemical  constituents  as  "  Vaseline,"  has  been 
sold  in  this  country  under  various  other  names.  But  I  am  not  satisfied  that 
this  was  done  before  1875,  and,  even  if  it  had  been  done  before  1875, 1  do  not 
think  it  would  have  helped  Mr.  Chesebrough,  who  described  himself  as  carrying 
on  the  business  of  a  manufacturer  of  "  Vaseline."  20 

It  follows  that,  in  my  opinion,  it  is  established  that  "  Vaseline  "  was  not,  and 
could  not  be,  an  old  mark  in  1875.  I  may  add,  though  I  do  not  base  my 
judgment  upon  this,  that  I  have  grave  doubt  whether,  before  1875,  it  was  ever 
used  alone  as  a  Trade  Mark  even  in  America,  still  less  in  this  country. 

For  these  reasons  I  think  the  judgment  of  Mr.  Justice  Buckley  was  correct,  25 
and  that  the  appeal  ought  to  be  dismissed. 

Parker. — With  regard  to  the  Comptroller's  costs,  they  should  be  paid,  I 
submit,  by  either  the  Appellants  or  the  Respondents. 

J.  H.  Cray. — The  Appellants  have  paid  the  costs  of  the  Comptroller  in  the 
Court  below,  and,  as  your  Lordships  have  decided  in  their  favour  I  submit  that   30 
Mr.  Pearson  ought  to  pay  the  costs  of  the  Comptroller  in  this  Court. 

Vaughan  Williams,  L  J. — I  do  not  think  so. 
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k  cusenier  flls,  alnti,  et  compagnie  and  george  idle  chapman  &  co 
Ld.  v.  Gaiety  Bars  and  Restaurant  Company.  Ld. 


Passing-off. — Get-up. — Liqueur  bottle  sold  at  restaurant  bar. — Injunction 
awarded^  with  20s.  damages  and  costs. 

The  manufacturers  and  their  London  agents  sold  a  liqueur  known  as 
"  Crime  de  Menthe  Glaciate"  in  bottles,  shaped  somewhat  peculiarly  but  common 

10  for  such  liqueurs,  with  a  label  upon  them  bearing  those  words,  and  underneath 
that  label  a  rectangular  slip  with  the  word  "  Ousenier  "  in  plain  letters.  The 
managing  director  of  the  London  agents,  having  had  his  suspicions  aroused  as 
to  the  passing-off  of  a  liqueur  which  was  not  the  Plaintiffs  at  the  bars  of  the 
Gaiety  Theatre  which  were  controlled  by  the  Defendants,  purchased  from  a 

15  barmaid  there  a  bottle  from  which  he  had  been  supplied  with  liqueur  in  response 
to  a  request  for  "  a  glass  of  Cusenier's  Crime  de  Menthe."  The  liqueur  was  not  of 
the  Plaintiffs'  manufacture,  and  the  bottle  bore  the  label  of  another  manufacturer 
named  Perrier  with  the  "  Ousenier  "  white  rectangular  slip  stuck  over  the  word 
"Perrier."    It  was  not  proved  how  the  bottle  had  been  put  into  this  condition* 

20  and  the  Defendants  sought  to  show  by  their  cellar-books  that  they  could  not 
have  had,  on  the  day  in  question,  a  Perrier  bottle  with  or  without  an 
additional  label. 

Held,  that  the  Defendants,  whether  with  a  guilty  knowledge  of  their  directors 
or  not,  had  passed  off  as  a  liqueur  of  the  Plaintiffs  that  which  was  not  a  liqueur 
25  of  the  Plaintiffs,  and  that  the  Plaintiff^  were  entitled  to  an  injunction,  with 
Ms.  damages  and  costs. 
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E.  Gusenier  Fitey  Aine,  et  Compagnie  and  George  Idle  Chapman  A  Co^  Ld. 

v.  Gaiety  Bars  and  Restaurant  Company,  Ld. 

On  the  19th  of  October  1901  this  action  was  commenced  by  E.  Gusenier  Fits, 
Ainey  et  Compagnie  (the  first-named  Plaintiffs),  who  were  manufacturers  and 
vendors  of  wines,  spirits,  and  liqueurs,  carrying  on  business  in  France,  Belgium, 
and  elsewhere,  and  by  George  Idle  Chapman  A  Co.,  Ld.y  wine  merchants,  in  the 
city  of  London,  sole  agents  in  the  United  Kingdom  and  South  Africa  for  the  5 
first-named  Plaintiffs,  and  sole  importers  into  and  vendors  in  those  countries  of 
their  goods.  The  Defendants  wero  the  Gaiety  Bars  and  Restaurant  Company \ 
Ld.  The  action  was  in  respect  of  the  alleged  sale  by  the  Defendants  at  the  bars 
of  the  Gaiety  Theatre  of  a  liqueur  called  by  them  "  Cr6me  de  Menthe  Glaciale  " 
not  of  the  Plaintiffs'  manufacture,  so  got  up  as  to  represent  that  it  was  the  jj) 
*4  CrSme  de  Menthe  Glaciale  "  manufactured  and  sold  by  the  Plaintiffs. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  as  follows  : — "  (2)  One  of 
"  the  productions  of  the  first-named  Plaintiffs,  which  has  acquired  a  great 
44  reputation  in  this  country  and  also  in  foreign  countries,  is  a  peppermint 
"  liqueur  which  is  sold  by  them  under  the  name  of  *  Creme  de  Menthe  15 
"  'Glaciale/    The  said  liqueur  has  for  many  years  past  had  a  considerable  sale 
"  in  this  country,  and  is  put  up  and  offered  for  sale  in  special  bottles  labelled 
44  and  got  up  in  a  special  manner.    The  labels  on  the  said  bottles  are  divided 
44  into  two  parts,  the  lower  of  which  bears  the  name  4  Gusenier '  conspicuously 
44  displayed  thereon.     (3)  On  the  1st  day  of  April  1897   the  &id  Plaintiffs  20 
44  applied  for  and  in  due  course  they  obtained  the  registration  as  of  that  date  of 
"  their  said  label  as  their  Trade  Mark  in  Class  43  under  the  No.  203,706,  and  the 
44  same  has  remained  and  is  their  registered  property.     (4)  The  Defendants, 
44  who  are  the  proprietors  of  the  bars  at  the  Gaiety  Theatre,  have  been  offering 
4*  for  sale  and  selling  at  their  bars  there  a  liqueur  called  by  them  4  Creme  de  J5 
44  4  Menthe  Glaciale  '  not  of  the  said  Plaintiffs'  manufacture  in  bottles  practically 
44  identical  in  shape  and  appearance  with  the  said  Plaintiffs'  said  special  bottles, 
44  and  got  up  with  labels  and  other  indicia  of  origin  so  as  to  be  very  similar  in 
44  general  appearance  to  the  said  Plaintiffs'  said  bottles  got  up  as  aforesaid.    The 
44  similarity  between  the  Defendants'  said  bottles  so  got  up  and  the  said  Plaintiffs'  30 
44  said  bottles  got  up  as  aforesaid  is  such  as  to  be  calculated  to  deceive,  and  the 
44  Defendants'  said  labels  are  infringements  of  the  said  Plaintiffs'  said  registered 
44  Trade  Mark.     (5)  The  Defendants  have  moreover  been  selling  their  liqueur 
44  aforesaid  in  and  out  of  bottles  got  up  as  aforesaid,  but  having  the  said  Plaintiffs' 
44  lower  label  aforesaid  pasted  thereon  so  as  to  conceal  the  name  of  the  manu-  35 
44  facturers  of  their  said  liqueur,  and  in  lieu  thereof  to  conspicuously  display 
44  the  name  4  Gusenier '  thereon,  and  to  represent  (contrary  to  the  fact)  that 
44  such  liqueur  is  4  Gusenier '  liqueur,  and  therefore  liqueur  manufactured  by 
44  the  Plaintiffs,  there  being  no  other  manufacturer  of  the  same  name  in  the 
44  trade.    (6)  The  Defendants  have  further  sold  their  said  liqueur  in  and  out  40 
44  of  such  bottles  as  aforesaid,  got  up  and  labelled  as  aforesaid,  in  response  to 
44  orders  for  Gusenier  i  Creme  de  Menthe,"  and  have  thereby  represented  that 
44  their  said  liqueur  was  the  said  Plaintiffs'  liqueur  aforesaid.    (7)  The  Defen- 
44  dants  have  by  their  wrongful  acts  aforesaid  caused  the  Plaintiffs  injury,  and 
44  received  profits  which  ought  to  have  belonged  to  the  Plaintiffs.    The  Plaintiffs  45 
44  communicated  with  them  before  action  brought,  but  they  declined  to  make 
44  any  amends,  and  it  has  become  necessary  for  the  Plaintiffs  to  commence 
44  these  proceedings  for  the  purpose  of  obtaining  the  protection  of  the  Court." 
The  Plaintiffs  claimed  as  follows  :— "  (1)  An  injunction  to  restrain  the  Defen- 
44  dants,  their  servants  and  agents,  from  selling,  or  offering,  or  exposing,  or  50 
44  advertising  for  sale,  or  procuring  to  be  sold,  any  liqueur  not  manufactured 
44  by  the  Plaintiffs,  E.  Gusenier  Fils,Ain<f,  et  Compagnie,  as  4  Gusenier '  liqueur 
44  manufactured  by  the  said  Plaintiffs  ;   (2)  and  from  selling  or  offering  or 
44  exposing  for  sale  or  procuring  to  be  sold  any  such  liqueur  as  aforesaid  in 
44  bottles  bearing  labels  on  which  the  name  4  Gusenier^  appears  ;  (3)  and  from  55 
44  affixing  or  causing  or  permitting  to  be  affixed  to  any  bottles  not  containing 
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44  or  not  intended  to  contain  liqueur  manufactured  by  the  said  Plaintiffs  any 
44  labels  on  which  the  said  name  4  Cusenier '  appears  ;  (4)  and  from  selling  or 
u  offering  or  exposing  for  sale  or  procuring  to  be  sold  any  liqueur  not  manu- 
u  factored  by  the  Plaintiffs  in  bottles  so  got  up  with  labels,  seals,  or  otherwise 
5  "  as  to  be  calculated  to  represent  or  lead  to  the  belief  that  such  liqueur  is  of 
"  the  Plaintiffs'  manufacture  ;  (5)  and  from  passing  off  any  such  liqueur  as 
"aforesaid  as  and  lor  the  Plaintiffs'  liqueur;  (6)  and  from  in  any  manner 
44  infringing  the  Plaintiffs'  registered  Trade  Mark  No.  203,706 ;  (7)  an  Order 
"  for  delivery  up  on  oath  or  (at  the  Plaintiffs'  option)  destruction  of  all 

10  u  labels,  seals,  and  other  documents  an<l  things  which  are  in  the  Defendants' 

44  possession  or  power  or  under  their  control  and  offend  against  the  foregoing 

44  injunctions    or    any   of    them ;    (8)    damages    or    an    account    of    profits ; 

"  (9)  costs." 

The  Statement  of  Defence  was  as  follows  :—"(!)  The  Defendants  admit  the 

15  "  allegations  in  paragraph  1  of  the  Statement  of  Claim.  (2)  The  Defendants 
u  admit  that  the  Plaintiffs  manufacture  liqueur  which  is  sold  under  the  name 
44  of  4  Crdme  de  Menthe  Glaciale.'  Many  other  persons  also  manufacture 
*  liqueur  sold  under  the  said  name.  They  do  not  admit  that  the  said  liqueur 
44  manufactured  by  the  Plaintiffs  has  a  great  reputation  in  this  country,  or  that 

20  *•  it  has  had  a  considerable  sale  in  this  country,  nor  do  they  make  any 
u  admissions  as  to  the  manner  in  which  the  said  liqueur  is  offered  for  sale,  or 
44  as  to  the  nature  of  the  bottles  in  which  it  is  sold,  or  as  to  the  form  or  contents 
"  of  the  labels  on  the  said  bottles.  (3)  The  Defendants  admit  that  they  have 
44  been  offering  for  sale,  at  the  Gaiety  Theatre,  a  liqueur  called  by  them  *  CrSme 

25  "  *  de  Menthe  Glaciale '  not  of  the  Plaintiffs'  manufacture.  Such  liqueur  is  a 
"  well  known  liqueur  manufactured  by  many  manufacturers  other  than  the 
44  Plaintiffs.  The  Defendants  deny  that  they  have  sold  such  liqueur  in  bottles 
"  identical  in  shape  and  appearance  with  the  Plaintiffs'  special  bottles,  and  got 
"  up  with  labels  and  other  matters  so  as  to  be  similar  in  general  appearance 

30  "  with  the  Plaintiffs'  bottles.  The  bottle  in  which,  and  the  labels  under  which, 
4i  the  Defendants  have  sold  the  liqueur  in  question  are  the  bottles  in  which  the 
44  said  liqueur  has  been  sold  for  many  years  by  people  other  than  the  Plaintiffs. 
u  The  Plaintiffs  have  no  special  shape  of  bottles  adapted  by  them  for  the  sale  of 
44  their  liqueur ;  if  they  have  such  bottles  the  Defendants  have  not  used  the 

35  44  same,  or  any  similar  thereto,  for  the  sale  of  the  said  liqueur.  The  Defendants 
*4  deny  that  they  have  used  labels  simil  ir  in  appearance  to  those  of  the  Plaintiffs, 
44  or  any  labels  that  are  in  infringement  of  the  Plaintiffs'  registered  Trade  Mark. 
44  (4)  The  Defendants  deny  that  they  have  sold  their  liqueur  with  the  Plaintiffs' 
44  lower  labels  pasted  thereon  so  as  to  conceal  the  manufacturer  thereof,  and  in 

40  "  lieu  thereof  to  display  the  name  of  the  Plaintiffs,  and  they  deny  that  they 
44  have  ever  represented  in  any  manner  that  the  liqueur  sold  by  them  is 
44  Plaintiffs'  liqueur  and  manufactured  by  the  Plaintiffs.  There  is  practically 
44  no  demand  for  the  Plaintiffs'  liqueur.  (5 ',  The  Defendants  deny  that  they 
44  have  ever  sold  their  liqueur  in  bottles  aforesaid  in  response  to  orders  for 

45  44  Cusenier  *  Cr$me  de  Menthe.'  If  any  such  orders  have  been  given  (which 
44  the  Defendants  do  not  admit),  and  the  same  have  been  supplied,  it  was 
"through  inadvertence,  and  through  the  servant  of  the  Defendants  not 
44  appreciating  that  any  particular  manufacture  of  the  liqueur  was  required. 
44  (6)  The  Defendants  deny  that  they  have  caused  the  Plaintiffs  any  injury,  or 

50  *  that  they  have  received  profits  which  ought  to  have  belonged  to  the  Plaintiffs. 
44  The  Defendants  will  refer  to  the  communications  that  took  place  before  action 
44  commenced  for  their  contents." 
The  action  came  on  for  hearing  on  the  1st  of  March  1902. 
Asfbury,  K.C.,  and  Sebastian  (instructed  by  Mackrell  and  Ward)  appeared 

55  for  the  Plaintiffs ;  H.  TerreU,  K.C.,  and  Buckmaster  (instructed  by  Harris  and 
Ohetham)  appeared  for  the  Defendants. 
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Astbury,  K.C.,  opened  the  Plaintiffs'  case,  and  the  evidence,  which  sufficiently 
appears  in  the  judgment,  was  then  given  on  both  sides. 

H.  Terrell,  K.C.,  for  the  Defendants,  submitted  that  the  cellar-books  of  the 
Defendants  showed  that  they  could  not  have  had,  on  the  day  in  question,  a 
Perrier  bottle  with  or  without  an  additional  label.  5 

No  reply  was  called  for. 

BaOKLBY,  J. — The  Plaintiffs,  Messrs.  Cusenier  Fits,  Aini,  et  Compagnie,  are 
makers  of  a  liqueur  known  as  u  Cr6me  de  Menthe  Glaciale,"  and  they  sell  it 
in  bottles  shaped  somewhat  peculiarly,  but  common  for  such  liqueurs,  with  a 
label  upon  them  bearing  those  words,  and  underneath  that  label  a  rectangular  10 
slip  with  the  word  "  Cusenier  "  in  plain  letters.     The  second  Plaintiffs,  [die, 
Chapman,  A  Co.,  Ld.,  are  their  agents  in  this  country.     Mr.  Stewart  is  the 
managing  director  of  those  London  agents.     The  action  is  brought  for  an 
injunction  to  restrain  the  Defendants,  who  are  the  Gaiety  Bars  and  Restaurant 
Company,  Ld.,   from  selling  liqueurs   not   manufactured    by    Cuseniers    as  15 
u  Cusenier*s  Cr6me  de  Menthe."     On  the  14th  of  August  last,  Mr.  Stewart 
happened  to  go  to  the  Oaiety  Theatre  simply  as  an  ordinary  spectator  to  see  the 
piece,  and  during  the  acts  he  went  into  the  saloon  bar  of  the  theatre  and  asked 
for  u  CrSme  de  Menthe."    He  does  not  seem  to  have  said  "  Cusenier"  but  asked 
for  "  Creme  de  Menthe  "  simply.    There  was  brought  to  him  a  glass  of  liqueur  20 
poured  from  a  bottle  which  he  saw,  and  having  tasted  it  he  was  quite  sure  it 
was  not  Cusenierys  "Cr6me  de  Menthe"  liqueur,  and  he  asked  the  barmaid 
about  it.    He  seems  to  have  seen  the  bottle,  more  or  less.     In  point  of  fact  it 
was  a  bottle  which  bore  the  label  of  another  maker,  Perrier  A  Co.,  with  the 
Cusenier  white  rectangular  label  stuck  over  the  word  "  Perrier"    On  the  14th  25 
he  was  not  satisfied  of  anything,  except  that  the  liqueur  was  not  Cusenier1*.    On 
that  occasion  he  had  with  him  two  friends,  a  man  named  Rudd  and  a  man 
named  Buckridge.    He  mentioned  it  to  them  at  the  time,  but  according  to  his 
evidence  they  thought  nothing  particular  about  it,  and  nothing  seems  to  have 
passed  of  any  pubstance  about  it.    On  the  15th  of  August,  being  minded  to  30 
inquire  into  this  matter  further,  he  went  again,  and  asked  Mr.  Rudd  to  go  with 
him.    It  is  not  quite  clear  whether  he  told  Mr.  Rudd  that  he  wanted  him  to  go 
for  the  particular  purpose  of  verifying  a  label,  or  whether  he  did  not.     Mr. 
Stewart  said  he  did  not  ask  him  to  go  for  this  purpose ;  Mr.  Rudd  thought  he 
did.    He  thought  he  said  something  about  it  the  day  before ;  but,  however,  I  35 
think  there  was  not  anything  really  said  about  Mr.  Rudd  going  for  that 
particular  purpose.     Mr.  Rudd  said  that  he  stayed  in  his  club  chatting  with 
some  friends,  and  he  did  not  get  to  the  theatre  until  the  first  act  was  at  an  end. 
He  waited  for  a  minute  or  two  in  the  corridor,  saw  Mr.  Stewart,  and  the  two 
went  together  into  the  saloon  bar.    On  this  occasion  Stewart  asked  for  a  glass  40 
of  Cusenierys  "  Cr3me  de  Menthe,"  and  the  bottle  was  brought  from  the  same 
place  as  before,  and  the  liqueur  was  poured  out.     They  remained  some  little 
time  in  the  saloon  bar.     There  was  some  dispute  in  the  evidence  as  to  this, 
whether  what  followed  was  immediately  upon  his  asking  for  the  liqueur  or 
whether  it  was  after  an  interval  of  some  five  or  six  minutes,  when  the  other  45 
people  had  left  the  bar  and  gone  back  to  the  theatre.     I  do  not  think  it  very 
much  matters.    However,  Stewart  did  ask  the  barmaid  to  sell  him  the  bottle 
with  the  rest  of  the  liqueur  in  it.    At  this  stage  of  course  he  had  got  hold  of 
the  bottle  and  knew  exactly  what  it  was.     She  assented  to  his  doing  so  if  he 
was  prepared  to  pay  for  the  remaining  liqueur  in  the  bottle,  which  he  was  50 
prepared  to  do.    She  measured  it  out  and  charged  him  four  shillings  for  it ;  he 
paid  the  four  shillings  and  the  bottle  was  wrapped  up  in  paper.    Then  there  is 
a  question  whether  it  was  handed  to  Stewart  or  whether  to  the  attendant  at  the 
theatre.    There  is  a  conflict  of  testimony  about  that.    Stewart  and  Rudd  went 
back  into  the  theatre  and  waited  until  the  end  of  the  piece  ;  then  they  cook  the  55 
bottle  from  the  attendant  to  whom  it  had  been  handed  over  by  Stewart  or  the 
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barmaid — it  does  not  matter  which — and  they  took  it  to  Rudd's  rooms,  and  at 
Rudd's  rooms  he  or  Stewart  there  unpacked  the  parcel  and  looked  at  it.  Both 
Stewart  and  Rudd  looked  at  it  then  with  an  intelligent  mind,  of  course,  because 
they  were  looking  at  it  in  order  to  know  it  again.  It  remained  in  Stewart's 
5  possession  until  the  next  morning  when  he  took  it  down  to  his  office,  and  from 
his  office  he  took  it  to  the  solicitors  the  very  same  day — Messrs.  Mackrell  and 
Ward.  It  was  in  the  possession  of  Mr.  Ward,  or  Mr.  Ward's  partner — Mr. 
Ward's  partner  had  possession  of  it  when  Mr.  Ward  went  away  for  his 
holidays — and  it  remained  there  ever  since.    It  was  preserved  at  the  office,  and, 

10  in  fact,  the  liqueur  was  preserved  in  it.  It  is  not  disputed  that  the  liqueur  was 
not  Cusenier's  liqueur.  I  am  perfectly  satisfied  from  the  evidence  that  the 
identity  of  that  bottle  is  established  as  the  bottle  that  was  purchased  in  the 
saloon  bar  of  the  Gaiety  restaurant  on  the  evening  of  the  15th  of  August. 

The  evidence  which  I  have  to  the  contrary  is  that  of  the  barmaid  who  sold 

15  it.  Now  I  do  not  for  a  moment  impute  to  the  barmaid  that  she  was  guilty 
of  the  fraud  of  altering  that  label.  If  so  she  must  be  a  simpler  girl  than  I  take 
her  to  be,  because  she  would  not  have  sold  the  bottle  if  she  had  done  that. 
She  was  a  perfectly  innocent  person  I  am  sure,  and  did  not  know  anything 
about  it.     I  ought  to  say  that  the  bottle  was  handed  over,  and  a  receipt 

20  was  given.  She  admits  the  receipt,  but  says  she  is  not  quite  sure  that  was  the 
bottle.  Now  in  that  I  am  sure  she  is  wrong.  This  bottle  having  been  exhausted 
on  the  15th  of  August,  she  required  from  the  cellarman  of  the  restaurant  a  new 
bottle  on  the  16th.  She  got  one,  and  she  says  the  bottle  that  she  got  on  the 
16th  was  not  this  shape  at  all.     It  is  a  different  shape,  but  it  is  in  Court,  and 

25  has  been  proved.  It  has  not  a  globular  form,  and  it  is  taller  and  thinner,  and 
you  cannot  mistake  the  two. 

The  Defendants  have  called  Mr.  Leroux,  who  was  the  stock-taker,  and  he 
has  told  me  this — that  he  examined  the  new  bottle  on  the  16th  of  August,  after 
this  dispute  had  arisen,  and  it  was  a  Perrier  bottle.    Now  a  Perrier  bottle  is 

30  exactly  like  a  Cnsenier  bottle  with  a  different  label.  I  have  to  add  this  to  that 
evidence — that  on  the  20th  of  August,  four  days  after  this  occurrence,  Mr. 
Ward,  the  solicitor,  went  to  the  Gaiety.  He,  in  his  turn,  went  to  the  saloon 
bar  and  asked  for  a  glass  of  this  liqueur,  and  he  was  given  a  glass  of  this  liqueur 
from  a  bottle,  and  what  he  says  about  that  is  this  :  "  I  was  served  from  a  bottle 

85  •*  which  had  not  the  label  *  Cusenier.'  It  looked  like  a  Perrier  bottle.  I  did 
"  not  have  the  bottle  in  my  hand."  According  to  his  evidence,  agreeing  with 
that  of  Leroux,  the  bottles  of  the  15th  and  the  20th  of  August — the  one  supplied 
on  the  15th  was  not  the  shape  of  the  Stern  bottle  but  was  the  shape  of  the 
Cusenier  bottle.    It  was,  in  point  of  fact,  a  Perrier  bottle  I  have  no  doubt.    If 

40  that  is  so  the  barmaid  must  be  under  a  mistake  as  to  that,  and  I  am  quite 

convinced  she  is.    I  do  not  think  her  evidence  is  to  be  relied  upon  as  to  this 

not  being  the  bottle  which  she  sold.    I  am  satisfied,  a&  a  matter  of  fact,  that  it  is 

the  bottle  that  she  sold. 

The  way  the  Defendants  have  sought  to  prove  their  case  is  this  : — They  say, 

45  "  That  cannot  be  the  bottle  ;  it  is  impossible  it  can  be  the  bottle  having  regard 
"  to  the  course  of  business.  We  can  trace  all  our  bottles  from  our  cellar  books, 
"  and  we  are  prepared  to  show  that  the  Gaiety  people  could  not  have  had  such 
"  a  bottle  as  that,  namely,  a  Perrier  bottle,  with  or  without  an  additional  label, 
"  on  that  day."    Now  I  do  not  think  the  Defendants'  books  can  be  relied  upon  for 

90  the  purpose  of  proving  what  they  are  seeking  to  prove.  They  are  inaccurate  in 
many  respects.  There  is  a  cellar  book  which  is  kept,  and  the  pedigree  of  this 
particular  bottle  has  been  sought  to  be  traced  through  the  cellar  book.  Now 
there  is  an  error  in  the  cellar  book,  not  one  that  affects  this  particular  matter,  but 
itjgoes  to  the  integrity  of  the  book  as  a  book.    Under  date  the  30th  of  May 

55  three  bottles  are  shown  to  be  withdrawn,  but  are  by  the  stock-taker  treated  as 
being  four  bottles.    The  thing  does  not  work.    Under  date  June  the  6th  to 
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June  the  19th  there  are  three  bottles  shown  to  have  been  withdrawn,  which  are 
by  the  stock-taker  treated  as  being  two  bottles.  The  result  of  these  errors,  the 
one  in  the  one  direction  and  the  other  in  the  other  direction,  is  to  bring  out  an 
accurate  Vesult,  of  course,  but  there  are  errors  upon  the  book  itself.  Then  also 
this  matter  has  been  sought  to  be  traced  through  several  stock  sheets,  which  5 
were  taken  week  by  week,  showing  what  stock  the  barmaid  had  and  what  she 
parted  with.  They  are  kept  in  a  very  complicated  form.  I  need  not  go  into 
particulars  of  them,  but  I  find  this  in  them.  They  purport  to  show,  as  regards 
each  article  dealt  in,  what  is  its  cost  price  and  selling  price,  and  the  amount  of 
profit ;  and  the  "  Creme  de  Menthe,"  which  appears  all  through,  is  treated  at  a  10 
figure  which  is  not  consistently  maintained  at  the  same  price  as  you  would 
naturally  expect  it  to  be  if  it  was  the  same  article  always  being  dealt  with,  but 
it  varies  in  a  way  I  agree  not  capable  of  being  entirely  explained,  and  it  is 
singular  that  the  price  of  this  liqueur,  which  from  the  18th  of  May  down  to  the 
2nd  of  August  is  treated  as  being  59s.,  with  the  exception  that  in  one  sheet,  15 
June  the  28th  to  July  the  12th,  it  is  treated  as  being  60s.,  does  in  the  sheet 
August  the  3rd  to  August  the  9th  drop  to  56s.  Now,  according  to  the  evidence 
which  the  Defendant  has  given,  there  being  more  than  one  maker  of  this 
liqueur,  Cusenier's  liqueur  cost  59s.  and  Perrier's  liqueur  cost  -)6s.,  and  there 
is  the  singular  fact  that  in  that  stock  sheet  of  August  the  3rd  to  the  19th  20 
appears  the  figure  of  56s.,  which  would  be  the  Perrier  figure  ;  but  I  do  not 
think  very  much  reliance  can  be  placed  upon  that,  because  the  Defendants 
I  think,  are  justified  in  saying  that,  as  far  as  one  can  see,  the  bottle  which  was 
in  use  on  the  previous  occasion  when  it  was  charged  59s.  was  the  same  ;  but, 
however,  there  is  the  fact  that  the  price  varies  from  time  to  time.  I  have  25 
got  this  proved  to  my  satisfaction  as  a  fact,  and  I  think  it  explains  the  whole 
transaction,  namely,  that  on  the  21st  of  January  1901  a  firm  of  Simon, 
Whelon  &  Go.  sold  to  Brutton  and  Burney,  Ld.,  of  which  Mr.  Brutton  was  a 
director,  he  being  also  a  director  of  the'  Gaiety  Bars  Company,  a  case  of 
"  Creme  de  Menthe,"  which  Brutton  and  Burney  sold  to  the  Gaiety  Bars  30 
and  that  was  a  case  of  Perrier,  and  not  of  Cusenier's  "  Cr£me  de  Menthe." 
Simon  Whelon  &  Go.  were  the  agents  of  Perrier,  and  according  to  the 
evidence  the  Gaiety  Bars  had  had  Perrier 's  "  CrSme  de  Menthe "  from  time 
to  time.  The  case  of  the  21st  of  January  1901  was,  as  I  find  as  a  fact, 
Peivier's  "  CrSme  de  Menthe."  .  35 

On  the  19th  of  March  1901  the  Gaiety  Bars  had  another  case  of  "  CrSme  de 
"  Menthe."  That  came  from  the  firm  of  Grant  6c  Go.  It  is  invoiced  on  the 
19th  of  March  by  Grant's  to  Brutton  and  Burney,  and  the  invoice  is  of  two 
dozen  Cusenier's  "  Creme  de  Menthe."  The  evidence  is  that  one  of  those 
cases  went  on  to  the  Gaiety  Bars  and  another  went  elsewhere.  I  accept  it  that  40 
that  was  Cusenier's  "  Cr£me  de  Menthe." 

The  Defendants  have  sought  to  prove  that  their  practice  was,  if  they  had 
opened  a  case  of  this  liqueur,  always  to  finish  that  before  they  began  another. 
That  evidence  was  given  by  a  man  named  Kent,  but  I  am  not  satisfied  with  the 
way  he  gave  his  evidence  as  to  that.     I  do  not  think  they  did  finish  one  case  45 
before  they  began  another,  and  if  they  did  not  then  the  whole  of  this  matter  is 
easily  capable  of  being  explained,  because  the  Gaiety  Bars  had  in  January 
received  Perrier's  and  in  March  received  Cusenier's,  and  they  might  very  well 
have  sent  on  the  20th  of  May,  as  it  appears  by  their  book  they  did,  to  this 
particular  saloon  bar  a  bottle  of  the  former  and  not  of  the  latter.    Who  made  50 
that  alteration  upon  the  bottle  I  shall  never  know.    Who  was  guilty  of  this 
fraud  I  cannot  tell .    Whether  it  was  the  cellarman  I  do  not  know.    I  am  satisfied 
it  was  not  the  barmaid  ;  as  I  say,  she  would  not  have  sold  the  bottle  if  she  had 
known  of  it.   But  I  do  find  as  a  fact  that  the  Defendants  (I  do  not  know  whether 
they  did  it  innocently  or  not)  at  a  bar  which   they   controlled,  did    sell  55 
from  that  bottle  liqueur  which  was  not  Cusenier's  liqueur,  representing  it 
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to  be  Cusenier's  liqueur.  I  may  add  that,  as  regards  any  question  of  moral 
obliquity,  I  am  prepared  to  absolve  the  Defendants  from  that  because,  if  this 
was  an  intentional  fraud,  a  more  clumsy  fraud  I  can  scarcely  conceive, 
for  what  they  have  done  is  this — instead  of  taking  a  Gusenier  bottle  and 
5  filling  it  up  with  Perrier's,  or  taking  Cusenier's  label  off  and  putting  it  on  the 
Perrier  bottle,  they  have  simply  taken  a  Perrier  bottle  and  have  stuck  the 
Gusenier  name  over  the  principal  label,  leaving  clearly  exposed  the  little  red 
label  just  above,  which  bears  the  words,  "  Creme  de  Menthe,  S.  Perrier  <fc  Co." 
The  only  observation  to  the  contrary  is  that  that  little  red  label  is  placed  just 
10  where  the  hand  of  the  barmaid  would  cover  it  when  she  poured  out  this 
liqueur,  and  those  who  possibly  committed  this  fraud  might  have  thought  of 
that,  and  that  it  could  be  passed  off  in  that  way  so  that  no  one  would  find  it  out. 
However,  I  am  satisfied  that  the  Defendants,  whether  with  the  guilty  know- 
ledge of  the  directors  or  not,  have  passed  off  as  a  liqueur  of  Gusenier* s  that 
15  which  is  not  the  liqueur  of  Gusenier*  sy  and  therefore  I  think  the  Plaintiffs  are 
entitled  to  judgment  and  to  the  injunction  prayed  for. 

Astbury,  K.C. — Having  regard  to  the  remarks  of  the  House  of  Lords  in  a 
recent  case,  will  your  Lordship  give  us  a  nominal  eum  for  damages  as  well.     I 
do  not  want  an  account. 
80      Buckley,  J.— What  is  the  object  of  it  ? 

Astbnry,  K.C. — Having  fought  this  case  with  full  knowledge  of  the  facts,  I 

do  not  know  whether  there  is  any  chance  of  their  taking  it  higher  ;  but  if  they 

do,  it   may  be  contended  that  damages  were    the  proper  remedy  and  not 

injunction.      I  do  not  think  it  would  succeed  as  the  evidence  stands,  but  I 

25  would  like  to  have  a  nominal  sum  for  damages  as  well,  if  I  may. 

Buckley,  J. — I  will  give  you  20s.  damages. 

Asibury,  K.C. — Then  I  have  looked  at  the  injunctions.     It  seems  to  be  the 
fashion  now-a-days  to  split  them  up. 

Buckley,  J. — There  is  a  great  deal  of  it. 
30      Astbury9  K.C. — Yes. 

Buckley,  J. — You  do  not  want  four  ? 

Astbury,  K.C. — No  ;  I  think  the  first  three  will  be  quite  sufficient. 

Buckley,  J. — It  is  not  get  up.     It  is  so  clumsy  that  you  cannot  call  it 
get  up. 
35      Astbury,  K.C. — It  is  the  first  three. 

Buckley,  J.— Yes. 

Asibury,  K.C. — And  the  costs  ? 

Buckley,  J. — Very  well — the  first  three  and  costs. 
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J.  B.  Brooks  A  Co.,  Ld.  v.  LyoetL 


In  thb  Court  op  Apphal. 


Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Stirling. 


May  27th,  1902. 


J.  B.  Brooks  $  Co.,  Ld.  v.  Lyobtt 


Patent. — Action  for  infringement. — Practice. — Motion  for  leave  to  discontinue.  5 
— Order  made. — Appeal  dismissed. 

The  Plaintiffs,  in  an  action  for  infringement  of  a  Patent,  moved  for  leave  to 
discontinue.  The  Defendant,  under  the  particular  circumstances  of  the  case 
(for  which  see  ante,  page  166)  opposed.  Mr.  Justice  Joyce,  before  whom  the 
motion  came,  gave  leave  to  discontinue,  but  left  each  party  to  bear  his  own  10 
costs.  The  Defendant  gave  notice  of  motion  by  way  of  appeal  that  this  Order 
might  be  reversed  and  judgment  entered  for  the  Defendant  with  costs. 

The  appeal  came  on  for  hearing  on  the  27th  of  May  1902. 

Bousfield,  K.C.,  and  J.  0.  Chraham  (instructed  by  Beale  <fc  Co.)  appeared  for 
the  Appellant ;  Walter  (instructed  by  Sharpe,  Parker  &  Co.,  agents  for  Newey  Jk  15 
Sons,  of  Birmingham)  appeared  for  the  Respondents. 

At  the  close  of  the  argument  for  the  Appellant,  the  Court  of  Appeal  intimated 
that  they  were  of  opinion  that  the  learned  Judge  had  exercised  his  discretion 
properly,  and  dismissed  the  appeal  with  costs. 
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In  the  High  Court  of  Justice.— King's  Bench  Division. 


Before  Mr.  Justice  Wright. 


April   23rd,  24th,  and  25th,   1902. 


Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Ostrich  Tyre  and  Rim 
5  Company. 


Patent.— Action  for  infringement. — Validity  not  denied. — Defendants  held  to 
infringe. — Judgment  for  Plaintiffs. 

The  owners  of  the  Welch  Patent  having  brought  an  action  for  infringement, 
the  Defendants  denied  infringement.  The  Defendants'  tyre  complained  of  had 
10  in  its  edges  wires  which  had  hooks  at  their  ends,  and  where  the  ends  met  there 
was  in  each  edge  a  slotted  tube.  The  Defendants  alleged  that  as  sold  and  in  use 
the  hooks  did  not  engage  in  the  slots,  and  that  the  tyre  was  kept  on  by  otJier 
forces  than  those  in  the  Welch  tyre,  and  did  not  depend  on  the  inextensibility  of 
the  wires. 

15  Held,  that  it  ivas  not  proved  that  in  ordinary  operation  the  Defendants1  tyre 
depended  on  a  complete  engagement  of  the  hooks  in  the  slots,  but  that  the  arrange- 
ment was  one  putting  a  limit  on  extensibility  and  securing  tlte  benefits  of  the 
Plaintiffs*  invention  by  a  slight  variation  of  it,  and  that  the  Defendants  had 
infringed.    Judgment  was  given  for  the  Plaintiffs. 

20  On  the  6th  of  August  1901,  the  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and 
the  Pneumatic  Tyre  Company,  Ld ,  commenced  an  action  against  the  Ostrich 
Tyre  and  Rim  Company  and  A.  Lipowski  &  Qo.,  for  infringement  of  Welch's 
Patent  (No.  14,563  of  1890),  for  "  Improvements  in  rubber  tyres  and  metal  rims 
44  or  felloes  of  wheels  for  cycles  and  other  light  vehicles,"  claiming  the  usual 

25  relief,  with  costs  as  between  solicitor  and  client. 

The  Specification  of  this  Patent  is  set  out  in  the  report  of  Pneumatic  Tyre 
Company  v.  Qasswell  (13  R.P.C,  164). 
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Company. 

The  following  are  the  claims  -which  were  alleged  to  be  infringed  in  this 
action  : — "  (4)  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in 
"  section  lined  with  canvas  in  combination  with  two  wires  or  sufficiently  inelastic 
"  cores  for  securing  the  same  to  the  rims  or  tyres  substantially  as  herein 
"  described.  (5)  The  application  of  endless  wires  or  cores  to  each  side  of  a  5 
"  rubber  or  elastic  tyre  having  a  saddle  or  arched  form  in  section  in  combination 


"  with  a  canvas  insertion  or  insertions  for  supporting  the  same  substantially  as 
"  herein  described.    (9)  A  rubber  or  elastic  tyre  having  the  form  of  an  arch  ia 
"  section  provided  with  endless  wires  or  cores  fitted  or  vulcanized  within  each 
"  ai'le  for  the  purpose  of  securing  the  same  to  the  rims  in  combination  with  an  10 
"  infiatible    inner  tyre  or  tube  substantially  as  described  and  shown  with 
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"  reference  to  Figs.  15  and  18  of  the  drawings.  (10)  A  rubber  or  elastic  tyre 
"  having  the  form  of  a  saddle  or  arch  in  section  lined  with  canvas  and  provided 
"  with  endless  wires  or  cores  for  covering  protecting  and  securing  an  inflatible 
"  inner  tube  or  tyre  substantially  as  herein  described.    (11)  Forming  the  inner 

5  u  surface  or  groove  of  a  metal  rim  with  shoulders  in  combination  with  the 
"  construction  of  *  tyre  substantially  as  described  and  shown  in  the  drawings 
"  with  leference  to  Figs.  15  and  18.  (12)  Making  the  endless  wires  or  cores  for 
"  securing  the  covering  or  protecting  tyre  of  smaller  circumference  than  the 
u  edges  of  the  rim  or  felloe  in  combination  with  an  inner  inflatible  tyre  whereby 

10  "  the  wires  or  cores  are  placed  and  held  in  position  by  the  pressure  of  air 
"substantially  as  described  with  reference  to  Figs.  15,  16,  and  17  of  the 
u  drawings.  (13)  The  method  of  placing  the  securing  wires  or  cores  with  the 
"  tyres  on  the  metal  rim — namely  by  holding  the  two  wires  or  cores  together 
"  and  placing  them  round  the  bottom  of  the  concave  groove  until  the  remainer 

15  u  can  be  placed  over  the  edge  in  combination  with  an  inner  inflatible  tyre 
"  whereby  the  outer  covering  or  protecting  tyre  is  held  or  forced  into  its  place 
"  on  the  rim  substantially  as  herein  described  with  reference  to  Figs.  15  and  18 
tt  of  the  drawings.  (14)  The  methods  of  attaching  or  detaching  the  rubber  or 
u  elastic  tyres  on  or  from  the  rims  substantially  as  herein  described  and  shown 

20  4<  in  the  drawings  with  reference  to  Figs.  15, 16, 18,  and  20." 

Figs.  15  and  18  of  Welch's  Specification  are  shown  on  page  366. 
The  Plaintiffs  by  their  Statement  of  Claim  alleged  the  validity  of  the  Patent 
and  the  grant  of  a  Certificate  of  validity  in  the  above-mentioned  action  against 
Casswell ;  that  the  Plaintiffs  were  the  proprietors  of  the  Patent ;  and  that  the 

25  Defendants  had  infringed. 

By  their  Particulars  of  Breaches  they  alleged  (1)  that  the  Defendants  had 
infringed  the  Patent  by  making,  selling,  and  offering  for  sale  pneumitic  tyres 
and  parts  thereof  made  in  accordance  with  the  inventions  claimed  in  the  Patent ; 
(2)  that  the  Defendants  on  the  2nd  of  August  11)01  sold  to  B.  T.  Davis  a  pair 

30  of  pneumatic  tyres  not  of    the    Plaintiffs'  manufacture  made  in  accordance 
with  the  inventions  claimed  in  Claims  4,  5,  9, 10,  11, 12,  13,  and  14  of  the 
Patent ;     and    (3)    they  reserved  the  right    to  claim  compensation  for    all 
infringements. 
The  Defendants  by  their  Defence  denied  infringement. 

35  In  1900  the  Defendant  LipowsH  took  out  a  Patent  (<tfo.  18,770  of  1900)  for 
"  Improvements  in  means  of  attaching  pneumatic  tyres  to  the  wheels  of  vehicles." 
The  Defendants  did  not  admit  at  the  trial  that  the  tyres  complained  of 
operated  a3  described  in  this  Specification  and  shown  in  the  figures.  The 
said  tyres  had  the  slotted  tube  shown  in  Figs.  4  and  5  of  the  Specification  and 

40  also  the  hooked  wires,  but  it  was  alleged  by  the  Defendants  that,  as  sold,  the 
wires  overlapped  slightly  and  that  the  hooks  did  not  and  were  not  needed  to 
engage.  Subject  to  this,  the  following  parts  of  the  Complete  Specification  and 
the  Figures  shown  below  will  show  the  device  used  in  the  tyres  complained 
of  : — "This  invention  relates  to  improvements  in  the  outer  case  of  pneumatic 

45  "  tyres  for  cycles  and  other  road  vehicles  the  object  of  it  being  to  permit  the 

44  size  of  the  outer  case  to  be  varied  within  certain  limits  so  as  to  enable  it  to  be 

"  applied  to  rims  somewhat  varying  in  size  which  cannot  be  done  with  existing 

"  types  of  pneumatic  tyre. 

"  According  to  my  invention  the  edges  of  the  outer  cover  are  provided  with 

50  "  circumferential  wires,  the  meeting  ends  stopping  short  a  certain  distance  apart 
"  and  having  their  ends  turned  outwards  thus  providing  a  hook  which  fits  into 
"  holes  made  in  a  plate  and  which  holds  the  two  ends  of  the  wire  securely 
"  together  ;  this  plate,  chain  or  other  clasp  is  made  with  two  or  more  holes  so 
"  that  the .  circumferential  edge  of  the  outer  case  may  be  varied  in  dimension 

55  u  according  to  which  hole  the  end  of  the  wire  is  inserted  in. 
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44  In  order  that  my  invention  may  be  the  more  readily  understood,  I  hereby 
"  refer  to  the  accompanying  sheet  of  drawings  in  which  : — Figure  1  represents 
"  a  side  elevation  and  partial  section  of  the  outer  case  of  a  pneumatic  tyre  part 
44  of  it  being  shown  broken  away  in  order  that  the  device  which  I  employ  for 
44  varying  the  circumference  of  the  same  may  be  clearly  seen  in  position.  5 
44  Figure  2  represents  a  detail  view  of  the  plate  above  described.  Figure  3 
44  shows  a  plan  of  the  circumferential  wires  engaging  with  the  perforated  plate. 
44  Figure  4  is  a  perspective  view  of  the  same  circumferential  wires  engaging 
44  with  a  tubular  variation  of  tbe  said  plate.  Figure  5  is  a  sectional  plan  of 
"  Figure  4 10 

44  In  carrying  my  invention  into  effect,  I  arrange  the  outer  cover  a  within  the 
44  rim  of  the  wheel  in  the  ordinary  manner,  the  inner  tube  having  of  course  been 
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previously  inserted.  If  I  find  that  my  outer  cover  is  somewhat  too  large  I 
diminish  its  size  by  hooking  the  ends  of  the  rods  c,  c  into  holes  <",  e  in  the 
plate  d  which  are  closer  together  than  those  into  which  they  were  in  the  first  15 
instance  inserted  whereby  the  circumference  of  the  outer  cover  is  contracted 
by  a  certain  amount.  If  on  the  other  hand  the  size  of  the  outer  cover  is  not 
sufficiently  great  in  the  position  in  which  I  have  arranged  the  rods,  I  discon- 
nect them  and  insert  them  into  two  of  the  holes  further  removed  from  one 
another.  It  will,  of  course,  be  understood  that  these  operations  are  performed  20 
in  such  a  way  on  either  side  of  the  outer  cover  as  to  make  the  two  Bides 
correspond.  By  this  means  I  am  enabled  to  vary  the  size  of  the  outer  cover 
within  the  limits  of  the  length  of  the  plate  d  and  to  enable  it  to  be  adjusted 
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44  to  wheels  the  rims  of  which  vary  to  a  certain  extent  in  circumference,  which 
"  has  not  hitherto  been  possible  with  the  outer  covers  of  pneumatic  tyres 
"  hitherto  employed  in  bicycles. 

44  When  the  tube  shown  in  Figures  4  and  5  is  employed  the  operations  are 

5  "  exactly  the  same,  the  said  tube  d1  being  introduced  into  positions  corre- 

"  sponding  with  those  which  the  plate  d  is  described  as  occupying.    In  this 

"  case  the  hooked  ends  cl,  cl  are  protected  from  coming  into  contact  with  the 

*  rubber  of  the  outer  cover  by  the  convex  side  of  the  tube " 

The  claims  were  as  follows  : — "  1.  An  outer  cover  for  pneumatic  tyres 

JO  4<  adjustable  within  limits  as  regards  its  size  or  circumference  by  means  of 
"  hooked  wires  arranged  in  the  edges  of  the  said  outer  cover  and  adapted  to 
"  engage  with  or  in  holes  or  perforations  in  a  plate  or  plates,  substantially  as  and 
"  for  the  purposes  described.  2.  In  pneumatic  tyres  a  perforated  plate  or 
"  perforated  plates  attached  to  or  connected  with  the  outer  cover  adapted  to 

15  "  engage  with  and  be  held  by  bent  or  hooked  wires,  for  the  purposes  described. 

44  3.  In  pneumatic  tyres  a  perforated  tube  or  perforated  tubes  attached  to  or 

44  connected  with  the  outer  cover  adapted  to  engage  with  and  be  held  by  bent 

*4  or  hooked  wires,  for  the  purposes  described." 

Moultonn  K.C.,  Roger   Wallace,  K.C.,  J.  C.   Graliam,  and  A.  J.    Walter 

20  (instructed  by  J.  B.  and  F.  Purchase)  appeared  for  the  Plaintiffs  ;  Bousjield, 
K.C.,  and  R.  F.  Colam  (instructed  by  Philbrick  A  Co.)  appeared  for  the 
Defendants. 

Moulton,  K.C.,  opened  the  Plaintiffs1  case,  and  after  referring  to    Wekh's 
Specification,  continued  as  follows  : — The  only  difference  between  the  I'laintiflV 

25  tyres  and  the  Defendants'  is  that  in  the  latter  the  wires  are  practically  hooked 
together,  and  it  is  the  same  as  if  they  were  brazed  together ;  when  hooked  the 
wires  are  inextensible.  \Bousfield,  K.C. — When  in  position  the  wires  do  not 
hold  or  pull  on  the  plate.  The  tyre  does  not  hold  on  by  the  hooking  action  of 
the  wires.]    The  Defendants  have  an  arrangement  which  gives  inextensibility. 

30  The  hooks  must  be  intended  to  hook. 

The  witnesses  for  the  Plaintiffs  were  Messrs.  Dugald  Clerk  and  Baisley. 
Bousjield,  K.C.,  for  the  Defendants. — The  Welch  Patent  has  been  limited  by 
the  decisions  of  the  Courts  on  the  construction  of  the  Specification.     The 
Plaintiffs  cannot  claim  a  monopoly  in  tyres  with  inextensible  edges.    Infringe- 

35  ment  does  not  necessarily  follow  from  inextensibility.  In  the  Defendants9  tyres 
the  edges  are,  in  fact,  extensible.  I  admit  that  if  the  tyres  were  supplied  by 
the  Defendants,  so  as  to  hook  when  in  action,  that  would  be  infringement. 
The  tyres,  as  sold,  are  not  as  described  in  LipoioskPs  Specification.  They  do 
not  hook  when  in  place,  but  are  kept  on  by  contractile  action.     One  use  of  the 

40  invention  is  that  it  saves  the  keeping  in  stock  of  several  sizes  of  tyres  ;  more- 
over, a  tyre  can,  if  necessary,  be  stretched  on  a  stretching  drum.  The  hooks  are 
used  also  when  the  tyre  is  being  put  on  or  taken  off,  to  prevent  the  extensible 
canvas  edge  being  overstrained,  in  which  case  the  contractile  action  would  fail. 
In  ordinary  use  the  hooks  do  not  engage.     Even  if  there  is  inextensibility  as  a 

45  reserve  it  does  not  make  the  Defendants'  tyre  an  infringement ;  this  has  been 
so  held.  The  Patent  docs  not  cover  the  use  of  a  spring  wire  {Pneumatic  Tyre 
Company  v.  East  London  Rubber  Company,  14  R.P.C.  573).  In  Pneumatic 
Tyre  Company  v.  Irion  Patent  Pneumatic  Tyre  Company  (14  R.P.C.  853), 
and  Same  v.  New  Ixion  Tyre  and  Cycle  Company  (16  R.P.C.  16),  it  was  held 

50  that  the  Defendants  did  not  infringe  because  their  tyres  held  on  without  resort 
to  the  inextensibility  on  the  edge  ;  so  in  the  present  case  there  is  no  resort  to 
the  inextensibility  of  the  wires.  Also,  in  Dunlop  Pneumatic  Tyre  Company  v. 
Wapshare  Tube  Company  (17  R.P.C.  448),  it  was  held  that  inextensibility  of 
edge,  unless  the  tyre  is  prevented  from  coming  off  by  that  means,  is  not 
55  infringement.    The  following  experiments  will  be  made  to  demonstrate  that  the 
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wires  are  not  hooked  in  use  : — (1)  By  cutting  a  window  in  the  rim,  so  that  the 
hooks  can  be  seen  ;  (2)  by  cutting  the  rim  and  putting  the  rim  and  tyre  on  a 
stretcher  ;  (3)  by  putting  the  tyre  on  and  leaving  part  of  the  pneumatic  tube 
under  the  wire,  so  as  to  raise  it  when  the  tube  is  blown  up  ;  (4)  by  showing  that 
the  tyres  have  been  ridden  with  the  wires  cut ;  (5)  and  with  the  wires  taken  out.  5 

Moulton,  K.C.,  then  addressed  the  Court  on  the  cases  cited. — I  do  not  agree 
that,  if  the  inextensibility  of  the  wires  is  only  used  as  an  emergency,  there  is 
no  infringement.  Although  there  is  a  second  fastening,  yet  the  Plaintiffs' 
invention  in  such  a  case  is  used.  It  might  be  different  in  a  case  where,  as  a 
mere  accidental  phenomenon,  the  Welch  principle  came  into  play,  and  it  was  10 
not  there  as  a  reserve.  Every  tyre  is  held  on  partly  by  friction  ;  the  question 
is  whether  the  Defendants  have  in  their  tyres  the  Welch  arrangement.  [Claim 
10  of  Welch* 8  Specification  was  referred  to.]  I  am  assuming,  for  this  part  of 
the  argument,  that  the  tyres  are  in  fact  sent  out  without  the  hooks  engaging. 
Of  course,  if  they  come  into  engagement  in  ordinary  use  there  is  infringement.  15 
If  the  arrangement  is  there  as  a  stand-by,  there  is  still  infringement.  People 
want  a  tyre  that  will  be  safe  when  it  gets  old  and  looses  its  stiffness.  If  a 
"  Clincher "  tyre  had  inextensible  wires  put  in  its  edges  there  would  be 
infringement,  without  showing  that  there  must  be  actual  resort  to  the  wires. 
[The  Cass  well  and  East  London  cases  (ubi  supra)  were  referred  to.]  lAttla  20 
had  three  spring  wires,  and  it  has  never  been  suggested  that  it  was  an  anticipa- 
tion of  the  general  principle  of  W#lch9  but  only  of  Figs.  6  and  7,  and  it  has  been 
held  to  be  distinct  from  those.  Latta  had  clamping  wires,  whereas  the  Welch 
wires  are  floating  wires.  In  Pneumatic  Tyre  Company  v.  West  London  Rubber 
and  Tyre  Company  (15  R.P.C.  129),  one  infringement  was  exactly  like  the  25 
present,  except  that  there  part  of  the  rim  was  used  for  the  plate  in  the  present 
case.  In  none  of  the  cases  cited  was  it  decided  that  the  use  of  the  Welch  device 
as  a  reserve  was  not  infringement. 

The  witnesses  for  the  defence  included  Professor  Ewing,  Mr.  Hopkinsony  and 
the  Defendant,  Lipowski.  30 

Bousfield,  K.C.,  summed  up  the  Defendants'  case. — The  Defendants  are  at  an 
apparent  disadvantage  by  reason  of  Lipowski*  s  Specification  ;  but  the  invention 
was  naturally  patented  in  a  broad  form  and  so  as  to  include  the  case  where  the 
tyre  is  held  on  by  hooks ;  and  the  only  question  is  whether  what  the  Defen- 
dants have  done  is  an  infringement.  It  is  a  pure  assumption  on  the  part  of  the  35 
Plaintiffs'  witnesses  that  the  hooks  do  in  fact  hook.  And,  if  they  do  not, 
then  the  tyre  is  held  on  by  forces  other  than  those  in  the  Welch  tyre. 
[WRIGHT,  J. — As  at  present  advised  I  do  not  think  it  is  proved  that  ordinarily 
the  hooks  engage.]  If  the  tyre  were  so  used  it  would  not  be  adaptable,  but  if 
the  hooks  do  not  engage  it  is  adaptable.  There  is  no  reason  why  the  Defen-  40 
dants  should  sell  the  tyre  so  that  it  should  depend  on  the  hooks.  What  was 
said  by  Buckley,  J.,  in  the  Wapshare  case  (17  R.P.C.  at  page  457)  applies  in 
this  case.  In  its  unhooked  state  the  Defendants1  tyre  has  the  advantage  of 
adaptability  to  rims  of  different  size. 

Mmilton,  K.C.,  in  reply. — The  Defendants  in  their  circular,  which  has  been  put  45 
in,  refer  to  their  tyre  as  a  "  wired-on  "  tyre  ;  also  LipoivskVs  Specification 
shows  that  he  takes  a  circumference  the  size  of  which  is  fixed  by  the  wires ; 
when  once  it  is  granted  that  the  wires  fix  the  circumference  the  Plaintiffs'  case 
is  made  out.  The  case  put  forward  by  the  Defendants  is  really  not  com- 
prehensible.    [He  was  stopped  by  the  Court.]  50 

Wright,  J. — The  Plaintiffs'  system  is  fixing  tyres  to  the  rim  by  means  of 
non-extensible  wires.  The  Defendants'  tyre  is  a  tyre  in  which  the  wires, 
instead  of  being  endless,  are  wires  with  hooks  and  slots  into  which  the 
hooks  can  engage.  I  think  there  is  not  sufficient  evidence  to  show  that  the 
Defendants'  tyre  depends,  in  its  ordinary  operation,  on  a  complete  engagement  55 
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of  the  hook  with  the  end  of  the  slot.  The  scientific  evidence  leaves  it* in 
doubt  what  the  action  of  the  Defendants'  tyre  does  depend  upon.  I  am 
quite  satisfied  by  Professor  Ewing's  evidence  that  the  "  Ostrich  "  tyre  worked 
fetirly  well,  although  the  hook  did  not  engage  with  the  end  slot,  and  fairly  well 
5  even  without  the  wires  being  there  at  all,  or  with  an  inch  taken  out  of  them. 
All  those  experiments,  so  to  speak,  have  been  tried.  But  the  real  question  is 
whether  the  arrangement  as  adapted  in  the  •*  Ostrich  "  tyre  was  not  intended, 
or  did  not  serve,  as  a  sort  of  modified  arrangement  of  non-extensibility — one 
which  would  put  a  limit  to  the  extensibility,  and  would  make  the  "  Ostrich  " 

10  tyre,  in  cases  where  it  became  necessary  to  bring  this  limit  of  extensibility  into 
operation,  equivalent  to  the  Plaintiffs'.  Mr.  Clerk,  in  his  evidence,  says  that  in 
hard  work  it  must  be  necessary  to  have  some  limitation  of  extensibility  of  that 
kind ;  that  the  tyre  could  not  work  without  pulling  the  hook  against  the  end 
slot— could  not  work  for  any  length  of  time,  or  undergo  very  rough  usage, 

15  without  doing  that.  Mr.  Baisley  seems  to  think  the  same.  Professor  Ewing 
no  doubt  takes  a  strong  view  contrary  to  that.  Although  adopting  Professor 
Ewing's  conclusion  as  to  the  ordinary  operation  of  the  tyre,  I  must  say  I  am 
not  satisfied  by  his  evidence  as  to  the  extraordinary  uses  of  the  hook  and  the 
slot.     One  asks  one's  self — I  have  asked,  and  we  have  all  of  us  asked  in  the 

20  course  of  this  case — what  are  the  hooks  there  for  ?  Obviously  their  natural 
effect  and  operation  is  that  they  should  serve  as  a  modified  form  of  the  non- 
extensible  wires.  It  does  not  seem  to  me  that  any  sufficiently  plausible  suggestion 
has  been  made  which  would  enable  one  to  account  for  them  in  any  other  way. 
The  only  suggestion  made  now  is  that  they  were  inserted  in  the  "  Ostrich  "  tyre 

25  for  the  purpose  of  the  better  adjustment  by  makers  or  vendors  of  these  tyres  in 

order  to  prevent  undue  stretching  by  negligence  in  taking  off  and  putting  on  an 

uninflated  tyre.    That  is  inconsistent,  not  only  with  what  Mr.  Davis  and  Mr. 

Bramley  are  said  to  have  heard  from  Mr.  Lipowski  and  with  Mr.  LipowshVs 

.    own  affidavit,  but,  I  think,  inconsistent  with  the  general  facts  of  the  case, 

30  because  the  reason  given  is  a  very  inadequate  one.  Why  are  there  four  or  five 
slots  over  a  range  of  some  five  or  six  inches  when  the  adaptation  to  the  variations 
in  the  size  of  the  tyre  would  only  require  a  much  smaller  range,  as  is  proved  by 
the  fact  that  Mr.  Lipowski  himself  has  now  reduced  the  range  of  the  hook  and 
the  slot  to,  I  think  he  said,  1£  inches  ?     I  cannot  think  that  anyone  can  ever 

35  have  really  intended  these  slots  to  have  been  a  means  of  avoiding  a  difficulty, 
which  is  what  Mr.  Lipowski  suggests.  I  think  in  his  evidence  now  he  rather 
suggested  that  these  slots  were  introduced  in  order  to  make  the  tyre  adaptable, 
we  will  say  on  one  occasion  to  a  24-inch  wheel,  on  another  occasion  to  a  28-inch 
wheel — I  mean  adaptable  to  one  or  the  other  of  those  as  the  case  may  require. 

40  The  slots  are  too  short  for  that  kind  of  range,  even  if  it  were  possible  to  suppose 
that  the  tyres  themselves  would  stand  stretching  to  that  extent,  which  it  is  quite 
impossible  to  suppose.  I  think  the  intention  of  the  parties  who  brought  out  the 
"  Ostrich  "  tyre  was  clear.  Mr.  Lipoivski's  Specification  really  does  not  admit  of 
a  doubt  as  to  its  meaning.  That  is  clearly  not  limited  to  anything  such  as  the  facility 

45  of  adjustment  of  one  tyre  to  rims  varying  in  dimension  by  several  inches,  and  it 
is  impossible  to  read  it  withont  seeing  that  its  scope  and  object  are  the  modifi- 
cation of  the  Welch  endless  wire,  so  as  to  make  the  Welch  endless  wire  which 
is  almost  necessarily,  I  suppose,  of  one  fixed  dimension,  adaptable  to  certain 
slight  variations  in  the  sizes  of  the  rims.    That  is  clearly  the  object  of  it.     What 

50  have  now  become  slots  are  there  described  as  holes,  which  is  not  immaterial, 
when  you  are  considering  whether  you  are  dealing  with  slight  or  large  variations. 
I  think  every  part  of  Mr.  LipowskVs  Specification  tends  to  the  same  conclusion. 
For  instance,  page  2,  line  12  :*  "  To  enable  it  to  be  adjusted  to  wheels,  the  rims  of 


ner 


*  Ante,  page  868,  line  23. 
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u  which  vary  to  a  certain  extent  in  circumference."  Then  line  2,  page  2  :*  "  If 
"  I  find  that  my  outer  cover  is  somewhat  too  large  I  diminish  its  size  by  hooking 
"  the  ends  of  the  rods  c  c  into  holes  e  e.n  Then  the  claim  itself  says, 
"  adjustable  within  limits,"  and  so  forth.  It  is  all  obviously  intended  to  obtain 
the  benefit  of  a  slight  variation  in  conjunction  with  practical  inextensibility.  5 
Then,  as  Mr.  Moulton  has  observed,  the  descriptive  circular  that  was  sent  out 
with  it  points  to  the  same  conclusion  :  "The  '  Ostrich  '  tyre  is  a  wired-on  tyre,  and 
"  fits  any  rim."  It  may  be  said  that  at  the  time  when  the  "  Ostrich  "  tyre  was 
first  brought  out  Mr.  Lipowski  did  not  know  how  well  the  improved  materials, 
which  are  now  available  to  these  makers,  would  secure  the  objects  which  are  10 
served  by  an  endless  'wire.  It  is  plain  the  intention  of  the  inventor  of  the 
"  Ostrich  "  tyre  was  to  secure  the  same  benefits  as  Welch's  invention  by  a  slight 
variation  of  the  same  thing,  and  I  think  the  defences  which  have  been  put 
forward  by  Mr.  Lipowski  are  ail  afterthoughts.  Therefore  there  must  be 
judgment  for  the  Plaintiffs.  15 

/ Moulton,  K.C. — There  will  be  a  Certificate  that  the  Plaintiffs  have  proved 
their  Particulars  of  Breaches,  and  an  injunction  and  costs  P 
Wright,  J.— Yes, 


In  the  High  Court  of  Justice.— King's  Bench  Division. 

Glamorgan   Winter    Assizes.  20 

1 

Before  Mb..  Justice  Walton. 

March  28th,  1902. 

Parker  v.  Powell  Duppryn  Steam  Coal  Company,  Ld. 

Patent. — Action  for  infringement. — Specification  not  covering  the  actual 
invention. — Judgment  for  the  Defendants  with  costs.  25 

A  Patent  having  been  granted  to  P.  for  "  Improvements  in  means  of  con- 
u necting  trucks  and  the  like  to  hauling  cables"  P.  brought  an  action  against  a 
Company  for  infringement.  P.'s  invention  really  consisted  of  a  shackle  hitch 
having  a  plate  in  which  were  two  eyes.    The  Specification  and  drawings  showed 

*l  AnteJtp*$e  368,  line  13, 
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a  plate  with  one  eye.      The  Defendants  were  using  a  shackle  hitch  with  two 
eyes. 

Judgment  was  given  for  the  Defendants  with  costs. 

On  the  1st  of  March  1901,  Letters  Patent  (No.  4417  of  1901)  were  granted  to 
5  John  Parker  for  "  Improvements  in  means  for  connecting  tracks  and  the  like 
44  to  the  hauling  cables." 

The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  follows  : — 
"  This  invention  relates  to  improvements  in  means  for  connecting  colliery 
**  trucks  and  the  like  to  the  hauling  cables,  and  has  for  its  object  to  provide 
lO  "  simple  and  effective  means  whereby  colliery  trucks  and  other  vehicles  can  be 
"  rapidly  hitched  on  to  or  disconnected  from  the  hauling  cables  in  such  a 
44  manner  that  the  risk  of  breakage  is  eliminated,  whilst  the  necessity  of  having 
"  to  stop  the  hauling  machinery  or  the  vehicles  when  it  is  desired  to  disconnect 
"  such  vehicles  from  any  particular  hauling  cables  and  connect  them  to  other 
15    u  cables  is  entirely  obviated. 

"  In  order  that  this  my  said  invention  may  be  the  more  readily  understood 

and  carried  into  practical  effect  reference  is  hereby  made  to  the  accompanying 
44  sheet  of  illustrative  drawings,  wherein  : — Fig.  1  is  a  plan  view  of  the  shackle- 
"  hitch  constituting  my  invention,  Fig.  2  being  a  side  elevational  view  thereof, 


FIG.F. 


cc 


cc 


20    "  while  Fig.  3  is  a  plan  view  of  a  rail  and  haulage  system  shewing  the  use  to 

44  which  my  invention  is  adapted  to  be  put.     In  the  drawings  wherein  like 

**  letters  of  reference  indicate  corresponding  parts  wherever  occurring  through 

out  the  several  figures,  a  represents  a  metal  plate  preferably  of  the  form 

shewn,  which  plate  is  provided  with  an  eye  b  therein.    Formed  integral  with 

25   "  the  said  plate  a  are  lugs  c  d  arranged  one  above  the  other,  these  two  lugs 

"  constituting  a  bifurcated  portion  adapted  to  be  readily  secured  to  the  draught- 

44  bars  e  of  the  trucks  or  the  like.     Openings  cl  dS  are  provided  in  the  lugs  c  d 

\  "  such  openings  coinciding  in  position  with  one  another.    The  hauling  cable  is 

[  "  hooked  or  otherwise  connected  to  the  shackle  hitch  by  means  of  the  eye  b. 

;  30   44  In  order  to  secure  the  shakle  hitch  described  to  a  truck  or  the  like,  the 

!  "  bifurcated  or  lug  portion  c  d  of  the  former  is  placed  in  position  upon  the 

44  draught-bar  or  the  projection  thereon)  the  said  draught-bar  or  the  projection 
j  '*  thereon  being  located  in  the  furcation  provided  by  the  arrangement  of  the 

44  lugs  cd.    A  pin /is  then  passed  through  the  openings  cl  dl  in  the  lugs  c  d 

3ft   44  and  through  a  coinciding  opening  f1  provided  in  the  draught-bar  e  or  other 

portion  of  the  truck  or  the  like  to  which  the  shackle  hitch  is  applied.     The 

ends  of  the  hauling  cable  provided  with  the  said  shackle  hitches  are  attached 

44  or  hitched  on  to  the  trucks  or  the  like  in  the  foregoing  manner 

44  YThen  it  is  necessary  to  unhitch  one  cable  from  a  truck  or  train  of  trucks  and 

39 
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"  connect  another  cable  thereto,  the  shackle  hitch  of  the  first  cable  is  simply 
"  unhooked  from  the  said  truck  and  the  shackle  hitch  on  the  end  of  the  other 
"  cable  secured  to  such  truck  in  its  place " 

The  Patentee  claimed  : — "  The  improvements  in  means  for  connecting  colliery 
u  trucks  and  the  like  to  the  hauling  cables,  the  shackle  hitch  consisting  in  a  5 
44  flat  plate  having  an  eye  therein  and  provided  with  forwardly  projecting  lugs 
"  arranged  one  above  the  other,  said  lugs  having  coinciding  openings  therein 
44  for  the  admission  of  a  pin,  substantially  as  hereinbefore  described  and  as 
"  illustrated." 

The  Patentee  commenced  an  action  for  infringement  of  this  Patent  against  10 
the  Powell  Duffryn  Steam  Goal  Company,  Ld.,  claiming  the  usual  relief,  and 
by  his  Statement  of  Claim  alleged  that  he  was  Patentee  and  registered  owner  of 
the  Patent,  and  that  the  Defendants  had  infringed. 

By  his  Particulars  of  Breaches  he  alleged  the  making  and  using  by  the 
Defendants  of  shackle  hitches  according  to  the  Patent  at  their  works.  15 

By  their  Statement  of  Defence  the  Defendants  put  in  issue  the  validity  of  the 
Patent  and  denied  infringement. 

By  their  Particulars  of  Objections  the  Defendants  alleged  that  the  Plaintiff 
was  not  the  true  and  first  inventor,  and  that  the  invention  was  not  subject- 
matter  for  a  Patent ;  and  (4)  "  that  the  said  alleged  invention  was  not  new  at  20 
"  the  date  of  the  said  Letters  Patent,  but  was  published  within  this  realm  before 
44  the  date  thereof  in  manner  following — that  is  to  say,  by  the  use  of  shackle 
44  hitches  the  same  as,  or  not  different  in  any  material  respect  from,  the  shackle 
"  hitch  comprised  in  the  said  Letters  Patent  for  40  years  last  past  and  upwards 
44  at  the  Plymouth  works,  at  Merthyr  Tydvil,  in  the  county  of  Glamorgan,  now  25 
44  belonging  to  HilVs  Plymouth  Company,  Ld.,  and  for  seven  years  last  past 
44  and  upwards  at  the  collieries  and  works  of  the  Defendant  Company  situate  at 
44  New  Tredegar,  in  the  county  of  Monmouth."  The  Defendants  subsequently 
gave  certain  Particulars  of  the  pits  in  which  and  the  Companies  and  persons  by 
whom  the  prior  user  was  alleged  to  have  been  made.  30 

The  action  came  on  for  trial  on  the  28th  of  March  1902,  at  the  Glamorgan 
Winter  Assizes,  before  Mr.  Justice  WALTON,  sitting  without  a  jury. 

8.  T.  Evans,  K.C.,  and  Lincoln  Reed  (instructed  by  Gibson,  Usher  A  Co) 
appeared  for  the  Plaintiff  ;  Abel  Thomas,  K.C.,  and  Rhys  Williams  (instructed 
by  C.  and  W.  Kmshole,  of  Aberdare)  appeared  for  the  Defendants.  35 

Evans,  K.C. — The  Plaintiff  was  for  many  years  in  the  employ  of  the  Defen- 
dant Company,  and  in  that  capacity  he  considered  certain  difficulties  which 
arose  in  changing  the  tackle  whereby  colliery  trams  were  hitched  and  unhitched, 
and  he  invented  a  shackle  hitch,  which  is  the  subject  of  this  Patent.  It  is  the 
use  of  this  by  the  Defendants  of  which  he  complains.  In  working  a  colliery  40 
it  is  sometimes  necessary  that  a  tram  should  be  detached  from  one  rope  or 
chain  and  attached  to  another.  This  was  done  by  detaching  one  rope  from  the 
eye  in  the  shackle  hitch  and  attaching  the  other  rope  into  the  same  eye — that 
involved  delay.  By  the  Plaintiff's  invention  the  rope  is  detached  from  one  eye 
and  another  rope  attached  to  another  eye  by  practically  one  operation.  45 

Walton,  J. — In  the  drawing*  the  two  eyes  do  not  seem  to  be  shown. 

Abel  Thomas,  K.C. — There  is  only  one  eye  in  that  which  is  patented.  It  is 
going  back  to  the  way  in  which  it  was  done  eighty  years  ago.  We  admit  that 
we  are  using  a  shackle  hitch  with  two  eyes,  but  this  we  have  done  for  many 
years.  50 

John  Parker,  the  Plaintiff,  was  then  called.  He  stated,  in  the  course  of  his 
examination,  that  the  old  arrangement  was  to  use  a  shackle  hitch  with  one 
eye ;  that  in  December  1895  he  hit  upon  the  idea  of  having  a  shackle  hitch 


*  I.e.,  the  Figures  attached  to  the  Specification. 
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with  two  eyes  and  a  projecting  lug,  and  made  a  sketch  of  it,  which  he  took  to 
a  blacksmith,  who  made  one  of  such  hitches.  This  hitch  had  two  eyes.  He 
experimented  with  it  in  the  colliery,  and  he  had  never  seen  one  like  it  before. 
Asked  to  state  with  reference  to  a  model  what  was  his  invention,  he  said  it  was 
5  the  plate  and  the  two  eyes,*  and  to  be  able  to  disconnect  one  rope  and  attach 
another  rope  upon  inclines  where  there  is  a  junction. 

Walton,  J. — Why  is  it  that  in  the  Specification  and  the  drawing  attached  to 
it  there  is  only  one  eye  ? 

Parker. — If  it  was  only  one  eye  you  could  not  detach  one  rope. 
10      Walton,  J. — And  that  would  be  no  better  than  the  old  system.    I  am  afraid 
it  is  an  unfortunate  mistake. 

Parker  then  stated  that  he  sent  up  a  drawing  to  London  for  the  purpose  of 
his  Specification.    This  drawing  showed  two  eyes.    He  stated  that  he  did  not 
draw  the  Specification. 
15      Walton,  J.— I  am  afraid  that  will  not  help. 

Abel  Thomas,  K.C. — This  contrivance  is  forty  years  old. 

Walton,  J. — I  am  not  saying  anything  about  that.    I  am  afraid  there  has 
been  a  mistake.     There  seems  to  me  to  be  a  fatal  flaw  in  the  Patent.    Is  not 
that  so  ? 
20      Evans,  K.C. — I  am  afraid  it  is.    It  is  no  use  keeping  it  up. 

Judgment  was  given  for  the  Defendants  with  costs. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Joyce. 

April  18th,  1902. 

In  the  Matter  op  Golding's  Trade  Mark. 

Trade  Mark. — Motion  to  expunge  from  Register. — Order  made  by  consent. — 
Agreement  to  future  me  of  mark.— Form  of  Order. 

This  was  a  motion  by  John  Samuel  Bligh  to  rectify  the  Register  of  Trade 
Marks  by  expunging  therefrom  Trade  Mark  No.  231,895  registered  in  Class  43 
jjq  by  William  Humphrey  Golding. 


2;> 


•  This  plate  waa  wider  than  that  plate  a  in  Pig.  1  (ante,  page  873),  and  had  in  it  two  eyes 
horizontally  to  eaoh  other  at  the  end  instead  of  the  one  eye  *  in  the  figure. 
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In  the  Matter  of  Golding's  Trade  Mark. 

Sebastian  (instructed  by  T.  Evelyn  Jones)  appeared  for  the  Applicant ;  H. 
Wace  (instructed  by  Routh,  Stacey  A  Co.)  appeared  for  the  Respondent. 

Sebastian  stated  that  the  Respondent  had  agreed  to  an  Order  expunging  the 
mark  from  the  Register,  and  to  pay  the  costs  of  the  Comptroller-General,  if  any. 

JOYCE,  J. — There  is  nothing  special  in  this  Order  is  there  ?  5 

Sebastian. — I  should  only  mention  this.  The  parties  have  agreed  that  the 
future  arrangements  with  regard  to  these  marks  and  the  use  of  them  is  to  be  put 
in  an  Agreement,  and  the  costs  of  that  Agreement  are  to  be  costs  of  the  motion. 

JOYCE,  J. — The  Comptroller  is  served  ? 

Sebastian. — He  has  been  served.  10 

JOYCE,  J. — He  does  not  appear  by  Counsel  to-day  ? 

Sebastian. — No. 

JOYCE,  J. — Very  well.     Give  the  Comptroller  notice  of  the  appointment 
before  the  Registrar  to  settle  the  Order.    I  would  not  have  anything  special  put 
into  the  Order  that  the  Comptroller  does  not  approve  of.    You  are  putting  some  15 
special  terms  in,  and  the  Comptroller  must  know  of  those  before  the  Order 
goes. 

The  Order  as  finally  settled  provided  for  expunging  the  Trade  Mark  and  for 
the  payment  of  the  costs  of  the  motion  by  the  Respondent,  but  the  costs  of  the  t 
Agreement  were  not  mentioned  in  the  Order,  20 


Vol.  XIX;,  No.  19.]      AND  TRADE  MARK  OASES.  377 

.  Lambert  and  Butler,  Id.  y.  T.  P.  and  R.  Goodbody. 


^^r~«i  i     i  ■^^^-™»- 


In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Farwell. 


March  3rd,  4th,  and  5th,  1902. 


Lambert  and  Butler,  Ld.  v.  T.  P.  and  R.  Goodbodt. 


5  Trade  Mark. — Alleged  infringement. — Device  alleged  to  resemble  a  registered 
Trade  Mark  used  in  combination  with  other  matter. — Probability  of  deception. — 
Absence  of  fraud. — Withdrawal  of  one  label  objected  to  before  action  brought. — 
Undertaking  by  Defendants. — Action  dismissed  witJiqiit  costs. 

L.  and  B.  were  the  registered  owners  of  two  Trade  Marks  for  tobacco,  one, 
10  registered  1876,  representing  a  recumbent  sphinx  facing  to  the  left,  and  the 
other,  registered  1888,  consisting  of  the  same  figure  with  the  word  "  Sphinx  " 
added. 

In  and  from  1899  to  June  1901  the  Defendants  used  on  their  cardboard  bares 
of  cigarettes  the  device  of  a  recumbent  sphinx.  Since  December  1899  they  used 
15  on  their  tin  boxes  of  cigarettes  an  Egyptian  design,  which  included,  amongst 
other  things,  a  figure  said  to  resemble  a  sphinx.  In  February  1901  the  Defen- 
dants issued  a  show-card,  which  was  merely  an  enlargement  of  the  Egyptian 
design,  but  they  withdrew  their  original  device.  An  action  having  been  brought 
by  L.  and  B.  for  infringement  of  Trade  Mark  and  passing-off, 

20  Farwell,  J.,  held  that  the  Defendants  had  acted  without  fraud,  and  that  the 
so-called  sphinx  which  they  were  in  fact  using  was  so  unlike  the  conventional 
sphinx  of  Plaintiffs'  as  to  exclude  any  reasonable  probability  of  deception,  but 
that  the  Defendants  had  by  their  conduct  brought  the  action  on  themselves,  and 
tlierefore  Tie  would  not  give  them  any  costs. 

25       The  Defendants  luxving  offered  an  undertaking,  it  was  embodied  in  an  Order 

made  without  costs, 

2p 
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In  the  year  1871  Lambert  and  Butler  adopted  the  device  of  a  sphinx  as  their 
general  Trade  Mark,  and,  generally  speaking,  put  it  on  all  their  cigarettes, 
packet  tobaccos,  and  large  quantities  of  their  cigars  since  that  time.  This  device 
they  registered  as  Trade  Mark  No.  6151  (see  below)  on  the  29th  of  May  1876  in 


respect  of  tobacco  and  cigars.  In  1888  they  registered  under  No.  74,616  (see  > 
below)  the  same  device,  with  the  single  addition  of  the  word  "  Sphinx "  on 
the  pedestal,  and  since  1888  they  generally  in  use  put  the  word  "  Sphinx  " 
underneath  the  device. 


In  addition  to  adopting  the  Sphinx  as  a  general  mark,  Lambert  and  Butler 
for  about  seventeen  years  past,  used  the  word  "  Sphinx  "  to  describe  a  particular  JO 
brand  of  their  cigarettes,  first  in  a  white  box  as  "  Sphinx  "  cigarettes,  after- 
wards on  a  tin  box  as  "  The  Sphinx  "  cigarettes,  and  they  put  up  tobacco  in 
tin  boxes  under  the  name  "  Sphinx  "  tobacco. 

Lambert  and  Butler,  in  June  1901,  commenced  an  action  against  T.  P.  and 
It,  Qoodbody  to  restrain  the  Defendants  from  infringing  their  registered  Trade  15 
Marks,  and  from  passing  off  their  cigarettes  as  the  cigarettes  of  the  Plaintiffs. 

It  appeared  that  in  1899  the  Defendants  began  to  use  a  label,  referred  to  at 
the  trial  as  O  1,  which  contained  the  figure  of  a  recumbent  sphinx,  but,  before 
the  action,  they  undertook  to  discontinue  the  use  of  that  label.  They  then 
began  to  use  a  figure  of  an  animal  which  the  Plaintiffs  alleged  was  a  sphinx,  20 
and  this  they  used  as  part  of  a  label  on  their  cigarette  boxes  (G  2  in  the  action) 
and  upon  a  show-card  (G  3  in  the  action).  The  show-card  was  an  enlarged 
facsimile  of  the  label. 

On  page  379  is  a  reproduction,  on  a  reduced  scale,  of  G  3. 

It  will  be  noticed  that  whilst  the  Plaintiffs'  general  Trade  Mark  was  the  25 
figure  of  a  sphinx  pure  and  simple,  sometimes  the  word  "  Sphinx  "  being  added, 
G  2  and  G  3  represented  typical  Egyptian  scenery,  in  which  the  animal  said  to 
be  the  sphinx  figured  in  combination  with  other  elements.  The  Defendant* 
never  used  the  word  "Sphinx,"  but  called  their  cigarettes  "Ptolemy" 
cigarettes,  "  Ptolemy  "  being  a  name  they  had  registered.  30 

It  was  the  user  on  the  box  (G  2)  which  first  came  to  the  Plaintiffs'  notice. 
This  was  in  AnguBt  1900.  They  immediately  wrote  to  the  Defendants  at 
Dublin,  asking  them  to  take  steps  to  remedy  the  infringement.  A  long  corres- 
pondence and  interviews  followed,  the  Defendants  first  asserting  that  their 
device  was  registered,  and  that  they  had  been  using  it  ever  since  1899.  The  35 
discrepancy  between  this  assertion  and  their  Answers  to  Interrogatories  was 
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subsequently  found  by  the  learned  Judge  to  be  due  to  carelessness  and  not  to 
fraud.  In  their  Answers  to  Interrogatories  the  Defendants  stated  that  they  had 
first  used  G  1  in  1899,  and  that  thev  continued  its  use  up  to  the  early  part  of 
June  1901.  0  2  and  G  3  were  first  used  in  December  1899  and  February  1901 
■  respectively,  and  in  both  cases  the  user  continued. 

In  May  1901  the  Plaintiffs  discovered  the  use  of  G  1  on  cardboard  boxes  for 
the  sale  of  cigarettes  by  weight.  They  complained  of  this  by  letter  on  the  6th 
of  May,  and,  after  some  correspondence,  the  Defendants  agreed  to  discontinue 
the  sale  of  such  boxes.    The  Defendants  declined,  however,  to  paste  over  the 


10  sphinx  in  G  2  and  G  3,  or  to  name  an  early  date  at  which  their  use  of  all 
"  Sphinx  "  labels  should  cease.    In  consequence,  on  the  21st  of  June  1901,  the 
writ  was  issued  in  the  present  action. 
The  action  came  on  for  trial  on  the  3rd  of  March  1902,  before  FARWELL,  J. 
Upjohn,  K.C.,  and  F.  H.  Maugham  (instructed  by  McKenna  A  Co.)  appeared 
15  for  the  Plaintiffs ;   Austen-Cartmell  (instructed  by  Mackrell,  Maton,  Godlee, 
and  Quincey)  appeared  for  the  Defendants. 

Ujy'oftn  opened  the  case  and  stated  the  facts.     He  called,  as  witnesses  for  the 
Plaintiffs,    Walter  Butler  (a  director  of  Lambert  and  Butler,   Ld.),  Horry 

«p  2 
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Walsh  (in  the  employment  of  Lambert  and  Butler,  and  having  charge  of  the 
Trade  Mark  department),  J.  H.  distance  (a  retail  tobacconist  of  Putney),  W.  H. 
Newman  (a  manufacturing  tobacconist  of  Birmingham,  and  owner  of  20  retail 
shops),  James  F.  Gold  (sub-manager  of  W.  D.  and  H.  0.  Wills,  Ld.),  B.  R. 
Arkell  (retail  tobacconist),  A.  J.  Jones  (manufacturer  and  retailer),  and  George  5 
Levin  (retailer).  Their  evidence  went  to  show  that  the  device  of  a  '*  Sphinx  " 
was  the  distinguishing  Trade  Mark  of  Lambert  and  Butler,  and  that  it  was  so 
recognised  amongst  traders  and  by  the  general  public.  The  figure  of  a  sphinx 
appearing  on  tobacco  or  cigarettes  would  be  regarded,  both  by  the  trade  and  the 
public  as  indicating  that  the  goods  were  of  the  Plaintiffs'  manufacture.  The  10 
sphinx  on  Goodbody's  tin  box  might,  and  that  on  the  cardboard  box  certainly 
would,  leal  people  to  confuse  the  boxes  with  Lambert  and  Butler's  goods. 
There  were  two  ways  in  which  the  public  could  readily  be  deceived.  (1)  Many 
persons  knew  of  "  Sphinx  "  cigarettes  and  did  not  trouble  about  the  manufac- 
turers at  all.  Most  people,  at  least  Londoners,  would  know  a  sphinx  when  they  15 
saw  it,  and,  seeing  the  sphinx  on  the  Defendants1  goods,  they  would  in  some 
cases  believe  that  those  were  the  44  Sphinx "  goods  of  which  they  had  heard. 
(2)  The  customer  knows  that  he  wants  Lambert  and  Butlers  " Sphinx" 
cigarettes.  The  chance  of  his  being  deceived  in  that  case  was  less,  but  there 
was  still  some  chance,  as  the  name  "  Goodbody  "  printed  across  the  label  might  20 
betaken  for  that  of  the  retailer. 

No  evidence  was  given  to  show  that  anyone  had,  in  fact,  been  deceived. 

Austen-Cartmell  said  that  he  would  defer  addressing  the  Court  until  the 
witnesses  for  the  Defence  had  been  heard.    He  then  called  as  witnesses  Marcus 
Goodbody  (a  partner  in  the  Defendant  firm),  and   Francis  Goodbody  (their  25 
London  manager),  Edward  Eyres  (of  Purbrook  and  Eyres,  Dublin,  who  designed 
and  printed  the  Defendants'  labels),  Ebenezer  Samuel,  and  W.   W.  Swinton,  a 
solicitor.     Purbrook,  who  received  the  instructions  to  prepare  the  designs  in 
question,  was  not  called  ;  but  Eyres,  who  actually  designed  them,  was  called, 
and  stated  that  he  had  taken  the  idea  of  6  1  out  of  a  book,  whilst  6  2  was  30 
composed  out  of  his  own  head.    Other  evidence  was  to  the  effect  that  the. 
device  of  a  sphinx  was  not  the  exclusive  property  of  Lambert  and  Butler. 
Genuine  Egyptian  cigarettes— that  is,  cigarettes  made  in   Egypt  of  Turkish 
tobacco — were  usually  so  marked.    The  Khedivial  stamp  on  such  packets  had 
a  representation  of  a  sphinx,  and  some  English  manufacturers  employed  the  35 
device.    There  was  no  danger  of  confusing  the  respective  designs  of  Plaintiffs 
and  Defendants,  as  G  1  had  been  withdrawn  before  action  brought. 

Austen-Cartmell  for  the  Defendants  submitted  that  the  Plaintiffs  had  failed 
to  prove  fraud.  Fraud  was  an  essential  element  in  their  case,  and  they  must 
prove  it  or  fail.  He  could  not  justify  the  label  (Gl),  but  that  had  been  40 
withdrawn.  The  case  was  different  as  regards  G  2  and  G  3,  which  no  one  was 
likely  to  confuse  with  the  Plaintiffs'  labels.  He  referred  to  London  General 
Omnibus  Company  v.  Lavell  (18  R.P.C.  74  ;  L.R.  (1901)  1  Ch.  135). 

Upjohn,  K.C.,  in  reply. — This  is  not  a  "  passing-off  "  case  as  my  friend  has 
assumed.    The  Defendants  have  taken  the  whole  or  a  substantial  part  of  our  45 
Trade  Mark,  and  it  is  unnecessary  to  prove  probability  of  deception.    That  is 
the  effect  of  what  Lord  Justice  Fry  laid  down  in  Edwards  v.  Dennis  (L.R.  30 
Ch.  D.  at  page  478).    See  also  the  Singer  Manufacturing  Company  v.  Wilson 
(L.R.  3  App.  Cas.  376).    The  Plaintiffs  need  not  produce  a  mass  of  evidence  to 
prove  a  high  degree  of  probability  of  deception.     If  the  Court  considers  there  50 
is  any  risk  of  deception  that  is  enough.    Here  there  is  in  fact  probability  of 
deception.     Farrow's  Trade  Mark  (7   R.P.C.   260),  in  which  Lord  Justice 
Stirling    reviews    the    principal    cases,    is    very    instructive    on    the    point. 
[  Worthington  A  Co.'s  Trade  Mark  (L.R,  14  Ch.  D.  8)  was  also  referred  to.] 
The  proper  test,  as  laid  down  in  Farrow's  case  (at  page  265),  is  this  :  "Assuming  55 
44  those  two  to  be  registered,  each  using  the  mark  of  the  other  and  both  fairly 
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'*  need,  would  the  second  be  calculated  to  deceive  any  person  who  used  ordinary 
"  precaution  "  ?  \Austen-CartmelL — There  is  a  difference  between  an  appli- 
cation for  registration  and  an  application  for  infringement.]  I  submit  the 
principle  is  the  same.  As  to  6 1,  I  submit  I  am  entitled  to  succeed.  It  is 
5  significant  that  Pur  brook  has  not  been  called  as  a  witness. 

Farwell,  J. — I  cannot  convict  the  Defendants  of  fraud.    If  I  once  came  to 
the  conclusion  that  fraud  had  been  intended  I  should  restrain  the  Defendants 
altogether.    It  is  no  defence  to  say,  "  We  tried  to  commit  a  fraud  and  failed." 
Farwell,  J. — This  is  an  action  by  the  well  known  firm  of  Lambert  and 

10  Butler,  who  are  tobacconists,  seeking  to  restrain  the  Defendants,  who  are  also 
wholesale  tobacconists,  from  infringing  their  registered  Trade  Mark. 

Messrs.  Lambert  and  Butler  registered  one  of  their  Trade  Marks  in  1876,  the 
recumbent  figure  of  a  sphinx  facing  towards  the  left,  on  a  sort  of  pedestal.  It 
has  no  word  4<  Sphinx  "  upon  it.     In  1888  they  registered  the  same  sphinx  with 

15  the  word  "  Sphinx  "  on  the  pedestal. 

In  1899  the  Defendants  had  a  sketch  prepared  for  a  label  which  has  been  referred 
to  as  O  1.  That  contains  on  the  face  of  it  a  recumbent  figure  of  a  sphinx,  a  most 
undoubted  sphinx,  facing  to  the  right  instead  of  to  the  left.  This  particular  sketch 
does  not  now  really  come  into  consideration  except  as  an  element  in  the  case, 

20  because  before  action  the  Defendants  undertook  to  print  no  more  of  these,  and  to 
sell  no  more  after  they  had  used  their  present  stock,  which  I  think  I  was  told  was 
40  boxes — not  a  very  large  amount.  That  was  accepted  by  the  Plaintiffs  before 
action  as  satisfactory  as  regards  that  box.  If  I  had  thought  that  there  had 
been  any  fraudulent  intention  on  the  part  of  the  Defendants  in  putting  forth 

25  this  box,  it  would  have  very  materially  altered  my  consideration  of  the  case  ; 
but  I  think  it  due  to  them  to  say  that,  although  I  am  rather  astonished  at  the 
careless  mode  in  which  they  write  their  letters  in  answer  to  inquiries  and 
conduct  their  business,  I  acquit  them  of  any  intentional  fraud.  I  do  not  think 
that  they  did  intend  to  take  the  Plaintiffs'  Trade  Mark. 

30  The  Trade  Mark  which  is  really  complained  of  in  this  action  is  a  later  one 
which  has  been  called  O  2,  and  which  appears  in  an  exhibit  marked  6  3  as  a 
large  show-card.  It  is  said  that  this  is  an  infringement  of  the  Plaintiffs1  mark, 
and  I  have  had  considerable  argument  to  show  what  is  the  duty  of  the  Court 
in  considering  Trade  Marks.     I  propose  to  adopt  what  is  said  by  Lord  Justice 

35  Cotton  in  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  471)  : — "  No  doubt  the  intention 
"  of  the  Act  is  to  give  a  right  to  what  is  on  the  Register,  so  as  to  enable  a  person 
"  who  has  been  registered  for  five  years  as  the  proprietor  of  a  Trade  Mark  to 
"  maintain  an  action  against  any  other  person  taking  or  infringing  that  Trade 
"  Mark ;  but  when  the  alleged  infringement  consists  of  using,  not  the  exact 

40  "  thing  upon  the  Register,  but  something  similar  to  it,  the  Court  must,  in 
11  considering  whether  there  has  been  an  infringement  or  not,  proceed  upon  the 
"  old  principle,  which  prevailed  both  at  law  and  equity  before  the  Act,  that  a 
"  man  is  not  to  pass  off  his  goods  as  the  goods  of  another."  It  is  said  by  Mr. 
Upjohn  that  Lord  Justice  Fry  has  stated  the  law  differently.    I  think  that  Lord 

45  Justice  Fry  meant  to  say  exactly  the  same  thing ;  but  inasmuch  as  Lord  Justice 
Cotton  had  already  stated  it,  he  says  it  much  more  compendiously,  and  does  not 
elaborate  it  quite  so  much.  That  proposition  really  comes  to  this,  as  I  under- 
stand it.  The  registration  obviates  any  necessity  on  the  part  of  the  Plaintiff  for 
proving  his  title  to  the  mark  by  user.    The  registration  shows  his  title  to  the 

50  mark,  and  if  the  infringer  has  absolutely  copied  the  mark  and  made  a  facsimile 
representation  of  it  you  do  not  want  any  further  evidence.  The  thing  speaks 
for  itself.  "  You  have  copied."  As  I  understand  Lord  Halsbury  in  the  case  in 
the  House  of  Lords  of  the  North  Cheshire  and  Manchester  Brewery  Company 
v.  Manchester  Brewery  Company*  that  is  sufficient  by  itself,  without  more,  and 

*  L.R.  (1899)  App.  Oaa.  83. 
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I  do  not  think  that  there  is  anything  contrary  to  that  in  the  General  Omnibus 
Company  v.  LavelL  I  understand  the  Lord  Chief  Justice  there  to  have  said 
that  if  you  had  two  omnibuses,  and  one  were  a  facsimile  copy  of  the  other,  the 
thing  would  have  spoken  for  itself.  The  Lord  Chancellor  says  in  189ii  Appeal 
Cases,  page  84 — "  Is  this  name  so  nearly  resembling  the  name  of  another  firm  5 
44  as  to  be  likely  to  deceive  ?  That  is  a  question  upon  which  evidence  of  course 
"  might  be  given,  as  to  whether  or  not  there  was  another  brewery  either  in  the 
"  one  place  or  in  the  other,  or  whether  there  were  several  breweries  nearly 
"  resembling  it  in  name,  what  the  state  of  the  trade  was,  and  whether  there  was 
"  any  trade  name.  All  these  are  matters  which  are  proper  to  be  dealt  with  10 
44  upon  evidence  ;  but  upon  the  one  question  which  your  Lordships  have  to 
"  decide,  whether  the  one  name  is  so  nearly  resembling  another  as  to  be 
"  calculated  to  deceive,  I  am  of  opinion  that  no  witness  would  be  entitled  to 
"  say  that,  and  for  this  reason,  that  that  is  the  very  question  which  your  Lord- 
"  ships  have  to  decide.  When  I  see  that  in  the  name  of  the  Appellant  Company  15 
"  there  is  literally  and  positively  the  same  name  as  that  of  the  rival  Company, 
"  as  I  will  call  it,  and  that  it  is  only  prevented  from  being  identical  in  name  by 
"  having  another  name  associated  with  it,  I  should  think  myself  that  the 
"  inevitable  result  would  be  that  which  appears  to  have  happened — that  anyone 
"  who  saw  the  two  names  together  would  arrive  at  the  conclusion,  without  any  20 
"  doubt  at  all,  that  the  two  Companies,  both  with  well  known  names,  both  in 
"  the  particular  neighbourhood  with  which  we  are  dealing,  had  been  amalga- 
"  mated."  Then  he  goes  on  to  say  that  there  was  a  body  of  evidence  about 
that.  "  For  my  own  part  I  should  not  have  required  such  evidence  in  these 
"  days,"  and  so  on.  It  appears  to  me  that  the  Lord  Chancellor  there,  if  I  may  25 
say  so,  intentionally  expands  what  Lord  Justice  Cotton  mentioned  in  Edwards 
v.  Dennis,  that  is  to  say,  that  if  there  be  an  absolute  copy  of  the  registered 
Trade  Mark  there  is  no  need  of  evidence  at  all,  for  the  thing  speaks  for  itself. 
The  actual  evidence  given  in  all  these  cases,  in  my  experience,  has  almost 
always  been  in  quia  timet  actions,  and  there  must  necessarily  be,  of  probability  30 
of  deception.  Of  course,  in  cases  like  this,  which  is  not  a  quia  timet  action 
only,  but  an  action  founded  on  what  has  been  done  in  the  past,  evidence  of 
actual  deceit  could  be  adduced,  and  none  has  been  forthcoming.  I  do  not  say 
that  it  is  absolutely  necessary,  but  it  certainly  is  an  element  to  be  considered 
that  none  has  been  called.  35 

What  the  Lord  Chancellor  has  said  is  further  affirmed  and  reasserted  in  the 
House  of  Lords  by  Lord  Macnaghten,  Lord  Davey  approving,  in  the  case  which 
I  have  referred  to,  in  1901  Appeal  Cases,  at  page  311*  : — "  One  word  with  regard 
"  to  the  evidence  I  should  like  to  say.  I  think,  as  I  have  said  before,  that  a 
"  great  deal  of  the  evidence  is  absolutely  irrelevant,  and  I  do  not  myself  40 
"  altogether  approve  of  the  way  in  which  the  questions  were  put  to  the 
"  witnesses.  They  were  put  in  the  form  of  leading  questions,  and  the  witnesses 
44  were  asked  whether  a  person  going  into  a  shop  as  a  customer  would  be  likely 
"  to  be  deceived,  and  they  said  they  thought  he  would.  But  that  is  not  a  matter 
"  for  the  witness.  It  is  for  the  Judge.  The  Judge,  looking  at  the  exhibits  15 
"  before  him,  and  also  paying  due  attention  to  the  evidence  adduced,  must  not 
44  surrender  his  own  independent  judgment  to  any  witness."  I  apprehend, 
therefore,  that  the  evidence  that  I  am  entitled  to  consider  is  evidence  of  actual 
deceit,  and  evidence  of  the  probability  of  deceit,  so  far  as,  having  regard  to  what 
has  been  said  by  the  Court,  it  is  admissible.  50 

In  the  case  before  me  it  is  clearly  not  a  case  of  using  the  exact  thing  upon  the 
Register.  Indeed  if  I  looked  at  the  picture  G  3,  the  show-card,  alone,  I  should 
not  think  there  was  any  real  similarity  at  all  between  the  Plaintiffs  and  the 

*  Payton  $  Co.,  Ld.  y.  Snelling,  Lampart  $  Co.,  Ld.  (L.R.  (1901)  App.  Oas.  808  ;  17  RJ\C.  628). 
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Defendants.    Bat  it  is  true  to  observe  that  on  the  box  on  which  it  is  used  the 

concomitant  parts  around  the  animal  complained  of  are  concealed  from  view 

because  they  go  on  the  sides  of  the  box,  and  what  is  prominent  in  front  are  the 

•     pyramids  and  the  animal  coming  immediately  under  a  coat  of  arms,  which  is 

5  the  Defendants'  own  registered  Trade  Mark.    Taking  the  two  as  a  matter  of 

eyesight,  apart  from  any  evidence,  I  should  say  that  it  was  exceedingly  doubtful 

whether  the  Defendants'  was  meant  to  be  a  sphinx  at  all.    Tt  looks  to  my  eye 

quite  as  much  a  sheep  as  a  sphinx,  and  I  do  not  think  that  anyone  could  really 

reasonably  mistake  the  so-called  sphinx  of  the  Defendants  for  the  sphinx  of  the 

10  Plaintiffs. 

That  being  so,  of  course  I  feel  bound  to  give  some  weight  to  the  evidence 
that  has  been  adduced,  and  the  Plaintiffs'  witnesses,  who,  I  think,  gave  their 
evidence  very  fairly,  have  not  satisfied  me,  having  regard  to  the  somewhat 
hesitating  manner  in  which  they  spoke  of  G  2,  although  they  were  quite  clear 
15  about  O  I,  that  they  really  thought  that  there  was  any  reasonable  chance  of  a 
reasonable  person  being  deceived. 

Having  regard  to  what  Lord  Justice  Cotton  said,  and  on  my  own  view  also 

apart  from  that,  it  is  necessary,  in  my  opinion,  for  the  Plaintiff  in  a  Trade  Mark 

action,  when  the  Trade  Mark  has  not  been  actually  copied,  to  prove  what  he 

20  would  have  had  to  prove  in  an  old  passing-off  case,  namely,  that  there  is  the 

probability  of  deceit.    In  this  case,  weighing  all  the  evidence  I  have  had — and 

I  have  considered  it  carefully  since  it  was  given  yesterday — I  have  come  to  the 

conclusion  that  there  is  no  reasonable  probability  of  deceit  in  the  case  of  G  2.| 

That,  therefore,  disposes  of  the  action  except  as  regards  costs.    I  have  told 

25  Mr.  Cartmell,  and  Mr.  Cartmell,  I  think,  has  acceded  to  the  view  which  I 

have  expressed  without  contesting   it,   that  I  cannot,  having  regard   to  the 

answers  given  by  Mr.  Marcus  Ooodbody  to  the  letters  of  complaint,  and  to  the 

evidence  given  by  Mr.  Francis  Ooodbody  in  the  box — I  cannot  really  give  the 

Defendants  any  costs.    I  think  they  have  brought  this  action  upon  themselves, 

30  and  have  only  themselves  to  thank  for  it. 

.  I  wish  to  say  that  I  do  not  think  Mr.  Francis  Ooodbody  intended  to  deceive 

the  Plaintiffs  when  he  told  them,  as  I  find  as  a  fact  he  did  tell  them,  that  there 

was  no  other  sphinx  being  used  by  them.    He  told  me  that  they  were  getting 

out  a  great  number  of  new  labels  at  the  time,  and  he  had  absolutely  forgotten 

35  all  about  G 1,  and  I  accept  that  statement  as  correct. 

The  result  is  that  the  action  will  be  dismissed  without  costs. 
Maugham. — Mr.  Cartmell  has  offered  an  undertaking  to  discontinue  what  is 
complained  of. 
Far  WELL, «/. — Yes,  he  offered  an  undertaking. 
40      CartmeU. — Does  my  friend  want  it  in  the  Order  ? 

Far  well,  J, — I  understand  he  does.    Then  I  cannot  dismiss  the  action. 
I  must  say  no  Order  as  to  costs  on  the  Defendants  giving  an  undertaking. 
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In  the  Court  op  Session  in  Scotland. 


In  the  Outer  House. 


Before  The  Lord  Ordinary,  LORD  KlNCAlRNEY. 


December  10th  and  17th,  1901,  and  March  12th  and  13th  and  April  5th,  1902. 


Dunlop  Pneumatic  Tyre  Company.  Ld.  v.  New  Lamb  Tyrb  Company.  5 


Patent. — Action  for  infringement. — Combination  alleged  to  be  infringed. — 
Infringement  denied.— Infringement  found. — Judgment  for  Pursuers. 

The  owners  of  a  Patent  granted  in  1890  (No.  14,563)  to  Charles  Kingston 
Welch  for  "  Improvements  in  the  construction  of  rubber  tyres  and  metal  rims 
*4  orfelloesf  and  methods  of  securing  the  same  one  to  the  other ',  for  the  wheels  of  1Q 
"  cycles  and  other  light  vehicles,"  the  validity  of  which  had  been  certified,  having 
brought  an  action  for  infringement,  the  Defenders,  while  not  disputing  the 
validity  of  the  Patent,  denied  infringement  thereof  A  proof  having  been  led 
before  the  Lord  Ordinary,  he  issued  a  judgment  in  terms  of  the  declaratory 
conclusions,  and  interdicted  the  Defenders  from  infringing  the  Pursuers*  ]$ 
Patent. 

On  the  16th  September  1890  Letters  Patent  (No.  11,563  of  1890)  were  granted 
to  Charles  Kingston  Welch  for  "  Improvements  in  the  construction  of  rubber 
"  tyres  and  metal  rims  or  felloes,  and  methods  of  securing  the  same  one  to  the 
"  other,  for  the  wheels  of  cycles  and  other  light  vehicles."  20 

On  the  4th  of  November  1901  the  Dunlop  Pneumatic  Tyre  Company,  Ld., 
carrying  on  business  at  61,  Bath  Street,  Glasgow,  and  having  their  registered 
office  at  14.  Regent  Street,  London,  commenced  an  action  for  infringement  of 
the  Patent  against  the  New  Lamb  Tyre  Company,  carrying  on  business  at  152, 
Saint  Vincent  Lane,  Glasgow,  and  George  Lamb,  152,  Saint  Vincent  Lane,  25 
Glasgow,  the  only  known  partner  or  representative  of  such  firm. 
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The  Parsuers  alleged  that  they  were  proprietors  of  the  Patent,  and  that  the 
Patent  was  good  and  valid,  and  had  been  so  certified  by  Mr.  Justice  Kekewich 
by  Order  dated  the  19th  of  February  1896,  in  an  action  brought  by  the  Pneumatic 
Tyre  Company,  Ld.,  against  one  Henry  Casswell.  That  the  essential  features  of 
5  the  invention  as  described  and  claimed  in  the  Specification  consisted  of  an  arched 
outer  covering  passing  over  the  pneumatic  tube,  the  edges  of  which  outer  cover 
were  rendered  sufficiently  inelastic  either  by  means  of  wires  or  other  equiva- 
lents to  secure  the  same  to  the  rims  or  tyres  of  the  wheels  on  which  these 
were  to  be  used.    They  further  stated  that  they  had  recently  learned  that  the 

10  Defenders  ha  1  been  and  were  still  manufacturing  tyres  or  covers  for  cycles  or 
other  vehicles  in  contravention  of  the  Patent,  and  ha  1  been  and  were  advertising 
and  exposing  the  same  for  sale,  and  were  selling  the  said  tyres  or  covers  under 
the  name  of  the  "Lamb  Tyre,"  and  had  thus  been  infringing,  were  still 
infringing,  and  threatened  to  continue  infringing  the  Patent.    The  particular 

15  breach  alleged  was  that  on  or  about  the  5th  of  June  1901  the  Defenders  sold 
and  delivered  to  a  servant  of  the  Pursuers  a  pair  of  tyres  or  covers  contravening 
the  Patent,  which  were  not  manufactured  by  the  Pursuers,  or  by  their  licen- 
sees, or  by  any  person,  firm,  or  Company  licensed  under  the  said  Patent,  and 
that  the  Defenders  had  thus  committed,  and  were  committing,  and  threatened 

20  to  continue  infringing  the  Patent. 

The  Defenders  in  their  Defence  stated  that  they  were  owners  of  Letters 
Patent  No.  23,852  of  1897,  granted  to  Oeorge  Lamb  for  improvements  in 
pneumatic  tyres,  which  Letters  Patent  were  subsisting  and  of  full  force  and 
effect ;  that  the  essential  features  of  this  invention  did  not  consist  of  an  arched 

25  outer  covering,  the  edges  of  which  were  rendered  inextensibie  either  by  means 
of  wires  or  cores ;  that,  on  the  contrary,  the  form  of  cover  manufactured  and 
sold  by  the  Defenders  under  their  Patent  was  a  flat  band,  and  only  became 
tubular  or  cylindrical  when  fitted  on  to  the  rim  over  the  inner  tube  and  the 
said  cover  entirely  enveloped  the  pneumatic  tube ;  further,  that  the  edges  of 

30  the  said  cover  were  not  either  necessarily  or  in  point  of  fact  inextensible,  and 
would  not  suit  the  Defenders'  invention  if  they  were ;  that  the  said  cover  was 
not  held  in  position  on  the  same  principle  as  the  cover  described  in  the  Pursuers' 
Specification  ;  and  that  the  edges  of  the  Defenders'  cover  were  not  inextensible, 
nor  fitted  with  endless  wires  or  cores,  but  wero  treated  with  a  number  of  loose 

35  strands  of  yarn  solutioned  so  as  to  form  part  of  the  cover  itself,  which  strands 
formed  a  taping  to  strengthen  the  edge  of  the  canvas.  The  Defenders  denied 
that  they  had  ever,  under  the  name  of  the  Lamb  Tyre  Company  or  under  any 
other  name,  manufactured  or  sold  or  exposed  for  sale  tyres  or  covers  for  cycles 
in  contravention  of  the  Patent  belonging  to  the  Pursuers.    They,  however,-  did 

40  not  deny  the  validity  of  the  Patent  belonging  to  the  Pursuers. 

The  Pursuers  pleaded,  inter  alia :  (1)  The  Pursuers,  being  owners  of  the 
Letters  Patent  condescended  on,  and  the  same  being  valid,  effectual,  and  still 
subsisting,  decree  of  declarator,  in  terms  of  the  first  conclusion  of  the  Summons, 
ought  to  be  pronounced.    (2)  The  Defenders  having  infringed,  and  being  still 

45  infringing,  the  said  Letters  Patent,  decree  of  declarator,  in  terms  of  the  second 

conclusion  of  the  Summons,  ought  to  be  pronounced.     (3)   Declarator  being 

pronounced  in  terms  of  the  first  and  second  conclusions,  the  Defenders  ought 

and  should  be  interdicted  in  terms  of  the  third  conclusion  of  the  Summons. 

For  the  Defenders  it  was  pleaded  that  the  Defenders  having  manufactured  and 

50  sold  the  covers  or  tyres  complained  of  under  Letters  Patent  belonging  to  them, 
which  were  still  subsisting  and  valid  and  effectual,  and  not  having  contravened 
the  Letters  Patent  belonging  to  the  Pursuers,  or  caused  Pursuers  loss  and 
damage  by  infringing,  they  should  be  assoilsied  from  all  the  conclusions  of  the 
Summons  with  expenses. 

55  The  Record  was  closed  and  proof  allowed  on  the  10th  and  17th  of  December 
1901. 
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Clyde,  K.C.,  and  Deas  (instructed  by  J.  and  A.  Hastie,  solicitors)  appeared 
for  the  Pursuers  ;  Wilson,  K.C.,  R.  M.  Smith,  and  Bartholomew  (instructed  by 
William  Balfour,  S.S.C.)  appeared  for  the  Defenders. 

Evidence  was  led  before  Lord  KiNCAiRNBY  on  the  12th  and  13th  of  March 
1902.  5 

The  Pursuers  brought  evidence  to  show :  (1)  That  the  essence  of  the 
Pursuers'  invention  was  an  arched  cover  over  a  convexity,  held  on  by  the  inexten- 
sibility  of  the  wires  in  the  edge.  (2)  That  the  Lamb  tyre  was  physically  the 
same  as  the  Dunlop,  the  hempen  bands  taking  the  place  and  serving  the  same 
purpose  as  the  wire  core  in  the  Dunlop  edges.  10 

Experiments  were  spoken  to,  and  shown  with  the  object  of  establishing  that 
when  inflated  the  Lamb  tyre  got  into  the  same  position  as  the  Dunlop  tyre. 

Experiments  on  the  extensibility  of  the  hempen  bands  were  also  spoken  to, 
intended  to  show  that  when  the  Lamb  tyres  got  into  the  Dunlop  position  it  was 
simply  the  inextensibility  of  the  hempen  bands  which  held  them  on,  and  that  15 
they  could  not,  if  put  on  at  the  bottom  of  the  groove,  stretch  enough  to  come 
off.  An  experiment  was  also  spoken  to  and  was  intended  to  show  that  if  the 
hempen  band  were  cut  the  tyre  would  blow  off.  On  the  other  hand  the 
Defenders  brought  evidence  to  show — (1)  That  hempen  bands  were  very  much 
more  extensible  than  wires.  (2)  That  if  the  hempen  bands  merely  were  relied  20 
on  to  keep  the  tyre  on,  the  tyre  would  not  work,  but  the  edges  would  stretch 
and  the  tyre  would  blow  off.  (3)  That  the  ratio  of  working  stress  to  breaking 
strain  would  be,  on  the  same  supposition,  too  large  for  safety.  (4)  That  what 
really  held  the  tyre  on  was  friction  between  the  inner  tube  and  the  rim.  (5) 
That  the  Lamb  tyre  was  intended  to  surround  the  inner  tube  by  its  edges  25 
meeting,  and  that,  as  a  matter  of  fact,  it  did  maintain  this  position  when  inflated. 
(6)  That  the  tyre  stayed  on  when  its  edges  were  cut,  and  experiments  were 
referred  to  to  show  that  it  could  be  used  by  a  cycle  rider  in  this  condition.  (7) 
An  experiment  was  shown  intended  to  demonstrate  that  the  Lamb  tyre  edges 
were  not  stretched  up  to  the  limit  of  extensibility  when  inflated.  30 

The  arguments  of  parties  and  the  cases  quoted  on  their  behalf  sufficiently 
appear  from  the  judgment  of  Lord  KiNCAiRNBY. 

On  the  5th  of  April  his  Lordship  pronounced  an  interlocutor  finding  (1) 
that  the  Pursuers  were  the  owners  of  the  Letters  Patent  No.  14,563,  and 
that  the  said  Letters  Patent  were  valid  and  subsisting ;  and  (2)  that  the  35 
Defenders  had  contravened  and  infringed  the  said  Letters  Patent  by  selling, 
offering,  and  advertising  for  sale,  using,  and  causing  to  be  used  and  exhibited, 
pneumatic  tyres  made  according  to  the  said  Letters  Patent  and  in  the  Specifica- 
tion filed  in  pursuance  of  the  provisions  thereof,  and  in  particular  that  the 
Defenders  had  infringed  the  said  Letters  Patent  by  selling  and  delivering  to  40 
the  Pursuers,  on  or  about  the  5th  of  June  1901,  within  their  premises  at  152, 
St.  Vincent  Lane,  Glasgow,  one  pair  of  cycle  covers  or  tyres,  styled  by  the 
Defenders  "  Lamb  cover "  or  similar  name.  He  accordingly  interdicted  the 
Defenders  from  infringing  said  Letters  Patent,  and  found  the  Pursuers  entitled 
to  expenses.  45 

The  opinion  of  the  Lord  Ordinary  was  as  follows  : — 

Lord  KiNCAiRNBY. — The  Pursuers,  the  Dunlop  Pneumatic  Tyre  Company, 
Ld.,  are  proprietors  of  a  Patent  granted  in  1890  to  C.  K.  Welch  for  improve- 
ments of  rubber  tyres  and  metal  rims  for  bicycles,  and  of  methods  for  securing 
the  tyres  to  the  rims.  The  Defenders,  the  New  Lamb  Tyre  Company,  are  50 
Patentees  under  Letters  Patent  for  improvements  on  pneumatic  tyres,  granted 
to  George  Lamb  in  1897,  and  the  question  in  this  case  is  whether  the  Defenders 
have  infringed  the  Pursuers'  Patent  by  selling  cycle  covers  or  tyres  included  in 
the  Pursuers'  Patent.  The  question  is  not  about  bicycles,  but  only  about  covers 
or  tyres  ;  and  it  appears  from  the  proof  that  the  question  in  this  case  is  only  55 
about  the  method  of  securing  the  covers  to  the  rims. 
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The  Pursuers  do  not  in  this  action  dispute  the  validity  of  the  Defenders' 
Patent.     I  do  not  find  it  suggested  that  a  cover  or  tyre  made  in  strict  accordance 
with  the  Defenders'  Specification  would  be  an  infringement  on  the  Pursuers' 
Patent.    I  express  no  opinion  on  that  point.     But  the  Defenders  in  this  action 
5  take  no  benefit  from  their  Patent.    What  the  Pursuers  aver  is  that  the  covers  or 
tyres  sold  by  the  Defenders  under  cover  of  their  Patent  differ  materially  from 
the  Defenders'  Specification,  and  the  Pursuers  challenge  such  sales  as  infringe- 
ments.    I  do  not  understand  the  Defenders  to  maintain  that  the  tyres  which 
they  have  sold  are  in  compliance  with  their  Specification,  and  nothing  has  been 
10  said  in  the  procff  or  debate  for  the  Defenders  about  that  Specification.     It  has 
not  been  explained  either  in  evidence  or  argument,  or  brought  into  the  case  in 
any  way ;  and  the  sole  question  has  been  whether  the  tyres  sold  have  been 
infringements  of  the  Pursuers'  Patent.     A  tyre  or  cover,  No.  26  of  process, 
purchased  by  the  Pursuers  from  the  Defenders,  has  been  accepted  as  repre- 
15  senting  correctly  the  tyres  which  the  Defenders  have  sold ;  and  the  whole 
question  has  come  to  be  whether  that  cover  or  tyre,  No.  26,  is  or  is  not  an 
infringement  of  the  Pursuers'  Patent.    Of  course  that  question  depends  on  the 
character  and  principle  of  the  Pursuers'  Patent.    To  my  mind  the  question 
could  hardly  be  narrower  ;  but,  having  considered  it  over  and  over  again,  my 
20  conclusion  is  for  the  Pursuers. 

A  certain  amount  of  difficulty  and  inconvenience  in  this  matter  arises  from 

the  poverty  of  the  language  in  use  in  regard  to  it,  the  same  word  being  used  to 

signify  quite  different  things.    The  word  "  tyre  "  is  sometimes  used  as  signifying 

the  whole  outer  portion  of  the  wheel,  sometimes  the  metal  rim,  sometimes  the 

25  rubber  or  pneumatic  tube  which  lies  on  the  metal  rim,  and  sometimes  the  cover 

which  protects  the  pneumatic  tube  or,  if  any,  the  rubber,  and  sometimes  it  is 

used  to  mean  these  two  together  excluding  the  metal  rim.     It  is,  I  think, 

desirable,  if  possible,  to  indicate  the  cover,  the  rubber  or  tube,  and  the  metal 

rim  by  different  and  distinctive  terms. 

30      A  few  words  in  reference  to  the  history  of  Welch's  Patent  will  aid  in 

elucidating  its  nature  and  the  precise  question  which  has  arisen.     At  or  about 

1890,  when  Welch  got  his  Patent,  the  pneumatic  tube  was,  I  understand,  just 

coming  into  notice.    Although  his  Patent  can  be  applied  to  a  pneumatic  tube 

he  had  not  fully  realised  its  importance.     At  or  about  that  time  the  cycle 

35  usually  consisted  of  a  wheel  with  a  metal  rim,  which  metal  rim  was  concave 

outwardly,  and  in  the  concavity  or  hollow  of  the  rim  there  was  placed  a  tyre 

made  of  indiarubber  which  came  into  contact  with  the  road,  and,  by  its  resiliency, 

caused  a  certain  amount  of  ease  and  smoothness  in  the  motion  of  the  wheel. 

This  arrangement  appeared  to  Mr.  Welch  to  be  defective  in  two  respects ;  firstly, 

40  because,  for  want  of  a  cover  or  protection,  the  rubber  was  exposed  to  injuries 

from  the  road  or  the  weather,  and  also  because  he  thought  the  effect  of  the 

resiliency  of  the  rubber  was  to  a  great  extent  lost  by  its  enclosure  within  the 

sides  or  shoulders  of  the  rim,  and  the  idea  occurred  to  him  that  it  would  be 

very  advantageous  if  the  tyre  or  rubber  could  be  lifted  out  of  the  cavity  of  the 

45  rim  and  placed  outside  of  it,  and  if  for  that  end  the  outside  of  the  rim  were 

made  convex  instead  of  concave,  the  concavity  being  towards  the  spokes  or 

centre  of  the  wheel.    This  was,  I  think,  Mr.  Welch's  leading  idea  when  he  took 

out  his  Patent. 

This  convexity  was,  of  course,  most  obviously  to  be  procured  simply  by 

50  turning  the  metal  rim  round  and  making  it  convex  outwardly ;   but  it  was 

obvious  that  the  convexity  might  be  obtained  without  doing  that  by  filling  the 

hollow  of  a  concave  rim  with  some  substance — he  suggests  cork — but,  when 

once  it  is  mentioned,  it  appears  to  be  obvious  that  the  best  possible  substance 

would  be  air  enclosed  and  expanded  in  an  elastic  tube — in  fact,  the  pneumatic 

55  tube  which  was  then  coming  into  notice.    It  provided  a  cheap  and  convenient 

convexity  on  which  the  cover  might  be  rested.     Now,  we  think  differently  of 
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the  pneumatic  tube  and  cover.  It  is  easier  to  think  of  the  pneumatic  tube  or 
tyre  as  the  principal  thing,  and  as  protected  by  the  cover  or  outer  tyre,  as  it  is 
sometimes  called,  than  of  the  cover  as  resting  on  and  supported  by  the  tube. 

There  remained  the  difficulty  of  providing  a    method    for    keeping   the 
pneumatic  tube  and  the  cover  in  their  places,  and,  if  the  cover  secured  the  tube,  5 
then  the  problem  was  to  keep  the  cover  in  its  place.     Unsecured  it  would,  of 
course,  fall  off,  or  it  would  be  blown  off  whenever  the  pneumatic  tube,  if  there 
was  a  pneumatic  tube,  was  inflated.    With  that  object  various  methods,  such  for 
example  as  cementing,  were  devised.     But  they  ail  (prior  to  Welch's  invention) 
seem  to  have  been  attended  with  this  disadvantage,  that,  in  the  event  of  puncture  1 0 
of  the  tube  on  the  road,  an  event  which  happened  often,  it  was  impossible,  or 
next  to  impossible,  to  take  the  cover  off,  repair  the  damage,  and  replace  the 
cover  when  on  the  road.      That  was  a  great  disadvantage,  and  it  was  that 
disadvantage  which  Welch's  invention  was  designed  to  overcome,  and  did,  to  a 
certain  extent,  overcome.    He  did  this  by  stretching  a  tyre  or  cover  over  the  15 
pneumatic  tube  and  placing  a  wire  in  and  through  each  side  of  the  cover. 

It  seems  to  have  been  of  the  essence  of  the  invention  that  these  wires  should 
be  of  somewhat  less  circumference  than  the  edges  of  the  rim,  or  the  highest 
part  of  the  convex  tube,  and  that  these  edges  should  be  so  placed  that  the  wire 
which  they  enclosed  should  be  clasped  round  the  rim  in  such  a  manner  as  to  30 
fasten  the  cover  and  tube  to  the  metal  rim,  and,  in  consequence  of  the  lesser 
circumference  of  the  wire,  be  incapable  of  passing  over  the  sides  or  shoulder  of 
the  rim. 

It  is  said,  and  apparently  truly — it  was  not  disputed — that  there  is  no  sub- 
stantial difficulty  in  placing  this  cover  in  position  or  in  removing  it  when  the  25 
pneumatic  tube  is  deflated,  and  that  in  this  manner  the  difficulty  about  removing 
and  replacing  the  cover  has  been  overcome. 

Welch's  Specifications*  and  claim  appear  to  be  a  marvel  of  redundancy  and, 
I  might  say,  of  confusion.  They  are  accompanied  by  a  sheet  of  drawings,  no 
doubt  intended  to  be  explanatory  ;  but  if  there  still  remains  some  difficulty  in  30 
understanding  the  Specifications  and  drawings,  that  certainly  has  not  been  for 
want  of  judicial  interpretations  in  the  various  actions  in  England  in  which  the 
Patent  has  been  brought  into  question. 

I  have  been  referred  by  the  Pursuers  to  the  following  cases,  all  being  reports 
of  actions   brought  by  the  Pursuers   for  infringement  of  Patent ;    Cassivell  35 
Q896;    13    R.P.C.   375);    East  London  Pneumatic  Tyre    Company    (1896; 
14  R.P.C.  77,  573) ;  West  London  Rubber  and  Tyre  Company  (1898 ;  15  R.P.C. 
131)  ;  Leicester  Tyre  Company  (1899  ;  16  R.P.O.  531).    These  were  all  actions 
for  infringement  brought  by  the  Pursuers  which  were  defended  on  grounds  of 
anticipation  and  of  disconf ormity  and  other  grounds  involving  the  validity  of  the  40 
Patent.    But  all  these  defences  were  repelled  and  the  validity  of  the  Pursuers' 
Patent  was  established,  and  it  is  not  challenged  in  this  case.    In  all  these  cases 
the  Pursuers  obtained  injunctions,  but  I  do  not  find  them  of  much  value  on  the 
question  of  infringement,  because  little  is  said  on  that  point  in  the  reports, 
which  are  mainly  confined  to  the  objections  to  the  Patent.    But  they  are  very  45 
important  in  regard  to  the  construction  and  true  nature  of  the  Patent. 

The  following  passages  from  the  judgment  of  Lindley,  M.R.,  in  the  case  of 
the  East  London  Tyre  Company  (14  R.P.C.  at  page  581)  describe  the  invention 
very  clearly  : — "  His  "  (i.e.9  Welch's)  "  objects  are  to  procure  rubber  tyres  which 
"  will  be  very  easy  running,  which  will  reduce  vibration,  and  which  will  be  50 
"  securely  fastened  to  the  metal  rims."  .  .  .  .  "  The  peculiarity  of  the 
"  invention  consists  in  the  arrangement  of  rubber  and  wireB  over  a  convex 
"  surface,  the  rubber  tyre  being  stretched  over  its  convex  support  and  being 


*  For  these  Specifications  see  13  B.P.C.  164. 
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"  kept  in  its  place  by  the  wires  in  the  edges  of  the  rubber  without  any  other 
"  support  or  fastening.  The  wires  themselves  grip  nothing,  but  they  make  the 
"  rubber  between  them  and  everything  between  that  and  the  metal  rim  grip  that 
*•  rim  very  securely." 
5  In  the  Leicester  Pneumatic  Tyre  Company  (16  R.P.C.,  at  pa#e  542),  Lord 
Mdcnaghlen  defines  the  invention  as  "  an  application  to  a  wheel  of  a  saddle 
"  shaped  tyre  held  in  position  by  two  inextensible  wires.1'  In  the  same  case 
Lord  Davey  says  :  "  The  pith  and  marrow  of  this  invention  I  take  to  be  this — 
"  the  use  of  one  arched  rubber  tyre  secured  on  the  rim  or  felloe  of  the  wheel 

10  "  by  inextensible  rings  which  form  the  edge  of  the  cover." 

I  think  these  dicta  may  be  accepted  in   regard  to  the  interpretation  of  a 
document  which  has  undergone  such  close  examination  and  criticism  in  the 
English  Courts. 
Further,  they  seem  in  accordance  with  the  averments  of  the  parties  on  record. 

15  The  Pursuers  aver  :  "  The  essential  features  of  the  invention  as.  described  and 
"  claimed  in  the  said  Letters  Patent  of  1890  consist  of  an  arched  outer  covering 
"  passing  over  the  pneumatic  tube,  the  edges  of  which  outer  cover  are  rendered 
"  sufficiently  inelastic,  either  by  means  of  wires  or  other  equivalents,  to  secure 
"  the  same  to  the  rims  or  tyres  of  the  wheels  on  which  these  are  to  be  used." 

20  The  Defenders'  averments  when  distinguishing  between  their  cover  and  that 
of  the  Pursuers'  are  precisely  to  the  same  effect.  They  say  :  "  The  Pursuers' 
•*  cover  is  held  in  position  by  inextensible  wires  at  its  edges  fitted  inside  each 
"  shoulder  of  the  rim  of  the  wheel." 

Welch,  in  his  Specification,  describes  his  method  thus  : — "  In  order  to  secure 

25  "  the  rubber  or  elastic  tyres  to  the  rims,  insert  two  wires  or  cores  (which  may 
"  be  of  steel,  brass,  bronze,  or  other  sufficiently  inelastic  material  to  answer  the 
"  purpose),  one  on  each  side  of  the  rim."  In  the  fourth  article  of  his  claim  he 
claims,  •'  A  rubber  or  elastic  tyre,  having  the  form  of  a  saddle  or  arch  in  section, 
"  lifted  with  canvas,  in  combination  with  two  wires  of  sufficiently  inelastic 

30  "  cores  for  securing  the  same  to  the  rims  or  tyres,  substantially  as  herein 
"  described." 

Such  being  the  nature  of  the  Pursuers'  invention,  the  law  applicable  to  the 
question  of  infringement  of  it  may,  so  far  as  it  is  necessary  to  allude  to  it,  be 
said  to  be  this.     In  the  first  place,  the  Pursuer  in  an  action  for  infringement 

35  must  prove  the  infringement.  The  onus  is  on  him.  It  is  also  to  be  kept  in 
view  that  there  is  no  novelty  in  the  several  parts  of  the  Pursuers'  invention ; 
the  arched  cover  over  a  pneumatic  tube  or  a  rubber,  and  the  use  of  wires. 
These  were  all  known,  and  no  Patent  could  have  been  granted  for  any  one  of 
them.    These  matters  are  very  fully  brought  out  in  the  cases  above  cited.    The 

40  invention  is  the  combination  and  nothing  but  the .  combination.  Now,  when 
that  is  the  case,  it  is  a  principle  in  Patent  law  that  the  Patent  is  to  be  more 
narrowly  examined  than  a  Patent  for  an  absolute  novelty,  and  that,  in  an  action 
for  infringement,  the  Patent  is  not  to  be  extended  by  construction  {Curtis  v. 
Piatt,  L.R.,  3  Ch.  D.  135n).      Further,  if  a  claim  is  for  a  combination,  and 

45  nothing  but  a  combination,  there  is  no  infringement  unless  the  whole 
combination  is  used  (per  Lord  Chancellor  Cairns  in  Harrison  v.  Anderston 
Foundry  Company,  20th  June  1876,  3  R.  (H.  L.)  55).# 

Now,  assuming  the  three  features  of  the  Pursuers'  combination  to  be  (1)  the 
arched  cover,  (2)  the  pneumatic  tyre,  and  (3)  the  method  of  fastening  cover  to 

50  tyre,  it  is  quite  clear  that  the  Defenders  have  adopted  the  two  first  in  the  tyres 
which  they  have  made  and  sold.  No.  26  of  process  has  an  arched  cover  at  once 
protecting  and  resting:  on  a  pneumatic  tube.  But  it  is  not  an  infringement  on 
that  account,  because  these  are  not  the  total  combination.    The  whole  question 


*  L,R.  1  App.  Caa.  674, 
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in  this  case  is,  therefore,  whether  No.  26  infringes  the  part  of  the  Pursuers' 
Patent  which  deals  with  the  method  of  attaching  the  cover  to  the  rim,  and  that 
is,  as  has  been  described  in  various  judgments,  by  the  action  of  the  inextensible 
wire  making  it  mechanically  impossible  for  the  edges  of  the  cover  in  which  the 
wires  are  enclosed  to  get  over  the  sides  of  the  rim.  5 

The  objects  aimed  at  and  attained  by  No.  26  of  process — easy  running, 
reduction  of  vibration,  and  secure  fastening — are  just  the  objects  of  the 
Pursuers1  invention.  The  question  is  whether  the  methods  of  attaining  these 
objects  are  different.  If  these  methods  be  different  in  principle  then  there  has 
been  no  infringement ;  but  if  their  principles  are  at  bottom  the  same,  then  the  10 
rule  of  Patent  law  that  the  man  who  makes  use  of  an  invention  cannot  save 
himself  from  a  decree  for  infringement  by  merely  adding  some  unimportant 
detail  or  by  the  substitution  of  one  substance  for  another  if  it  acts  in  the  manner 
patented. 

Now  the  Defenders  say  :  "The  essential  features  of  the  invention  described  15 
"  and  claimed  in  Defenders'  said  Letters  Patent  do  not  consist  of  an  arched 
"  outer  covering — the  edges  of  which  are  rendered  inextensible  either  by  means 
**  of  wires  or  cores.  On  the  contrary,  the  form  of  cover  manufactured  and  sold 
"  by  Defenders  under  their  said  Letters  Patent  U  a  flat  band,  and  only  becomes 
"  tubular  or  cylindrical  when  fitted  on  to  the  rim  over  the  inner  tube,  and  said  20 
"  cover  entirely  envelopes  the  pneumatic  tube.  Further,  the  edges  of  said 
"  cover  are  not  either  necessarily  or  in  point  of  fact  inextensible,  and  would 
"  not  suit  the  Defenders'  invention  if  they  were.  Neither  is  said  cover  held 
"  in  position  on  the  same  principle  as  the  cover  described  in  the  Pursuers' 
"  Specification.  While  the  Pursuers'  cover  is  held  in  position  by  inextensible  25 
"  wires  at  its  edges  fitted  inside  each  shoulder  of  the  rim  of  the  wheel,  the 
u  edges  of  the  cover  manufactured  and  sold  by  the  Defenders  under  their  said 
"  Letters  Patent  rest  in  the  groove  at  the  lowest  part  of  the  inside  of  the  rim  or 
"  wheel,  and  the  cover  is  maintained  in  position,  firstly,  by  a  clamp  on*  the 
"  interior  end  of  the  air  valve  which  serves  to  inflate  the  inner  tube,  and,  30 
"  secondly,  by  counteracting  pneumatic  forces.  The  edges  of  Defenders'  cover 
"  are  not  inextensible,  not  fitted  with  endless  wires  or  cores,  but  are  treated 
"  with  a  number  of  loose  strands  of  yarn  solutioned  so  as  to  form  part  of  the 
"  cover  itself,  which  strands  form  a  taping  to  strengthen  the  edge  of  the 
w  canvas."  35 

This,  however,  is  a  description,  although  incomplete,  of  their  cover  as  it 
ought  to  be  and  would  have  been  had  they  kept  strictly  by  their  Patent,  but 
the  Pursuers  do  not  admit  it  to  be  a  correct  description  of  No.  26.  As  I  have 
had  no  argument  about  this  Patent,  I  can  hardly  determine  the  particulars  in 
which  No.  26  has  departed  from  it.  40 

When  the  two  covers  are  compared  they  seem  to  resemble  each  other  closely. 
When  examined  the  chief  difference  seems  to  be  this — that  along  and  through 
the  edges  of  the  Pursuers'  cover  there  is  passed  the  wire  which  has  been  spoken 
of,  and  in  and  through  the  edges  of  the  Defenders'  cover  there  is  passed  a 
hempen  rope  or  strand.  There  is  this  further  difference — but  I  think  it  45 
immaterial — that  the  Defenders'  cover  is  originally  flat,  while  the  Pursuers'  is 
not  so.  But  they  both  become  circular  when  put  to  use  by  stretching  them  on 
the  rim  of  the  cycle  wheel.  I  do  not  know  that  there  is  any  other  difference 
material  to  this  case.  Take  the  wire  out  of  the  Pursuers'  cover  and  replace  it 
by  the  rope  and  you  have  the  Defenders'  cover,  and  vice  versa.  The  Pursuers  50 
have  hitherto  made  use  of  steel  wire  in  their  covers,  but  if  they  thought  proper 
to  use  a  hempen  strand  or  rope  instead  of  their  steel  wire,  that  would,  I  take  it, 
be  covered  by  their  Patent,  which  refers  not  only  to  wires  but  to  other  suffi- 
ciently inelastic  material  to  answer  the  purpose.  Now  I  think  that  it  has  been 
proved  that  the  rope  which  the  Defenders  use  is  sufficiently  inelastic  to  answer  55 
the  purpose.    It  is  not  so  inextensible  or  inelastic  no  doubt  as  an  endless  wire, 
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but  it  is  sufficiently  inelastic  (such  is,  I  think,  the  result  of  the  proof)  to  keep 
the  cover  on  the  rim  under  all  the  pressure  to  which  a  bicycle,  used  as  such, 
could  be  subjected.  Now  a  Patent  may  be  infringed  by  the  construction  and 
sale  of  anything  falling  within  the  power  of  the  Patentee,  although  he  has  not 
5  in  fact  exercised  his  powers  in  that  precise  manner  ;  and,  if  that  be  so,  I  fail  to 
see  how  the  Defenders  can  escape  an  adverse  judgment  in  this  case. 

I  do  not  dispute  that  a  very  strong  case  has  been  made  in  defence,  and  it  was 
very  powerfully  supported  in  argument,  making  the  decision  of  the  question 
extremely  difficult ;  but  on  the  whole  I  think  the  Defenders  fail.    Their  case 

10  is  that  their  cover  is  not  kept  in  its  place  at  all  by  any  tensile  force  exerted  by 
the  rope,  but  by  a  combination  of  frictional  and  pneumatic  forces.  Their  case 
is  that  they  wrap  their  cover  round  the  tube,  and  that  the  two  ends  of  it  overlap 
at  the  bottom  of  the  pneumatic  tube,  and  that,  when  the  pneumatic  tube  is 
inflated,  it  presses  with  such  force  against  the  edges  of  the  cover  as  to  keep 

15  them  together  by  mere  frictional  force.  Now,  if  the  covers  had  been  wound 
round  the  tube  twice,  as  in  the  first  head  of  the  Defenders'  claim,  a  very  great 
force,  which  might  be  called  frictional  force,  would  no  doubt  have  been  set  up 
between  the  two  convolutions  of  the  cover.  But  although  the  Defenders' 
Patent  authorised  this  plan  it  did  not  compel  it,  and  the  Defenders  have  not 

20  adopted  it.  In  like  manner,  had  the  ends  of  the  cover  overlapped,  as  in  No.  2 
and  3  of  the  claim,  the  pneumatic  tube,  when  inflated,  might  have  given  rise  to 
considerable  frictional  force  by  pressing  the  overlapping  portion  of  the  cover 
on  the  part  overlapped.  But  it  seems  proved  that  in  No.  26  the  edges  of  the 
cover  could  not  overlap,  because  the  cover  was  not  broad  enough.     It  might 

25  have  been  made  broad  enough,  and  if  the  object  of  the  Defenders  had  been  to 
rely  on  friction  I  thinjc  they  would  have  made  their  cover  in  accordance  with 
their  Patent,  and  there  is  no  explanation  why  they  did  not.  On  the  other  hand 
they  increase  the  strength  and  tensile  resistance  of  their  covers  by  cutting  the 
canvas,  which  lines  them,  straight  instead  of  on  the  bias,  and  by  using  spun 

30  instead  of  unspun  hemp  as  mentioned  in  the  Complete  Specification.  I  cannot 
but  think  that  they  relied  on  the  tensile  power  of  the  rope  acting  in  precisely 
the  same  way  as  the  Pursuers'  wire  ;  and  I  am  of  opinion  on  the  proof  that  it 
will  so  act,  and  that  the  Defenders'  hemp  or  rope  must  act,  and  does  act,  in  the 
same  manner  as  the  Pursuers'  wire.     It  may  be  that  the  Defenders'  cover  will 

35  be  kept  in  its  place  by  a  frictional  force  besides,  but  so  far  as  I  can  see  that  is 
superfluous. 

Professor  Watkimon  placed  considerable  reliance  on  a  somewhat  striking 
experiment.  He  cut  in  one  or  two  places  through  the  strands  of  a  cover  like 
No.  26  of  process,  forming  one  of  the  cycles  of  a  bicycle,  and  he  found  that  the 

40  cover  remained  on  the  rim  and  that  a  skilled  bicyclist  was  able  to  ride  the 
bicycle  as  before,  subjecting  it  to  a  considerable  amount  of  strain  and  pressure. 
Professor  Watkinson  argued  that  after  the  strands  were  cut  no  force  of  tension 
could  act  through  them,  and  that  that  proved,  not  indeed  that  no  such  force  had 
ever  been  exerted — it  did  not  prove  that  at  all — but  that  the  pneumatic  and 

45  frictional  forces  acting  on  the  parts  of  the  cover  between  the  pneumatic 
tube  and  the  rim  were  sufficient  to  keep  the  cover  in  its  place  without  the 
tensile  (and  wirelike)  force  of  the  strands.  Mr.  Clark  made  the  same  experi- 
ment with  a  more  unfavourable  result,  and  it  is  not  difficult  to  imagine  that,  if  a 
bicycle  were  skilfully  ridden,  the  cover  might  remain  on  for  some  time,  and 

50  the  actual  insecurity  might  not  be  disclosed.  But  Mr.  Clark  observed  that 
a  cycle  so  treated  could  not  be  considered  a  mercantile  commodity.  It  appears 
that  when  the  wire  of  the  Pursuers'  cover  was  cut  the  cover  was  blown  off  by, 
as  I  presume,  the  radial  force  exerted  by  the  air  in  the  pneumatic  tube.  But  in 
such  cases  a  good  deal  would  depend  on  the  circumstances  under  which  the 
55  incision  was  made,  and  it  would  be  very  rash  to  trust  to  a  single  experiment. 
Besides,  as  already  remarked,  the  experiment  does  not  prove  at  all  that  the 
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action  of  the  strands,  when  uncut,  would  not  have  been  sufficient  to  keep  the 
coyer  on  its  seat.  I  think  the  weight  of  the  proof  leads  to  the  conclusion  that  it 
would. 

The  Defenders  had  considerable  difficulty  in  explaining  why  they  introduced 
the  hempen  btrands  at  all,  or  why  they  deviated  from  their  own  Patent.  Pre-  5 
sumably  they  found  that  a  mercantile  article  could  not  be  made  if  they  kept  by 
it.  Professor  Watkinson  was  disposed  to  think  that  the  strands  in  the  cover 
were  totally  superfluous ;  but  the  Defenders  have  not  made  any  such  cover,  and 
this  judgment  does  not  decide  that  such  a  cover  would  infringe  the  Pursuers' 
Patent.  10 

The  Pursuers,  although  usually  successful  in  their  actions  against  infringers, 
have  not  always  been  so,  and  the  Respondents  referred  to  three  cases,  or  rather 
two,  in  which  they  were  unsuccessful :  Pneumatic  Tyre  Company  v.  Ixion 
Pneumatic  Tyre  Company  (1897 ;  14  R.P.C.  853) ;  Dunlop  Pneumatic  Tyre 
Company  v.  New  Ixion  Tyre  and  Cycle  Company  (1898 ;  15  R.P.C.  389)  ;  which  15 
two  cases  raised,  I  think,  substantially  the  same  question;  and  the  Dunlop 
Pneumatic  Tyre  Company  v.  Wapshare  Tube  Company  (1900  ;  17  R.P.C.  433). 
These  cases  no  doubt  make  for  the  Defence.  But  of  course  they  were  special, 
and  only  partially  applicable.  In  all  of  them  I  think  the  Court  held  that  the 
methods  adopted  by  the  Respondents  were  different  from  those  of  the  Plaintiffs,  20 
and  in  the  Wapshare  case  they  had  added  an  additional  arrangement  to  the 
method  adopted  .by  the  Pursuers,  and  which  Justice  Buckley  considered  to  be 
beneficial.    But  doubtless  the  cases  require  careful  consideration. 

In  this  case  no  proof,  so  far  as  I  can  remember,  was  offered  of  the  beneficial 
character  of  the  Defenders'  endeavour  to  support  their  cover  by  frictional  K 
forces.  I  do  not  think  it  satisfactorily  proved  that  such  forces  would  be 
sufficient,  and  there  is  no  proof  that  they  were  not  entirely  superfluous,  and 
they  do  not  wholly  displace  the  suspicion  that  they  were  adopted  in  order  to 
avoid  conflict  with  the  Pursuers'  Patent. 

I  shall,  therefore,  pronounce  decree  in  terms  of  the  Pursuers'  declaratory  J}0 
conclusions  and  conclusions  for  interdict,  and  quoad  ultra  continue  the  cause. 
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In  the  High  Court  of  Justiob.— Chancery  Division. 


Be/ore  Mr.  Justice  Swinpen  Eady. 


April  29th  and  30th,  May  1st,  2nd,  and  14th,  1902. 


H.  E.  Randall,  Ld.  v.  The  British  and  American   Shoe  Company. 


5  Trade  name  of  business. — Words  descriptive  of  goods  dealt  in. — Probability 
of  deception. — Action  by  Limited  Company. — Non-compliance  with  Companies 
Act,  1862 ,  section  41. — Judgment  for  Plaintiffs. — Iryunction  granted. 

A  Company,  H.  E.  R.,  Ld.,  who  owned  a  number  of  retail  boot  and  shoe 
shops,  opened  certain  shops,  including  a  shop  in  Regent  Street  and  one  at 

10  Richmond,  for  the  exclusive  sale  of  American  shoes,  and  over  these  shops 
put  up  the  name  American  Shoe  Company,  and  advertised  under  that 
name.  They  complained  of  the  use  at  Putney  by  the  Defendants  of  the  name 
London  American  Shoe  Company,  and  thereupon  the  Defendants  before  action 
changed  their  name  to  British  and  American  Shoe  Company,  but  the  Company, 

15  not  being  satisfied  with  such  change,  commenced  an  action  to  restrain  the  use  by 

m 

the  Defendants  of  the  latter  name.  The  Plaintiffs  had  not  at  first  complied 
with  section  41  oftlie  Companies  Acty  1862,  but,  on  their  attention  being  called 
to  the  matter  by  their  solicitor,  had  added  their  limited  name  where  required  by 
the  section.    The  Defendants  denied  that  American  Shoe  Company  meant  the 

20  business  of  the  Company,  and  that  there  was  any  probability  of  deception,  and 

contended  that  the  Plaintiffs  had  built  up  any  reputation  under  the  name 

American  Shoe  Company  in  an  illegal  manner,  and  were  therefore  disentitled 

to  sue  in  respect  of  it. 

Held,  that  the  Defendants  took  the  name  British  and  American  Shoe  Company 

25  fraudulently,  and  that  there  was  probability  of  deception,  and  (following  Fearks, 

Gun&ton,  and  Tee,  Ld.  v.  Thompson,  Talmey  A  Co.,  18  R.P.C.  185)  that  the  past 

non-compliance  with  section  41  of  the  Companies  Act,  1862,  constituted  no 

defence.    The  Defendants  not  having  wholly  discontinued  to  use  the  name 

London  American  Shoe  Company,  an  injunction  was  granted  restraining  the 

yd  use  of  either  name  with  costs, 

2Q 
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On  the  11th  of  February  1902,  H.  E.  Randall,  IA.,  wholesale  and  retail  boot 
and  shoe  manufacturers  and  dealers,  commenced  an  action  against  the  British 
and  American  Shoe  Company  for  (1)  an  injunction  "  to  restrain  the  Defendants, 
"  their  servants  and  agente,  from  carrying  on  business  under  their  present  name, 
"  style,  or  designation  of  the  British  and  American  Shoe  Company  in  Great  5 
"  Britain  or  Ireland  or  any  other  designation  similar  to  that  of  the  American 
"  Shoe  Company  under  which  the  Plaintiffs  carry  on  and  have  carried  on 
"  business  or  under  any  other  title  so  as  to  represent  that  the  Defendants' 
u  business  is  or  is  connected  with  the  Plaintiffs'  said  business  and  from  passing 
"  off  their  goods  as  or  inducing  any  person  to  believe  that  their  goods  are  the  10 
"  goods  of  the  Plaintiffs  " ;  (2)  delivery  up  to  the  Plaintiffs  for  destruction  of 
all  invoices,  bills,  and  other  documents  bearing  the  Defendants'  said  name, 
style,  or  designation  ;  (3)  damages  ;  and  (4)  costs. 

The  Plaintiffs'  by  their  Statement  of  Claim  alleged  (1)  that  they  had  carried 
on  from  1896  their  said  business,  in  continuation  of  the  business  carried  on  15 
before  that  period  by  H.  E.  Randall;  (2)  that  in  the  month  of  March  1897 
they  commenced  to  deal  in  boots  and  shoes  manufactured  in  the  United  States 
and  established  a  large  trade  therein,  which  they  had  since  carried  on ;   that 
such  trade  had  become  an  important  part  of  their  business ;   that  they  had 
incurred  great  expense  in  establishing  shops  exclusively  for  the  trade  in  boots  20 
and  shoes  of  American  make,  and  in  advertising  and  building  up  the  said  trade ; 
that  many  other  firms  had  since  followed  the  example  of  the  Plaintiffs  and 
commenced  to  deal  in  boots  and  shoes  of  American  manufacture,  but  the 
Plaintiffs  were  known  as  the  pioneers  of  the  trade ;  (3)  for  the  purpose  of  the 
American  trade,  and  to  distinguish  the  shops  at  which  it  was  carried  on  from  25 
their  establishments  for  the  sale  of  British  made  boots  and  shoes,  in  which  they 
had  always  had  a  large  trade,  the  Plaintiffs  from  the  first  adopted  and  had,  for 
the  purposes  of  the  American  trade,  used  and  carried  on  business  under  the 
name  of  "  The  Atnerican  Shoe  Company"  using  therewith  their  own  title  of 
"  H.  E.  Randall,  Ld."  in  such  manner  as  to  satisfy  the  requirements  of  the  30 
Companies  Acts,  1862  to  1900;    (4)  that  the  name,  "The  American  Shoe 
"  Company"  had  been  used  by  the  Plaintiffs  exclusively  of  all  other  persons, 
and  had,  by  means  of  branch  shops  and  advertisements,  become  known  through 
out  the  United  Kingdom,  and  had  become  connected  solely  with  the  said 
American  trade  of  the  Plaintiffs  ;  (5)  that  prior  to  November  1901  a  retail  boot  35 
and  shoe  business  was  carried  on  at  No.  2,  High  Street,  Putney  Bridge,  London, 
under  the  style  of  "  The  B.  A.  C.  Boot  and  Shoe  Company"  but  at  the  end  of 
November  1901  that  title  was  discontinued,  and  the  Defendants  commenced  to 
carry  on  business  on  the  same  premises  as  "The  London  American  Shoe 
"  Company " ;    that  to  this  title  the  Plaintiffs  objected,  and  in  the  month  of  40 
January  1902  the  Defendants  adopted  the  title,  "  The  British  and  American 
"  Shoe  Company"  under  which  latter  title  they  had  since  continued  to  carry  on 
business  as  dealers  in  American  boots  and  shoes,  and  persisted  in  so  doing  ;  that 
they  also  at  times  used  on  their  boxes,  goods,  bills,  placaids,  and  other  docu- 
ments the  title,  "  The  British  American  Shoe  Company"  and  the  original  title,  45 
"  The  London  American  Shoe  Company  "  ;  (6)  that  the  Plaintiffs  had  numerous 
shops  in  London  and  elsewhere  in  the  United  Kingdom,  and  in  particular  at 
169,  Regent  Street ;  373,  Strand  ;  119,  Cheapside  ;  and  113,  Westbourne  Grove, 
all  in  the  County  of  London  ;  and  at  13,  George  Street,  Richmond,  Surrey,  all 
within  a  short  distance  of  Putney  Bridge  aforesaid,  and  that  it  was  well  known  50 
that  their  business  was,  from  time  to  time,  being  extended  by  the  opening  out  of 
new  branches  ;  (7)  that  in  consequence  of  such  brunches  and  by  vhe  advertise- 
ments, the  words  "American  Shoe  Company"  had  come  to  be  exclusively 
connected  with  the  business  of  the  Plaintiffs,  and  any  business  carried  on  under 
any  title  in  which  those  words  were  placed  in  juxtaposition  would  naturally  be  55 
supposed  by  the  public  and  the  trade  to  be  a  branch  of,  or  connected  with,  their 
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business ;  that  moreover,  as  the  Plaintiffs  were  known  as  having  a  large  separate 
trade  in  British  made  boots  and  shoes,  the  use  of  the  word  "  British,"  or  any 
similar  word,  in  connection  with  the  words  "American  Shoe  Company"  would 
naturally  suggest  that  the  shop  in  which  it  was  used  was  a  branch  of  the 
5  Plaintiffs'  British  as  well  as  of  their  American  business,  and  would  not  in  any 
way  distinguish  it  from  the  Plaintiffs'  business ;  (8)  that  the  use  by  the 
Defendants  of  the  styles,  "London  American  Shoe  Company,"  "British 
u  American  Shoe  Company"  or  "  British  and  American  Shoe  Company"  or 
any  similar  title  in  which  the  words  "American  Shoe  Company"  appeared 

10  together,  was  calculated  to  deceive  and  deceived  the  public  into  the  belief  that 
the  business  of  the  Defendants  was  a  branch  of,  or  connected  with,  the 
Plaintiffs'  business,  and  that  persons  dealing  with  the  Defendants  were  dealing 
with  the  Plaintiffs,  and  were  purchasing  the  Plaintiffs'  goods,  and  as  the  class 
of  goods  sold  by  the  Defendants  was  greatly  inferior  to  that  sold  by  the 

15  Plaintiffs,  great  and  lasting  injury  would  be  thereby  caused  to  the  Plaintiffs ; 
(9)  that  by  reason  of  the  conduct  of  the  Defendants  as  aforesaid  the  Plaintiffs 
had  suffered  and  were  suffering  great  loss  and  injury. 

The  Defendants  by  the  Defence  alleged  (1)  that  the  British  and  American 
Shoe  Company  was  the  style  or  firm  name   under  which  Lily  Clapp,  Rose 

20  Clapp,  and  May  Clapp  (hereinafter  referred  to  as  the  Misses  Clapp)  carried  on 
business  in  copartnership  as  retailers  of  boots  and  shoes  ;  (2)  that  in  or  about 
the  month  of  July  1901  the  Misses  Clapp  took  a  lease  of  the  premises  No.  2, 
High  Street,  Putney  Bridge,  in  the  Statement  of  Claim  mentioned,  where  the 
business  of  a  boot  and  shoe  retailer  had  been  previously  carried  on  by  one 

25  Barrar  under  the  style  of  "  The  British  American  and  Continental  Boot  and 
"  Shoe  Company  "  ;  (3)  that  the  Misses  Clapp  desired  to  discontinue  as  far  as 
possible  the  sale  of  French  and  Continental  boots  and  shoes  and  to  make  the 
sale  of  American  shoes  the  prominent  feature  of  their  business,  and  for  this 
purpose  they  adopted  the  style  "  The  London  American  Shoe  Company"  being 

30  then  unaware  that  the  Plaintiffs  or  any  other  person  carried  on  business  as 
"  T1\e  American  Slioe  Company  "  ;  (4)  that  in  consequence  of  the  objection  of 
the  Plaintiffs,  and  in  order  to  avoid  litigation,  the  Misses  Clapp  determined  to 
alter  their  said  style  "  The  London  American  Shoe  Company"  and  on  the 
14th  of  January  1902  their  solicitor  wrote  a  letter  to  the  Plaintiffs'  solicitors, 

35  the  material  parts  of  which  were  in  the  words  following : — **  They "  (the 
Misses  Clapp)  "  inform  me,  as  already  intimated  to  you,  they  have  no  desire 
44  to  derive  benefit  from  business  which  does  not  attach  to  iheir  premises,  and, 
u  in  order  to  meet  your  clients,  they  have  decided  under  my  advice  to  at  once 
"  discontinue   using  their   present  trade  name  of    4  The   London  American 

40  "  *  Shoe  Company '  and  to  alter  the  same  to  4  The  British  and  American  Shoe 
u  *  Company,  and,  further,  to  alter  their  notepaper,  billheads,  &c."  ;  that  there- 
upon and  long  prior  to  the  issue  of  the  writ  in  the  action  the  Misses  Clapp 
accordingly  altered  the  facia  of  their  shop  and  ceased  to  carry  on  business  as 
44  The  London  American  Shoe  Company"  and  they  did  not  intend  at  any  time 

45  in  the  future  to  carry  on  business  under  the  style  last  aforesaid  ;  (5)  that  the 
business  carried  on  by  the  Misses  Clapp  mainly  consisted  of  the  sale  of  American 
shoes,  and  they  submitted  that  they  were  entitled  to  carry  on  their  said  business 
under  the  style  of  a  The  British  and  American  Shoe  Company"  which  was 
properly  descriptive  thereof,  and  which  had  been  bond  fide  adopted  by  them 

50  for  the  purpose  of  clearly  distinguishing,  and  which  did  clearly  distinguish, 
their  said  business  from  the  business  of  the  Plaintiffs,  and  was  at  the  same  time 
descriptive  of  the  goods  in  which  they  dealt ;  that  the  Defendants  denied  that 
the  style  of  "The  British  and  American  Shoe  Company"  was  calculated  to 
deceive,  or  that  the  same  deceived  the  public  into  the  belief  that  the  business 

55  of  the  Defendants  was  a  branch  of  or  connected  with  the  business  of  the 
Plaintiffs,  or  that  persons  dealing  with  the  Defendants  were  dealing  with  the 
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Plaintiffs  or  purchasing  the  Plaintiffs'  goods ;  (6)  that  the  Plaintiffs  were  a 
limited  Company  registered  under  the  Companies  Acts,  1862  to  1886,  and  in 
advertising  themselves    as    carrying  on    business  as    u  The  American    Shoe 
"  Company "  and  in  using  bills  of  parcels,  invoices,  and  receipts  as  "  The 
"  American  Shoe  Company  "  they  were  acting  in  contravention  of  sections  41  5 
and  42  of  the  Companies  Act,  1862,  and  the  Defendants  would  contend  that 
they  could  not  acquire  any  legal  right  to  the  protection  of  a  trade  name  so 
wrongfully  adopted  and  used  by  them  as  aforesaid  ;  (7)  that,  save  as  aforesaid, 
the  Defendants  did  not  admit  any  of  the  allegations  contained  in  paragraphs  1 
to  4  and  6  of  the  Statement  of  Claim,  and  they  denied  that  the  Plaintiffs  were  10 
or  were  ever  known  as  the  pioneers  in  the  trade  of  American  boots  or  shoes, 
which  were  imported  in  great  quantities  prior  to  their  importation  by  the 
Plaintiffs  ;  (8)  that  the  Defendants  denied  that  they  had  ever  used  the  style  of 
"  The  British  American  Shoe  Company"  and  if  (which  was  not  admitted)  they 
had  used  the  style  of  "  The  London  American  Shoe  Company  "  since  the  14th  15 
day  of  January  1902,  such  user  had  been  very  inconsiderable,  and  had  been 
solely  owing  to  accident  or  inadvertence  ;  (9)  that  the  Defendants  denied  each 
and  every  allegation  contained  in  paragraphs  7,  8,  and  9  of  the  Statement  of 
Claim. 

Vernon  Smith,  K.C.,  and  Gatey  (instructed  by  Ellis,  Munday,  and  Clark)  20 
appeared  for  the  Plaintiffs  ;  Micklem,  K.C.,  and  Wright  Taylor  (instructed  by 
A.  and  A.  C.  Syrett)  appeared  for  the  Defendants. 

Vernon  Smith,  K.C.,  opened  the  Plaintiffs*  case,  and,  on  the  point  raised  by 
paragraph  6  of  the  Defence,  cited  Pearks,  Ounston,  and  Tee,  Ld.  v.  TJwmpson, 
Talmey  A  Co.  (18  R.P.C.  185),  and  Wright  v.  Horton  (L.R.  12  App.  Cas.  371)  ;  25 
and   on  trade  name,  North   Cheshire  and  Manchester  Brewery  Company  v. 
Manchester  Brewery  Company  (L.R.  (1899)  App.  Cas.  83). 

The  witnesses  for  the  Plaintiffs  were  then  called. 

Micklem,  E.C.,  opened  the  Defendants9  case,  and,  after  stating  the  facts  as  to 
which  evidence  would  be  called,  continued  :  —The  Defendants  waived  the  title  30 
"  London  American  Shoe  Company  "  and  took  their  present  name,  not  knowing 
that  it  would  be  complained  of.    They  took  a  name  properly  .descriptive  of  the 
goods  in  which  they  proposed  to  deal.     Even  if  the  names  were  identical  the 
Plaintiffs  have  not  made  out  their  case ;   if  one  person  is  trading  in  Regent 
Street  under  a  certain  name,  that  is  no  reason  why  some  one  in  Putney  may  not  35 
trade  under  the  same  name.    First,  the  Defendants'  name  is  different  from  that 
of  the  Plaintiffs,  and  it  is  accurately  descriptive  of  their  business.     Secondly, 
no  one  has  been  misled,  nor  is  there  any  reasonable  probability  of  anyone  being 
misled.    The  neighbourhoods  are  different,  as  well  as  the  get-up  of  the  shops 
and  of  the  goods.    Thirdly,  such  a  name  as  "  American  Shoe  Company,"  being  40 
descriptive  of  the  class  of  goods  sold,  cannot  be  monopolised  unless  by  usage  and 
reputation  it  has  come  to  connote  the  goods  of  the  Plaintiffs,  when  Reddawayv. 
Banham  (13  R.P.C.  21S  ;  L.R.  (1896)  App.  Cas.  199)  applies.    Fourthly,  the  Plain- 
tiffs are  mere  retailers  in  a  new  way  of  business  and  have  established  no  reputa- 
tion in  the  name.     Fifthly,  the  Plaintiffs  are  now  using  the  words  in  combination  45 
with  H.  E.  Randall,  Ld.,  so  that  no  question  of  similarity  can  arise.    Sixthly,  the 
name  has  been  used  in  a  manner  which  is  illegal,  and  protection  cannot  be 
claimed  for  a  reputation  unlawfully  acquired.    The  Plaintiffs  have  not  complied 
fully  with  section  41  of  the  Companies  Act,  18t>2  ;   any  reputation  under  the 
name  "  American  Shot'  Company  "  has  been  acquired  in  violation  of  that  section.  50 
This  case  is  within  the  principle  of  the  Leather  Cloth  Company  v.  American 
Leather  Cloth  Company  (4  D.J.  &  S.  137).     [  Vernon  Smith,  K.C.,  referred  to  the 
same  case  on  appeal  to  the  House  of  Lords  (11  H.L.C.  523).]     The  only  decision 
on  the  point  is  Pearks,  Gunslon,  and  Tee,  Ld.  v.  Thompson,  Talmey  A  Co.,  and 
the  goodwill  under  the  name  had  there  been  lawfully  acquired  by  purchase.  55 
[Swinfbn  Eady,  /.—Suppose  that  the  Plaintiffs  had  there  unlawfully  carried 
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on  business  under  ifc  for  years  ?]  The  difference  is  between  a  good  and  a  bad 
title.  Again,  the  Plaintiffs  claim  a  monopoly  in  "American  Shoe  Company" 
and  that  notwithstanding  anything  put  before  and  after  those  words  ;  but  they 
cannot  acquire  a  monopoly  in  a  name  which  is  simply  descriptive  of  the  goods 
5  (Colonial  Fire  Assurance  Company,  Li.  v.  Home  and  Colonial  Assurance 
Company,  Ld.,  33  Beav.  548 ;  Merchant  Banking  Company  of  London  v. 
Merchants1  Joint  Stock  Bank,  L.R.  9  Ch.  D.  560 ;  Calif  or  nian  Fig  Syrup 
Company  v.  Taylor's  Drug  Company,  14  R.P.C.  564). 
The  witnesses  for  the  Defendants  were  then  called. 

10  Micklem,  K.C.,  and  Wright  Taylor  summed  up  for  the  Defendants. — There 
is  admittedly  no  case  of  get-up.  The  Plaintiffs'  claim  depends  on  trade  name 
only,  and  it  is  independent  of  the  Defendants  being  at  Putney.  [SwiNFBN 
EAD7,  «/. — Within  five  miles  of  the  Plaintiffs'  shop  at  Richmond.]  At  that 
shop  they  have  only  had  a  small  trade,  and  that  only  for  two  years.     This  case 

15  is  different  from  any  reported  case.  The  Plaintiffs  allege,  first,  that  they  have 
established  a  reputation  under  the  name  "American  Shoe  Company"  and, 
secondly,  that  confusion  is  likely  to  arise  by  the  use  by  the  Defendants  of  their 
name.  It  is  said  that  5000/.  has  been  spent  on  advertising  the  name,  but  the 
result  of  the  advertisements  only  is  to  identify  the  American  Shoe  Company 

20  with  the  Plaintiffs'  Regent  Street  premises.  There  is  no  trade  evidence  of 
reputation.  They  have  no  reputation  at  Putney.  The  evidence  as  to  probability 
of  deception  is  in  the  Defendants'  favour.  Hendriks  v.  Montagu  (L.R.  17 
Gh.  D.  638)  depends  on  the  name  being  a  fancy  name  ;  it  was  commented  on  in 
Turton  v.  TurUm  (L.R.  42  Ch.  D.  128),  and  is  different  from  a  merely  descrip- 

25  tive  trade  name  {India  and  China  Tea  Company  v.  Telde,  W.N.  (1871)  241 ; 
Australian  Mortgage,  Land  and  Finance  Company  v.  Australian  and  New 
Zealand  Mortgage  Company,  W.N.  (1880)  6).  The  conditions  under  which  a 
descriptive  name  can  be  acquired  are  laid  down  in  Reddaway  v.  Banham, 
and  are  not  satisfied  here.    The  Plaintiffs  must  show  that  the  expression 

30  "  American  Shoes "  means  their  shoes.  [SwiNFEN  Eady,  J. — Is  it  not 
enough  to  show  that  the  words  "  American  Shoe  Company "  mean  the 
Plaintiffs'  business  ?]  We  submit  not.  The  evidence  does  not  support  the  case 
attempted  to  be  made..  \Chivers  A  Sons  v.  Chivers  A  Co.,  Ld.  (17  R.P.C.  420) 
was  also  referred  to.] 

35  Vernon  Smith,  K.O.,  in  reply. — The  only  point  of  law  is  that  under  section 
41  of  the  Companies  Act,  1862,  and  that  has  been  decided  by  Farwell,  J.  In 
the  Leather  Cloth  case  there  was  a  material  misrepresentation  on  the  mark  sued 
on,  and  that  decision  does  not  apply  here.  In  Ford  v.  Foster  (L.R.  7,  Ch.  D. 
611)  a  distinction  was  laid  down  between  a  collateral  matter  and  one  in  the 

40  mark  itself.  Here  there  is  no  suggestion  of  anything  fraudulent,  of  course. 
Section  41  is  merely  to  protect  persons  becoming  creditors  of  the  Company,  and 
for  every  offence  mentiQned  a  penalty  is  imposed  by  section  42.  If  only  one  or 
two  specific  cases  to  comply  with  the  section  were  proved,  that  could  not  be  a 
defence :  and  if  not,  what  line  could  be  drawn  ?    This  tests  the  principle.    [The 

45  facts  were  then  dealt  with.] 

Judgment  was  reserved  and  delivered  on  the  14th  of  May  1902. 
Swinfen  Eady,  J. — The  Plaintiffs  are  a  Limited  Company,  and  carry  on  a 
large  business  as  manufacturers  of  and  dealers  in  boots  and  shoes.    Those  of 
English  manufacture  are  sold  in  various  shops  in  different  parts,  carried  on 

50  under  the  name  of  the  Plaintiff  Company.  In  March  1897  the  Plaintiffs 
opened  a  large  shop  in  Regent  Street  exclusively  for  the  sale  of  American 
shoes,  under  the  name  of  "  The  American  Shoe  Company"  to  distinguish  it 
from  their  other  shops  for  English  goods.  They  did  not  at  first  also  paint  up 
the  name  of  the  Plaintiff  Company  on  the  outside  of  their  place  of  business, 

55  but  shortly  after  the  shop  was  opened  their  attention  was  called  to  the  omission 
by  their  solicitor,  and  since  then  they  have  kept  painted  up,  under  their  trade 
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name  of  "  The  American  Shoe  Company:'  the  name  of  the  Limited  Company. 
I  will  deal  separately  with  the  question  whether  they  are  precluded  from 
obtaining  relief,  to  which  they  would  otherwise  be  entitled,  by  any  breaches 
of  sections  41  and  42  of  the  Companies  Act,  1862.  # 

Since  the  year  1897  the  Plaintiffs  have  opened  eight  other  shops,  including  one  5 
at  Richmond,  for  the  exclusive  sale  of  American  shoes,  at  each  shop  using  the 
trade  name  "  The  American  Shoe  Company"  and  also  painting  up  underneath  in 
smaller  letters  the  name  of  the  Limited  Company.    The  Plaintiffs'  business  in 
boots  and  shoes,  under  the  style  of  "  The  American  Shoe  Company;'  is  a  very 
large  and  successful  one,  and  their  trade  name  and  goods  have  acquired  con-  10 
siderable  reputation.    The  Defendants  are  three  young  women  named  Clapp, 
who  recently  commenced  business  in  High  Street,  Putney,  as  "  The  London 
u  American  Shoe  Company" ;    and,  upon  complaint  by  the  Plaintiffs,  they 
promised  to  discontinue  using  that  name,  but,  notwithstanding  the  remon- 
strance the  Plaintiffs,  they  adopted  the  name  of  "  The  British  and  American  15 
ti  SfhnA  Comuanu  " 

The  Plaintiffs  claim  an  injunction  to  restrain  the  Defendants  from  using  that 
name,  or  the  name  of  "  The  London  American  Shoe  Company"  which  they 
allege  the  Defendants  have  continued  to  use  notwithstanding  their  promise, 
or  any  other  name  being  a  colourable  imitation  of  the  Plaintiffs'  trade  style  20 
"  The  American  Shoe  Company?  or  from  otherwise  representing  that  their 
business  is  a  branch  of  or  connected  with  the  Plaintiffs'  business,  and  from 
passing  off  their  goods  as  the  Plaintiffs'. 

The  rule  of  law  is  clear.    No  person  has  a  right  to  represent  his  goods  as  the 
goods  of  somebody  else  {per  Lord  Halsbury  in  Reddaway  v.  Banham,  L.R.  25 
(1896)  App.  Cas.  204).    No  person  is  entitled  to  adopt  a  trade  name  so  nearly 
resembling  the  trade  name  of  another  person  as  to  lead  to  the  belief  that  the 
business  carried  on  by  him  is  the  business  of  that  other  or  connected  therewith. 

The  question  which  arises  in  the  present  case  is  one  of  fact :  Does  the  name 
which  the  Defendants  have  adopted  so  nearly  resemble  the  name  of  "  The  Amerx-  30 
"can  Shoe  Company?  in  connection  with  which  the  Plaintiffs  have  established  a 
very  large  business,  as  to  be  calculated  to  deceive  ?  (see  the  North  Cheshire  and 
Manchester  Brewery  Company  v.  Manchester  Brewery  Company,  L.R.  (1899) 
App.  Cas.  83  :  per  Lord  Halsbury  at  page  8J).    The  Plaintiffs  have  established 
that  they  were  pioneers  in  the  matter  of  the  sale  of  American,  boots  and  shoes,  35 
being  the  first  to  establish  shops  in  which  American  boots  and  shoes  are  almost 
exclusively  sold.    They  have  a  very  large  trade  in  these  articles,  having  disposed 
of  something  like  400,000  pairs  since  February  1897.    All  the  shoes  so  sold  by 
them  are  manufactured  for  them  in  the  United  States.    They  have  spent  upwards 
of  5000/.  in  advertising  their  name  and'business,  and,  in  addition  to  their  large  40 
shop  in  Regent  Street,  have  branches  in    the    Strand,  Westbourne  Grove, 
Cheapside,  Richmond,  Leamington,  Manchester,  Liverpool,  and  Dublin.     Ihe 
Defendants'  shop  at  Putney  is  about  five  miles  by  road  from  the  Plaintiffs 
shop  at  Richmond.    That  the  Plaintiffs'  business  under  the  name  of  "  The 
"  American  Shoe  Company"  and  their  goods  have  acquired  a  great  reputation  45 
is  clearly  proved  ;  indeed,  for  a  business  established  so  recently  as  1897,  it  is 
remarkable  how  rapidly  their  reputation  has  spread.    Several  of  the  Plaintiffs 
witnesses  deposed  to  it  in  clear  terms,  and  not  a  single  witness  for  the  Defen- 
dants denied  it.    The  Defendants  called  four  trade  witnesses,  boot  buyers  or 
agents  of  great  experience,  all  of  whom  knew  the  Plaintiffs  and  their  business,  50 
and  they  also  cilled  two  ladies  from  among  their  customers,  both  of  whom 
admitted  their  knowledge  of  the  Plaintiffs  and  their  business,  Mrs.  Applin 
stating  that  she  knew  the  Regent  Street  shop  and  the  Richmond  shop  very 
well  indeed;  yet  from  not  one  of  the  witnesses  called  for  the  Defendants 
was  there  any  denial  of  the  Plaintiffs'  evidence  as  to  their  reputation  and  the  55 
fame  of  their  goods. 
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The  case  of  the  Defendants  was  put  forward  as  that  of  three  young  women 
who  had  lost  their  mother,  compelled  to  earn  their  own  living,  which  they  were 
trying  to  do,  and  being  oppressed  by  a  large  Company,  which  was  improperly 
seeking  to  obtain  a  monopoly  of  the  use  of  certain  common  English  words.    A 

5  close  examination  of  the  facts  shows  that  this  view  cannot  be  maintained,  and 
puts  a  very  different  colour  on  what  is  the  real  position  of  the  parties  to  this 
litigation.  The  Defendants'  father  is  living,  and  has  been  in  the  boot  and  shoe 
trade  all  his  life.  He  is  in  a  considerable  way  of  business  under  the  style  of 
44  W.  Knowles  A  Son"  with  a  good  London  trade.    He  is  a  manufacturer  and  a 

10  factor,  selling  both  English  and  American  boots  and  shoes,  with  a  wholesale 
warehouse  in  Hackney,  and  living  at  Stoke  Newington.  On  the  28th  of  June 
1901  a  lease  was  taken  in  the  name  of  the  Defendant  Lily  Clapp  for  three 
years,  with  the  option  of  extending  the  term,  of  a  shop  and  premises,  No.  2, 
High  Street,  Putney.    One  Sydney  Barrar  had  previously  carried  on  business 

15  there  under  the  style  of  the  "B.  A.  C.  Boot  and  Shoe  Company"  the  letters 
standing  for  British,  American,  Continental.  The  Defendants  did  not  purchase 
Barrar's  business  or  goodwill,  but  they  did  purchase  a  portion  of  his  stock, 
and  Barrar  gave  them  a  lot  of  printed  billheads  or  counter  checks.  It  is 
admitted  that  the  Defendants'  father  assisted  the  Defendants  with  money  to 

20  take  and  start  the  shop.  The  Defendants  entered  into  possession  of  the 
premises  about  the  28th  of  June  1901,  sold  off  the  stock  purchased,  and  then 
closed  the  premises  and  redecorated  them,  and  on  the  23rd  November  1901 
reopened  them  under  the  style  of  "  The  London  AmeHcan  Shoe  Company" 
I  speak  of  the  Defendants  in  the  plural,  but  Lily  Clapp  is  the  only  one  of  the 

25  three  Defendants  taking  an  active  part  in  carrying  on  the  business.  Her  sisters, 
Rose  and  May,  who  were  called,  said  that  they  lived  partly  at  home  and  partly 
with  their  sister  in  Putney ;  they  had  had  no  previous  experience  of  the  trade  and 
fell  in  with  their  sister's  views.  There  is  no  written  agreement  of  partnership 
between  them.    The  Defendant  Lily  Clapp  said  that  before  they  went  into 

30  possession  of  the  shop  they  had  determined  on  taking  the  name  44  London 
44  American  Shoe  Compiny"  There  was  already  a  well  known  American  Shoe 
Company  carrying  on  business  in  London,  and  the  Defendants  were  starting, 
not  in  London  but  in  Putney ;  and  Lily  Clapp  was  unable  to  explain  why, 
starting  in  business  at  Putney,  she  took  the  name  as  she  did,  except  that  the 

35  matter  was  discussed  with  her  father  and  that  was  the  name  determined  on. 
She  did  say  that  she  knew  nothing  about  American  shoes  before  starting,  and 
did  not  know  there  was  a  considerable  sale  for  American  shoes  in  England ; 
but  nevertheless,  from  the  time  of  commencing  business,  they  intended  to  sell 
principally  American  boots  and  shoes. 

40  On  the  23rd  of  December  1901  the  Plaintiffs'  solicitors  wrote  to  the  Defendant, 
Lily  Clapp,  the  letter  of  that  date,  complaining  of  the  use  of  the  name,  "London 
"  American  Shoe  Company."  This  letter  is  answered  by  Mr.  Syrett,  a  solicitor. 
Mr.  Syrett  wrote,  a  few  days  afterwards,  that  he  was  arranging  to  see  the  father 
of  the  Defendants,  who  instructed  him  on  behalf  of  the  Defendants,  and  that 

45  when  he  had  obtained  the  father's  instructions  he  would  write  further.  It  is 
quite  obvious  from  this  letter  that  the  person  in  the  background  really 
instructing  and  managing  the  matter  was  the  father.  He  is  consulted  about  the 
name  before  it  is  taken,  and  he  gives  instructions  to  the  solicitor  when  there  is 
a  complaint.    On  the  9th  of  January  1902  there  is  an  interview  between  the 

50  Plaintiffs'  solicitor  and  the  Defendants'  solicitor,  when  the  former,  on  being 
asked  the  question,  told  the  latter  that  his  clients  would  object  to  the  title, 
44  Putney  American  Shoe  Company"  and  the  Defendants'  solicitor  said  that  he 
was  seeing  his  clients'  father  on  the  matter ;  and  upon  the  father's  instructions 
Mr.  Syrett  wrote  the  letter  of  the  14th  of  January  1902,  in  which  he  says  that 

55  after  considering  the  cases  bearing  on  the  subject,  the  Defendants  will 
discontinue  using  the  name  "London  American  Shoe  Company"  and  will  alter 
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it  to  u  British  and  American  Shoe  Company  "  ;  and  when  that  name  is  objected 
to,  and  it  ia  pointed  out  that  the  juxtaposition  of  the  three  words  "American 
"  Shoe  Company  "  is  the  crux  of  the  matter,  there  is  a  refusal  to  make  any  other 
change. 

After  the  cross-examination  of  the  Defendant,  Lily  Clapp,  on  the  subject  of  5 
her  father's  business,  and  as  to   bis  assisting  the  Defendants  to  start  their 
business,  and   the  part  he  took  in  selecting  the  nime,  I  was  considerably 
surprised  that  the  father  was  not  called.    The  very  person  upon  whose  instruc- 
tions the  solicitor  consents  to  make  one  change,  and  refuses  to  make  any  other, 
does  not  come  forward  and  explain  his  attitude.     I  am  quite  satisfied  that  the  10 
name  4*  Lrmdon  Ameriran  Shoe  Company"  was  not  adopted  innocently  for  the 
Putney  business,  and  that  when,  upon  the  instructions  of  the  father,  the  solicitor 
consented  to  make  a  change,  it  was  not  with  a  view  of  taking  a  name  which 
would  preclude  confusion  as  far  as  possible,  but  it  was  the  nearest  approach  to 
the  Plaintiffs1  name  which  it  was  thought  that  the  Defendants  could  take  and  be  15 
beyond  the  reach  of  the  law.     It  is  quite  idle  to  expect  me  to  believe  that  these 
young  women  were  acting  innocently  or  in  good  faith  in  insisting  on  taking 
and  retaining  the  name  of  u  The  British  and  American  Sh/»e  Company  "  when 
it  was  beini?  objected  to  by  the   Plaintiffs;    when  a  Chancery  action  was 
threatened  if  they  did  so ;    when  other  names  were  suggested  to  which  the  20 
Plaintiffs  would  offer  no  objection  ;  when  the  Defendants  were  making  some 
change  of  name,  and  had  as  yet  incurred  no  expense  in  re-painting  their  name, 
or  in  billheads  or  invoices  or  other  stationery  ;  and  when  it  is  urged  on  their 
behalf  that  they  had  no  special  reason  for  insisting  on  the  particular  name 
taken.    Honest  persons  struggling  to  earn  a  living  would  not  so  act.    I  arrive  at  25 
a  precisely  opposite  conclusion.     When  they  took  the  name  of  "  The  British 
"  and  American  Shoe  Company "  they  knew  full  well    of   the    Plaintiffs' 
American  Shoe  Company,  and  they  hoped  to  gain  custom  by  the  Plaintiffs' 
advertisements  and  by  the  name  and  reputation  of  the  Plaintiffs'  goods.    On 
the  facts  proved,  and  the  proper  inferences  to  be  drawn  from  them,  I  arrive  at  the  30 
conclusion  that  the  Defendants  took  the  name  fraudulently  and  not  innocently. 

The  question  then  remains  whether  the  names  "London  American  Shoe 
"  Company"  or  "British  and  American  Shoe   Company"  are  calculated  to 
deceive,  and  whether  the  Defendants  have  discontinued  the  use  of  the  former 
name  as  promised.    Upon  the  probability  of  deception  there  is  a  curious  piece  of  35 
evidence.    Upon  the  motion  for  an  injunction  the  Defendants  made  an  affidavit, 
in  which  they  said  that  previous  to  the  commencement  of  the  action  they  were 
much  troubled  by  the  fact  that  several  well  dressed  ladies  called  at  their  shop 
and  endeavoured  to  induce  them  to  state  that  their  shop  was  a  branch  of  the 
Plaintiffs'  business  in  Regent  Street,  and  that  they  believed  that  these  ladies  were  40 
sent  by  the  Plaintiffs.     In  the  Defendants'  further  affidavit  they  give  further 
particulars :  they  place  the  first  occasion  as  early  in  December  1901,  and  the 
second  occasion  a  few  weeks  later.     On  each  occasion  the  ladies  asked  to  be 
supplied  with  American  shoes,  and   left  without  making  any  purchase  on 
ascertaining  that  the  Defendants'  shop  had  no  connection  with  the  American  45 
Shoe  Company  in  Regent  Street.     Upon  the  motion  the  Defendants  brought 
forward  this  incident,  and  suggested  that,  having  regard  to  the  questions  asked 
about  the  connection  of  the  Defendants  with  the  Plaintiffs'  American  Shoe 
Company,  these  ladies  must  have  been  sent  by  the  Plaintiffs.     It  now  appears 
clearly  that  such  was  not  the  case,  and  the  Plaintiffs  were  not  in  any  way  50 
responsible  for  these  visits,  and  were  not  even  aware  of  them.     In  my  opinion 
the  true  explanation  of  the  incident  is  that  the  ladies  entered  the  shop  in  the 
belief  that  it  was  a  branch  shop  of  the   Plaintiffs'  business,  but  they  were 
prudent  enough  to  ask  questions  before  purchasing,  and  so  found  out  their 
mistake  in  time.    If  they  had  not  chanced  to  make  inquiries,  in  all  probability  55 
they  would  have  been  deceived.    If  this  incident  occurred  in  December,  as  the 
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Defendants  allege,  the  Defendants  must  have  known  the  probability  of  decep- 
tion before  the  14th  of  January  1902,  when  they  determined  to  take  the  name 
complained  of,  and  also  before  the  23rd  of  December  1901,  when  the  Plaintiffs 
complained  of  their  previous  name,  although,  in  cross-examination,  the 
5  Defendant,  Lily  Clapp,  denied  that  she  had  ever  heard  of  the  American  Shoe 
Company  before  the  2:*rd  of  December  1901. 

In  addition  to  the  evidence  as  to  the  visit  of  these  ladies,  there  is  considerable 
evidence  of  the  probability  of  deception.  The  Plaintiffs  commenced  these  pro- 
ceedings promptly  after  the  Defendants  assumed  and  refused  to  alter  the  name 

10  complained  of,  and  they  have  brought  the  action  speedily  to  trial  ;  but  it 
appears  from  the  cross-examination  of  Mr.  Oingell  that  several  customers  at 
the  Regent  Street  shop  have  told  the  Plaintiff  Company's  servants  that  the 
Plaintiff  Company  have  opened  a  place  at  Putney ;  several  times  inquiry  has 
been  made  at  the  Plaintiffs'  Richmond  shop  by  their  customers  with  reference 

15  to  the  Plaintiffs  having  opened  a  shop  at  Putney;  and  the  manager  of  the 
Richmond  shop  stated  that  they  had  several  customers  at  that  branch  from 
Putney.  I  am  of  opinion  that  upon  that  evidence  the  Plaintiffs  have  established 
the  probability  of  deception ;  that  the  Defendants'  business  will  be  mistaken 
for  a  branch  of  the  Plaintiffs'  business ;  that  persons  desiring  and  wishing  to 

20  deal  with  the  Plaintiffs  will  thereby  be  led  to  deal  with  the  Defendants  ;  that  a 
customer  walking  into  the  Defendants'  shop  and  buying  their  American  goods 
would  do  so  in  the  belief  that  they  were  the  Plaintiffs'  goods ;  and  that  the 
Plaintiffs  will  not  only  thereby  lose  the  custom  intended  for  them,  but  will 
also  suffer  damage  to  their  reputation. 

25  It  was  urged  by  the  Defendants  that  their  goods  were  of  an  inferior  quality 
to  the  Plaintiffs'  and  cheaper  in  price,  and  that  on  that  account,  and  by  reason 
of  their  different  appearance,  no  one  could  be  deceived  into  thinking  that  the 
goods  sold  by  the  Defendants  were  really  sold  by  a  branch  of  the  Plaintiffs' 
house  ;  but  on  the  only  billhead  or  invoice  which  the  Defendants  have  yet 

30  used  their  goods  are  described  as  "high  grade,"  and  the  evidence  establishes 
that  there  is  great  similarity  in  the  appearance  of  all  American  boots  and  shoes  as 
opposed  to  British  and  Continental  boots  and  shoes  ;  that  a  customer  cpuld  only 
judge  the  quality  of  American  boots  and  shoes  by  their  wear,  the  appearance  of 
the  different  qualities  being,  to  the  ordinary  public,  practically  the  same. 

35  Moreover,  one  case  has  been  distinctly  proved,  and  was  indeed  admitted  by  the 
Defendants'  assistant,  in  which  English  made  shoes  had  been  sold  and  passed 
off  as  American.  Such  conduct  attributed  to  a  branch  of  the  Plaintiffs'  business 
would  be  calculated  to  do  the  Plaintiffs  material  injury.  A  very  experienced 
trade  witness,  called  by  the  Defendants,  admitted  in  cross-examination  that  if 

40  the  Defendants  had  simply  taken  the  name  "  The  A  merican  Shoe  Company  " 
he  would  then  certainly  have  thought  that  the  Plaintiffs  had  opened  a  small 
branch  at  Putney. 

With  regard  to  the  name  "London  American  Shoe  Company"  which  the 
Defendants  promised  to  discontinue  using,  it  is  hardly  disputed  that  it  was 

45  calculated  to  deceive.  Mr.  Richardson,  a  witness  called  by  the  Defendants, 
admitted  that  such  name  would  naturally  lead  people  to  suppose  that  it  had  a 
connection  with  London ;  that  it  was  a  London  shop  which  had  opened  a 
branch  at  Putney.  The  Defendants  have  not  entirely  but  have  only  partially 
discontinued  using  the  name  " London  American  Shoe  Company"  ;  they  have 

50  retained  it  on  an  ornamental  label  which  appears  prominently  on  the  goods 
sold  by  them.  Two  instances  of  sales  of  goods  bearing  such  labels  as  late  as 
March  1902  were  proved ;  and  the  only  explanation  given  by  the  Defendants 
is  that  upwards  of  two  months  previously  instructions  had  been  given  to  remove 
those  labels,  but  that  the  work  was  only  being  done  gradually,  and  the  portion 

55  of  the  shop  containing  the  ladies'  shoes  sold  in  March  had  not  been  reached, 
and  the  Defendant  Lily  Clapp  refused  to  swear  that  the  process  had  even  yet 
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been  completed.  I  am  of  opinion  that  it  is  essential  for  the  Plaintiffs1  protec- 
tion that  any  injunction  granted  should  extend  to  the  name  "  London  American 
"  Shoe  Company." 

Notwithstanding  the  conclusions  of  fact  to  which  I  have  arrived,  the  Defen- 
dants contend  that  an  injunction  could  not  be  granted  as  the  words  "  American  5 
"  Shoe  Company  "  were  descriptive,  and  the  effect  of  an  injunction  would  be 
to  give  the  Plaintiffs  a  monopoly  in  those  descriptive  English  words.    My 
judgment  is  based  upon  the  jurisdiction  of  the  Court  to  restrain  fraud.    Lord 
Herschell  pointed  out  in  Reddaivay  v.  Banham  (L.R.  (1896)  App.  Cas.  at  page 
211)  that  a  man  may  so  use  even  his  own  name  in  connection  with  the  sale  of  10 
goods  as  to  make  a  false  representation.    It  is  such  user  which  is  restrained  by 
the  Courts  ;  and  none  the  less  so  because  the  name  restrained  consists,  not  of  a 
a  patronymic,  but  of  words  forming  part  of  the  common  stock  of  language, 
adopted  as  a  name  for  trade  purposes.    If  the  result  of  the  adoption  and  user  of 
such  a  name  by  the  Defendants  is  to  enable  them  to  cheat  and  defraud  the  15 
Plaintiffs  of  some  of  their  legitimate  trade,  it  is  clearly  established  that  such 
user  may  be  restrained  by  injunction. 

The  question  remains  whether  the  Plaintiffs  are  precluded  from  obtaining 
relief  by  any  breaches  of  sections  41  and  42  of  the  Companies  Act,  1862.  Shortly 
after  the  Plaintiffs  commenced  using  the  name  of  the  "  American  Shoe  Cam-  20 
"  pany,"  on  the  occasion  of  their  suing  to  recover  some  small  debt,  Mr.  Percy 
Clarke,  their  solicitor,  pointed  out  to  them  the  obligations  of  the  Companies 
Act,  since  which  date  the  Plaintiffs  have  kept  painted  up  at  every  place  of 
business  of  theirs  their  name,  H.  E.  Randall,  Ld.  One  day  last  year  the  same 
solicitor,  when  in  their  shop,  happened  to  see  a  counter  check,  or  invoice,  25 
without  their  name  on  it,  and  he  drew  their  attention  to  the  fact,  and  since  that 
time  their  name,  H.  E.  Randall,  Ld.,  has  appeared  thereon.  Their  name  has 
not  usually,  until  recently,  appeared  on^ their  advertisements,  but  I  am  satisfied 
that  the  omissions  have  been  made  inadvertently.  The  question,  however,  is — 
Does  this  omission  preclude  their  right  in  this  action  to  an  injunction  ?  Although  30 
on  all  shops  of  the  American  Shoe  Company  the  words,  "  H.  E.  Randall,  Ld., 
w  proprietors,"  have  appeared  conspicuously  over  the  door  for  a  considerable 
time  past  they  do  not  appear  to  have  attracted  much  attention,  and  many 
persons  were  unaware  that  the  Plaintiffs  were  the  proprietors  of  the  American 
Shoe  Company.  The  argument  addressed  to  me  was,  that  if  the  Plaintiffs  had  35 
bought  an  old  business  and  carried  it  on  under  the  old  name  exactly,  without 
their  own,  they  might  have  obtained  protection  for  it ;  but  as  the  Plaintiffs  did 
not  purchase  an  existing  business,  but  by  their  exertions  have  created  and  made 
famous  the  name  and  reputation  and  business  of  the  American  Shoe  Company, 
the  latter  have  been  unlawfully  acquired  and  are  not  entitled  to  protection.  I  40 
am  of  opinion  that  no  such  distinction  can  be  established  between  a  business 
bought  and  a  business  created  and  established.  The  Companies  Act,  1862, 
sections  41  and  42,  imposes  certain  penalties  for  non-compliance  with  its  pro- 
visions :  but  the  additional  penalty  of  forfeiting  its  goodwill  to  any  dishonest 
person  who  chooses  to  steal  it  is  not  imposed  by  the  Statute.  In  my  opinion  the  45 
present  case  is  governed  in  principle  by  the  decision  of  the  House  of  Lords  in 
Wright  v.  Horton  (L.R.  12  App.  Cas.  371),  and  in  this  respect  I  follow  the 
recent  decision  of  Mr.  Justice  Farwell  in  Pearks,  Gunston.  and  Tee,  Ld.  v. 
Thompson,  Talmey  A  Co.  (18  R.P.C.  185). 

The  injunction  will  be  "  to  restrain  the  Defendants  or  any  of  them,  their  50 
"  servants  and  agents,  from  carrying  on  business  under  the  name  or  style  of 
"  '  The  London  American  Shoe  Company]  or  'The* British  and  American 
"  '  Shoe  Company]  or  any  other  name  and  style  which  so  nearly  resembles  the 
"  name  of  "  The  American  Shoe  Company  "  as  to  represent  or  lead  to  the  belief 
"  that  the  Defendants'  business  is  a  branch  of  or  connected  with  the  business  55 
"  of  the  Plaintiffs."    The  Defendants  must  pay  the  costs  of  the  action. 
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Before  The  Solicitor-General. 


June  4th,  J  902. 


In  the  Matter  of  an  Application  for  a  Patent  by  A.  B. 


Opposition  to  the  grant  of  a  Patent  on  the  ground  that  the  invention  had 
5  been  patented  upon  an  application  of  prior  date.  There  was  no  appearance  on 
behalf  of  either  of  the  parties,  and  the  Comptroller-General  decided  to  seal  a 
Patent  on  the  application.    The  Opponent  appealed. 

Held,  that  the  appeal  be  dismissed. 

Where  the  opposition  is  not  a  genuine  opposition,  but  is  entered  merely  for 

10  the  purpose  of  delaying  the  sealing  of  the  Patent,  applicants  run  a  grave  risk 

of  entirely  losing  their  Patents.    The  Law   Officer    will  not  grant  orders 

extending  the  time  for  sealing  without  satisfactory  evidence  that  the  proceedings 

were  not  collusive. 

On  the  4th  of  October  1900,  A.  B.  applied  for  the  grant  of  a  Patent,  and 

15  obtained  an  extension  of  time  for  three  months  for  the  acceptance  of  his 
Complete  Specification.  On  the  acceptance  being  advertised  notice  of  opposition 
was,  on  the  14th  of  March  1902,  given  by  O.  D.9  on  the  ground  that  the 
invention  had  been  patented  upon  an  application  of  prior  date.  The  Comptroller- 
General  appointed  the  29th  of  April  1902  for  hearing  the  opposition.     Neither 

20  the  Applicant  nor  the  Opponent  attended,  and  the  Patent  was,  on  the  2nd  of 
May,  directed  to  be  sealed.  On  the  16th  of  May  the  Opponent  gave  notice  of 
appeal,  and  on  the  28th  of  May  notice  of  the  hearing  of  the  appeal  on  the  4th  of 
June  was  sent  to  the  Applicant  and  the  Opponent.  After  certain  letters  and 
telegrams,  which  are  more  particularly  referred  to  in  the  judgment  of  the 

25  Solicitor-General,  the  matter  came  before  the  Solicitor-General  on  the 
4th  of  June  1902.    No  one  appeared  for  either  the  Applicant  or  the  Opponent. 

Sir  E.  CARSON,  S.-G. — I  desire  to  make  a  few  remarks  about  this  case, 
because  of  the  importance  that  it  may  be  in  the  future  to  applicants  for 
Patents. 

30  Neither  the  Applicant  nor  the  Opponent  appear  before  me,  both  of  them 
having  had  due  notice,  as  required  by  the  rules,  of  the  hearing  to-day. 
Ordinarily  all  I  should  do  would  be  to  order,  under  those  circumstances,  that 
the  decision  of  the  Comptroller  should  be  affirmed.  But  upon  looking  through 
the  papers  in  this  case  I  cannot  but  think  that  this  is  one  of  those  cases,  which  I 

35  am  obliged  to  say  I  find  are  not  altogether  infrequent,  of  oppositions  being 
entered  which  are  not  genuine  oppositions  at  all,  and  which,  to  my  mind,  are  a 
great  abuse  of  the  processes  provided  by  the  Statute. 
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When  these  oppositions  are  entered  they  entail  a  considerable  amount  of 
work,  and  expense,  in  the  Patent  Office,  and,  after  the  Comptroller's  decision  is 
given,  they  are  sometimes  brought  further  into  this  department,  and  the  Office 
is  used  for  the  purpose  of  obtaining  a  hearing  which  was  never  intended,  or 
never  expected,  to  have  any  result  whatever.  5 

I  am  aware  that  this  process  has  been  resorted  to  for  the  purpose  of  extending 
the  time  in  which  the  Patent  will  be  sealed,  and  that,  as  I  understand  it,  for  the 
purpose  of  enabling  the  necessary  proceedings  to  be  taken  in  America  or  other 
foreign  countries,  to  ensure  the  Patent  being  sealed  there  also  in  due  time,  and 
before  the  Patent  is  sealed  in  this  country,  or  at  all  events  at  such  time  as  will  10 
prevent  the  Patent,  if  sealed  here,  operating  to  defeat  th9  Patent  in  foreign 
countries.  But  I  desire  to  say  that,  so  far  as  I  am  concerned,  I  find  no  right 
whatsoever  under  the  Act  of  Parliament  that  any  such  oppositions  should  be 
entered  for  this  indirect  purpose  ;  and  I  consider  oppositions  so  entered  a  gross 
abuse,  either  by  applicants  for  Patents  or  by  Patent  agents,  of  the  proceedings  15 
in  the  Comptroller's  Office,  and  subsequently,  when  appeal  is  taken,  in  this 
department. 

Now  in  the  present  case  the  Applicant  applied  for  a  Patent  as  far  back 
as  the  4th  of  October  1900.  He  made,  as  he  was  entitled  to  do  under 
the  Statute,  applications  for  extension  of  the  time  for  the  acceptance  of  the  £0 
final  Specification,  for  the  full  three  months  allowe'd  by  the  Act  of  Parliament. 
Then  upon  the  acceptance  being  advertised  an  opposition  was  entered,  which 
I  have  no  doubt  upon  the  papers  before  me  was  simply  entered  for  the  purpose 
of  obtaining  further  time.  The  opposition  was  entered  upon  the  14th  of  March 
1902,  and  the  hearing  was  duly  appointed  by  the  Comptroller  upon  the  29th  of  85 
April  in  the  same  year.  At  the  hearing,  I  find  from  the  decision  of  the 
Comptroller,  neither  the  Applicant  nor  the  Opponent  attended,  and  the 
Comptroller  states  in  his  judgment  that,  "  in  the  absence  of  any  indication 
"from  the  Opponent,  I  entirely  fail  to  see  upon  what  ground  he  bases  his 
"  opposition  " ;  and  the  Comptroller  also  reports  to  me  that  the  action  of  the  30 
Opponent  in  this  case  gives  rise  to  a  strong  suspicion  that  the  opposition  is  a 
bogus  one,  and  I  should  think  that  the  opinion  of  the  Comptroller  is,  so  far  as 
I  can  see,  well  founded.  Notwithstanding  that  nobody  appeared  at  the  hearing 
before  the  Comptroller,  on  the  decision  being  given  on  the  2nd  of  May  an 
appeal  was  entered  to  this  department  on  the  16th  of  May.  On  the  28th  of  35 
May  notice  of  the  hearing,  appointing  to-day  for  the  hearing  before  me,  was 
sent  out  to  the  Applicant  and  to  the  Opponent,  and  upon  the  29th  of  May  the 
Opponent  wrote,  acknowledging  the  notice  of  the  appointed  time  of  the  hearing, 
making  no  objection  whatsoever  to  the  date  of  the  hearing,  and  making  no 
suggestion  that  the  hearing  should  be  postponed.  That  letter,  I  may  say,  was  40 
dated  from  Leeds.  On  the  same  day,  the  29th  of  May,  the  Applicant's  agents, 
who  I  notice  are  chartered  agents,  write,  acknowledging  also  the  notice  of 
appointment,  stating  that  they  understand  the  Opponent,  whose  letter  was  received 
from  Leeds  on  the  same  day,  was  "  at  present  in  America,"  and  stating  that  the 
Applicant  would  not  attend  the  hearing  or  be  represented — carrying  on  very  45 
much  the  same  kind  of  proceeding  as  had  taken  place  before  the  Comptroller. 
Then  upon  the  31st  of  May  a  telegram  was  received  in  this  department  that 
the  Opponent,  who  was  alleged  by  the  Applicant  to  be  in  America,  on  the  29th 
of  May,  was  in  Italy,  and  asking  for  a  postponement  of  the  case  ;  and  upon  the 
same  day  the  Applicant,  who  had  already  informed  us  that  he  had  no  intention  50 
whatsoever  of  being  present  or  being  represented  at  this  hearing,  in  a  very 
accommodating  manner  sends  a  telegram  to  say  he  is  agreeable  to  a 
postponement 

Under  these  circumstances  I  have  not  the  least  doubt  whatsoever  that  there 
is  no  reality  in  these  proceedings  at  all ;  that  the  entire  matter  is  a  sham  ;  that  55 
the  Comptroller's  department,  and  this  department,  are  simply  being  made  use 
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of  under  this  process  for  an  indirect  purpose — that  of  an  extension  of  time  ; 
and  I  have  not  the  least  intention  of  allowing  myself  to  be  any  party  to  such 
proceedings.  No  one  appears  here  to-day,  no  one  has  made  any  declaration, 
or  any  statement  setting  out  any  reason  whatsoever  why  there  should  be  a 
5  postponement,  and,  therefore,  I  shall  not  grant  any. 

I  only  desire  to  add  this :  that  I  wish  to  direct  the  attention  of  appli- 
cants for  Patents,  and  of  Patent  agents,  to  the  grave  risk  they  run  of 
entirely  losing  their  Patents  if  this  system  of  entering  bogus  oppositions  is 
continued.    When  the  time  fixed  by  the  Act  of  Parliament  for  sealing  the 

10  Patent  expires  by  reason  of  opposition  being  entered  no  Patent  can  be  sealed 
without  an  order  from  the  Law  Officer  that  the  time  shall  be  extended.  The 
jurisdiction  of  the  Law  Officers  arises  solely  if  they  think  that  that  extension 
becomes  necessary  by  reason  of  the  opposition.  But  of  course  it  is  perfectly 
clear  that  if  that  opposition  is  bogus  and  collusive,  as  it  has  been  in  more  than 

15  one  case  that  has  lately  come  under  my  notice,  the  Law  Officers  have  no  power 
whatsoever  to  extend  the  time  under  the  Statute  ;  and  for  my  own  part  in  the 
future  when  these  applications  are  made  to  me  to  extend  the  time  by  reason  of 
the  expiration  of  the  limits  fixed  by  the  Act  of  Parliament  having  been  exceeded, 
if  I  have  the  least  suspicion,  or  if  the  Comptroller  has  the  least  suspicion,  that 

80  the  oppositions  are  not  genuine  oppositions,  I  shall  certainly  not  grant  these 
Orders  extending  the  time  without  evidence  which  will  satisfy  me  that  the 
proceedings  are  not  collusive.  The  result  of  the  refusal  of  such  extension  of 
time  is  a  very  serious  matter,  because  if  the  time  is  not  extended  the  Patent 
cannot  be  sealed,  and  the  Applicant  may  lose  the  whole  advantage  of  his 

25  invention. 

I  desire  to  say  also  that,  in  my  opinion,  it  is  improper  for  Patent  agents  to 
lend  themselves  to  the  entry  of  bogus  oppositions.  Although  the  object  with 
which  they  do  it  may  be  one  entirely  in  the  interests  of  their  clients,  and  may 
be,  in  some  respects,  an  object  with  which  one  may  sympathise,  still  that  is  not 

30  the  purpose  for  which  oppositions  are  to  be  entered  ;  and  in  the  future,  if  I 
come  to  the  conclusion  in  any  case  that  there  is  reasonable  ground  for  supposing 
that  any  chartered  agent,  or  any  agent  who  practices  before  the  Comptroller, 
'    has  lent  himself  to  the  entering  of  an  opposition  which  is  not  a  genuine  opposi- 
tion, or  is  one  made  in  collu.>ion  with  the  applicant  for  the  Patent,  I  shall 

35  certainly  report  the  matter  to  the  Board  of  Trade,  and  let  the  Board  of  Trade 
take  such  steps,  if  any,  as  they  may  think  proper  under  the  circumstances.  If 
there  is  a  necessity  for  a  longer  period  being  granted  before  the  Patents  are 
sealed,  by  reason  of  foreign  applications — and  of  that  I  say  nothing,  because  I 
think  very  often  the  times  limited  in  foreign  countries,  just  as  the  times  limited 

40  in  this  country,  are  exceeded  through  the  negligence  and  delays  of  the  parties 
themselves ;  but,  at  all  events,  be  that  as  it  may,  if  there  is  a  necessity  for 
further  extensions  of  time  it  must  not  be  procured  by  this  indirect  method, 
which  makes  use  of  the  Patent  Office,  and  puts  the  public  thereby  to  expense,  for 
objects  and  purposes  which  were  never  intended  by  Parliament. 

45  In  this  case  I  shall  simply,  as  nobody  appears,  dismiss  the  appeal ;  then  when 
the  matter  comes  before  me,  if  the  ordinary  time  for  sealing  the  Patent  has 
been  exceeded  (and  I  believe  the  case  is  in  that  condition)  I  shall  certainly 
not  grant  any  extension  of  time  without  hearing  the  Applicant  or  his  Patent 
agent,  and  what  explanation  he  is  able  to  give. 
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In  the  High  Court  of  Justice.— King's  Bench  Division 


Before  Mr.  Justice  Wright. 


March  8th  and  May  15th,  1902. 


Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  United  Rubber  Works,  Ld., 

and  R.  S.  Wood.  5 


Patent. — Action  for  infringement. — Infringement  denied. — Judgment  for 
Plaintiffs. 

The  owners  of  the  Welch  Patent,  having  brought  an  action  for  infringement 
of  the  same,  the  Defendants  denied  infringement.  The  tyre  complained  of  by 
the  Plaintiffs  had  in  its  edges  wires,  each  of  which  had  an  overlap  of  more  10 
than  half  the  circumference,  and  had  its  ends  joined  by  a  spiral  spring,  and  on 
either  side  of  such  spring  loops  were  formed  which  projected  through  the  canvas 
pocket,  and  which  could  be  connected  by  Jiooks  with  the  loops  in  the  other  wire. 
The  Defendants  contended  that  the  edges  of  the  tyre  were  extensible. 

Held,  that  in  operation  the  wires  acted  as  practically  inextensible  wires,  and  15 
thai  the  Defendants  had  infringed.    Judgment  was  given  for  the  Plaintiffs. 

On  the  5th  of  February  1902,  the  Dunlop  Pneumatic  Tyre  Company,  Ld^ 
and  the  Pneumatic  Tyre  Company,  Ld.,  commenced  an  action  against  the 
United  Rubber '  Works,  Ld.,  and  Richard  Samuel   Wood  for  infringement  of 
Welch's  Patent  (No.  14,563  of  1890),  claiming  the  usual  relief,  and  costs  as  80 
between  solicitor  and  client 

On  an  application  by  Summons  for  an  interlocutory  injunction  the  Defendants 
undertook  to  keep  an  account,  and  admitted  the  sale  of  the  alleged  infringing 
articles,  and  it  was,  on  the  8th  of  March  1902,  ordered  that  the  Summons 
should  stand  to  the  trial,  and  that  there  should  be  no  pleadings.  25 

The  alleged  infringing  tyre  had  in  its  edges  wires,  each  of  which  had  an 
overlap  of  more  than  half  the  circumference,  and  had  its  ends  joined  by  a 
spiral  spring,  thus  completing  a  second  convolution.  On  either  side  of  such 
spring  loops  were  formed  which  projected  through  the  canvas  pocket,  and 
which  could  be  connected  by  hooks  with  the  loops  in  the  other  wire.  30 
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The  following  extracts  from  the  affidavits  filed  on  the  Summons  sufficiently 
indicate  the  contentions  of  the  parties  in  respect  to  the  alleged  infringing 
tyre : — Mr.  Frank  Cyril  Baisley,  in  his  affidavit,  stated  that  the  alleged 
infringing  tyre  infringed  claims  1,  5,  9,  10,  11,  12,  13,  and  14  of  Welch's 
5  Specification,  and  said  (5)  that  in  the  tyre  complained  of  he  found  when 
the  wires  were  fixed  within  the  canvas  pocket  an  arched  outer  cover  of 
which  the  edges  were  made  inextensible,  and  that  the  tyre,  when  inflated,  was 
held  on  to  the  rim  precisely  in  the  same  manner  as  the  pneumatic  tyres 
described  and  claimed  in  Welch's  Specification  were  held  on.    Mr.  Thomas  Sliaw, 

10  the  secretary  of  the  Defendant  Company,  after  denying  that  the  tyre  complained 
of  was  an  infringement,  stated  that  he  desired  to  call  attention  to  the  facts 
appearing  in  the  following  paragraphs,  viz. : — "  (6)  In  the  tyres  referred  to  in 
the  said  affidavit  of  Edward  S.  Cheer  "  (the  alleged  infringing  tyres)  "  will  be 
44  found  an  outer  covering  with  edges  of  very  elastic  character,  so  elastic  in  fact 

15  "  that  they  can,  in  ordinary  circumstances,  be  extended  4  inches  each.  In 
44  consequence,  claiming  clause  4  of  the  said  Letters  Patent  of  Welch  has  not 
44  been  infringed  as  alleged,  and  the  first  part  of  paragraph  5  of  the  said 
44  affidavits  of  the  said  Frank  Cyril  Baisley  is  inaccurate.  (7)  In  such  tyres, 
44  also,  it  will  be  found  that  the  elastic  wire  or  core,  or  its  equivalent,  on  each 

20  "  side  of  the  cover  goes  about  one  and  a  half  times  round  a  rim  and  is  not 
44  endless,  but  on  the  contrary  leaves  two  ends.  These  two  ends  on  one  side  of 
44  the  outer  covering  are  hooked  to  the  two  ends  on  the  other  side  of  the  said 
44  covering.  By  reason  solely  of  this  hooking,  and  for  no  other  cause,  the  outer 
44  covering  is  held  in  its  place.     The  said  hooking  is  the  joining  of  the  two 

25  "  opposite  edges  of  the  outer  covering,  and  does  not  amount  to  a  joining  of  the 
44  two  ends  before  mentioned.  Accordingly,  claiming  clauses  5,  9, 10, 12,  13, 
44  and  14  of  the  said  Letters  Patent  of  Welch  have  not  been  infringed  as  alleged, 
44  and  the  sebond  part  of  paragraph  5  of  the  said  affidavit  of  the  said  F.  C. 
44  Baisley  is  inaccurate." 

30      Claim  4  of  Welch's  Specification  was  as  follows  : — u  A  rubber  or  elastic  tyre, 

44  having  the  form  of  a  saddle  or  arch  in  section,  lined  with  canvas,  in  combina- 

44  tion  with  two  wires  or  sufficiently  inelastic  cores  for  securing  the  same  to  the 

44  rims  or  tyres,  substantially  as  herein  described." 

The  Specification  will  be  found  set  out  in  the  report  of  the  Pneumatic  Tyre 

35  Company  v.  Leicester  Pneumatic  Tyre  Company  (16  R.P.C.  531),  where  the 
Patent  was  upheld  by  the  House  of  Lords,  and  the  invention  was  stated  to 
consist  in  the  application  to  a  wheel  of  a  saddle-shaped  tyre,  held  in  position  by 
two  inextensible  wires. 

T.  Terrell,  K.C.,  and  /.  C.  Graham  (instructed  by  J.  B.  and  F.  Purcihase) 

40  appeared  for  the  Plaintiffs ;  the  Defendant,  Wood,  appeared  in  person ;  the 
Defendant  Company  did  not  appear. 

Wright,  J. — I  have  no  doubt  whatever  that  Mr.  Wood  has  acted  in  perfect 
good  faith  in  this  matter,  and  that  he  had  not  any  idea  that  he  was  infringing 
the  Plaintiffs' Patent.     [Terrell*  K.C. — Your  Lordship  ought  to  know  that  he 

45  has  been  already  enjoined  from  infringing  this  Patent.]  I  dare  say.  It  adds 
emphasis  to  my  view  that  he  has  acted  in  perfect  innocence  and  good  faith,  and 
in  ignorance  of  what  the  law  is.  I  think  his  witness  also  acted  in  ignorance  of 
what  the  law  is.  I  have  no  doubt  that  Mr.  Wood  thinks  that  the  Defendants' 
tyre  is  not  an  infringement  of  the  Plaintiffs'  Patent,  because  it  is  an  improve- 

50  ment  upon  it.  That  is  his  idea.  It  may  be  an  improvement.  I  do  not  know. 
That  I  cannot  determine  here.  All  that  I  have  to  determine  is  whether  this 
infringes  the  principle  of  the  Patent  which  belongs  to  the  Plaintiff.  I  am 
bound  as  regards  that  by  two  cases— one  known  as  the  Casswell  case,*  the  other 

*  Pneumatio  Tyre  Company  v.  Cauxmll  (13  RJ\C.  164). 
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being  a  case  which  I  tried  myself  here  not  many  days  ago.*  It  is  quite  clear 
that  in  operation  the  Defendants'  wires  act  as  being  practically  inextensible. 
When  they  are  hooked  together  they  are  practically  inextensible,  although  by  a 
different  device  from  that  which  is  employed  by  the  Plaintiffs.  The  very 
object  of  the  arrangement  is  that,  when  the  ends  of  the  wires  are  properly  5 
hooked,  the  wires  shall  become  practically  fixed  ;  and,  although  they  may  be 
stretched  to  some  extent,  still  when  the  ends  are  hooked  and  they  are  in  place, 
and  the  tyre  is  inflated,  then  they  hold,  and  are  in  principle  an  inextensible 
edge.  Therefore  it  is  clear  that  there  has  been  an  infringement,  and  the 
Plaintiffs  are  entitled  to  judgment.  10 

Wood. — May  I  have  leave  to  appeal  ? 

WRIGHT,  J. — You  do  not  want  any  leave  ;  you  have  the  right  to  appeal 
without  leave.  As  to  the  Company,  of  course  there  will  be  judgment  against 
them,  because  they  have  not  appeared  here  at  all. 

Wood. — I  am  appearing  for  the  Company.  15 

Wright,  J. — No,  you  cannot.    You  are  appearing  for  yourself. 

*  Dunloj)  Pneumatic  Tyre  Company  v.  Ostrich  Tyre  and  Rim  Company,  ante,  page  865. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Byrne. 


April  21st  and  23rd,  1902. 


Reason  Manufacturing  Company,  Ld.  v.  Ernest  P.  Moy,  Ld. 


5  Patent. — Action  for  infringement. — Construction  of  Specification.— Subject- 
matter. — Invention. — Analogous  user. — Patent  field  valid. — Judgment  for 
Plaintiffs. 

-  Letters  Patent  were  granted  to  R.  for  "  Improvements  in  fuse  boxes  for 
u  electricity  supply  mains."    The  Patentee  claimed,  first,  the  construction  and 

10  arrangement  of  electrical  fuse  or  cut-out  boxes  or  covers  which  automatically 
prevent  access  being  obtained  to  more  than  one  main  at  a  time;  and,  secondly, 
the  construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes  substantially 
as  described  and  shown  in  the  Figures.  In  an  action  for  infringement  brought 
by  the  owners  of  the  Patent,  the  Defendants  alleged  that  the  Patent  was  invalid 

15  on  the  grounds  of  want  of  novelty,  want  of  utility,  and  want  of  subject-matter. 
The  Defendants  relied  on  the  user  of  interlocking  apparatus  in  signals  and 
otlier  things,  and  also  on  the  common  knowledge  that  in  certain  positions  doors 
interfered  with  one  another  in  opening.  The  Plaintiffs  alleged  that  the  Patentee 
had  for  a  useful  purpose  adopted  what  had  in  other  ways  only  been  known  as 

20  an  inconvenience. 

Held,  that  reading  the  whole  Specification  the  first  claim  ought  to  be  construed 
as  one  for  the  construction  and  arrangement  described  in  the  Specification,  and 
that  there  was  novelty,  utility,  and  subject-matter.  Judgment  was  given  for 
the  Plaintiffs. 

25      Moser  v.  Marsden  (13  R.P.C.  24)  discussed  as  to  whether  on  a  question  of 
construction  an  original  Specification  can  be  referred  to  after  amendment. 

2R 
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On  the  2 1st  of  March  1894  Letters  Patent  (No.  5863#  of  1894)  were  granted  to 
Henry  Reason  for  an  invention  of  u  Improvements  in  fuse  boxes  for  electricity 
44  supply  mains.9' 

The  Complete  Specification,  as  amended,  was  as  follows : — "  My  invention 
"  relates  to  the  construction  of  boxes  or  covers  for  electricity  supply  mains,  and  5 
"  has  for  its  object  the  prevention  of  accidental  short  circuiting  across  such 
"  mains  at  the  parts  where  they  are  usually  bared  for  the  insertion  of  safety 
"  fuses  and  which  parts  are  usually  protected  by  boxes  through  which  the 
"  electricity  mains  pass. 

"  I  construct  my  improved  boxes  or  covers  with  lids  attached  by  hinges  or  10 
"  otherwise  and  of  such  shape,  and  arranged  in  such  a  manner  that  the  lid 
"  which  on  being  opened  exposes  the  main,  prevents  any  other  lid  or  lids  being 
"  simultaneously  opened,  thus  access  can  only  be  obtained  to  one  main  at  a 
44  time.    I  carry  out  my  invention  in  different  ways  by  one  of  which  I  construct 
"  two  boxes,  preferably  oblong,  with  boles  at  both  ends  for  the  mains  to  pass  15 
"  through  and  each  box  is  provided  with  a  hinged  lid  having  sides  of  suitable 
"  depth,  and  I  fix  said  boxes  on  a  base  with  their  backs  or  hinged  parts  opposite 
"  each  other  and  at  such  suitable  distance  apart  as  to  allow  one  lid  only  to  be 
'*  thrown  back  on  its  hinges  at  a  time,  the  space  between  the  two  boxes  corre- 
"  sponding  to  the  depth  of  the  sides  of  one  lid  only,  and  thus  when  one  lid  is  20 
"  opened,  the  other  cannot  be  as  the  space  will  only  admit  one  side  at  a  time. 

"*I  also  apply  my  invention  to  those  boxes  known  as  double  pole  electrical 
"  fuse  boxes,  or  single  boxes  constructed  to  take  two  electricity  mains  and-iwo 
"  fuses,  and  for  this  form  of  box  I  provide  two  lids  each  covering  half  of  same 
"  and  hinge  them  together  fixing  the  hinges  down  the  centre  of  the  box,  such  25 
"  hinges  being  parallel  with  the  mains  and  thus  each  lid  covers  one  main  only ; 
"  I  then  affix  bosses  or  stops  to  the  hinge  portion  of  one  lid  which  causes  it  to 
"  bitft  up  against  the  other  lid  on  being  raised  or  opened  beyond  a  right  or 
"  other  desired  angle,  and  thus  the  lids  can  only  be  fully  opened  one  at  a  time 
"  and  consequently  only  one  main  can  be  operated  upon  at  a  time.  30 

H  I  aloo  construct  boxes  with  lido  which  slide  preferably  in  groovoo  in  sides 
*;  of  boxoo  aorooo  tops  of  oamo  and  said  lids  are  provided  ■  with  otopo  whioh 
44  prevent  them  boing  slid  more  than  a  required  distance  e  I  also  conotruet-my 
44  fuse  boxes  with  lido  or-  oovoro  whioh  may  bo  kept  oloood  by  moano  of  a 
u  sliding  bolt  or-bar  whioh  may-work  in  rabboto  or  other-suitable  bearings  and  35 
44  said  bar  may  bo  provided  with-stope-fixod  m-suitable  positions  to  limit  ito 
"  movements  in  order  that  it  may  only-release  one  lid  at  o-timo,  and  thuo  only 
**-eaemain  can  be  exposed  at  a  time** 

"  In  order  that  my  invention  may  be  more  clearly  understood  I  will  now 
"  refer  to  the  accompanying  drawings.  40 

"  Fig.  1  represents  a  pair  of  fuse  boxes  suitably  fixed  in  position  shown  in 
"  pl&n  and  Fig.  1*  represents  the  same  in  end  elevation. 

44  A  &  A1  are  the  lids  or  covers,  8  B  are  the  bases  hinged  to  said  lids  at 
"CO.    D  is  the  base  upon  which  the  boxes  are  fixed  and  D1  is  a  stud  preferably 
"  of  insulating  material  on  which  the  lids  rest  when  open.    E  E  are  the  cables  45 
"  of  electrical  conductors  connected  by  a  fuse  F  across  the  terminals  H  H  fixed 
"  on  the  insulator  G. 

u  It  will  be  seen  that  the  lid  A  cannot  be  fully « opened  until  the  lid  A1  is 
44  closed  and  therefore  access  can  only  be  obtained  to  one  main  at  a  time. 

"  Fig.  2  represents  three  fuse  boxes  in  plan  suitably  fixed  in  position  so  that  50 
*'  where  three  conductors  are  used  simultaneously  and  three  fuses  are  con- 
"  sequently  inserted,  it  is  desired  to  protect  all  three  ;  in  this  drawing  the  left 
44  hand  box  is  shown  partly  open. 

*  This  amendment  was  made  in  aocordanoe  with  the  decision  of  the  Comptroller-General,  dated 

the  -21st  of  November,  1900. 
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"  Fig.  2"  represents  the  same  in  end  elevation  with  the  middle  cover  raised, 
"  and  Fig.  2"  represents  the  same  in  side  elevation. 

"  A,  A1,  A"  are  the  lids  or  covers  hinged  to  the  hases  BBBatCCC.  DDD 
"  are  the  cables  or  conductors  connected  by  the  f  uses  E  E  E  across  the  terminals 
5"FFF  fixed  on  the  insulating  beds  GQG,  It  will  be  seen  that  the  three  lids 
**  A,  A1,  A11  can  only  be  fnlly  opened  one  at  a  time. 

*'  Fig.  3  shows  a  plan  of  a  doable  pole  fuse  box  having  two  lids,  one  being 
"  shown  raised,  and  Fig.  3*  shows  the  same  in  end  elevation, 

"AAA1  are  the  lids  hinged  to  the  base  B  by  the  binges  0.  D  D  are  the 
10  "  cables  or  mains  joined  by  the  fuse  E  across  the  terminals  F  F,  mounted  upon 
"  the  insulating  blocks  GO. 

"  It  will  he  seen  that  either  of  the  lids  AAA1  can  only  be  fnlly  opened 
"  respectively  when  the  other  is  closed." 

The  Patentee  claimed  : — "  1st.  The  construction  and  arrangement  of  electrical 
15  "  fuse  or  cut-out  boxes  or  covers  which  automatically  prevent  access  being 
"  obtained  to  more  than  one  main  at  a  time. 

"  2nd.  The  construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes 
"  substantially  as  described  and  shown  in  Figs.  1  4  1%  2,  2",  A  2",  A  3  4  3\" 


On  the  11th  of  October  1901,  the  Reason  Manufacturing  Company,  Ld^  the 
20  owners  of  the  Patent,  commenced  an. action  against  Ernest  F.  Moy,  Ld.,  for 
infringement  of  the  same,  claiming  the  nsual  relief.  By  their  Statement  of 
Claim  they  alleged  that  they  were  the  registered  legal  owners  of  the  Patent, 
and  that  the  Defendants  had  infringed  the  same.  The  Particulars  of  Objections 
alleged  (1)  that  the  Defendants  had  infringed  the  Patent  by  making,  selling,  and 
25  offering  for  sale  fuse  boxes  constructed  in  accordance  with  the  invention 
described  in  the  Complete  Specification,  and  claimed  in  both  the  claiming 
clauses  thereof  ;  (2)  the  Plaintiffs  complained  in  particular  of  the  sale,  ou  the 
18th  of  April  1901,  to  one  O.  H.  Corringham,  of  two  fuBe  boxes  constructed  as 
aforesaid  ;  and  reserved  the  right  to  claim  in  respect  of  all  infringements. 

2  B  2 
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VThe  Defendants  by  their  Defence  (1)  denied  infringement,  and  (2)  alleged  that 
the  Ritent  was  invalid.  By  their  Particulars  of  Objections  they  alleged  (X)  that 
the  said  alleged  invention  was  not  new ;  (a)  that  single  pole  electric  fuse  boxes 
with  hinged  lids,  such  as  were  illustrated  in  Figs.  1, 1%  2  and  2*  and  2b,  were 
common  general  articles  of  merchandize  for  several  years  prior  to  the  date  of  5 
the  Plaintiffs'  Patent ;  (b)  that  automatically  preventing  the  movement  of  one 
of  two  moving  parts  by  the  movement  of  the  other  part  was  c  )mmonly  and 
generally  known,  and  in  common  general  use  at  the  date  of  the  Plaintiffs' 
Patent  in  all  forms  of  railway  signalling  and  penny -in-the-slot  mechanism; 
this  objection  was  raised  against  both  claims  in  the  Plaintiffs'  Specification ;  10 

(2)  that  the  said  alleged  invention  described  and  claimed  in  both  the  claiming 
clauses  of  the  said  Specification  was  not  subject-matter  for  valid  letters  Patent ; 

(3)  that  the  said  alleged  invention  was  not  useful ;  (4)  that  the  Final  Specifica- 
tion of  the  said  alleged  invention  did  not  sufficiently  describe  how,  in  Figs.  2 
and  2*,  the  boxes  were  arranged  so  that  both  the  side  boxes  could  not  be  opened  15 
at  the  same  time. 

Moulton,  K.C.,  and  J.  H.  Gray  (instructed  by  Faithfull  and  Owen)  appeared 
for  the  Plaintiffs ;  T.  Terrell,  K.C.,  and  A.  J.  Walter  (instructed  by  Ward, 
Perks  and  McKay)  appeared  for  the  Defendants. 

Mmdton,  K.C.,  opened  the  Plaintiffs'  case. — This  is  a  Patent  for  boxes  for  20 
covering  electric  fuses  in  such  a  manner  that  the  danger  of  touching  two  fuses 
is*  completely  avoided,  whilst  the  arrangement  in  no  way  prevents  one  fuse 
being  readily  reached.    Instead  of  having  high  sides  as  formerly,  the  box  has 
practically  no  sides,  but  the  cover  is  very  deep,  and  two  boxes  are  put  back  to 
back,  so  that  each,  when  open,  automatically  prevents  the  other  from  being  25 
opened.    The  Patentee  altered  the  shape  and  arrangement  and  thereby  solved 
the  difficulty  that  had  been  felt.    Over  100,000  of  these  fuse  boxes  have  been 
soJd ;   the  invention  satisfied  all  the  requirements.    The  alleged  infringement 
is  the  same  thing  exactly.     [Terrell  said,  in  reply  to  a  question  put  by  Byrne, 
«/.,  that  he  relied  on  want  of  subject-matter,  and,  if  there  was  subject-matter,  30 
there  was  no  infringement.    Non -utility  also  came  in  as  part  of  want  of  subject- 
matter.]    There  were,  of  course,  certain  interlocking  arrangements  that  Were 
known,  but  still  one  of  special  simplicity  and  cheapness,  and  suitable  for  a 
particular  class  of  work  may,  none  the  less,  have  subject-matter.     Identity  of 
aim  apart  from  identity  of  means  does  not  prevent  there  being  subject-matter.  35 
At  practically  no  increased  cost  the  Patentee  has  adequately  guarded  people 
against  a  recognised  danger. 

The  witnesses  for  the  Plaintiffs  were  Messrs.  J.  Swinburne,  J.  G.  Lorrain, 
and  J.  J.  Steinitz. 

Terrell,  E.C.,  for  the  Defendants. — According    to    the    evidence   for   the  40 
Plaintiffs  there  is  no  invention  in  the  fuse  box  itself ;   the  alleged  invention  is 
simply  selecting  the  sort  of  boxes  thtft  will  do  and  putting  them  back  to  back. 
Aocording  to  the  authorities,  including  Siddell  v.    Vickers  (7   R.P.C.  292), 
fhierry  v.  Rickmann  (14  R.P.C.  105),  and  Williams  v.  Nye  (7  K.P.C.  62),  that 
is  not  sufficient.    Interlocking  arrangements  were  old,  and  to  have  introduced  45 
them  .would  not  have  been  invention  ;  much  less  is  there  invention  in  making 
the  parte  themselves  interlock.      [The  Specification  was  referred  to.]     The 
general  aim  was  to  prevent  short-circuiting.    After  describing  two  branches  of 
the  invention,  he  described    in    the    unamended    Specification    interlocking 
mechanism.     [Byrne,  J. — I  must  not  look  at  what  is  struck  out  for  the  purpose  50 
of  ascertaining  the  extent  of  the  claim.    That,  I  think,  Moser  v.  Marsden 
(13  R.P.C.  24)  decided.]     It  did  not  go  so  far  as  that.    The  decision  was  on  a 

?[uestion  whether  an  amended  Specification  disclosed  an  invention  different 
rom  that  in  the  Unamended  Specification.     [Moulton,  K.C. — The  amended 
Specification  must  be  read  as  if  it  were  the  original  one.]     [Byrnb,  J. — That  is  55 
my  view.]     [Moulton,  K.C. — In  Moser  v.  Marsden  the  point  decided  was  that 
one  could  not  look  at  the  original  Specification  for  the  purpose  of  showing  that 
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the  disclaimer  enlarged  the  invention.]  For  the  purpose  of  finding  out  the 
meaning  of  the  words  in  the  claim,  one  has  to  read  the  whole  Specification  as  it 
originally  stood.  [Byrne,  «/.,  referred  to  Ft  opt  on  Patents,  page  260.]  Claim  L 
is  not  for  the  construction  and  arrangement  of  covers  but  of  boxes  or  covers. 
5  The  box  may  include  intervening  mechanism,  and  did  so  in  the  unamended 
Specification.  I  submit  that  one  can  look  at  it  to  see  what  the  Patentee  meant 
by  "  cut-out  boxes."  If  he  means  merely  the  device  of  the  covers  interfering 
with  each  other,  what  separate  meaning  can  one  put  on  Claim  2  ?  [Moulton,  K.O. 
— In  Fig.  1*  there  is  no  real  box,  only  a  cover ;  but  2a  shows  boxes  and  covers.] 

10  It  is  not  possible  to  give  a  meaning  to  both  claims  unless  Claim  1  is  not  limited 
to"  the  Patentee's  particular  way  of  doing  it.  It  is  a  wide  claim,  and  in 
amending  the  Specification  the  Patentee  has  left  in  that  wide  claim.  It 
covers  what  would  be  no  invention,  namely,  putting  an  intervening  locking 
mechanism.      But,  even  if  not,  there  is  no  invention.    [Williams   v.    Nye 

15  (7  &.P.C.  02),  SiddeU  v.  Vickers  (7*  R.P.C.  292),  and  Cfadd  v.  Mayor  of 
Manchester  (9  R.P.C.  516),  were  cited.]  If  there  is  no  invention  in  introducing 
intervening  mechanism,  there  can  be  none  in  the  patented  arrangement. 
[Byrne,  J. — Supposing  there  is  something  which .  has.  been  a  well  known 
nuisance,  and  some  one  thinks  that  the  very  thing  he  wants  is  that  which,  in 

20  ordinary  cases,  is  a  nuisance,  is  it  not  an  ingenious  thing,  and  does  it  not  show 
invention,  if  he  recognises  that  that  is  what  he  wants  ?]  There  must  be 
ingenuity  in  the  contrivance.  To  take  a  well-known  principle  is  not  sufficient. 
[BYRNE,  J. — One  must  take  care  to  arrange  it  so  that  it  shall  be  always 
effectual.]     It  must  be  so  by  its  nature.     There  is  no  invention  in  taking  an 

25  article  which  has  a  known  mischief  in  it  and  saying,  "that  mischief  is  my 
"  advantage."  [Morgan  v.  Windover  (7  R.P.C.  139)  was  referred  to.]  The 
invention  must  be  in  the  manufacture  ;  to  take  a  thing  which  has  been  used  for 
an  analogous  purpose  will  not  do.  Here  the  effect  of  the  contrivance  was  well 
known. 

30  The  witnesses  called  for  the  Defendants  were  Messrs.  E.  F.  Moy  and 
W.  W.  Beaumont. 

Terrell,  K.C.,  summed  up  the  Defendants'  case. — It  is  submitted  that  there  is 
no  subject-matter.  The  first  claim,  upon  the  natural  interpretation  of  its 
language,  includes  intervening  locking  mechanism,  and  thai  it  was  intended 

35  originally  to  do  so  is  evident  from  the  paragraph  disclaimed.  [Byrnb,  J. — 
I  apprehend  that  I  have  to  take  the  Specification  as  amended  and  read  it  fairjy 
and  take  it  as  if  there  had  been  nothing  before.]  A  constriction  ought  td  be 
put  upon  it  indifferent  to  the  result  of  that  construction.  [Byr^b,  J.— -I  should 
propose  to  proceed  by  taking  the  Specification  as  though  there  were  not  the 

40  words  struck  out,  and  as  though  it  had  never  been  amended,  and  ascertain  the 
fair  construction  to  be  put  on  it.]  According  to  the  fair  construction  the 
first  claim  is  for  any  automatic  construction  and  arrangement  which  prevents 
aceess  being  obtained  to  more  than  one  main  at  a  time ;  it  is  not  confined  to  a 
particular  construction  and  arrangement;  and  the  words    "substantially  qs 

45  ^  hereinbefore  described  "  are  not  in  the  claim  ;  the  absence  of  any  such  words 
ib  material,  and  to  imply  them  in  Claim  1  would  be  to  make  it  the  same  as 
Claim  2.  The  Specification  must  be  construed  with  the  knowledge  of  the 
art  at  the  date  at  which  it  was  originally  published.  [Byrnb,  J. — I  must  not 
look  at  what  is  struck  out  ?]    Yes,  for  the  purpose  of  knowing  what  the  words 

50  mean.  Moser  v.  Marsden  decided  that  a  Defendant  could  not  set  up  that  an 
amendment  had  enlarged  the  claim  ;  but  one  may  look  at  the  amendment  \o 
see  what  the  Patentee  meant  by  the  words  left  in.  But,  apart  from  this  point, 
there  is  no  subject-matter.  There  was  no  invention  in  the  fuse-box  per  se9  and 
the  Patentee  uses  an  old  device  for  an  analogous  purpose.    It  is  not  sufficient 

55  that  where  it  was  known  before  it  was  a  nuisance.  It  was  part  of  the  stock  of 
common  knowledge.  This  case  comes  within  Lord  Hdlsbury's  judgment  in 
Morgan  v.  Windover. 
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Moulton,  K.C.,  in  reply. — It  has  been  urged  that  the  meaning  of  the  first 
claim  must  be  that  which  would  have  been  given  to  it  before  the  amendment ; 
but  that  cannot  possibly  be  so.  [Byrne,  J. — What  is  your  view  ?  May  I  look 
at  that  part  or  not  ?]  No,  the  Specification  must  be  read  in  its  present  shape ; 
by  virtue  of  section  18,  subsection  9,  of  the  Patents,  &c.  Act,  1883,  the  amended  5 
Specification  is  to  be  treated  as  if  it  were  the  original  Specification.  Again,  on  the 
general  question  of  construction,  the  claims  must  be  interpreted  in  the  light  of 

.the  whole  Specification.    Beading  the  Specification  as  amended,  one  finds  that 
the  Patentee  has  in  substance  only  one  way  of  doing  the  thing— that  is  a  way 
depending  on  mere  shape  and  arrangement  without  intermediate  mechanism ;  10 
he  first  claims  it  by  a  functional  claim,  a  claim  for  what  it  does  and  how  it  does 
it,  and  then  by  a  more  specific  one,  according  to  the  specific  drawings.    Some 
one  might  vary  the  detail  of  the  drawings  ;  therefore  there  was  the  need  for  the 
first  claim.    It  is  no  objection  that  two  claims  in  a  Patent  are  for  the  same 
thing.    There  is  only  one  type  of  construction  described  in  the  Specification,  15 
one  in  which  the  boxes  by  reason  of  the  shape  of  their  lids  and  the  arrange- 
ment prevent  access  being  made  to  two  mains  at  once.    In  Fig.  1A  there  is  what 
might  be  called  either  a  "  box  "  or  a  "  cover."    It  would  be  unfair  to  give  the 
first  claim  the  wide  meaning  contended  for  by  the  Defendants  when  nothing 
in  the  Specification  points  to  anything  except  the  specific  construction.     As  to  20 
snbject-iLatter,  applying  common   knowledge  may  be  patentable.    There  is 
rarely  anything  really  new  invented  in  mechanics.    Prior  user  has  to  be  for 
an  analogous  purpose.    Harwood  v.  Great  Northern  Railway  (11  H.L.C.  654) 
is  a  leading  case  on  analogous  user.    Here  there  has  not  been  proved  one 
analogous  user  of  two  doors  fouling  one  another  for  a  useful  purpose.    As  to  25 
utility,  there  is  no    challenge*     Novelty  is    also    established.     Interlocking 

■  signals  are  in  no  way  analogous.  Analogous  user  means  user  in  a  path  of  life 
so  close  to  that  in  which  the  Patentee  employs  it  that  it  would  be  natural  for 
the  thoughts  of  one  to  filter  into  the  thoughts  of  the  other.  Analogous  user 
takes  away  the  merit ;  it  would  naturally  spring  up  in  the  mind ;  therefore  30 
there  is  no  invention.  When  a  man  takes  an  idea  from  a  different  domain  and 
applies  it  to  a  useful  purpose  there  is  merit.  As  to  the  authorities  cited,  in 
Williams  v.  Nye,  two  old  things  used  for  the  same  purposes  as  before  were 
merely  put  together:  In  Siddell v.  Vickers  and  Gaddv.  Mayor  of  Manchester 
the  Patents  were  supported.  If  a  new  and  useful  result  is  obtained,  it  is  rarely  35 
that  a  Patent  is  declared  invalid.  In  Morgan  v.  Windover  the  spring  had  been 
used  on  the  back  of  a  carriage,  and  the  Patent  was  for  putting  it  on  the  front 
without  any  new  way  of  doing  it.1  Hay  ward  v.  Hamilton  (Griffin's  P.O.  115) 
shows  that  if  a  thing  is  new  and  useful  it  is  generally  patentable,  although  not 
as  an  absolute  rule  of  law.  Here  the  invention  is  neither  trivial  nor  obvious.  40 
Its  simplicity  and  inexpensiveness  are  its  merit.  The  Patentee  solved  the 
problem  without  having  intervening  mechanism. 

Terrell,  K.C.,  referred  to  Lane-Fox  v.  Kensington,  Ac,  Electric  Lighting 
Company  (9  R.P.C.  413). 
Judgment  was  reserved,  and  delivered  on  the  23rd  of  April  1902.  45 

BYRNE,  J. — This  is  an  action  to  restrain  the  infringement  of  a  Patent  which 
relates  to  boxes  or  covers  for  electricity  supply  mains.     The  object  of  the 
invention  is  to  avoid  dangers  and  inconvenience  attaching  to  short  circuiting,  as 
it  is  called.    If  two  boxes  containing  the  fuses  are  near  one  another,  as  they    . 
generally  are,  and  are  both  open  at  the  same  time,  there  is  occasionally  a  danger  50 
of  short  circuiting.    This  is  a  thing  to  be  avoided.  ; 

The  Patent  is  for  "  the  construction  and  arrangement  of  electrical  fuse  or  cut- 
out boxes  or  covers  which  automatically  prevent  access  being  obtained  to 
"  more  than  one  main  at  a  time."     Without  going  through  the  description  at   . 
length,  to  put  it  shortly,  the  invention  consists  in  arranging  the  boxes  which  55 
contain  them  back  to  back,  at  such  a  distance  from  one  another,  fixed  upon  a 
base,  so  that  not  more  than  one  box  can  be  open  at  a  time.     So  long  as  one  ot 
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the  two  boxes  is  closed,  and  one  only  open,  the  danger  of  short  circuiting  is 
obviated. 

The  main  objection  taken  is  wantof  subject-matter.  First  of  all  I  should  say, 
in  reference  to  the  boxes  themselves,  there*  is  no  novelty  about  them.  That  what 
5  has  been  done  is  new  is,  I  think,  proved  ;  that  it  is  useful  I  think  is  proved ;  but  it 
is  said  that,  looking  at  the  Specification,  the  first  claim  is  too  wide,  being  for  "  the 
"  construction  and  arrangement  of  electrical  fuse  or  cut-out  boxes  or  covers 
44  which  automatically  prevent  access  being  obtained  to  more  than  one  main  at 
"  a  titijie."     Taking  that  alone  it  is  said  that  that  is  large  enough  to  cover  a 

10  claim  for  automatically  closing  one  box  by  means  of  intermediate  mechanical 
devices  between  the  two  boxes,  and  that,  admittedly,  would  not  be  a  proper 
subject  of  a  Patent.  But  I  do  not  think  that  this  is  the  right  way  to  approach 
the  reading  of  the  Specification.  As  was  said  by  Lord  HatJierley,  in  Arnold  v. 
Bradbury  (6  Chancery  Appeals,  page  706),  at  page  712 :  "  I  do  not  think  that 

15  "  the  prober  way  of  dealing  with  the  question  is  to  look  first  at  the  claims,  and 
"  then  &e  what  the  full  description  of  the  invention  is,  but  rather  first  to  read 
44  the  description  of  the  invention,  in  order  that  your  mind  may  be  prepared  for 
44  what  it  ^is  the  inventor  is  about  to  claim.  He  tells  you  that  he  has  now 
"  described  and  particularly  ascertained  the  nature  of  his  invention,  and  the 

20  "  manner  in  which  it  is  to  be  performed ;  and  then  in  the  claim  we  do  not  find 
44  anything  asserted  or  claimed  as  his  invention  beyond  what  is  found  in  the 
44  previops  part.  And  it  is  to  be  observed  that  he  reserves  to  himself  the  right 
44  of  making  modifications  in  the  machinery,  to  produce  similar  results.  In  the 
44  first  head  of  claim  he  claims  *  the  production,  by  machinery,  of  ruffles,  frills, 

25  "  '  and  gathered  work,  and  the  simultaneous  attachment  of  the  same  to  a  plain 
44  4  fabric  by  means  of  a  single  series  of  stitches,  which  serve  both  to  confine 
44  *  and  stitch  the  gathers,  and  also  to  secure  one  fabric  to  the  other.'  I  afn 
44  invited  to  consider  that  as  a  general  claim  of  all  machinery  that  ever  may  be 
44  invented  hereafter  which  can  perform  the  operation  which  he  here  describes. 

30  "  But  he  introduces  the  claim  by  saying  that  his  object  is  to  state  what  he 
44  considers  novel  in  his  invention.  He  does  not  say  that  he  is  going  to 
^  distinguish  it  from  all  possible  future  inventions  of  other  people."  I  will 
just  refer  to  one  other  case  on  this  subject — a  short  passage  from  the  case  of 
Edison  and  Swan  United  Electric  Light  ComjHiny  v.  Woodhouse  and  Bawsony 

35  reported  in  4  Reports  of  Patent  Cases,  page  99.  There  Lord  Lindley  said,  at 
page  107  :  "  It  remains  to  consider  the  objections  to  the  Specifications  and 
44  claim.  One  is  that  the  expression  4  carbon  gas  or  liquid '  in  the  claim  is 
44  ambiguous,  and  too  wide  and  misleading.  It  is  urged  that  the  expression 
44  includes  carbonic  oxide  and  carbonic  acid,  neither  of  which  will  do.    But 

40  "  every  claim  in  every  Patent  must  be  read  and  construed  with  reference  to 
44  the  Specification,  and  not  as  if  the  claim  was  an  isolated  sentence  having 
44  no  connection  with,  or  reference  to,  what  precedes  it.  To  see  what  is 
u  meant  by-  carbon  gas  or  liquid  we  must  turn  to  the  Specification,  and  when 
14  we  do  so  we  cannot  conceive  that  anyone  reading  the  Specification  fairly, 

45  u  with  a  view  to  understanding  it,  would  ever  dream  for  a  moment  that 
"  carbonic  oxide  or  carbonic  acid  would  answer  the  purpose  or  could  be  meant 
' u  by  carbon  gas." 

It  appears  to  me  that  if  I  read*  the  Specification  as  amended  with  the  claim  as 
it  stands  (and  that  I  conceive  is  the  right  way  of  reading  it),  the  fair  construc- 

50  tion  to  put  upon  the  first  claim  is — a  claim  for  the  construction  and  arrangement 
as  previously  described.  In  this  particular  case,  were  I  to  do  as  I  have  been 
invited  to  do,  namely,  consider  what  the  claim  meant  as  the  Specification 
originally  stood — I  do  not  say  it  is  legitimate  to  do  so,  but  if  I  were  to  do  so— J 
am  bound  to  say  it  would  seem  to  me  that  the  fact  of  striking  out  the  portion, 

55  which  is  struck  out,  would  be  a  strong  argument  in  favour  of  the  view  that,  in 
the  claim  as  it  stands,  the  inventor  did  not  mean  to  include  anything  more  than 
is  specifically  described  before. 
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I  have  said  that  I  think  the  construction  and  arrangement  was  novel  j 
certainly  novel  as  applied  to  the  subject-matter  of  these  boxes ;  and  it  was  new. 

There  has  been  a  large  sale  of  them ;  but  that  must  be  discounted  to  a  certain 
extent,  because  there  would  have  been  a  large  sale  probably  by  the  same  gentle- 
man even  if  he  had  not  made  this  invention.     But,  be  that  as  it  may,  it  is  5 
undeniably  useful. 

Then  the  question  which  remains  is :  Is  there  sufficient  invention  about  it  to 
support  a  Patent  P  The  invention  is  not  a  great  one,  in  a  sense,  and  there  are 
some  observations  by  Lord  Bramwett,  in  the  case,  to  which  I  was  referred,  of 
Hayward  v.  Hamilton,  which  I  think  must  be  borne  in  mind  in  considering  a  H) 
matter  of  this  kind.  Lord  Bramwell  says :  "  I  think  the  Plaintiff  is  an  inventor, 
"  I  think  he  has  found  out  and  manufactured  and  patented  a  thing,  an  article, 
"  namely,  a  light-directing  pavement  light.  I  do  not  think  there  is  any  great 
"  quantity  of  invention  in  it ;  it  is  not  as  though  a  man  had  set  himself  down  to 
"  consider  how  he  could  make  a  sewing-machine,  or  a  grain-pressing  machine  ;  it  15 
"  is  a  much  humbler  piece  of  invention  than  that,  and  it  may  possibly  be  nothing 
"  more  than  that  the  idea  struck  him,  and  immediately  the  idea  struck  him  he 
"  could  apply  it  or  carry  it  into  execution  by  a  very  obvious  apparatus.  But 
"  still  it  is  an  invention,  and  it  is  not  the  less  an  invention  because  it  required 
"  but  small  inventive  powers  to  enable  him  to  do  it.  One  may  take  an  20 
"  illustration  in  this  way,  the  screw  propeller.  I  suppose  that  everybody  knew 
"  that  a  screw  used  as  it  was  would  act  in  the  way  a  screw  propeller  does ;  but 
"  the  man  who  thought  of  it  and  applied  it  to  a  steamboat,  which  I  suppose 
"  anybody  could  have  done  if  the  idea  suggested  itself  to  him,  would  have  been 
"  called  the  inventor  of  a  screw  propeller  or  screw  propelling  steamboat,  as  the  25 
"  case  may  be.  It  does  not  depend  upon  the  quantity  of  invention.  Nor  is  it 
44  in  this  case  the  patenting  of  an  idea.  He  does  not  say,  '  I  thought  of  such 
"  *  and  such  a  thing,  and  1  claim  a  Patent  for  it,'  but  he  says, '  I  have  thought  of 
"  *  such  a  thing  and  I  will  show  you  how  to  carry  it  into  execution,1  and  theve- 
"  fore  it  is  not  open  to  any  objection  such  as  I  have  indicated ;  nor  is  it  open  to  30 
"  any  objection  in  regard  to  the  constituent  parts  of  it  being  old.  No  doubt  the 
"  prism,  as  the  Plaintiff  uses  it,  is  old.  It  is  as  old  as  the  world  that  a  prism, 
"  used  as  the  Plaintiff  uses  it,  will  direct  light  in  the  way  his  prism  does ;  and 
"  the  other  part  of  his  invention  is  not  new,  that  is  to  say,  the  particular  mode 
"  in  which  he  makes  his  pavement  light ;  but  the  combination  is- a  novelty.19       35 

In  the  present  case  there  is  no  application  for  an  analogous  purpose  of  this 
principle  of  automatically  constructing  and  arranging  boxes  and  placing  them 
sd  that  one  only  can  open  at  a  time ;  and  what  is  said  in  the  first  place  is,  that 
to  put  two  doors  together  in  a  certain  position  and  back  to  back  was  a  common 
and  well  known  thing.  If  you  put  them  back  to  back  so  that  one  can  only  be  40 
open  at  a  time  it  is  a  common  £nd  well-known  thing  in  this  sense,  that  few  of 
us  have  not  experienced,  at  some  time  or  other,  inconvenience  from  doors  being 
so  placed  in  a  room  that  they  could  not  be  both  opened  at  the  same  time. 

Another  illustration  is  put  of  two  chests  of  drawers,  placed  at  right  angles  in 
the  corner  of  a  room,  that  if  you  open  one  drawer  of  one  chest  of  drawers  the  45 
equivalent  and  parallel  drawer  of  the  other  chest  cannot  be  opened  at  the  same 
time.    That  is  true  enough.    Both  those  instances  are  instances  of  an  inconve- 
nience arising  from  a  particular  juxtaposition.     The  only  instances  that  were 
suggested  of  anything  like  an  analogous  application  of  that  idea  to  a  useful 
purpose  were,  first,  with  reference  to  the  chamber  of  boring  apparatus,  where  50 
there  has  to  be  a  very  high-pressure  chamber  and  an  outer  chamber,  ^nd 
Where  it  would  not  do  to  have  both  doors  open  at  the  same  time.    I  have 
not  seen  a  model  of  that  apparatus.    I  am  not  satisfied  that,  even  assuming 
thftt  was  an  analogous  use,  what  was  described  to  me  would  be  an  appli- 
cation of  the  same  principle  as  is  applied  in  the  present  case.    The  otner  55 
Illustration  that  was  suggested,  by  two-  of  the  witnesses  I  think,  referred  to 
some  inkstand  that  they  remember,  but  really  as  I  have  seen  no  model  of  it 
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there  it*  no  opportunity  of  testing  it,  nor  was  it  described  in  a  sufficient  way  to 
enable  me  to  see  whether  it  was  really  a  carrying  oat  of  the  invention  contained 
in  the  present  Patent  or  not.  But,  be  that  as  it  may,  I  think  the  inkstands 
that  were  suggested  as  illustrations  are  not  sufficiently  analogous  to  enable  me 
5  to  say  that  there  is  no  invention  in  the  present  case. 

I  think  the  invention  is  not  great,  and  I  agree  that  this  is  just  one  of  those 
cases  where  the  argument  might  be  used  with  some  plausibility.  This  is  one 
of  those  things,  directly  you  have  noticed  the  inconvenience  of  two  doors  in 
juxtaposition  placed  hipge  to  hinge  not  being  both  able  to  be  wide  open  at  the 

10  time,  which  is  just  the  sort  of  thing,  as  Lord  Justice  Brett  said  in  one  of  the 
cases,  "  any  fool  might  have  thought  of " ;  but  the  Lord  Justice  also  points 
out— at  the  same  time  that  that  is  an  argument  he  always  has  a  very  great 
suspicion  of,  because,  once  given  the  idea,  even  good  things  look  so  simple  that 
one  is  tempted  to  think  there  cannot  be  much  originality  in  it.    In  my  opinion, 

15  though  this  is  not  a  great  invention,  there  was  invention  in  the  construction 
and  arrangement  of  boxes  as  the  present  boxes  are  arranged. 

There  was  one  other  thing  said.  It  was  said  that  it  has  not  actually  obviated, 
or,  at  any  rate,  as  used  by  the  Defendants,  it  has  not  actually  obviated  the  danger 
that  was  meant  to  be  hit  at,  because  an  ingenious  person  with  a  perverted  mind, 

20  who  wanted  to  see  whether  he  could  not  make  this  dangerous,  might  introduce 
his  fingers  through  narrow  interstices  in  the  two  boxes  at  the  same  time  ;  but 
substantially  in  fact  this  invention,  properly  and  fairly  used,  does  to  my  mind 
obviate  what  it  was  very  desirable  to  obviate,  and  is  useful  and  novel  and 
contains  some  invention. 

25      Under  these  circumstances  I  think  I  ought  to  grant  an  injunction. 

Certificates  that  the  validity  of  the  Patent  came  in  question  and  that  the 
Particulars  of  Breaches  were  reasonable  and  proper  were  granted  ;  an  inquiry 
as  to  damages  and  delivery  up  of  the  infringing  articles  were  ordered.  The 
costs  were  ordered  to  be  paid  by  the  Defendants  upon  the  usual  undertaking 
30  being  given.  The  inquiry  and  delivery  up  were  stayed  provided  the  Defen- 
dants appealed  within  a  week  and  undertook  to  prosecute  the  appeal  with  due 
diligence. 
A  stay  of  the  injunction  pending  the  appeal  was  applied  for  and  refused. 
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In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Farwell. 


May  31st,  1902. 


Aerators,  Ld.  v.  Tollit  and  Others. 


Joint  Stock  Company. — Action  by  a  Company  to  restrain  the  Defendants  5 
from  registering  another  Company  under  a  name  so  nearly  resetnbling  the 
name  of  the  Plaintiff  Company  as  to  be  calculated  to  deceive. — Dissimilarity  of 
business. — Companies  Act,  1862,  section  20. 

Aerators,  Ld.,  commenced  an  action  to  restrain  the  Defendants  from  registering 
a  Company  under  the  name  of  the  Automatic  Aerator  Patents,  Ld.  The  Plaintiffs  nj 
dealt  in  " Sparklets"  a  small  apparatus  for  aerating  the  contents  of  bottles. 
The  Conipany  proposed  to  be  registered  by  the  Defendants' was  intended  to 
acquire  Patents  for  the  aeration  of  liquids  contained  in  tanks  or  cisterns  of 
large  size. 

Held,  that  there  was  no  probability  of  deception,  as  tfie  articles  in  which  the  15 
Plaintiffs  dealt  were  very  different  from  those  to  be  manufactured  under  U\e 
Defendants*  Patents,    and    that   tlie   Plaintiffs*    action  was    an  attempt  to 
monopolise  for  tlie  purpose  of  nomenclature  a  word  in  ordinary  use  in  the 
English  language,  and  must  be  dismissed  with  costs. 

Manchester  Brewery  Company  v.  North  Cheshire  and  Manchester  Brewery 
Company  {LJt.  {1899)  App.  Cas.  88)  explained. 

Aerators,  Ld.  was  a  Company  registered  under  the  Joint  Stock  Companies 
Act,  and  carried  on.  business  mainly  in  the  sale  of  "  Sparklets,1*  which  word 
was  their  registered  Trade  Mark,  "  Sparklets  "  being  a  small  apparatus  for  the 
purpose  of  aerating  the  contents  of  bottles.  The  Plaintiffs  discovered  that  the  25 
Defendants  (who  were  the  seven  signatories  to  the  Memorandum  of  Association) 
had  applied  at  Somerset  House  to  register  a  Company  under  the  name  of  the 
AutonwUic  Aerator  Patents,  Id.,  which  Company  was  to  be  formed  for  the 
purpose  of  acquiring  certain  Patents  for  aeration  of  liquids  contained  in  tanks 
and  cisterns  of  large  size.    The  Plaintiffs  accordingly  commenced  an  action  for  30 
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an  injunction,  under  the  20th  section  of  the  Companies  Act,  1862,  to  restrain  the 
Defendants  from  registering  their  proposed  Company  on  the  ground  that  the 
name  of  the  Automatic  Aerator  Patents,  Ld.,  so  nearly  resembled  the  Plaintiffs' 
name  Aerators,  Ld.,  as  to  be  calculated  to  deceive: 
5      The  action  came  on  for  trial  before  Mr.  Justice  FARWBLL. 

Jenkins,  K.C.,  and  J.  O.  Wood  (instructed  by  Wainwright  &  Co.)  appeared 
for  the  Plaintiffs ;  Upjohn,  K.C.,  and  O.  P.  Lawrence  (instructed  by  Hind  and 
Robinson)  appeared  for  the  Defendants, 
Jenki?is,  K.C.,  and  Wood  for  the  Plaintiffs. — The  Defendants  have  taken  the 

10  whole  of  the  Plaintiffs1  name  and  made  it  part  of  their  name,  and  there  is  such 
a  similarity  as  to  be  calculated  to  deceive  and  to  cause  confusion  in  the  minds 
of  the  public.  The  Plaintiffs  have  no  objection  to  the  Defendants  using  the 
wowl  "Aeration,"  but  we  submit  they  are  not  entitled  to  take  the  word 
"Aerator,'1    which    aptly    describes    our   apparatus.     The    principle    of   the 

15  Manchester  Brewery  Company  v.  North  Cheshire  and  Mancliester  Brewery 
Company  (L.R.  (1898)  1  Ch.  539  ;  (1899)  A.C.  83)  applies,  and  in  no  case  can  a 
new  Company  take  the  whole  title  of  an  existing  Company  whatever  words 
they  may  add  to  it.  The  whole  English  language  is  open  to  the  Defendants, 
and  it  is  quite  possible  for  them  to  carry  on  the  manufacture  of  aerated  wjaters 

20  without  using  the  word  "  Aerator." 

Upjohn,  K.C.,  and  G.  P.  Lawrence  for  the  Defendants. — The  statutory  test 
is— Is  the  new  name  calculated  to  deceive  ?  When  the  name  of  the  registered 
Company  is  so  very  general  the  mere  taking  of  a  word  guarded  with  other 
words  does  not  create  such  a  similarity  as  to  be  calculated  to  deceive.    The 

25  Manchester  Brewery  case  does  not  apply.    The  Plaintiffs  have  taken  a  word 

that  is  in  common  use  in  the  English  language  (see  the  Century  Dictionary, 

Dr.  Murray's  Dictionary,  Knight's  Dictionary  of  Mechanics),  and  they  are  not 

entitled  to  a  monopoly  of  it. 

Farwbll,  J. — The  Plaintiffs,  Aerators,  Ld.,  claim  an  injunction  to  restrain 

30  the  Defendants  from  registering  a  Company  under  the  name  of  Automatic 
Aerator  Patents,  Ld.,  on  the  ground  that  such  name  so  nearly  resembles  the 
Plaintiffs1  name  as  to  be  calculated  to  deceive  within  the  meaning  of  the  20th 
section  of  the  Companies  Act,  1862. 

Thd  Plaintiffs  were  incorporated  in  the  year  1900,  and  took  over  the  business 

35  of  a  similar  Company  of  the  same  name  incorporated  in  1896.  This  business 
consists  in  the  sale  of  "  Sparklets  " — which  word  is  their  Trade  Mark — and  they 
have  largely  advertised  "  Sparklets."  I  understand  "  Sparklets  "  to  be  a  small 
apparatus  containing  carbonic  acid  gas  by  means  of  which  the  contents  of 
bottles  are  aerated.    One  of  the  merits  claimed  for  them  is  their  portability  and 

40  theii*  applicability  to  small  quantities  of  liquid.  The  Defendants  propose  that 
the  new  Company  to  be  formed  by  them  shall  acquire  Patents  for  the  aeration 
of  liquids  contained  in  tanks  or  cisterns  of  large  size,  and  shall  either  work 
such  Patents  themselves  or  shall  form  subsidiary  companies  for  the  develop- 
ment of  such  Patents.    The  20th  section  of  the  Companies  Act  enacts  that  no 

45  Company  shall  be  registered  under  a  name  identical  with  that  by  which  a 
subsisting  Company  is  already  registered,  or  so  nearly  resembling  the  name  as 
to  be  calculated  to  deceive,  except  in  certain  cases  which  are  not  material  to  the 
present  case.  It  will  be  observed  that  a  Company  has  a  greater  right  than  an 
individual  in  respect  of  names  that  are  identical,  and  a  John  Sfnith  cannot 

50  prevent  other  persons  of  the  same  natne  from  using  their  own  names ;  but  John 
Smith,  Ld.,  can  prevent  the  registration  of  any  other  Company  as  John 
Smith,  Ld.  I  do  not,  however,  consider  that  it  follows  that  the  Legislature  has 
intended  to  give  Companies  any  greater  rights  than  individuals  possess  in 
respect  of  names  which  are  not  identical  but  only  similar ;  and  it  has  been  held 

55  that "  calculated  to  deceive "  does  not  point  to  intentional  fraud,  but  it  is  a 
question  of  fact  in  each  case  whether  the  name  of  the  new  Company  is  so 
similar  to  that  of  the  old  Company  as  to  induce  the  belief  that  the  two  Companies 
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are  identical,  in  considering  this  question  it  is  material  to  ascertain ;  (1)  What 
business  has  been,  or  is  intended  to  be,  carried  on  by  the  old  Company,  and 
what  is  intended  to  be  carried  on  by  the  new  ;  (2)  What  sort  of  name  has  been 
adopted  by  the  old  Company.  As  to  the  first  point,  I  do  not  think  that  it  is 
8U*?c*ent  f  °r  an  existin8  Company  to  point  to  a  clause  in  its  Memorandum  5 
which  would  enable  it  to  extend  its  operations  to  numerous  classes  of  trade 
unless  it  can  satisfy  the  Court  that  it  either  has  carried  on,  or  really  proposes 
within  a  limited  time  to  carry  on,  such  particular  businesses.  It  cannot,  I 
think,  be  enough  in  these  days,  when  the  objects  of  a  Company  are  usually 
limited  only  by  the  number  of  letters  in  the  alphabet,  and  extend  to  every  form  \q 
of  business,  whether  connected  or  not  with  the  principal  object,  to  show  that 
the  intended  new  Company  includes  some  similar  objects ;  it  is  necessary  to  see 
whether  the  real  objects  of  the  Company  are  similar. 

As  to  the  second  point,  I  think  that  it  is  necessary  to  consider  the  nature  of 
the  title  registered  by  the  old  Company.  The  Plaintiffs  have  argued  that  the  15 
House  of  Lords,  in  the  Manchester  Brewery  case,  decided  that  in  no  case  can 
a  new  Company  take  the  whole  title  of  an  existing  Company  whatever 
additional  words  they  may  add  to  it,  and  they  accordingly  claim  a  monopoly 
in  the  word  "  Aerators."  In  my  opinion  this  is  not  correct.  The  House  of 
Lords  found,  as  a  fact,  in  the  case  before  them,  that  the  adoption  by  the  20 
Defendant  Company  of  the  whole  of  the  Plaintiffs'  title,  although  added  to 
other  words,  was  calculated  to  deceive  ;  but  it  appears  to  me  impossible  to  say, 
as  a  general  proposition,  that  a  Company  can,  by  registering  a  single  word, 
whatever  its  nature,  remove  that  word  from  the  English  language  so  far  as 

S8^rd-«itl,1Be  in  the  title  of  subse(luent  Companies.    In  the  present  case  the  25 
Plaintiffs  have  taken  a  word  which  only  describes  aptly  and  rightly  a  machine 
for  producing  a  particular  result.    The  word  has  been  in  common  use  in  the 
English  language  for  at  least  30  years.    It  is  to  be  found  in  dictionaries  such  as 
the  Century  (1889),  Murray's  Dictionary  (1891),  and  in   the  Dictionary  of 
Mechanics  (1896),  to  which  one  of  the  witnesses  referred.    It  would  obviously  30 
lead  to  the  greatest  inconvenience  if  any  Companv  could  prevent  all  other 
Companies  from  using,  as  part  of  their  title,  the  one  word  in  the  English 
language  which  aptly  describes  the  article  they  manufacture  and  deal  in,  or  the 
name  of  the  individual  associated  for  years  with   a   particular   firm.     For 
example,  suppose  a  Company  had  registered   the  name  of  w  Motors,  Ld.,"  35 
and,  subsequently,  another  the  name  of  *  Automobiles,  Ld.,"  it  appears  to 
me  impossible  to  say  that  they  could  thereby  prevent  all  other  Companies  from 
using,  as  part  of  their  title,  those  two  words  (which,  so  far  as  I  know,  are  the 
only  words  which  represent  the  fashionable  locomotives  of  the  day),  although 
their  sole  trade  was  the  manufacture  or  sale  of  motors  or  automobiles.    Or,  40 
^gam,  to  take  an  instance  of  names,  it  would  be  absurd  to  suppose  that 
Barclay  <fc  Co.,  Ld.,  the  well  known  bankers,  could  restrain  Barclay,  Perkins  A 
Co.,  La.,  the  well  known  brewers,  from  registering  as  such  on  the  ground  that 
they  take  the  whole  of  the  title  of  the  banking  firm.    In  considering  whether  a 
name  is  calculated  to  deceive  it  is,  as  I  have  said,  material  to  see  what  that  name  45 
is,  and  if  the  name  is  simply  a  word  in  ordinary  use  representing  a  machine  or 
ail  article  of  commerce,  the  probability  of  deception  is  out  of  all  proportion  less 
than  it  would  be  in  the  case  of  an  invented  or  fancy  word,  or  even  of  the  name 
of  a  place.     The  latter  may  well  point  to  a  particular  Company  ;  the  former 
certainly  points,  prima  facie,  to  the  machine  or  article,  and  can  only  under  50 
very  exceptional  circumstances  and  by  a  long  course  of  usage  point  to  the 
Company  ^rather   than   the   thing    itself.      English-speaking   people    know 
aerators, '  "  motors,"  and  the  like  as  machines,  not  as  Companies,  and  the 
presence  of  such  a  word  in  the  title  of  a  Company  suggests  that  thing  itself— 
a  Company  that  deals  in  those  machines— not  that  it  has  anything  to  do  with  55 
a  Company  of  that.  name.     If  the  Plaintiffs  assert  the  contrary  it  is  for  them 
to  prove  it,  and  the  principles  applied  by  the  House  of  Lords  in  Reddaway 
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v.  Bariham,  explained  as  they  were  in  Cellular  Clothing  Company  v.  Maxton 
(L.R.  (1899)  App.  Cas.  326)*,  to  which  I  had  occasion  to  refer  in  Chivers  v. 
Chivers  (17  R.P.C.  420),  apply  as  much  to  the  name  of  a  Company  under 
section  20  as  to  the  Camel-liair  Belting  Company  and  Cellular  Clothing 
*  Company  or  to  the  name  of  Chivers  in  these  cases.  I  will  read  the  passage 
from  Lord  Shand's  judgment  that  I  read  in  the  Chivers  case  : — u  Of  that  case 
"  I  shall  only  say  that  it  no  doubt  shows  it  is  possible,  where  a  descrip- 
"  tive  name  has  been  used,  to  prove  that  so  general— T  should  rather  say  so 
u  universal — has  been  the  use  of  it  as  to  give  it  a  secondary  meaning,  and  so 

10  "  confer  on  the  person  who  has  so  used  it  a  right  to  its  exclusive  use,  or,  at  all 
"  events,  to  such  a  use  that  others  employing  it  must  qualify  their  use  by  some 
"  distinguishing  characteristic.  But  I  confess  I  have  always  thought,  and  I 
"  still  think,  that  it  should  be  made  almost  impossible  for  anyone  to  obtain  the 
"  exclusive  right  to  the  use  of  a  word  which  is  in  ordinary  use  in  our  language 

15  u  and  which  is  descriptive  only  ;  and,  indeed,  were  it  not  for  the  decision  in 
"  Redda way's  case,  I  should  say  this  should  be  made  altogether  impossible." 
The  Plaintiffs  further  argued  that  the  Act  of  Parliament  was  intended  for  the 
protection  of  the  public,  and  that  there  must  necessarily  be  some  confusion  in 
the  minds  of  the  public  if  the  whole  of  their  title  is  taken,  but  I  would  point 

20  out  that  the  Plaintiffs  cannot  assert  in  their  own  names  the  rights  of  the 
public — that  is  for  the  Attorney-General ;  they  can  only  assert  their  own 
rights  as  members  of  the  public,  if  and  so  far  as  they  can  show  special  damage  to 
themselves ;  but  the  choice  of  their  own  name  rests  with  themselves ;  the 
Registrar  has  no  discretion  to  refuse  to  register  any  name  put  forward  on 

25  behalf  of  a  Company,  and  if  by  reason  of  their  adoption  of  one  single  word  in 
common  use  they  run  the  risk  of  suffering  injury  they  have  only  themselves  to 
thank,  and  they  can  no  more  acquire  a  monopoly  in  the  use  of  the  word 
"Aerator"  by  adopting  that  as  their  title  than  an  individual  can  acquire  a 
monopoly  in  his  own  name  or  the  name  of  the  article  that  he  manufactures, 

30  as  in  the  latter  case  it  is  necessary  for  the  individual  to  show,  not  merely  that 
the  Defendant  is  trading  under  his  name  or  is  making  the  article  the  name  of 
which  he  has  adopted,  but  must  also  show  that  the  name  or  article  is  exclusively 
identified  with  his  own  manufacture  so  as  to  have  acquired  a  secondary  meaning, 
so  a  Company  must  also  show  that  the  name  which  prima  facie  refers  to  a  number 

35  of  persons  or  articles  is  in  fact  identified  solely  with  them  before  they  can 
satisfy  the  Court  that  its  use  as  part  of  another  Company's  name  is  calculated 
to  deceive.  A  name  is  not  necessarily  calculated  to  deceive  because  it  is  similar ; 
it  must  depend  in  a  great  measure  upon  what  the  nature  of  the  name  is,  and  if 
it  merely  represents  the  name  of  the  article  supplied  by  the  Company  it  would 

40  require  very  strong  evidence  to  show  that  such  name  had  lost  its  primary  meaning 
and  had  become  identified  with  the  Plaintiff  Company.  In  the  case  before 
me,  as  in  all  cases  under  section  20,  the  action  is.  a  quia  timet  action,  and 
evidence  of  actual  mistake  is  impossible  ;  but  there  is  in  fact  no  evidence 
to  my  mind  of  any  probability  of  deception.    The  Plaintiffs1  Trade  Mark  is 

45  "  Sparklets,"  and  the  name  is  put  prominently  forward  on  their  shop  fronts, 
invoices,  billheads,  and  letter-paper.  The  articles  in  which  they  deal  are  very 
different  from  those  to  be  manufactured  under  the  Defendants1  Patents.  When 
the  Plaintiffs  ascertained  that  the  Defendants  intended  to  register  the  Automatic 
Aerator  Patents,  Ld.,  they  themselves  applied  to  register  another  Company 
SO  under  the  same,  or  all  but  the  same,  title,  and  were  only  prevented  from  so 
doing  because  the  Defendants*  application  was  first  lodged.  The  Plaintiffs' 
ipftTiftging  director,  who  gave  his  evidence  in  a  very  fair  and  candid  manner, 
stated  that  although  their  chief  object  was  to  be  beforehand  with  the  Defen- 
dants and  prevent  the  registration  of  the  name,  yet  they  had  intended  that 
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the  new  Company  should  carry  on  business  under  this  title,  and  that  if 
proper  care  was  taken  they  did  not  anticipate  that  any  confusion  would 
arise.  But  this  new  Company  of  the  Plaintiffs  was  intended  to  deal  in 
articles  similar  to  those  sold  by  the  Plaintiffs,  and  if  due  care  can  prevent 
confusion  in  such  a  case,  a  fortiori  it  can  do  so  when  the  articles  dealt  iu  5 
are  so  different  as  those  of  the  Plaintiffs  and  Defendants. 

In  my  opinion  the  Plaintiffs1  action  is  an  attempt  to  monopolise,  for  the 
purpose  of  nomenclature,  a  word  in  ordinary  use  in  the  English  language  and 
fails,  and  must  be  dismissed  with  costs. 


In  the  High  Court  of  Justice.— Chancery  Division.  _  10 

Before  Mr.  Justice  Buckley. 

June  13th,  1902. 

Yost  Typewriter  Company,  Ld.  v.  Typewriter  Exchange  Company. 

Action  to  restrain  passing-off. — "  Yost  pads" — Motion  for  interlocutory 
injunction. — Acts  complained  of  going  on  for  five  years. — No  Order  on  motion.   15 

The  Yost  Typewriter  Company,  Ld.,  having  commenced  an  action  to  restrain 
tJie  use  of  the  name  "  Yost  pads"  moved  for  an  interlocutory  injunction.  The 
Plaintiffs  alleged  that  the  term  "  lost  pads"  meant  their  goods,  and  that  the 
use  by  the  Defendants  of  the  term  "  Palmer  Yost  pads  "  mould  lead  to  the 
Defendants'  goods  being  passed  off  as  the  Plaintiff)?.  It  appeared  from  the  20 
evidence  that  the  term  "  Palmer  Yost  pads "  had  since  1897  been  used  by  the 
Defendants,  but  the  Plaintiffs  denied  any  knowledge  of  this.  There  was  also 
evidence  that  persons  other  than  the  Plaintiffs  had  for  some  years  used  the  term 
"Yost  pads." 

Held,  that,  under  the  circumstances,  no  case  for  an  interlocutory  injunction  25 
had  been  made  out.    No  Order  was  made  on  the  motion,  except  that  costs  should 
be  costs  in  the  action. 

On  the  9th  of  April  1902  the  Yost  Typewriter  Company,  Ld.,  commenced  an 
j&ction  against  the  Typewriter  Exchange  Company  claiming  an  injunction  to 
restrain  the  Defendants,  their  servants  and  agents,  from  passing  off  or  enabling  or  30 
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assisting  to  pass  off  any  pads  for  typewriters  not  of  the  manufacture  or  merchan- 
dise of  the  Plaintiffs  as  or  for  the  manufacture  or  merchandise  of  the  Plaintiffs, 
and  from  selling,  or  offering,  or  exposing  or  advertising  for  sale,  or  procuring  to 
be  sold,  any  such  pads  as  aforesaid  under  the  name  of  "  Yost  pads  "  or  any 
5  other  name  which  by  colourable  imitation  of  such  name  or  otherwise  was  calcu- 
lated to  represent  or  lead  to  the  belief  that  such  pads  were  pads  of  the  manu- 
facture or  merchandise  of  the  Plaintiffs,  and  for  an  Order  for  delivery  up  on 
oath  or  (at  the  Plaintiffs9  option)  destruction  of  all  price  lists,  circulars,  labels, 
and  other  documents,  articles,  and  things  which  were  in  the  possession  or  power 

10  of  the  Defendants  or  under  their  control  and  offended  against  the  foregoing 

injunctions  or  any  of  them,  and  for  damages  and  an  account  of  profits,  and  for  costs. 

The  Plaintiffs  moved  for  an  interlocutory  injunction.    Affidavits  were  filed 

on  both  sides,  which  affidavits  are  referred  to  in  the  judgment. 

H.  Terrell,  K.C.,  and  Sebastian  (instructed  by  Ranger,  Burton,  and  Frost) 

15  appeared  for  the  Plaintiffs ;  T.  Terrell,  K.C.,  and  C.  Terrell  (instructed  by 
Pritchard,  Englefield  &  Co.)  appeared  for  the  Defendants. 

BUCKLEY,  J. — Having  heard  this  evidence,  I  think  Mr.  Tlurma*  Terrell  was 
justified  in  resisting  any  Order  being  made  upon  the  motion. 
At  the  trial  the  questions,  as  far  as  I  can  see  at  present,  will  be  two.    First : 

20  What  do  the  words  "  Yost  pads  "  convey  as  a  matter  of  fact  ?  Do  they  convey 
the  meaning  of  an  article  manufactured  by,  or  for  whose  quality  the  Plaintiffs 
give  a  guarantee ;  or  do  they  mean  pads  manufactured  for  use  upon  the  Yost 
typewriting  machine  ?  Supposing  that  question  should  be  answered  that  they 
convey  the  meaning  of  a  pad  manufactured  by,  or  guaranteed  by,  the  Plaintiffs, 

25  then  the  question  would  arise :  Does  the  use  of  the  word  "  Palmer,9'  in  the 
connection  "  Palmer  Yost  pad,"  sufficiently  distinguish  the  Defendants9  article 
from  the  Plaintiffs*  article  ? 

Upon  the. question  of  what  the  words  "Yost  pad*'  mean  there  is  a  great 
conflict  of  evidence  here,  as  there  always  is  in  these  cases.    I  had  better  say  as 

30  little  as  possible  as  to  what  the  effect  of  the  evidence  is  on  my  mind.  I  do  not 
think  that  the  Plaintiffs  have  discharged  themselves  sufficiently  of  the  onus  of 
showing  that  the  words  convey  the  meaning  that  they  allege.  The  result  of 
the  evidence  is  that  the  Plaintiffs  certainly  do  not  manufacture  this  pad ;  they 
sell  it,  but  they  do  not  manufacture  it.    It  may  be,  of  course,  that  the  public 

35  understand  a  thing  guaranteed  by  them  as  a  possible  meaning  of  the  words ; 
but,  at  any  rate,  they  do  not  make  it. 

Upon  the  second  question,  as  to  whether  the  word  "  Palmer  "  discriminates 
or  not,  the  Plaintiffs9  evidence  is,  I  think,  very  weak  indeed.  There  is  very 
little  said  about  that.    It  may  well  be  that  even  if  the  u  Yost  pad  "  point  is  to 

40  be  answered  in  favour  of  the  Plaintiffs,  the  word  "Palmer"  would  be 
sufficient  discrimination.  Upon  that  again  there  is  conflicting  evidence,  and 
that  will  be 'a  question  for  the  trial. 

The  grounds  upon  which  I  dispose  of  this  motion  are  these.  It  is  not  at 
all  in  dispute  that  in  1897  the  Plaintiffs  were  perfectly  weir  aware  that  the 

45  Defendants  were  manufacturing  the  article,  for,  in  1897,  they  threatened  them 
with  proceedings  for  infringement  of  a  Patent.  These  proceedings  were 
abandoned — there  was  no  Patent,  or  it  could  not  be  maintained,  or  something  of 
that  kind.  It  does  not  appear  in  that  letter  that  they  then  took  any  exception, 
I  agree,  to  the  Defendants9  use  of  a  name  for  the  article,  but  that  fact  is  material 

50  to  this  extent,  that  it  is  quite  plain  that  in  1897  the  Plaintiffs  knew  that  the 
Defendants  were  manufacturing  the  article.  Then  I  ought  to  say,  also,  that  by 
Mr.  Faulde's  affidavit,  filed  on  the  22nd  of  May  (paragraph  6),  it  is  proved  that 
the  Defendants  have,  since  1897,  sold  the  article  as  "  Palmer's  Yost  pads,99  or 
"  Palmer's  ink  pads  for  Yost  typewriters,99  and  that  they  have  regularly  traded 

55  in  such  pads  for  the  last  seven  years. 

Now  what  is  the  evidence  as  to  the  user  of  the  words  "  Yost  pads "  by 
persons  other  than  the  Plaintiffs  to  indicate  the  article  sold  ?    Upon  that,  again, 
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I  have  no  great  difficulty  upon  the  evidence.    It  is  proved  by  documents  which 
are  exhibited  that  a  firm  called  the  Hartford  Typewriter  Syndicate,  from  whom 
the  Defendants  bought  prior  to  September  1897,  sold  this  class  of  article  simply 
under  the  words  "  Yost  pads."     They  were,  in  fact,  manufactured  by  a  firm  of 
S.  T.  Smith  A  Co.,  of  New  York,  and  they  are  described  in  the  Hartfwd  5 
Typewriter  Syndicate's  price  list  as  "  Yost  pads,  manufactured  by  S.  T.  Smith  & 
"  Co.,  of  New  York,  original  makers.    All  colours.    Each,  7s."    Then  this 
also  is  proved,  that  a  firm  of  Underwood  A  Co.,  who  largely  supplied,  and 
ultimately,  I  believe,  exclusively  supplied,  the  Plaintiffs,  manufactured  these 
things,  and  a  Mr.  Young  makes  an  affidavit  in  which  he  says  that  in  1891  he  10 
was  appointed  by  Underwood  A  Co.  as  their  general  agent  outside  America  for 
their  typewriter  supplies,  including  "  Yost  pads."     Young,  from  1891  onwards, 
issued  a  catalogue,  of  which  he  exhibits  a  copy  of  date  1899,  but  he  says  that  he 
issued  a  similar  catalogue  in  1897  and  in  1898,  and  that  in  those  catalogues,  as 
well  as  in  ail  previous  catalogues  subsequent  to  1891,  he  did  what  he  did  in  the  15 
catalogue  of  1899.    Now  the  catalogue  of  1899  is  an  exhibit,  and  it  simply 
offers  "  Yost  pads,  price  Is.  6d.  each."    There  is  an  affidavit  of  Mr.  Young, 
in  which  he  says  that  since  the  year  1892,  when  he  first  took  up  the  agency 
for  typewriter  supplies  for  Mr.  John  UndeHvood,  he  regularly  sent  to  the 
Plaintiff  Company,  by  post,  his  catalogues,  which  he  published  every  year!  20 
That  would  be  the  catalogue  in  which  he  simply  offers  "  Yost  pads."    That 
paragraph  of   Yourig's  affidavit  is  answered  by  Mr.  Bartholomew  in  reply, 
and  all  that  he  says  is  that   if    the  statements  which  I    have    just    read 
are  true — "  which  I  do  not  admit— no  such  catalogues  or  advertisements  were 
"  ever  brought  to  my  notice.    We  receive  large  numbers  of  such  things ;  1  pay  25 
"  no  attention  to  them  without  a  special  reason  ;  and  I  have  never  s6en  or  heard 
"  of  the  particular  catalogue  referred  to."    So  here  I  have  it  proved  that  from 
1891  onwards  Young  has  been  selling  these  things  as  "Yost  pads."    I  have  it 
proved  that  in  1897  the  Plaintiffs  knew  that  the  Defendants  were  selling  pads 
of  some  name  or  other,  and  I  have  to  come  to  a  conclusion  as  a  matter  of  fact  30 
whether  I  am  satisfied  that  the  Plaintiffs  did  not  know  that  the  Defendants 
were  selling,  as  in  point  of  fact  they  were  selling,  from  1897  onwards,  these 
things  as  "Palmer  Yost  pads."    The  Defendants  say  tl^ey  did  ;  the  Plaintiffs, 
to  my  mind,  do  hot,  in  a  way  to  satisfy- me,  say  that  they  did  not.    This  has- 
been  going  on  since  the  year  1897  in  point  of  fact,  whether  the  Plaintiffs  knew  35 
it  or  not ;  so  that  the  application  to  the  Court  is  to  restrain  a  sale'  which  has 
been  going  on  under  this  name  since  1897,  with  such  probability  of  knowledge 
on  the  part  of  the  Plaintiffs  as  is  indicated  by  the  facts  to  which  I  have  pointed. 
1  am  not  satisfied  upon  the  principal  questions,  of  which  I  have  said  little. 
But  under  these  facts,  with  the  user  of  the  name  by  the  Defendants  for  the  40 
length  of  time,  and  the  means  of  knowledge  by  the  Plaintiffs,  and  wliat  I 
believe  as  regards  their  knowledge  in  fact,  I  think  there  is  no  case  made  for  an 
interlocutory  injunction.    I  therefore  make  no  Order  upon  the  motion,  except 
that  the  costs  be  costs  in  the  action. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Kekewich. 


July  1st,  1902. 


WooLPE  v.  Automatic  Picture  Gallery,  Ld. 


5  Patent. — Action  for  infringement. — Preliminary  trial  on  points  of  law. — 
Application  at  Patent  Office  for  leave  to  amend  Specification. — Subsequent 
presentation  of  Petition  for  revocation. — Right  of  Patentee  to  proceed  with 
application  without  leave  of  Court. — Jurisdiction  of  Comptroller  to  give  leave  to 
amend  not  suspended. — Patents,  Ac.  Act,  1883,  sections  18  and  19 ;  Patents,  Ac. 
10  Act,  1888,  section  5. 

A  Petition  for  revocation  of  a  Patent  was  presented  by  a  Company  after  the 
Patentee  had,  by  request  in  writing,  applied  at  tlie  Patent  Office  for  leave  to 
amend  his  Specificatioti.  The  leave  was  given  by  the  Comptroller,  and  the 
Specification  was  amended  accordingly.  In  a  subsequent  action  for  infringement 

15  the  Defendants,  being  the  Company  which  had  presented  the  Petition,  by  their 
Defence  raised  the  points  that  under  section  18  (70)  of  the  Patents,  Ac.  Act,  1883, 
the  power  of  the  Patentee  to  apply  for  and  the  jurisdiction  of  the  Comptroller 
to  grant  leave  to  amend  the  Patent  were  suspended  so  long  as  the  Petition  was 
pending,  and  that  the  decision  of  the  Comptroller  giving  leave  to  amend  was 

20  ineffectual.  These  points  were  ordered  to  be  heard  as  preliminary  points  of 
law,  together  with  another  point  which,  in  view  of  the  judgment,  it  became 
unnecessary  to  decide. 

Held,  that  where  an  application  has  been  made  by  a  Patentee  for  leave  to 
amend  his  Specification,  there  being  at  that  time  no  action  for  infringement  or 

25  proceeding  for  revocation  pending,  the  application  can  proceed  without  the 

leave  of  the  Court  under  section  19,  notwithstanding  tliat    an   action  for 

infringement  or  proceeding  for  revocation  is  subsequently  commenced. 

2  s 
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On  the  28th  of  May  1898  Letters  Patent  (No.  12,160  of  1898)  were  granted  to 
Henry  Wool/e  for  an  invention  of  "  Improvements  in  apparatus  for  receiving 
"  coin  and  displaying  stereoscopic  or  other  pictures  or  effects  in  exchange." 

On  the  1st  of  April  1901,  Wool/e  applied  at  the  Patent  Office  for  leave  to 
amend  his  Specification.  On  the  3rd  of  July  1901,  the  Automatic  Picture  5 
Gallery,  Ld.,  presented  a  Petition  for  revocation  of  the  Patent.  The  same 
Company  also  opposed  the  application  to  amend,  but  after  hearing  the  Applicant 
and  Opponents  on  the  9th  of  August  1901,  the  Chief  Examiner,  acting  for  the 
Comptroller,  on  the  14th  of  August,  gave  his  decision  allowing  the  amendment, 
which  consisted  in  striking  out  four  of  the  seven  original  claims.  10 

On  the  26th  of  September  1901,  Wool/e  commenced  an  action  against  the 
Company  for  infringement  of  the  amended  Patent.  The  Plaintiff,  by  his 
Statement  of  Claim,  alleged  (1)  that  he  was  the  registered  owner  of  the  Patent ; 
(2)  that  the  Defendants  had  infringed ;  (3)  that  the  Specification  of  the 
Patent  was  duly  amended  by  leave  of  the  Comptroller-General,  granted  15 
on  the  14th  day  of  August  1901 ;  and  (4)  tbat  the  original  claims  in  the 
Specification  were  framed  in  good  faith,  and  with  reasonable  skill  and 
knowledge.    Particulars  of  Breaches  were  delivered  therewith. 

The  Defendants,  by  their  Defence,  (1)  denied  infringement ;  (2)  alleged  the 
invalidity  of  the  Patent ;   (3)  alleged  that  the  Specification  of  the  Patent  was  20 
not  duly  amended  as  alleged,  or  at  all ;    as  before  the  said  14th  of  August 
3901,  that  is  to  say  on  the  3rd  of  July  1901,  the  Defendants  presented  a  Petition 
to  the  Court  for  the  revocation  of  the  Patent ;  thereupon  the  provisions  made 
by  law  for  the  amendment  of  the  Specification  ceased  to  apply,  and  it  was  there- 
after not  competent  to  the  Patentee  to  apply  for  leave  to  amend  the  Specification,  25 
and  there  was  thereafter  no  jurisdiction  in  the  Comptroller-General  to  hear  or 
decide  upon  any  such  application  for  leave  to  amend  the  same,  so  long  as  the 
Petition  for  revocation  was  pending,  save  by  leave  of  the  Court  or  a  Judge,  and 
upon  such  terms  as  the  Court  or  Judge  should  impose,  pursuant  to  the  Statutes 
in  that  case  made  and  provided  ;  that  no  such  leave  to  apply  to  amend  had  30 
been  at  any  time  asked  for  or  given,  and  the  Petition  for  revocation  was  still 
pending,  and  was  so  pending  on  the  14th  of  August  1901,  the  date  on  which 
the  Plaintiff  was  alleged  to  have  applied  to  the  Comptroller  General,  and  to  ... 
have  received  from  him  leave  to  amend  the  Specification  ;  that  if  any  such 
application  was  made,  and  any  such  leave  given,  which  was  not  admitted,  the  35 
application  and  leave  were  ultra  vires,  void,  and  of  none  effect ;  and  (4)  that 
the  original  claims  were  not  framed  in  good  faith,  or  with  reasonable  skill  and 
knowledge.    Particulars  of  Objections  were  delivered  therewith. 

The  Plaintiff,  by  his  Reply,  (1)  joined  issue  save  in  so  far  as  the  Defence 
admitted  the  Plaintiff's  claim  ;  (2)  alleged  that  an  application  to  amend  the  40 
Patent  in  the  Statement  of  Claim  referred  to  was  pending  at  the  date  when 
the  Petition    was    presented ;  that  such  application  was  duly  made   under 
the  18th  section  of  the  Patent  Act  of  1883,  and  no  legal  proceedings  were 
pending  at  the  date  of  such  application ;    that  the  subsequent  presentation  of 
the  Petition  in  the  third  paragraph  Of  the  Defence  referred  to  did  not  deprive  45 
the  Comptroller-General  of  jurisdiction  to  hear  and  determine  such  application, 
and  the  decision  of  the  Comptroller-General  was  not  ultra  vires ;   (3)  that  the 
Defendants  were  not  in  law  entitled  to  raise  the  issue  set  out  in  paragraph  3  of 
the  Defence ;  the  Defendants,  in  accordance  with  the  rules  and  procedure  of 
the  Patent  Office,  entered  opposition  to  the  amendment  of  the  Specification,  50 
and  argued  on  the  merits  the  question  of  amendment,  and  also  the  question  of 
jurisdiction,  before  the  Comptroller-General,  and  by  his  judgment,  which  was 
in  writing  and  was  dated  the  14th  of  August  1901,  the  Comptroller-General 
held  that  he  had  jurisdiction,  and  on  the  merits  decided  in  favour  of  the  . 
Applicant  for  amendment,  the  Plaintiff ;  that  by  reason  of  such  acts  the  Defen-  55 
dants  were  estopped  from   pleading  the  matters  in  the  third  paragraph  of 
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the  Defence  alleged ;  (4)  that  the  Defendants  were  farther  estopped  from 
raising  the  issue  pleaded  in  the  third  paragraph  of  the  Defence  by  reason 
that  in  the  proceedings  under  the  Petition  the  Defendants,  on  the  6th  of 
August  1901,  by  their  Counsel,  consented  to  an  Order  made  by  Mr.  Justice 
5  Byrne  for  discovery  against  the  Plaintiff,  who  was  the  Respondent  to  the 
Petition,  such  Order  for  discovery  being  limited  to  discovery  "relating  to 
"  such  issues  as  arise,  assuming  that  the  Respondent's  application  for  leave  to 
"  amend  his  Specification  now  pending  before  the  Comptroller  of  Patents  will 
"  be  successful." 

10  By  their  Rejoinder  the  Defendants  said  (1)  that  they  did  not  know,  the 
Plaintiff  having  given  no  particulars,  to  what  application  to  amend  the  Plaintiff, 
in  the  second  paragraph  of  the  Reply,  referred  as  pending  at  the  date  when 
the  Petition  was  presented,  and  the  Defendants,  therefore,  did  not  admit  that 
any  application  whatever  was  so  pending ;    saving  admissions  thereinafter 

15  contained,  the  Defendants  denied  all  and  every  the  allegations  in  the  second 
and  third  paragraphs  of  the  Reply  contained ;  (2)  that  the  facts  as  to  the 
matters  touched  upon  in  the  second  and  third  paragraphs  of  the  Reply  were 
as  follows: — (a)  At  some  date  prior  to  the  3rd  of  July.  1901  (the  precise 
date  was  not  known  to  the  Defendants),  the  Plaintiff  left  at  the  Patent  Office  a 

20  request  in  writing  whereby  he  sought  leave  to  amend  his  Specification  by 
way  of  disclaimer,  under  the  provisions  of  section  18,  subsection  (1),  of  the 
Patents,  Designs,  and  Trade  Marks  Acts,  1883  to  1888 ;  (6)  on  the  3rd  of  July 
1901,  the  Defendants  presented  a  Petition  to  the  High  Court  of  Justice  for 
the  revocation  of  the  Patent ;  the  Defendants  contended  that  thereupon  the 

25  provisions  contained  in  >the  subsections  numbered  from  1  to  9  inclusive  of  the 
said  section  18,  ceased  to  apply,  and  that  thereafter  it  was  not  competent  to  the 
Plaintiff,  during  the  pendency  of  the  Petition,  to  make  any  application  at 
the  Patent  Office  having  for  its  object  to  obtain  leave  to  amend  the  Specifi- 
cation, save  only  such  application  as  the  Court  or  a  Judge  should,  under 

30  the  provisions  of  section  19  of  the  Act,  order  that  the  Plaintiff  should  be  at 
liberty  to  make,  and  that,  save  in  respect  of  such  an  application  so  ordered, 
there  was  and  had  been,  since  the  3rd  of  July  1901,  no  jurisdiction  in  the 
Comptroller  to  hear  and  decide  upon  any  such  application  by  the  Plaintiff  for 
leave  to  amend  the   Specification  ;    (c)  that  the  Petition  was   still  pending, 

35  and   had  been  pending  continuously  from  the   3rd   of  July   1901,  down   to 

the  then  present  time;  (d)  on  the  9th  of  August  1901,  the  Plaintiff,  by  his 

Counsel,  applied  at  the  Patent  Office  for  leave  to  amend  his  Specification  in 

accordance    with    the    proposal    for    the    amendment    for    the    same,  which 

..    accompanied  his  request  in  writing  left  at  the  Patent  Office  as  thereinbefore 

40  stated ;  no  such  Order  as  is  provided  for  by  section  19  of  the  Act  had  been 
made  by  the  Court,  or  a  Judge  thereof,  at  that  date,  and  no  Order  had  as  yet 
been  made ;  (e)  that  the  Defendants,  having  notice  of  the  said  application  by 
the  Plaintiff,  attended  at  the  Patent  Office  on  the  9th  of  August  1901,  and 
suggested  to  the  Chief  Examiner  that,  in  the  circumstances  of  the  case  as 

45  thereinbefore  stated,  he  had  no  jurisdiction  to  hear  and  decide  upon  the 
application;  the  Defendants,  subject  to  such  suggestion,  suggested  further 
that  there  were  reasons  for  refusing  the  application  made  by  the  Plaintiff,  or 
for  refusing  it  in  part,  or  for  acceding  thereto  subject  only  to  certain  conditions 
if  at  all ;  that  the  Chief  Examiner  had  no  jurisdiction  to  hear  and  decide 

50  upon  the  application  save  such  jurisdiction,  if  any,  as  in  the  circumstances 
thereinbefore  stated  was  conferred  upon  the  Comptroller  by  section  18,  sub- 
section (3),  of  the  Act;  (/)  that  on  the  14th  of  August  1001,  the  Chief 
Examiner  signed  and  delivered  to  the  Plaintiff  a  certain  document  pur- 
porting to  be  his  decision  upon  the  application ;  this  document  was  in  the 

55  possession  of  the  Plaintiff;  (3)  the  Defendants  denied  all  and  every  the 
allegations  in  the  fourth  paragraph  of  the  Reply  contained. 
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On  the  2nd  of  June  1902  an  Order  was  made  in  the  action  by  Mr.  Justice 
Joyce  that,  both  parties  by  their  Counsel  admitting  the  facts  set  out  in 
paragraph  2  of  the  Rejoinder  for  the  purposes  of  the  trial  thereinafter 
provided  for,  it  was  ordered  that  the  following  questions  of  law  should  be 
forthwith  tried  before  the  trial  of  that  action,  viz. : — "  (1)  Was  the  said  5 
"  decision  dated  the  14th  of  August  1901  of  the  said  H.  Hatfield,  acting 
44  as  aforesaid  on  behalf  of  the  Comptroller-General,  effectual  to  authorise 
"  and  enable  the  Plaintiff  to  amend  the  Specification  of  Letters  Patent 
44  No.  12,160  of  1898  in  accordance  with  the  leave  to  amend  which  by  the 
44  said  decision  the  said  H.  Hatfield  purported  to  give  ?  (2)  Did  the  pre-  W 
44  sentation  of  the  Petition  to  the  High  Court  of  Justice  on  the  3rd  of  July 
«  1901,  In  the  Matter  of  4 Re  Woolfe's  Patent,  Ac,  1901,  W.  093/  for  the 
44  revocation  of  the  said  Letters  Patent  No.  12,160  of  1898  render  the  Plaintiff 
"  unable  during  the  pendency  of  the  said  Petition  to  make  any  application  at 
"  the  Patent  Office  having  for  its  object  to  obtain  leave  to  amend  the  said  15 
'•  Specification,  save  only  such  application  as  the  Court  or  a  Judge  should  under 
41  the  provisions  of  section  1 9  of  the  Patents,  Designs,  and  Trade  Marks  Act, 
"  1883,  order  that  the  Plaintiff  should  be  at  liberty  to  make,  and  did  it,  save  in 
44  respect  of  such  an  application  so  ordered,  deprive  the  Comptroller-General  of 
44  jurisdiction  to  hear  and  determine  the  application  by  the  said  Plaintiff  for  20 
44  amendment  of  his  said  Patent  on  the  9th  of  August  1901  and  on  the  14th  of 
44  August  1901  ?  (3)  Do  the  facts  admitted  for  the  purposes  of  this  trial  estop 
44  the  Defendants  from  objecting  to  the  jurisdiction  of  the  said  Comptroller- 
44  General  to  hear  and  adjudicate  upon  the  said  application  to  amend  ?  And 
44  the  costs  of  the  Plaintiff  and  of  the  Defendants  of  this  application  are  to  be  25 
44  costs  in  the  action.  And  it  is  ordered  that,  until  the  said  points  of  law  have 
44  been  disposed  of,  all  further  proceedings  in  this  action  be  stayed." 

The  action  came  on  for  argument  on  the  above-mentioned  points  of  law  on 
the  1st  of  July  1902. 

T.   Terrell,  K.C.,  and  A.  J.   Walter  (instructed   by  Field,  Roscoe  &  Co.)  30 
appeared  for  the  Plaintiff ;  Moulton,  K.C.,  and  J.   W.  Gordon  (instructed  by 
W.  and  H.  Cobbett)  appeared  for  the  Defendants. 

Terrell,  K.C.,  and  Walter  tor  the  Plaintiff ,  after  stating  the  facts,  continued  :— 
The  Defendants  say  that  after  the  presentation  of  the  Petition  for  revocation 
the  Comptroller  had  no  jurisdiction  to  allow  the  amendment,  and  that  the  35 
Plaintiff  ought  to  have  come  to  the  Court  under  section  19  of  the  Patents,  &c. 
Act,  1883,  for  leave.    But  44  is  pending  "  in  section  18  (10)  means  at  the  date  of 
tne  application  for  leave  to  amend.    The  44  foregoing  provisions  "  referred  to  in 
the  subsection  mean  all  of  them.    If  "  is  pending  "  does  not  mean  what  we 
contend  an  opponent  to  an  amendment  can  stop  the  application  at  any  point — for  ™ 
instance,  after  leave  given  and  before  the  appeal  to  the  Law  Officer,  or  after 
leave  has  been  given  by  the  Law  Officer,  but  the  amendment  has  not  been 
actually  made.    The  construction  contended  for  by  the  Defendants  would  lead 
to  absurdities.    It  must  be  borne  in  mind  that  if  leave  is  necessary  under 
section  19  the  amendment  can  only  be  by  way  of  disclaimer.    The  judgment  & 
of  Fry,  L.J.,  in  Singer  v.  Stassen  (1  R.P.C.  121)  is  in  the  Plaintiff's  favour, 
as   also    are   the  judgments  in  Andrew   v.    Orosslev    (9    R.P.C.   165)   and 
Farbenfabriken  vorm.  Bayer  v.  Bowker  (8  R.P.C.  389).    In  Deeley's  Patent 
(11  R.P.C.  72)  both  the  Applicant  and  Respondent  assumed  that  leave  under 
section  19  was  necessary,  and  the  judgment  of  Ghitty,  J.,  was  founded  on  a  50 
misapprehension,  the  point  not  being  raised  or  argued.     Section  18  gives  all  the 
procedure  to  be  followed  when  leave  is  granted  under  section  19.    Section  18  (10) 
applies  when,  at  the  date  of  the  application,  proceedings  are  before  the  Court 
either  at  the  instance  of  the  Patentee  or  a  hostile  person.    After  the  application 
no  subsequent  proceedings  for  infringement  on  the  unamended  Specification  55 
could  possibly  be  taken  until  the  application  for  amendment  had  been  disposed 
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of.  The  point  of  law  was  really  decided  by  Fry,  L.J.  Moreover,  there  is  no 
provision  under  which  a  Patentee  can  on  presentation  of  a  subsequent  Petition 
apply  for  leave  to  continue  his  amendment  proceedings.  Section  19  has  no 
application  to  proceedings  subsequent  to  an  application  for  amendment. 
5  ^  Moulton,  K.C.,  and  Gordon  for  the  Defendants. — The  only  definite  authority 
is  Deeley's  Patent,  which  is  in  the  Defendants*  favour.  Singer  v.  Stassen  did 
not  involve  this  point ;  the  question  was  whether  leave  was  necessary  with 
respect  to  Letters  Patent  granted  before  the  Act.  Application  for  leave  to 
amend  is  a  continued  application,  several  steps  being  necessary,  and  the  pro- 

10  ceedings  are  suspended  as  soon  as  an  action  is  brought  or  a  Petition  presented. 
In  Deeley*s  Patent  the  question  of  jurisdiction  arose  and  was  decided.  Andrew 
v.  Crossley  is  really  in  the  Defendants'  favour ;  the  point  was  whether 
the  application  had  come  to  an  end  on  leave  to  amend  being  granted.  In 
the  particular  case  it  was  decided  that  it  was  complete,  but  it  was  said  that 

15  subsection  (10)  would  apply  if  anything,  even  a  ministerial  act,  remained  to  be 
done.  The  Farbenfabriken  case  does  not  assist ;  there  the  action  was  brought 
after  the  application,  and  discontinued  before  the  application  was  granted.  "  So 
44  long  as"  in  subsection  (10)  points  to  suspension.  The  Patent  Office  will  not 
impose   terms,  but  the  Court  can  and  will ;   there  is  nothing  unjust  in  the 

20  Comptroller's  hand  being  stayed,  subject  to  the  leave  of  the  Court.  The  word 
"application  "  is  not  used  in  section  18,  and  the  section  imposes  several  steps 
commencing  with  a  request  in  writing  ;  there  is  no  one  definite  application  as 
the  Plaintiff  contends.  44  Applicant "  in  section  18  means  a  person  applying  for 
a  Patent.    The  Defendants  opposed  the  amendment,  so  as  to  force  the  Plaintiff 

25  to  make  a  further  application  %t  the  Patent  Office;  what  took  place  on  the 
9th  of  August  was  an  application  by  the  Plaintiff,  and  leave  under  section  19 
was  necessary.  There  are  two  points  :  first,  whether  the  Plaintiff  had  power  to 
apply  to  amend ;  and,  secondly,  whether  the  Comptroller  had  jurisdiction  to 
give  leave.    The  principle  of  the  Act  is  that  any  change  after  the  vesting  of 

30  rights  by  the  commencement  of  proceedings  is  only  to  be  allowed  by  leave 
of  the  Court.  The  Particulars  of  Objections  to  the  validity  of  the  Patent  in 
the  proceedings  for  revocation  were  founded  on  the  Patent  as  it  then  stood, 
and  the  Patentee  ought  not  to  be  allowed  to  pass  those  by  without  leave.  In 
Meyer  v.  Sherwood  (7  R.P.C.  283)  Smith,  J.,  refused  to  allow  a  Specification 

35  as  amended  during  the  action  to  be  put  in. 

Counsel  for  the  Plaintiff  were  not  called  on  to  reply. 

Kbkewich,  «/. — Unless  compelled  by  authority  to  say  otherwise,  I  think  that 
there  is  no  reasonable  doubt  about  the  construction  of  the  section  of  the  Act  of 
1883  on  the  point  which  has  been  argued.     That  point  is  this.     Where  an 

40  application  has  been  made  by  a  Patentee  (I  have  nothing  to  do  with  anybody 
else)  for  leave  to  amend  his  Specification,  there  being  at  that  time  no  action  for 
infringement  or  proceeding  for  revocation  pending,  can  that  application  properly 
proceed  without  leave  of  the  Court  notwithstanding  that  after  that  date  some 
action  for  infringement  is  commenced,  or  some  proceeding  for  revocation  of  the 

45  Patent  is  instituted  ?  That  is,  as  I  understand  it,  the  question.  It  is  not  safe 
to  construe  an  Act  of  Parliament  by  any  a  priori  considerations.  Still,  one 
must  bear  in  mind  what  is  stated  to  be,  or  what  must  necessarily  be  presumed 
to  be,  the  intention  of  the  Legislature  in  passing  a  particular  Act,  era  particular 
section  of  an  Act,  and  here  I  think  it  must  be  obvious  to  everyone  that  the 

50  Legislature  recognised,  I  will  not  say  a  right,  but  a  fair  ground  of  claim  to  a 
right,  in  an  applicant  for  a  Patent,  or  a  Patentee,  to  correct  those  mistakes  which, 
through  carelessness  or  ignorance  or  any  other  cause,  had  inadvertently  been 
made  by  him  in  his  original  Specification.  The  Legislature  has,  I  gather  from 
the  section,  thought  it  only  fair  that  a  man  might  come  forward  and  say  that 

55  after  all  he  does  not  claim  some  part  of  that  which  he  had  at  first  been  advised 
or  intended  to  claim,  or  that  he  has  unfortunately  made  a  slip,  and  that  some 
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language  or  drawing  most  be  corrected,  or  that  language  has  failed  him  and  he 
has  not  properly  explained  some  part  of  that  which  had  to  be  explained  in  his 
Specification.  In  either  of  these  cases  it  is  only  fair  and  reasonable  that, 
provided  that  nobody  is  injured  thereby,  provided  that  things  are  as  they  were, 
he  should  be  allowed,  in  a  proper  way  and  with  proper  precautions,  to  make  5 
that  necessary  disclaimer,  correction,  or  explanation  ;  but  then  the  Legislature, 
in  1883,  and  more  deliberately  in  1888,  thought  that  that  ought  not  to  be  done 
if  there  was  any  possibility  of  injury  to  others.  It  would  obviously  be 
.extremely  unfair  to  allow  a  Patentee  of  his  own  motion,  without  the  leave  of 
the  Court  on  fair  terms  granted,  to  apply  for  a  disclaimer,  correction,  or  10 
explanation  of  his  Specification  when  some  rival  had  already  presented  a 
Petition  for  revocation  of  that  Patent.  He  might  in  that  way  be  inventing  a 
defence  which  ought  not  to  avail  him.  I  do  not  know  that  it  would  be  unfair 
for  a  man  to  go  to  the  Patent  Office  and  ask  for  leave  to  amend  his  Specification 
when  he  had  brought  an  action  for  infringement,  but  it  would  be  extremely  15 
confusing  if  that  was  done.  Probably  no  man  would  be  so  foolish  as  to  do  it, 
but  it  would  confuse  the  administration  of  justice,  because  the  Court  would  not 
know  whether  it  was  dealing  with  the  original  Specification  or  the  one  that 
was  amended,  supposing  the  amendment  was  made,  and,  as  I  have  already 
remarked,  the  Patentee  would  place  himself  in  a  position  of  considerable  20 
difficulty.  But  so  long  as  there  is  nothing  of  that  kind,  the  Legislature 
evidently  thought  that  there  was  no  reason  why  honest  alterations  arising  from 
honest  slips  should  not  be  made,  and  that  is,  as  I  unlerstahd,  the  operation 
of  the  18th  ^section.  The  Legislature  did  not  stop  there,  but  provided,  by 
section  19,  that  when  there  are  proceedings  pending,  when  there  is  an  action  25 
for  infringement  or  a  Petition  for  revocation,  then  the  Court,  on  such  terms  as 
it  thinks  lit — and  very  strict  terms  have  been  imposed — may  give  leave  to  the 
Patentee  to  apply  for  a  disclaimer.  The  Legislature  did  not  think  fit  where  a 
man  had  once  embarked  on  litigation  either  by  himself  as  Plaintiff  in  an  action 
for  infringement  or  as  Respondent  to  a  Petition  for  revocation  that  he  should  be  30 
allowed  to  go  back  and  say  "  I  have  made  a  mistake  which  I  will  correct,"  or 
" 1  will  explain  that  which  is  obscure  "  ;  but  the  Legislature  did  in  mercy  to 
Patentees  who  do  not  know  all  the  previous  inventions,  and  who  perhaps 
have  got  a  very  meritorious  Specification  spoilt  by  some  claim  they  cannot 
sustain,  provide  that  they  should  have  an  opportunity  of  disclaiming  with  35 
the  leave  of  the  Court,  and  on  proper  terms.  That  is  the  schema  of  the 
Act.  Now,  that  being  so,  why  should  an  application,  made  properly  in  the 
first  instance,  be  stopped  by  any  proceeding  after  the  date  of  that  applica- 
tion ?  Here  I  do  not  think  I  really  need  consider  any  application  by  the 
Patentee  himself  as  Plaintiff  in  an  action  for  infringement.  A  man  could  40 
not — at  least  it  seems  to  me  inconceivable  that  a  man  should — first  go  to  the 
Patent  Office  and  ask  for  leave  to  amend  his  Specification,  and  then  go  into 
Court  with  an  action  for  infringement,  on  the  original  Specification  necessarily, 
for  it  has  not  yet  been  amended,  and  ask  the  Court  to  grant  him  an  injunction 
in  respect  of  an  infringement  of  a  Patent  which  he  himself  admits  to  be,  at  any  45 
rate,  inaccurate.  But  the  point  really  arises  practically,  and  arises  in  this  case 
upon  a  Petition  for  revocation  having  been  presented.  When  is  the  Petition  for 
revocation  to  be  presented  in  order  to  stop  the  proceedings  at  the  Patent  Office 
to  amend  ?  According  to  the  argument  for  the  Defendants  in  this  case,  the  day 
before  the  Comptroller  gave  his  decision  would  suffice.  An  application  might  50 
have  been  made  ;  it  might  have  been  advertised  ;  it  might  have  been  adjourned 
to  the  Law  Officer,  and  argued  at  very  considerable  length,  and  at  last  might 
have  reached  the  point  of  decision.  A  day  may  have  been  appointed  for  the 
Comptroller  to  say  whether  he  would  make  the  amendment  or  not.  Then,  the 
day  before,  a  rival  presents  a  Petition  for  revocation,  and  according  to  the  55 
Defendants'  argument  there  is  an  end  to  the  whole  proceedings  from  thenceforth 
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and  for  ever.  That  seems  to  me  to  be  a  monstrous  construction  which  I 
ought  not  to  place  on  the  language  of  the  Act,  having  regard  to  the  scheme  of  the 
Act,  unless  I  am  forced  to  do  it.  I  am  quite  sure  that  I  am  not  forced  to  do  it. 
The  way  to  test  anything  in  the  shape  of  a  proviso  in  an  Act  of  Parliament  or 
5  instrument  is  to  read  the  proviso  as  far  as  you  can  into  that  part  of  the  instru- 
ment to  which  the  proviso  is  attached.  Read  the  10th  subsection  of  section  18 
of  the  Act  of  1883  into  the  1st  subsection  of  the  same  section.  I  will  leave  out 
an  Applicant  because  we  have  nothing  to  do  with  that : — "  A  Patentee  may  from 
44  time  to  time,  so  long  as  any  action  for  infringement  or  proceeding  for  revoca- 

10  4<  tion  of  a  Patent  is  not  pending,  by  request  in  writing  left  at  the  Patent  Office." 
The  provisions  of  the  section  are  not  to  apply  to  the  case  where  there  is  an 
action  for  infringement  or  proceeding  for  revocation  of  the  Patent.  The  proviso, 
therefore,  applies  to  the  1st  subsection,  and  I  have  read  the  1st  subsection 
accordingly.     If  there  is  no  action  for  infringement  or  proceeding  for  revocation 

15  of  the  Patent  pending  the  application  may  be  made.  Where  in  that  section  do  you 
find  anything  saying  that  the  application  having  been  made  it  shall  not  be  pro- 
ceeded with  ?  I  agree  that  by  a  forced  construction  you  can  make  each  of  these 
subsections  say  that  they  shall  have  no  application  if  there  is  any  action  for 
infringement  or  proceeding  for  revocation  of  a  Patent  pending  at  any  time,  but 

20  it  is  a  forced  construction,  and  it  seems  to  me  to  be  entirely  contrary  to  the 
scheme,  which  starts  the  application  under  certain  conditions  and  then  provides 
that,  the  application  having  been  properly  made,  such  and  such  things  are  to  be 
done  in  order  to  carry  that  application  through  to  its  appropriate  conclusion. 
It  seems  to  me  entirely  against  principle  to  say  that  a  proceeding  in  the  nature 

25  of  a  legal  proceeding  before  the  Patent  Office  (the  Comptroller  is  occupying  a 
judicial  position,  and  it  is  a  legal'  proceeding"),  properly  commenced,  should  be 
stopped  by  something  that  occurred  afterwards.  If  the  Act  of  Parliament  says 
so  of  course  it  must  be  so,  but  I  do  not  think  that  one  ought  to  construe  an 
Act  of  Parliament  against  principle  in  that  way,  and  to  bring  about  what  seems 

30  to  me  to  be  very  close  to  an  absurdity  ;  that  is  to  say,  that  by  the  presentation 
of  a  Petition  for  revocation  the  proceedings  may  be  stopped  at  the  last  moment. 
That,  to  my  mind,  is  the  reasonably  clear  construction  to  be  put  upon  the 
section. 

Then  it  is  said   I   am  controlled  by  authority.      I  do  not  find  mvself  so 

35  controlled.  I  will  only  notice  two  of  the  cases.  In  one  case  Mr.  Justice  Fry — 
whose  opinion  on  any  subject,  and  certainly  on  the  critical  construction  of  a 
provision  of  an  Act  of  Parliament,  is  of  the  highest  value — thought  there  was 
no  doubt  about  it,  as  I  do.  But  there  was  no  occasion  for  him  to  express  that 
opinion.     It  was  what  may  be  fairly  called  obiter.     It  was  parenthetical,  and 

40  though  I  cannot  help  attending  to  what  he  said,  I  will  not  rely  upon  it  as  an 
authority  for  my  conclusion.  The  other  case  was  one  before  Mr.  Justice 
Chitty,  when  the  learned  Judge  certainly  stated  his  impression  that  a  pro- 
ceeding in  the  Patent  Office  could  not  be  allowed  to  go  on — that  is  to  say, 
it  was  suspended — unless  the  leave  of  the  Court  was  given  under  the  19th 
45  section.  No  doubt  that  was  his  impression,  and  he  granted  leave,  on  an 
application,  on  that  footing,  but  the  point  was  not  argued  before  him ;  it  was 
taken  for  granted.  At  any  rate  it  was  not  argued  so  as  to  elicit  a  definite 
opinion  from  the  learned  Judge.  The  Order  which  he  made  was  made  on  the 
hypothesis  that  that  view  was  right,  and  there  is  nothing  in  the  report  to  show 
50  me  that  he  ever  brought  his  mind  to  bear  upon  the  question,  or  was  ever  asked 
to  bring  his  mind  to  bear  on  the  question  which  I  have  now  to  consider  so  as  to 
give  a  judicial  decision  on  the  point.  Of  course  his  view  also  is  deserving  of 
the  very  greatest  respect,  and  receives  it  at  my  hands  ;  but  I  do  not  think  he 
expressed  a  judicial  opinion,  certainly  not  in  a  way  in  which  it  is  an  authority 
55  binding  upon  me  I  also  think  that  Mr.  Justice  Fry's  dictum,  although 
valuable,  must  not  be  regarded  as  concluding  the  question.     If  I  had  thought  it 
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had  done  so  I  should  not  have  listened  to  so  much  argument  as  I  have  to-day* 
I  prefer,  therefore,  to  say  that  my  own  opinion  agrees  with  that  of  Mr.  Justice 
Fry,  and  that  is  that  the  proper  construction  of  the  section  is  that  an  application 
once  made,  that  is  to  say,  made  before  any  action  for  infringement  is  commenced, 
or  before  any  Petition  for  revocation  is  presented,  can  go  on  properly,  and  be  5 
dealt  with  by  the  Comptroller — be  adjudicated  upon  as  it  was  here — notwith- 
standing that  in  the  course  of  those  proceedings  there  may  be  some  litigation  of 
that  character. 

Terrell,  K.C. — Then  there  will  be  judgment  for  the  Plaintiff  on  the  points 
raised  in  paragraphs  1  and  2.    Paragraph  3  is  not  dealt  with.    It  is  unnecessary  10 
in  the  view  your  Lordship  takes  of  paragraphs  1  and  2. 

Kekbwich,  J. — I  must  answer  the  questions  that  are  submitted  to  me  by  Mr. 
Justice  Joyce.  It  is  his  Order.  He  says  these  preliminary  points  are  to  be 
tried.  Unless  you  agree  to  strike  them  out  I  must  answer  them  one  way  or  the 
other.  15 

Terrell,  K.C. — I  will  strike  out  paragraph  3.  It  is  quite  obvious  that  if  the 
points  in  paragraphs  1  and  2  are  decided  in  favour  of  the  Plaintiff  the  point 
raised  in  paragraph  3  is  absolutely  immaterial. 

EEKEWIOH,  J. — I  might  say  that,  having  regard  to  the  answers  to  questions  1  . 
and  2,  the  Court  did  not  think  it  necessary  to  express  any  opinion  on  3.  20 

Terrell,  K.C. — What  Order  will  your  Lordship  make  as  to  costs  ? 

Kekbwich,  J. — The  Plaintiff's  costs  in  any  event. 

Gordon. — Having  regard  to  the  importance  of  these  proceedings,  I  ought  to 
ask  your  Lordship  for  leave  to  appeal. 

Kekbwich,  J. — If  it  is  necessary,  certainly.  25 
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In  the  High  Court  op  Justice.— Chancery  Division. 
Before  Mr.  Justice  Kekewich. 

June  11th,  12th,  and  13th,  1902. 

Dunlop  Pneumatic  Tyre  Company,  Ld.  r.  Clifton  Rubber  Company,  Ld. 

5       Patent. — Consolidated  actions  for  infringetnent. — Issue  of  infringement. — 
Judgment  for  Defendants  on  ground  of  non-infringement. 

In  an  action  brought  for  infringement  of  the  Welch  Patent,  the  Defendants 
denied  infringement.  Claim  4  of  Welch's  Specification  claimed :  "  A  rubber  or 
"  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section  lined  with  canvas 

10  "  in  combination  with  two  wires  or  sufficiently  inelastic  cores  for  securing  the 
u  same  to  the  rims  or  tyres  substantially  as  herein  described."  The  Defendants' 
tyre  was  a  saddle-shaped  cover  with  wires  in  its  edges,  each  wire  making  one 
complete  convolution,  and  having  also  an  overlap  of  about  22  inches.  Each  wire 
was  enclosed  in  a  mohair  tube,  the  two  parts  of  the  wire  at  the  overlap  being  in 

15  the  one  tube;  the  ends  of  the  wires,  which  projected,  had  knobs  on  tliem,  and  each  of 
these  knobs  was  by  means  of  a  string  lashing,  which  went  round  it  and  the  other 
wire  outside  the  mohair  tube,  secured  to  a  tape  which  was  inserted  in  the  pocket  at 
the  edge  of  the  wire ;  one  overlap  was  opposite  to  the  other  on  the  circumference ; 
the  cover  was  moulded  in  its  inflated  form  and  was  stiff.     The  Plaintiffs  con- 

20  tended  that  the  wires  of  the  Defendants'  tyre  were  in  action  inextensible  by 

reason  of  the  friction  and  the  anchorage.     The  Defendants  contended  that  the 

wires  were  extensible,  but  were  field  by  the  pull  on  their  ends  from  the  cover 

when  inflated. 

Held,  that  the  Defendants1  tyre  was  not  held  on  by  reason  of  the  inextensibility 

2Ti  of  the  wires,  and  that  therefore  there  was  no  infringement.  The  action  was 
dismissed  with  costs. 

On  the  20th  of  November  1901,  the  Dunlop  Pneumatic  Tyre  Company,  Ld., 
and  the  Pneumatic  Tyre  Company,  Ld.,  the  owners  of  Welch's  Patent,  No. 
14,563  of  1890,  commenced  an  action  against  the  Clifton  Rubber  Company,  Ld., 
30  for  infringement  of  the  Patent,  claiming  the  usual  relief  and  costs  as  between 
solicitor  and  client.  On  the  9th  of  April  1902  the  same  Plaintiffs  commenced  a 
second  action,  similar  to  the  first,  and  by  an  Order  of  the  29th  of  April  1902  the 
two  actions  were  consolidated. 
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The  Specification  of  Welch's  Patent  will  be  found  fully  eet  ont  in  the  report 
of  Pneumatic  Tyre  Company  v.  Cassuell  (13  R.P.C.  164).  The  following 
claims  and  drawings  are  sufficient  for  the  purposes  of  this  report,  namely  :— 
"  (1)  A  rubber  or  elastic  tyre  having  the  form  of  a  saddle  or  arch  in  section,  in 
"  combination  with  two  wires  inserted  through  the  sides  of  the  same  for  5 
"  securing  it  to  the  metal  rims  or  felloes,  substantially  as  herein  described. 
"  (J)  A  rubber  or  elastic  tyre,  having  the  form  of  a  saddle  or  arch  in  section, 


t\ 


•'  lined  with  canvas,  in  combination  with  two  wires  or  sufficiently  inelastic 
"  cores  for  securing  the  same  to  the  rim,  substantially  as  herein  described.  (9) 
"  A  rnbber  or  elastic  tyre,  having  the  form  of  an  arch  in  section,  provided  with  10 
"  endless  wires  or  cores  fitted  or  vulcanised  within  each  side  for  the  purpose  of 
"  securing  the  same  to  the  rims,  in  combination  with  an  inflatable  inner  tyre  or 
"  tube,  substantially  as  described  and  shown  with  reference  to  Figs.  15  and  18 
"  of  the  drawings." 
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The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  (1)  that  they  were  the 
proprietors  of  the  Patent ;  (2)  that  the  Patent  was  good  and  valid,  and  had  been 
so  certiOed  by  Mr.  Justice  Kekewich,  by  Order  dated  the  19th  of  February  1896, 
in  an  action  brought  by  the  above-named  Pneumatic  Tyre  Company,  1A.,  against 
5  one  Henry  Casswell  (1895  P.  No.  690),*  and  the  said  C.  K.  Welch  was  the  first 
and  true  inventor  of  the  inventions  described  in  the  Patent ;   and  (3)  that  the 
Defendants  had  infringed,  and  threatened  to  infringe,  the  Patent  in  manner  by 
the  Particulars  of  Breaches  appearing. 
The  Particulars  of  Breaches  alleged  : — u  (1)  The  Defendants,  prior  to  the  issue 
10  iC  of  the  writs  in  both  the  above  actions,  by  advertisements  in  journals  known 
%t  as  « Bicycling  News,1  and  dated  the  13th  of  November  1901,  and  *  Scottish 
44  4  Cyclist,'  dated  the  20th  of  November  1901,  threatened  to  sell,  and  offered  for 
<4  sale,  tyres  commonly  known  to  the  trade  and  to  the  public  as  the   Wapshare 
'*  tyre,  such  tyres  not  being  of  the  Plaintiffs'  manufacture,  but  made    in 
15  '*  accordance  with  the  inventions  claimed  in  all  the  claiming  clauses  of  the 
4i  Specification  of  the  Plaintiffs'  said  Letters  Patent.    (2)  The  said  threats  to  sell 
"  and  offers  for  sale  were  continued  by  the  Defendants  at  the  Stanley  Show  from 
"  the  22nd  day  of  November  1901  to  the  30th  day  of  November  1901,  by  means 
"  of  circulars  and  handbills  distributed  by  them,  and  by  the  exhibition  of  the 
20  u  said  tyres,  which  had,  prior  to  the  issue  of  the  writ,  been  manufactured  by 
"  the  Defendants.    The  Defendants  also  took  orders  at  the  said  show  from  the 
"  Klynne  Cycle  Company,  Upton  Park,  London,  for  tyres  so  constructed  as 
44  aforesaid.    (3)  The  Defendants  sold  Wapshare  tyres  constructed  as  aforesaid 
"  on  the  17th  of  December  J  901,  6th  and  10th  of  January  1902,  and  8th  of 
?5  "  February  1902,  to  the  said  Klynne  Cycle  Company,  and  on  the  9th  of  January 
"  1902  and  the  20th  of  March  J  902  to  one  F.  Hill,  of  244,  Grays  Inn  Road, 
"  London  "  ;  and  (4)  the  Plaintiffs  reserved  the  right  to  recover  compensation 
for  all  infringements. 
The  Defendants,  by  their  Defence,  (1)  denied  infringement,  and  alleged  (2) 
30  that  they  had  made  and  sold  a  tyre  known  as  the  Wapshare  tyre,  being  the 
tyre  alleged  by  the  PJaintiffs  in  a  previous  action  brought  by  the  Plaintiffs 
against  the  Wapshare  Tube  Company,  Ld.,  to  be  an  infringement  of  the  Patent ; 
that  it  was  adjudged  by  Buckley,  J.,  on  the  28th  of  April  19U0,  that  tyres 
constructed  as  the  said  tyre  was  constructed  were  not  infringements  ;t  that  the 
85  Defendant  Company  were  the  successors  in  title  of  the  Wapshare  Company  in 
the  business  of  making  and  vending  the  said  tyres,  and  that  the  Plaintiffs  were 
estopped  by  the  judgment  in  the  said  action  from  alleging  that  the  Wapshare 
tyre,  or  tyres  constructed  as  aforesaid,  was  or  were  an  infringement  or  infringe- 
ments of  the  Patent ;  and  (3)  save  that  they  had  made  and  offered  for  sale  and 
40  sold  the  Wapshare  tyre  as  aforesaid,  the  Defendant  Company  denied  each  and 
every  of  the  acts  alleged  to  have  been  done  by  them  in  the  Plaintiffs'  Particulars 
of  Breaches. 

The  Plaintiffs,  by  their  reply,  denied  that  the  tyres  complained  of  were  of 

the  same  construction  as  those  complained  of  in  the  action  tried  by  Buckley,  J., 

45  and  they  denied  that  they  would  be  estopped  even  if  they  were  the  same,  and, 

save  as  aforesaid,  they  joined  issue  on  the  Defence  except  in  so  far  as  the  same 

contained  admissions. 

It  appeared  in  the  course  of  the  trial  that  the  Defendants  had  made  two  kinds 
of  tyre,  one  called,  in  the  case,  the  string  tyre,  and  the  other  called  the 
50  rivet  tyre.  It  was  admitted  by  the  Defendants  that  the  tyres  complained  of 
in  paragraph  3  of  the  Particulars  of  Breaches,  except  those  sold  on  the  20th  of 
March  1902,  were  string  tyres,  and  the  Plaintiffs  called  a  witness  to  identify 
these  tyres,  which  were  also  string  tyres ;  and  the  rivetted  tyres  were  not 
complained  of  in  this  action  by  the  Plaintiffs.    The  alleged  infringing  tyre,  for 
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convenience  called  the  Clifton  tyre,  was  a  saddle-shaped  cover  with  wires  m  its 
edges,  each  wire  going  completely  round  the  circumference,  with  overlapping 
ends,  the  overlap  being  20  to  22  inches ;  there  was  a  tube  of  mohair  round  each 
wire,  and  the  wire  ran  inside  that  tube  until  the  overlap,  and  then  the  two  parte 
of  the  wire  were  in  the  one  tube.  At  the  ends  of  the  wire,  which  projected,  5 
were  little  knobs,  and  outside  the  mohair  tube  there  was  a  lashing  to  the  edge 
of  the  cover ;  the  edges  of  the  cover  had  four  plies  ;  there  were  two  layers  of 
fabric  cemented  together  and  bent  over  to  form  a  pocket,  and  within  the  pocket 
there  was  a  tape  stretched  right  round  ;  the  cover  was  stiff,  being  moulded  on 
a  frame  in  a  strained  state  by  vulcanising  the  cover  when  stretched  as  though  10 
inflated  ;  the  overlap  in  one  wire  was  opposite  in  position  on  the  circumference 
to  the  overlap  of  the  other  wire. 

Maulton,  K.C.,  T.  Terrell,  K.C.,  and  J.  C.  Oraliam  (instructed  by  J.B.  and 
F.  Purchase)  appeared  for  the  Plaintiffs ;  Bouefield,  K.C.,  and  D.  M.  Kerly 
(instructed  by  Lumley  and  Lumley)  appeared  for  the  Defendants.  ]5 

Moulton,  K.C.,  opened  the  Plaintiffs'  case.— The  only  issue  is  infringement ; 
the  defence  of  estoppel  is  bad  in  law.  [Bousfield,  K-c->  ^  that  he  should  not 
argue  on  that  defence.]  Fig.  15  of  Welch  is  the  important  one  ;  it  shows  a  tyre 
arch-shaped  in  section  with  wires  in  the  edges.  [The  Clifton  tyre  was  described. J 
It  behaves  exactly  like  the  Welch  tyre  ;  the  knob  and  the  wire  are  secured  by  20 
being  tightly  bound  round  and  stitched  into  the  pocket  to  a  practically  lnex- 
tensible  tape.  Also  the  wire  is  inextensible  ;  it  will  not  yield  when  it  is  pulled. 
In  the  Pneumatic  Tyre  Company  v.  Casswell  (13  R.P.C.  164)  the  infringing 
tyre  had  wires  which  went  rather  more  than  twice  round,  and  they  were  made 
inextensible  in  use  by  friction,  and  that  was  held  to  be  an  infringement  of  the  25 
Patent.  In  this  case  it  is  the  same  ;  there  is  not  so  much  overlap,  but  there  is  a 
fastening  of  the  ends  of  the  wire.  In  the  Clifton  tyre  there  is  a  twist  in  the 
wires  at  the  overlap,  knitting  them  together ;  furthermore,  the  wire  is  rough 
and  suited  to  obtain  friction.  In  the  Dunlop  Pneumatic  Tyre  Company  v. 
New  Ixion  Tyre  and  Cycle  Company  (15  R.P.C.  389  and  16  R.P.C.  16)  it  was  30 
said  that  the  test  was  whether  the  tyre  held  on  by  inextensibility.  The  experi- 
ments will  show  that  it  is  here  inextensible  in  practice. 

The  witnesses  for  the  Plaintiffs  were  Messrs.  Dugald  Clerk,  J.  Swinburne, 
F.  C.  Bai&ley,  and  E.  T.  CJieer. 

The  expert  witnesses  called  for  the  Plaintiffs  gave  evidence  to  the  effect  that  35 
the  wires  in  the  Clifton  tyre  behaved  as  continuous  rings  of  wire,  inextensible 
in  action  by  reason  of  the  friction  and  the  securing  of  the  ends,  and  holding  on 
by  reason  of  that  inextensibility. 

The  following  experiments  were  relied  on  by  the  Plaintiffs.    Mr.  Dugald 
Clerk  proved  the  following  .— (1)  A  Clifton  tyre  was  put  on  a  flat  band  instead  40 
of  the  ordinary  rim,  and  inflated,  and  it  held  (D.  C.  3)  ;  (2)  a  Clifton  tyre  was 
put  on  a  rim  with  the  wires  outside  the  rim,  and  inflated,  and  it  held  (D.  C.  4). 
Baisley  proved  the  following  eight  experiments  :— (1)  A  Clifton  tyre  with  the 
edges  outside  the  rim  increased  on  inflation  one-sixteenth  of  an  inch  in  cir- 
cumference, or  one  ninety-sixth  in  radius  (F.  C.  B.  1)  ;  (2)  a  Clifton  tyre  with  the  45 
canvas  cut  at  the  overlap  so  as  to  expose  the  wires  showed  no  relative  movement 
of  the  wires  during  inflation  (F.  C.  B.  2)  [this  was  repeated  in  Court]  ;  {$)  the 
same  experiment  with  a  Casswell  tyre  gave  the  same  result  (F.  C.  B.  3)  ;  (4)  a 
Clifton  tyre  was  inflated  and  a  wire  was  filed  and  the  ends  parted  with  a  snap 
about  three-eighths  of  an  inch  (F.  C.  B.  4)  ;  (5)  the  same  experiment,  but  the  tape  50 
was  cut  afterwards,  whereupon  the  tyre  blew  off  (F.  C.  B.  5)  ;  (6)  a  Clifton  tyre 
was  taken  and  the  lashing  cut  away,  and  the  tyre  was  inflated  and  it  held  on ; 
on  repeating  the  experiment  with  the  edges  outside  the  rim  there  was  a  stretch 
of  three-sixteenths  of  an  inch  in  circumference  or  one  thirty-second  of  an  inch 
in  radius  (F.  C.  B.  6)  ;  (7)  measurements  to  show  that  the  tyre  receded  slightly  55 
deeper  in  the  rim  than  in  the  Welch  tyre  ;  (8)  a  Clifton  tyre  was  taken,  and 
the  pocket  on  one  side  unfastened  and  the  canvas  band  taken  out,  and  the  tyre 
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was  inflated  on  a  Friday  afternoon  and  left  until  Monday,  when,  on  the  wire 
being  cut,  the  tyre  blew  off  (P.  C.  B.  8).  In  addition  to  the  features  in  the 
Clifton  tyre  included  in  the  description  given  above  on  which  the  Plaintiffs 
relied,  they  also  alleged  that  the  pockets  were  tight,  thus  increasing  the  friction 
5  at  the  overlap,  and  that  there  was  a  twist  in  the  wires  at  the  overlap.  In  the 
course  of  the  cross-examination  of  Mr.  Dugald  Clerk  it  was  put  to  him  that  there 
were  only  two  differences  between  the  Clifton  tyre  and  the  Wapshare  tyre 
(described  17  R.P.C.  page  450),  namely,  that  the  former  overlapped  about 
23  inches  instead  of  six  inches,  and  that  it  had  the  string  lashing  instead  of  a 

JO  metal  sleeve.    Mr.  Dugald  Clerk  said  there  were  the  following  differences  : 

*    (1)  in  the  length  of  overlap  ;  (2)  that  the  wires  were  in  contact  during  the 

whole  of  the  overlap  ;  (3)  that  the  knob  was  anchored  tightly  to  the  wire,  but  in 

the  Wapshare  the  wire  ends  were  not  bound  upon  the  other  wires  ;  (4)  that  the 

Clifton  wires  at  the  overlap  were  not  parallel  but  had  a  half  or  complete  turn  ; 

15  (5)  that  the  Wap&Jiare  wires  were  polished,  but  the  Clifton  wires  were  black  ; 
(6)  that  in  the  Clifton  tyre  there  were  no  short  tapes,  but  a  continuous  strong 
edge  of  five  plies  of  canvas;  (7)  in  the  Clifton  tyre  the  two  overlaps  in 
the  wires  were  not  at  the  same  point,  but  opposite  one  another  in  the 
circumference. 

20  The  Defendants9  witnesses  were  called  at  the  close  of  the  Plaintiffs9  evidence, 
and  were  Professor  Ewing  and  Messrs.  B.  Hopkinson  and  W.  H.  Paul. 

The  Defendants  gave  evidence  to  prove  that  the  cover  was  moulded  in  a 
strained  condition,  and  Professor  Ewing  stated  that  the  cover,  and  especially 
the  tread,  was  therefore  much  stiffer  than  in  the   WapsJiare  tyre,  giving  less 

25  deformation,  and  giving  the  cover  a  considerable  power  of  holding  on  without 
any  assistance  from  the  wires ;  that  a  cover  without  any  wires  in  it,  when 
inflated,  had  a  firm  grip,  and  would  only  come  off  with  a  wrench  (the  exhibit 
was  D  C  8,  having  been  put  to  Mr.  D.  Clerk  in  cross-examination) ;  that  the 
difference  in  the  cover  gave  the  wires  less  to  do  in  holding  on  the  tyre  ;   there 

30  was  less  tendency  to  bulge  at  the  overlap ;  that  the  increased  overlap  also 
distributed  the  tendency  to  bulge ;  that  the  alterations  tended  to  increase  the 
resistance  to  pull  and  to  give  less  pull  to  resist ;  that  in  the  Wapshare  and 
Clifton  tyres  the  wires  were  anchored  by  the  knobs  to  the  cover  itself ;  in  the 
Clifton  tyre  the  edges  were  more  capable  of  stretching  than  in  the   Wapshare ; 

35  that  the  fact  of  the  overlaps  being  opposite  on  the  circumference  did  not  affect 

the  action  of  each  edge  ;  that  each  edge  was  an  extensible  edge  ;  that  the  Clifton 

tyre  was  not  at  the  physical  limit  on  extensibility  in  action,  but  was  extensible. 

The  experiments  proved  and  relied  on  by  the  Defendants  were — (1)  a  Clifton 

tyre  was  put  on  a  rim  in  which  the  groove  at  the  bottom  of  the  rim  was  filled 

40  up  and  the  tyre  was  then  inflated ;  levers  were  then  put  under  the  wire  at  the 
overlap  and  the  edge  of  the  tyre  was  pulled  off,  there  being  a  slight  movement 
of  the  wire ;  (2)  Clifton  wires  were  put  into  a  Welch  cover  to  show  that  there 
was  some  bulge  produced  in  the  cover,  and  that  the  tyre  was  not  very  stable 
(P.  C.  B.  9,  the  tyre  having  been  put  in  during  Mr.  Baisley's  cross-examination) ; 

45  (3)  Mr.  Hopkinson  rode  a  Clifton  tyre  from  Wimbledon  to  the  Law  Courts  after 
the  wires  had  been  cut. 

Bomfield,  K.C.,  and  Kerly  summed  up  the  Defendants'  case. — The  Defendants 
are  not  challenging  the  validity  of  the  Patent ;  but  the  Patent  has  been  construed 
in  a  narrow  sense  when  its  validity  has  on  previous  occasions  been  challenged. 

50  In  the  Pneumatic  Tyre  Company  v.  Gasswell  (13  R.P.C.  164)  the  question  of 
disconformity  arose.  The  Provisional  Specification  describes  Pig.  1  of  the 
Complete  Specification,  and  it  was  held  that  Fig.  15  was  within  the  Provisional 
Specification,  pneumatic  tyres  being  existing  tyres,  and  the  elements  of  the 
invention  were  defined  as  the  convexity,  the  tyre  covering  it,  and  the  complete 

55  hoops  of  wire,  which,  by  reason  of  their  being  of  smaller  circumference  than  the 
convexity,  could  not  be  pulled  off.  But  the  Plaintiffs  are  not  entitled  to  claim 
any  larger  invention  than  can  be  got  oat  of  the  Provisional  Specification,    Fig.  15 
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was  held  to  be  the  same  invention  as  Fig.  1.     The  same  definition,  substan- 
tially, was  given  by  Buckley,  J.,  in  the  Dunlop  Pneumatic  Tyre  Company  v. 
Wapshare  Tube  Company  (17  R.P.C.  448).     The  Plaintiffs  cannot  claim  all 
inextensible  edges.    Salaman  had  a  hardened  rubber  edge.     Neither  can  the 
Plaintiffs  claim  a  spring  wire ;  Latta  had  that,  and  was  held  not  to  anticipate  for  5 
the  reason  that  Welch  had,  in  his  Complete  Specification,  excluded  a  spring 
wire  (Pneumatic  Tyre  Company  v.  East  London  Rubber  Company,  14  R.P.C. 
573).    The  Clifton  tyre  has  a  spring  edge.    The  fact  that  a  tyre  would  keep  on 
when  the  wire  was  cut  has  been  considered  very  important  in  previous  cases. 
The  definitions  of  the  invention  show  that  the  main  point  of  it  is  the  ring  of  10 
wire,  which,  by  reason  of  the  physical  impossibility  of  getting  it  over  an  object 
bigger  in  circumference,  keeps  the  tyre  in  position.     An  inextensible  edge 
which  performs  the  same  function  as  a  wire  is  not  within  the  Patent.    An  edge 
which  has  so  much  spring  in  it  that  one  can  enlarge  it  to  get  it  out  of  a  rim 
having  no  groove  at  the  bottom  is  not  within  the  invention.    There  are  two  15 
main  experiments  on  which  the  Defendants  rely  ;   first,  the  one  showing  that 
-when  the  wires  are  cut  the  Clifton  tyre  is  stable  for  riding  purposes ;  secondly, 
that  on  a  rim  having  no  groove  at  the  bottom  the  wires  can  be  lifted  over  the 
edge  by  levers.     The  tyre  is  not  so  capable  of  stretch  as  the   Wapshare  tyre, 
because  the  cover  is  different  and  is  more  capable  of  resisting  the  forces  due  to  20 
inflation.    [In  addition  to  the  cases  above  mentioned,  Dunlop  Pneumatic  Tyre 
Company  v.  New  Ixion  Tyre  and  Cycle  Company  (15  R.P.C.  389,  and  16 
R.P.C.  J  6)  was  cited.]     The  only  real  differences  from  the   Wapslvare  tyre  are 
the  amount  of  overlap  and  the  method  of  lashing ;  but  what  was  said  of  the 
Wapshare  tyre  applies  to  the  Clifton  tyre  ;  there  is  no  physical  impossibility  to  25 
enlarge,  and  it  is  not  friction  which  holds  on  the  tyre  but  active  forces  pulling 
on  the  ends  of  the  wires  ;  the  anchorage  is  substantially  the  same  as  in  the 
Wapshare  tyre.    If  there  is  something  in  the  edge  of  a  tyre  kept  down  by 
pressure  on  it,  as  for  instance  the  bands  in  the  Ixion  case,  that  is  not  an  infringe- 
ment ;  nor  is  there  if  one  has  a  hoop  of  wire  with  the  ends  held  by  the  inflated  30 
cover  ;  and,  again,  inextensibility  of  edge  as  apart  from  inextensibility  residing 
in  a  wire  in  the  edge  is  not  infringement.    The  onus  is  on  the  Plaintiffs,  for  the 
Clifton  tyre  has  not  a  ring  of  wire,  but  something  that  is  capable  of  extension 
when  off  the  rim.    The  Plaintiffs  have  to  show  that  in  action  each  wire  is  the 
same  as  a  complete  ring.    Their  case  is  that  there  is  in  action  frictional  holding,  35 
but  in  that  case  there  can  be  never  any  pull  on  the  knobs  ;  so  if  there  is  any 
such  pull  the  Plaintiffs  fail.    Mr.  Swinburne  said  that  he  could  not  say  that 
there  was  no  such  pull.    The  pull  on  the  knobs  is  in  fact  carried  to  the  tyre, 
which,  when  inflated,  is  sufficient  to  resist  it.    If  there  is  a  lock  by  frictional 
holding  there  could  be  no  possibility  of  extension,  but  that  possibility  is  proved.  40 
Friction  only  acts  as  a  passive  force,  and  if  it  is  insufficient  there  must  be,  in 
order  to  hold  on,  resistance  to  deformation,  or  what  has  been  called  an  air-pull. 
As  regards  the  Plaintiffs'  experiments,  it  is  admitted  that  the  cover  alone  will 
hold  on  at  ordinary  pressure,  and  the  experiments  must  be  considered  in  the  light 
of  that  knowledge.    Taking  Mr.  Baisley's  experiments  (1)  the  fact  that  there  45 
was  any  extension  shows  that  friction  broke  down  ;  in  this  experiment  the 
pressure  is  really  taken  by  the  tread,  which  prevents  further  movement.    The 
difference  between  this  and  (6)  shows  the  pull  on  the  knobs.    As  to  (2),  why 
yhould  the  circle  of  wire  increase  when  the  cover  is  sufficient  to  hold  by  itself  ? 
With  regard  to  (3),  a  Gasswell  tyre  is  quite  different.    As  to  (4),  it  is  admitted  50 
that  there  is  a  little  tension  in  the  wires,  which  is  due  to  the  pull  upon  the 
ends  from  the  inflated  cover  ;  but  that  tension  would  not  be  sufficient  to  keep 
the  tyre  on.    (5)  simply  shows  the  necessity  of  a  stiff  edge.    (7)  is  quite  irrele- 
vant.   (8)  shows  that  something  in  addition  to  the  wires  is  necessary.    On  the 
other  hand,  the  Defendants'  experiment  with  the  levers  is  a  real  test ;  the  slip  55 
is  only  stopped  by  the  attachment  to  the  cover,  an  elastic  thing,  as  in  the 
Wapshare  case,  and  that  is  not  an  infringement.    The  experiment  of  putting 
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the  Clifton  tyres  into  the  Welch  cover  shows  the  pull  on  the  knobs.    Mr. 
Dngald  Clerk's  distinctions  between  the  Wapshare  and  Clifton  tyres  are  on 
the  contention  that  the  frictional  nip  is  sufficient,  bat  the  experiments  show 
otherwise. 
5       Moulton,  KLC,  in  reply,  was  only  called  on  to  argue  with  regard  to  two  of  the 
Defendants'  experiments,  namely,  the  levering  experiment  and  the  riding  of 
the  Clifton  tyre  with  its  wires  cut.    As  to  the  first,  the  forces  used  are  very 
much  greater  than  anything  to  which  a  tyre  is  subjected  in  action.    One  gets 
an  enormous  force,  and  only  gets  that  locally.    Moreover,  it  is  a  wrong  con- 
10  struction  of  the  Specification  to  say  that  the  edge  must  be  absolutely  inex- 
tensible;  Claim  4  says,  "a  sufficiently  inelastic  core."    In  Pneumatic  Tyre 
Company  v.    West    London    Rubber   and   Tyre  Company  (15   R.P.C.  J  29), 
Romer,  J.,  held  a  core  which  stretched  half  an  inch  to  be  sufficiently  inelastic. 
As  to  the  cut  tyre,  a  similar  experiment  was  proved  recently  of  a  tyre  in  an 
15  action  by  the  Plaintiffs  before  Wright,  J.,  who  nevertheless  held  that  the  tyre 
was  an  infringement.*    Such  a  tyre  as  a  Clifton  with  the  wires  cut  would  not 
be  a  workable  tyre  ;  it  may  do  to  ride  when  the  tyre  is  new  and  the  cover  stiff. 
There  is  admittedly  tension  in  the  wire  when  it  is  not  cut.     More'over,  the 
position  of  the  tyre  is  not  the  same  as  in  ordinary  use,  because  the  wire  springs 
20  out  when  cut.    In  actual  use  the  tyre  would  always  be  depending  on  the 
tension  in  the  wire,  and  it  is  only  a  workable  tyre  by  reason  of  the  tension. 
No  tyre  has  ever  been  put  on  the  market  holding  by  the  stiffness  of  its  edges, 
but  any  stiff  tyre  will  hold  on  for  a  time  without  a  wire ;  the   Welch  itself 
would  if  the  cover  were  made  stiff. 
25       Kbkbwioh,  J. — The  main  question  raised  by  the  Defence  is  that  the  tyre 
which  the  Plaintiffs  now  complain  of  is  what  is  called  a  Wapshare  tyre.    It 
was  natural,  and,  if  I  may  be  permitted  to  say  so,  wise  on  the  part  of  the 
Defence  to  put  that  in  the  forefront,  because    they  had  a  judgment  of  Mr. 
Justice  Buckley  distinctly  in  their  favour  finding  that  a  Wapshare  tyre  was 
30  not  an  infringement.    If,  therefore,  it  had  been  proved  that  what  is  now  com- 
plained of  was  either  precisely  the  same  as,  or  only  colourably  different  from, 
the  Wapshare  tyre,  my  task  would  have  been  an  extremely  easy  one.    It 
would  have  been  my  duty  to  have  followed  without  examination  Mr.  Justice 
Buckley's  judgment,  and  to  have  held  that  the  Defendants  had  not  infringed. 
35   It  has  been  proved  to  my  satisfaction  that  this  is  not  a  Wapshare  tyre.    Mr. 
Dugald  Clerk  in  re-examination  gave  many  differences  between  the  tyre  now 
complained  of  and  the  Wapshare  tyre.    Some  of  them,  perhaps,  are  rather  fine  ; 
they  are  many,  and  it  would  not  be  necessary  to  rely  upon  those  of  a  smaller 
character ;  but  there  are  substantial  differences  described  by  him — differences 
40  quite  large  enough  without  further  examination  to  justify  me  in  saying,  and  I 
think  to  compel  me  to  say,  that  this  is  not  the  tyre  on  which  Mr.  Justice 
Buckley  pronounced  his  judgment.    That  is  to  say,  it  is  not  precisely  the  same 
tyre,  and  not  so  nearly  resembling  it  that  there  is  no  substantial  difference,  so 
that  you  cannot  really  for  any  practical  purposes  distinguish  the  one  from  the 
45  other.     That  is  my  conclusion  from  the  evidence.     The  result  is  that  Mr. 
Justice  Buckley's  judgment,  so  far  as  it  absolves  the  Defendants,  or  absolves 
those  whom  the  Defendants  call  their  predecessors  in  title,  whatever  that  may 
mean,  is  of  no  avail  to  me.    Of  course  the  judgment  is  valuable  as  an  examina- 
tion of  the  whole  matter,  but  not  as  determining  the  precise  point  in  favour  of 
50  the  Defendants.    I  need  say  no  more  about  that. 

But  the  Defendants  have  denied  infringement  generally — of  course  it  was 
necessary  for  them  to  do  so — and  on  that  denial  of  infringement  generally  we 
have  been  engaged  in  trying  the  question  whether  this  particular  form  of  tyre, 

*  The  ease  referred  to  is  Dunlop  Pneumatic  Tyre  Company  v.  Ostrich  Tyre  and  Rim  Company  t 
ante,  page  365 
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which  has  been  conveniently  described  as  "the  Clifton  tyre,"  and  is  also 
described  or  referred  to  frequently  as  "  the  string  tyre,"  but  which  I  will  call 
"  the  Clifton  tyre,"  meaning  the  one  which  we  have  been  examining,  is  an 
infringement.  I  desire  to  say  that  in  that  pointed  manner  because  yesterday 
we  had  a  question  whether  another  tyre,  of  which  I  know  nothing,  called  "  the  5 
"  rivet  tyre,"  is  an  infringement.  The  rivet  tyre  is  not  in  question  here.  The 
Defendants  offered  to  try  the  question  as  regards  the  rivet  tyre — indeed,  they 
went  so  far  as  to  say  that  if  the  Plaintiffs  would  try  the  question  respecting  the 
rivet  tyre,  which  is  their  strong  tyre — the  tyre  which  they  now  appear  to  rely 
upon  and  regard  as  a  commercial  success — they  were  willing  to  give  up  the  10 
fight  as  regards  the  string  tyre.  It  was  quite  competent  to  the  Plaintiffs  to 
accept  or  reject  that  as  they  pleased.  They  had  put  forward  Particulars  of 
Breaches  respecting  the  Clifton  tyre  only— that  was  doubted,  but  was  proved 
to  my  entire  satisfaction — and  it  was  quite  competent  to  them  to  say  :  "  We 
"  come  here  to  try  the  Clifton  tyre  ;  we  will  try  the  rivet  tyre  if  and  when  we  15 
"  are  advised  in  a  separate  action,  and  we  will  not  be  led  into  trying  the 
"  question  respecting  the  rivet  tyre  by  your  concession  respecting  the  string 
"  tyre."  .  It  was  quite  competent  to  them  to  say  that.  I  have  no  doubt  they 
acted  deliberately  under  good  advice,  and  the  only  importance  of  calling 
attention  to  it  is  that  1  am  only  deciding  the  question  about  the  Clifton  tyre,  20 
and  that  the  rivet  tyre  is  entirely  outside  these  proceedings.  There  is  only  one 
further  remark  on  that  part  of  the  case,  namely,  that  the  Defendants  themselves 
say  that  the  Clifton  tyre  is  a  different  tyre  from  the  Wapslimv  tyre  for  this 
purpose.  They  distinguish  one  from  the  other.  They  are  anxious  to  make  out 
that  they  are  identical,  but  in  treating  of  the  Clifton  tyre  they  were  so  far  25 
obliged  to  distinguish  them  that  I  think  their  Counsel  was  driven  into  calling 
one  "the  old  "  and  the  other  "  the  new,"  or  "  the  former  "  and  "  the  present," 
showing  that,  as  a  matter  of  fact,  the  Clifton  tyre  and  the  Wapzhare  tyre  were 
two  different  things. 

As  regards  this  Clifton  tyre,  the  first  substantial  defence  is  that  the  wires —  30 
whether  inextensible  or  not  is  another  question — do  not  themselves  constitute 
the  holding  power.    The  Defendants  say  that  there  is  something  else.     It  has 
been  so  recently  exhibited  here  and  explained  by  Counsel  and  by  the  witnesses, 
and  by  the  tyres  produced,  that  it  is  quite  unnecessary  for  me  now,  giving 
judgment  at  the  conclusion  of  the  arguments,  to  describe  what  is  vividly  present  3$ 
to  our  minds— how  this  tyre  is  fastened.    But  they  say,  I  repeat,  that  it  is  not 
the  holding  power ;  that  it  really  is  not  the  wire  which  keeps  on  the  tyre,  that 
is  to  say,  holds  it  to  the  rim,  but  that  it  is  the  tyre  itself.     Mr.  Bousfield 
said  that  the  tyre  will  itself  hold  on  fairly  securely — I  think  I  am  quoting 
his  exact  language — that  is  to  say,  that  it  will  not  come  off  at  once  ;    it  40 
will  not  come  off  without  some  pressure ;  having  put  it  on  the  rim,  if  you 
leave  it  alone,  it  will  stay  there.    How  far  it  will  go  and  how  much  shaking 
it  would  stand  he  does  not  pretend  to  say,  bat  he  says  that  it  differs  from  the 
Casswell  tyre,  from  the  Welch  tyre,  and  from  all  these  others,  in  that,  now  the 
tyres  are  so  improved,  that  you  can  almost  dispense  with  the  wires.    As  I  said  45 
before,  it  looks  as  though  some  day  I  should  have  to  try  a  question  about  a  tyre 
which  did  not  require  wires  at  all.     Bat  that  is  not  the  case  here.    It  is  not 
pretended  that  there  is  anything  more  than  what  is  called  fair  security  ;  that  is 
to  say,  you  cannot  make  a  commercial  article,  you  cannot  make  a  tyre  which 
can  be  ridden  without  something  more  than  the  tyre  as  at  present  existing —  50 
some  further  improvement  is  necessary,  and  in  the  meantime  the  wires  are 
introduced  to  supply  a  deficiency.    What  do  they  do  ?     It  seems  to  me  that 
they  hold  the  tyre  on — that  in  some  way  or  other  they  are  the  holding  power. 
Whether  they  are  the  same  thing  as  the  Welch  is  another  matter,  but  like  the 
Welch  they  hold  the  tyre  on  ;  that  is  to  say,  they  do  that  which  a  tyre  cannot  do  by  55 
itself.    There  may  be,  perhaps  there  is,  in  the  Clifton  tyre  a  greater  security 
in  the  tyre  itself  than  there  is  in  the  Welch.     It  is  certainly  argued,  and  there 
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is  a  great  deal  to  be  said  on  the  evidence  in  favour  of  that  view  ;  but  something 
else  is  wanted,  and  that  something  else  is  supplied  by  the  wire.  The  wire  is 
the  holding  power.  Why  is  the  wire  the  holding  power  ?  Is  it  because  it  is 
inextensible,  and  because  it  operates  by  reason  of  its  inextensibility  ?  That 
5  seems  to  me  the  question  I  have  to  decide. 

In  the  first  place  an  experiment  is  produced  of  a  Clifton  tyre  inflated  to 

•  riding  pressure,  and  then  by  means  of  two  instruments  inserted  under  the  tyre 

it  is  so  prised  that  the  tyre  is  lifted  and  the  wire  is  shown  to  be  stretched.    It 

is  lifted  up — a  very  small  bit  no  doubt — but  there  it  is  as  a  matter  of  fact. 

10  There  is  a  very  slight  extension.  As  regards  the  extension  of  the  radius,  it  is 
very  small  indeed,  and  almost  a  negligible  quantity.  But  it  is  said — "  Still  it 
"  cannot  be  inextensible,  because  you  have  proved  that  it  can  be  extended  :  it  is 
"  extended ;  what  has  been  by  means  of  that  pressure  extended  can  no  longer  be 
"  said  by  any  fair  use  of  language  to  be  inextensible."  That  is  the  argument.  To 

15  that  I  will  not  say  there  is  more  than  one  answer,  but  there  is  one  answer  which 
may  be  put  in  different  forms.  In  the  first  place,  the  Patentee  Welch  has  never 
said  that  it  is  absolutely  inextensible.  He  refers  to  "  sufficiently  inelastic  cores." 
All  he  wants  is  a  practically  inextensible  wire,  so  that,  so  long  as  you  have 
secured  that,  extensibility  to  so  small  a  degree  an  not  to  interfere  with  what 

20  may  be  fairly  called  inextensibility  need  not  be  regarded.  But  putting  the 
same  answer  in  another  form  without  reference  for  the  moment  to  the  Specifi- 
cation, it  comes  to  this — what  you  want  is  practical  inextensibility  ;  that  is  to 
say,  a  wire  which  by  reason  of  its  inextensibility  will  perform  the  duty  of 
holding  the  tyre  on  to  the  rim.    It  has  been  shown  that  for  that  purpose  you 

25  do  not  want  absolute  inextensibility.  Inextensibility,  less  a  negligible  quantity, 
is  quite  sufficient  for  all  practical  purposes,  and  to  say  that  a  man  might  take 
the  Welch  tyre  and  make  it  in  a  very  small  degree  extensible  without  in  the 
slightest  degree  interfering  with  its  practical  working,  and  then  say  that  he 
had  not  infringed,  would  be  lo  reduce  the  decisions  and  the  Patent  altogether 

30  to  an  absurdity.  I  do  not  think  that  that  experiment  is  really  of  any  avail, 
even  if  you  regard  it  as  one  illustrating  the  force  which  is  put  on  a  tyre  under 
any  circumstances  in  which  the  tyre  is  generally  used,  which  of  course  it  is 
not.  A  man  riding  a  bicycle  does  not  meet  on  the  road  these  instruments 
which  are  used  here  to  prise  the  tyre,  and  if  he  did  they  would  not  of  themselves 

35  take  the  place  in  which  they  were  put  by  Mr.  BousfteUPs  skilled  hands 
yesterday  ;  and  the  experiment  is  really,  as  I  think  I  suggested  already, 
academic. 

But  there  is  another  experiment  of  an  entirely  different  kind,  and  that  is 
this, — a  ClifUm  tyre  has  been  taken,  and  the  wire  has  been  cut,  and  that  tyre 

40  put  on  a  rim  with  the  wire  cut  has  been  placed  on  a  bicycle,  and  it  has  been 
ridden  by  the  witness  Mr.  Hopkimon.  He  rode  it  up  yesterday  morning  from 
Wimbledon— at  any  rate  a  certain  number  of  miles.  It  is  not  suggested  that 
he  did  not  ride  it  quite  fairly,  or  that  the  road  would  not  give  the  tyre 
a  fair  use.     The  tyre    was  produced  in  Court  here  after  having  been    so 

45  ridden,  to  use  a  common  expression,  none  the  worse  for  wear.  There  was 
the  tyre  with  the  wire  cut.  A  tyre  with  the  wire  cut  cannot  be  said  to 
be  inextensible.  Nobody  suggests  that  you  can  have  an  inextensible  wire 
which  has  been  cut  in  two  ;  so  that  you  have  a  wire,  it  is  urged,  which  has 
performed  the  duty  of  keeping  the  tyre  on  and  yet  is  extensible.    The  answer 

50  to  that  is  this :  that  is  not  the  commercial  article  ;  nobody  pretends  that  the 
Defendants  wish  to  sell  or  offer  to  the  public  tyres  with  wires  cut ;  nobody 
suggests  that  persons  who  are  not  engaged  in  experiments  or  driven  by 
accident  to  extremes  will  wish  to  ride  tyres  the  wires  of  which  have  been  cut ; 
what  the  Defendants  sell  is  a  tyre  with  the  wire  uncut,  with  the  wire  in  its 

55  ordinary  position  strongly  affixed  according  to  the  plan  which  we  have  heard 
described,  and  that  therefore  a  mere  experiment  of  this  kind  on  one  tyre  is 
only,  as  the  other,  academic — an  experiment  which  is  outside  the  practical 
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working  of  the  tyres.  Mr.  Moulton  has  gone  so  far  as  to  say  that  a  Welch  tyre 
will  do  the  same  ;  that  it  would  be  possible  to  ride  a  bicycle  with  a  Welch  tyre 
of  which  the  wire  had  been  cut ;  that  is  to  say,  not  if  they  were  made  as  they 
are  made,  but  if  they  were  made  somewhat  differently.  I  am  sorry  I  cannot 
accept  that  from  Mr.  Moulton  as  Counsel.  If  he  had  stated  it  as  evidence  he  5 
would  have  been  liable  to  cross-examination,  and  we  might  have  had  an 
interesting  discussion.  I  may  be  wrong,  but  I  am  under  the  impression 
that  it  has  been  admitted  again  and  again,  and  I  cannot  help  thinking 
that  the  Dunlop  Company  were  bound  to  admit  in  support  of  their  own 
case,  that  the  Welch  tyre  would  not  operate  if  the  wire  were  cut.  I  had  10 
thought  that  that  admission  had  been  made  in  this  case,  but  I  have  not  had  an 
opportunity  of  looking  through  the  shorthand  notes,  and  it  may  be  I  am 
entirely  wrong  in  that.  At  any  rate,  I  cannot  take  it  that  the  Welch  tyre  would 
operate  in  that  way  if  the  wire  were  cut.  It  wonld  be  impossible  to  ride  it 
from  Wimbledon  or  elsewhere.  Again,  it  was  only  ridden  once— it  was  only  15 
ridden  from  Wimbledon  up  here  ;  but  it  was,  of  course,  open  to  the  Plaintiffs 
to  have  made  further  experiments  ;  24  hours  have  elapsed  since  that,  and  of 
course  there  might  have  been  if  necessary  even  an  adjournment  for  the  purpose. 
They  have  been  content  to  take  it  as  it  is.  I  see  my  way  to  adopting  the 
arguments  of  the  Plaintiffs  so  far,  that  the  experiment  does  not  prove  that  in  20 
ordinary  action  the  tyre  when  in  ordinary  use — the  commercial  tyre — is  not 
inextensible,  and  really  is  not  an  infringement  of  the  Patent.  But  the 
pinch  of  the  experiment,  to  my  mind,  lies  in  this.  Does  not  the  fact  that 
a  tyre  can  be  ridden  with  the  wire  cut  show  that  the  wire  does  not  hold 
the  tyre  on  to  the  rim  by  reason  of  its  inextensibiiity  ?  It  seems  to  me  to  25 
logically  follow  that  if  a  who  holds  a  tyre  on  by  reason  of  its  inextensibiiity,  then, 
when  the  inextensibiiity  ceases  the  holding  power  must  also  cease,  and  the 
wire,  therefore,  ceases  to  operate  by  reason  of  its  inextensibiiity.  When  I  find, 
therefor^,  that  a  tyre  with  a  wire  cut  is  still  held  on,  and  is  held  on  by  the  wire, 
I  do  not  see  my  way  to  escape  from  the  conclusion  that  the  wire  holds  it  on  by  30 
some  other  power  which  may  be  undefined,  which  may  be  caused  by  some 
reason  which  I  have  not  fathomed,  but  cannot  be  its  inextensibiiity.  I  do  not 
see  my  way  out  of  that  conclusion.  It  seems  to  me  that  a  wire  which  operates 
when  it  is  inextensible — which  I  will  assume  to  be  until  it  is  cut — and  still 
operates  when  it  is  not  inextensible  cannot  hold  the  tyre  on  by  reason  of  the  35 
inextensibiiity  of  the  wire. 

I  regret  to  decide  a  case  which  is  probably  of  some  importance  on  one 
experiment  which  has  not  been  elaborated — not  been  pushed— and  which  might 
have  been  multiplied,  and  might  have  been  further  examined  into ;   but  the 
parties  were  content  to  come  here  and  take  it  as  it  is,  and  I  do  not  see  my  way  40 
out  of  that  conclusion.     There  must,  therefore,  be  judgment  for  the  Defendants. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mb.  Justice  Farwell. 


May  2nd,  1002. 


In  the  Court  op  Appeal. 
5  Before  Lords  Justices  Vaughan  Williams  and   Stirling. 

* 

Jane  9th,  1902. 

Ripley   v.   John   Arthur  &   Co. 

« 
Action  to  restrain  Defendants  from  passing  off  their  goods  as  those  of  Hie 

Plaintiffs. — Order  for  injunction  in  general  terms  in  default  of  defence. — 

10  Motion  to  commit  for  breach  of  injunction. — Statement  of  Claim  not  referred 

to  in  Order. — Inference  to  be  drawn  from  affidavits  filed  on  motion  to  commit. 

R.  brought  an  action  against  S.,  trading  as  J.  A.  A  Co.,  for  an  injunction  to 
restrain  passing  off  their  laundry  blue  as  his,  and  delivered  a  Statement  of 
Claim.    A  Defence  was  delivered  but  subsequently  withdrawn,  and  an  Order 

15  was  made  for  an  injunction  to  restrain  the  Defendants  from  selling  blue  so  got  up 
as  to  induce  the  belief  or  enable  others  to  represent  that  it  was  of  the  Plaintiff's 
manufacture,  and  from  in  any  way  representing  their  blue  to  be  **  Oval  Blue  " 
or  of  the  Plaintiff's  manufacture.  Subsequently  the  Plaintiff  moved  to  commit 
S.  for  breach  of  the  Order.    Affidavits  were  filed  on  both  sides.    Held,  by 

20  Farwell,  J.,  that  tlie  Plaintiff  had  not  proved,  nor  had  the  Defendant  admitted, 
a  breach  of  the  Order,  and  the  motion  was  dismissed  with  costs.  The  Plaintiff 
appealed. 

Held,  by  Vaughan  Williams,  L.J.,  that  the  evidence  established  that  the 
point  of  the  resemblance  between  the  Plaintiff's  packet  of  blue  and  the  packet  of 

25  the  Defendants  at  the  time  of  the  action  was  concluded  by  the  judgment  in  the 
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action,  and  that  the  difference  between  the  packet  of  the  Defendants  at  the  time 
of  the  action  and  the  packet  of  the  Defendants  complained  of  in  the  motion  was 
really  nothing,  and  that  the  Plaintiff  was  entitled  to  succeed. 

Held,  by  Stirling,  LJ.,  that  the  decision  of  Parwbll,  J.,  was  right,  and 
the  appeal  failed.  & 

The  appeal  was  dismissed  without  costs. 

On  the  10th  day  of  August  1900  Richard  Ripley,  a  manufacturer  of  laundry 
blue  and  blacklead  at  Liverpool,  commenced  an  action  against  John  Stevenson 
St  abbs,  trading  under  the  style  of  John  Arthur  A  Co.,  to  restrain  the  Defendant 
firm  from  selling  or  offering  for  sale  any  laundry  blue  (not  being  of  the  Plaintiffs  10 
manufacture)  in  imitation  of  the  Plaintiff's  "  Oval  Blue." 

By  his  Statement  of  Claim  the  Plaintiff,  after  alleging  that  for  30  years  he 
had  manufactured  and  sold  large  quantities  of  laundry  blue  of  a  special  quality 
made  up  in  small  oval  cakes  or  blocks,  wrapped  up  in  a  special  manner  either 
in  thin  white  paper  or  in  white  calico  tied  with  a  string,  and  had  used  in  15 
connection  therewith  his  registered  Trade  Mark  "  Oval  Blue,"  and  that  John 
Stevenson  Stubbs  had  been  in  his  employ  as  traveller,  alleged  as  follows : — 
4t  (4)  The  Plaintiff  has  continuously  and  for  a  number  of  years  past  sold  and 
*'  supplied  his  said  laundry  blue  of  a  special  and  superior  quality  in  the  said 
44  form  of  oval  cakes  wrapped  as  aforesaid,  and  has  labelled  and  invoiced  his  20 
44  said  blue  as  '  Oval  Blue,9  and  widely  advertised  it  under  that  name,  and  for 
44  many  years  past  the  Plaintiffs  said  laundry  blue  has  been  known  as  *  Oval 
44  *  Blue  '  and  possessed  a  high  reputation  under  that  name,  and  '  Oval  Blue '  has 
44  long  since  become  recognised  in  the  wholesale  and  retail  markets  as  denoting 
"  the  special  laundry  blue  of  the  Plaintiff's  manufacture,  and  the  use  of  the  25 
"  description  4  Oval  Blue '  in  connection  with  laundry  blue  or  the  representor 
"  tion  (whether  by  name,  shape,  or  general  get-up)  that  the  laundry  blue  in 
44  question  is  *  Oval  Blue '  is  in  effect  a  guarantee  that  the  blue  described  or  the 
"  subject  of  the  representation  is  the  special  blue  of  the  Plaintiff's  manufacture. 
44  (10)  In  or  about  the  month  of  April  1900  the  said  John  Stevenson  Stubbs,  30 
"  without  the  Plaintiff's  knowledge,  engaged  several  workpeople  who  had  been 
"  employed  by  the  Plaintiff  in  manufacturing  his  laundry  blue,  and  he  or  the 
44  Defendant  firm  commenced  with  their  assistance  to  manufacture  laundry 
44  blue,  which  the  Defendant  firm  put  upon  the  market.  The  said  John 
44  Stevenson  Stubbs  ceased  to  be  in  the  Plaintiff's  employ  as  traveller  on  or  35 
44  about  the  12th  of  May  19C0.  (11)  The  laundry  blue  which  the  Defendant 
44  firm  has  sold  and  offered  for  sale,  and  is  now  selling  and  offering  for  sale,  is 
44  of  inferior  quality  to  the  said  blue  of  the  Plaintiff's  manufacture,  but  it  is 
44  made  up  in  oval  cakes  or  blocks  of  size  and  shape  identical  with  those  of  the 
44  Plaintiff's  said  goods.  Such  cakes  or  blocks  are  wrapped  sometimes  in  thin  40 
44  white  paper  and  sometimes  in  white  calico  tied  with  string  as  in  the  case  of  the 
44  Plaintiff's  goods,  and  are  sold  in  boxes  corresponding  in  shape  and  size  and  in 
44  covering  with  the  said  boxes  in  which  the  Plaintiff's  goods  are  sold,  except  only 
44  that  on  the  boxes  issued  by  the  Defendant  firm  there  is  placed  on  one  side  a 
44  blue  label  bearing  a  representation  of  an  oval  form  and  the  words  4  Bobby  45 
44  4  Blue.'  (12)  The  Defendant  firm  has  designed  the  aforesaid  arrangements 
44  in  the  make  and  get-up  of  its  said  laundry  blue  for  the  purpose  of  enabling 
44  its  said  blue  to  be  passed  off  and  sold  as  4  Oval  Blue '  and  as  and  for  the 
44  goods  of  the  Plaintiff.  The  laundry  blue  of  the  Defendant  Company  under 
44  the  aforesaid  get-up  has  in  fact  been  supplied  in  the  retail  trade  in  response  50 
44  to  orders  for  the  Plaintiff's  said  laundry  blue  under  the  term  4  Oval  Blue.' 
44  (13)  The  price  at  which  the  Defendant  firm  supply  their  said  blue  to  retail 
44  dealers  is  lower  than  that  charged  and  received  by  the  Plaintiff  for  his  said 
44  blue,  but  in  each  instance  the  price  charged  per  cake  or  block  to  the  retail 


u 
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44  customer  is  the  same.    (14)  If  the  Defendant  firm  continues  (as  it  intends  to 

"  do)  to  send  out  and  sell  and  offer  for  sale  its  laundry  blue  in  the  shape  and 

44  under  the  get-up  herein  complained  of  retail  dealers  will  (be  enabled  to  pass 

44  off  the  laundry  blue  of  the  Defendant  firm  as  being  the  said  laundry  blue  of 

5  "  the  Plaintiff's  manufacture,  and  the  public  will  be  deceived  and  the  Plaintiff 

"  will  suffer  great  injury  in  his  business.1' 

A  Statement  of  Defence  was  delivered,  but  was  subsequently  withdrawn: 

After  the  withdrawal  of  the  Statement  of  Defence  on  the  2nd  of  March  1901 

the  Plaintiff  obtained  judgment  in  default  of  pleading,  and  an. injunction  was 

10  awarded  in  these  terms  : — "This  Court  doth  order  and  adjudge  that  the  Defen- 

44  dants,  John  Arthur  <fc  Co.,  their  servants  and  agents,  be  perpetually  restrained 

from  selling  or  offering  for  sale  any  laundry  blue  (not  being  of  the  Plaintiff's 

manufacture)  so  got  up  or  arranged  for  sale  as  to  induce  the  belief  or  enable 

"  others  to  represent  that  the  laundry  blue  so  sold  or  offered  for  sale  is  of 

15  "  the  Plaintiff's  manufacture,  or  in  any  manner  representing  any  blue  not  of 

"  the   Plaintiff's  manufacture  to  be  *  Oval  Blue '  or  blue  of  the  Plaintiff's 

44  manufacture." 

Subsequently  to  this  judgment  the  Defendant  sold  his  business  to  one  Nixey, 
and  entered  into  Nixey's  employment  as  a  traveller,  and  in  this  capacity  sold 
20  "  Bobby  Blue "  made  up,  as  the  Plaintiff  alleged,  in  substantially  the  same 
manner  as  the  "  Bobby  Blue  "  referred  to  in  the  Statement  of  Claim. 

The  Plaintiff  then  moved  to  commit  the  Defendant  to  prison  for  breach  of 
the  injunction,  and  affidavits  were  filed  on  both  sides,  which  are  sufficiently 
referred  to  below  in  the  judgments  in  the  Court  of  Appeal. 
25       The  motion  came  on  for  hearing  before  Mr.  Justice  Far  WELL  on  the  2nd  of 
May  1902,  and  was  dismissed  with  costs. 
Fabwbll,  J. — In  my  judgment  this  motion  is  entirely  misconceived. 
The  Plaintiff  obtained  an  injunction  restraining  the  Defendant  "  from  selling 
44  or  offering  for  sale  any  laundry  blue  (not  being  of  the  Plaintiff's  manufacture) 
30  "  so  got  up  or  arranged  for  sale  as  to  induce  the  belief  or  enable  others  to 
44  represent  that  the  laundry  blue  so  sold  or  offered  for  sale  is  of  the  Plaintiff's 
44  manufacture,  or  in  any  manner  representing  any  blue  not  of  the  Plaintiff's 
44  manufacture  to  be  4  Oval  Blue '  or  blue  of  the   Plaintiff's  manufacture." 
That  injunction  was  obtained  on  a  short  cause  on  admissions  to  the  Plaintiff's 
35  Statement  of  Claim.    On  that  Statement  of  Claim,  according  to  the  Rules  of  the 
Court,  no  evidence  could  be  offered  ;  and  the  Plaintiff  had  to  allege  facts  which 
were  sufficient  to  enable  him  to  obtain  the  judgment  which  he  asked. 

The  material  paragraphs  in  the  Statement  of  Claim  are  the  4th,  the  11th, 
and  the   12th.    The  allegation  in  the  4th  paragraph  is :  "  The  Plaintiff  has 
40  "  continuously  and  for  a  number  of  years  past  sold  and  supplied  his  slid 
laundry  blue  of  a  special  and  superior  quality  in  the  said  form  of  oval  cakes 
wrapped  as  aforesaid,  and  has  labelled  and  invoiced  his  said  blue  as  4  Oval 
4  Blue,'  and  widely  advertised  it  under  that  name  " — that  is,  so  far,  imma- 
terial, because  it  is  not  a  question  of  "Oval  Blue"  for  the  moment — "and  for 
45  "  many  yean  past  the  Plaintiff's  said  laundry  blue  has  been  known  as  4  Oval 
44  *  Blue '  and  possessed  a  high  reputation  under  that  name,  and  4  Oval  Blue '  has 
44  long  since  become  recognised  in  the  wholesale  and  retail  markets  as  denoting 
44  the  special  laundry  blue  of  the  Plaintiff's  manufacture,  and  the  use  of  the 
%    u  description  4  Oval  Blue '  in  connection  with  laundry  blue  or  the  representa- 
50  **  tion " — now  this  is  what  is  relied  upon — 44  (whether  by  name,  shape,  or 
44  general  get-up)  that  the  laundry  blue  in  question  is  i  Oval  Blue '  is  in  effect 
44  a  guarantee  that  the  blue  described  or  the  subject  of  the  representation  is  the 
44  special  blue  of  the  Plaintiff's  manufacture."    Paragraph  11  alleges :  "  The 
u  laundry  blue  which  the  Defendant  firm  has  sold  and  offered  for  sale,  and  is 
55  4i  now  selling  and  offering  for  sale,  is  of  inferior  quality  to  the  said  blue  of  the 
44  Plaintiff's  manufacture,  but  it  is  made  up  in  oval  cakes  or  blocks  of  size  and 
44  shape  identical  with  those  of  the  Plaintiff's  said  goods.     Such  cakes  or  blocks 
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"  are  wrapped  sometimes  in  thin  white  paper  and  sometimes  in  white  calico 
"  tied  with  a  string  as  -  is  the  case  with  the  Plaintiff's  goods,  and  are  sold  in 
"  boxes  corresponding  in  shape  and  size  and  in  covering  with  the  said  boxes  in 
"  which  the  Plaintiff's  goods  are  sold,  except  only  that  on  the  boxes  issued  by 
"  the  Defendant  firm  there  is  placed  on  one  side  a  blue  label  bearing  a  repre-  5 
"  sentation  of  an  oval  form  and  the  words  *  Bobby  Blue.' "  Then  paragraph  12 
is  :  "  The  Defendant  firm  has  designed  the  aforesaid  arrangements  in  the  make 
"  and  get-up  of  its  said  laundry  blue  for  the  purpose  of  enabling  its  said  blue 
"  to  be  passed  off  and  sold  as  '  Oval  Blue,'  and  as  and  for  the  goods  of  the 
"  Plaintiff.  The  laundry  blue  of  the  Defendant  Company  under  the  aforesaid  10 
"  get-up  has  in  fact  been  supplied  in  the  retail  trade  in  response  to  orders  for 
44  the  Plaintiff's  said  laundry  blue  under  the  term  *  Oval  Blue.' "  Those  allega- 
tions in  the  Statement  of  Claim  being  admitted,  it  is  quite  obvious  that  judgment 
went,  as  a  matter  of  course,  for  the  Plaintiff. 

Now  it  is  said  that  that  judgment,  with  the  injunction  framed  in  general  15 
terms,  is  sufficient  to  enable  the  Plaintiff  to  come  here  and  commit  the  Defen- 
dant for  using  the  specific  article  without  giving  any  evidence  that  it  comes 
within  the  terms  of  that  judgment,  "or  got  up  or  arranged  for  sale  so  as  to 
"  induce  the  belief,"  and  so  on.    In  my  opinion  it  is  absolutely  impossible  that 
I  can  hold  that  the  judgment  has  decided  that  any  particular  article  is  "  so  got  80 
"  up  or  arranged  for  sale,"  and  so  on.    What  the  judgment  has  decided  is,  that 
the  Defendant  admitting  that  he  has  made  up  articles  with  the  fraudulent 
intent,  and  with  the  effectual  result  of  actually  deceiving,  he  is  restrained,  in 
general  terms,  from  passing  off  such  articles.    Whether  any  particular  article 
does  or  does  not  come  within  the  terms  of  that  judgment  must  depend  upon  a  25 
consideration  of  the  particular  article,  and  no  evidence  is  adduced  as  to  that. 

A  case  has  been  cited  to  me  to  show  that  when  the  Court  had,  after  hearing 
argument,  decided  that  the  Plaintiff  was  the  owner  of  a  particular  cottage, 
evidence  was  admissible  to  show  to  what  cottage  the  trial  related.  I  agree 
that  if  this  action  had  gone  to  trial  on  those  allegations,  and  it  had  been  30 
proved  in  evidence  that  the  particular  little  ovals,  which  are  now  put  before 
me,  had  been  adduced  in  evidence  and  adjudicated  upon  by  the  Court,  no 
doubt  there  would  have  been  a  case  of  res  judicata  in  respect  of  those  specific 
articles.  But  nothing  of  that  sort  occurred  here  ;  and  it  is  impossible,  in  my 
judgment,  according  to  the  practice  of  the  Court,  to  admit  now,  in  order  to  36 
construe  the  judgment  of  the  Court  and  send  the  man  to  prison,  evidence  which 
would  not  have  been  admissible  at  the  hearing  of  the  motion  for  judgment  on 
the  admissions  in  the  pleadings.  That  is  really  what  it  is  desired  to  do.  It 
seems  to  me  the  motion  is  entirely  misconceived.  I  cannot  send  this  man  to 
prison  for  disobeying  an  Order  when  it  is  not  shown  that  he  has  contravened  40 
the  terms  of  that  Order,  and  I  cannot  admit  evidence  to  show  what  the  Plaintiff  or 
what  the  pleader  had  in  his  mind  in  making  the  general  allegation  that  the 
Defendant  had  made  goods,  and  passed  them  off,  and  so  on. 

It  is  the  specific  article  operating  as  the  breach  to  which  the  Plaintiff's 
evidence  should  have  been  directed,  and  on  this  motion  he  should  have  shown  & 
that  the  particular  things  which  are  now,  as  he  alleges,  sold  by  the  Defendant, 
are   "so  got  up  or  arranged  for. sale,"  and  so  on — within  the  terms  of  the 
judgment.    He  has  not  attempted  to  do  that,  and  this  motion  fails. 

It  is  said  the  Defendant  hits  made  some  admission.    It  is  quite  clear  that 
there  is  no  admission  of  any  sort  on  the  affidavits  on  which  I  can  rely  as  50 
sufficient  to  send  him  to  prison,  and,  in  those  circumstances,  this  motion  must 
be  dismissed  with  costs. 

The  Plaintiff  appealed,  and  the  appeal  came  on  for  hearing  on  the  8th  of 
June  1902. 

Butcher,  K.C.,  and  Waggett  (instructed  by  Chester,  Broome,  and  Griffiths,  55 
agents  for  Nicholson  and  Pemberton,  of  Liverpool)  appeared  for  the  Appellant ; 
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Upjohn,  K.C.,  and  Whinney  (instructed  by  Collins,  Robinson,  and  Driffield,  of 
Liverpool)  appeared  for  the  Respondents. 

Butcher,  E.G. — This  is  an  appeal  from  a  dismissal  of  a  motion  to  commit  for 
breach  of  an  injunction.  The  question  is  whether  a  Defendant,  after  an  Order 
5  has  been  made  restraining  him  from  selling  in  a  particular  size  and  shape,  is  to 
go  on  selling  in  that  size  and  shape  ?  The  Statement  of  Olaim  could  not, 
and  did  not,  exhibit  the  infringing  packets,  but  claimed  in  general  terms. 
[Vaughan  Williams,  L.J.— -There  is  no  reference  in  the  injunction  to  the 
Statement  of  Olaim.    I  have  heard  Lord  Justice  Chitty  say  that,  unless  an 

10  injunction  expressly  refers  to  it,  no  reference  can  be  made  to  the  Statement  of 
Claim  on  a  motion  to  commit.]  The  ground  of  the  judgment  appealed  from  is 
that,  although  the  Defendant  had  been  restrained  from  selling  a  particular  kind 
of  blue,  yet,  because  the  Defence  had  been  withdrawn,  it  was  not  open  to  the 
Plaintiff  to  say  what  goods  were  the  subject  of  the  injunction.    The  Defendant 

15  has  virtually  admitted  the  infringement,  but  has  given  reasons  why  the  injunc- 
tion should  not  be  enforced  against  him.  I  submit  that  it  is  open  to  the  Plaintiff 
to  give  evidence  to  show  the  identity  of  the  article  with  reference  to  which  the 
injunction  was  granted.  If  we  may  not  explain  the  injunction  by  reference  to 
the  Statement  of  Claim,  it  follows  that  no  injunction  granted  in  general  terms 

20  can  be  of  any  use. 

Upjohn,  K.C. — In  no  affidavit  has  Ripley  claimed  that  what  the  Defendant 
did  was  an  infringement.  Not  one  witness  is  prepared  to  say  that  merely 
Belling  bine  in  packets  like  those  of  the  Respondent  would  have  the  effect  of 
passing  off.    The  first  two  affidavits  filed  by  the  Respondent  distinctly  deny 

25  that  it  would  have  that  effect.    This  is  a  matter  which  affects  the  liberty  of  the 
.    subject,  and  the  evidence  must  be  clear.    The  Appellant  must  prove  affirma- 
tively a  breach  of  the  injunction.    The  fact  that  a  man  has  submitted  to  a 
general  injunction  is  not  necessarily  an  admission  that  what  he  was  doing 
before  the  injunction  was  an  infringement.    Even  if  it  is,  there  are  differences 

30  in  the  present'  case  of  a  material  kind  between  what  the  Defendant  was  doing 
before  and  what  he  is  now  doing.  I  take  the  point  that  there  is  no  res  judicata, 
and  therefore  no  estoppel. 

Whinney  contended  that  the  later  packet  was  admitted  by  the  Defendant 
to  be  the  one  complained  of.    At  the  time  the  injunction  was  granted  the 

35  Defendant  was  selling  two  kinds  of  packets,  whilst  now  he  is  only  selling  one. 
It  does  not  follow  that  the  packet  of  which  complaint  is  now  made  is  the  one 
of  which  complaint  was  previously  made.    More  likely  it  was  the  other,  as 
that  was  more  open  to  objection. 
Butcher,  K.C.,  replied. 

40  .  Vaughan  Williams,  LJ. — I  am  sorry  to  say  my  brother  Stirling  and  I 
aire  not  quite  agreed  as  to  the  conclusion  we  ought  to  arrive  at  in  this  matter, 
but  I  may  as  well  state  at  once  that  as  the  conclusion  of  Lord  Justice  Stirling 
agrees  with  that  of  Mr.  Justice  Farwell  the  ultimate  result  will  be  that  this 
appeal  will  fail.    But  Lord  Justice  Stirling  and  I  both  think  that,  inasmuch 

45  as  the  difference  between  us  is  a  difference  as  to  the  inferences  of  fact  to  be 
drawn  from  these  affidavits,  looking  at  the  surrounding  circumstances,  it  is  not 
worth  while  for  us  to  deliver  written  judgments,  and  we  may  just  as  well 
deliver  our  judgments  at  once. 

I  should  like  to  state  at  once  what  my  view  of  this  case  is.     I  am  happy  to 

50  say  that  as  to  the  main  part  of  it  there  is  no  difference  between  Lord  Justice 
Stirling  and  myself.  Now  what  is  the  question  that  has  to  be  settled  ?  This 
is  a  motion  to  attach  for  disobedience  to  and  disregard  of  an  injunction.  That 
the  injunction  was  granted  is  quite  plain.  Now,  to  my  mind,  the  question  is — 
Is  there  any  sufficient  evidence  of  a  breach  of  this  injunction  ?    That  is,  is 

55  there  any  sufficient  evidence  that  the  packets,  now  admittedly  sold  by  the 
Defendant  on  behalf  of  Mr.  Nixey,  are  so  got  up  or  arranged  for  sale  as  to 
induce  the  belief,  or  enable  others  to  represent,  that  the  laundry  blue  so  sold  or 
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offered  for  sale  is  of  the  Plaintiff's  manufacture,  or  in  any  manner  representing 
any  blue  not  of  the  Plaintiff's  manufacture  to  be  "  Oval  Blue  "  or  blue  of  the 
Plaintiff's  manufacture. 

Mr.  Butcher  wanted  us  to  say  that  there  was  some  admission  on  the  pleadings, 
something  constituting  res  judicata,  some  judgment  which  determined  this  5 
question  as  between  these  parties.    I  do  not  agree  with  that.    Of  course,  the 
question  now  is  not  quite  what  it  used  to  be  in  days  gone  by.    In  days 
gone  by,  at  all  events  at  common  law,  when  you  only  pleaded,  whether  you 
were  Plaintiff  or  Defendant,  legal  results,  there  was  very  little  difficulty  in 
saying  whether  a  matter  was  concluded  as  res  judicata  or  not,  because,  subject  10 
to  certain  evidence  of  identity  of  subject  matter,  you  could  always  arrive  at  a 
conclusion  by  looking  at  the  Record.    Now,  when  you  tell  a  long  story  in  your 
pleadings,  whether  it  is  a  Statement  of  Claim  or  a  Statement  of  Defence,  it  is 
very  difficult  to  say  how  much  is  evidence  and  how  much  is  part  of  the 
Statement  of  Claim  or  Defence,  as  the  case  may  be.    But,  be  that  as  it  may,  in  15 
my  judgment  an  admission  by  default  in  pleading  never  admits  anything 
beyond  the  minimum  which  is  necessary  to  carry  the  judgment.    If  you  have 
got  a  Statement  of  Claim  which  covers  several  subjects  of  complaint,  and  you 
have  got  judgment  for  the  Plaintiff,  the  result  of  the  rule  that  I  have  now 
mentioned,  of  the  admission  not  covering  more  than  a  minimum,  is  that  you  20 
necessarily  may  have  to  go  to  evidence  to  identify  what  was  in  truth  and  in 
fact  the  subject-matter  in  respect  of  which  the  Plaintiff  succeeded.    When  you 
have  once  arrived  at  what  that  subject-matter  was,  it  is  not  true  to  say  that  it 
limits  in  any  way,  or  defines  in  any  way,  that  judgment.    What  is  true  is  that 
when  you  have  brought  forward  evidence  to  prove  what  question  really  was  25 
disposed  of  between  the  parties,  neither  of  them  afterwards  can  seek  to  reopen 
the  question  of  fact  which  is  thus  shown  to  have  been  determined. 

Just  let  us  see  how  the  matter  stands  here.  I  take  it  there  is  no  res  judicata, 
but  you  have  got  here  several  things.  You  have  got,  first  the  affidavit  of  the 
Plaintiff,  paragraph  3  :  "  The  packet  or  bag  blue  complained  of  in  the  said  30 
"  action  was  in  the  form  of  the  exhibit  now  produced  and  shown  to  me 
44  marked  R.  R.  The  said  exhibit  is  in  fact  a  packet  which  was  in  my 
44  possession  or  in  the  care  of  my  solicitors  at  the  time  of  the  issue  of  the  writ 
44  in  this  action."  I  may  say  in  passing  that  the  Defendant  confirms  that  view 
of  the  Plaintiff,  only  he  speaks  of  it  as  an  exhibit  "J.  S.  S.  2."  Now,  in  that  35 
state  of  things,  let  us  see  how  the  evidence  goes  on.  Both  parties  are  agreed  that 
this  was  part  of  the  subject-matter  of  complaint.  Both  parties  are  agreed  that 
at  the  time  of  action  brought  the  Plaintiff  was  making  his  packets  up  in  the 
form  and  shape  appearing  by  that  exhibit. 

Then  the  next  thing  one  has  to  ask  oneself  is  :  "  What  is  said  on  one  side  or  40 
44  the  other  as  to  what  the  Defendant  was  doing  at  the  time  of  the  action  being 
44  brought  ?  "    The  Defendant  has  produced — it  is  immaterial  to  refer  to  them 
by  letters — two  packets  with  blue  lettering  on  them.    One  is  the  packet  that  the 
Plaintiff  has  referred  to  as  being  the  packet  which  he  complained  of,  and  the 
other  is  the  packet  which  the  Defendant  says  that  he  is  now  selling.    Under  45 
those  circumstances  let  us  see  what  the  Defendant  says  about  what  he  was 
doing  and  what  he  is  doing.    Before  I  read  his  affidavit,  a  portion  of  which  I 
propose  to  read  in  a  minute  or  two,  I  will  first  call  attention  to  the  admission 
which  the  Defendant  made  to  a  Mr.  Thornton,  as  to  which,  although  there  is  an 
attempt  to  qualify  it  afterwards,  the  attempt  is  really  so  weak  and  general  that  50 
I  pay  no  attention  to  it    He  says  that :  "  He  " — that  is  the  Defendant — 
44  further  stated  that  he  was  then  engaged  as  traveller  to  the  person  who 
44  purchased  his  said  business  for  a  term  of  three  years  (of  which  six  months 
44  had  already  expired),  and  that  he  had  been  and  was  still  selling  a  blue  which 
44  he  referred  to  as  4  Bobby  Blue '  in  his  district,  which  included  the  whole  of  55 
14  Lancashire.    In  reply  to  a  question  whether  this  4  Bobby  Blue '  was  the  same 
"  as  the  blue  in  respect  of  which  Mr.  Ripley  obtained  an  injunction  against  him, 
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"  be  answered  ' Yes.1 "  So  there  at  all  events  is  a  point  blank  statement 
(which  is  to  be  relied  upon)  by  the  Defendant  that  the  blue  that  he  is  now 
selling  was  in  fact  the  blue  in  respect  of  which  Mr.  Ripley  obtained  the 
injunction.  That  is  only  an  admission  made  to  this  witness  Mr.  Thornton, 
5  but  the  Defendant  comes  to  tell  his  own  story,  and  to  tell  it  at  length.  In 
paragraph  2  of  his  affidavit  he  says  :  "  I  took  great  care  to  prevent  all  possibility 
"  of  confusion  between  the  blue  as  got  up  by  me  for  sale" — he  is  speaking  of 
what  he  did  before  the  action — "and  the  blue  as  got  up  by  the  Plaintiff.  I 
"  adopted  a  distinctive  label  which  I  placed  on  the  top  of  the  packet,  and  on 

10  "  this  label  I  placed  the  words  '  Bobby  Blue '  in  very  distinct  and  clear  white 
"  letters  in  the  middle  of  a  square  blue  ground  with  an  outer  white  border,  and 
"  on  the  blue  which  I  sold  in  a  calico  wrapper  I  also  placed  on  the  label  which 
"  was  wrapped  round  the  packet  in  two  places  in  equally  distinct  and  clear 
*'  white  letters  the  words  *  Bobby  Blue '  upon  a  blue  ground,  together  with 

15  "  certain  other  words  different  altogether  from  those  placed  by  the  Plaintiff 
"  upon  his  packets,  and  also  containing  my  firm's  name.  Representations  of 
"  the  packets,  both  of  those  wrapped  in  paper  and  those  in  calico  then  sold  by 
"  me,  and  of  the  calico  wrapped  packet  then  sold  by  the  Plaintiff,  are  now 
"  produced  and  shown  to  me  marked  respectively  *  J.  S.  S.  1,'  i  J.  8.  8.  2,'  and 

20  "  *  J.  S.  S.  3,1  and  the  two  makes  of  blue  are  perfectly  clearly  distinct  and 
"  distinguishable  in  all  respects  except  as  regards  the  general  shape  of  the 
"  packet,  which,  as  before  stated,  is  a  form  open  to  the  trade,  as  the  Plaintiff 
"  well  knew,  the  point  having  been  decided  against  him  in  an  action,"  which 
the  Defendant  mentions.    The  view  of  the  Defendant,  therefore,  although  he 

25  allowed  the  injunction  to  go,  was  that  if  he  had  fought.it  out  he  would  have 
had  a  good  defence.  Then  he  refers  to  the  matter  again  in  paragraph  10,  and 
he  says  :  "  As  I  had  no  further  funds  to  fight  the  action,  and  knew  that  I  had 
"  never  passed  off  my  goods  as  the  Plaintiff's,  I  did  not  see  any  objection  to  an 
"  injunction  being  granted  against  me  as  asked  by  the  Plaintiff ;  but  I  was 
,  30  "  certainly  under  the  impression  that  the  injunction  as  asked  would  not  prevent 
. "  my  continuing  to  sell  my  own  blue  under  the  name  of  •  Bobby  Blue  *  in  the 
"  shape  in  which  I  then  sold  it,  with  the  special  precautions  taken  by  me  to 
"  prevent  its  being  mistaken  for  the  Plaintiff's,  and  accordingly  I  did  not  appear 
"  on  the  hearing  of  the  action,  and  judgment  was,  as  I  have  been  informed  and 

35. "  believe,  obtained  against  me  in  default.'1    Mr.    Whinney  admitted,  and  I 

thipk  could  not  have  done  otherwise,  that  those  words  as  to  make  up  and  shape 

.  cover  all  the  forms  in  which  the  Defendant  had  manufactured  or  sold  his  blue. 

Then,  in  paragraph  11,  he  says :  "  Shortly  after  the  judgment  was  obtained  I 

"  called  upon  the  Plaintiff's  solicitors,  and  told  them  that  I  considered  and 

40  "  believed  that  the  injunction  did  not  prevent  my  continuing  to  sell  my  blue 
"  under  the  name  of  '  Bobby  Blue,9  and  in  the  shape  and  manner  in  which  I 
"  had  previously  sold  it"  Then  it  is  said  the  Plaintiff's  solicitor  said  that  if  he 
did  that  he  should  not  pay  his  costs.  "  I  honestly  believed  that  the  Order  as 
"  drawn  up  did  not  prevent  my  continuing  to  manufacture  and  sell  laundry 
,-  45  "  blue  under  the  name  of  c  Bobby  Blue,1  even  although  the  packets  were  got 
44  up  in  any  oval  shape,  provided  they  were  made  sufficiently  distinctive  in  the 
"  manner  in  which  I  had  previously  distinguished  them.11  The  question  is, 
,  what  inference  ought  one  to  draw  from  that  statement  which  the  Defendant 
made  to  Mr.  Thornton  and  from  these  paragraphs  in  his  affidavit  ?    I  draw  the 

50  inference  from  that  evidence  that  .one  of  the  issues  raised  and  tried  between 

these  parties  was  whether  or  not  these  packets  as  made  up  and  in  this  shape 

did  amount  to  a  holding  oat  of  the  goods  in  those  packets  in  a  shape  and 

.  get-Up  such  as  to  induce  the  public  to  think  they  were  the  Plaintiff's  goods, 

and  it  seems  to  me  that  the  moment  you  have  got  that  it  is  impossible  for  either 

55  party  to  get  away  from  the  conclusion  that  the  packeta  as  made  by  the  Defen- 
dant at  the  moment  of  the  trial  and  the  granting  of  the  injunction  were  packets 
of  such  a  character  and  so  resembling  the  packets  made  up  by  the.  Plaintiff  as 

2  U 


m  RfiPORtS  OF  tAlfciTT,  DfiSlGN,       [Aug.  1$>  1901 


Ripley  v.  John  Arthur  A  Co. 


to  induce  the  public  to  think  the  one  was  the  other.  In  that  sense  I  think  the 
matter  very  nearly  approaches  to  an  estoppel.  At  all  events,  in  the  face  of  that 
evidence,  it  seems  to  me  that  the  inference  one  may  legitimately  draw  from  the 
Defendant's  own  statements  is  that  that  issue  was  raised  by  the  Plaintiff,  and 
that  it  was  intended  by  both  parties  that  that  issue  should  be  concluded  by  the  5 
injunction. 

Under  those  circumstances  I  think  the  judgment  here  ought  to  have  been  a 
judgment  for  the  Plaintiff,  and  I  think  that  although  the  general  form  of  the 
injunction  unfortunately  left  at  large  which  of  these  matters  were  determined  as 
between  the  parties,  yet  on  that  evidence,  and  on  the  Defendant's  own  admission,  10 
this  particular  matter  about  the  resemblance  of  the  two  packets — the  packet  then 
made  by  the  Plaintiff  and  the  packet  made  by  the  Defendant  at  the  time 
of  the  action — was  concluded  between  them,  and,  if  you  start  from  that  point,  it 
is  quite  plain  to  my  mind  that  the  difference  between  the  packet  made  by 
the  Defendant  at  the  date  of  the  injunction  and  the  packet  now  made  by  the  15 
Defendant  is  really  nothing.    The  conclusion  I  draw  is  that,  under  these  circum- 
stances, one  ought  to  hold  that  this  packet,  which  is  substantially  the  same  as 
the  former  packet,  is  as  much  a  breach  of  the  injunction  really  as  if  it  had  been 
identical  with  the  former  packet.    I  only  wish  to  add  that  I  entirely  agree  with 
what  Mr.  Justice  Far  well  says  as  to  the  injunction  not  being  controlled  or  20 
limited  by  the  Statement  of  Claim. 

Stirling,  L.J. — I  regret  to  say  that  on  one  point  I  differ  from  the  judgment 
which  has  just  been  delivered.    The  greater  part  of  it  I  entirely  agree  with. 
But  the  point  on  which  I  have  the  misfortune  to  be  at  variance  with  my 
brother  is  as  regards  the  inference  which  he  draws  from  the  Defendant's  own  25 
affidavit. 

The  motion  is  that  an  attachment  may  issue  against  the  Defendant  for  breach 
of  an  injunction  contained  in  a  judgment  of  the  Court  given  simply  on  the 
Statement  of  Claim,  a  Defence  which  had  been  put  in  having  been  struck  out. 
The  injunction  is  in  the  most  general  terms  :  To  restrain  the  Defendant  "from  30 
"  selling  or  offering  for  sale  any  laundry  blue,  not  being  the  Plaintiff's  manu- 
"  facture,  so  got  up  or  arranged  for  sale  as  to  induce  the  belief  or  enable  others 
"to  represent  that  the  laundry  blue  so  sold  or  offered 'for  sale  is  of  the 
"  Plaintiff's  manufacture,  or  in  any  manner  representing  blue  not  of  the 
•'  Plaintiff's  manufacture  to  be  *  Oval  Blue  •  or  blue  of  the  Plaintiff's  manu-  35 
"  facture."  What  the  Defendant  has  done  since  the  injunction  is  to  offer 
for  sale,  not  on  his  own  behalf,  but  as  agent  for  another,  blue  not  the  manu- 
facture of  the  Plaintiff,  which  is  got  up  in  a  very  similar  mode  as  regards  the 
packets  to  that  in  which  the  blue  which  he  sold  at  the  date  of  the  judgment 
was  got  up.  40 

There  is  no  affidavit  by  anybody  that  the  blue  which  has  been  sold  by  the 
Defendant  since  the  judgment  was  given  is  so  got  up  or  arranged  for  sale  as  to 
induce  the  belief,  or  enable  others  to  represent,  that  the  laundry  blue  which  is 
so  sold  or  offered  for  sale  is  of  the  Plaintiff's  manufacture.  Not  a  single 
affidavit  is  there  to  that  effect.  A  comparison  of  the  mode  in  which  the  45 
Plaintiff's  blue  is  got  up  and  that  in  which  the  blue  has  been  sold  by  the 
Defendant  does  not  enable  me  to  say  that  the  blue  which  has  been  offered  for 
sale  by  the  Defendant  is  so  got  up  or  arranged  for  sale  as  to  violate  the  judg- 
ment of  the  Court.  I  mean  that  by  a  mere  comparison  of  the  two  it  is  not 
possible  for  me  to  arrive  at  that  conclusion.  50 

Then  how  is  the  case  made  out  ?  It  is  for  the  Plaintiff,  coming  here  and  asking 
for  an  attachment  to  issue  against  the  Defendant,  to  prove  his  case,  and  to  prove 
it  strictly.  This  is  one  of  the  instances  in  which  the  Court  rightly  insists  that  the 
case  shall  be  proved  with  the  utmost  strictness.  Now  what  have  we  got  here  ? 
We  have  first  of  all  a  reliance  placed  upon  the  pleadings.  The  judgment,  55 
according  to  the  rule  of  the  Court,  the  Defendant  not  appearing,  and  there  being 
no  defence,  must  be  such  as  the  Plaintiff  was  entitled  to  upon  the  Statement 
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of  Claim.  We  have  to  look  at  the  Statement  of  Claim,  and  we  find  that 
the  Statement  of  Claim  alleges  two  things — first,  that  the  Plaintiff  had 
made  up  his  goods,  namely  blue,  in  oval  cakes  wrapped  up  in  a  special 
manner,  either  in  thin  white  paper  or  in  white  calico  tied  with  a  string ; 
5  and  the  Plaintiff  charges  that  he  also  had  acquired  a  title  to  a  Trade  Mark  called 
u  Oval  Blue,"  and  that  "  the  use  of  the  description  4  Oval  Blue,'  or  the  represen- 
"  tation  (whether  by  name,  shape,  or  general  get-up)  that  the  laundry  blue  in 
"  question  is  '  Oval  Blue '  is,  in  effect,  a  guarantee  that  the  blue  described,  or 
"  the  subject  of  the  representation,  is  the  special  blue  of  the  Plaintiff's  manu- 

10  "  facture."  Then  he  goes  on  to  state  that  these  cakes  or  blocks  were  also  sold 
in  boxes,  and  he  alleges  that  the  boxes  in  which  his  goods  are  sold 
over  the  counter  have  been  made  up  of  "  certain  special  sizes  and  covered  with 
"  tinfoil,  and,  except  the  Defendant  firm,  no  other  firm  or  person  beside  the 
"  Plaintiff  has  ever  sold,  or  attempted  to  sell,  laundry  blue  in  boxes  so  got  up." 

15  Then  he  goes  on,  in  paragraph  11,  to  allege  that  the  Defendant  was  selling  and 
offering  for  sale  blue  "made  up  in  oval  cakes  or  blocks,  of  size  and  shape 
"  identical  with  those  of  the  Plaintiff's  said  goods.  Such  cakes  or  blocks  are 
a  wrapped  sometimes  in  thin  white  paper,  and  sometimes  in  white  calico  tied 
"  with  a  string,  as  is  the  case  with  the  Plaintiff's  goods,  and  are  sold  in  boxes 

20  "  corresponding  in  shape,  and  size,  and  in  covering  with  the  said  boxes  in  which 
"  the  Plaintiff's  goods  are  sold,  except  only  that  on  the  boxes  issued  by  the 
"  Defendant  firm  there  is  placed  on  one  side  a  blue  label  bearing  a  representa- 
"  tion  of  an  oval  form,  and  the  words  *  Bobby  Blue.' "  Then  he  alleges  that — 
"  The  Defendant  firm  has  designed  the  aforesaid  arrangements  in  the  make  and 

25  "  get-up  of  its  said  laundry  blue  for  the  purpose  of  enabling  its  said  blue  to  be 
"  passed  off  and  sold  as  '  Oval  Blue,'  and  as  and  for  the  goods  of  the  Plaintiff. 
"  The  laundry  blue  of  the  Defendant  Company  under  the  aforesaid  get-up  has, 
"  in  fact,  been  supplied  in  the  retail  trade  in  response  to  orders  for  the 
"  Plaintiff's  said  laundry  blue  under  Jhe  term  '  Oval  Blue.'  "    Then,  paragraph 

30  14 — "  If  the  Defendant  firm  continues  (as  it  intends  to  do)  to  send  out,  and  sell, 
"  or  offer  for  sale,  its  laundry  blue  in  the  shape  and  under  the  get  up  herein 
"  complained  of,  retail  dealers  will  be  enabled  to  pass  off  the  laundry  blue  of 
"  the  Defendant  firm  as  being  the  said  laundry  blue  of  the  Plaintiff's  manufac- 
"  ture."     Now  that  alleges  that  the  blue  of  the  Defendant  was  got  up  or 

35  arranged  for  sale  in  such  a  way  as  to  induce  the  belief  that  the  laundry  blue 
which  the  Defendant  was  offering  for  sale  was  of  the  Plaintiff's  manufacture. 
The  belief  might  be  attributable  either  to  the  shape  and  get-up  of  the  packets, 
or  to  the  boxes  in  which  they  were  sold,  or  it  might  be  to  the  combination  of 
both.    The  Defendant,  I  think,  must  be  taken  to  have  admitted  that  by  selling, 

40  as  he  did,  packets  of  this  shape,  and  so  got  up  and  packed  in  boxes,  he  was 
violating  the  Plaintiff's  rights,  and  that  an  injunction  was  properly  granted 
against  him  from  continuing  such  a  course  of  conduct ;  but  I  do  not  think  he 
can  be  taken  to  admit  that  by  getting  up  his  blue  in  the  form  in  which  he 
actually  did,  and  no  more,  he  was  violating  the  Plaintiff's  rights. 

45  So  much  for  the  Statement  of  Claim.  Then  is  there  anything  on  the  affidavits 
which  enables  the  Court  to  say  that  he  has  made  an  admission  of  that  kind. 
The  matter  which  was  most  relied  on  against  him  is  what  he  has  said  in  his 
own  affidavit,  and  particularly  in  paragraphs  2,  3, 10,  and  11  of  his  first  affidavit. 
Now  I  confess  I  cannot  read  them  in  the  same  way  that  my  learned  brother 

50  does,  and  here  is  the  point  at  which  we  differ.  It  seems  to  me  that  he  is 
explaining  how  it  was  that  he  came  to  submit  to  an  injunction,  and  he  says 
that  he  did  not  do  so  because  he  had  any  doubt  that  he  was  violating  the 
Plaintiffs  rights  merely  as  regards  the  shape  and  get-up  of  the  packets,  but  he 
continued  to  believe  notwithstanding  that  the  injunction  had  been  granted  that 

55  he  might  continue  to  sell  the  blue  so  manufactured  in  packets  of  that  shape  and 
of  the  like  get-up.  He  points  out,  not  indeed  in  that  affidavit,  but  in  a  subsequent 
affidavit,  that  he  was  no  longer  using  the  boxes  which  resembled  those  of  the 
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Plaintiff,  bat  that  he  had  got  entirely  distinctive  boxes.  I  confess  I  cannot 
come  to  the  conclusion  that  he  has  made  an  admission  that  the  injunction  was 
granted  in  respect  of  these  packets  alone  without  reference  to  the  boxes. 

In  the  result  I  entirely  agree  with  what  was  decided  by  Mr.  Justice  Far  well, 
and,  in  my  judgment,  the  appeal  fails. 

Butclier,  K.C. — My  Lords,  with  regard  to  the  costs  of  the  appeal,  inasmuch 
as  they  are  entirely  in  the  discretion  of  the  Court,  I  ask  that,  having  regard  td 
the  difference  of  opinion  between  the  members  of  the  Court,  there  should  be 
no  .costs  of  the  appeal. 

STIRLING,  £.J.— What  was  done  in  the  Court  below  with  reference  to  the  tf 
costs  ? 

Butcher,  K»C. — The  motion  was  dismissed  with  costs. 

VAUGHAN  Williams,  L.J. — I  think,  as  there  is  a  difference  of  opinion,  there 
should  be  no  costs. 

Upjohn,  K.C. — This  is  an  application  to  commit  the  Defendant.  It  is 
strlctissimi  juris.  The  Plaintiff  had  the  judgment  of  Mr.  Justice  Far  well;  he 
thought  fit  to  appeal,  and  he  fails.  Then,  this  being  a  question  of  the  liberty 
of  the  subject,  I  apprehend  that  the  general  rule  is  in  my  favour — that  a  person 
who  comes  to  protect  his  liberty  gets  the  costs  of  the  application  if  the  applica- 
tion is  unsuccessful.  I  ask  your  Lordships  to  say  that  the  appeal  ought  to  be 
dismissed  in  the  usual  way. 

VaughaK  Williams,  L.J. — I  do  not  think  you  can  have  any  more  costs 
than  you  have  had. 
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In  the  High  Court  op  Justice.— Chancery  Division, 


Before  Mr.  Justice  Swinpen  Eady. 


May  29th  and  31st,  and  June  2nd,  3rd,  and  25th,  1902. 
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;>      Patent.— Action  for  infringement. — Alleged  prior  publication  at  id  prior 
user* — Infringement. — Judgment  for  Plaintiff*. 

Letters  Patent  were  granted  to  G.  and  G.  for  "  Improvements  in  closing 
"  devices  for  preserve  jar s  or  other  receptacles"  the  claim  being  for  "A  closure 
"  for  preserve  jars  and  like  receptacles  in  which  the  inner  part  of  the  cover  is 

10  "  formed  with  a  slumlder  a1  a3  applied  to  the  packing  material  in  a  tangential 

u  direction  and  having  an  extension  a2  a3  applied  at  a8  against  the  conical 

"  rim  b  under  tlie  action  of  a  vacuum  produced  in  the  interior  of  the  vessel 

'   •*  substantially  as  described.".    The  Defendants  in  an  action  for  infHngement 

denied  infringement,  and  alleged  invalidity  on  the  grounds  of  prior  publication, 

15  prior  user,  and  want  of  utility.  They  contended  that  it  was  of  the  essence  of 
the  invention  that  there  should  be  contact  all  round  between  the  extension  and 
the  conical  rim,  and  that  this  was  not  useful,  and  was  not  used  by  the  Plaintiffs 
or  themselves.  The  Plaintiffs  said  that  their  cover  was  the  first  to  fasten  by 
air  pressure,  and  gave  evidence  of  very  large  sales,  and  denied  that  they  fiad 

20  abandoned  the  contact.  < 

Held,  tlvat  the  invention1  was  new  and  useful,  and  had  been  infringed. 
Judgment  was  given  for  the  Plaintiffs  with  costs. 

■  On  the  4th  of  February,  1893,  Letters  Patent  (No.  2543  of  1893)  were  granted 
;  to  Franz  Guilleaume' bxl&' '.Ewald  .Goltsteih  lox  ''Improvements  in  closing 
25  "  devices  for  preserve  jars  or  other  receptacles/1 
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The  Complete  Specification  was  as  follows: — "This  invention  relates  to 
44  improvements  in  the  stopper  or  closure  for  preserve  jars  and  other  like 
"  receptacles  such  as  is  described  in  the  Specification  of  our  application  for 
"  Letters  Patent  No.  8004  dated  25th  April  1892  and  the  object  of  our  present 
44  invention  is  to  obtain  an  air  tight  closure  with  less  pressure  of  the  spring  5 
44  closing  device. 

44  The  improvements  consist  mainly  in  the  peculiar  form  of  the  internally 
"  acting  part  of  the  cover  and  in  the  arrangement  and  construction  of  the  spring 
"  as  hereinafter  explained. 

44  Figure  1  of  the  accompanying  drawings  represents  in  section  a  portion  of  10 
44  the  mouth  of  a  jar  provided  with  means  for  closing  the  same  according  to  this 
44  invention.    Figure  2  illustrates  in  elevation  (drawn  to  a  smaller  scale)  the 
44  upper  part  of  a  jar  provided  with  the  improved  closing  arrangement.     The 
44  jar  or  receptacle  being  constructed  with  a  taper  or  conical  upper  part  b  Figure 
44 1  is  combined  with  an  internal  acting  part  of  the  cover  a  which  is  formed  in  1$ 
44  such  a  manner  as  to  present  an  inclined  shoulder  a1  a3  arranged  tangentially 
44  to  the  packing  ring  d  and  is  provided  with  a  vertical  or  cylindrical  lower  pait 
44  or  extension  a?  a3  the  lower  edge  of  which  when  the  cover  is  pressed  down 
44  fits  closely  against  the  conical  part  b  of  the  jar  as  is  represented  by  dotted 
44  lines  in  Figure  1  which  also  shews  the  form  which  the  packing  ring  d  assumes  SO 
44  when  the  cover  is  depressed.     Figure  2  represents  the  cover  in  the  closed  or 
44  lowered  position  and  shews  how  the  packing  material  is  completely  enclosed 
44  or  protected  from  external  influence. 

44  The  many-armed  or  branching  wire-spring    described   in  our  aforesaid 
44  previous  Specification  may  be  replaced  by  a  flat  or  blade  spring  cl  preferably  25 
44  constructed  with  two  arms  or  branches  and  is  applied  to  the  centre  of  the 
44  cover  a  in  order  to  retain  it  in  its  proper  position.     With  the  same  object  a 
*'  depression  is  formed  in  the  centre  of  the  cover  as  indicated  in  Fig.  2  which 
44  engages  with  a  projection  on  the  central  inwardly  curved  portion  of  the 
44  spring.    The  said  recess  and  projection  may  be  of  any  suitable  form  and  the  30 
44  projection  may  be  made  on  the  cover  and  the  recess  in  the  spring  if  preferred. 
44  When  the  spring  c1  is  placed  in  position  its  projecting  extremities  c*  by  which 
44  the  spring  is  held  in  the  operation  of  putting  on  and  taking  off  the  cover,  are 
44  caused  10  spring  apart  and  slip  over  the  edge  of  the  conical  enlargement  b  so 
14  as  to  engage  with  the  under  side  thereof  whilst  the  central  part  is  applied  with  35 
44  gentle  pressure  against  the  cover  being  retained  in  its  central  position  as 
44  hereinbefore  described.    The  inclined  or  conical  part  a1  a3  of  the  cover  being 
'<  in  contact  with  the  packing  d  along  one  line  only  the  aforesaid  gentle  pressure 
44  of  the  spring  is  sufficient  to  make  a  perfectly  air  tight  joint.    By  heating  the 
"  closed  receptacle  pressure  is  established  in  the  interior  by  the  expansion  of  40 
44  the  contents  and  this  pressure  without  requiring  to  be  greatly  in  excess  of  the 
44  external  pressure  is  enabled  to  slightly  lift  the  cover  so  as  to  allow  the  gases 
44  to  escape.    On  cooling  the  contents  of  the  receptacle  the  joint  is  made  air 
44  tight  by  the  action  of  the  spring  in  the  first  place  and  on  further  cooling  a 
44  vacuum  is  created  in  the  jar  and  the  atmospheric  pressure  forces  down  the  45 
44  cover  a  on  to  the  receptacle  with  sufficient  power  to  compress  the  packing 
44  material  which  is  retained  in  position  laterally  by  the  lower  part  a?  a%  the 
44  edge  a8  being  finally  forced  down  into  contact  with  the  conical  part  b  of  the 
44  mouth  of  the  receptacle.     The  flat  spring  cl  which  may  if  preferred  be 
44  replaced  by  a  wire  spring  such  as  that  described  in  our  aforesaid  Specification,  50 
44  simply  serves  to  apply  pressure  to  the  cover  in  the  first  instance  or  until  the 
44  vacuum  is  formed  after  which  it  may  be  removed  without  endangering  the 
44  tightness  of  the  closure." 

The  Patentees  claimed  : — 4i  A  closure  for  preserve  jars  and  like  receptacles  in 
44  which  the  inner  part  of  the  cover  is  formed  with  a  shoulder  a1  a?  applied  to  55 
44  the  packing  material  in  a  tangential  direction  and  having  an  extension  a*  a* 
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u  applied  at  a1  against  the  conical  rim  b  under  the  action  of  a  vacuum  produced 
"  in  the  interior  of  the  vessel  substantially  as  described." 

On  the  25th  of  October  19U1  the  Automatic  Air-Tight  Cover,  Ld.,  as  owners 
of  the  Patent,  commenced  an  action  against  Joseph  Stock/ord  for  infringement 
5  of  the  same,  claiming  the  usual  relief. 


The  Plaintiffs  by  their  Statement  of  Claim  alleged  (1)  that  they  were  the 

owners  of  the  Patent ;  (2)  that  the  Patent  was  good  and  valid  ;  and  (3)  that  the 

Defendant  had  infringed. 

The  Particulars  of  Breaches  alleged  that  the  Defendant  had  at  divers  times 

10  previously  to  the  issue  of  the  writ  in  the  action,  and  subsequently  thereto, 

2x2 
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infringed  the  Patent  by  importing,  using,  and  selling  covers  or  closures  for 
jars  constructed  in  accordance  with  the  invention  described  in  the  Specification 
of  the  Patent  and  claimed  in  the  claiming  clause  thereof ;  and  the 
Plaintiffs  complained  in  particular  of  the  importation  by  the  Defendant  during 
the  years  1900  and  1901  of  a  large  number  of  covers  or  closures  for  jars  5 
manufactured  by  the  Fabrik  Schiller,  Ac.,  Gesellschaft,  of  Godesberg, 
Germany,  and  of  the  user  and  sale  of  such  covers  or  closures  by  the  Defendant 
in  this  country,  and  they  reserved  the  right  to  recover  in  respect  of  all 
infringements. 

The  Defendant  by  his  Defence  (1)  alleged  that  the  Patent  was  and  always  10 
had  been  contrary  to  law,  void,  and  of  none  effect ;  (2)  raised  a  defence  not 
relied  on  at  the  trial  ;  (3)  denied  infringement. 

By  his  Particulars  of  Objection,  as  amended,  he  alleged  (1)  that  the  alleged 
invention,  the  subject  of  the  Patent  grant,  was  not  new ;  in  support  of  this 
objection  the  Defendant,  beside  referring  to  the  common  knowledge  of  the  15 
trade,  would  rely  in  particular  upon  the  following  instances  of  prior  publication 
and  prior  user,  to  wit : — (A)  Specifications  of  inventions  in  respect  of  which 
British  Patents  had  been  granted,  lodged  at  the  Patent  Office  and  published 
there  at  or  about  the  dates  mentioned  : — 1860  (No.  1059),  L.  (FAubreville  ;  the 
whole  of  the  Specification  so  far  as  it  referred  to  the  third  part  of  the  invention  20 
therein  described  and  the  figures  relating  thereto  was  relied  on  ;  1877  (No.  606), 
J.  and  A.  Donkeron ;  the  whole  of  the  Provisional  Specification  and  the  whole 
of  the  third  page  and  the  whole  of  the  fifth  page  of  the  Complete  Specification 
and  the  drawing  therein  referred  to,  together  with  so  much  (if  any)  of  the 
context  as  might  be  necessary  to  make  clear  the  meaning  of  the  passages  25 
particularly  cited,  were  celied  on ;  1879  (No.  3898),  W.  H.  Allen ;  the  whole 
of   the    Provisional    and    Complete   Specifications.     (B)  Copy  Specifications 
of  inventions  in  respect  of  which  the  following  Patents    had  been  granted 
in   the  United  States  of  America,  which  copy   Specifications  were  received 
at  the  Patent  Office  and  there  published  at  or   about  the  dates  thereinafter  30 
particularised  :— 1860     (No.  2i*,557),   J.    C.  Baker ;    1869   (No.  86,090),  and 
1872  (No.  131,695),  J.  L.  Mason ;    1873  (No.  136,148),  H.  G.  Gaskill ;  1873 
(No.  139,580),  A.  T.  Jones;  1877  (No.  189,713),  T.  Earle  and  F.  H.  Perry; 
1882  (No.  255,005),  J.  Murphin;    1882  (No.  262,244),  F.  H.  Perry;   1883 
(No.  282,916),  J.  Murphin ;  the  whole  Specification  was  in  every  case  relied  35 
upon.     (C)  Prior  user  of  the  said  alleged  invention  by  the  manufacture  and 
sale  of  jars  with  air-tight  covers  made  in  accordance  with  the  said  alleged 
invention  by  the  Ry lands  Glass  and  Engineering  Company,  Ld.,  at  their 
works  at  Stairfoot,  near  Barnsley,  in  the  county  of  York,  in  the  years  1891 
and  1892,  and  by  the  sale  of  such  jars  and  covers  by  Messrs.  De  Castro  A  40 
Sons,  at  65  and  66,  Piccadilly,  in  the  county  of  London,  in  the  year  1892, 
and    by    Messrs.  Morell  Brothers,  Cobbett   A  Son,  at  their  shop/ No.  210, 
Piccadilly,  London,  in  the  year  1872 ;    that  the   alleged  invention  was  not 
useful ;    that    the   Crown    was   deceived,  and   granted   the   Patent    for   the 
express  purpose  of  enabling  the  Patentee  to  set  up  a  new  manufacture  within  45 
this  realm,  whereas  neither  the  Plaintiffs  or  their  predecessors  *  in   title  had 
set    up  any  such    new  manufacture,  and  the  consideration  for  which  the 
Patent  was  granted   had  therefore    wholly   failed,  and  the  grant  itself  had 
become  void  and  of  none  effect,  and  such  as  the  Plaintiffs  could  in  no  wise 
rely  upon.  50 

The  alleged  infringement  will  be  found  referred  to  below  in  the  arguments 
and  judgment.  A  previous  Patent  (No.  8004  of  1892)  for  "Improvements  in 
"  jar  lid  fasteners  "  had  been  granted  to  the  Patentees.  The  Complete  Specifi- 
cation was  not,  however,  accepted  until  the  11th  of  February  1893,  and  it  was 
not  relied  on  as  an  anticipation,  but  was  referred  to  in  the  evidence  and  55 
the  speeches  of  Counsel. 
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Moulton,  K.C.,  and  J.  C.  Graham  (instructed  by  Leggatt,  Rubinstein  A  Go.) 
appeared  for  the  Plaintiffs  ;  Bousfield,  K.C.,  and  J.  W.  Gordon  (instructed  by 
McKenna  A  Co.)  appeared  for  the  Defendant. 

Moulton,  K.C.,  opened  the  Plaintiffs'  case. — The  Patent  relates  to  the  only " 
5  cover  for  jars,  Ac,  which  effectually  produces  hermetical  closing  without  any 
fastening.      [The  cover  and  the  way  it  was  fixed   were    then    described.] . 
The  lower  part  of   the  cover  comes  down  so  as   to  touch  the  lower   part 
of  the  conical  portion  of  the  bottle.    It  is  chiefly  used  for  goods  in  which : 
there  is  a  boiling    process    for   the    purpose  of   sterilization.     The    spring 

10  makes  a  good    contact  for  a  short  time,  and  afterwards  the    air    pressure : 
is  sufficient   to  give  a  perfect  closure.     The  invention   has   been    a   great 
success.      Messrs.    Crosse  and  Blaclcwell   are    customers    using    very    large 
quantities.    Other  covers  fasten  down  by  mechanical  means,  as  for  instance 
by  a  screw.    The  Defendant  formerly  bought  the  covers  from  the  Plaintiffs, 

15  but  now  gets  the  covers  made  for  him  by  other  persons,  and  he 
has  "Patent  No.  2543"  on  the  bottles.  [Gordon.— That  was  by  the 
Plaintiffs1  directions.]  It  has  been  done  not  only  on  bottles  on  which  a  royalty 
has  been  paid,  but  on  the  bottles  having  ihe  infringing  covers.  There  is  no 
distinction  between  the   infringement  and  the  Plaintiffs*  invention.      [The 

20  Specification  was  then  read.]     It  describes,  first,  the  cap  ;  secondly,  the  packing 
lying  in  a  groove  ;  and,  thirdly,  the  operating  by  a  vacuum.     There  are  a  large 
number  of  alleged  anticipations.     Some  may,  at  first  sight,  seem  near  to  the 
invention  ;  but  with  a  hermetically  sealing  cover  it  must  be  almost  invariably  ' 
successful,  otherwise  it  would  be  a  failure,  for  in  every  unsuccessful  case  the 

25  contents  of  the  bottle  are  spoilt.  Five  per  cent,  of  failures  would  make  an 
invention  a  quite  impracticable  one. 

The  witnesses  for  the  Plaintiffs  were  Messrs.  J.  Swinburne  and  D.  Clerk,  E. 
GoUstein,  one  of  the  Patentees,  and  J.  H.  Hart,  the  managing  director  of  the 
Plaintiff  Company. 

30  Bousfield,  K.C.,  opened  the  Defendant's  case  : — The  Particulars  of  Breaches 
are  limited  to  1900  and  1901.  The  Plaintiffs  do  not  claim  an  account  of  the 
Defendant's  purchases  in  1899  ;  the  correspondence  shows  that  the  Defendant 
sold  bottles  then  under  licence  ;  but  the  Plaintiffs  are  not  claiming  any  royalty 
in  this  action.    In  view  of  the  alleged  anticipations  there  is  no  room  for  subject- 

35  matter  in  this  alleged  invention.    It  is  almost  indistinguishable  from  what  is 
shown  in  Fig.  6  of  the  Patentees'  Specification  of  their  Patent  No.  8004  of  1892. ' 
There  is  there  the  tangential  action  and  the  curtain  ;  the  main  difference  is  that 
in  the  1893  Specification  the  curtain  comes  right  down  on  to  the  rim  of  the  jar. 
[SwiNPBN  Eady,  J. — Is  there  anything  in  the  1892  Specification  to  indicate 

40  the  safety-valve  action  ?]  The  bottles  would  be  fitted  in  that  way.  The 
Patentees  must  have  found  that  that  cover  would  hold  on  without  a  clamp,  but 
that  could  not  be  the  subject-matter  of  a  Patent.  They  have  not  made  any 
improvement  enabling  them  to  dispense  with  a  spring.  The  slight  alteration 
from  Fig.  6  would  not  make  any  difference.    The  one  difference  is  included  in  * 

45  the  claim  in  the  1893  Specification.  The  tangential  action  is  not  new,  and 
could  not  have  been  claimed  separately.  The  claim  is  for  the  combination  of 
that  and  the  curtain  fitting  close  down.  The  Defendant  does  not  infringe  ;  in 
his  combination  the  curtain  is  not  in  contact  all  round.  The  Plaintiffs 
cannot  rely  on  the  contact  and  at  the  same  time  say  that  it  is  immaterial * 

50  on  the  question  of  infringement.    Perry  had  tangential  action,  and  so  had  ' 
the  1892  Specification.    The  object  of  the  curtain  is  to  enclose  and  protect  ' 
the  packing  material.    There  are  two  points  in  the  claim  directed  to  distinct 
objects.     It  is  really  a  Patent  for  a  double  closure,  which  the  Defendant  \ 
has   not   got.      It    is  said  for   the  Plaintiffs  that  the  Defendant  infringes,  ' 

55  although  he  has  no  contact,  because  the  curtain  serves  some  object  not 
described    in    the    Specification.      The    prior    Specifications    relied    on    as 
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anticipations  at  all  events  show  that  the  claim  must  be  very  narrow;  and 
it  is  submitted  that  tangential  contact  and  double  closure  being  both  old 
there  is  no  subject-matter.  Perry,  perhaps,  anticipates  the  Patent ;  but  if  the 
curtain  is  to  seat  itself  on  the  conical  part  of  the  bottle,  the  Patent  might  be 
good,  though  in  this  case  it  would  Jt>e  very  narrow.  In  practice  it  is  found  that  5 
such  seating  is  a  mistake,  and  is  not  useful.  It  is  liable  to  affect  the  other  joint. 
The  Plaintiffs  themselves  have  abandoned  it.  Evidence  will  be  called  as  to  the 
alleged  prior  users. 

The  witnesses  for  the  Defendant  were : — Messrs.  W.  P.  Thompson,  Patent 
agent ;  C.  H.  Colloid,  a  director  of  Rylands  Glass  and  Engineering  Company,  10 
Ld. ;  J.  J.  J5.  Camplin,  secretary  and  manager  of  Morrell  Brothers^  Colbett  & 
Co. ;  and  H.  J.  Stockford,  a  son  of  the  Defendant. 

Gordon  summed  up  the  Defendant's  case. — The  Plaintiffs  themselves  gave 
the  Defendant  a  licence  to  get  a  particular  thing  from  Schiller.    The  invention 
is   strictly   limited  by  the  wording  of  the   Specification.      The  cover  is  to  15 
lit  closely  against  the  conical  part  of  the  bottle,  and  the  object  is  to  com- 
pletely   enclose    the    packing    material    and    to    protect    it    from    external 
influence;   the  language  is  very  precise.    It  is  said  that  Perry  did  not  rely 
on  making  a  close  joint  with  the  rubber  ring,  but  this  was  not  so.      The 
Patentees    appreciated    the    need    of    protecting    the    rubber,    there    is   no  20 
suggestion  in  the  Specification  of  any  other  purpose  for  the  curtain.     The 
Patentees  meant  to  have  the  mechanical  contact  of    the  edge  of  the  cover 
and  the  glass  ;  their  idea  was  the  double  closure.    In  the  claim  they- again  tie 
themselves  down  by  the  precise  language  used  ;  the  close  contact  is  an  essential. 
The  evidence  of  Mr.  Goltsteln  shows  that  he  still  thinks  it  better  not  to  have  a  25 
space,  as  the  Defendant  has.    The  Defendant  gets  his  protection  of  the  rubber 
by  the  use  of  lead  paper,  but  he  does  not  get  the  benefit  of  the  invention,  and 
Mr.  Goltsteln  recognises  that.    In  the  1892  Specification  everything  was  disclosed 
except  the  close  contact  between  the  cover  and  the  glass  {see  Fig.  6).    As  to  the 
slight  curve  shown  in  that  figure,  the  rings  cannot  be  made  with  mathematical  30 
accuracy.    The  Patent  of  1893  was  merely  for  an  improvement  on  that  of  1892,  in 
which  tangential  action  was  substantially  disclosed,  and  in  the  later  Specifica- 
tion that  could  not  have  been  claimed  per  se.    In  Amanda  Jones1  Specification 
there  was  tangential  contact.    UAulreviUe  proposed  to  get  a  vacuum  seal ;  the 
screw  clamp  would  not  prevent  the  escape  of  air  during  boiling.    The  method  35 
of  expelling  air  by  boiling  is  very  old.    The  distinctions  between  UAubreville 
and  the  Plaintiffs'  invention  are  quite  immaterial.    \Perry*s  Specification  and 
Earl  and  Perry's  Specifications  were  also  referred  to.]     It  is  submitted  that 
there  is  no  novelty  ;  also  that  there  is  want  of  utility,  for  with  the  close  contact 
there  is  no  security  that  a  good  joint  is  made  with  the  rubber  ring.    Unless  the  40 
failures  are  very  few  there  would  be  no  commercial  success.    The  Plaintiffs 
themselves  do  not  now  use  the  close  contact.    The  Patentees  have  carefully 
limited  themselves  to  a  particular  form,  and,  if  the  claim  is  so  construed,  there 
is  no  infringement. 

Graham  in  reply. — The  Defendant  has  not  pleaded  leave  and  licence,  and  can-  45 
not  now  set  it  up.    As  to  utility,  it  is  proved  that  the  invention  is  a  very  useful 
one.    On  the  point  of  construction,  the  invention  is  one  relating  to  details, 
which  are  important  in  minimising  the  number  of  failures.    Unskilled  labour 
is  employed  in  putting  on  the  covers,  and  people  want  a  cover  that  can  be  put 
on  quickly  and  with  few  failures.    The  points  which  the  Patentees   have,  50 
and    which    have    turned    the    failure    of    the    alleged    anticipations    into 
success,  are,  first,  one  wants  something  to  guide  the  cover  to  its  place,  and 
the  conical  shape  does  that ;  secondly,  one  must  so  foim  the  joint  between 
the  cover  and  the  india-rubber  as  to  get  a  good  joint  at  first  with  a  small 
pressure ;  thirdly,,  the  circular  groove,  in  which   the  india-rubber  is,  retains  55 
it  in  position ;   and,  fourthly,  there  is  the  curtain  which  prevents  lateral 
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displacement.  The  combination  patented  is  a  new  one.  The  Patent  of  1892 
is  not  relevant  except  on  the  question  of  construction,  if  at  all.  The  difficulties 
arising  from  the  irregular  shapes  of  bottles  is  not  expressly  stated  in  the 
Specification,  but  one  is  entitled  to  say,  with  the  knowledge  of  the  time,  that 
5  the  Patent  was  intended  to  meet  this  difficulty.  The  evidence  shows  that  the 
flexibility  of  the  cover  is  very  desirable  as  adapting  itself  to  any  irregularity  in 
the  bottles.  Mr.  Thompson  Haid  that  the  curtain  was  important  to  steady  the 
cover  and  prevent  lateral  movement.  The  contact  required  is  not  as  a  joint  but 
as  an  abutment.    The  protection  of  the  rubber  is  also  an  object  of  the  curtain. 

10  It  is  impossible  for  the  Defendant  to  say  that  he  does  not  infringe  because  his 
curtain  does  not  touch  all  the  way  round.  "  Completely  enclosed  "  does  not  mean 
absolute  contact.  The  Defendant  has  taken  the  benefit  of  the  invention.  In 
the  1892  Specification  there  was  no  tangential  contact,  no  particular  cover  was 
claimed,  and  there  was  no  curtain.    It  does  not  justify  the  point  attempted  to 

15  be  made  that  the  only  difference  in  ihe  1893  Specification  was  the  contact  of 
the  curtain.  As  to  the  alleged  anticipations,  D'Aubreville  was  a  paper  Specifi- 
cation ;  it  is  quite  impracticable.  Amanda  Jones  was  not  intended  to  operate 
in  the  same  way  as  the  Plaintiffs'  invention  ;  there  is  a  ledge  on  which  the 
cover  rests,  it  is  not  a  vacuum  jar,  and  th$re  is  no  curtain.    Earl  and  Perry 

20  was  intended  to  be  used  with  clamps ;  there  is  no  tangential  contact ;  and  it  is 
not  clear  whether  a  vacuum  was  intended.    The  question  is  not  whether  the 
alleged  anticipations  can  be  made  to  seal,  but  whether  the  present  invention 
gives  fewer  failures.    The  prior  users  are  open  to  similar  observations* 
Judgment  was  reserved,  and  delivered  on  the  25th  of  June  1902. 

25  SwiHFBN  Eady,  J.— This  action  is  brought  to  restrain  the  infringement  of 
Letters  Patent  (No.  2543  of  1893)  for  "  Improvements  in  closing  devices  for 
"  preserve  jars  or  other  receptacles."  The  Defendant  denies  the  infringement, 
and  also  pleads  that  the  Letters  Patent  are  invalid  by  reason  of  prior  publica- 
tion and  prior  user.    The  Patent  is  for  an  improvement  of  the  invention 

30  comprised  in  Letters  Patent  No.  8004  of  1892,  granted  to  the  same  Patentees. 
The  object  of  the  invention  is  to  obtain  an  air-tight  closure  for  vessels  used  for 
preserving  fruit,  fish,  and  other  things,  where  the  goods  are  subjected  to  a* 
process  of  boiling  for  the  purpose  of  sterilisation.    It  consists  of  a  lid  or  cover 
of  a  particular  shape,  which  fits  upon  a  packing  ring  of  india-rubber  resting  in 

35  a  groove  in  the  conical  rim  of  the  jar ;  the  lid  is  kept  in  position  on  the  jar 
while  the  contents  are  being  boiled  by  means  of  a  spring  which  is  placed 
across  the  lid,  and  the  projecting  extremities  of  which  engage  under  the  rim  of 
the  jar ;  upon  the  application  of  heat  to  the  contents  of  the  jar  the  lid  is  slightly 
raised  so  as  to  allow  the  gases  to  escape,  and  then  through  the  action  of  the 

40  spring  the  lid  immediately  returns  to  its  former  position ;  on  cooling  the  spring 
makes  and  keeps  the  joint  air-tight,  and  as  the  contents  cool  further  a  vacuum 
is  created,  and  the  atmospheric  pressure  alone  is  sufficient  to  keep  the  lid 
fixed  firmly  on  the  packing  ring  so  as  to  keep  the  joint  air-tight.  The  spring 
may  then  be  removed  and  used  again  for  another  jar.    The  action  of  the  spring 

45  on  the  cover  is  automatic,  the  operation  resembling  the  action  of  a  safety  valve, 
The  invention  has  been  a  very  successful  one.  From  February  or  March  to 
September  1896  the  quantity  of  covers  sold  was  730,000  ;  for  the  first  half  of 
1897  814,000  covers  were  sold.  These  numbers  have  steadily  increased ; 
during  the  last  six  months  over  2,000,000  covers  have  been  sold. 

50  The  Defendant  preserves  a  considerable  quantity  of  fruit,  and  for  about  three 
or  four  years  was  a  customer  of  the  Plaintiff  Company,  in  whom  the  Patent  m 
question  is  vested.  In  June  1889  the  Defendant  required  some  covers  of  a  size 
which  the  Plaintiffs  stated  they  were  then  unable  to  supply,  and  they  gave  to  the 
Defendant  the  name  of  a  manufacturer  in  Germany  from  whom  the  Defendant 

55  could  obtain  them,  the  Defendant  to  pay  the  Plaintiffs  a  royalty  of  2*.  a  gross 
upon  the  number  obtained.    The  Defendant  did  in  due  course  obtain  a  supply 
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from  that  source.    Later  in  the  same  month  of  June  1899  the  Plaintiffs  wrote 
to  the  Defendant  that  they  were  then  in  a  position  to  supply  the  size  of  cover 
he  required  (No.  3)  in  any  quantity.    In  September  1901  the  Plaintiffs  ascer- 
tained that  the  Defendant  was  using  covers  alleged  to  be  the  same  as  the 
patented  ones,  and  not  obtained  from  the  Plaintiff  Company,  and  an  interview  5 
and  correspondence  took  place  between  the  parties  on  the  subject.    It  appears 
from  a  letter  of  the  Plaintiffs1  solicitors  of  the  26th  of  September  1901  that  at 
the  interview  the  Defendant  had  stated  that  he  had  purchased  in  all  20,000 
covers   (large   and    medium)  from  a  Mr.  Schiller,  of    Godesberg-on-Rhine, 
Germany.    On  the  18th  of  October  1901  the  Defendant  wrote  to  the  Plaintiffs'  10- 
solicitors  with  the  following  particulars  :  "  The  number  of  covers  purchased  by 
"  us  from  the  Automatic  Cover  Company  "  (the  Plaintiffs)  "  is  60  gross  small 
"  and  322  gross  medium  size ;  from  other  sources  104  gross  medium  and  35 
"  gross  large,  and  we  are  prepared  to  pay  your  royalty  on  the  139  gross." 
139  gross  would  be  20,016  covers,  and  the  exact  figures  stated  in  this  letter  15 
correspond,  therefore,  with  the  20,000  covers  mentioned  at  the  interview.    The 
Plaintiffs  were  not  satisfied  that  these  figures  were  correct,  as  they  had  been 
able  to  obtain  particulars  of  bottles  which  had  been  purchased  by  the  Defen- 
dant, and  the  number  of  bottles  so  purchased  seemed  to  point  to  a  much  larger 
number  of  covers  having  been  used.    Accordingly  on  the  16th  of  October  1901  20 
the  Plaintiffs'  solicitors  asked  for  payment  of  125/.  to  cover  royalties  on  covers 
obtained  otherwise  than  from  the  Plaintiffs,  the  profit  the  Plaintiffs  would  have 
made  if  the  same  rings  and  covers  had  been  obtained  from  them,  something  for 
damages  for  infringement,  and  costs.    The  royalty  at  2«.  a  gross  on  139  gross 
would  only  have  amounted  to  13/.  18s.    The  Defendant  resisted  this  demand  25 
for  125/.,  and  the  writ  was  issued  on  the  25th  of  October  1901.    Some  further 
correspondence  took  place,  and  it  appeared  that  in  the  139  gross  the  Defendant 
had  not  included  the  quantity  of  covers  purchased  in    1>99,  of  which  the 
invoices  had  been  already  forwarded  to  the  Plaintiffs,  and  he  offered  to  pay 
royalty  on  all  covers  purchased  from  Mr.  Schiller,  but  this  offer  was  not  #)• 
accepted,  and  the  action  proceeded.     No  defence  has,  however,  been  raised 
to  the  claim  for  infringement,  on  the  ground  that  the  Plaintiffs  have  licensed 
or  consented  to  what  the  Defendant  has  done.    The  Defendant  has  defended 
the  action    on    the    ground  of   alleged    invalidity  of    the    Patent,  and   has 
disputed  any  liability  whatever  to  the  Plaintiffs.  35 

The  merit  of  the  Plaintiffs'  invention  consists  in  having  a  cover  of  a 
particular  shape,  so  designed  as  to  press  obliquely — at  an  angle— (the  expression 
used  in  the  Patent  being  "in  a  tangential  direction ")— on  an  indiarubber 
packing  ring  resting  in  a  groove  in  the  conical  neck  of  a  jar,  and  by  means  of 
slight  pressure  from  a  spring  of  a  particular  shape  placed  over  the  cover  to  40 
produce  an  air-tight  closure.  The  evidence  has  shown  that  very  little  pressure 
is  sufficient,  in  the  Plaintiffs'  invention,  to  bring  the  cover  into  contact  with 
the  packing  ring  round  the  entire  circle  of  the  jar  and  so  obtain  an  air-tight 
joint,  and  when  the  contents  of  the  jar  are  allowed  to  cool,  after  boiling,  the 
joint  remains  lirmly  sealed,  and  the  spring  may  be  removed  without  endangering  45 
the  tightness  of  the  closure.  It  possesses  the  advantages  of  being  simple,  cheap, 
automatic  inaction,  and  very  reliable.  The  shape  of  the  lid  or  cover  enables 
the  vessel  to  be  sealed  on  the  small  pressure,  which  the  spring  exerts  before  the 
cooling  really  commences,  and  the  cylindrical  extension  of  the  cover,  namely, 
the  portion  a%  az  of  Fig.  1,  assists  to  guide  the  lid  into  its  true  position  when  50 
being  placed  on  the  jar,  prevents  the  rubber  packing  ring  from  being  rolled  out 
of  position,  and  also  prevents  the  lateral  displacement  of  th6  lid. 

'  That  the  invention  is  one  of  great  commercial  utility  is  shown  by  the  fact 
that  millions  of  the  covers  have  already  been  sold,  and  that  almost  everyone  in 
the  trade  now  uses  it;  and  that  it  is  extremely  reliable  is  quite  clear  since,  5$- 
although  adopted  by  Crosse  and  Blackwell,  Lazmhy,  and   other  large  trade- 
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houses,  not  a  single  complaint  has  ever  been  received  from  them  ;  the  Plaintiffs 
not  having  had  twenty  complaints  (except  from  beginners)  the  whole  time  they 
have  been  in  business.  The  Plaintiffs1  invention  is  one  for  small  details,  and 
may  appear  to  be  only  a  slight  improvement  upon  what  was  previously  known 
5  and  adopted,  but  its  great  commercial  success  is  striking  evidence  of  its  merit 
and  importance. 

The  Defendant,  in  support  of  his  plea  of  want  of  novelty,  has  relied  upon  ' 
four  instances  of  prior  publication.    First,  D'AubrevilWs  Specification  of  27th 
of  April  1860.     In  this  case,  however,  there  is  no  groove  in  the  jar,  enabling  the 

10  rubber  to  be  held  in  position  with  slight  pressure  ;  no  use  in  combination  with 
a  jar  of  conical  shape ;  moreover,  D'Aubreville  does  not  appear  to  contem- 
plate the  escape  of  air  during  the  boiling.  On  page  6,  between  lines  20  and  25, 
he  speaks  of  the  rim  of  the  box  and  the  lid  being  firmly  pressed  together  during 
boiling  and  cooling,  the  washer  preventing  any  exterior  air  from  entering  the 

15  box  ;  the  iron  pressing  frame,  described  on  page  7,  between  lines  7  and  16,  is 
rigid,  and  seems  designed  to  prevent  any  movement  of  the  lid  during  boiling ; 
line  17  contemplates  that  the  lid  may  expand  somewhat  during  the  boiling,  and 
this  points  to  the  material  of  the  lid  yielding  to  pressure  from  within,  the  joint 
being  kept  secure  by  the  iron  pressure  frame.    This  invention  is  quite  different 

20  from  the  Plaintiffs1,  where  the  spring  keeps  the  lid  in  position,  but  allows  it  to 
move  within  certain  limits  and  under  certain  pressure,  its  action  being  similar 
to  that  of  a  safety  valve.  The  second  anticipation  relied  upon  was  the  United 
States  Specificaton  of  Amanda  Jones,  of  the  3rd  of  June  1873,  for  improve- 
ments in  fruit  jars.     This,  however,  is  quite  different     The  air  is  intended  to 

25  be  exhausted  by  an  air  pump,  not  by  boiling ;  it  is  not  automatic  in  action,  and 
there  is  not  any  depending  curtain  as  in  the  Plaintiffs1  cover.  The  third 
anticipation  relied  on  was  Earle  and  Perry's  United  States  Specification  of 
1877.  This,  however,  is  not  a  jar  in  which  it  is  contemplated  that  a  vacuum 
shall  be  obtained  by  boiling ;  the  Specification  refers  to  its  being  readily  opened 

30  for  sampling  and  then  re-sealed ;  and  the  clamping  device  is  intended  to  be 
packed  with  the  jar  to  secure  it  against  becoming  unsealed  while  being  handled 
or  in  transit.  The  fourth  anticipation  relied  on  was  Perry's  United  States 
Specification  of  1882.  In  that  case,  however,  the  shape  of  the  cover  is  different ; 
and  Mr.  Swinburne  pointed  out  that  it  would  require  considerable  initial 

35  pressure,  the  light  tangential  contact,  which  is  an  essential  feature  of  the 
Plaintiffs1  invention,  being  absent.  A  double  joint  (the  second  obtained  by 
varnish)  is  a  feature  of  Perry's  Specification ;  but  this  was  probably,  as  Mr. 
Dugald  Clerk  said,  to  protect  the  rubber.  In  my  judgment  not  one  of  these 
prior  publications  has  anticipated  the  Plaintiffs1  invention. 

40  The  Defendant  next  relied  on  certain  instances  of  prior  user  as  invalidating 
the  Plaintiffs1  Patent,  and  drawings  were  put  in  of  the  four  jars  and  covers 
upon  which  most  stress  was  laid.  These  drawings  are  C.  H.  C,  la,  2a,  3a,  and 
4a  ;  but  in  none  of  these  is  there  to  be  found  the  combination  described  in  the 
Plaintiffs1  Patent,  which  I  have  already  dealt  with. 

45  The  Defendant  has  also  denied  infringement.  He  contended  that  what  he 
had  done  could  not  be  described  as  a  colourable  imitation.  He  had  either  taken 
the  very  thing  patented  or  something  quite  outside  the  Patent.  He  urged  that 
the  Plaintiffs1  invention  is  really  one  for  double  sealing  the  jars,  first  to  make 
them  air-tight  by  means  of  the  rubber  ring,  and  then  to  make  them  dust-tight 

50  by  means  of  the  cylindrical  extension  of  the  cover  fitting  closely  to  the  glass ; 
that  in  the  Defendants  jars  the  lower  portion  of  cover  did  not  touch  the  glass, 
but  the  jars  were  sealed  or  rendered  dust-tight  by  means  of  lead  paper,  and  that 
it  was  of  the  essence  of  the  Plaintiffs1  invention  that  the  curtain  of  the  cover 
should  fit  closely  upon  the  conical  rim  of  the  jar  all  round.     The  Defendant 

55  further  contended  that  if  the  cover  did  come  down  so  low  as  to  be  in  contact 
with  the  glass  the  indiarubber  joint  would  be  broken,  so  that  the  Plaintiffs' 


46»  REPORTS  OF  PATENT,  DESIGN,       [Aug.  20, 1908. 

Automatic  Air-Tight  Cover,  Li.  v.  Stockford. 


invention  as  specified  and  claimed  was  useless.    Having  regard  to  the  evidence 
I  cannot  arrive  at  that  conclusion.    Mr.   W.  P.  Thompson,  the  Defendant's 
expert  witness,  said  that  he  attached  bnt  little  importance  to  the  contact 
between  a3  of  the  cover  and  b  b  of  the  glass ;  that  the  Patentee  seemed  to  want 
it  for  steadying  the  cover,  and  retaining  the  indiarabber  in  position,  and  for  5 
preserving  the  indiarubber  from  accidental  puncture,  and  that  he  did  not 
consider  that  the  Patentee's  object  was  to  preserve  the  indiarubber  from  the 
air.     Mr.  Swinburne  denied  that  if  the  cover  at  a3  touched  the  jar  all  round 
the  indiarubber  joint  would  be  injured,  and  jars  were  identified  by  him  where 
the  cover  touched  all  round,  and  yet  the  closure  was  perfect.    He  also  deposed  10 
that  it  was  not  of  the  essence  of  the  Plaintiffs'  invention  that  the  cover  a3 
should  be  in  contact  with  the  jar  all  round,  but  it  was  sufficient  if  it  came 
down  pretty  close  to  the  jar  so  as  to  substantially  cover  the  indiarubber 
packing.    The  first  lids  used  by  the  Plaintiffs  after  acquiring  the  Patent  came 
from  Germany,  and  fitted  down  close  on  the  glass  bottle,  and  yet  did  not  fail  to  15 
make  a  good  joint ;  and,  moreover,  the  Plaintiffs  are  using  to-day  for  making 
covers  the  same  die  as  was  used  in  1896,  and  there  is,  in  fact,  no  ground  for  the 
contention  that  the  Plaintiffs  have  had  to  abandon  any  portion  of  what  is 
specified  and  claimed  as  the  invention.    The  Defendant  has  used  the  Plaintiffs' 
actual  invention  with  glass  jars  upon  which  is  impressed  the  letters  and  figures  20 
"  Patent  2543  A.D.  1893,"  the  proper  reference  to  the  Plaintiffs'  Patent. 
In  my  opinion  the  Defence  fails,  and  the  Plaintiffs  are  entitled  to  succeed. 

An  injunction  and  an  inquiry  as  to  damages  were  granted,  and  a  Certificate 
that  the  validity  of  the  Patent  came  in  question  was  given. 
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In  the  Court  op  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Romer,  and  Stirling. 


June  3rd,  4th,  5th,  and  6th,  and  July  11th,  1902. 


Ashworth  v.  English  Card  Clothing  Company,  Ld. 


5      Patent. — Action  for  infringement. — Construction. — Subject-matter. — Defen- 
dants held  not  to  have  infringed. 

Action  for  infringing  a  Patent  for  "Improvements  in  apparatus  for 
" Itardening  and  tempering  steel  wire  and  tape"  The  improvement  consisted 
cti  a  metfiod  of  keeping  tlte  wire  bright,  after  passing  through  the  tempering 

10  flame,  by  passing  the  wire  direct  from  the  flame  into  a  tube  or  chamber 
"from  which  oxygen  is  excluded  as  much  as  is  conveniently  possible,  and  which 
"  is  long  enough  to  permit  the  wire  to  become  sufficiently  cooled"  The  Specific 
cation  described  a  chamber  supplied  by  means  of  a  pipe  "  with  a  gas  or  with  a 
44  mixture  of  gases  which  is  as  near  as  conveniently  possible  free  from  admix- 

15  "  ture  with  oxygen."  TJie  Defendants  passed  their  wire  into  a  tube  which  was 
not  supplied  with  gas,  but  which  was  sealed  against  the  admission  of  air  by 
dipjring  under  molten  lead  at  its  mouth.  Held,  at  the  trial,  that  this  was  not 
an  infringement,  tlie  Plaintiffs  method  involving  an  artificial  supply  of  gas. 
If  the  construction  of  the  Plaintiff's  Specification  did  not  imply  an  artificial 

20  supply y  then  there  was  want  of  subject-matter.  Tlve  (wtion  was  dismissed  with 
costs. 

The,  Plaintiff  appealed. 

Held,  on  appeal,  that  tlie  Patentee  had  introduced  a  new  step  into  the  manu- 
facture Of  wire  which  required  experiment  and  observation ;  that  the  Patent 

25  was  valid;  and  that  the  Defendants  had  infringed. 
Otto  t\  Linford  (46  L.T.  N.S.  89)  followed. 
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On  the  8th  of  December  1886  Letters  Patent  (No.  16,047  of  1886)  were 
granted  to  George  Ashworth  and  Elijah  Ashworth  for  ."  Improvements  in 
44  apparatus  for  hardening  and  tempering  steel  wire  and  tape." 

The  Complete  Specification,  so  far  as  material,  was  as  follows  : — "Oar  inven- 
"  tion  relates  to  the  apparatus  principally  employed  in  the  hardening  and  5 
"  tempering  of  steel  wire  wherein  the  wire  is  drawn  through  a  heating  flams, 
"  a  quenching  or  hardening  bath  and  a  softening  or  tempering  flame,  or  is 
44  otherwise  heated  quenched  and  re-heated  or  tempered  in  immediate  succes- 
4b  sion.    We  have  for  a  long  time  studied  to  perfect  the  process  in  order  to 
"  obtain  the  wire  in  as  perfect  a  condition  as  possible  for  use  in  the  manufac-  10 
"  ture  of  wire  cards  and  Letters  Patent  bearing  date  the  fifth  day  of  September 
44  in  the  year  1878  and  numbered  3513,  and  third  day  of  April  1881  No.  5856 
"  were  granted  to  us  for  the  improvements  which  we  had  then  effected  in  such 
44  wire.    In  the  hardening  and  tempering  of  the  wire  we  kept  the  wire  as  much 
44  as  possible  from  exposure  to  the  air  in  order  to  lessen  the  tendency  to  scaling  15 
44  but  we  have  found  that  scaling  and  discoloration  take  place  to  some  extent 
44  after  the  wire  has  left  the  tempering  flame.    One  of  the  objects  of  our  present 
44  invention  is  to  keep  the  wire  as  much  as  possible  from  exposure  to  the  oxygen 
44  of  the  atmosphere  until  the  wire  is  sufficiently  cool  to  be  in  a  condition  which 
44  will  not  be  conducive  to  injury  from  exposure  to  the  air.    To  this  end  we  20 
44  cause  the  wire  to  pass  immediately  from  the  tempering  flame  or  heat  into 
44  a  tube  or  tubular  passage  or  into  a  passage  or  chamber  from  which  oxygen  is 
44  excluded  as  much  as  is  conveniently  possible  and  which  is  long  enough  to 
44  permit  the  wire  to  become  sufficiently  cooled.    To  increase  the  efficiency  of 
44  the  flame  and  to  lessen  the  consumption  of  gas  in  apparatus  wherein  gas  25 
44  flames  are  used  we  heat  the  air  which  we  mix  with  inflammable  gas. 

44  Our  invention  can  be  best  described  with  reference  to  the  accompanying 
44  drawings  which  exhibit  so  much  of  the  complete  machine  as  is  necessary  to 

the  proper  understanding  of  our  invention  the  parts  which  do  not  appear  in 

the  drawing  being  as  represented  in  the  drawings  attached  to  our  said  former  30 
44  inventions  or  being  of  suitable  construction.    In  the  said  drawings  Fig.  1 
44  represents  a  plan  view  of  the  gas  burner  and  of  the  chamber  into  which  the 
44  wire  is  passed  as  aforesaid.    Fig.  2  being  an  enlarged  plan  view  of  the  said 
44  chamber  with  the  cover  removed.    Fig.  3  is  partly  a  cross  section  on  the 
44  line  A  in  Fig.  2.    In  Fig.  1  a  a1  is  the  gas  burner  the  part  a  being  used  for  35 
44  hardening  and  the  part  a1  for  tempering  as  in  the  ordinary  machine.     The 
44  wires  pass  from  the  flame  of  the  burner  a1  immediately  into  the  chamber  B 
"  which  in  the  example  is  made  large  enough  to  contain  a  carrier  wheel  c  seen 
44  in  Fig.  2  wheroin  the  wires  are  indicated  by  d.    The  said  chamber  is  made  in 
44  the  form  of  a  shallow  box  which  is  provided  with  a  lid  b  which  is  made  gas  40 
44  tight  in  any  suitable  manner.     In  the  example  the  lid  is  formed  with  a 
44  projecting  bead  which  enters  a  groove  at  e  this  groove  containing  asbestos  or      ' 
"  fine  sand  or  other  suitable  packing  material  which  will  prevent  the  escape  of 
"  gas  at  the  joint  between  the  lid  and  the  box.     This  construction  enables  the 
44  operator  to  lift  off  the  lid  at  any  time  when  access  to  the  wires  is  required.  45 
4*  The  wires  enter  the  chamber  through  a  slit  or  through  perforations  at  /  and 
44  leave  through  a  slit  or  through  perforations  at  g.     The  chamber  is  supplied 
44  by  means  of  a  pipe  h  with  a  gas  or  with  a  mixture  of  gases  which  is  as  near 
44  as  conveniently  possible  free  from  admixture  with  oxygen.    This  gas  may  be 
44  carbonic  acid  or  hydrogen  or  a  mixture  of  gases  such  as  are  products  of  50 
44  combustion  or  be  any  gas  or  gases  suitable  to  our  indicated  purpose.     In 
44  practice  we  use  ordinary  carburetted  hydrogen.     The  gas  is  supplied  to  the 
44  passage  at  such  a  rate  as  that  there  shall  be  a  slight  leakage  through  the 
44  small  apertures  at  /and  g.    The  chamber  is  carried  by  the  shaft  i  which  is 
44  the  shaft  marked  a1  in  the  drawings  attached  to  the  Specification  of  a  former  55 
44  invention  for  which  Letters  Patent  number  5856  of  the  year  1884  have  been 


u 

it 


Vol.  XJDL,  NO.  23.]     AND  TRADE  MARK  CASES. 


465 


Ashworfh  v.  English  Card  Clothing  Company,  Ld. 

44  granted  to  us.  When  the  said  shaft  is  turned  in  its  bearings  to  withdraw  the 
"  wires  from  the  flames  the  chamber  B  moves  with  the  wires.  As  the  wires 
"  pass  through  the  chamber  they  are  cooled  by  the  gas  with  which  the  chamber 
"  is  supplied  the  cooling  being  expedited  by  the  transmission  of  heat  to  the 
5  "  walls  of  the  chamber  so  that  when  the  wires  leave  the  chamber  they  are 
"  sufficiently  cooled  to  bear  exposure  to  the  oxygen  of  the  atmosphere  without 
44  injury.  We  may  vary  the  shape  of  the  chamber  as  for  example  we  may 
u  plane  a  channel  in  a  metal  bar  and  plane  a  second  bar  to  fit  in  the  said 
"  channel  and  arrange  for  it  to  be  supported  so  as  to  leave  a  passage  sufficiently 

10  "  large  for  the  wires  or  if  preferred  each  wire  might  have  a  separate  passage  as 

"  indicated  in  Fig.  4 Our  improvements  are  applicable  to  apparatus 

"  used  in  the  treatment  of  steel  tapes  or  ribands  as  well  as  of  wires  of  various 
44  sections." 

The  Patentees  claimed  : — "  (1)  The  combination  of  the  chamber  B  with  the 

15  u  parts  of  a  machine  for  hardening  and  tempering  steel  wires  or  ribands  for 
44  the  purpose  set  forth; .  (2)  In  apparatus  for  hardening  and  tempering  steel 
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44  wire  or  ribands  a  chamber  or  covered  channel  into  which  the  wires  or  each 
44  wire  is  passed  immediately  from  the  tempering  flame  the  said  chamber  or 
44  channel  being  supplied  with  a  gas  or  mixture  of  gases  free  or  nearly  free 

20  "from  oxygen  substantially  as  and  for  the  purpose  set  forth  and  indicated. 

"  (3)  In  apparatus  for  the  specified  uses  air  heating  pipes  or  chambers  applied 

:    "  above  the  gas  burners  and  the  passages  for  the  flow  of  the  heated  air  into  a 

44  casing  wherein  it  mingles  with  the  gas  to  constitute  the  mixture  to  be  burnt 

"  substantially  as  and  for  the  purpose  set  forth  and  indicated.    (4)  In  apparatus 

25  "  for  the  specified  uses  forcing  the  air  which  is  to  be  mingled  with  the 
44  inflammable  gas  through  air  heating  pipes  or  chambers  or  through  an  air 
44  heating  chamber  such  air  heating  appliances  being  mounted  above  the  flames 
u  so  as  to  utilise  the  waste  heat  to  some  extent  substantially  as  set  forth  and 
44  indicated.    (5)  The  combination  of  parts  substantially  as  and  for  the  purpose 

30  "  set  forth  and  indicated  with  reference  to  Figs.  5  and  6  of  the  attached 
44  drawings." 

On  the  14th  of  August  1899  Elijah  Ashworth,  in  whom  the  Patent  was  then 
vested,  commenced  an  action  against  the  English  Card  Clothing  Company,  Ld., 
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claiming  an  injunction  restraining  the  Defendants,  their  servants  and  agents , 
from  infringing  the  Patent,  and  other  incidental  relief. 

By  his  Statement  of  Claim  and  Particulars  of  Breaches  $he  Plaintiff  alleged 
that  the  Defendants  had  infringed  the  Patent  by  hardening  and  tempering 
steel  wire  in  the  manner  shown  to  the  Plaintiff's  solicitor  on  the  30th  of  5 
March  1899. 

By  their  Defence  the  Defendants  denied  infringement  and  the  validity  of  the 
Patent ;  and  by  their  Particulars  of  Objections  they  alleged  that  the  Patent  was 
invalid  (inter  alia)  because  the  invention  was  not  useful ;  was  not  the  proper 
subject-matter   for   valid   Letters  Patent;    did  not  sufficiently   disclose   the  10 
manner  in  which  the  invention  was  to  be  performed,. in  that  the  Specifica- 
tion did  not  show  any  apparatus  or  mention  any  of  the  precautions  which 
had    to    be    observed    to    prevent    scaling    and    discoloration    of    the  wire; 
and    that   the   alleged    invention  was  not  new,  being   matter   of    common 
general  knowledge  and  practice  in  the  trade,  and  being  published  previously  15 
(a)  in  the  Specifications  of  Fox  (No.  1039  of  1861),  Ashworth  and  Ashworth 
(No.  3513  of  1878),  Bateman  (No.  3911  of  1878),  Law  and  Law  (No.  162 
of  1880),  Scholes  (No.  2015  of  1880),  Bateman  (No.  1065  of  1881),  Whitley, 
Hoyle,   and    Thomson   (No.  3898    of   1883),    Morris    (No.    1062  of    1884), 
Fenwick  (No.  2983  of  1884),  Ashworth  and  Ashworth  (No.  5886  of  1884),  20 
Tliornton  and  Ellison  (No.  8618  of  1884),  and  Goreham  and  Hewitt  (No.  11,905 
of  1885)  ;   (6)  by  the  delivery  of  a  lecture  on  "  Coal  Gas  as  a  labour-saving 
"agent  in  mechanical  trades "  before  the   Society  of    Arts  on  the    30th  of 
January  1884,  and  by  the  publication  of  the  same  lecture  in  the  Journal  of 
the  Society  of  Arts  of  the  1st  of  February  1884 ;  (c)  by  prior  public  user  of  the  •  25 
invention  by  Samuel  Fox  and  others. 

The  Plaintiff  joined  issue,  and  the  action  came  on  for  trial  before  Mr. 
Justice  Joyce,  who  dismissed  the  action  on  the  ground  that  the  Patentee's  claim 
was  limited  to  an  apparatus  using  a  supply  of  inert  gas  from  without ;  and  that 
the  Defendants  did  not  infringe  such  claim.*    The  Plaintiff  appealed.  30 

For  the  Appellant  there  appeared  Moulton,  K.O.,  T.  Terrell,  K.C.,  and 
J.  C.  Grahato.  (instructed  by  W.  J.  and  E.  H*  Tremellen,  agents  for  Blair 
and  Seddon,  of  Manchester) ;  and  for  the  Respondents  Cripps,  K.C*, 
Younger,  K.C.,  and  A.  J.  Walter,  (instructed  by  Rowcliffes,  Rawle  A  Co., 
agents  for  Ramsden,  Sykes,  and  Ramsden,  of  Huddersfield).  35 

Moulton,  K.O.,  and  Terrell,  K.O.,  for  the  Appellant. — The  Patent  relates  to 
an  improvement  in  producing  wire  for  cards  used  in  carding  engines.  The 
steel  wire  is  hardened  and  tempered  by  a  continuous  process,  and  the  Patent 
relates  to  the  tempering  stage.  AshwortKs  first  Patent  related  to  hardening  the 
wire  by  heating  it  in  a  gas  flame  and  cooling  it  at  once  in  oil.  The  tempering  40 
is  done  by  again  heating  the  wire,  but  to  a  less  degree,  and  then  cooling  it,  but 
not  necessarily  suddenly.  Up  to  the  time  of  this  Patent  the  degree  of  heat  used 
in  tempering  was  judged  by  the  colour  of  the  metal.  All  these  old  methods, 
therefore,  left  the  metal  coloured,  i.e.  with  a  coating  of  oxide.  Black  or  coloured 
wire  had  a  defect  in  regard  to  use  in  cards  in  that  the  fine  scale  on  the  wire  45 
would  break  off  and  the  machine  used  in  making  the  cards  would  get  clogged 
up.  To  avoid  this  some  people  polished  the  wire  with  emery  paper  to  make  it 
more  fit  for  use.  Ashworth  in  this  Patent  obviated  this  further  operation  by 
tempering  and  keeping  the  wire  bright ;  to  do  this  he  passed  the  wire  direct 
from  the  tempering  flame  into  a  box  containing  inert  gas  and  kept  it  in  that  50 
box  until  it  was  sufficiently  cool  to  no  longer  oxidise  in  contact  with  the 
oxygen  of  the  air.  There  can  be  no  doubt  about  the  construction  of  the  Specifi- 
cation or  as  to  novelty.    The  Judge  below  has  found  against  the  Plaintiff  as  to 


*  18  R.P.O.  367, 


Vol.  XlXvtfc  23.]     AND  TftADE  MASK  OABE&  467 


wt~^^^^*~ 


Ashworth  v.  English  Card  Clothing  Company,  Ld. 


infringement,  and  indicated  that  if  necessary  he  might  have  done  so  as  to  the 
validity  of  the  Patent.  [Vaughan  Williams,  LJ.— What  is  new  in  the 
Patent  is  the  passing  the  wire  through  the  box  immediately  after  the  tempering 
flame  ?]  Yes.  Ashworth  was  the  first  to  realise  that  yon  conld  temper  without 
5  colouring,  the  two  having  been  invariably  associated  before.  It  has  been  sug- 
gested on  the  other  side  that  this  process  had  always  been  followed  in  the  case 
of  hardening,  and  that  therefore  it  reqnired  no  invention  to  do  the  same  thing 
in  tempering.  But  it  may  well  require  invention  to  shake  off  an  old  notion 
such  as  this  association  of  colour  and  temper.    The  Defendants  pass  their  wire 

10  through  a  box,  the  box  being  supplied  with  gas  and  the  wire  running  between 
electric  contacts  so  that  a  current  heats  the  wire,  and  then  through  a  pipe  kept 
cool,  the  further  end  of  the  pipe  being  closed  with  a  plug  with  a  small  hole  in 
it,  so  that  no  air  may  enter  the  pipe.  The  Defendants  say  that  the  cooling  tube 
is  not  supplied  with  inert  gas.    We  say  that  it  is  the  leakage  spoken  of  in  the 

lj>  Specification  that  is  not  essential ;  what  is  essential  is  the  keeping  the  cooling 
box  free  from  oxygen.  In  another  form  of  the  Defendants'  apparatus  the  wire 
is  passed  through  molten  lead  to  heat  it ;  into  this  lead  dips  a  pipe  into  which 
the  wire  passes.  The  pipe  is  some  four  feet  long  and  is  kept  cool.  The  pipe, 
therefore,  after  the  first  few  feet  of  wire  have  been  pulled  through  and  have 

g0  removed  the  oxygen,  is  full  of  inert  gas.  Bateman  (No.  1065  of  1881)  wanted 
to  harden  steel  wire  by  a  continuous  process.  He  says  the  wire  may  be 
hardened  bright  and  afterwards  let  down  or  tempered  to  any  of  the  colours 
within  the  range.  Bateman  had  no  idea  thjat  the  colour  need  not  be  produced. 
[ROHBR,  L.J. — The  scale  in  the  case  of  hardening  is  the  same  in  kind  as  in 

25  tempering,  but  greater  in  degree ;  therefore  it  is  only  applying  what  Bateman 
shows  for  the  greater  evil  to  cure  the  lesser.]  Yes,  but  no  one  ever  did  apply 
it,  and  we  say  it  requires  invention  to  do  so.  In  the  Society  of  Arts  lecture  by 
Thomas  Fletcher  on  coal-gas  as  a  labour-saving  agent,  the  lecturer  deals  with 
hardening  ;  the  process  used  is  the  same  in  the  hardening,  but  he  does  not  in 

30  the  tempering  process  protect  the  wire  from  oxygen.  He  so  associates  colour 
with  tempering  that,  although  during  the  lecture  he  refers  to  the  use  of  coal-gas 
to  protect  the  wires,  he  says  nothing  about  such  protection  during  the  tempering 
process.  That  this  bright  wire  has  been  used  extensively  ever  since  its  intro- 
duction, and  has  more  sale  than  the  coloured  wire,  is  undisputed  on  the 

35  evidence.  As  to  the  anticipations,  Scholes  is  the  one  most  relied  on.  Our 
evidence  is  that,  treating  Scholes  fairly,  it  would  not  practically  work  either  in 
hardening  or  in  preventing  the  wire  scaling.  [The  judgment  was  then  read.] 
u  Supplied  with  inert  gas  "  in  the  Specification  means  kept  full  of  inert  gas ;  it 
does  not  necessarily  mean  that  you  are  continually  introducing  more  inert  gas. 

40  The  invention  here  is  of  a  machine  which  will  make  it  possible  to  obtain  a 
regular  tempering  of  the  wire  although  the  wire  remains  bright.  The  active 
external  supply  of  gas  is  not  the  essence  of  the  invention  ;  a  vessel  full  of 
water  is  "  supplied  "  with  water.  That  it  was  not  easy  to  make  the  invention  is 
clear  from  the  evidence  of  the  Defendants'  own  skilled  practical  witness. 

45  Cripps,  K.C.,  for  Respondents. — The  so-called  invention  is  the  application  to 
tempering  of  the  process  previously  used  for  hardening.  This  is  no  real 
invention.  It  was  well  known  that  heated  wire  if  kept  in  inert  gas  would  not 
oxidise.  The  outside  supply  of  gas  is  of  the  essence  of  the  invention  ;  it  was 
supplied  for  the  purpose  of  cooling.     Claim  2  refers  to  the  chamber  being 

50  supplied.  Plaintiff  says  that  this  word  "  supplied  "  means  nothing,  but  this  is 
not  so ;  the  proper  cooling  is  as  important  as  the  non-oxidising,  and  is  ensured 
by  the  flow  of  cool  gas  through  the  chambers.  The  real  problem  in  making 
this  wire  is  in  determining  the  rate  at  which  the  wire  runs,  and  the  proper 
proportional  size  of  the  flames  and  cooling  devices.    As  regards  infringement, 

55  Scholes,  Fig.  2,  is  exactly  the  same  as  that  which  we  do  in  our  process ;  we 
have  the  same  heating  bath,  from  which  the  wire  passes  into  a  tube  immersed 
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in  water  for  the  purpose  of  cooling.  The  claim  in  Scholes  makes  it  quite  clear 
that  he  refers  to  the  operation  of  tempering,  for  it  says  so  in  so  many  words. 
Bateman  may,  perhaps,  not  refer  to  tempering,  but  he  does  exactly  for 
hardening  what  the  Plaintiff  does  for  tempering.  There  were  two  known 
methods  in  use  for  cooling  wire — the  flow  of  gas  and  the  cooling  by  water  5 
surrounding  a  tube.  Ashworth  selected  the  flow  of  gas  as  the  suitable  method, 
and  excluded  the  other  method,  perhaps  thinking  that  the  other  method  did 
not  work.  The  true  construction  of  the  Specification  shows  this  clearly,  and 
the  learned  Judge  below  was  right  in  so  construing  it.  It  is  to  be  construed 
with  regard  to  the  state  of  knowledge  existing  at  the  time,  and  in  this  case  the  10 
Patentee  indicates  himself  what  was  that  state  of  knowledge.  Assuming  that 
Scholes  only  refers  to  hardening,  we  have  it  on  the  evidence  that  the  problems 
of  hardening  and  tempering  are  the  same.  I  say  that  you  are  entitled  to  use 
Scholes  as  you  like,  at  all  events  for  the  analogous  purpose  of  tempering. 
[Harwood  v.  Great  Northern  Bail  way  Company  (11  H.L.C.  654),  and  Morgan  15 
v.  Windover  (7  R.P.C.  131)  were  referred  to.] 

Younger,  K.O.,  followed. — On  the  question  of  infringement  it  may  be  that 
the  introduction  of  outside  gas  in  small  quantities  would  have  little  effect.  But 
if  this  is  so  in  fact  that  is  not  what  the  Patentee  intended ;  his  cooling  is  due  to 
the  supply  of  gas ;  that  is,  he  intends  to  supply  a  sufficient  quantity  of  gas  to  20 
have  a  material  effect  in  cooling.  He  shows  a  chamber  of  a  particular  size,  and 
to  ensure  that  the  wire,  which  passes  at  a  certain  rate  through  this  chamber, 
shall  issue  from  it  sufficiently  cooled  he  must  supply  gas  as  he  has  described 
in  the  Specification.  Without  an  external  added  supply  of  gas  the  wire  would 
come  out  of  the  chamber  hot  enough  to  be  oxidised.  The  Specification  in  no  25 
place  speaks  of  producing  bright  wire,  and  the  evidence  shows  that,  for  some 
years  at  all  events,  the  Plaintiff  used  this  machine  which  only  made  black  wire. 
In  fact,  until  1891,  when  he  invented  improved  burners,  he  produced  not  a  yard 
of  bright  wire. 

Moulton,  K.C.,  in  reply. — The  main  question  is  subject-matter.     It  is  said  it  30 
was  well  known  that  you  could  keep  wire  from  scaling  by  keeping  the  wire  from 
oxygen  in  the  hardening  process,  and  that  it  required  no  invention  to  apply  the 
same  process  to  tempering.     No  reference  to  tempering  without  producing 
scale  can  be  found  before  our  invention.    [ROMBR,  LJ. — Tour  Patent  was  for 
avoiding  the  production  of  scaling  during  the  tempering.]      There  is    no  35 
difference  between  our  Patent  and  the  machine  we  now  use  except  that  we  run 
the  wires  through  flames  of  a  different  shape.     The  colour  produced  by 
tempering  was  objected  to,  and  was  removed  before  this  Patent  by  polishing  by 
hand.    On  the  question  of  subject-matter  it  is  put  against  us  that  it  was  known 
that  cooling  in  an  inert  gas  in  the  hardening  process  would  prevent  scaling,  and  40 
that  the  application  to  the  analogous  process  of  tempering  was  obvious.    My 
answer  to  that  is  that  Scholes1  statement  that  he  prevented  scaling  in  hardening 
is  untrue ;  he  allowed  the  wire  to  become  oxidised  in  the  first  heating.    Ashworth 
has  succeeded  in  doing  what  Scholes  failed  to  do  {Hill  v.  Evans,  (L.J.  31 
Ch.  D.  462).    The  Patentee  claims  cooling  in  an  inert  gas ;  the  slight  leakage  45 
referred  to  is  a  good  practical  suggestion,  not  an  essential  feature  of  the 
invention.    If  you  have  cooling  in  an  inert  gas  you  are  taking  the  Plaintiff's 
invention. 

Judgment  was  reserved  and  delivered  on  the  11th  of  July  1902. 
;  Vaughan  Williams,  L. J— Lord  Justice  Stirling  will  read  the  judgment  50 
of  the  Court. 

STIRLING,  L.J. — This  is  an  action  for  infringement  of  a  Patent  (No.  16,047 
of  1886)  granted  to  Messrs.  George  and  Elijah  Ashworth  for . "  Improvements 
"  in  apparatus  for  hardening  and  tempering  steel  wire  and  tape."    The  wire 
referred  to  is  more  particularly  that  which  is  employed  for  making  cards  used  55. 
in  textile  industries  for  combing  fibrous '  materials  such  as  cotton  and  wool. 
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The  Patent  is  the  third  of  a  series  granted  to  the  same  inventors  for  similar 
objects,  the  prior  Patents  bearing  date  the  5th  of  September  1878  and  the  3rd 
of  April  1884.  For  the  purpose  of  hardening  the  wire,  it  is  necessary  that  the 
wire  shonld  be  heated  to  a  high  temperature  and  then  suddenly  cooled  ;  and  for 
5  the  purpose  of  tempering  it,  it  is  necessary  that,  after  being  hardened,  it  should 
be  again  heated  to  a  less  (though  still  considerable)  temperature  and  then 
cooled  slowly.  The  Patent  of  1878  described  apparatus  by  which  the  wire  was 
drawn,  first,  through  a  flame  at  a  high  temperature  ;  secondly,  through  a  bath 
of  cool  water  or  oil ;  and,  thirdly,  through  a  flame  at  a  lower  temperature. 

10  It  was  admitted  by  Mr.  Elijah  Ashworth,  one  of  the  Patentees,  that  this 
process,  though  highly  successful,  had  one  great  defect,  namely,  that  both 
in  the  hardening  and  tempering  flame  the  wire  (which  at  high  temperatures 
absorbs  oxygen  freely)  became  oxidised,  with  the  result  that  it  had  a  black 
or  dark  colour,  and  (what  is  more  important)  it  was  liable  to  "scale"  or 

15  throw  off  small  hard  fragments,  which  largely  interfered  with  the  proper 
working  of  the  machines  for  making  the  combing  apparatus  for  which  the 
wire  was  destined.  This  defect  Mr.  Ashworth  appears,  in  the  year  1886,  to 
have  set  himself  to  remedy,  and  in  so  doing  he  states  that  he  observed  that 
the  wire  coloured  after  it  came  out  of  the  tempering  flame.     The  object  of 

20  the  Patent  of  1886  was,  in  part,  to  prevent  this  discolouration  and  the  conse- 
quent liability  of  the  wire  to  scale.  This  is  clearly  stated  in  the  Specification, 
which,  after  referring  to  the  Patents  of  1878  and  1884,  proceeds  : — "  In  the 
"  hardening  and  tempering  of  the  wire  we  kept  the  wire  as  much  as  possible 
"  from  exposure  to  the  air  in  order  to  lessen  the  tendency  to  scaling,  but  we 

25  "  have  found  that  scaling  and  discolouration  take  place  to  some  extent  after  the 
44  wire  has  left  the  tempering  flame.  One  of  the  objects  of  our  present  inven- 
"  tion  is  to  keep  the  wire  as  much  as  possible  from  exposure  to  the  oxygen  of 
"  the  atmosphere  until  the  wire  is  sufficiently  cool  to  be  in  a  condition  which 
**  will  not  be  conducive  to  injury  from  exposure  to  the  air.    To  this  end  we 

30  "  cause  the  wire  to  pass  immediately  from  the  tempering  flame  or  heat  into  a 
"  tube  or  tubular  passage  or  into  a  passage  or  chamber  from  which  oxygen  is 
"  excluded  as  much  as  is  conveniently  possible  and  which  is  long  enough  to 
"  permit  the  wire  to  become  sufficiently  cooled."  The  Specification  then  goes 
on  to  describe,  by  reference  to  .drawings,  a  form  of  chamber  appropriate  for  the 

35  purpose.  It  consists  of  a  shallow  box,  provided  with  a  lid,  made  gas  tight  in 
some  suitable  manner.  "  The  wires  enter  the  chamber  through  a  slit  or  through 
"  perforations .  at  /and  leave  through  a  slit  or  through  perforations  at  g.  The 
"  chamber  is  supplied  by  means  of  a  pipe  h  with  a  gas  or  with  a  mixture  of 
"  gases  which  is  as  near  as  conveniently  possible  free  from  admixture  with 

40  "  oxygen.  This  gas  may  be  carbonic  acid  or  hydrogen  or  a  mixture  of  gases 
"  such  as  are  products  of  combustion  or  be  any  gas  or  gases  suitable  to  our 
"  indicated  purpose.  In  practice  we  use  ordinary  carburetted  hydrogen.  The 
"  gas  is  supplied  to  the  passage  at  such  a  rate  as  that  there  shall  be  a  slight 
"  leakage  through  the  small  apertures  at  /  and  g"    The  Specification  subse- 

45  quently  remarks  :  "As  the  wires  pass  through  the  chamber  they  are  cooled  by 
"  the  gas  with  which  the  chamber  is  supplied,  the  cooling  being  expedited  by 
"  the  transmission  of  heat  to  the  walls  of  the  chamber,  so  that  when  the  wires 
"  leave  the  chamber  they  are  sufficiently  cool  to  bear  exposure  to  the  oxygen  of 
"  the  atmosphere  without  injury." 

50  The  material  claims  are  : — "  (1)  The  combination  of  the  chamber  B  with  the 
"  parts  of  a  machine  for  hardening  and  tempering  steel  wires  or  ribands  for  the 
"  purpose  set  forth.  (2)  In  apparatus  for  hardening  and  tempering  steel  wire 
"  or  ribands  a  chamber  or.  covered  channel  into  which  the  wires  or  each  wire  is 
"  passed  immediately  from  the  tempering  flame  the  said  chamber  or  channel 

55  "  being  supplied  with  a  gas  or  mixture  of  gases  free  or  nearly  free  from  oxygen 
"  substantially  as  and  for  the  purpose  set  forth  and  indicated."    The  "  purpose 

2  Y 
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u  set  forth  "  appears  to  be  (as  stated  in  the  body  of  the  Specification)  to  keep 
the  wire,  after  it  has  left  the  tempering  flame,  as  much  as  possible  from 
exposure  to  the  oxygen  of  the  atmosphere  until  it  is  sufficiently  cool.  The 
manner  in  which  this  is  brought  about  is  to  keep  the  wire  at  this  particular 
stage  of  the  manufacture  in  contact  with  gases  free  or  nearly  free  from  oxygen.  5 
The  invention  claimed,  therefore,  seems  to  consist  in  the  addition  to  the 
processes,  which  formed  the  subject-matter  of  the  Patents  of  1878  and  1*84,  of 
a  further  step  or  process,  immediately  after  the  wire  has  left  the  tempering 
flame,  namely,  the  passing  of  the  wire  through  a  chamber  supplied  with  gas, 
free,  or  nearly  free,  from  oxygen,  the  object  being  to  prevent  any  further  \q 
discolouration  or  scaling.  There  is  not,  in  our  opinion,  any  evidence  that, 
previously  to  the  date  of  this  Patent,  wire  had  been  subjected  to  any  such 
process  at  this  stage  of  the  manufacture.  It  was  proposed  in  the  Specification 
of  a  Patent  (No.  1065  of  1881),  granted  to  William  Batemany  that  wire,  after 
issuing  from  the  hardening  flame,  and  before  entering  the  hardening  bath,  25 
should  be  passed  into  and  through  a  non-oxygen  yielding  gas ;  but  the  Patentee 
says  expressly  that  "  the  wire  may  afterwards  be  tempered  or  let  down  to  any 
*•  of  the  colours  within  the  range,"  thus  showing  that  it  was  no  part  of  the 
process  to  preveut  discolouration  while  the  wire  was  being  tempered.  It  was 
also  proposed  in  the  Specification  of  another  Patent  (No.  2015  of  1880),  granted  26 
to  William  Scholes,  that  the  wire  should  be  first  passed  through  a  bed  of 
asbestos,  slag  wool,  wire  scale,  sand,  or  other  silica,  or  heated  charcoal,  or  a 
tube  heated  to  the  required  temperature,  and  then  passed  without  exposure  to 
the  atmosphere  through  a  small  tube  made  of  any  thin  material  which  will  act 
as  a  good  heat  conductor.  Those  operations  were  for  the  purpose  of  hardening,  26 
.and  the  Specification  afterwards  adds :  "  If  after  this  process  the  wire  is 
"  found  too  hard,  it  may  be  tempered  by  passing  it  through  another  bed  of 
'*  asbestos,  slag  wool,  wire  scale,  sand,  or  other  silica,  or  charcoal,  or  a  tube  of 
"  lower  temperature  than  the  first  mentioned  tubeV'  This  operation  is  equivalent 
to  passing  a  wire  through  a  tempering  flame,  and. there  is  no  direction  to  pass  it  30 
a  second  time  through  another  tube  without  exposure  to  the  atmosphere'. 
Further,  the  evidence  appears  to  show  that  Scholea'  Patent  was  never  worked 
commercially,  and  was  practically  worthless. 

The  utility  of  the  Plaintiff's  improvement  is  not  disputed.  It  was,  however, 
contended  that  this  improvement  was  not  the  proper  subject-matter  of  a  Patent.  35 
This  argument  was  based  on  the  admission  of  the  Plaintiff's  witnesses,  particu- 
larly of  Mr.  Dugald  Clerk,  that  it  was  well  known  in  1886  that  if  a  body  liable 
to  oxidise  was  treated  in  a  gas  which  contained  no  oxygen  it  did  not  oxidise, 
and  the  processes  described  in  BatemarCs  and  Scholes*  Patents  were  pointed 
to  as  applications  of  this  principle.  It  was  said  that  the  chamber  directed  40 
in  the  Plaintiff's  Specification  to  be  used  after  the  wire  leaves  the  tempering 
flame  is  merely  the  application  of  old  apparatus  to  an  analogous  purpose, 
namely,  protection  against  oxidisation  during  cooling  instead  of  during 
heating. 

Now  the  real  invention  appears  to  be  the  introduction  into:  the  manufacture  45 
of  wire  of  the  new  further  step  or  process  already  pointed  out..  It  required 
careful  experiment  and  observation  to  detect  that  that  imperfection  arose  after 
the  wire  left  the  tempering  flame.  This  is  shown  by  the  evidence  of  the 
Plaintiff  : — "When  I  took  out  the  1886  Patent  I  applied  a  pump  to  the  gas  to 
*'  get  a  more  regular  and  even  pressure.  The  gas. from  the  gas  main  is  very  50 
"  unequal.  By  that  means  I  got  a  steadier  and  better  flame.  Consequently  I 
"  got  the  wire  bright  through  both  flames,  but  I  saw  it  colour  after  it  came  out 
44  of  the  tempering  flame.  Then  I  applied  the  box  b.  After  that  it  came  out 
"  bright." 

A  new  additional  step  in  an  old  process,  by  which  a  better  article  is  produced,  (,5 
may,  we  think,  be  the  subject-matter  of  a  Patent.     On  ihis,  we  may  refer  to 
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what  was  said  by  Sir  George  Jessel,  the  Master  of  the  Rolls,  with  reference  to 
the  Otto  gas  engine,  in  Otto  v.  Linford,  in  46  Law  Times,  New  Series,  at 
page  35  : — "  If  yon  have  a  new  principle,  or  a  new  idea,  as  regards  any  art  or 
44  manufacture,  and  then  show  a  mode  of  carrying  that  into  practice,  you  may 
5  "  patent  that,  though  you  could  hot  patent  the  idea  alone,  and  very  likely  could 
"  not  patent  the  machine  alone,  because  the  machine  alone  would  not  be  new. 
"  One  of  the  strongest  illustrations  that  I  know  of  is  the  Patent  for  the  hot 
44  blast  in  the  iron  manufacture,  where  there  was  nothing  new  at  all  except  the 
44  idea  that  the  application  of  hot  air  instead  of  cold  air  to  the  mixture  of  iron 

10  "  ore  and  fuel  would  produce  most  remarkable  results  in  the  shape  of  economy 
44  in  the  manufacture  of  iron.  The  inventor  or  discoverer  of  that  could  not 
"  patent  that,  but  what  he  did  was  this  ;  he  said,  ( I  will  patent  that  idea  in 
44  *  combination  with  the  mode  of  carrying  it  out ;  that  is,  I  tell  you  you  may 
u  *  heat  your  air  in  a  Closed  vessel  next  your  furnace,  and  then  that  will  effect 

15  "  *  your  object.'  It  was  held  that  that  would  do,  and  that  nobody  could  use 
44  the  hot  blast  in  the  iron  manufacture,  during  the  period  of  that  Patent,  for 
44  the  purpose  of  manufacturing  iron.  Now  that  is  a  much  stronger  illustration 
44  than  this  " — he  is  referring  to  the  Otto  engine — "  of  the  validity  of  a  Patent 
44  a3  regards  the  subject-matter.    For  here  is  a  complicated  machine.     Nobody 

20  u  says  that  this  identical  machine  has  ever  been  seen  before  ;  but  what  they  do 
44  say,  and  what  I  have  no  doubt  is  true,  is  that,  given  the  state  of  knowledge  as 
44  regards  mechanics,  you  do  not  want  much  invention,  when  you  are  told  what 
44  the  idea  is,  to  find  out  this  machine  and  carry  it  out.  That  did  not 
44  require  invention  at  all.     In  the  case  of  the  hot  blast  the  man  did  not 

25  "  pretend  to  invent  anything ;  he  said  a  machine  of  any  shape  in  which  you 
44  can  heat  air  is  sufficient.  Mr.  Otto  does  allege  he  has  invented  a  machine. 
44  It  appears  that  he  did,  although  a  machine  which,  per  se,  was  not  of 
44  sufficient  novelty,  probably,  to  support  Letters  Patent.  It  comes,  therefore, 
44  to  this,  that  we  have  a  principle  and  a  mode  of  carrying  it  out,  and  I  will 

30  "  assume  for  this  purpose  sufficiently  described  ;  and  that  is  a  good  subject  for 
44  a  Patent."  So  here,  the  mere  direction  to  protect  the  wire  against  oxidisation 
after  leaving  the  tempering  flame  could  not  be  patented,  nor,  probably,  the 
chamber  by  itself ;  but  there  is  a  new  idea  introduced  into  the  manufacture 
and  a  mode  of  carrying  it  out,  and  this  is  enough. 

35  It  has  then  to  be  considered  whether  the  Defendants  infringe.  What  they 
do  is  to  pass  the  wire,  after  leaving  the  tempering  flame,  into  a  narrow  tube 
containing  common  air.  The  first  few  feet  of  wire  absorb  oxygen  from  the  air 
and  are  spoiled ;  but  after  this  the  oxygen  in  the  tube  is  exhausted,  the  tube 
remains  filled  with  an  inert  gas,  and  the  rest  of  the  wire  comes  out  uncoloured. 

40  This  is  extremely  ingenious,  and  appears  to  be  a  great  improvement  on  the 
apparatus  described  in  the  Plaintiff's  Specification ;  but  the  question  to  be 
decided  is — Do  the  Defendants  use  a  substantial  part  of  the  Plaintiff's  invention  ? 
Now  the  invention  consists,  as  we  think,  of  an  additional  step  in  the  manufac- 
ture, consisting  in  the  passing  the  wire  through  an  inert  gas  after  it  leaves  the 

45  tempering  flame  for  the  purpose  of  preventing  oxidation.  If  the  Defendants 
could  prevent  oxidation  without  the  use  of  an  inert  gas  then  it  might  be  open 
to  them  to  do  so  ;  but,  in  substance,  the  Defendants  do  take  this  additional  step, 
and  use  an  inert  gas  at  the  same  stage  and  for  the  same  purpose  as  described  in 
the  Plaintiff's  Specification,  and  although  they  may  do  so  in  a  way  which  is  an 

50  improvement  on  the  form  adopted  by  the  Plaintiffs,  still  (as  has  been  repeatedly 
decided)  that  will  not  prevent  them  from  being  liable  for  infringement.  It  was 
objected  that  the  Plaintiff  ought  to  have  disclosed  in  his  Specification  the 
necessity  of  using  a  pump  for  the  purpose  of  getting  a  better  and  steadier  flame 
both  for  hardening  and  tempering.    The  answer  appears  to  be  that  this  relates 

55  to  a  process  anterior  to  that  to  which  the  Patent  is  directed,  and  outside  the 
ambit  of  the  present  Patent,  and  consequently  that  the  Patentee  was  under  no 
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obligation  to  refer  to  it.    On  the  whole  we  think  that  the  appeal  ought  to  be 
allowed. 

Terrell,  K.C. — Then  there  will  be  judgment  for  the  Plaintiff  in  the  action, 
and  with  costs  in  the  Court  below  and  here,  and  I  ask  for  an  inquiry  as  to 
damages,  and  also  for  a  Certificate  that  the  validity  of  the  Patent  came  in  5 
question,  and  then  a  Certificate  that  the  Particulars  of  Breaches  were  reasonable 
and  proper. 

.  Cripps,  K.C. — That  is  right  so  far  as  I  follow  what  my  friend  has  iisked  for. 
It  is  not  a  question  here  of  injunction,  as  the  Patent  has  run  out  long  ago.     I  dq 
not  know  whether  my  friend  cares  to  take  the  inquiry  pending  the  appeal,  10 
because  of  course  this  case  will  go  further. 

Terrell,  K.C. — If  the  case  is  certainly  going  to  be  appealed  then  I  shall  assent 
to  that. 

Cripps,  K.C. — I  am  not  quite  sure  whether  both  our  machines  are  held  to  be 
infringements — the  lead  bath  and  the  electrical  machine.  IS 

Vaughan  Williams,  L./.—  I  do  not  think  we  considered  any  question  of 
distinction.  We  thought  we  had  to  decide  generally  whether  there  was  any 
infringement. 

Terrell,  K.C. — The  principle  of  the  judgment  would  cover  one  as  well  as  the 
other.  20 

•  Cripps,  K.C. — Of  course  if  that  is  so  I  do  not  seek  to  reopen  any  point  at  thip 
stage. 
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In  the  Court  op  Appeal. 


Before  The  Master  op  the  Rolls  and  Lords  Justices  Mathrw 

and  Cozkks-Hardy. 


July  11th,  1902. 


Carter  v.  Leyson  (trading  as  the  Peckham  Box  Company). 


Patent — Action  for  infringement. — Anticipation. — Disconformity. — Subject- 
matter. — Infringement. — Judgment  for  Plaintiff  at  trial. — Defendants'  appeal 
allowed. — Patent  field  invalid. 

C.  was  the  registered  owner  of  a  Patent  for  "Improvements  in  candlesticks" 

10  by  making  the  sockets  in  one  piece  with  fangs  projecting  above  tiie  nozzle  to  liold 
candles  of  diffei%ent  sizes.  In  the  Specification  there  was  no  provision  as  to  the 
fixing  of  the  socket  on  the  base  or  bed  of  tiie  candlestick,  nor  was  it  expressly 
stated  that  the  socket  and  fangs  should  be  made  in  one  piece.  In  the  Complete 
Specification,  but  not  in  the  Provisional  Specification,  it  was  provided  that 

15  small  tits  cut  on  the  socket  piece  should  overlap  and  hold  the  nozzle  or  grease- 
catcher.  In  1901  O.  commenced  an  action  against  L.,  who  denied  infringement, 
novelty,  and  subject-matter,  and  alleged  disconformity  and  prior  publication. 
It  appeared  that  holders  with  similar  fangs,  fitting  or  standing  in  common 
candksticks,  were  well  known  prior  to  C.'s  Patent    At  the  trial  it  was  held 

20  that  a  socket  with  fangs  in  one  piece  was  new ;  that  the  arrangement  of  tits  for 
holding  the  nozzle  was  merely  a  method  of  carrying  out  the  invention,  and  was 
tJierefore  rightly  added  in  the  Complete  Sjtecification  without  disconformity  ; 
that  there  had  been  an  infringement  by  the  Defendant ;  and  that  the  Plaintiff 
was  entitled  to  the  relief  claimed.    Judgment  was  given  for  the  Plaintiff.    The 

25  Defendant  appealed. 

:        Held,  on  appeal,  that  the  only  novelty  was  in  attaching  the  socket  made  in 

one  piece  directly  to  the  base  of  the  candlestick,  and  that  there  was  no  subject- 

matter.    The  appeal  was  allowed  with  costs. 

2  Z 
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In  1897  Letters  Patent  (No.  17,205)  were  granted  to  Watkin  Carter  for  an 
invention  of  "  Improvements  in  candlesticks." 

The  Provisional  Specification  was  as  follows  :— "  The  object  of  my  improve- 
"  ments  in  candlesticks  is  to  so  form  the  candlestick  socket,  with  fangs,  which 
"  shall  act  as  a  clip  in  holding  various  size  candles.  In  carrying  out  my  5 
"  improvements  in  candlesticks,  I  form  the  usual  common  bed  room  candlestick, 
"  or  any  other  candlestick— except  that  part  of  the  candlestick,  which  forms  the 
"  socket.  This  I  cut  in  the  ordinary  way  from  sheet  metal,  but  with  fangs 
"  thereto  at  one  end.  These  fangs,  when  the  socket  is  made,  &  fixed  in  position 
"  are  above  the  nozzle  of  the  socket,  &  act  as  a  spring  clip  for  holding  the  10 
u  candle.  This  socket  piece,  with  its  fangs  can  be  made  in  one  piece  of  metal, 
"  or  may  be  made  in  more  than  one  piece,  with  the  fangs  being  bulged,  &  their 
"  tops  tapered  outwards  so  that  the  candle  can  be  easily  inserted  between  the 
"  fangs  &  gripped  by  them." 

The  Complete  Specification  was  as  follows :— "  The  object  of  my  improve-  15 
"  ments  in  candlesticks  is  to  so  form  the  candlestick  socket,  with  fangs  which 
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shall  act,  as  a  clip  in  holding  various  size  candles.  In  carrying  out  my 
improvements  in  candlesticks  1  form  the  usual  common  bed  room  candlestick, 
or  any  other  candlestick — except  that  part  of  the  candlestick,  which  forms  the 
socket.  This  I  cut  in  the  ordinary  way  from  sheet  metal,  but  with  fangs  20 
thereto  at  one  end  &  with  small  tits  near  where  the  nozzle  is  fitted,  &  to  over 
lap  on  same.  These  fangs  when  the  socket  is  made  &  fixed  in  position,  are 
above  the  nozzle  of  the  socket,  and  act  as  a  spring  clip,  for  holding  the  candle. 
This  socket  piece,  with  its  fangs  can  be  made  in  one  piece  of  metal,  or  may 
be  made  in  more  than  one  piece,  with  the  fangs  being  bulged,  &  their  top  25 
ends  tapered  outwards,  so  that  the  candle  can  be  easily  inserted  between  the 
fangs  and  gripped  by  them. 

"  In  order  that  my  invention  may  be  fully  understood,  I  will  more  particularly 
describe  it,  with  the  aid  of  the  accompanying  drawings  in  which  similar  parts 
are  marked  with  like  letter  of  reference. — Fig.  1  represents  an  elevation  <rf  the  30 
blank  of  the  socket,  before  being  formed  into  a  socket  of  the  candlestick. 
Fig.  2  represents  an  elevation  of  the  socket,  before  being  attached  to  the 
candlesticks-bottom.    Fig.  3  represents  the  plan  of  the  nozzle  of  a  candlestick 
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u  to  be  fitted  on  to  the  socket.  Fig.  4  represents  an  elevation  of  the  socket  in 
44  the  bottom  of  a  candlestick — a  blank  for  forming  the  socket,  b  socket,  c  nozzle 
"  of  candlestick,  d  the  fangs,  e  tits  bent  to  hold  nozzle  on  socket,  /  candlesticks 
"  bottom  or  base, 
5  "  Having  now  particularly  described  &  ascertained  the  nature  of  my  invention, 
"  &  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what  I  claim 
"  is  : — 1st.  A  socket  for  a  candlestick  as  set  forth,  described  &  illustrated  in  the 
"  accompanying  drawings.  2ndly.  A  socket,  for  a  candlestick,  with  fangs 
u  bulged  outwards  &  inwards,  to  act  as  a  spring,  to  clip  any  size  candle." 

10  On  the  9th  of  January  1901,  Garter  commenced  an  action  against  R.  T.  Leyson 
(trading  as  the  Peckham  Box  Company)  for  infringement  of  the  Patent 

The  Plaintiff,  by  his  Statement  of  Claim,  alleged  that  he  was  the  owner  of  the 
Patent,  which  was  good  and  valid,  and  that  the  Defendant  had  infringed  the 
same.  The  Plaintiff  claimed  an  injunction,  delivery  up  of  infringing  candlesticks, 

15  damages  or  an  account  of  profits,  and  costs. 

The  Particulars  of  Breaches  alleged  that  the  Defendant  had  infringed  by 
manufacturing  and  selling  candlesticks  manufactured  according  to,  or  only 
colourably  differing  from,  the  Plaintiff's  Patent,  and  also  alleged  certain  sales  of 
such  candlesticks. 

20  The  Defendant,  by  his  Defence,  denied  infringement,  and  alleged  the 
invalidity  of  the  Patent. 

The  Particulars  of  Objections  alleged : — (1)  That  the  Plaintiff  was  not  the 
first  inventor ;  (2)  that  the  alleged  invention  was  not  new,  nor  proper  subject- 
matter  for  Letters    Patent,  having  regard    to  the  common  knowledge  that 

25  (a)  candlestick  sockets  could  be  made  with  fangs  to  clip  candles,  (b)  and  could 
be  so  made  with. fangs  in  one  or  more  pieces;  (3)  that  the  alleged  invention 
was  not  useful ;  (4)  that  the  alleged  invention  had  been  published  within  the 
realm  by  the  public  sale  of  similar  sockets  by  several  specified  firms  between 
1894  and  1897  ;  and  (5)  that  the  invention  described  in  the  Complete  Specifica- 

30  tion  was  different  from  and  larger  than  that  in  the  Provisional  Specification,  the 
small  tits  to  hold  the  nozzle  being  added  in  the  former. 

The  action  was  tried  by  Phillimore,  J.,  on  the  8th  and  9th  of  August  1901, 
who  gave  judgment  for  the  Plaintiff  (18  R.P.C.  508).  The  Defendant 
appealed. 

35  "  Save-alls,"  which  were  pieces  with  prongs  intended  to  be  fitted  into  the 
sockets  of  candlesticks,  were  admittedly  old  at  the  date  of  the  Patent.  These 
were  referred  to  as  B,  D,  E,  H,  and  J. 

T.  Terrell,  E.C.,  and  Frost  (instructed  by  Leyson,  of  Swansea)  appeared  for 
the  Appellant ;  Hugo  Young,  E.C.,  and  Dorsett  (instructed  by  Blackham  and 

40  Taylor,  of  Birmingham)  appeared  for  the  Respondent. 

Terrell,  K.C.,  for  the  Appellant. — It  is  submitted  that  there  is  no  subject- 
matter  for  a  Patent  in  the  alleged  invention.  Certain  things,  referred  to  as 
B,  D,  E,  H,  and  J,  were  admittedly  made  before  the  date  of  the  Patent,  and, 
having  regard  to  these,  there  is  no  subject-matter.     The  subject  of  the  Patent 

45  seems  to  be  to  have  the  top  of  the  candlestick  ending  in  three  prongs,  so  that  the 
candle  can  burn  down  to  the  end,  the  prongs  to  be  elastic  so  as  to  take  candles 
of  different  sizes.  [The  Provisional  and  Complete  Specifications  were  read.] 
[Hugo  Young,  K.C.— The  socket  is  to  be  all  in  one  piece.]  Both  Specifications 
say  either  in  one  or  more  than  one  piece.    Also,  in  the  Provisional  Specification, 

50  there  is  nothing  about  the  small  tits ;  and  if  there  is  not  disconf ormity,  at  all 
events  the  Plaintiff  cannot  rely  on  these  for  novelty  or  as  to  infringement.  The 
claims  are  for  the  socket ;  they  say  nothing  about  it  being  in  one  piece  or  being 
soldered  on  to  the  candlestick.  [The  judgment  was  read.]  J,  D,  and  E  are  all 
practically  the  same  as  the  Plaintiffs.    D  and  E  have  the  socket  with  the  fangs. 

55  Hugo  Young,  E.C.,  for  the  Plaintiff.— Before  the  date  of  the  Patent  there  had 
never  been  fangs  for  holding  the  candle  in  the  same  piece  with  the  socket.    The 
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socket  is  that  which  rises  from  the  base  ef  the  candlestick.  "  Save*tfte,v  sofcK 
as  B,  D,E,  Ht  and  J,,  were  always  put  on  separately.  The  Plaintiff  kiffihcf 
Socket  and.  the  ?'  save-all "  all  in  one  piece.  The  socket  shown  in  Pig.  2  is  to  bd 
attached  to  the  saucer-like  part  of  the  candlestick.  [Cozens-Habdy,  ^LJ.-^U 
the  socket  itself  novel  ?]  Yes,  as  a  socket ;  the*  earlier  things  were  not  intended  5 
to  be  used  as  sockets,  bat  to  be  fitted  into  sockets.  [OOZBNS-HABDY,  LJ. — Are' 
not  the  claims  for  the  socket  and  not  for  the  candlestick  as  a  whole  ?]-  The' 
candlestick  is  the  whole  thing  including  the.  socket.  The  essence  of  the  inven- 
tion is  making  the  socket  with  fangs  in  one  piece  of  metal  to  fit  into  the  sauce* 
and  hold  the  candle.  It  was  regarded  as  a  novelty  in  the  trade.  The  contest  10 
below  was  on  disconformity.  On  that  I  refer  to  Siddell  v.  Vickers  (L.R*  59 
G.  D.  92 ;  5  R.P.C.  81  and  416).  [The  Master  of  thb  Rolls.— We  do 
not  call  upon  you  as  to  that.]  The  words  "  any  other  candlestick "  in  the 
Specification  must  be  read  with  the  context,  and  regard  must  be  had  to 
the  drawings.  15 

T.  Terrell,  K.C.,  in  reply. — The  thing  called  D  being  old  there  was  no  inven- 
tion in  fixing  it  on  the  base  of  a  candlestick.  There  may  be  utility  without 
subject-matter ;  in  order  that  there  may  be  subject-matter  there  must  be  a 
substantial  exercise  of  ingenuity  in  the  invention.  [Cozens-Hardy,  LJ^ 
referred  to  Hayward  v.  Hamilton  (Griffin's  P.O.  115).]  There  a  well  known  20 
prism  was  applied  in  a  new  and  particular  manner,  and  there  was  invention  in 
selecting  it.  There  is  no  case  near  to  this  in  which  there  has  been  held  to  be 
subject-matter.  Here  the  thing  was  old  and  had  been  applied  to  the  same 
purpose ;  there  was  no  new  function,  simply  the  putting  of  two  things  together* 
On  subject-matter  I  refer  to  Longbottom  v.  Shaw  (8  R.P.C.  333),  and  Wood  v,  g$ 
Raphael  (13  R.P.C.  730  and  14  R.P.G.  496),  and  to  Williams  v.  Nye  (7  R.P.O; 
62)  on  that  point  and  on  the  effect  of  mere  commercial  utility. '  • 

Collins,  M.R. — This  is  an  appeal  from  the  decision  of  Mr.  Justice  PhiUimore; 
who  decided  in  favour  of  the  Patentee.  The  question  arises  upon  an  alleged 
infringement  of  a  patented  socket  to  form  a  candlestick  with  fangs,  and  the  3$ 
question  is,  not  whether  there  is  an  infringement,  but  really  whether,  there, 
was  subject-matter  for  this  Patent,  and  that  depends  on  whether  •  there  was 
that  degree  of  invention  which  is  necessary  in  order  to  justify  the  inventor 
in  claiming  a  monopoly. 

What  .we  have  got  here  is  described,  first  of  all,  in  the  Provisional  Specifics-  35 
tion,  imd  then  again,  with  certain  modifications,  which  I  do  not  think  are 
really  material  in  this  case  in  the  events  which  have  happened,  in  the  Complete 
Specification.    I  need  not  read  the  Provisional  Specification.    I  will  begin  by 
reading  the  Complete  Specification:  "The  object  *>f  my  improvements  in* 
u  candlesticks  is  to  so  form  the  candlestick  socket  with  fangs  which  shall  act  40 
"  as  a  clip  in  holding  various  size  candles.    In  carrying  out  my  improvements 
"  in  candlesticks  I  form  the  usual  common  bedroom  candlestick,  or  any  other 
"  candlestick."     Mr.  Terrell  very  frankly  and  fairly  admits  that  this  to  be  read 
as  meaning,  not  any  other  candlestick  of  any  description  such  as  those  you  might 
put  on  a  dining  room  table,  but  any  other  candlestick  of  the  same  class.    *X  45r 
44  form  the  usual  common  bedroom  candlestick,  or  any  other  candlestick*— 
"except  that  part  of  the  candlestick  which  forms  the  socket.    This  1  cut  in  the 
"ordinary  way  from  sheet  metal,  but  with  fangs  thereto  at  one  end,  and  with 
"  small  tits  near  where  the  nozzle  is  fitted  and  to; overlap  on  the  same."    It  kt 
not  contended  that  that  was  any  real  part  of  the  invention.    It  is  a  convenient  50 
addition  in  which  there  is  no  novelty,  and  it  is  not  suggested  that  that  ia  * 
separate  subject-matter  for  a  Patent.    It  is  only  a  convenient  means  of  giving 
effect  to  what  the  Patentee  calls  the  original  invention.    "  These  fangs  when; 
'.'  the  socket  is  made  and  fixed  in  position  are  above  the  nozzle  of  the  socket 
«  and  act  as  a  spring  clip  for  holding  the  candle.    This  socket  piece  with  its  & 
*J  fangs  can  be  made  in  one  piece  «f  Jttetal*;aK'  may  t*  made*  In-  more  than^ene 
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Mfpiecfe,  with  the  fangs  being  bulged  and  their  top  ends  tapered  outwards,  so 
M  that  the  candle  can  be  easily  inserted  between  the  fangs  and  gripped  by 
''$hem."  'Then  he  describes  by  reference  to  the  drawings  what  his  invention 
is ;  and  his  olahns  are  in  these  terms:  "1st.  A  socket  for  a  candlestick  as  set 
5»*a:forth,  described  and  illustrated  in  the  accompanying  drawings.  2ndly.  A 
u -socket  for  a  candlestick,  with  fangs  bulged  outwards  and  inwards,  to  act  as  a 
"-spring,  to  clip  any  size  candle.** 

r  I  must  say  that  on  first  reading  that  Specification  I  did  not  quite  gather  from  the 
language  what  it  really  was  meant  to  claim,  or  to  what  it  was  limited.    It 

10 -T  seemed  to  me,  in  the  first  instance,  as  if  it  was  a  Patent  for  applying  this  socket 

to  a  candlestick  (which  I  interpret  in  the  ordinary  popular  sense  as  embracing 

a  base  or  saucer,  and  what,  for  want  of  a  better  word,  I  shall  call  the  pillar,  at 

the  top  of  which  the  candle  is),  and,  therefore,  the  socket  being  something 

t  detachable  and  apart  from  the  candlestick  itself.    There  are  certainly  words,  if 

16- you  do  not  look  at  the  drawings,  both  in  the  Provisional  Specification  and  in 
the  Complete  Specification  which  I  think  justify  that  view ;  but  when  one 
comes  to  examine  it  critically  with  reference  to  the  drawings,  then  I  think  it  is 
obvious  that  what  the  Patentee  does  intend  is,  that  what  he  calls  the  socket  and 
that  which  I  describe  as  the  pillar,  for  want  of  a  better  word,  shall  be  really  one 

20  and  the  same  thing,  or  that  he  substitutes  for  what  I  should  call  the  pillar  his 
socket.  He  does  not  superadd  it  to  an  existing  pillar,  but  he  substitutes  it  for 
the  pillar,  and  the  name  that  it  is  known  by  is  the  socket.  He  makes  that 
socket  with  prongs  or  fangs  at  the  end  of  it  capable  of  gripping  a  candle,  and 
that  socket,  so  made,  he  inserts  into  a  base  which  has  been  called  a  saucer, 

25  and  which  is  very  like  a  saucer.  He  does  not  claim  any  specific  way  of  attaching 
it,  but  he  simply  attaches  it  to  the  base.  Now  he  has  got  his  socket  attached  to 
the  base  or  the  saucer,  but  he  claims  no  merit  for,  and  no  invention  in,  the 
method  of  attaching  it.  Then  he  superadds  to  that  again  something  in  respect 
of  which  he  makes  no  claim,  and  which  in  technical  language  is  called  a  nozzle. 

30  It  is  the  fiat  surface  out  of  which  the  candle  projects,  and  which  serves  to 
catch  the  drippings  from  the  candle.  That  is  called  the  nozzle,  and  is  put 
on  over  the  fangs.  It  might  be  put  on  from  either  one  end  or  the  other  I 
should  have  thought,  but  he  makes  or  suggests  (and  that  is  the  added  paragraph 
in  his  Complete  Specification)  a  mode  of  attachment.    He  does  not  indicate 

35  precisely  how  it  is  to  be  done,  but  these  tits  which  he  shows  by  his  drawings 

are  bent  down  and  so  keep  this  nozzle  in  its  place.    On  the  lower  side  of  it 

thete  is  shown  in  his  drawing  a  rim,  against  which  it  abuts  on  one  side,  and 

then  it  is  kept  in  place  by  the  deflection  or  bending  down  of  these  tits  on  the 

%  upper  surface,  so  that  he  has  shown  his  saucer  or  his  base,  his  socket  which  he 

4#  substitutes  for  a  pillar ;  he  has  shown  his  nozzle,  and  he  has  shown  his  prongs 
or  fangs  at  the  top.    But  the  Patent  is,  as  I  have  said,  for  a  socket  for  a  candle- 
stick.   He  does  not  claim  the  base  or  the  nozzle  or  the  fangs.    He  claims  the 
"socket  for  a  candlestick  as  set  forth,  described  and  illustrated  by  the  accom- 
%  "  panying  drawings."    That  is  what  he  claims,  but  we  have  to  measure  that 

45?  claim  by  the  light  of  what  was  already  known  at  the  time  in  order  to  see 
whether  it  is  a  step  forward,  and  not  merely  a  step  forward,  but  a  step  forward 
requiring  real  invention  or  ingenuity  in  order  to  make  it.  It  is  not  now  disputed 
that  there  was  in  the  market  a  considerable  number  of  what  are  called  sockets 
which  are  practically  qua  sockets,  undistinguishable  from  the  Plaintiff's  inven- 

50  tion ;  but  the  point  is  that  they  were  never  used  except  in  a  separable  state- to 
be  put  on  an  existing  candlestick  and  without  having  any  means  of  attaching 
them-  thereto,  and  therefore  were  liable  to  the  objection  that  they  were  not 
always  part  and  parcel  of  the  candlestick  itself.  The  Plaintiff  says  that  he  has 
made  a  real  improvement,  and  that  that  is  verified  by  the  fact  that  there  has 

55-  been  a  great  demand  for  his  candlestick,  which  is  made  in  this  way  by  substi- 
tuting what  was  formerly  a  separable  matter,  a  socket,  for  the  pillar  of  the 
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candlestick,  so  as  to  dispense  with  the  use  of  that  much  metal  and  to  have  the 
whole  thing  in  one  undetachable  piece. 

Now  the  question  is  whether  there  is  sufficient  invention  in  that  idea.    When 
you  work  it  down  to  its  essence  it  merely  consists,  it  seems  to  me,  in  attaching 
the  socket,  which  was  well  known— it  does  not  matter  whether  there  were  5 
three  prongs  or  four,  though  I  think  there  is  actually  one  in  existence  with 
only  three  prongs — with  three  prongs,  just  as  it  is,  directly  on  to  the  base  from 
which  the  pillar  sprang  in  ordinary  candlesticks.    It  is  admitted  that  there  is 
no  invention  in  the  mode  of  attachment.     There  is  no  invention  except  in  the 
idea  of  attaching  a  well  known  method  of  holding  a  candle  directly  on  to  the  10 
saucer  or  base.   That  is  all  that  has  been  done  here.    I  think  he  has  substituted  this 
contrivance  for  that  which  usually  comes  up  from  the  base,  and  is  perpendicular 
to  it,  and  he  has  called  that  the  socket.    Is  there  any  invention  in  that  ?     It  is 
admitted  that  these  sockets  were  not  uncommonly  carried  about  and  used, 
detached  from  the  base,  for  the  purpose  of  carrying  candles  in — not  attached  to  15 
a  candlestick  with  a  saucer  or  base  under  it,  but  carried  about  in  the  fingers. 
What  more  natural  to  conceive  the  idea  of  carrying  it  in  a  more  convenient  way, 
on  some  platform,  tray,  or  saucer,  and  if  so,  what  more  convenient  or  more 
obvious  than  to  have  some  means  or  other  to  attach  it  to  the  saucer  or  frame  ? 
That  is  the  whole  thing  really.     Take  that  and  attach  it  to  a  tin  saucer  and  you  20 
have  the  Plaintiff's  invention.     When  you  reduce  it  to  its  constituent  elements 
it  seems  to  me  that  that  does  not  involve  any  step  forward  at  all.    It  does  seem 
to  me  to  be  the  fact  that  it  was  not  done  before,  and  when  done  it  met  a 
demand ;   but  on  the  authority  of  the  cases  which  we  have  just  heard,  though 
that  is  a  factor  in  the  question  whether  there  is  such  a  degree  of  invention  as  to  29 
justify  the  granting  of  a  monopoly,  it  is  not  in  any  sense  incompatible  with  a  total 
absence  of  invention,  or,  at  all  events,  an  absence  of  invention  except  a  mere 
scintilla,  which  is  not  enough  to  justify  a  monopoly.    It  seems  to  me,  therefore, 
\vhen  this  case  is  sifted  to  its  base,  that  there  are  not  here  sufficient  elements  of 
ingenuity  or  invention  to  uphold  a  monopoly,  and  that  therefore,  with  great  30 
respect  to  Mr.  Justice  Phillimore,  this  judgment  cannot  stand.    I  am  of  opinion 
that  the  appeal  must  be  allowed. 

MATHBW,  LJ.—l  am  of  the  same  opinion.  I  do  not  think  there  is  any 
evidence  here  of  a  substantial  exercise  of  real  invention.  The  claim  the 
Plaintiff  has  made  is  for  a  socket  with  fangs  made  in  the  same  piece  as  the  rest  35 
of  the  socket.  Before  the  Plaintiff's  Patent  there  existed  sockets  with  fangs  at 
the  top  for  holding  the  candle  ;  but  those  fangs  were  annexed  to  separate  tubes, 
which  were  let  into  what  was  called  the  socket.  In  this  case  it  occurred  to  the 
Plaintiff  that  instead  of  having  this  separate  tube  with  fangs,  it  would  be  very 
well  that  the  fangs  should  be  annexed  to  the  original  tube.  In  that  it  is  said  40 
that  he  substantially  exercised  inventive  faculty.  I  am  clearly  of  opinion  that 
what  had  been  done  before  suggested  this  simple  improvement,  and  that  it  is 
not  such  an  improvement  as  to  justify  his  being  permitted  to  have  a  Patent  for 
it.    Therefore  I  think  the  appeal  must  be  allowed. 

COZBNS-H  ARDY,  LJ.—l  am  of  the  same  opinion.  I  doubt  whether,  at  the  trial,  45 
the  learned  Judge's  attention  was  very  emphatically  directed  to  the  particular 
difficulty  upon  which  we  are  deciding  this  case.  I  gather  that,  although  the 
point  was  distinctly  raised  in  the  pleadings  and  particulars  that  there  was  no 
subject-matter,  the  stress  of  the  argument  was  on  the  question  of  discon- 
formity,  and  as  to  that  the  learned  Judge  gave  an  elaborate  judgment,  which  50 
seems  to  me  to  be  entirely  and  absolutely  right  on  that  point.  As  sometimes 
happens,  however,  a  bad  point  taken  by  a  Defendant  prevents  what  is  really  a 
good  point  from  receiving  the  attention  which  it  otherwise  deserves. 

Here  I  fail  to  see  any  ground  for  saying  there  is  invention  in  the  sense  in 
which  we  hold  that  word  is  of  importance  in  Patent  law.     It  was  simply  55 
taking  two  perfectly  well  known  things,  perfectly  well  known  in  the  trade, 
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and,  taking  the  point  in  the  most  favourable  way  for  the  Patentee,  fastening  the 
one  to  the  other.  I  do  not  think  that  that  can  be  considered  such  a  meritorious 
exercise  of  real  ingenuity  or  such  an  invention  as  entitles  the  Patentee  to  have 
a  monopoly.  On  that  ground  I  think  that  the  action  must  fail,  and  Mr.  Justice 
5  PhiUimore's  judgment  must  be  reversed.  If  that  difficulty  had  been  got  over, 
speaking  only  for  myself,  I  should  have  still  very  great  difficulty  on  the 
Specification  itself. 

T.  Terrell,  K.C. — I  ask  that  the  appeal  be  allowed  with  costs  here  and  with 
costs  below,  and  that  the  costs  which  the  Defendant  has  paid  on  an  undertaking 
10  to  refund  should  be  refunded.    I  also  ask  for  a  certificate  that  the  Particulars 
of  Objections  were  reasonable  and  proper. 

COLLINS,  M.R. — Very  well,  you  may  have  that. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 

]5  June  2nd,  3rd,  4th,  and  5th,  and  July  2nd,  1902, 

Worcester  Rotal  Porcelain  Company,  Ld.  v.  Locke  &  Co. 

The  Same  v.  Rhodes. 

Action  to  restrain  }>assing-ojf\ — Tradename. — "  Worcester  China." — Secot\dary 
meaning  due  to  personal  merits  of  manufacturer  and  not  to  anything  indigenous 
20  to  the  place  of  manufacture. — "Exclusive"  not  necessarily  "sole  and  exclusive" 
Injunctions  granted  against  both  manufacturer  and  retailer  of  goods  com- 
plained of 

The  original  factory  of  china  and  porcelain  known  as  "  Worcester "  or 
**  Worcester  China"  was  founded  at  Worcester  in  1751.    From  1786  to  1801 

25  there  were  two  factories  and  firms,  from  1801  to  1840  three  factories  and  firms, 
and  from  1840  to  1889  two  factories  and  firms  engaged  independently  in  this 
manufacture  at  Worcester.  Since  1889  t/ie  Plaintiffs,  who  claimed  to  be  the 
successors  of  all  the  above-mentioned  firms,  had  been  the  only  manufacturers  of 
china  or  porcelain  in  Worcester  until  1897,  when  one  Locke,  who  had  been  in 

30  their  employment,  set  up  a  new  manufactory.  In  1898  Locke  sold  his  business  to 
the  Defendant  Company.    It  appeared  that  there  were  no  natural  advantages  in 
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v      -_  _r: 


*A*  twy  a/*  *o»7  or  i^a^r  or  otherwise  attaching  to  the  city  or  county  of . Worcester. 

» 

making  it  specially  suitable  for  the  manufacture  of  china  and  porcelain,  and-, 
that  the  productions  of  the  Worcester  makers  had  never  been  confined  to  afi'y' 
special  types,  but  had  included  specimens  of  all  classes  of  such  wares  and  all    . 
descriptions  of  design,  subjects,  and  colouring.    It  also  appeared  that  from  some-  5 
time  prior  to  1889  the  Plaintiffs  had  used  as  generally  as  possible  the  word 
"  Royal "  as  well  as  "  Worcester  "  in  connection  with  their  goods ;  and  since,  in 
1S89,  they  acquired  the  works  and  business  of  Grainger,  the  last  surviving  of 
the  above-mentioned  firms,  they  had  kept  those  works  as  a  separate  establish' 
ment,  and  had  described  products  tJierefromas  "Grainger's  Worcester  China."  \q 
In  two  actions  brought  by  the  Plaintiffs  against  the  Defendant  Company  and 
against  a  retail  dealer  who  sold  the  products  of  the  Defendant  Company  as 
"  Worcester  China" 

Held,  (1)  that  between  1889  and  the  commencement  of  sales  by  Locke  and 
the  Defendant  Company  the  word  "  Worcester,"  as  applied  to  current  trade  15 
productions  in  china  and  porcelain,  acquired  and  had  a  secondary  meaning  as 
denoting  goods  made  by  the  Plaintiffs  at  one  or  other  of  their  manufactories  to 
the  exclusion  of  all  otlier  manufacturers  of  china  or  porcelain  and  similar 
articles ;  (8)  that  the  Plaintiffs  were  not  disentitled  to  relief  either  hy  reason 
of  previous  manufacturers  having  made  at  Worcester  china  now  known  as  <jo 
"  Worcester"  or  by  the  fact  that  some  of  their  goods  were  described  as  "Royal 
"  Worcester  "  or  "  Grainger's  Worcester  China " ;  and  (8)  that,  although  no 
actual  instance  of  deception  had  been  proved,  the  acts  of  the  Defendants  were    . 
calculated  to  deceive  purchasers  and  the  public  into  the  belief  that  their  goods 
were  tjhose  of  the  Plaintiffs.  -25 

Montgomery  v.  Thompson  (8  R.P.C.  861 ;  L.R.  (1891)  A.C.  217)  followed. 

The  historical  facts  of  the  case  were  stated  as  follows  by  the  Judge  at  the 
commencement  of  his  judgment : — In  the  year  1751  the  first  manufactory  for 
the  production  of  porcelain  or  china  was  established  at  Warmstry  House  at 
Worcester  by  Dr.  John  Wall,  in  conjunction  with  certain  other  persons,  and  30 
the  original  articles  of  partnership  commence  with  the  recital :  "  Whereas  a 
"  new  manufacture  of  earthenware  has  been  invented  by  John  Wall,  of  the 
4>  city  of  Worcester,   doctor   of   physic,  and    William   Davis  of  the  same, 
"apothecary,  under  the  denomination  of  *  Worcester  Porcelain.' "    In  1772  the 
manufactory  was  sold  to  the  Reverend  Tfiomas  Vernon,  who  appears  to  have-  35 
transferred  it  to  J.  Wall,  junior.    It  was  subsequently  transferred  to  J.  Wall, 
senior,  <fc  Co.,  and  in  1783  the  business  was  sold  to  a  Mr.  Flight    In  1793 
Mr.  Barr  was  taken  into  partnership,  and  the  firm  name  became  "  Flight  and 
*.*  Barr  "  ;  other  changes  took  place  in  1807  and  1813,  the  firm  name  becoming 
first  "  Barr,  Flight,  and  Barr,"  and  then  "  Flight,  Barr,  and  Barr"    It  so  40 
continued  until  1840.    In  the  meantime,  namely,  in  1786,  Robert  Chamberlain, 
who  had  been  in  the  service  of  the  Warmstry  House  firm,  started  in  business 
for  himself,  and  in  1788  he  established  a  manufactory  of  china  or  porcelain  at 
Diglis,  in  Worcester.    In  the  year  1828  Walter  Chamberlain  and  John  Lilly 
became  the  proprietors  of  the  Diglte  Works,  and  so  continued  until  1840/    In'  45 
that  year  there  was -an  amalgamation  of  the  two  firms.    The  works  at  Warmstry  ( Z 
House  were  closed,' and  the  business  was  then  carried  on  as  ^Chamberlain  A. 
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",(7a."  at  Diglis  only.  In  1850  and  1852  there  were  other  changes  in  the  firm, 
and  in  1862  the  Plaintiff  Company  was  formed  and  acquired  the  business, 
which  has  ever  since  been  carried  on  by  them  at  Diglis.  There  had,  however, 
been  another  and  rival  business  set  up  in  1801,  when  Thomas  Grainger  left 
5  the  service  of  Messrs.  Chamberlain  and  established  a  new  manufactory  at 
St.  Martin's,  Worcester.  The  business  was  carried  on  first  under  the  style  of 
44  Thomas  Grainger  &  Co.,"  subsequently  as  " George  Grainger"  and  after- 
wards as  "  George  Grainger  Jt  Co"  until  the  year  1889,  when  this  business  and 
manufactory  was  also  acquired  by  the  Plaintiff  Company,  who  then  became  the 
10  only  manufacturers  of  china  or  porcelain  in  Worcester,  and  so  continued  until 
1897,  when  Edward  Locke,  who  had  been  in  their  employment,  set  up  a  new 
manufactory.  This  business,  in  1898,  became  the  property  of  the  Defendant 
Company,  who  have  sold,  and  claim  the  right  to  sell,  the  china  manufactured 
by  them  as  M  Worcester"  or  "  Worcester  China."  It  was  to  restrain  this,  and  to 
15  establish  the  alleged  exclusive  right  of  the  Plaintiff  Company  in  respect  of  the 
word  "  Worcester "  in  connection  with  china  or  porcelain  and  similar  manu- 
factures, that  the  present  action  was  brought. 

By  their  writ  issued  on  the  22nd  of  April  1901  the  Worcester  Royal  Porcelain 
Company,  Ld.9  who  were  the  Plaintiffs  in  the  action,  claimed  an  injunction  to 
20  restrain  the  Defendants,  their  servants  and  agents,  "  from  passing  off  or  enabling 
44  or  assisting  others  to  pass  off  any  goods  made  of  china  or  porcelain  or  any 
"  similar  material  and  not  manufactured  by  the  Plaintiffs  as  or  for  the  goods 
"  manufactured  by  the  Plaintiffs  whether  by  means  of  the  name  or  designation 
"  under  which  the  same  are  sold  or  offered  for  sale  or  otherwise  howsoever, 
25  4<  and  from  selling  or  offering  or  exposing  or  advertising  for  sale  or  procuring  or 
41  enabling  to  be  sold  or  offered  or  exposed  or  advertised  for  sale  any  such 
44  goods  as  aforesaid  under  the  name  *  Worcester  China  *  or  *  Worcester  Porcelain  *' 
«or  *  Worcester  Ware '  or  *  Worcester  Pottery' or  *  Worcester'  or  under  any 
44  other  name  which  by  colourable  imitation  of  any  such  name  as  aforesaid  or 
80  u  otherwise  is  calculated  to  represent  or  lead  to  the  belief  that  such  goods  are 
"  goods  of  the  Plaintiffs'*manufacture,  and  from  otherwise  using  or  causing  or 
44  enabling  to  be  used  the  name  4  Worcester '  in  connection  with  the  sale  of  any 
44  such  goods  as  aforesaid  without  clearly  distinguishing  such  goods  from  the 
44  goods  of  the  Plaintiffs";  they  also  claimed  "an  Order  for  delivery  up  on 
35  "  oath  or  (at  the  Plaintiffs'  option)  destruction  of  all  show  cards,  advertise- 
"  ments,  catalogues,  and  other  documents  and  things  which  are  in  the  possession 
44  or  power  or  under  the  control  of  the  Defendants  and  offend  against  the 
44  foregoing  injunctions  or  any  of  them,"  damages  or  an  account  of  profits,  and 
costs. 
40      The  amended  Statement  of  Claim  was  as  follows : — "  (1)  The  Plaintiff  Company 
»4  carry  on  business  in  the  City  of  Worcester  as  manufacturers  and  vendors  of 
44  china,  porcelain,  and  similar  wares,  and  such  business  has  been  carried  on  by 
u  them  and  their  predecessors  in  business  for  150  years  or  thereabouts.    Down 
44  to  the  year  1896  no  business  of  a  similar  character  was  carried  on  in  the  City 
45  "  of  Worcester  by  any  other  firm  than  the  Plaintiff  Company  and  their  several 
44  predecessors  in  business.     (2)  The  Plaintiff  Company's  manufactures  are 
44  commonly  known  and  described,  ordered,  bought,  and  sold  by  the  names 
44  4  Worcester    China,'    4  Worcester  Ware,'  4  Worcester  Porcelain,'    4  Worcester 
4* 4  Pottery/  4  Worcester,'  and  the  like,  and  by  reason  of  the  skill  and  care 
50  "  which  have  been  bestowed  upon  their  productions  by  the  Plaintiff  Company 
44  and  their  said  predecessors  and  their  employes,  the  Plaintiff  Company's 
44  business  has  become,  and  is,  one  of  great  magnitude  and  importance,  and  the 
44  reputation  of  their  goods  under  the  names  aforesaid  stands  very  high.    (3) 
"  The  said  names  4  Worcester  China,'  4  Worcester  Ware,' 4  Worcester  Porcelain,* 
55  444  Worcester  Pottery,'  4  Worcester,'    and    the  like,  indicate  exclusively  the 
"  manufactures  of  the  Plaintiff  Company  *ncl  their  -  said  predecessors,  and 
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44  anyone  who  asks  for  or  orders  *  Worcester  China,'  *  Worcester  Ware,* 
"'Worcester  Porcelain,'  'Worcester  Pottery,'  or  'Worcester'  intends  and 
44  expects  to  receive  an  article  manufactured  by  the  Plaintiffs  or  by  their  said 
"  predecessors  and  by  no  one  else.  There  is  nothing  indigenous  to  the  City 
44  or  County  of  Worcester  which  possesses  any  value  in  the  manufacture  of  5 
"  porcelain,  and  the  whole  value  and  importance  of  the  names  aforesaid  have 
"  been  created  by  the  Plaintiffs  and  their  said  predecessors  in  business  with 
"  whose  productions  the  said  names  are  associated  as  aforesaid.  (4)  In  the 
"  year  1896  one  Edward  Locke,  who  had  quitted  the  employ  of  the  Plaintiff 
"  Company  in  the  previous  year,  commenced  the  manufacture  of  porcelain  in  10 
"  Worcester,  and  the  Defendant  Company  was  incorporated  in  the  year  1898 
44  for  the  purpose  of  taking  over  his  business,  and  they  are  now  carrying  on 
44  business  in  succession  to  him.  The  articles  manufactured  by  the  Defendants 
"  are  inferior  in  quality  to  the  Plaintiffs'  corresponding  articles,  but  they  are 
"  manufactured  in  a  somewhat  similar  style,  and  there  is  sufficient  resemblance  15 
"  between  the  two  makes  to  predispose  an  ordinary  and  unskilled  purchaser  to 
"  believe  that  the  Defendants'  goods  were  made  by  the  Plaintiffs.  For  some 
"  years  the  said  Edward  Locke  and  the  Defendants  were  not  (so  far  as  the 
"  Plaintiffs  have  discovered)  doing  anything  especially  directed  towards  the 
"  promotion  of  confusion  beyond  the  adoption  of  the  style  of  manufacture  20 
"  aforesaid,  but  they  have  recently  discovered  that  the  Defendants  have  begun 
"  to  describe  their  goods  by  names  which  distinguish  the  Plaintiffs'  goods,  and 
44  in  particular  the  words  '  Worcester  China.'  (5)  The  Defendants  supply  their 
"  goods  to  shopkeepers  for  sale  accompanied  by  cards  for  exhibition  with  the 
44  goods  in  the  shop  windows.  Such  cards  bear  the  words  '  Worcester  China,'  25 
"  which  in  the  earlier  instances  which  have  come  to  the  knowledge  of  the 
44  Plaintiffs  were  followed  by  the  words,  '  Manufactured  by  E.  Locke  A  Co., 
"  '  Shrub  Hill  Works,  Worcester,'  and  in  somewhat  later  instances  by  the 
"  words,  '  Manufactured  by  Locke  A  Co.,  Ld.,  Worcester,'  and  very  recently 
"  the  Plaintiffs  have  discovered  that  the  Defendants'  goods  are  being  sold  in  30 
"  various  shops  under  cards  supplied  by  the  Defendants  which  bear  the  words 
"  *  Worcester  China '  without  anything  more.  The  Plaintiffs  have  also  discovered 
44  another  variety  of  the  said  cards  on  which  the  inscription  is  '  Worcester 
"  '  Ware,  manufactured  by  E.  Locke  A  Co.*  The  Defendants  are  moreover 
44  exporting  to  foreign  countries  goods  of  their  own  manufacture  marked  and  35 
44  described  as  4  Worcester '  from  which  all  mention  of  their  own  name  is 
44  carefully  excluded.  (6)  The  use  by  the  Defendants  and  their  agents  of  the 
"  said  names  '  Worcester  China,'  '  Worcester  Ware,'  '  Worcester,*  and  the  like 
44  is  calculated  to  represent  and  must  lead  the  public  to  believe  that  the  goods 
"  so  described  are  goods  manufactured  by  the  Plaintiffs,  and  must  consequently  40 
44  cause  such  goods  to  be  sold  and  passed  off  as  the  goods  of  the  Plaintiffs.  This 
44  is  so  even  where  the  names  of  the  Defendants  is  added,  for  many  members  of 
44  the  public  know  the  terms  *  Worcester  China '  and  4  Worcester  Ware '  without 
44  knowing  the  exact  name  under  which  the  present  successors  of  the  old  firms 
44  are  trading.  The  Defendants  have  already  caused  injury  to  the  Plaintiffs  by  45 
44  the  use  of  such  names,  and  have  received  profits  intended  for  and  which 
44  ought  to  have  belonged  to  the  Plaintiffs,  and  unless  the  Defendants  are 
44  restrained  from  continuing  to  use  the  names  aforesaid  and  to  act  in  manner 
44  hereinbefore  described  the  injury  to  the  Plaintiffs  will  be  seriously  increased. 
44  Moreover,  in  addition  to  the  injury  caused  to  the  Plaintiffs  by  the  Defendants'  50 
44  goods  being  sold  as  theirs  the  Plaintiffs  are  exposed  to  a  further  injury  to 
44  their  reputation  by  reason  of  the  Defendants'  inferior  productions  being 
44  supposed  to  proceed  from  them." 

The  Amended  Statement  of  Defence  was  as  follows : — "  (1)  The  Defendants 
44  admit  that  the  Plaintiff  Company  carries  on  business  in  Worcester  as  manu-  55 
44  facturers  and  vendors  of  c^infr,  porcelain,  and  similar  wares.   They  deny  each 
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"  and  every  of  the  other  allegations  contained  in  paragraph  1  of  the  Statement ' 
44  of  Claim.  (2)  Except  that  the  Plaintiff  Company's  manufactures  are  commonly 
44  known,  described,  ordered,  bought,  and  sold  as  *  Royal  Worcester  Porcelain '  or 
"  *  Royal  Worcester '  or  *  Grainger's  Worcester  China  *  the  Defendants  deny 
5  "  each  and  every  allegation  contained  in  paragraph  2  of  the  Statement  of  Claim. 
"  (3)  The  Defendants  deny  each  and  every  allegation  contained  in  paragraph  3 
"  of  the  Statement  of  Claim.  (4)  From  time  to  time  during  the  18th  and  19th 
"  centuries  various  persons  and  firms  have  set  up  as  china  manufacturers  in  the 
44  City  of  Worcester  and  neighbourhood  and  sold  their  goods  as  *  Worcester 

10  "  A  China '  or  4  Worcester.'  No  attempt  has  ever  been  made  by  the  Plaintiffs  or 
44  any  of  their  predecessors  in  title  to  restrain  any  of  these'persons  or  manufac- 
44  turers  using  the  word  *  Worcester '  or  selling  their  goods  as  *  Worcester  China.9 
"  The  Plaintiffs  or  their  predecessors  have  from  time  to  time  bought  up  the 
"  businesses  of  these  persons  and  firms  for  value.    Particulars  of  the  names  of 

15  "  such  persons  and  firms  are : — Thomas  Grainger ;  Grainger  A  Wood ; 
"  Grainger,  Wood  and  Wilkins ;  Grainger,  Lee  A  Co. ;  George  Grainger  A 
"  Co.;  Flight,  Barr  and  Barr ;  Robert  Chamberlain,  Walter  Cliamberlain, 
44  and  John  Lily ;  Kerr  and  Binns.  The  Plaintiffs  have  not  by  any  such 
44  purchases  acquired  the  right  to  the  exclusive  use  of  the  words  *  Worcester 

20  "  '  China '  4  Worcester  Ware '  or  *  Worcester '  such  exclusive  right  never 
44  belonged  to  any  one  of  the  said  persons  or  firms  nor  did  such  words  ever 
"  denote  the  goods  of  any  one  of  the  firms  to  the  exclusion  of  the  goods  of 
44  other  makers.  (5)  With  reference  to  the  allegations  in  paragraph  4  of  the 
44  Statement  of  Claim  Edward  Locke  therein  mentioned  was  apprenticed  to  one 

25  **  Grainger  a  well  known  manufacturer  of  Worcester  china  and  for  many  years 
44  prior  to  1889  a  competitor  of  the  Plaintiff  Company  and  was  in  his  service 
44  for  3'J  years  from  1843  to  1850  and  from  1857  to  1889  when  the  business  of 
44  the  said  Grainger  A  Co.  was  purchased  by  the  Plaintiff  Company.  This 
44  business  is  now  and  always  has  since  it  was  founded  in  1801  been  carried  on 

30  **  as  a  separate  business  under  separate  management.  When  the  Plaintiffs 
u  purchased  the  business  of  Grainger  A  Co.  in  1889  Edward  Locke  at  their 
44  request  continued  to  work  in  the  said  business  of  Grainger  A  Co.  as  he  had 
"  done  up  to  1889  and  so  continued  up  to  1895.  He  then  began  to  manufacture 
44  Worcester  china  on  his  own  account.    His  manufactory  is  situate  at  Worcester, 

35  "  his  china  is  made  in  the  same  way  and  of  the  same  material  in  all  respects  as 
u  the  Worcester  china  made  and  sold  by  Grainger  and  is  the  identical  article 
44  that  is  known  to  the  trade  and  public  as  Worcester  china.  The  Defendants 
44  are  the  successors  in  business  to  Edward  Locke  and  claim  the  right  to  make 
44  Worcester  china  and  to  describe  and  sell  it  as  such.     (6)  With  reference  to 

40  "  the  allegations  contained  in  paragraph  5  of  the  Statement  of  Claim  the 
44  Defendants  deny  that  they  are  exporting  goods  to  foreign  countries  of  their 
44  own  manufacture  marked  and  described  as  4  Worcester '  from  which  all 
44  mention  of  their  own  name  is  carefully  excluded.  All  goods  exported  to 
44  foreign  countries  or  otherwise  sold  or  supplied  by  the  Defendants  are  marked 

45  "  with  their  Trade  Mark  which  bears  their  name  and  address.  (7)  The 
44  Defendants  deny  each  and  every  allegation  in  paragraph  6  of  the  Statement 
44  of  Claim.  They  have  made  no  change  in  the  mode  of  describing  their  goods 
44  from  the  time  they  began  business.  They  now  describe  and  have  always 
44  described  them,  as  the  Plaintiff  Company  now  and  has  always  well  known,  as 

50  "  4  Worcester  China '  and  4  Worcester  Ware.1  (8)  The  Plaintiffs  and  their 
44  predecessors  in  business  are  not  and  never  have  been  the  only  manufacturers 
44  of  china  in  Worcester.  The  firms  mentioned  in  paragraph  4  especially  the 
44  Graingers  carried  on  business  in  Worcester  as  makers  of  Worcester  china 
44  from    1801    to    1889  in  active  competition  with  the  Plaintiffs  and  their 

55  44  predecessors  and  neither  the  terms  4  Worcester  China '  nor  4  Worcester  Ware  * 
44  have  ever  or  do  now  exclusively  designate  the  Plaintiffs'  goods  nor  have  they 
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"ever  been  known  to  designate  their  goods  to  the  exclusion  of  those-  of  other 
;'  manufacturers.  All  china  made  at  Worcester  is  known  to  the  trade  and 
"  public  as  '  Worcester  China '  as  appears  by  the  following  show  cards  :— No.  1 
"need  since  1889  by  the  Plaintiff  Company  and  previously  used  by  George 
'\  Grainger  &  Co, ;  No.  2  recently  issued.  5 


No.  1. 


No.  2. 


";(!))  The  china  manufactured  by  the  Plaintiffs  at  their  original  works  is 
always  described  by  them  on  their  show  cards  as  '  Royal  Worcester '  either 
with  or  without  the  addition  of  their  registered  Trade  Mark  and  the  Royal 
Annfl  of  England  as  in  the  following  show  cards :  — 


0$><xfc2* 

fS&orceefer 
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"  (10)  Al  stated  iii  a  book  issnod  by  the  Plaintiffs  and  given  to  every  visitor 
*-to  their  works  called  'A  Guide  through  the  Royal  Porcelain 
"  'Works  Worcester'  it  is  alleged  on  page  4,  'The  productions  of 
** '  the  Royal  Porcelain  Works  may  be  obtained  of  the  principal 
5  "  '  china  dealers  throughout  the  world.  The  public  is  particularly 
" '  requested  to  observe  that  the  productions  of  the  Royal 
*' '  Porcelain  Works  have  their  registered  Trade  Mark  either 
"  '  impressed  in  the  ware  or  printed  on  the  glaze. 

,-,.    '■  "'The  following  names  and  marks  are  also  registered  as  Trade  Marks; — 

10   "'" Royal   Worcester"  "The  Royal  Porcelain  Works "  "The  Royal  Porcelain 

"  '  Works  Worcester  "  "  The  Worcester  Royal  Porcelain  Works  " 

"  '  and  aa  stated  on  page  41  in  March  1889  the  old  established 

"  '  Worcester  China  Works  of  George  Grainger  &   Go.  were 

[    "  '  taken  over  by  the  proprietors  of  the  Royal  Porcelain  Works 

IS   "  'and  are  carried  on  as  a  separate  establishment.'    All  china 

"  manufactured    by    Grainger    A    Go.   is    marked    with    the 

"  following  mark  : — 

"(11)  The  Defendants'  Trade  Mark  consists  of  the  name  and 
'      "  address  printed  as  follows  :— 

20       "  This  Trade  Mark  is  placed  on  all  their  goods. 


"  (12)  The  Defendants'  show  cards  ; 
"  following : — 


,  used  and  issued    by   them 


WORCESTER 
CHINA 

Muabctanl  tp 

LOCKE  &  CO.,  Limited. 


"  The  Defendants  claim  that  their  goods  are  properly  described  » 
"  *  China  '.and  that  they  have  the  right  to  so  call  and  sell  their  china. 

25  "  (13)  The  Defendants  submit  that  the  Plaintiff  Company  are  not  and  before 
"  thin  action  neither  they  nor  any  of  their  predecessors  in  business  claimed  or 
"  had  a  right  to  claim  to  have  the  exclusive  use  of  the  words  '  Worcester  China ' 
"  '  Worcester  Ware '  or  '  Worcester '  and  that  they  have  no  right  or  title  to  such 
"  exclusive  use  and  that  this  action  should  be  dismissed  with  costs." 

30  The  plaintiffs  joined  issue  with  the  Defendants  upon  their  Statement  of 
Defence. 
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The  Plaintiffs  had  also  commenced  an  action  against  William  Henry  Rhodes, * 
a  dealer  in  china  and  glass  at  Worcester  and  Malvern,  who  had  bought  china 
from  Locke  A  Co.  as  "Worcester  China,"  and  was  selling  it  as  "Worcester 
"  China"  in  the  manner  described  below  in  his  Lordship's  judgment     This 
action  came  on  for  hearing  with  the  main  action  against  Locke  A  Go.  as  5 
mentioned  below. 

The  trial  of  the  actions  commenced  on  the  2nd  of  June  1902. 

Moulton,  K.C.,  Levett,  K.C.,  Sebastian,  and  Southall  (instructed  by  Churchy 
Rendell  A  Co.,  agents  for  S.  Southall,  Worcester)  appeared  for  the  Plaintiffs ; 
C.  A.  Russell,  K.C.,  and  Willis  Bund  (instructed  by  Stallard  and  Turner,  10 
agents  for  John  Stallard  A  Son,  Worcester)  appeared  for  the  Defendants  in 
both  actions. 

It  was  agreed  that,  subject  to  all  proper  objections,  the  evidence  in  the  first 
action  should,  so  far  as  it  was  applicable,  be  evidence  in  the  other. 

Moulton,  K.C.,  opened  the  Plaintiffs9  case  and  narrated  the  historical  facts.    He  15 
submitted  that,  although  "  Worcester  "  was,  of  course,  the  geographical  name  of  the 
place  where  the  Plaintiffs  happened  to  manufacture,  yet  in  connexion  with  the 
particular  goods  of  this  trade,  viz.,  fine  and  common  earthenware,  u  Worcester  " 
had  always  been  a  personal  name,  signifying  the  Plaintiffs  and  their  predecessors. 
In  this  connexion  "  Worcester "  never  became  a  term  open  to  the  trade ;   it  20 
never  was  the  name  of  a  china  depending  on  the  advantages  or  locality  of  the 
City  of  Worcester  for  its  ingredients  or  otherwise ;   it  has  always  meant  china 
owing  its  merit  to  the  particular  firms  who  alone  have  used  the  name,  and  of 
all  of  whom  the  Plaintiffs  are  the  successors.     The  Plaintiffs  are  therefore 
entitled  to  the  exclusive  use  of  the  word  "  Worcester  "  in  this  connexion,  to  the  25 
exclusion,  that  is,  not  of  others  who  have  had  it,  but  of  the  public.     For  there 
is  nothing  illogical  or  repugnant  to  legal  conceptions  in  the   fact  of    there 
having  at  one  time  been  two  or  even  three  persons  enjoying  this  exclusiveness. 
In  fact,  the  law  even  contemplates  and  provides  for  it,  e.g.,  in  the  "  three-mark 
44  rule"  as  to  Trade  Marks  and  in  joint  ownership  of  a  Patent.     u Worcester"  30 
to  the  public  means  the  china  of  the  Plaintiffs,  and  it  is  therefore  a  fraud  on 
the  public  to  put 44  Worcester "  on  other  china,  especially  when,  as  in  the  case 
of  the  goods  prepared  by  the  Defendants  for  the  American  market,  the  name  of 
the  real  producer  is  omitted  (Dent  v.  Turpin,  2  J.  &  H.  139).     The  acts  of  the 
Defendants  show  a  gradual  approximation  to  that  which  will  unquestionably  35 
mislead.     The  fact  that  the  Plaintiffs  have,  since  1885,  also  used  the  name 
44  Royal  Worcester "  does  not  impair  the  secondary  meaning  of  u  Worcester," 
which  they  still  use,  and  by  which  their  goods  are  still  known  in  the  mouths  of 
the  public. 

Evidence  in  support  of  the  Plaintiffs'  case,  and  as  to  the  historical  facte,  was  40 
given  by  their  managing   director,  Edward  Robert  Evans,  who  exhibited 
specimens  of  44  Worcester  "  china,  on  which  his  Lordship  came  to  his  conclusions 
of  fact  as  to  the  ingredients  and  styles  of  manufacture.     This  witness  also 
deposed  as  to  agencies  for  their  new  wares  in  different  towns,  and  as  to  the 
Defendants  similarly  furnishing  local  agents  with  their  goods  and  show  cards  45 
for  44  Worcester  China."    Evidence  as  to  the  meaning  of  the  word  44  Worcester  " 
as  applied  to  china  was   also  given   in  favour  of  the  Plaintiffs  by  several 
witnesses,  including  John  C.  L.  Sparkes,  late  Principal  of  the  Royal  College  cf 
Art,  South  Kensington,  and  F.  Litchfield,  F.  Neale,  and  T.  Cox,  all  experts  in 
china,  the  last  named  being  chief  of  the  catalogue  department  of  Christie,  50 
Manson,  and  Woods,  auctioneers.    He  deposed,  in  cross-examination,  that  in 
his  catalogues  he  described  the  goods  of  Wall,  Chamberlain,  Flight  and  Ban*, 
Grainger  and  Kerr,  Binns,  and  the  Plaintiffs,  all  as  "  Worcester  " — the  Plaintiffs' 
china  manufactured  in  the  last  ten  years  as  44  Modern  Worcester  " — and  that  he 
did  not  use  the  term  "  Royal  Worcester."    Evidence  was  also  given  on  behalf  55 
of  the  Defendants  by  J.  Millington,  ex-mayor  and  auctioneer,  of  Worcester, 
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who  said  that  he  invariably  disclosed  the  name  of  the  maker  of  china  made  at 
Worcester  when  he  could  find  it,  but  admitted  that  the  qualities  which  gave  the 
china  its  price  were  due  to  the  workmanship  and  ability  of  its  manufacturers. 
Edward  Locke,  the  founder  of  the  Defendants'  firm  and  managing  director  of 
5  the  Defendant  Company,  deposed  that  he  had  been  employed  since  1845  in 
"Worcester  in  the  manufacture  of  china  with  the  firms  of  Grainger ',  Kerr  and 
Binns,  Grainger,a,n&  the  Plaintiff  Company, as  modeller  and  designer  ;  that  in 
1895  he  left  the  Plaintiffs  and  started  the  separate  business  which,  in  1898,  was 
sold  to  the  Defendant  Company  ;  that  he  had  never  called  his  goods  "  Royal," 

10  or  "  porcelain  " ;  that  since  1898  every  article  had  been  marked  "  Locke,  Limited, 
"  Worcester,"  and  "  England,"  with  a  globe  ;  and  that  prior  to  1898  the  only 
show  card  issued  by  him  bore  the  words,  "  Manufactured  by  E.  Locke  &  Co., 
"  Worcester."  This  witness  explained  the  despatch  of  some  goods  marked 
simply  "  Worcester,  England,"  which,  prior  to  1898,  had  been  sent  out  for  the 

15  American  market,  as  being  the  result  of  a  "  trick,"  of  which  he  was  the  victim. 
There  was  only  one  order — for  10/.  worth. 

Russell,  K.C.,  and  Willis  Bund,  for  the  Defendant  Company. — It  cannot 
since  1889,  any  more  than  before  that  date,  be  predicated  of  the  term 
"Worcester"  that  it  exclusively  .denotes  the  Plaintiffs.    What  the  Defendants 

20  have  done  is  only  a  repetition  of  what  Grainger  and  Chamberlain  did  ;  and  to 
set  up  for  himself,  as  the  Defendant  Locke  did,  was  the  natural  thing  for  him 
to  do.  Prior  to  1889  the  Plaintiffs  could  not  have  established  an  exclusive 
right  to  "  Worcester,"  and  the  combination  of  Grainger's  business  with  their 
own  does  not  establish  the  legal  result  for  which  they  contend.    They  have  to 

25  prove  their  whole  case  as  from  1889,  and  that  they  have  failed  to  do.  What  has 
taken  place  since  1889  with  regard  to  "  Royal  Worcester  "  is  very  good  evidence 
that  they  did  not  regard  "  Worcester "  as  synonymous  with  their  goods,  and 
that  they  were  conscious  that  "Worcester"  did  not  denote  their  make  and 
their  make  alone.    The  evidence  adduced  on  their  behalf  is  of  the  "  slender  " 

30  character  mentioned  by  Lord  Davey  in  Cellular  Clothing  Company  v.  Marlon 
and  Murray  (16  R.P.C.  397  ;  L.R.  (1899)  A.C.  326).    [Byrne,  J.,  referred  to 

*      Braham  v.  Beachim  (L.R.  7  C.  D.  848).] 

Moulton,  K.C.,  and  Sebastian,  in  reply. — This  case  turns  upon  the  meaning 
of  "  Worcester,"  as  applied  to  china,  at  the  present  time — that  is,  since  1889, 

35  when  it  became  definite,  signifying  the  Plaintiffs  and  their  predecessors. 
What  gives  the  word  the  weight,  and  enables  it  to  carry  the  recommendation 
which  the  Defendants  do  not  deny,  is  the  personal  merit  of  its  manufacturers, 
and  not  any  particular  style  or  advantage  of  locality.  It  is  a  private  right 
which  has  been  injured,  and  such  a  right  is  complete  in  itself.    It  is  the 

40  exclusiveness  of  the  right  which  makes  it  privati  juris,  aud  then  the  law  will 
protect  it  against  false  representation  by  an  injunction,  as  in  Dent  v.  Turpin 
(2  J.  &  H.  139,  at  pa<?e  144)  and  Southorn  v.  Reynolds  (12  L.T.  (N.S.)  75),  even 
where  other  persons  also  entitled  to  the  right  to  the  exclusion  of  the  public  are 
not  joined  as  Plaintiffs.    The  right  to  the  word  in  its  secondary  sense  does  not 

45  need  to  be  pieced  together,  our  right  being  as  modern  as  our  need  to  enforce  it. 
It  is  not  necessary  to  show  that  the  public  which  uses  the  word  should  know 
who  is  the  actual  manufacturer  (Powell  v.  Birmingham  Vinegar  Brewery 
Company,  Li.,  13  R.P.C.  235  ;  L.R.  (1896)  2  Ch.  64,  and  (H.L.)  14  R.P.C.  720 ; 
L.R.  (1897)  A.C.  710 ;  and  Reddaway  v.  Banham,  13  R.P.C.  218  ;  L.R.  (1896) 

50  A.C.  199).  With  regard  to  "  Royal  Worcester,"  its  use  does  not  exclude  that 
of  "  Worcester,"  and  is  not  inharmonious  with  the  use  of  the  shorter  curt  and 
de  facto  title  which  enjoys  the  secondary  meaning.  The  Plaintiffs9  right  in 
" Worcester"  is  not  impaired  by  their  offering  the  public  another  name 
( Wilkinson  v.  Griffiths  Bros.  A  Co.,  8  R.P.C.  370 ;   and  Siegert  v.  Findlater, 

55  L.R.  7  C.  D.  801).  The  Plaintiffs  ask  for  relief  on  the  footing  that  "  Worcester  " 
is  their  title  or  brand. 
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No  farther  evidence  was  taken  or  arguments  heard  on  the  second  action. 

Judgment  was  reserved,  and  delivered  on  the  5th  of  July  1902. 

Byrne,  «/.,  after  stating  the  facts  as  above  (ante,  page  480)  proceeded  : — It 
appears  from  these  facts  that  from  1786  to  1801  there  were  two  manufactories 
in  the  hands  of  distinct  firms ;  from  1801  to  1840,  three  such  manufactories  5 
and  distinct  firms;  and  from  1840  to  1889,  two  manufactories  and  firms 
engaged  independently  in  the  china  manufacture  at  Worcester.  The  goods  of 
all  these  firms  became  well  known,  and  gained  a  very  high  reputation.  The 
word  "Worcester"  in  connection  with  china  or  porcelain  and  similar  wares 
has  undoubtedly  for  considerably  more  than  a  century  acquired  a  secondary  10 
meaning  outside  and  independent  of  its  primary  geographical  signification. 
This  secondary  meaning  denoted,  and  denotes,  the  goods  of  particular  makers, 
the  products  of  particular  manufactories,  and  is  applicable  as  well  to  what  I 
may  term  current  manufacture  for  the  time  being  as  to  older  productions.  In 
addition  to  the  ordinary  everyday  commercial  dealing  in  the  products  as  15 
between  manufacturer  and  dealer  and  between  the  dealer  and  the  public,  in  the 
common  course  of  trade,  there  are  and  have  been  for  very  many  years  past,  owing 
to  the  intrinsic  artistic  merit  and  beauty  of  some  of  the  goods  manufactured  by 
the  several  firms  I  have  mentioned,  numerous  sales  of  old  specimens.  Amongst 
dealers  and  purchasers  of  such  older  specimens  the  expression  "  Old  Worcester"  20 
is  ordinarily  used  to  distinguish  such  articles  from  more  modern  ones.  The 
dividing  line  between  "Old  Worcester"  and  modern  Worcester  is  naturally 
one  which  shifts  from  time  to  time,  but  I  need  not  dwell  on  this  matter,  as  the 
question  in  the  present  case  is,  I  consider,  whether  or  not,  at  the  date  of  the 
acts  complained  of,  the  word  "  Worcester  "  had  acquired  a  secondary  meaning  85 
as  applied  to  china  currently  produced  as  a  commercial  article,  and,  if  so,  did  it 
denote  the  goods  of  the  Plaintiff  Company  to  the  exclusion  of  other  goods  of  a 
similar  nature  ? 

It  is  not  disputed  that  there  are  no  natural  advantages  in  the  way  of  soil  or 
water  or  otherwise  attaching  to  Worcester  making  it  specially  suitable  for  the  30 
manufacture  of  porcelain,  and,  so  far  as  it  appears,  there  is  no  reason  beyond 
the  fact  that  Dr.  Wall  happened  to  be  resident  at  Worcester  why  the  place  was 
chosen  originally  as  a  seat  of  manufacture.  More  than  this,  although  there  are 
and  have  been  certain  typical  classes  of  articles  from  time  to  time  produced 
by  the  Worcester  makers  which  are  readily  recognised  as  "  Worcester,"  the  35 
manufacture  has  never  been  confined  to  any  special  types.  All  classes  of 
porcelain  and  similar  wares  have  been  produced,  and  all  descriptions  of  design, 
subjects,  and  colouring  have  been  made  uso  of. 

The  actual  method  and  ingredients  of  the  paste  used  has  varied,  and  it  is  not 
contended  that  "Worcester  China"  means  only  china  of  a  particular  paste,  40 
glaze,  style,  model,  design,  or  colour.    It  is  admitted  that  never  at  any  one 
time  has  the  use  of  the  word  "Worcester"  denoted  the  goods  of  more  than 
three  contemporaneous  firms,  all  of  which  are  now  represented,  by  way  of 
succession,    by  the    Plaintiffs.    From  the  year    1840  until    1889  the  word 
"  Worcester  "  denoted  to  all  purchasers  the  poods  purchased  at  one  or  other  of  45 
two  manufactories,  and  of  one  or  other  of  the  proprietors  of  such  manufactories, 
and  in  and  since  1889  it  always  denoted  the  goods  of  the  Plaintiff  Company 
produced  at  one  or  other  of  the  same  establishments.    The  circumstances  in 
the  present  case  are  not  so  simple  as  in  the  case  of  Seixo  v.  Provezende  (L.H. 
1  Ch.  192) ;  Montgomery  v.  Thompson  (8  R.P.C.  361 ;  L.R.  (1891)  A.C.  217);  50 
and   Wotherspoon  v.  Currie  (L.R.  5  H.L.  521),  where  there  had  never  been 
more  than  one  firm  whose  goods  were  denoted  by  the  word  the  use  whereof 
was  complained  of  ;  and  it  is  argued  that  the  word  "  Worcester,"  as  applied  to 
china,  has  never  designated  the  goods  of  one  manufacturer  to  the  Exclusion  of 
all  others ;  that  it  has  always  denoted  all  china  made  in  Worcester,  and  the  55 
productions  of  all  manufacturers,  past  and  present,  who  have  made  china  there. 
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Consequently  it  is  said  that  the  word  "  Worcester "  means  china  made  in 
Worcester,  and  any  person  choosing  to  make  china  in  Worcester  is  entitled  to 
designate  his  goods  u  Worcester "  or  •*  Worcester  China."  I  think  that  this 
contention  fails  in  view  of  the  distinction  I  have  pointed  out  between  the 
5  meaning  of  the  word  as  applied  to  current  trade  productions  and  as  applied  to 
older  productions  of  the  Plaintiffs'  predecessors  in  business.  In  the  view  I 
take  of  the  evidence  1  do  not  think  it  necessary  to  decide  what  were  the  rights 
of  the  Plaintiffs  prior  to  1889  in  respect  of  the  word  "Worcester,"  because 
between  that  date  and  the  commencement  of  sales  by  the  Defendant  Company 
10  and  Mr.  Locke,  their  predecessor  in  business,  the  word  u  Worcester,"  as  applied 
to  current  trade  productions,  acquired  and  had  a  secondary  meaning  as  denoting 
goods  made  by  the  Plaintiffs  at  one  or  other  of  their  manufactories  to  the 
exclusion  of  all  other  manufacturers  of  china  or  porcelain  and  similar  articles. 
I  may,  however,  say  that  as  at  present  advised  I  am  not  prepared  to  accept  the 
15  view  that  the  Plaintiffs  would  have  had  no  enforceable  rights  under  the  circum- 
stances against  a  third  person  starting  a  new  business  and  selling  his  goods  as 
"  Worcester  China  "  simply  because  one  other  firm  had  an  equal  right  with  the 
Plaintiffs  to  use  the  words  as  descriptive  of  their  goods  also. 

Then  it  is  said,  by  way  of  defence,  that  even  if  the  Plaintiffs  might  otherwise 
20  have  had  such  a  right  as  they  claim,  they  have  lost  or  abandoned  it  by  their 
course  of  conduct  in  reference  to  the  designations  they  have  given  to  their  own 
goods  and  otherwise.    For  some  time  prior  to  1889  the  Plaintiffs  had  adopted, 
and  they  still  use  in  connection  with  their  business,  the  word  "  Royal,"  so  that 
on  all  their  business  show  cards  relating  to  goods  made  at  Diglis  their  goods  are 
25  referred  to  as  "  Royal  Worcester."    I  think  1  am  right  in  saying  that  the  works 
are  still  at  Diglis,  although  they  are  now  called  "Royal  Porcelain  Works." 
Besides  their  registered  Trade  Mark,  which  is  impressed  or  printed  on  all  their 
goods,  but  which  does  not  contain  the  word  "  Royal,"  they  have  registered  the 
Trade  Marks  "  Royal  Worcester,"  "  The  Royal  Porcelain  Works,"  u  The  Royal 
30  "  Porcelain  Works,  Worcester,"  and  "  The  Worcester  Royal  Porcelain  Works," 
and  I  think  that  with  reference  to  all  goods  made  by  the  Plaintiffs  at  the 
44  Diglis,"  now  called  "The  Royal  Porcelain  Works,"  they  have,  from  some  time 
previously  to  March  1889,  used,  as  generally  as  possible,  the  word  *•  Royal "  as 
well  as  "  Worcester  "  in  connection  with  their  goods. 
35      The  Plaintiffs  have  also,  since  they  acquired   the    Grainger  works  and 
business,  kept  those  works  as  a  separate  establishment,  and  in  their  show  cards 
have  always  kept  up  the  distinction  between  the  goods  made  there  and  the 
goods  made  at  the  Royal  Porcelain  Works.     These  cards  describe  the  goods 
from  the  Grainger  works  as  "Worcester  china,  manufactured  by  Grainger  is 
40  u  Co.,  Worcester,"  or  as  "  Grainger's  Worcester  china,"  and  they  have  continued 
to  use  the  old  Trade   Mark    containing  the  words,  "Royal  China   Works, 
u  Worcester."    I  do  not  think,  however,  that  the  Plaintiffs  are  disentitled  to 
relief    on  this  ground,  as  although    "Royal  Worcester"  undoubtedly  does 
describe,  and  is  known  to  describe,  goods  of  the  Plaintiffs  made  at  one  of  their 
45  factories,  and  the  words  "  Grainger's  Worcester  china  "  in  like  manner  describe, 
and  are  known  to  describe,  goods  of  theirs  made  at  another  of  their  factories,  1 
do  not  consider  that  their  goods  are  less  known  and  identified  by  the  word 
"  Worcester  "  without  the  addition  of  the  word  "  Royal,"  or  "  Grainger's,"  and 
I  may  point  out  that  in  Montgomery  v.  Thompson,  as  appears  in  the  early  part 
50  of  the  speech  of  Lord  Herschell,  in  advertising  "Stone  Ale,"  the  name  of 
"  Joule  is  Co"  was  generally  associated  with  the  words  " Stone  Ale "  (see  1891 
Appeal  Cases,  at  page  219).    The  Defendants'  show  cards  are  four  in  number, 
in  each  of  which  the  word  "Worcester"  is  employed  as  descriptive  of  the 
articles  advertised,  and  in  one  of  them  the  words  "Worcester  China"  alone 
55  appear,  without  the  name  of  any  manufacturer.    I  am  of  opinion,  although  no 
actual  instance  of  deception  has  been  proved,  that  the  acts  of  the  Defendants 
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are  calculated  to  deceive  purchasers  and  the  public  into  the  belief  that  the 
goods  of  the  Defendants  are  the  goods  of  the  Plaintiffs. 

The  Defendants  are  entitled  to  advertise  fairly  the  experience  of  Mr.  Locke, 
their  managing  director,  in  connection  with  the  manufacture  of  china,  and  also 
fairly  to    describe  his  former  employment    with   the    Plaintiffs  and   their  5 
predecessors  in  business.    I  have  said  "  fairly  "  because  care  must  always  be 
taken  he  does  not  represent  himself  in  any  way  as  having  any  connection  with 
the  old  firm  in  whose  employment  he  formerly  was.     They  are  also  entitled 
fairly  to  give  the  address  of  their  works  at  Worcester,  but  they  are  not,  in  my 
opinion,  entitled  to  use  the  word  u  Worcester  "  in  connection  with  their  goods  10 
without  clearly  distinguishing  such  goods  from  the  goods  of  the  Plaintiffs.     I 
think  that  none  of  the  show  cards  used  by  the  Defendants  do  sufficiently 
distinguish,  and  as  at  present  advised,  I  do  not  well  see  how  the  Defendants 
can  use,  in  immediate  conjunction  the  words  "  Worcester  China,"  "Worcester 
44  Porcelain,"    or    "  Worcester   Ware,"    and    at    the    same    time    sufficiently  15 
distinguish.    I  say  this  as  a  guide  to  the  Defendants,  and  to  avoid,  so  far  as  I 
can,  further  discussion  on  a  motion  to  commit. 

But,  generally,  the  word  "  Worcester  "  ought  not  to  be  used  as  denoting  the 
name  or  designation  of  the  article,  and  I  would  point  out  that  in  Wotherepotm 
v.  Currie  (L.R.  5  H.L.  521)  the  fact  of  the  word  "Glenfield  "  being  printed  in  80 
larger  type  is  specially  referred  to  as  being  unjustifiable  under  the  circum- 
stances.    I  mention  this  because  I  should  have  thought  one  or  two  of  the 
earlier  show  cards  used  by  E.  Locke  and  by  the  Defendants  unobjectionable 
had  not  the  word  "Worcester  "  been  printed  in  specially  large  type  as  compared 
with  the  rest  of  the  address,  obviously,  as    1    think,  to  enable  the  word  25 
"Worcester"  to  be   more  readily  used  as  the  denomination  of  the  goods 
advertised.    As  to  the  Trade  Mark  (that  is  not  a  registered  Trade  Mark,  I  take 
it,  of  the  Defendants),  although  I  think  it  very  doubtful,  on  the  whole  I  am  of 
opinion  its  use  should  not  be  restrained.    It  would  be,  however,  fairer  to  put 
the  name  of  the  Defendants'  works  on  it  in  the  same  type.    It  runs  simply  at  30 
present "  Locke  A  Co."  on  the  top  of  the  globe,  then  the  word  "  Worcester" 
underneath,  and  the  word  u  England "  on  another  band.     They  are  all  in  the 
same  type.    I  think  it  would  be  fairer  if  the  Defendants  were  to  put  Deepfield 
Works,  or  whatever  name  their  works  bear,  in  similar  type  upon  it ;  but  I  do 
not  think  that  my  injunction  should  be  intended  to  cover  that  mark  as  at  35 
present  used.    It  has  the  address  of  the  manufacturer ;  it  gives  his  name  in  the 
same  type  as  the  rest. 

The  right  form  of  injunction,  having  regard  to  what  was  said  in  Montgomery 
v.  Thompson,  will  be  to  restrain  the  Defendants,  their  servants  and  agents,  from 
selling,  or  offering,  or  exposing,  or  advertising  for  sale,  or  procuring  or  enabling  40 
to  be  sold,  any  goods  made  of  china  or  porcelain  or  any  similar  material  not 
manufactured  by  the  Plaintiffs  or  by  their  predecessors  in  business  or  by  some 
one  of  them  (because  he  is  clearly  entitled  to  sell  "Old  Worcester"  as 
"Worcester")  under  or  in  connection  with  the  word  " Worcester"  without 
clearly  distinguishing  such  goods  from  the  goods  of  the  Plaintiffs.  I  do  not' know  45 
whether,  under  the  circumstances,  any  inquiry  as  to  damages  is  asked  for.  As 
a  matter  of  fact  I  take  it  it  would  be  an  extremely  difficult  inquiry  to  ask  for. 
I  should  not  grant  an  account  of  profits.  It  is  not  a  proper  case  for  it,  in  my 
judgment. 

Levett,  K.C. — We  waive  all  that,  my  Lord.  50 

Byrne,  J. — Then  with  reference  to  the  destruction  of  show  cards,  the 
Defendants  must  not  use  the  show  cards  hitherto  used— those  four  show 
cards.  Will  he  undertake  to  destroy  them  or  not  to  use  them  ?  He 
would  have  to  destroy  them  I  think,  because  I  do  not  think  they  could 
be  altered.  55 

Levett,  K,Of— Or  deliver  them  up. 
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Russell,  K.C.— 1  ask  for  a  stay  in  order  that  we  may  consider  your  Lordship's 
judgment,  and  whether  we  shall  carry  the  case  further. 

Byrne,  J. — Yes.    The  only  question  is  about  the  terms  of  such  a  stay.    You 
see  as  from  this  time  your  clients  would  be  wrongdoers  if  my  judgment  is 
5  right,  and  the  waiver  as  to  damages  ought  not  to  apply  as  from  this  time. 
What  I  mean  is  this— suppose  they  go  on  using  it. 

Levett,  E.G. — I  would  ask  that  the  Defendants  should  undertake  to  be  liable 
for  all  the  profits  which  they  may  make  from  this  time  out  of  the  user.  On 
those  terms  they  can  have  a  stay,  keeping  an  account  of  course. 
10  Byrne,  J.  (after  some  further  discussion). — I  will  stay  the  injunction  upon 
the  Defendants  undertaking  to  do  that — to  keep  an  account  of  all  sales  made 
coming  within  the  terms  of  the  injunction — and,  if  the  appeal  fails,  to  pay  over 
any  profits  made  by  virtue  of  such  sales.  The  Defendants,  if  they  appeal,  must 
do  so  within  a  reasonable  time,  and  prosecute  the  appeal  with  due  diligence. 
15      Russell,  K.C.— Shall  we  say  a  fortnight  ? 

Byrne,  J.~  Yes. 

Russell,  K.C. — Stay  for  a  fortnight,  to  be  continued  till  the  hearing  of  the 
appeal  upon  the  terms  mentioned — give  notice  of  appeal  within  a  fortnight  ? 

Byrne,  J.— Yes. 
20      In  the  second  action  of  the  Royal  Porcelain  Company,  Ld.  v.  Rhodes. 

Byrne,  J. — With  reference  to  the  second  action  I  do  not  propose  to  repeat 
the  facts  so  far  as  they  are  common  to  the  case  against  Locke  A  Co.,  Ld.  The 
evidence  given  in  that  case,  so  far  as  applicable,  is,  by  agreement,  to  be  treated 
as  evidence  in  this  case,  and  it  is  not  disputed  that  the  Defendant  was  a  dealer 
?5  in  china  and  glass  carrying  on  business  at  Worcester  and  Malvern,  and  has 
bought  china  from  Locke  A  Co.  as  "Worcester  China"  and  sold  it  as  u  Worcester 
"  China."  He  does  not  sell  the  Plaintiffs'  china.  He  has  advertispd  by  using 
the  words  "  Worcester  China "  on  enamelled  letters,  the  word  "  Worcester ' 
being  in  inverted  commas  on  the  shop  window  without  addition.  He  has  also 
30  advertised  himself  as  "  Agent  for  Wedgwood,  Worcester,  Foley,  &c,"  and  also 
that  he  sells  "a  choice  selection  of  the  latest  productions  of  Wedgwood, 
"  Doulton,  Worcester,  Carlton,  Foley,  and  many  other  leading  makes.'1  In  my 
opinion  those  acts  are  unjustifiable,  and  an  injunction  must  go  against  him  in 
proper  form. 
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In  the  Court  op  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Rombr,  and  Stirling. 


July  21st,  1902 


M>* 


National  Company  por  the  Distribution  op  Electricity  by 

Secondary  Generators,  Ld.  v.  Qibbs.  5 

Patent. — Action  for  breach  of  warranty  of  validity. — Proceedings  abroad. — 
Plea  o/res  judicata  set  up  by  Defendants  lield  not  established. 

In  1882  Letters  Patent  were  granted  to  L.  G.  and  J.  D.  G.,  their  executors, 
administrators,  and  assigns,  and  in  1888  they  entered  into  an  agreement  under 
seal  with  a  Company  by  which  they  agreed  to  sell  this  and  other  Patents  to  the  10 
Company,  and  the  agreement,  after  providing  for  assignments  by  the  vendors 
to  the  Company,  stipulated  in  effect  that  such  assignments  respectively  should 
contain  joint  and  several  covenants  by  the  vendors  that  the  Patents  were  valid. 
L.  G.  having  died,  the  Plaintiffs  commenced  proceedings  in  France  against  his 
representatives  for  specific  performance  and  damages  for  breach  of  the  contract  to  15 
assign.    Before  these  proceedings  a  Petition  for  revocation  of  the  English  Patent 
had  been  presented,  and  the  Patent  had  been  held  to  be  invalid,  but  the  Plaintiffs 
appealed.    The  French  Court  gave  judgment  for  specific  performance,  and  held 
a  sum  to  be  due  from  the  Plaintiffs  to  the  Defendants  in  respect  of  purchase- 
money.    There  was  an  appeal  in  these  proceedings,  and  before  the  appeal  the  j{0 
Patent  had  been  finally  held  to  be  invalid  by  the  House  of  Lords.    The  Plaintiff* 
on  an  incidental  appeal  in  France  had  asked  in  effect  to  retain  with  a  view  to 
a  set  off  the  money  due  from  them  pending  this  action  which  they  had  commenced 
in  England  for  breach  of  warranty,  but  they  had  not  made  any  claim  for 
damages  for  such  breach  in  the  French  proceedings.    The  French  Court  refused  # 
the  request,  and  substantially  on  appeal  upheld  the  judgment  below.    In  this 
action  the  Defendants  alleged  that  tlie  matter  of  breach  of  warranty  was 
res  judicata,  or  that  at  all  events  the  Plaintiffs  ought  not  under  the  circum- 
stances io  be  allowed  to  raise  a  claim  for  breach  of  warranty.    The  Defendant 
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also  counterclaimed  for  the  amount  found  due  by  the  French  Court.  Held, 
tfuit  the  Plaintiffs'  claim  was  not  res  judicata  atid  that  they  were  not  precluded 
from  making  it ;  an  inquiry  as  to  damages  was  ordered,  confined,  by  agreement, 
to  the  English  Patent ;  and  the  Defendant,  not  admitting  assets,  a  decree  for 
5  administration  was  made,  but  no  proceedings  were  to  be  taken  under  it  without 
leave.  A  declaration  was  made  in  favour  of  the  Defendant  on  the  counterclaim, 
judgment  on  it  not  to  be  enforced  pending  the  result  of  the  inquiry.  The 
Defendant  appealed. 

Held,  that  the  claim  for  damages  was  no/ res  judicata,  and  the  appeal  was 
10  dismissed  with  costs. 

m 

On  the  13th  of  September  1882  Letters  Patent  (No.  4362  of  1882)  were  granted 
to  Lucien  Gaulard  and  John  Dixon  Gtbbs  for  an  invention  of  "A  new  system 
44  of  distributing  electricity  for  the  production  of  light  and  power." 

On  the  25th  May  1883  an  agreement  under  seal  was  entered  into  between 

15  Lucien  Gaulard  and  John  Dixon  Gibbs  of  the  one  part  and  the  National 
Company  for  the  Distribution  of  Electricity  by  Secondary  Generators^  Ld.  (in 
this  report  called  "the  Company")  of  the  other  part,  whereby  the  said  L. 
Gaulard  and  J.  D.  Gibbs  agreed  to  sell  to  the  Company  certain  Patents, 
including  that  above  mentioned  (hereinafter  called  "  the  Patent ").  The  considera- 

20  tion  for  the  sale  was  220,000/.,  200,000/.  to  be  paid  in  fully  paid-up  shares  of 
the  Company  and  20,000/.  in  cash.  The  agreement  contained  the  following 
clause  : — "  The  assignment  and  transfer  of  the  said  Letters  Patent  and  other 
"  premises  sold  shall  be  prepared  by  and  at  the  costs  of  the  said  Company,  and 
"  shall  be  expressed  to  be  made  in  pursuance  of  this  agreement  and  in  con- 

2ft  "  sideration  of  the  payment  of  the  said  sum  of  two  hundred  and  twenty 
u  thousand  pounds  to  be  paid  in  fully  paid-up  shares  and  cash  as  before 
44  mentioned,  and  the  said  vendors  anl  all  other  necessary  parties,  if  any,  shall  at 
44  the  cost  of  the  said  Company  execute  such  assignments  to  the  said  Company  as 
44  they  shall  direct,  and  such  assignments  respectively  shall  contain  a  covenant 

30  "  by  the  said  vendors  that  all  the  said  Letters  Patent  thereby  assigned  or  any 

44  Letters  Patent  which  may  then  have  been  obtained  in  substitution  for  the 

u  same  or  in  respect  of  such  invention  as  is  protected  thereby  are  valid  and  in 

*    "  nowise  void  or  voidable,  and  also  such  other  covenants  and  provisions  as  may 

"  reasonably  be  required  by  the  said  Company  for  giving  effect  to  the  sale 

35  44  hereby  agreed  to  be  made,  provided  that  the  consideration  may  be  apportioned 
"  among  two  or  more  assignments  as  the  said  Company  shall  think  fit. 

By  an  agreement  of  the  31st  of  October  1883  it  was  agreed  that  the  vendors 
should  be  paid  by  the  Company  in  lieu  of  the  sum  of  20,000/.  cash  a  moiety  of 
all  the  monies  to  be  realised  by  the  Company  from  licences,  Ac.,  until  such 

40  moiety  should  amount  to  10,000/.,  and  the  further  sum  of  10,000/.  in  preferred 
shares  of  the  Company. 

In  November  1888  Lucien  Gaulard  died,  and  in  March  1896  letters  of 
administration  to  his  estate  were  granted  to  Henriette  Onesime  Ruelle.  On  the 
9th  of  May  1899  the  Company  and  Gibbs  commenced  proceedings  in  France 

45  against  the  judicial  trustee  of  the  Gaulard  heirs  claiming  specific  performance 

•  of  the  agreement  to  transfer  the  Patents.    [These  proceedings  will  be  found  stated 

in  the  Defence  below.]     In  December  1886  a  Petition  was  presented  in  England 

for  the  revocation  of  the  Patent,  and  in  July  1888  Kekewich,  J.,  gave  judgment 

revoking  the  Patent  (5  R.P.C.  525),  and  on  the  4th  of  March  1889  the  Court 

50  of  Appeal  dismissed  an  appeal  from  his  judgment  (6  R.P.C  215).  On  the 
25th  of  July  1890  an  appeal  to  the  House  of  Lords  was  dismissed  (7  R.P.C.  367). 
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On  the  16th  of  December  1896  the  Company  commenced  the  present  action 
against  J.  D.  Gibbs  and  Henriette  Onesime  Ruelle.  The  Company  claimed  that 
the  Defendants  might  be  ordered  to  assign  and  transfer  to  them  the  Letters  Patent 
referred  to  in  the  agreements  of  the  25th  of  May  1883  and  the  3rd  of  October 
1883,  payment  of  damages  for  breaches  of  agreement  and  warranty. contained  5 
in  the  agreement  of  the  25th  of  May  1883,  and  repayment  of  parts  of  the 
purchase-monies  attributable  to  Patents  or  parts  of  Patents  declared  invalid. 
On  the  10th  of  December  1897  an  Order  was  made  staying  proceedings  against 
Gibbs  on  terms  that  had  been  agreed. 

The  Statement  of  Claim,  besides  setting  out  the  agreements,  and  alleging  10 
the  allotment  of  the  shares  to  the  vendors  or  their  nominees  and  the  payment 
of  984/.  to  the  Defendant  Gibbs  and  of  1,7882.  to  Gaulard,  alleged  (5)  that  the 
Patents  had  not  been  transferred  to  the  Company  ;  (6)  that  the  said  Patents 
and  privileges  were  not  in   fact  valid,  but  were  either  entirely  or  in  great 
part  void   or  voidable ;    (7)  that  (inter  alia)  proceedings  had   been  taken  15 
in   the   United   Kingdom,    and    as  a  result    the   Patent    in   respect   of  the 
United  Kingdom  had  been  declared  void  ;    (8)  that  the  Plaintiff  Company  had 
paid  and  incurred  a  liability  to  pay  large  sums  in  respect  of  costs ;  (9)  that 
such   of  the  Patents  and  privileges  as  had  not  been  declared   to  be  wholly 
void  were  by  reason  of  the  said  decisions  greatly  reduced  in  value  ;  Particulars  20 
of  special  damage  were  given. 

The  Plaintiffs  moved  for  judgment  against  the  Defendant  Ruelle  in  default 
of  Defence,  and  on  the  25th  of  March  1898  Stirling^  J.,  made  no  Order  on  that 
motion  except  that  the  costs  thereof  thrown  away  should  be  the  Plaintiffs'  costs 
of  action  in  any  event,  and  ordered  that  the  Defendant  should  be  at  liberty  25 
within  three  days  to  deliver  a  Defence  and  counterclaim  in  the  form  subse- 
quently delivered,  and  the  Plaintiffs  admitting  such  counterclaim  except  as 
to  the  sums  therein  mentioned,  and  both  parties  consenting  that  copies  and 
translations  of  the  judgments  of  any  foreign  Court  verified  by  affidavit  might 
be  accepted  as  evidence  of  such  judgments,  and  that  they  would  be  bound  by  30 
such  judgments  so  far  as  they  established  the  validity  or  invalidity  of  the 
Patents  in  question  in  this  action,  and  in  particular  by  the  judgments  of  the 
Court  of  Civil  Tribunal  of  the  First  Instance  of  the  Department  of  the  Seine  and 
of  the  Second  Chamber  of  Appeal,  Paris,  in  the  Republic  of  France,  in  the  action 
of  the  Plaintiffs  against  the  Representatives  of  the  late  L.  Goulard  and  consenting  35 
to  such  Order,  it  was  ordered  that  no  further  pleadings  should  be  delivered  in  the 
action. 

The  Defendant's  Defence  and  counterclaim  stated  (inter  alia)  (2)  that  the 
Defendants  would  submit  as  a  matter  of  law  that,  according  to  the  true  con- 
struction of  the  agreements,  the  vendors  never  became  bound  by  or  gave  any  40 
warranty  whatever  that  the  Letters  Patent  were  valid ;  "  (3)  in  or  about  May 
"  1889  the  Plaintiffs  commenced  proceedings  against  this  Defendant  and  others 
"  in  the  First  Chamber  of  the  Civil  Tribunal  of  the  Seine  at  Paris  for  the  purpose 
"  of  obtaining  specific  performance  by  the  vendors  of  the  said  agreement  of 
"  the  25th  of  May  1883,  together  with  damages  for  alleged  breaches  of  the  said  45 
"  agreement.  On  the  22nd  January  1892  the  said  Tribunal  by  an  interlocutory 
"  judgment  appointed  an  expert  to  report  whether  the  Plaintiff  Company  had 
"  fulfilled  its  part  of  the  said  agreement  and  paid  to  the  representatives  of  the 
<(  said  Lucien  Gaulard  the  sums  payable  to  them  thereunder.  The  said  expert 
"  reported  that  the  Plaintiffs  had  not  fulfilled  their  engagements  or  paid  to  the  50 
"  representatives  of  Gaulari  the  sum  to  which  they  were  entitled.  By  the 
"  judgment  of  the  said  Tribunal  in  the  said  action,  dated  the  12th  of  July  1894, 
"  the  Plaintiff  Company  obtained  an  Order  for  the  transfer  to  them  of  the  said 
"  Patents,  but  their  claim  for  damages  was  dismissed.  The  Plaintiff  Company, 
"  however,  had  always  made  default  in  *  signifying '  the  said  judgment  as  is  55 
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required  by  law  to  make  such  judgments  operative.  At  the  making  of  the 
said  judgment  th$  Plaintiff  Company  admitted  that  they  were  liable  to  pay 
to  this  Defendant  a  large  sum  in  respect  of  purchase-money  and  profits  under 
"  the  said  agreement.  Appeals  wers  presented  against  the  said  Order,  and  by 
the  judgment  of  the  Paris  Court  of  Appeal  of  the  Second  Chamber,  dated  the 
2nd  of  June  1897,  the  Plaintiff  Company  were  ordered  to  pay  to  this  Defen- 
44  dant  for  monies  due  from  the  Plaintiff  Company  to  this  Defendant  under  the 
44  said  agreement  the  sum  of  2581/.  3*. ;  such  sum  carries  interest  at  42.  per  cent. 
44  and  remains  wholly  unsatisfied.      The  said  Court  of  Appeal  affirmed  the 

10  "  judgment  of  the  first  Court  dismissing  the  Plaintiff  Company's  claim  for 
44  damages ;  (4)  this  Defendant  will  object  as  a  matter  of  law  that  the  Plaintiffs1 
44  claim  in  this  action  is  bad  because  the  questions  arising  between  the  Plaintiff 
44  Company  and  this  Defendant  under  the  said  agreements  were  by  the  election 
44  of  the  Plaintiff  Company  submitted  to  the  decision  of  the  said  Courts  in  Paris 

15  "  and  are  in  fact  res  judicata.  This  Defendant  will  further  object  that  the 
"  Plaintiff  Company,  having  made  no  claim  for  breach  of  warranty  before  the 
44  French  Courts,  is  debarred  from  raising  such  claim  in  the  present  action." 
The  Defendant  also  alleged  that  the  Plaintiffs  were  in  default,  and  set  up  the 
compromise  with  Qibbs,  the  Statute  of  Limitations,  and  delay  on  the  Plaintiffs9 

20  part.    She  counterclaimed  for  25812.  is.  and  interest  and  for  other  relief. 

On  the  action  coming  on  for  trial  against  the  remaining  Defendant,  Ruelle, 
before  Cozens-Hardy,  J.,  in  April  1899,  the  point  was  raised  that  on  the  death 
of  Qaulard  all  the  benefits  under  the  Patents  survived  to  Qibbs,  and  that 
the  administratrix  of   Qaulard  was  not  liable  as  alleged  by  the  Plaintiffs, 

25  since  no  covenant  could  be  required  from  her  in  an  assignment.  It  was 
arranged  that  these  points  should  be  first  argued.  Cozens-Hardy,  J.,  held 
that  the  interest  of  the  Patentees  under  the  Patent  was  joint  and  passed  by 
survivorship  to  Qibbs,  and  that  the  Plaintiffs  could  not  require  any  covenant 
from  the  Defendant  Ruelle  and  were  not  entitled  to  any  relief  against  her. 

30  Both  the  claim  and  counterclaim  were  dismissed  (16  R.P.C.  339). 

On  the  29th  of  August  1899  the  Defendant  Ruelle  gave  notice  of  appeal  that 
the  judgment  nVight  be  reversed  so  far  as  it  ordered  that  her  counterclaim 
should  stand  dismissed  against  the  Plaintiffs  with  costs. 

On  the  24th  of  October  1899  the  Plaintiffs  gave  notice  that,  upon  the  hearing 

35  of  the  Defendant's  appeal,  the  Court  would  be  moved  on  behalf  of  the 
Plaintiffs  for  an  Order  that  the  judgment  be  reversed  so  far  as  it  ordered 
the  action  to  stand  dismissed  against  the  Defendant  Ruelle  with  costs,  and 
that  judgment  might  be  entered  for  the  Plaintiffs  upon  their  claim  with 
costs,   or,   in   the    alternative,   that    the  action   might    be  referred    back   to 

40  Cozens-Hardy,  J.,  for  trial,  with  a  declaration  that  the  causes  of  action 
alleged  in  the  Statement  of  Claim  were  several,  and  not  joint,  causes  of 
action  and  survived  as  against  the  estate  of  Qaulard  and  his  legal  personal 
representative. 

On  the  25th  of  April  1900  the  Court  of  Appeal  ordered  the  judgment  of 

45  Cozens-Hardy,  J.,  to  be  discharged,  and  declared  that  upon  the  true  construc- 
tion of  the  agreement  of  the  25th  of  May  1883,  the  right  of  the  Company  against 
the  Defendent  Ruelle  was  to  be  ascertained  on  the  footing  that  Messrs.  Qaulard 
and  Qibbs  had  jointly  covenanted  to  assign  the  Patents  mentioned  in  the  said 
agreement  to  the  Company,  and  that  such  assignment  should  contain  joint  and 

50  several  covenants  by  Messrs.  Qaulard  and  Gibbs  with  the  Company  ;  that 
the  Patents  were  valid  and  in  no  wise  void  or  voidable  ;  and  the  Court 
declared  that  the  amount  due  from  the  Company  to  the  Defendant  Ruelle  on 
her  counterclaim  was  to  be  ascertained  on  the  footing  of  the  Order  dated  the 
25th  of  March   1898   above   mentioned,  and   ordered   that    the  action  and 

55  counterclaim  should  be  remitted  for  trial,  and  that  the  costs  of  the  action  and 
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counterclaim,  and  of  and  occasioned  by  the  appeal,  including  the  costs  of  the 
Plaintiffs*  cross  notice,  should  be  dealt  with  by  the  Jujlge  at  the  trial  (17 
R.P.C.  306). 

The  action  then  came  on  for  further  trial  before  Cozens-Hardy,  J.,  who  held 
that  the  Plaintiffs*  claim  was  not  res  judicata,  and  that  they  were  not  precluded  5 
from  making  it,  and  an  inquiry  as  to  damages  was  ordered.* 

The  Defendant  Ruelle  appealed. 

Earle  (instructed  by  E  Betteley)  for  the  Appellant. — In  substance  the 
Plaintiffs*  claim  was  raised  in  the  French  proceedings.  [ROMBR,  L.J. — The 
French  Court  did  not  wish  to  adjudicate  on  this  point.]  If  the  Plaintiffs  10 
might  have  brought  their  claim  for  breach  of  warranty  before  the  French  Court 
and  did  not  do  so,  the  plea  of  res  judicata  applies  equally  as  if  they  had  done 
so  {Henderson  v.  Henderson,  3  Hare  100,  115).  It  applies  to  every  point  which 
the  parties,  exercising  reasonable  diligence,  might  have  brought  forward  at  the 
time.  15 

Afoul  ton,  K.C.,  and  Gore-Browne,  K.C.  (instructed  by  Campbell,  Reeves,  and 
Hooper),  for  the  Respondents,  were  not  called  upon. 

Vaughan  Williams,  LJ. — There  is  really  nothing  to  say  beyond  what  we 
have  said  in  the  course  of  the  argument.  There  is  no  pretence  for  saying  that 
this  claim  for  damages  was  adjudicated  upon  in  the  French  action.  20 

Moulton,  K  C. — The  appeal  will  be  dismissed  with  costs  ? 

Vaughan  Williams,  L.J.— Yes. 


*  See  18  R.P.O.  308. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

t  r  Before  Mr.  Justice  Byrne. 

July  11th,  12th,  14th,  and  17th,  1902. 

Carr   &   Sons   v.   Crisp   &   Co.,   Ld. 

f  5  Action  to  restrain  passing-off. — Fraud  not  necessary. — Alleged  passing-off  by 
shop  assistants. — Trap  orders. — Action  dismissed. 

Carr  &  Sons,  manufacturers  of  window  blind  tapes,  alleged  that  tlteir  best 
quality  of  such  tapes  only  were  known  as  "  Carrs'  Tajws,"  and  that  a  Company, 

1  '  carrying  on  business  as  drapers,  &c,  had  by  their  assistants  sold  the  second 

10  quality  of  their  tapes  and  also  the  tapes  of  other  manufacturers  as  "  Carrs' 
"  Tapes,"  and  brought  an  action  to  restrain  the  Company  from  so  doing.  The 
Plaintiffs  had  before  action  sent  persons  to  the  Defendants'"  shops  to  purcJiase 
'>  Carrs'  Tapes"  and  at  the  trial  the  case  turned  on  what  took  place  on  the 
occasions  of  the  purchases  by  the  jw'sons  so  sent.     The  D*fendtnts  c>>nt'jndrd 

15  that  it  was  necessary  for  the  Plaintiffs  to  establish  fraud. 

Held  (following  Cellular  Clothing  Company  v.  Maxtonand  Murray,  16  R.P.C. 
397.;  L.R.  (1899)  App.  Cos.  326),  that  fraud  was  not  necessary  in  order  to 
sustain  the  action,  but  that  the  Plaintiffs  had  not  established  their  allegations 
of  passing-off.    The  action  was  dismissed  with  costs. 

20       Observations  as  to  trap  orders  in  passing  off  cases. 

.6a  the  28th  of  January  1902,  James  Carr  A  Sons  commenced  an  action 

against  Crisp  <k  Co.,  Ld.,  claiming  (1)  an  injunction  restraining  the  Defendants, 

their  servants  and  agents,  from  selling  or  offering  for  sale  under  the  description 

r '  "  Carrs'  Ladder  Tapes,"  or  "  Carrs'  Tapes,"  or  any  description  of  which  the 

25  "word  "Carrs*  "  formed  part,  any  window  blind  tapes  or  webs  which  were  not 

of  the  best  quality  of  the  Plaintiffs'  manufacture,  and  were  not  stamped  by  the 

Plaintiffs  with  the  word  "  Carrs\"  and  from  applying  the  above  descriptions, 

or  any  of  them,  to  any  goods  other  than  tapes  or  webs  which  were  the  best 

•     Quality  of  the  Plaintiffs'  manufacture,  and  were  stamped  by  the  Plaintiffs  with 

30  the   word  "  Carrs' " ;    (2)    an  injunction  restraining  the    Defendants,   their 

servants  and  agents,  from  selling  or  offering  for  sale  under  the  description 

"  Carrs'  Ladder  Tapes,"  or  "  Carrs'  Tapes,"  or  any  description  of  which  the 

word  a  Carrs' "  formed  part,  any  window  blind  tapes  or  webs  which  were  not 

".  manufactured  by  the  Plaintiffs,  and  from  passing  off  goods  not  of  the  Plaintiffs' 

35  manufacture  for  goods  manufactured  by  the  Plaintiffs,  and  for  damages  and 


costs. 


3  u 
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The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  as  follows :— "  (1)  The 
"  Plaintiffs,  who  carry  on  business  at  Manchester,  are  manufacturers  (inter 
44  alia)  of  window  blind  tapes  or  webs,  and  have  been  established  in  business 
"  many  years.  Their  said  tapes  are  well  known  and  have  a  high  reputation. 
"  The  Defendants  are  a  limited  Company,  carrying  on  business  as  retail  drapers  5 
44  at  Holloway,  London,  N.  (2)  The  window  blind  tapes  manufactured  by  the 
"  Plaintiffs  are  of  three  qualities,  and  the  prices  vary  with  the  quality.  For  the 
44  best  quality  thp  Plaintiffs  stamp  the  word  4  Caws' '  on  the  cross  tapes  in  the 
"  process  of  manufacture,  and  this  quality  is  always  advertised  as  4  Carrs\'  and 
"  is  known  as  *  Carrs'  Tape,1  or  *  Carrs'  Ladder  Tape,'  as  well  by  the  public  as  10 
44  in  the  trade.  The  name  4  Carrs' '  is  not  stamped  on  either  of  the  lower 
"  qualities  manufactured  by  the  Plaintiffs,  nor  is  it  applied  either  by  the  trade 
"  or  by  the  public  to  these  qualities,  which  are  always  advertised  and  known  as 
44  *  Clarence '  and  *  C.  C.  L.'  respectively.  The  word  *  Carrs','  as  applied  to 
44  window  blind  tapes,  means,  and  is  known  by  sellers  and  buyers  to  mean,  15 
"  that  such  tapes  are  manufactured  by  the  Plaintiffs,  and  are  of  their  best 
"  quality.  (3)  In  or  about  the  month  of  January  last  the  Defendants  sold 
"  certain  ladder  tapes  as  *  Carrs'  Tapes,'  thereby  representing  and  inducing  the 
"  purchaser  to  believe  that  such  tapes  were  manufactured  by  the  Plaintiffs,  and, 
44  further,  were  of  their  best  quality,  whereas,  in  fact,  the  said  tapes  were  not  20 
44  manufactured  by  the  Plaintiffs,  but  were  the  goods  of  other  manufacturers, 
44  and  were  of  inferior  quality.  By  the  wrongful  use  of  the  word  4  Carrs '  in 
44  connection  with  the  sale  of  the  said  tapes  as  aforesaid,  the  Defendants  have 
44  passed  off  goods  not  manufactured  by  the  Plaintiffs,  and  of  inferior  quality, 
44  as  and  for  goods  of  the  best  quality  of  the  Plaintiffs1  manufacture,  whereby  25 
44  the  Plaintiffs  have  suffered  damages." 

In  pursuance  of  an  Order  of  the  Master  Particulars  of  damage  were  delivered. 

The  Defendants,  by  their  Defence,  said  : — 44  (1)  The  Defendants  do  not  admit 
44  any  of  the  allegations  contained  in  paragraph  2  of  the  Statement  of  Claim,  and 
44  will  submit  and  contend  that  such  allegations  are  unnecessary,  embarrassing,  30 
44  and  irrelevant.    (2)  The  Defendants  did  not,  on  or  about  the  month  of  January 
44  last,  or  at  any  other  time,  sell  as  4  Carrs'  Tapes '  tapes  which  were  not  mann- 
44  factured  by  the  Plaintiffs,  or  which  were  goods  of  other  manufacturers,  or 
44  were  of  inferior  quality,  nor  did  they  at  that  time,  or  at  any  other  time, 
44  represent,  or  induce  any  purchasers  to  believe,  that  any  tapes  sold  by  them  35 
44  which  were  not  of  the  Plaintiffs'  manufacture  were  manufactured  by  the 
44  Plaintiffs,  or  were  of  their  best  quality.     The  Defendants  have  not,  in  the 
44  manner  alleged  in  the  Statement  of  Claim,  or  at  all,  passed  off  goods  not 
44  manufactured  by  the  Plaintiffs,  or  of  inferior  quality,  as  and  for  goods  of  the 
44  best  quality  of  the  Plaintiffs'  manufacture.    The  Defendants  deny  each  and  40 
44  every  of  the  allegations  contained  in  paragraph  3  of  the  Statement  of  Claim." 

The  action  was  tried  by  Byrne,  J.,  on  the  11th,  12th,  and  14th  of  July  1902. 

Rowden,  K.C.,  and  A.  B.  Shaw  (instructed  by  James,  Mellor,  and  Coleman) 
appeared  for  the  Plaintiffs  ;  Levett,  K.C.,  and  Vernon  (instructed  by  Qery  and 
Rhys)  appeared  for  the  Defendants.  45 

The  facts  proved  by  the  evidence  will  be  found  fully  stated  in  the  judgment 

BYRNE,  J. — The  Plaintiffs  in  this  case  are  manufacturers  of  ladder  tape — that 
is  tape  that  is  used  in  connection  with  Venetian  blinds  for  supporting  them. 
They  appear  to  manufacture  and  sell  three  qualities,  one  of  which  they  desire  to 
be  known,  and  which  is  usually  known  in  the  market  specifically  as  44  Carrs'"  50 
and  is  marked 44  Carrs'."  The  others  have  other  marks.  The  Defendants  carry 
on  business  as  drapers  and  haberdashers  at  Holloway.  The  action  was  brought 
originally  for  an  injunction  in  both,  or  one  or  other,  of  certain  forms.  A  part  of 
the  injunction  originally  asked  for  had  reference  to  a  supposed  selling  of  second 
quality  for  first  quality ;  but  I  put  that  out  of  the  case.  That  is  not  insisted  55 
upon,  and  I  have  no  doubt  myself  that  the  action  was  commenced  under  a 
misunderstanding  really  of  what  had  taken  place.    A  Mr.  Biggs  was  the  London 
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agent  for  the  Plaintiffs,  and  in  January  last  his  attention  was  called  to  an 
advertisement  of  a  winter  sale  of  the  Defendants,  and  in  that  was  this  item  : — 
44  'Ladder  Tape/  Carrs\  Woven,  Coloured,  per  yard  l£d."  Then  there  was 
another  item  : — 4<  *  Ladder  Tape,'  Carrs'  Woven,  Coloured,  per  dozen  2s.  4Jd." 
5  Looking  at  that  first  item,  per  yard  ljd.,  he  was  struck  by  it  because  the  first 
quality  tape  appears  to  be  sold  under  certain  conditions  providing  that  it  shall  not 
be  sold  by  the  retailer  under  a  certain  price,  which  is  a  very  common  thing  now-a- 
days  in  trade,  and  he  was  struck  by  this,  forgetting  something,  which  was  the  fact 
that  a  certain  quantity  of  tape  had  been  made  sometime  previously  in  pursuance 

10  of  a  particular  order  which  was  not  "  Cams' "  and  which  did  not  correspond  in 
width  and  possibly  in  quality  with  this  first  quality  "  Carrs"  Tape."  He 
wanted  to  know  what  it  was  they  were  selling.  His  suspicions  were  in  some 
way  aroused,  and  so  he  instructed  his  lady  typewriter  Miss  Mabel  Smith  to  go 
to  the  shop  and  buy  some.    Miss  Mabel  Smith  knew  she  was  going  to  the  shop 

15  for  the  purpose  of  trying  to  catch  them  out  if  they  were  doing  anything 
wrong. 

I  want  to  say  one  or  two  words  about  cases  of  this  nature.  In  the  first  place, 
there  was  some  argument  addressed  to  the  question  of  whether  or  not  it  was 
necessary  to  show  fraud  in  a  case  of  this  kind.    I  need  do  no  more  than  refer 

20  to  one  of  the  most  recent  cases  in  the  House  of  Lords  touching  upon  the  subject. 
That  is  the  Cellular  Clothing  Company  v.  Maxton  and  Murray \  reported  in 
1899  Appeal  Cases,  page  326.#  In  that  case  the  Lord  Chancellor  says, 
after  stating  certain  facts  in  the  case :— "  That  is  the  whole  question,  the 
"  proposition  being,  as  is  rightly  pointed  out,  that  no  man  has  a  right  to  sell  his 

25  "  goods  as  though  they  were  the  goods  of  another  man  "  ;  and  lower  down  on 
the  same  page  334,  he  says  : — "  The  only  observation  that  I  wish  to  make  upon 
"  that  part  of  the  argument  is  that  it  seemed  to  be  assumed  that  a  fraudulent 
44  intention  is  necessary  on  the  part  of  the  person  who  was  using  a  name  in 
"  selling  his  goods  in  such  a  way  as  to  lead  people  to  believe  that  they  were  the 

30  "  goods  of  another  person.  That  seems  to  me  to  be  inconsistent  with  a  decision 
"  given  something  like  sixty  years  ago  by  Lord  Cotteriham,  who  goes  out  of  his 
44  way  to  say  very  emphatically  that  that  is  not  at  all  necessary  in  order  to 
44  constitute  a  right  to  claim  protection  against  the  unlawful  use  of  words  or 
44  things — I  say  things,  because  it  is  to  be  observed  that  not  only  words  but 

35  "  things,  such  as  the  nature  of  the  wrapper,  the  mode  in  which  the  goods  are 
44  made  up,  and  so  on,  may  go  to  make  up  a  false  representation ;  but  it  is 
44  not  necessary  to  establish  fraudulent  intention  in  order  to  claim  the  interven- 
44  tion  of  the  Court."  Then  he  proceeds  to  cite  a  passage  from  Lord  Cottenham's 
judgment  in  Millington  v.  Fox,  and  he  says  : — 44  In  short,  it  does  not  appear  to 

44)  "  me  that  there  was  any  fraudulent  intention  in  the  use  of  the  marks.  That 
44  circumstance,  however,  does  not  deprive  the  Plaintiffs  of  their  right  to  the 
44  exclusive  use  of  those  names  ;  and,  therefore,  t  stated  that  the  case  is  so  made 
44  out  as  to  entitle  the  Plaintiffs  to  have  the  injunction  made  perpetual."  I  have 
not  read  the  whole  of  the  passage  cited  from  Lord  Cottenham's  judgment,  but 

45  those  are  the  concluding  wards  of  the  citation. 

Now  another  observation  I  should  like  to  make,  and  that  is  with  reference  to 
what  are  called  traps  or  trap  orders.  In  this  class  of  case,  which  depends 
substantially  upon  oral  testimony  only,  not  involving  any  question  of  mis- 
representation by  get  up  of  the  goods,  in  some  cases,  in  order  to  detect  the  persons 

50  who  are  engaged  in  passing  off  their  own  goods  as  the  goods  of  the  Plaintiff 
it  is  necessary  that  persons  should  be  sent  in  order  to  find  out  whether  such 
transactions  are  taking  place.  If  it  were  not  so,  in  some  cases  persons  guilty  of 
this  conduct  would  escape  scot  free.  An  illustration  was  put  in  the  course 
of  the  case,  not  an  unfamiliar  one,  of  a  man  who  goes  into  a  public-house  and 

55  asks  for  a  glass  of  Bass,  and  is  served  with  something  else.    No  one  would 

•  16  RJ.O. 3»7T 
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dream  of  sending  a  man  to  a  public-house  with  a  written  order  for  a  glass  of 
beer.  In  cases  like  the  present  I  am  disposed  to  think  that  it  is  wise  on  the 
part  of  the  person  setting  the  trap  to  send  a  written  order— not  in  every  case, 
but  sometimes — to  see  what  the  result  of  sending  a  written  order  will  be. 
There  can  be  no  ambiguity  then  about  what  is  asked  for ;  but  whether  it  is  J 
done  by  means  of  a  written  order,  or  whether  it  is  done  by  word  of  mouth, 
the  most  absolute  care  should  be  taken  to  avoid  ambiguity,  and  to  be  able  to 
establish  a  case  with  certainty  that  what  was  asked  for  was  asked  for  in 
unambiguous  and  clear  terms,  and  that  the  intelligent  appreciation  of  the 
person  asked  for  the  goods  was  brought  to  the  fact.  10 

In  the  present  case  I  have  heard  a  good  deal  of  evidence,  and  a  good  deal  of 
conflict  of  evidence,  and   I  am  bound  to  say  this — that,  although  there  are 
discrepancies  in  the  evidence  of  almost  all  of  the  witnesses,  I  am  disposed  to 
give  them  credit  for  honesty  and  good  faith  all  round  ;  that  is  to  say,  I  do  not 
think  any  one  of  them  was  guilty  of  wilfully  intending  to  mislead  the  Court ;  but  IS 
it  is  obvious  that  in  endeavouring  to  give  the  effect  to  a  transaction  which  took 
place  some  months  ago  it  is  almost  impossible  to  reproduce  with  exact  fidelity 
either  the  precise  words  or  the  precise  effect  produced  by  what  took  place. 
There  are,  as  I  have  said,  discrepancies,  and  there  are  discrepancies  between  the 
statements  made  in  the  affidavits  and  the  statements  made  in  Court.    Again,  30 
I  do  not  attach  too  much  importance  to  the  last-mentioned  fact,  for  I  know  how 
difficult  it  is  to  endeavour  to  repeat  a  story  after  a  considerable  space  of  time, 
particularly  when  persons  have  had  their  attention  well  directed  to  it,  whose 
minds  have  possibly  dwelt  on  it  from  the  first  tinie  it  was  called  to  their 
attention  to  the  last,  and  it  is  an  infirmity  of  human  nature  that  the  mind  gets  25 
its  attention  directed  to  particular  facts  or  particular  points  which  are  now 
assumed,  or  appear,  to  be  of  vital  importance  which  did  not  appear  to  be  of* 
vital  importance  at  an  earlier  stage  of  the  matter. 

Miss  Mabel  Smith  went  to  the  shop,  and,  according  to  her  story  as  first' 
told  : — "  I  asked  the  young  lady  for  some  *  Carrs*  Ladder  Tape '  at  1  \d.  as  listed.  30 
"  She  brought  a  packet  marked  '  F.S.L.'     I  asked  her  if  it  was  Garrs*  make ; ' 
"  she  said  it  was,  and  she  also  added  *  There  is  usually  a  card  inside  each  packet' 
"  *  which  has  slipped  out.'     I  asked  her  for  7  yards.    She  cut  it  off  and  gave  it 
"  to  me.     I  think  there  was  no  more  conversation.    This  took  place  on  the  4th 
"  of  January  last.    I  paid  l\d.  a  yard  "  :  and  then  she  says  she  handed  it  to  Mr.'  35 
Biggs.    I  have  heard  the  evidence  of  her  sister,  and  I  have  heard  the  evidence  of 
the  girl — for  she  was  only  a  girl  of  1 7 — who  served  her  on  the  occasion,  and  I  am 
disposed  to  think  Miss  Mabel  Smith  was  mistaken  in  saying  that  she  asked  for 
some  "  Garrs*  Ladder  Tape  "  at  lid  as  listed  in  the  first  instance.    She  herself 
was  not  prepared  on  cross-examination  to  be  quite  sure  that  she  said  "  Carrs* "  40 
in  the  first  instance,  and  her  sister  who  was  with  her  also  cannot  say  that 
"  Carrs'  "  was  mentioned  in  the  first  instance.    Now  this  was  ladder  tape  fairly 
described  as  "  Carrs\"    It  was  coloured,  and  it  was  sold  at  l^d.,  and  there  it 
was  in  the  shop.    Why  this  young  woman  should  have  gone  out  of  her  way  to 
pull  down  a  parcel  of  some  other  tape  intentionally,  and  understanding  that  4ft 
"  Carrs*  Tape  "  was  what  was  wanted,  she  having  the  actual  tape  to  sell,  is  very 
difficult  to  understand,  and  it  seems  to  me  very  much  more  consistent  with  the 
notion  that  in  the  first  instance  she  thought  the  meaning  of  the  order  was  for 
some  woven  coloured  ladder  tape  at  \\d.  a  yard.    The  moment  you  pass  the 
initial  inquiry  and  begin  to  get  into  conversation  ambiguities  arise,  and  it  is  50 
extremely  difficult  to  say  what  the  effect  of  an  exchange  of  conversation  on  a 
matter  of  this  kind  will  be.     I  am  disposed  to  think  that  on  this  occasion  at  a 
subsequent  period  "Garrs*"  was  mentioned,  and  the  fact  that  a  card  had 
dropped  out.    This  was  volunteered,  and  volunteered,  as  far  as  I  am  inclined 
to  think,  before  the  word  u  Garrs' "  was  mentioned  at  all.     I  am  not  satisfied  55 
that  it  was  brought  home  to  this  girl's  mind  that  what  was  wanted  was  "  Garrs* 
"  Tape  "  as  distinguished  from  "  ladder  tape  at  l^d.  a  yard." 
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Now  she  goes  a  second  time  on  the  9th  of  January,  and  she  is  served  by 
Mary  Johnson,  and  here  again  a  conversation  takes  place.  She  does  ask  for 
44  Carrs*  Ladder  Tape,"  and  "  Carrs'  Ladder  Tape  "  is  produced  to  her.  Then 
comes  again  conversation  and  ambiguity.  She  asks  for  cream-coloured  tape 
5  like  she  had  bad  on  the  former  occasion.  She  asked  for  "Carrs*  Ladder 
"Tape."  "  Garrs'  Ladder  Tape"  is  produced;  that  is  coloured  as  listed. 
She  said,  "  No,  those  colours  do  not  suit ;  I  want  some  cream  colour,"  her 
object  being  in  going  to  the  shop  the  second  time  to  get  the  rest,  if  she  could, 
of  the  piece  she  had  bought  before  to  bring  back  to  Mr.  Biggs,  together  with 

10  the  wrapper  if  possible.  I  think  that  when  you  introduce  such  an  ambiguity 
as  that,  the  person  serving  being  asked  for  something,  gets  the  notion  in  her 
head  that  what  is  really  wanted  is  not  so  much  the  article  of  the  person  whose 
name  is  mentioned  as  the  article  that  is  sold  at  \\d.  a  yard,  but  of  another 
colour.    At  all  events,  I  find  here  the  strongest  possible  evidence  of  bona  fides. 

15  in  the  bringing  forward  of  the  actual  goods  in  the  first  instance.  That  the 
word  "Carrs*"  was  mentioned,  and  that  there  was  something  said  about 
44  Carrs'  "  I  think  there  is  very  little  doubt,  but  when  I  try  to  put  myself  in 
the  position  of  judging  whether  there  was  an  intelligent  bringing  home  at  the 
time  of  the  sale  of  the  particular  article  to  the  person  serving  that  "  Carrs'  " 

20  was  what  was  wanted,  and  nobody  else's  make,  I  cannot  say  that  I  think  it  is 
made  out. 

There  is  another  transaction,  and  that  is  the  transaction  with  Mr.  Horace, 
Davey,  who  is  a  solicitor's  articled  clerk.  He  was  sent  to  the  shop  on  the 
10th  of  January.    There  again  he  asks  for  "  Garrs'  Tape,"  and  u  Carrs*  Tape  " 

25  is  produced  to  him,  but  be  had  been  told  to  ask  for  cream  coloured  tape,  and 
there  again  ambiguity  arises.  According  to  the  statement  of  Mr.  Lockhart, 
one  of  the  assistants  in  the  shop,  who  was  standing  by  while  the  matter  was 
going  on,  and  according  to  the  statement  of  another  assistant  there,  Mary 
Johnson,  he  had  a  book  in  his  hand,  and  it  was  said  he  was  reading  during 

30  part  of  the  time.  Mr.  Lockhart  said  it  looked  like  a  novel.  Whether  it  was  a 
novel  or  a  law  book  he  was  reading  at  odd  moments  in  the  shop  while  this 
order  was  being  given  or  not  I  do  not  know.  But  I  do  say  this.  Here,  again, 
after  you  pass  the  first  point  in  the  conversation  you  get  to  ambiguity.  Second 
quality  was  mentioned,  and  you  get  to  ambiguities  again,  and  the  construing  of 

35  sentences  said  to  have  been  uttered,  the  meaning  of  which  might  have  differed 
even  by  a  variation  of  emphasis  on  a  particular  word.  But  there  is  more  than 
that.  He  then  asks  Miss  Johnson,  the  assistant,  to  write  on  the  invoice,  as  the 
person  who  has  sent  him  is  very  particular,  that  it  is  44  Garrs*"  "  No,"  she 
said,  "  I  cannot  do  that,  because  it  is  not  *  Carrs\'  "     He  takes  a  different  view 

40  of  what  she  says  with  reference  to  that  matter,  but,  as  the  result  of  a  conversa- 

-*  tion  which  took  place,  Miss  Johnson  gave  him  some  samples  of  the  genuine 

44  Carrs\"  which  he  took  away  with  him  from  the  shop,  and  Miss  Johnson 

Bays — and  1  think  it  is  more  likely  than  not  that  she  did  say  so— that  she 

offered  to  change  the  article  if  it  did  not  suit. 

45  Upon  this  evidence  I  think  I  should  do  wrong,  the  burden  being  on  the 
Plaintiffs  to  make  good  their  case,  and  on  this  state  of  evidence  to  hold  that  the 
case  had  been  made  out.  Even  if  one  of  the  cases-^the  first  case — was  made 
eat,  I  think  I  should  be  bound  to  say,  as  was  said  in  the  case  that  was  referred 
to  in  the  House  of  Lords  {Leahy  v.  Glover,  10  R.P.C.  141)  :  u  In  the  present  case 

50  "  the  transaction  complained  of  is  an  isolated  transaction,  which  is  attributed  to 

.  «•  "  a  shop  woman  in  the  employment  of  the  Defendant,  in  a  single  act  of  sale,  led 
"  on  by  the  mode  in  which  she  was  addressed  by  the  witnesses.  She  has  ceased 
u  to  be  in  the  Defendant's  employment ;  and  under  those  circumstances  it 
44  seems  to  me  that  it  would  be,  I  was  going  to  say  monstrous,  to  enjoin  the 

55  u  Defendant  from  doing  acts  which  there    is  not   the  slightest  ground  for 

^  u  supposing  he  is  ever  likely  to  do,  inasmuch  as  he  has  not  in  this  action,  nor 
44  at  any  time,  set  up  any  claim  to  do  them,  insisted  upon  any  right  to  do  them> 
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"  or  done  any  act  which  renders  it  in  the  least  likely  that  in  the  future  he  will 
M  do  them."  I  am  bound  to  say  this  for  Mr.  Bigg's,  on  the  other  hand,  that  I 
do  not  believe  he  would  ever  have  brought  this  action  if  he  had  known  what 
the  real  facts  of  the  case  were  at  the  commencement.  He  thought  something 
else  was  going  on  that  was  not  going  on  ;  that  a  wrong  was  being  done  that  was  * 
not  being  done. 

Then  I  want  to  say  one  more  thing  with  regard  to  a  case  of  this  class,  and 
that  is  that  I  think  it  is  only  fair  that  if  it  is  intended  to  take  proceedings  those 
proceedings  should  be  taken  as  quickly  as  possible,  so  that  warning  may  be 
given  to  the  Defendants  that  certain  transactions  are  going  to  be  called  in  10 
question  before  the  memory  grows  dull  with  reference  to  such  transactions. 
In  this  case  there  was  a  lapse  of  three  weeks,  and  the  first  intimation  that  the 
Defendants  got  that  proceedings  were  going  to  be  taken  was  the  writ,  together 
with  13  affidavits.  I  do  not  think  it  is  a  sufficient  answer  to  that  to  say  that  if 
you  gave  warning  there  might  be  something  done  by  the  Defendants — I  do  not  15 
know  what  the  suggestion  was  exactly — but  that  the  evidence  might  be 
destroyed,  or  kept  out  of  the  way.  Whatever  it  was  I  do  not  think  that  is  a 
sufficient  excuse.  I  think  that  the  proceedings  should  be  taken  at  the  earliest 
possible  moment.  That,  however,  does  not  affect  the  right  of  the  Plaintiffs,  on 
making  out  their  case,  to  an  injunction ;  but  in  this  case  I  think  they  have  20 
failed  to  make  out  their  case,  and  therefore  the  action  must  be  dismissed  with 
costs. 


In  the  High  Court  of  Justice.— Chancery  Division 

Before  Mr.  Justice  Buckley. 

April  25th,  1902.  25 

Badische  Anilin  und  Soda  Fabrik  v.  W.  G.  Thompson,  Ld.,  and  Others. 

,  Patent — Action  for  infringement. — Motion  for  interlocutory  injunction.— 
Evidence. — Affidavit  on  information  and  belief — Admissibility. — Costs.— 
Order  XXXVIII,  rule  3. 

This  was  an  action  for  infringement  of  a  Patent  (No.  9633  of  1892),  claiming  30 
the  usual  relief.    The  Plaintiffs  gave  notice  of  motion  for  an  interlocutory 
injunction.    The  motion  came    on    for  hearing  before  BUCKLEY,    J.     The 
Plaintiffs  filed  an  affidavit  by  Ernest  Francis  Ehrhardt  in  support  of  the 
motion,  but  no  other  affidavits  were  filed. 

Cripps,  K.C.,  Moulton,  K.C.,  and  Graham  (instructed  by  J.  H.  and  J.  Y.  35 
Johnson)  appeared  for  the  Plaintiffs ;  Astbury,  KX3.,  and  Grant  (instructed  by 
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W.  Powell)  appeared  for  the  Defendants  W.  G.  Thompson,  Ld.,  and  the  Defen- 
dants H.  Kupferberg  A  Go. ;  and  Cole/ax  (instructed  by  Pritchard,  EngUJield  A 
Co.)  appeared  for  the  Defendants  William  Hay  A  Go.  and  the  Defendant 
Ashworth. 
5  Cripps,  K.C.,  having  read  the  affidavit. — The  affidavit  is  sufficient.  It  is  not 
suggested  that  statements  contained  in  it  are  in  any  way  inaccurate.  Where 
there  is  no  question  of  the  validity  of  a  Patent  and  the  affidavit  states  infringe- 
ment, and  there  is  no  affidavit  to  the  contrary,  the  practice  is  for  the  Court  to 
grant  an  injunction. 

10  ^  Astbury,  K.C. — An  affidavit  on  information  and  belief  is  insufficient,  and 
inadmissible  as  evidence,  unless  it  states  the  source  of  information  or  belief 
(Order  XXXVIII,  Rule  3,  Saccharin  Corporation  Company,  Ld.  v. 
Chemical  and  Drugs  Company,  Ld.,  15  R.P.C.,  53  ;  and  Young  v.  Young 
Manufacturing  Company,  Ld.,  L.R.  (1900)  2  Ch.  753).    [Buckley,  J.— The 

15  Rule  says  you  must  give  grounds.  Would  it  not  be  sufficient  to  say  that  they 
had  been  informed  by  a  person  whom  they  had  employed  to  make  inquiries  ?] 
Not  without  an  affidavit  in  corroboration.  [Buckley,  J.—"  The  Plaintiffs  have 
"  suffered,  and  continue  to  suffer,  very  considerable  damage  from  the  infringe- 
"  ment  complained  of."    Could  you  not  assign  perjury  on  that  statement  on 

20  oath  ?]     You  can  require  that  there  should  be  corroboration  (per  Alverstone, 

C.J.,  in  the  Young  case,  at  page  754).    [Buckley,  J.— What  you  have  to  show 

is  grounds  of  belief.]    The  Court  would  not  act  without  direct  evidence  on 

oath.    This  is  pure  hearsay  (Order  XXXVIII,  rule  3). 

BUCKLEY,  J. — This  motion  comes  before  me  upon  an  unanswered  affidavit  by 

25  Mr.  Ehrhardt,  who  is  the  chemist  at  the  works  of  the  Plaintiffs.    The  Plaintiffs 

are  manufacturers  of  chemical  dyes  in  Germany,  and  the  motion  is  for  an 

interlocutory  injunction  to  restrain  infringement  of  a  Patent  the  validity  of 

which  has  been  certified  in  a  previous  action.  • 

It  is  no  doubt  of  the  greatest  importance  that  the  rule  should  be  main- 

30  tained  as  laid  down  in  Order  XXXVIII,  Rule  3,  that  affidavits  on  interlocutory 
motions  as  to  belief  should  state  the  grounds  thereof.  What  I  have  to  look  at 
the  affidavit  to  find  is  this — whether  this  deponent,  who  to  a  very  large  extent 
speaks  only  from  information  and  belief,  assigns  grounds  satisfactory  to  me  for 
his  belief — something  upon  which  I  can  found  myself  to  say  that  he  is  not 

35  merely  a  person  who  is  saying,  "  Somebody  has  told  me  so  and  I  believe  it." 
Of  course,  scrutinising  the  affidavit  in  detail,  it  seems  to  me  in  substance  to 
come  to  this.  The  Plaintiffs,  who  are  foreigners— the  deponent  being  a 
foreigner — have  for  years  found  these  Patents  of  theirs  being  infringed,  and 
they  have  made  inquiries  in  this  country  in  order  to  trace  infringers.    As  a 

40  rule  they  have  not  been  able  to  do  so,  but  they  have  recently  been  supplied 
with  information  which  enables  this  deponent  to  make  this  affidavit.  It  is 
quite  true  he  does  not  say  where  he  got  his  information  from,  and  he  does  not 
give  the  name  of  his  informant.  I  do  not  know  that  that  is  necessarily 
essential,  but  I  have  to  say  whether  he  assigns  as  a  ground  for  his  belief  that  he 

45  has  been  informed  by  somebody  whose  information,  prima  facie,  is  of  value. 

In  the    SaccJutrin    Corporation  v.   Chemical   Drugs  Company,  which  is 

reported  in  15  Patent  Reports,  at  page  55,  Lord  Lindley  states  the  way  in  which 

the  Rule  ought  to  be  treated  in  this  way.    He  cites  with  approval  some  words 

of  Sir  George  Jessel,  and  says  that  "  some  years  ago  Sir  George  Jessel  stated  that 

50  **  the  Court  would  not,  even  on  an  interlocutory  motion,  pay  attention  to  state- 
"  ments  made  on  information  and  belief  unless  the  Court  could  see  from  the 
"  affidavits  who  the  sources  of  the  information  were."  And  in  Re  The  Young 
Manufacturing  Company  (1900;  2  Chancery  Division,  753),  Lord  Justice 
Rigby,  in  finding  fault  with  an  affidavit,  says  this — "  The  deponent  speaks  of 

55  "  information  without  giving  the  slightest  information  where  he  has  got  his 
"  information  from."  Now  that  is  a  case  in  which  there  are  no  grounds 
assigned  at  all.     Applying  those  principles,  I  look  to  this  affidavit  to  see 
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whether  this  deponent  has  assigned  grounds,  and  it  seems  to  me  that  he  has. 
He  says,  in  paragraph  8  :  "  From  information  recently  supplied  to  the  Plaintiffs 
"  numbers  of  large  infringements  of  many  of  their  said  Letters  Patent  havfc 
44  been  brought  to  their  knowledge."    Then  paragraph  9  is  that  "  the  informa- 
44  tion  in  the  last  clause  mentioned  has  only  been  given  to  the  Plaintiffs  within    5 
"  the  last  few  weeks.9'     That  is  to  say,  he  speaks  definitely  of  information 
supplied  to  them,  and  states  the  time  within  which  it  has  been  supplied.    That 
is  not  imagination ;   there  is  ground  there  for  proceeding  upon  something — 
information  received  from  a  person,  although  the  deponent  does  not  give  his  name. 
Then,  in  paragraph  10,  he  goes  on  to  say  that  he  is  informed  and  believes  "  that  10 
44  the  Defendants  have  for  many  years  systematically  carried  on  a  very  large 
44  business  in  dyes  well  known  to  them  to  infringe  various  Patents  -of  tie 
"  Plaintiffs,  and  although  the  Plaintiffs  have  continually  done  their  utmost  to 
44  detect  them  they  have  been  unable  to  do  so  until  recently ."    Then,  coming 
to  paragraph  14, 1  get  something  stronger,  because  there,  after  stating  how  this  15 
business  of  selling  in  this  country  has  been  carried  on,  he  says  absolutely,  not 
as  information -and  belief  :  "  Such  contracts  " — that  is  the  contracts  for  obtaining 
infringing  dyes — "  have  been  so  made  with  the  English  Defendants  and  other 
4i  customers  in  this  country."    Then,  further  down  :  "  The  dyes  are  forwarded 
44  by  the  forwarding  agents  to  Grimsby  or  some  other  port,  and  one  of  the  20 
"  English  Defendants  superintends  the  carriage  of  same  from  Grimsby  to  the 
"  place  of  business  of  the  aforesaid  Defendants,  and  are  sold  by  them  to  dyers 
44  in  the  United  Kingdom."    Then,  as  to  information  and  belief,  he  says  that 
Thompson  is  the  particular  man  who  has  done  it,  but  as  to  the  previous  facts  he 
speaks  absolutely,  aud  not  as  to  infQrmation  and  belief.     In  paragraph  16,  he  25 
further  deposes,  from  information,  to  particular  dyes,  which,  he  says,  that  the 
Defendants  have  imported — safflower  red,   6  G,  and  safflower  red,  G.     In 
paragraph  17  he  says,  as  information  and  belief  again,  no  doubt :  "  Within  the 
44  last  year  or  so  certain  of  the  Defendants  entered  into  three  or  four  contracts 
44  with  the  Defendants,  the  Basle  Chemical  Works,  for  amounts  of  15  cwt.  to  a  30 
44  ton  of  concentrated  safflower  red,  6  G  and  G,  at  the  prices  of  about  15s.  and 
44  68.  per  pound."     So  that  there  he  gives  dates,  or  rather  limits  of  date,  and  a 
statement  of  the  goods  ordered  and  a  statement  of  the  price  which  has  been 
charged.    I  think  I  am  entitled  to  infer  that  he  is  not  making  that  without  any 
grounds  at  all,  and  that  the  grounds  which  he  is  assigning  are  that  he  has  been  35 
so  informed  by  persons  who,  I  am  entitled  to  infer,  have  been  making  inquiries 
in  this  case  for  the  Plaintiffs. 

I  therefore  hold  the  affidavit  to  be  sufficient. 

Oripps,  K.C. — Then  there  will  be  the  Order  as  asked,  my  Lord  ? 

Buckley,  J.— Yes.  40 


.» 
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In  thb  Chancery  op  the  County  Palatine  op  Lancaster 

(Manchester  District). 

Be/ore  Vice-Chancellor  Hall. 

June  19th  and  20th,  July  2nd,  3rd,  4th,  8th,  and  9th,  1902. 

* 

5  F.  Reddaway  &  Co.,  Ld.  v.  Frictionless  Engine  Packing.  Company,  Ld., 

and  Harry  Gordon  Small. 

Action  to  restrain  passing-off"  Camel-hair  Belting." — Use  of  "  Karmal "  for 
Belting  restrained. — "  Camel-hair "  with  the  Defendants*  name  prefixed  not 
restrained. 

10  F.  Reddaway  &  Co.,  Ld.,  successors  in  business  of  F.  Reddaway  &  Co.,  brought 
an  action  against  the  Frictionless  Engine  Packing  Company,  Ld.,  in  respect  ctf 
the  use  of  the  words  "  Karmal "  and  "  Camel-hair  "  in  connection  with  belting. 
The  Plaintiffs  complained  (1)  of  the  use  of  the  words  "Camel-hair"  witlwut 

•  >    cmy  distinctive  word  or  prefix ;  (2)  of  the  use  of  the  word  "  Karmal"  as  being 

15  likely  to  deceive  purchasers  into  the  belief  that  by  purcliasing  "  Karmal-hiir 
"  Belting  "  they  were  purchasing  the  Plaintiffs*  belting ;  (3)  of  the  use  of  thf 
name  " Frictionless  Engine  Packing  Company's  Camel-Jiair  Belting"  IVie 
Defendants  admitted  that  "  Camel-hair  Belting "  used  alone  denoted  belting 
made  by  the  Plaintiffs. 

20  Held,  (1)  that  the  Defendants  had  used  the  words  "  Camel-hair  Belting  v 
without  any  distinction,  and  had,  therefore,  brought  themselves  within  the 
decision  in  Reddaway  v.  Banham  (13  R.P.C.  218 ;  L.R.  (1896)  App.  Cos.  199)) 
(2)  thai  t)ie  use  of  the  word  "  Karmal "  was  likely  to  deceive  and  ought  to  he 
restrained,  by  injunction ;  but  (8)  that  the  prefix  of  the  proper  » name  wtm 

25  sufficient  to  distinguish  the  Defendants1    Ki  Camel-hair  Belting "  from    the 

Plaintiffs'.  : 

* 

On  the  24th  of  December  1901,  F.  Reddaway  A  Co.,  Ld.,  commenced  an 

action  against  the  Frictionless  Engine  Packing   Company,  Ld.,  and  Harry 

~    Cordon  Small,  for  an  injunction  to  restrain  the  Defendant  Company,  their 

30  directors,  managers,  servants,  and  agents,  and  particularly  the  Defendant  Harry 

Gordon  Small,  from  continuing  the  use  of  the  name  or  words  "Camel-hair,"  or 

"  Karmal,"  in  such  a  manner  as  to  pass  off  their  goods  as  and  for  the  Plaintiffs1 

goods,  and  for  infringing  the  Plaintiffs1  goods,  and  other  consequential  relief.  - 

;       By  the  Statement  of  Claim  the  Plaintiff  Company,  who  are  manufacturers  of 

35  belting,  carrying  on  business  in  Pendleton,  in  the  county  of  Lancaster,  after 
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referring  to  the  use  of  the  name  "Camel-hair  Belting"  as  distinguishing 
belting  made  by  the  Plaintiffs,  alleged  that  the  Defendants  were  selling 
**  Camel-hair  Belting,"  or  "  Karmal-hair  Belting,"  in  such  a  manner  as  to  lead 
purchasers  into  the  belief  that  it  was  of  the  Plaintiffs'  manufacture,  whereas, 
in  fact,  it  was  not,  and  they  referred  in  particular  to  a  price  list  of  the  5 
Defendant  Company  containing  the  description,  "  Karmal  Solid  Woven  Hair 
"  Belting,"  and  to  a  quotation  in  writing,  dated  the  13th  of  December  1901, 
for  a  Camel-hair  Belting,"  and  the  exposure,  at  a  shop  in  Glasgow  of  an 
agent  of  the  Defendant  Company,  of  a  sample  of  belting  which  was  not  of  the 
Plaintiffs1  manufacture.  10 

The  Defendants  admitted,  by  their  Defence,  that  "  Camel-hair  Belting  "  was 
understood  in  the  trade,  when  used  without  any  distinguishing  words,  to  mean 
belting  sold  by  the  Plaintiffs.  They  alleged  that  the  name  "  Karmal  "  was  an 
invented  word  derived  from  the  names  of  the  Defendant  Harry  Gordon  Small 
and  George  William  Parkes,  who  were  partners  in  the  Frictionless  Engine  15 
Packing  Company  before  it  was  formed  into  a  limited  Company,  and  had  been 
invented  as  a  trade  name  for  engine  packing,  soap,  oil,  grease,  and  lubricant 
compounds,  and  had  been  registered  as  a  Trade  Mark  for  such  goods.  They 
also  stated  that  they  had  used  it  for  several  years  past  in  connection  with  hair 
belting,  and  had  offered  for  sale  and  sold  hair  belting  under  the  description  of  2& 
"  Karmal  Solid  Woven  Hair  Belting,"  and  had  also  sold  "  Camel-hair  Belting  " 
distinguished  by  being  identified  with  their  name,  and  had  never  sold  it  or 
advertised  it  for  sale  without  such  distinction,  and  they  denied  any  intention 
of  passing  off  their  goods  as  and  for  the  Plaintiffs'. 

The  action  came  on  for  trial  on  the  19  th  of  June  1902,  and  stood  over  from  25 
the  20th  of  June  until  the  2nd  of  July  in  order  to  allow  the  Plaintiffs  to  inspect 
the  Defendants'  books  and  letters  written  to  them  in  reference  to  "  Camel-hair 
"  Belting  "  which  had  not  been  disclosed  in  the  affidavit  of  documents. 

Maberly  (instructed  by  Blair  and  Seddon,  of  Manchester)  appeared  for  the 
Plaintiffs ;    Grant   (instructed    by   Withington,  Petty,   and   Boutflower,   of  30 
Manchester)  appeared  for  the  Defendants. 

Maberly,   for    the    Plaintiffs. — The    Defendants    admit   that    "Camel-hair 
"  Belting  "  used  alone  means  the  Plaintiffs'  belting.    They  have  issued  circulars 
advertising  "  Karmal  Solid  Woven  Hair  Belting,"  and  in  answer  to  an  inquiry 
for  "  Camel-hair  Belting "  they  have  offered  for  sale  "  Frictionless  JSnffine  35 
"  Packing  Company's  Camel-hair  Belting,"  which  is  not  a  sufficient  distinction. 

Frank  Reddaway  was  called  as  a  witness  for  the  Plaintiffs,  and  stated  that  in 
his  opinion  "Karmal  Solid  Woven  Hair  Belting"  would  be  mistaken  for 
"  Camel-hair  Belting,"  and  that  the  use,  of  the  phrase  "  Frictionless  Engine 
"  Packing  Company's  Camel-hair  Belting "  would  be  taken  to  mean  40 
"  Reddaway  *s  Camel-hair  Belting "  sold  by  the  Frictionless  Engine  Packing 
Company.  In  cross-examination  he  admitted  that  it  was  a  general  custom  in 
the  trade  to  sell  a  Camel-hair  Belting  "  with  the  distinction  of  the  prefix  of  a 
proper  name  only,  and  he  admitted  that  Banham  had,  since  the  decision  in 
Reddaway  v.  Banham,  been  so  selling  "  Camel-hair  Belting."  G.  M.  Wheatley  45 
and  C.  </.  Danby  also  gave  evidence  that  the  name  "  Karmal-hair  Belting  "  was 
likely  to  deceive  natives  in  India  into  thinking  they  were  getting  "  Camel-hair 
"  Belting,"  and  they  and  other  witnesses  supported  Frank  Reddaway  *s  views 
as  to  the  meaning  of  the  phrase  "Frictionless  Engine  Packing  Company's 
"  Camel-hair  Belting."  50 

Grant,  for  the  Defendants. — The  word  "  Karmal "  was  invented  for  engine 
packing  and  other  substances,  and  was  not  originally  used  for  "  Hair  Belting." 
It  is  sufficiently  distinctive.  As  to  the  prefix  of  the  proper  name  the  Plaintiffs, 
in  Reddaway  v.  Ahlers  (ante,  page  14),  did  not  obtain  an  injunction  in  respect 
of  the  use  of  the  name  "  Scholte'  Camel-hair  Belting,"  and  cannot  now  contend  55 
that  the  prefix  of  a  proper  name  is  not  a  sufficient  distinction. 
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The  Defendant  Harry  Gordon  Small  was  called,  and  said  that  the  word 
"  Karmal "  was  invented  by  taking  the  middle  letters  of  his  own  name  and  the 
name  of  George  William  Parkes,  who  was  his  partner  in  the  business  before 
the  Limited  Company  was  formed.    He  also  said  that  it  had  not  been  used  for 

5  belting  until  a  period  of  two  years  or  thereabouts  after  it  had  been  invented, 
and  never  at  all  in  India  for  belting.  In  cross-examination  he  admitted  that, 
when  asked  for  "Camel-hair  Belting"  in  letters,  the  Defendants  sometimes 
replied  without  using  any  distinguishing  words  or  prefix  or  otherwise 
designating   their    own  "Camel-hair    Belting"    as    distinguished    from   the 

10  Plaintiffs9,  but  he  stated  that  in  such  cases  all  parties  knew  what  was  meant. 
He  denied  that  the  word  "  Karmal "  was  likely  to  deceive,  and  said  that  the 
use  of  the  prefix  of  the  proper  name  was  a  sufficient  distinction  and  was  the 
common  distinction  in  the  trade.  In  this  he  was  supported  by  other  witnesses. 
With  regard  to  the  shop  in  Glasgow  David  Gray  was  called,  and  stated  that  the 

15  sample  of  "Camel-hair  Belting"  shown  in  his  window  had  come  from  the 
Glasgow  Exhibition,  where  it  had  been  shown  in  a  case  by  the  Defendants. 
Other  witnesses  were  called,  who  stated  that,  in  their  opinion,  "  Karmal  "  was 
a  sufficient  distinctive  word,  and  could  not  deceive  any  reasonable  person. 
They  also  stated  that  the  use  of  a  proper  name  as  a  prefix  was  a  proper  dis- 

20  tinction,  and  that  no  one  would  buy  "  Camel-hair  Belting  "  for  the  Plaintiffs' 
"  Camel-hair  Belting "  if  it  had  another  name  prefixed  to  it.  Evidence  was 
also  given  by  Norman  Macbeth  and  W.  M.  Harris  that  the  word  "  Karmal " 
would  not  deceive  even  natives  in  India.  A  number  of  circulars  were  put  in 
issued  by  other  manufacturers  advertising  "  Camel-hair  Belting,"  in  each  case 

25  with  the  prefix  of  the  name  of  each  manufacturer. 

Grant  for  the  Defendants. — As  to  the  word  "Karmal"  the  case  really 
amounts  to  this — that  it  might  deceive  in  India,  and  the  Defendants  have  done 
no  trade  in  "Karmal-hair  Belting"  in  India.  As  to  the  use  of  the  name 
"  Camel-hair  Belting "  without  any  prefix,  it  has  only  been  so  used  in  cases 

30  where  all  parties  understood  what  was  meant  by  it.  The  prefix  of  a  proper 
name  was  admitted  in  Reddaway  v.  Alders  to  be  a  sufficient  distinction. 

Maberly  in  reply. — The  evidence  shows  that  the  Defendants  have  used  the 
name  "Camel-hair  Belting"  without  any  distinction.  "Karmal"  is  so  like 
"  Camel "  in  sound  that  "  Karmal-hair  Belting "  is  not  a  distinction  from  the 

35  Plaintiffs'  belting,  nor  is  the  prefix  of  a  proper  name,  for  the  evidence  is  that  it 
might  be  taken  to  denote  Reddaway'' 8  belting  sold  by  the  Defendants. 

Hall,  V.C. — This  is  an  action  by  the  firm  of  F.  Reddaway  A  Go.,  Ld.,  against 
the  Frictionless  Engine  Packing  Company,  Ld.,  and  Harry  Gordon  Small,  who 
is  a  director  of  the  Defendant  Company,  and  the  Plaintiffs  ask  for  an  injunction 

40  to  restrain  the  Defendants,  their  agents,  and  so  on,  from  permitting  to  be  issued, 
circulated,  or  used,  a  certain  price  list,  and  from  in  any  manner  using  or  con- 
tinuing the  use  of  the  name  or  words  "  Camel-hair "  or  "  Karmal "  or  other 
colourable  imitation  of  the  said  name  in  connection  with  belting  offered  for  sale 
or  sold  by  the  Defendant  Company  and  not  being  of  the  Plaintiff  Company's 

45  manufacture  in  such  a  manner  as  to  deceive  purchasers  and  lead  them  into  the 

belief  that  they  are  purchasing  belting  of  the  Plaintiffs1  manufacture,  and  from 

thereby  or  otherwise  passing  off  or  attempting  to  pass  off  the  Defendant 

Company's  belting  as  and  for  belting  of  the  Plaintiff  Company's  manufacture. 

The  Plaintiffs  are  in  fact  manufacturers  of  belting  of  different  kinds,  leather 

50  belting,  cotton  belting,  and  also  a  special  kind  of  belting  known  as  "  Camel-hair 
"  Belting,"  which  I  understand  is  not  made  exclusively  of  camels'  hair  but  of  a 
material  (I  am  reading  from  the  report  of  Reddaway  v.  Benthamm)  called  in  the 
trade  camel  tops,  composed  of  cotton,  goats'  hair,  and  sheep's  wool  with  a  small 


*  L.R.  (1892)  2  Q.B.  at  page  640. 
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quantity  of  camels1  hair  added  ;  that  is  to  say  "  Camel-hair  Belting  "  is  made  up 
of  different  materials,  but  a  portion  of  it,  and  the  Defendants  say  a  large  portion 
of  theirs,  consists  of  camels9  hair  in  fact.  It  also  appears  that  as  far  as  the 
Plaintiffs  were  concerned,  and  as  far  as  the  Defendants  too  were  concerned, 
both  manufacture  belting  of  camels'  hair  in  the  ordinary  sense ;  but  there  are  5 
several  classes  and  degrees  of  goods,  and  the  inferior  qualities  contain  less 
camels9  hair  than  the  superior  ones. 

Reddaway  &  Go.  undoubtedly  were  the  first  to  bring  the  words  "  Camel-hair 
"  Belting "  into  notice ;   and  it  became  so  well  known  in  the  trade  as  to  be 
identified  with  Reddaways  to  such  an  extent  that  apparently  when  the  word  10 
u  Camel-hair"  or  "  Camel-hair  Belting"  was  used  without  some  qualification  it 
meant  the  Plaintiffs'  belting.    As  it  is  said  in  the  headnote  to  Reddaway  v. 
Bariham,  the  Plaintiffs  had  for  some  years  made  belting  and  sold  it  as  "  Camel- 
"  hair  Belting,"  a  name  which  had  come  to  mean  in  the  trade  the  Plaintiffs1 
belting  and  nothing  else.     The  Defendant  in  that  case  began  to  sell  belting  15 
made  of  the  yarn  of  camels'  hair,  and  stamped  it  "  Camel  hair  Belting  "  so  as  to 
be  likely  to  mislead  purchasers  into  the  belief  that  it  was  the  Plaintiffs'  belting, 
endeavouring  thus  to  pass  off  his  goods  as  the  Plaintiffs'.    Then  in  Reddaway  v. 
Banham*  the  question  was  this — whether  or  not  the  Defendant,  who  in  fact 
manufactured  "  Camel-hair  Belting,"  that  is  to  say  belting  made  of  camel  hair,  20 
was  entitled  to  do  so  without  distinction,  and  it  really  involved  a  particular 
application  of  the  general  principle  of  law  that  a  trader  is  not  entitled  to  pass 
off  his  goods  as  the  goods  of  another  trader  by  selling  them  under  a  name  which 
is  likely  ;to  deceive  purchasers,  whether  immediate  or  ultimate,  into  the  belief 
that  they  are  buying  the  goods  of  that  other  trader,  although  in  its  primary  £5 
meaning  the. name  is  merely  a  true  description  of  the  goods.    The  result  of  that 
action  was  that  it  was  held  that  the  Plaintiffs  were  entitled  to  an  injunction  to 
restrain  the  D3fendant  from  using  the  word  "  Camel-hair"  as  descriptive  or  in 
connection  with  belting  manufactured  by  him   or  belting,  not  being  of  the 
Plaintiffs'    manufacture,    sold    or    offered    for  sale  by   him  without  clearly  30 
distinguishing  such  belting  from  the  belting  of  the  Plaintiffs. 

New  I  do  not  think  that  there  has  been  a  material  difference  in  the  state  of 
affairs,  so  far  as  the  Plaintiffs  are  concerned,  since  that  decision  was  reported  in 
the  year  1896 ;  but  the  effect  of  that  decision  undoubtedly  was  that  although 
the  word  "Camel-hair"  was  then,  and  I  believe  is  now,  in  the  general  trade  35 
mainly  associated  with  the  name  of  Reddaways,  still  there  has  been  a  tendency 
to  encroach  upon  it,  because  the  House  of  Lords  decided  that,  the  word  "  Camel- 
a  hair  "  being  a  word  descriptive  of  a  thing  which  was  in  fact  made  and  sold  in 
the  trade,  they  would  not  refuse  permission  to  anybody  to  use  the  words  at  all 
thereby  giving  the  exclusive  use  of  common  English  words  to  the  Plaintiffs,  but  40 
Sf  they  were  used  they  must  be  used  in  such  a  way  as  clearly  to  distinguish  thq, 
goods  sold  with  that  description  from  the  goods  of  the  Plaintiffs ;  and  in  this 
particular  case  the  Defence  admits  that  the  Plaintiffs  are  manufacturers  o% 
'*  Camel-hair  Belting,"  and  that  they  sell  a  particular  class  of  belting  under  th$ 
name  of  "Camel-hair  Belting,"  and  that  the  expression  "Camel-hair  Belting"  45 
without  any  distinguishing  words  is  understood  in  the  trade  to  mean  the  sai4 
belting  sold  by  the  Plaintiffs.    This  is  the  Defendants'  own  admission. 

That  being  so,  what  was  done  in  this  case  ?  The  Defendants  are  said  by  the 
Plaintiffs  to  have  been  using  the  word  "Camel-hair"  alone,  without  any 
distinguishing  words  of  any  kind  to  begin  with  ;  and,  secondly  that  they  have  50 
been  using  a  colourable  word  which  is  an  imitation  of  the  word  "  Camel-hair," 
and  which  by  comparatively  ignorant  persons  would  be  so  mistaken ;  and  in  a 
large  mass  of  correspondence  that  they  have  so  used  the  word  "  Camel-hair" 

»  L.R.  (1896)  App.  Oas.  199  ;  13  RJP.C.  218. 
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without  qualification  or  so  mixed  up  with  other  words  that  the  £air  con- 
struction is  that  they  used  the  word  u  Camel-hair "  almost  indiscriminately 
as  applicable  to  goods  made  by  them.  Finally  the  Plaintiffs  say  that 
although  they  have  described  their  goods  in  some  cases  as  the  Frictionless 
5  Engine  Packing  Company's  goods,  those  words  are  not  so  used  as  to  be  a 
protection. 

It  appears  that  in  the  year  1901  there  was  an  exhibition  at  Glasgow,  and  the 
Defendants  had  a  stall  there  which  was  fitted  up  by  one  of  their  foremen  and 
under  the  superintendence  of  a  member  of  the  Company,  and  there  were  two 

10  exhibits — I  understand  that  there  was  exposed  in  the  stall  belonging  to  the 
Defendants  certainly  one  of  the  exhibits  D.  5,  consisting  of  a  piece  of  belting 
with  a  fringe  at  the  top,  and  on  it  there  was  nailed  a  ticket  with  the  words 
"  Camel-hair  Belting,"  and  there  was  also  another  smaller  piece  of  belting  with 
the  words  "Camel  hair  Belting"  in  writing.    There  is  no  precise  evidence  as 

15  to  how  those  two  pieces  got  into  the  Exhibition.  The  Defendants  apparently 
disclaim  knowledge  of  it.  The  way  it  was  discovered  was  that  a  clerk  belonging 
to  the  Plaintiffs'  solicitors  happening  to  be  in  Glasgow  saw  in  a  window  in 
Glasgow  those  two  pieces  of  belting  with  the  marks  upon  them.  Thereupon  he 
communicated  with  his  employers  Messrs.  Blair  and  Seddon,  who  had  been' 

20  solicitors  for  Reddaways  in  the  very  considerable  amount  of  litigation  which 
had  taken  place  in  this  regard  ;    and  thereupon  inquiries  were  made,  and  it 
seems  that  Mr.  Gray  was  the  person  in  whose  window  those  W6re.    He  says 
that  he  was  not  aware  that  they  were  in  the  window.     He  says  that  a  boy  in  his" 
office  put  them  there,  that  he  did  not  print  them  or  write  them.     He  does  not 

25  suggest  that  the  boy  printed  or  wrote  them.     His  explanation  was  that  when 
the  stall  of  the  Defendants  at  the  Glasgow  Exhibition  was  broken  up  certain  ■ 
things  were  taken  away,  and  this  boy  brought  these  two  tickets  from  the 
Exhibition  and   placed  them  in  his,   Mr.   Gray's  window,  and    there  they 
remained,  the  Defendants  knowing  nothing  at  all  about  it.     The  inference 

30  that  I   draw  from    that   is  this  :    that  these  tickets  undoubtedly  were  sent 
from  Manchester  or  were  printed  in  Glasgow   under  the  authority  of   the 
Defendants  and  exposed  in  the  Exhibition,  otherwise  they  would  not  have 
been  sent  there ;  and  whether  Mr.  Gray  is  to  be  believed  or  not  I  think  is- 
comparatively  immaterial,  because  whether  he  was  authorised  to  expose  them 

35  in  his  window  or  not  they  were  exposed  I  have  no  doubt  in  the  Exhibition/ 
The  only  thing  I  can  arrive  at  is  this.  As  there  were  no  goods  in  this  stall  at 
the  exhibition  belonging  to  Reddaways,  but  there  was  I  suppose  "  Roko  "  and' 
'<  Karmal "  and  other  belting  belonging  to  the  Defendants,  the  invitation  was  to' 
any  person  who  wished  to  get  "  Camel-hair  Belting "  (which  by  hypothesis' 

40  means  Reddaways) — all  they  had  to  do  was  to  go  into  that  stall  and  give  an  order 
for  some  of  the  belting  that  was  there,  and  thereupon  they  .would  get  what 
they  desired. 

In  my  opinion  there  is  strong  and  clear  evidence  that  the  Defendants  have  been 
holding  out  their  goods  as  Reddaway* s  goods ;  that  is  to  say  they  have  been 

45  holding  out  that  they  sell  goods, u  Camel-hair  Belting,"  which  means  prima  facie 
tieddaway's  belting,  although  they  were  riot  prepared  to  supply  Reddaway' 8 ' 
belting.    That  seems  to  me  to  be  a  breach  of  the  injunction  given  in  Reddaway 
v.  Banham,  which  is  the  measure  of  the  Plaintiffs'  rights,  by  using  the  word 
u  Camel-hair  "  without  clearly  distinguishing  the  belting  which  was  offered  for 

50  sale,  because  the  goods  in  the  Exhibition  were  not  merely  put  there  for  ignorant 
persons  to  gaze  upon  and  admire,  but  for  the  purpose  of  obtaining  trade  and ' 
orders  from  mill  owners  and  persons  who  might  be  there.    Then  when  it  was 
discovered  and  an  application  was  made  to  the  Defendants  and  they  became 
aware  at  last  that  the  Plaintiffs  had  become  aware  of  this,  they  communicated' 

55  with  Mr.  Gray  and  said  "  Destroy  those  tickets."  Mr.  Gray  did  not  destroy 
them,  so  they  have  came  into  Court,  .!*.,.>. 
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Then  the  Plaintiffs  being  aware  of  this,  that  the  Defendants  were  dealing  in 
a  manner  of  which  the  Plaintiffs  did  not  approve,  did  what  is  not  uncommon 
in  these  cases :  they  instructed  a  friend  of  theirs,  a  member  of  the  firm  called 
the  Groston  Manufacturing  Company  on  the  12th  of  December  to  write 
"  Please  quote  us  your  lowest  prices  for  2A  and  4-inch  '  Camel-hair  Belting.' "  5 
Now  that  is  asking  for  a  quotation  for  Redaaway's  belting.  He  was  an  absolute 
stranger  to  the  Defendants,  and  knowing  what  everybody  in  the  trade  really 
does  know  of  course  after  these  decisions  and  the  great  amount  of  litigation 
that  has  taken  place  in  Manchester,  knowing  what  everybody  in  the  trade  at  any 
rate  ought  to  be  taken  to  know,  that  an  inquiry  for  "  Camel-hair  Belting  "  means  10 
Reddaway' s  belting — what  is  the  answer  ?  "  In  reply  to  your  esteemed  inquiry 
"  we  have  pleasure  in  quoting  you  as  follows "  (that  is  in  reply  to  an  inquiry 
for  "  Camel-hair  Belting  "  pure  and  simple)  : — 

"  Frictionless  Engine  Packing  Company's  Camel-hair  Belting,"  so  much ; 

I  observe  that  the  words  "  Camel-hair  Belting  "  are  in  larger  letters  than  the  15 
words  u  Frictionless  Engine  Packing  Company's" 

Taken  in  connection  with  the  inquiry  for  "  Camel-hair  Belting,"  I  think  the 
fair  reading  of  this  quotation  was  that  in  answer  to  the  inquiry  for  "  Camel-hair 
"  Belting  "  this  was  intended  to  be  taken  for  an  answer  to  that  inquiry.     If  so, 
it  seems  to  me  an  unfair  answer.    An  incautious  person,  or  an  average  person,  20 
having  inquired  for  "Camel-hair  Belting,"  and  there  being  no  qualification 
except    the    words    "Frictionless    Engine   Packing    Company's    Camel-hair 
u  Belting,"  would  take  that  to  be  an  answer  to  that  inquiry.    As  I  have  said, 
there  were  several  brands  and  degrees  and  kinds  of  belting,  and  it  might  be 
that  he  would  take  it  to  be  a  special  kind,  or  it  might  be,  as  there  is  a  custom  25 
or  practice  prevailing  in  Manchester  and  about  for  dealers  and  persons  to  supply 
things  which  they  do  not  themselves  make,  probably  he  might  infer  that  all 
that  they  meant  to  represent  by  that,  if  he  saw  it  at  all,  was  that  they,  the 
Frictionless  Engine  Packing  Company,  were  prepared  to  supply  the  "  Camel- 
"  hair  Belting  "  for  which  he  inquired  at  the  price  in  this  quotation  ;  and  I  am  30 
not  dissuaded  from  coming  to  that  conclusion  because,  after  enclosing  the 
sample,  there  is  a  reference  to  the  "  Patent  Roko  Edge  Belting,"  a  reference  to 
a  catalogue  at  page  8.    The  sample  which  was  enclosed  contains  this.    A  ticket 
was  pinned  or  fastened  to  it  in  some  way,  with  "  Frictionless  Engine  Packing 
"  Company  "  in  small  writing  at  the  top,  and  "  Camel-hair  Belting  "  in  large  35 
letters  immediately  below ;  but  on  the  back  there  was  also  "  Sample  Patent 
"  Karmal  Hair  Belting."    On  the  front  page  there  is  undoubtedly  "  Frictionless 
"  Engine  Packing  Company's  Camel-hair  Belting,"  the  principal  words  being 
"  Camel-hair  Belting."    Now  I  think  that  was  calculated  to  mislead  a  person 
into  supposing  that  this  was  a  sample  of  the  belting  for  which  he  had  inquired  40 
in  his  letter  of t the  12th  of  December;  and  as  to  the  catalogue  it  is  to  be 
observed  that  the*  word  "  Camel-hair  "  does  not  appear  in  it  as  a  kind  of  belting 
supplied  by  tne  Company.    That  catalogue,  at  page  8,  refers  to  the  "  Roko," 
and  also  to  a  "  Patent  Buffalo,"  "  Karmal,"  and  ordinary  "  Hair  Beltings  "  ;   but 
that  page  mainly  applies  to  "  Roko,"  and  says  only  the  best  so-called  "  Camel-  45 
"  hair  "  yarn  is  used  in  its  manufacture — that  is,  in  the  "  Roko  Edge  Belting." 
But,  on  the  next  page,  there  is  a  reference  to  "  Camel-hair  Belting,"  but  that 
is  not  a  belting  apparently  supplied  by  them,  and  it  is  only  pressing  the 
superiority  of  their  "  Roko  Edge  Belting,"  and  gives  the  tensile  strengths  of 
various    makes — "Patent    Roko    Edge"    and    "Camel-hair  Belting" — which  50 
"  Camel-hair "  might  either  be  Reddaway's  as  commonly  so  called,  or,  as  he 
said,  general  "  Camel-hair  Belting."     It  is  a  very  curious  thing  that  he  himself 
does  not,  in  his  catalogue  or  in  his  price  list,  anywhere  use  the  words  "  Camel- 
"  hair  Belting,"  although  he  says  that  he  is  entitled  to  make  it  and  use  it  in  the 
way  that  he  has  used  it  in  the  letters  and  in  the  correspondence  that  have  been  55 
put  in. 
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Complaint  was  made  of  the  circular  that  I  have  mentioned  and  of  the  price 
list.  The  complaints  were  mainly  with  reference  to  this  sample  and  ticket,  and 
the  letter  and  quotation  in  the  Statement  of  Claim  ;  and  in  addition  to  that  of 
the  price  list  and  the  catalogue,  which  are  marked  R.  v.  F.  1  and  R.  v.  F.  3,  and, 
5  as  I  have  already  said,  it  cannot  be  said  that  in  these  price  lists  or  catalogues 
they  have  used  "Camel-hair  Belting"  or  "  Camel-hair"  simply  so  as  to  bring 
them  within  the  effect  of  that  decision  I  have  mentioned. 

But  they  have  used  the  word  "  Karmal,"  and  that  brings  me  at  once  to  that 
word  "  Karmal."    If  the  word  "  Karmal  "  had  not  been  used  it  does  not  seem 

10  to  me,  and  I  do  not  think  Mr.  Maberly  submitted  to  me,  that  there  was  anything 
in  these  catalogues  or  price  lists  to  which  the  Plaintiffs  object,  because  I 
do  not  gather  that  page  11,  which  refers  to  the  comparative  strength  of  belting, 
in  itself  would  be  sufficient  to  justify  any  ground  of  complaint ;  but  it  all  turns 
on  the  word  "  Karmal,"  which  is  used  repeatedly  in  these  catalogues  and  price 

15  lists  in  the  absence  of  the  words  "  Earmal-hair  Belting." 

Now  what  is  the  origin  of  that  word  "  Karmal "  ?  I  say  "  Karmal,"  but  I 
suppose  ordinary  people  would  pronounce  it  without  laying  any  particular 
stress  on  either  the  first  or  the  last  syllable.  Why  did  the  Defendants 
choose  the  word  "  Karmal "    when  they  knew  that  Reddaivays    had   such 

20  a  hold  on  the  word  "  Camel "  that  "  Camel  "  is — without  some  distinction 
— identified  in  the  trade  as  the  distinguishing  name  of  their  goods  ?  I  have 
no  doubt  in  my  own  mind  that  if  this  had  been  a  Trade  Mark  case  under  the 
old  law,  where  Reddaivays  had  got  the  word  "  Camel "  as  their  Trade  Mark 
and  a  man  had  begun  to  use  the  word  "  Karmal  "  simply,  I  should  have  said 

25  that  was  a  colourable  imitation  of  the  word  "  Camel  "  calculated  in  the  sound 
to  deceive.  Of  course  no  intelligent  man  looking  at  the  word  "  Karmal "  in 
print  would  be  deceived;  as  one  of  their  witnesses  said,  "There  is. a  great 
"  difference  because  it  is  printed ;  I  can  see  a  difference  looking  at  it  as  it  is 
"  printed."    But  I  should  have  said  that  an  ordinary  person  listening  to  the 

30  words  "  Karmal "  and  "  Camel "  would  not  notice  the  distinction,  and  one 
man  having  the  word  "  Camel "  attached  to  his  goods  and  another  man  using 
44  Karmal,"  there  would  be  no  explanation  of  such  a  choice  as  that  except  a 
colourable  imitation  of  "  Camel  "  taken  for  the  purpose  of  misleading  incautious 
persons  into  buying  "Karmal"  goods  when  they  meant  to  buy  " Camel" 

35  goods. 

In  this  case  it  appears  that  the  Defendant  Company  was  incorporated  in  the 
year  1895  for  the  purpose  of  making  packing,  and  they  did  undoubtedly  choose 
the  word  "  Karmal "  as  a  special  name,  a  fancy  name,  to  be  used  in  connection 
with  packing  and  for  certain  other  goods,  and  they  did  register  the  word 

40  "  Karmal "  as  their  Trade  Mark  in  connection  with  two  classes  of  goods,  but 
they  did  not  register  it  in  connection  with  belting  ;  and  the  explanation  that 
was  given  by  their  Patent  agent  was  that  they  took  first  of  all  two  syllables 
from  the  name  "  Parkes  "  and  "  Small " — the  first  three  letters  of  "  Parkes  " 
and  "mail"  as  the  last  four  letters  of  the  word  "Small,"  they  being  two 

45  directors  of  the  Defendant  Company,  and  adding  those  two  together  they  got 
"  Parmall."  Not  liking  that  because  of  its  resemblance  to  "  Palm  Oil "  or  to 
"  Pall  Mall,"  at  somebody's  suggestion  they  struck  out  the  "  P  "  and  put  in  "  K," 
and  then  finally  struck  out  the  last  "  1,"  so  that  the  word  assumed  its  present 
shape.    It  is  a  curious  story,  and  it  is  not  quite  the  story  that  was  given  to  me  by 

50  the  Defendants1  Counsel  at  the  beginning  of  the  case.  When  I  asked  what  the 
explanation  was  for  this  apparent  adoption  of  such  a  curious  word  he  said  it 
was  the  a-r-k  of  Parkes  that  had  been  taken  and  adopted,  and  in  a  sense  it  may 
be.  It  may  be  that  I  did  not  understand  Counsel  or  that  Counsel  did  not  quite 
understand  the  real  explanation  given  ;  but  it  is  not  quite  the  explanation  that 

55  was  given  by  the  Patent  agent.  It  is  a  funny  story,  but  I  suppose  in  the  absence 
of  any  contradiction  I  must  take  it  that  this  word  "  Karmal "  was  adopted  in 
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the  year  or  about  the  year  1895  honestly  with  reference  to  packing ;  bat'  I 
cannot  entirely  get  oui  of  my  mind  a  kind  of  suspicion — and  it  is  no  more  than 
a  suspicion — that  in  the  tail  of  their  minds  they  had  some  idea  of  belting.    It 
may  have  been  introduced  by  this  word  "  Camel,"  but  I  do  not  think  it  would 
be  right  to  force  that  too  far.    I  shall  assume  that  this  word  "  Earmal "  had  its  5 
origin  in  the  way  described  by  the  Patent  agent,  and  was  innocently  and 
properly  used  with  reference  to  packing  and  other  goods  of  that  kind ;  but 
even  assuming  that  it  was  right  to  do  that,  still,  having  regard  to  the  use  of  the 
word  "  Camel "  by  Reddaways  with  reference  to  belting,  was  it  right  for  them 
afterwards  to  adopt  the  word  u  Karmal "  and  to  let  it  extend  from  packing  and  10 
similar  things  to  belting  ?     I  do  not  thiuk  it  was.     I  think  that  the  word  was 
honestly  and  properly  used  with  reference  to  one  class  of  goods,  and  it  might 
be  improperly  and  dishonestly  used  with  reference  to  another  class  of  goods. 
They  have  not  ventured  to  register  the  word  u  Karmal "  with  reference  to 
belting  as  they  have  done  with  reference  to  their  packing  and  other  goods.     If  15 
they  had  done  so  I  suppose  there  would  have  been  immediate  opposition,  and 
I  should  probably  have  adjourned  this  case  until  it  had  been  seen  whether  they 
were  entitled  to  the  registered  Trade  Mark  of  "  Karmal."    But  then  after  all 
the  question  is — Are  people  likely  to  be  misled  ?     I  am  rather  disposed  to 
think   that  the   Plaintiffs  did  not  prove  with  reference  to  millowners  and  £0 
ordinary  purchasers,  merchants  and  agents  and  persons  in  this  country  that" 
they  would    be    deceived ;    I  am   not  satisfied   that  they  are  likely   to  be 
deceived  by  the  use  of  this  word  "  Karmal,"  but  as  to  what  the  state  of  things 
might  be   with  ultimate  users  of  belting  other  than   large  millowners  and 
merchants  there  is  no  evidence  before  me  at  all,  because  belting  is  used  not  25 
merely  by  millowners  but  by  all  sorts  of  people  from  a  knife-grinder  upwards, 
and  it  is  used  in  all  kinds  of  trades  for  the  purpose  of  turning  wheels  and 
distributing  power. 

The  main  point  Plaintiffs  relied  upon  was  India,  where  there  is  a  very  large 
trade,  and  evidently  a  very  growing  trade,  in  machinery.  India  is  rapidly  30 
developing  as  a  manufacturing  country  in  the  use  of  machinery  of  different 
kinds  ;  and  the  evidence  before  me  satisfies  me  that  with  reference  to  the  ultimate 
purchaser  who  may  have  been  accustomed  to  "  Camel-hair  Belting,"  which  has 
a  name  arid  in  which  there  is  a  good  trade  there  done  by  the  Plaintiffs,  the 
Defendants  are  running  a  rival  business  ;  they  are  pushing  their  packing —  35 
apparently  successfully — and  they  are  also  pushing  their  trade  in  belting  ;  and 
in  ray  mind  the  balance  of  the  evidence  is,  apart  from  my  own  opinion  about 
the  shape  of  the  word  and  the  sound  of  the  word,  that  if  the  Defendants  are 
allowed  to  use  the  word  u  Karmal  "  it  will  mislead  the  ultimate  purchasers  in 
India,  and  if  so  it  ought  to  be  stopped.  40 

Then  there  is  another  oase.     It  is  clear  that  although  their  ostensible  price  lists* 
and  catalogues,  which  are  circulated,  nowhere  contain  anything  like  a  description 
of  goods  called  "Camel-hair  Belting,"  the  Defendants  have  in  fact  made  belting 
which  is  called  "  Camel-hair  Belting."    That  is  proved  by  their  dealings  with 
Davidsons,  who  have  a  house  in  Belfast  and  another  in  Calcutta.     It  seems  45 
that  a  man  named  Pratt. who  used  to  be  employed  with  the  Planters  Stores  in 
Calcutta,  the  Planters  Stores  being  mainly  agents  for  the  Plaintiffs  Reddaways, 
left  their  employment  and  went  into  the  employment  of  Davidsons  in  Calcutta, 
who  are  the  agents  of  the  Defendants,  and  it  was  said  that  they  held  an  agency 
for  "  Roko "  and  "  Buffalo,"  and  that  they  also  sold  other  beltings  for  them.  50 
When  the  matter  came  to  be  gone  into  there  really  was  not  an  agency  strictly 
so  called  ;   but  u  Roko  "  and  "  Buffalo  "  and  the  rest  were  bought  by  them  out 
and  out,  and  they  were  all  bought  and  sold  in  the  same  kind  of  way  together ; 
that  is  to  say  they  were  all  bought  out  and  out,  and  there  seemed  to  be  no  real 
difference  between  the  way  in  which  they  dealt  with  "  Roko  "  and,  "  Buffalo  "  55 
and- other  belting  which  they  bought  from  the  Defendants.    What  happened 


Vol.  XIX.,  No.  25.]     AND  TRADE  MARK  OASES.  513 

■      ■!■■■■■  |  ||  * 

F.  Reddaway  A  Co.,  Ld.  v.  Frictionless  Engine  Packing  Company,  Ld., 

and  Harry  Cordon  Small. 

was  that  this  man  Pratt,  being  in  the  employ  of  Davidsons,  who  as  I  have  said 
were  agents  for  the  Defendants,  got  out  a  catalogue  in  which  on  page  2  at  the  top 
they  undoubtedly  advertised  "  Roko  Edge  Belting,"  but  at  the  lower  part  of  the 
page  are  the  words  "  Camel-hair  Belting,  2nd  quality."    It  is  said  that  that  was 

5  "  Sirocco  "  ;  but  the  word  "  Sirocco  "  appears  at  the  top — "  The  *  Sirocco  Belting.' 
"  Send  for  sample  and  compare  with  others.  The  l  Sirocco '  belt  is  "  so  and  so. 
Then  he  goes  on  about  the  "  Sirocco  Belting  "  ;  then  he  gives  the  prices,  and  then 
there  is  a  line  drawn,  and  then  begins  "  Camel-hair  Belting,*'  evidently  intending 
that  to  be  a  separate  and  distinct  belting ;  in  fact  it  says ;  "  A  good  service- 

10  "  able  belt  prepared  to  compete  with  cheaper  classes  of  similar  belting  offered  in 
"  India"  (such  I  suppose  as  Reddaway*  s)  "guaranteed  to  be  of  excellent  value." 
Now  at  the  time  that  that  was  issued  the  only  stock  that  they  had  in  hand 
was  manufactured  by  Banham,  who  was  the  Defendant,  I  suppose,  in  the  action 
of  Reddaway  v.  Banham,  and  I  should  think  it  is  not  brought  home  in  any  way 

15  to  the  Defendants  that  they  are  responsible  for  this  catalogue  or  that  they 
invented  it  or  had  any  hand  whatever  in  it.  But  it  appears  that  Pratt  came 
over  to  this  country  soon  after  and  had  several  interviews  with  Mr.  Parkes,  one 
of  the  directors  of  the  Defendant  Company,  and  of  course  what  took  place  at 
those  interviews  we  do  not  know.    But  we  do  know  this  that  they  began  to 

20  manufacture  then  and  to  invoice  to  Calcutta  belting  which  was  described  as 
"  Camel-hair  Belting,"  and  I  suppose  that  went  on  until  at  last  the  Plaintiffs 
got  to  know  what  was  being  done,  and  then  they  complained  to  Davidsons  of 
the  matter ;  whereupon  Davidsons  said  they  were  not  aware  of  it,  that  it  was 
news  to  them,  that  it  was  all  the  doings. of  this  man  Pratt.    They  apologised, 

25  and  the  matter  was  then  stopped. 

Now  as  1  have  said  an  incident  of  that  kind  must  not  be  stretched  too  far. 
It  only  shows  the  way  in  which  these  things  are  done.  If  things  are  allowed 
to  be  sent  out  under  the  invoice  of  "  Camel-hair  Belting  "  to  agents  in  India, 
and  the  agents  use  it  in  that  way,  it  is  quite  clear  that  unless  Plaintiffs  are  alive 

30  and  careful  to  stop  the  beginning  of  things,  a  good  part  of  their  trade  would 
rapidly  find  itself  in  the  hands  of  other  people.  Pratt  apparently  for  some  time 
was  selling  the  Defendants'  goo Js,  because  I  cannot  conceive  why  they  ordered 
this  special  make  of  second  quality  of  "  Camel-hair  Belting  "  unless  it  was  for 
the  purpose  of  satisfying  persons  who  had  seen  Pratt's  circular  advertising 

35  "Camel-hair." 

Then  there  is  a  large  amount  of  correspondence  and  orders,  not  merely  the 
correspondence  of  the  12th  and  13th  of  December.  There  was,  as  Mr.  Maberly 
says,  a  good  deal  of  trouble  about  obtaining  discovery.  It  is  obvious  that  when 
the  question  was  whether  or  not  they  had  been  passing  off  their  goods,  it  was 

40  most  material  to  see  every  document  which  they  had  in  which  they  had 
described  belting  as  "Camel-hair  Belting,"  because  every  word  of  that  kind 
was,  prima  facie,  proof  of  the  Plaintiffs'  case.  An  affidavit  of  documents  was 
made  in  which  those  documents  were  not  disclosed.  However  that  may  be, 
an  opportunity  was  given  of  inspection  in  the  course  of  the  trial,  so  that  I 

45  understand  the  Plaintiffs  now  have  had  a  reasonable  opportunity  of  seeing 
practically  all  the  documents  in  the  Defendants'  possession,  although,  of  course, 
it  has  not  been  under  the  protection  of  an  oath. 

I  think  a  great  part  of  the  letters  and  orders  ought  to  be  ruled  out.  I  will 
take  McClure  as  a  typical  case.    McClure  was  a  manufacturer  in  Stockport, 

50  who  had  been  in  the  habit  of  ordering  "Roko  Edge  Belting"  from  the 
Defendants,  and  therefore,  although  on  the  face  of  the  documents  they  refer  to 
"  Camel-hair  Belting,"  it  is  quite  clear  that  what  McClure  meant,  and  what  the 
Defendants  meant,  really  was  "  Roko  Edge  Belting,"  and  not  "  Camel-hair 
"  Belting"  or  Reddaway' s.    Nobody  was  deceived,  and  nobody  was  intended 

55  to  be  deceived,  in  that  use  of  the  word ;  therefore,  I  think  that  a  case  of  that 
kind  ought  to  be  ruled  out.    But  when  all  those  have  been  ruled  out,  and  all 

3  o 
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the  agents  have  been  ruled  out,  there  are  a  number  of  cases  that  stand  on  a 
different  footing.  I  think  a  number  of  agents,  a  great  many  of  them  that  sold 
for  the  Defendants,  and  knew  perfectly  well  what  their  course  of  business  was, 
and  what  it  was  they  sold,  when  they  wrote  to  one  another  about  "  Camel-hair 
"  Belting,"  thought  honestly  that  anybody  could  use  the  word  "Camel-hair  5 
"  Belting  "  as  a  reasonable  and  proper  way  of  describing  what  they  were  selling. 

Where  there  is  a  correspondence  between  principal  and  agent,  both  knowing, 
of  course,  what  it  is  that  the  principal  is  proposing  to  sell,  and  that  what  he  is 
proposing  to  sell  certainly  is  not  Reddaway's,  then  I  do  not  think  that  any  part 
of  that  correspondence  is  entitled  to  any  weight  on  the  issue,  whether  or  not  10 
the  Defendants  have  passed  off  their  goods,  or  tried  to  pass  off  their  goods,  as 
the  goods  of  the  Plaintiffs.  In  the  same  way  letters  to  firms  like  Forwards', 
where  the  brother  of  one  of  the  directors  of  the  Defendant  Company  is  a 
partner,  and  knows  perfectly  well  what  the  Defendants  are  selling,  it  is 
ridiculous  to  suppose,  although  the  words  "  Camel-hair  Belting  "  are  used  in  a  15 
case  of  that  kind,  it  is  intended  to  pass  off  their  goods  as  the  Plaintiffs9  goods. 
But  when  all  those  have  been  ruled  out  there  is  a  certain  irreducible  minimum 
of  names  and  correspondence  left  which  cannot  be  explained  away  quite  in  that 
way.  There  is  a  letter  from  a  Mr.  Levi,  of  Hamburg,  of  the  15th  of  December 
1899,  where  he  inquires  for  a  quotation  for  "  Camel-hair  Belting."  It  is  true  20 
that  he  writes  to  the  Defendants  as  manufacturers,  but  the  inquiry  is  for  a 
quotation  for  "  Camel-hair  Belting."  "  I  have  an  inquiry  for  the  price  and  time 
"  of  delivery  of  170  millemetres  width  of  *  Camel-hair  Belting,' "  and  so  on. 
The  answer  is,  u  In  reply  to  your  favour  of  the  15th  inst.  we  beg  to  quote  you 
"  as  under  for  *  Camel-hair  Belting x  and  ordinary  hair  belting.  Best  *  Camel-  25 
"  *  hair  Belting,' "  so  and  so.  There  is  no  reference  to  any  catalogue,  or  any 
list,  or  anything  of  the  kind.  Then  there  are  others.  The  commonest  case  is 
where  a  man  writes,  "Give  me  your  quotation  for  '  Camel-hair,' "  and  then  the 
reply  says,  "Dear  sirs,  in  answer  to  your  note  we  beg  to  reply  as  follows: — 
"  *  Karmal  Belting,'  or  '  Karmal-hair  Belting, '  "  so  much.  That  is  where  I  30 
think  the  colourable  use  of  the  word  "  Karmal "  comes  in.  If.  instead  of  that, 
they  had  said,  "  Dear  sirs,  in  reply  to  your  inquiry  for  a  quotation  for  '  Camel- 
"  'hair  Belting,'  which  is  commonly  understood  to  mean  Reddaway's,  we  do 
"  not  keep  Reddaway* &  but  we  keep  a  much  better  article  called  '  Karmal,'  and 
"  which  we  shall  be  happy  to  supply  you,  and  quote  as  follows,"  there  would  35 
have  been  no  mistake.  But  where  the  inquiry  is,  "  What  is  your  quotation  for 
"  '  Camel-hair  Belting '  "  ?  and  the  reply  is,  "  Our  quotation  for  *  Karmal-hair 
"  '  Belting '  is,"  so  and  so.  I  do  not  think  that  is  a  fair  way  of  answering  the 
letter,  when  it  is  admitted  and  known  by  the  Defendants  that  "  Camel-hair  " 
in  the  trade  is  admitted  to  be,  and  is  known  as  Reddaway's  ;  and  although,  by  40 
carefully  spelling  out  the  letter,  you  may  find  enough  material  to  show  that 
they  were  quoting  for  the  Defendants'  belting,  or  for  "  Karmal,"  still,  I  must 
look  at  it  in  the  ordinary  way.  It  does  not  seem  to  me  that  it  is  fair  to  answer 
an  inquiry  for  "  Camel-hair  Belting  "  by  saying,  "  In  reply  to  your  inquiry  our 
"  quotations  are  as  follows,"  and  then  give  quotations  for  "  Karmal  "  and  for  *5 
"  Ordinary  Hair  Belting,"  and  so  on,  especially,  as  I  say,  when  it  is  well  known 
that  every  maker  of  "  Camel-hair  Belting  "  makes  different  kinds  of  belting.  It 
might  fairly  be  assumed  that  when  the  inquiry  was  for  "  Camel-hair  Belting," 
and  the  Defendants  quote  prices  for  "Karmal-hair  Belting,"  that  might  be 
taken  to  be  a  variety  of  "  Camel-hair  Belting."  50 

I  do  not  propose  to  go  through  all  the  rest  of  the  correspondence,  because  the 
letters  are  all  more  or  less  of  the  kind  I  have  said.  There  is  one  of  the  9th  of 
January  1902.  That  was  after  the  writ,  of  course ;  still  it  tells  both  ways  as 
showing  that  they  after  the  writ  were  doing  business  in  this  way,  and  to  some 
extent  they  are  justified  ;  but  there  the  inquiry  was  for  "  Camel-hair  Belting"  55 
simply  from  Bowes  &  Co.,  and  the  Defendants'  quotation  was  for  "  Frictionless 
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"  Engine  Packing  Company's  Camel-hair  Belting.'*    That  comes  back  to  the 
kind  of  thing  that  was  done  in  reply  to  the  letter  of  the  12th  of  January  1901. 
I  am  of  opinion,  therefore,  that  this  correspondence  shows  that  they  are  using 
the  words  "  Camel-hair  Belting  "  freely,  and  without  distinguishing  it,  and  in 
5   the  same  manner  as  if  Reddaways  had  no  preferential  rights  of  any  kind 
whatever  such  as  are  adjudicated  in  their  favour  by  the  judgment  in  Reddaway 
v.  Banham.    Then  it  carries  out  further  what  I  have  said — that  is  it  seems  to 
me  in  this  correspondence,  even  where  they  were  writing  to  agents  and  to 
friends  who  knew  all  about  it,  they  have  been  using  the  words  "  Camel-hair  " 
10   indiscriminately,  and  although  it  is  explainable  away  in  the  cases  I  have 
mentioned,  such  as  those  cases  of  friends  and  agents  and  manufacturers  like 
McClure,  still  they  have  been  using  it  indiscriminately  ;  they  have  got  into  the 
way  of  using  it  as  if  it  were  open  to  everybody  to  use  it,  and  as  if  the  judgment 
in  Reddaway  v.  Banham  had  never  been  pronounced  at  all. 
15       Then,  as  I  have  said,  I  do  not  think  there  haa  been  such  a  difference  in  the 
status  of  Reddaways  and  of  the  trade  since  1896  as  to  induce  me  to  come  to  the 
conclusion  that  I  ought  to  modify  any  such  statement  of  their  rights  as  was 
contained  in  that  decision,  although  I  am  perfectly  aware  that  the  result  of 
that  decision  has  been  that  there  has  been  a  much  greater  use  of  the  words 
20  "  Camel-hair  "  qualified  and  distinguished,  which  to  some  extent  I  think  has 
diminished  the  original  almost  exclusive  identification  of  the  firm  of  Reddaways 
with  those  words,  which  was  the  case  when  the  litigation  originally  began. 
Therefore,  with  regard  to  the  words  "clearly  distinguishing,"  I  see  my  way  to 
give  an  injunction  in  general  terms  against  using  the  words  "  Camel-hair " 
25  without  clearlv  distinguishing. 

The    Plaintiffs    say    that    the    Defendants    are    not    entitled    to    use    the 
words  "Frictionless    Engine  Packing  Company,  Ld.'s,"    and  they  are  not 
entitled  to  sell  "  Camel-hair  Belting "  under  the  description  of  the  "  Friction* 
"  less    Engine   Peaking   Company,  Ld's   Camel-hair    Belting " ;    that    is    to 
30  say,  a  man  named  Brown  who  happens  to  be  a  manufacturer  of  belting  or  a 
seller  of  belting  is  not  to  be  allowed  to  sell  it  under  the  title  of  "  Brown's 
"  Camel-hair  Belting."    That  is  the  question  involved  in  this  point,  because 
the  Plaintiffs  ask  for  an  injunction  to  restrain  the  Defendants  from  selling 
belting  with  the  prefix  the  "  Frictionless  Engine  Packing  Company,  Ld's." 
35  Now  it  seems  to  me  that  the  most  the  Plaintiffs  can  say  about  that  is— and  that 
was  the  position  originally — that  it  is  involved  in  that  that  the  use  of  the  worda 
"Camel-hair  Belting"  meant  implicitly  that  it  was  "  Reddaway' s  Camel-hair 
"Belting,"  and  it  appears,  as  I  have  said,  from  the  report  of  Reddaway  v. 
Bentham  that  the  evidence  there  was  that  the  Plaintiffs  were  manufacturers  of 
40  every  kind  of  belting  which  was  known  by  the  name  of  "  Reddaway 'a  Camel- 
"  hair  Belting  " — it  was  known  by  that  qualification  expressly.    But,  having 
regard  to  those  decisions,  it  became  rather  dangerous  to  use  the  words  "  Camel-hair 
"  Belting  "  at  all,  and  I  am  not  at  all  certain  that  there  has  not  been  some  little 
attempt  on  the  part  of  Reddaways  to  obtain  that  exclusive  right  to  the  use  of 
45  the  words  "  Camel-hair  Belting  "  to  which  they  are  not  entitled.    This  is  an 
attempt  to  say  that  nobody  shall  use  the  words  "  Camel-hair  Belting "  even 
if  his  own  name  is  prefixed  to  it,  because  they  are  objecting  again  to  the  sale 
by  the  Defendants  of  "Camel-hair  Belting"  even  although  prefixed  by  the 
words  "  The  Frictionless  Engine  Company,  Ld's."     Now  as  I  understand 
50  Reddaway  v.  Banham  anybody  can  make  "  Camel-hair  Belting,"  and  anybody 
can  sell  it,  and  he  can  sell  it  as  "  Camel-hair  Belting,"  but  he  must  sell  it  so  as 
to  distinguish  it  from  Reddaway' s  if  it  is  not  Reddaway's ;   that  is  to  say, 
supposing  Smith  was  a  man  who  had  used  the  words  "Camel-hair  Belting" 
and  had  got  it  associated  with  his  name  so  that  whether  he  said  it  was  Smith's 
55  "  Camel-hair  Belting  "  or  "  Camel-hair  Belting  "  everybody  would  know  it  was 
Smith's ;  if  anybody,  say  Brown,  makes  it,  he  is  at  liberty  to  make  it  and  call  it 
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"  Camel-hair  Belting,"  the  question  is  whether  he  is  entitled  to  call  it  "Brown's 
"  Camel-hair  Belting."  That  is  the  point.  It  seems  to  me  to  begin  with  that 
that;  point  was,  if  not  decided  against  the  Plaintiffs,  abandoned  by  them,  and 
adopted  by  the  Judge  in  Reddaway  v.  Ahlers,  because  in  Reddaway  v.  Ahlers  there 
were  three  circulars  where  the  Defendants  had  used  "  Camel-hair  Belting  "  alone,  5 
without  being  sufficiently  distinguished,  and  those  three  the  Judge  restrained. 
But  as  to  the  fourth  one,  that  is  R.  v.  A.  4,  where  it  contained  the  words 
u  Scholtz's  Camel-hair  Belting,"  the  Judge  did  not  restrain  that.  He  restrained 
the  three  where  there  was  no  prefix  of  that  kind,  where  the  use  of  the  words 
"  Camel-hair  Belting  "  was  pure  and  simple,  although  a  name  was  above  it,  but  10 
it  was  not  described  as  of  his  manufacture  ;  and  in  one  case  it  was  considered 
that  the  use  of  the  name  above  "  manufactured  by  "  did  not  refer  to  the  belting, 
but  to  certain  fasteners  that  had  gone  before.  But  at  any  rate  this  circular  of 
"  Scholtz's  Camel-hair  Belting"  the  Judge  did  not  restrain.  It  is  true  that  Mr. 
Justice  Swinfen-Eady  did  not  give  any  reason  for  it,  but  I  think  that  the  15 
reason  was  contained  in  the  argument  of  Mr.  Moulton,  who  was  Counsel  for 
the  Plaintiffs,  where  he  said  :  "  All  the  evidence  in  this  case  shows  that  where 
"  any  person  is  a  maker  of  "Camel-hair  Belting"  he  adds  his  name  or  some 
"  other  distinguishing  mark  to  distinguish  his  goods  from  Reddaway's."  I  gather 
that  Mr.  Moulton  did  not  in  fact  ask  the  Judge  for  an  injunction  to  restrain  the  20 
use  of  the  words  "Scholtz's  Camel-hair  Belting"  because  he  said  it  was 
.sufficiently  distinguished,  and  I  gather  that  the  Judge  adopted  that  view. 

Although  that  was  done,  I  will  assume  that  it  does  not  bind  the  Plaintiffs  in 
this  case,  but  still  there  is  the  fact  that  Counsel. for  the  Plaintiffs  in  that  case 
practicably  abandoned  that  part  of  the  case,  and  the  Judge  adopted  it,  and  it  25 
would  be  impossible  now  it  seems  to  me  under  that  judgment  to  commit  if 
Ahlers  or  Scholtz  or  anybody  in  Manchester  sold  Scholtz's  goods  under  that 
-title  "  Scholtz'  Camel-hair  Belting."    Looking  at  the  matter  from  the  ordinary 
point  of  view,  if  Smith  has  the  presumption  in  his  favour  that  certain  goods, 
whether  marked  with  his  name  or  not  and  merely  described  by  ordinary  words  30 
are  Smith's  goods,  and  you  want  to  distinguish  those  goods,  there  not  being  a 
catch  word  or  anything  of  that  sort,  but  a  lawful  word  descriptive  of  the  thing 
that  anybody  can  lawfully  make,  my  opinion  is  that  Brown's  goods  ought  to  all 
ordinary  persons  be  sufficient  to  distinguish  them  from  Smith's  goods.    The 
Court  does  not  sit  here  to  protect  imbeciles,  but  to  protect  ordinary  persons  35 
:  using  ordinary  common  sense.    I  was  referred  in  argument  to  the  "  Jam  "  case 
recently  before  me  when  I  granted  an  injunction  although  the  Defendant  had 
.prefixed  his  own  name,  but  in  that  case  he  had  also  used  the  catch  word 
"  Silverpan,"  which  had  become  identified  with  the  Plaintiffs  as  the  name  of 
their  goods  and  was  not  a  mere  descriptive  word,  and  had  used  it  in  large  type  40 
and  between  inverted  commas. 

There  is  a  question  whether  or  not  any  distinction  can  be  drawn  between  a 
manufacturer  who  makes  the  goods  and  a  mere  agent,  and  although  the 
judgment  in  Reddaway  v.  Banham  referred  to  goods  manufactured,  I  do  not 
gather  that  the  judgment  proceeded  merely  upon  the  fact  of  the  manufacture.  45 
The  decision  is  that  a  trader  is  not  entitled  to  pass  off  his  goods  as  the  goods  of 
another.    That  is  the  elementary  principle.    Mr.  Maberly  called  attention  to 
the  fact  that  it  was  the  common  practice  in  this  town  and  in  all  mercantile 
centres  for  shippers  and  merchants  who  trade  in  the  East  and  make  a  name  by 
their  selection  of  goods  to  have  their  own  Trade  Marks  or  their  own  name  put  50 
on  the  goods.    That  is  a  fact  which  is  adopted  by  both  sides  as  common  to  many 
trades.    I  afti  not  aware  that  it  is  common  to  this  trade  particularly,  but  it  is 
common  to  many  trades  ;  and,  if  so,  if  a  man  who  is  a  manufacturer  effectively 
describes  his  goods  by  saying  they  are  Brown's  goods — and  that  is  enough  if 
the  manufacturer  says  so — why  should  not  it  be  enough  if  under  pressure  he  55 
gets  goods  from  some  supplemental  manufacturer  to  eke  him  out,  or  why  should 
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he  not  buy  a  portion  of  the  goods  which  he  finally  turns  oat,  or,  going  a  step 
further,  I  see  no  reason  why  he  should  not  take  the  last  step — why  should  not  a 
man  buy  his  goods  where  he  will,  and  so  long  as  he  says,  "  These  are  my  goods  ; 
"I  am  responsible  for  these  goods,"  and  does  not  say  they  are  Reddaway* & 
5  goods  or  anybody  else's  goods,  why  should  he  not  be  at  liberty  to  say  "  They 
"  are  my  goods  "  ?  I  am  of  opinion  that  if  a  manufacturer  puts  his  name  on 
the  goods  and  says,  "  These  are  my  goods,"  that  is  enough  to  distinguish  them 
from  the  goods  of  any  other  manufacturer;  and  I  come  to  that  conclusion 
because  it  is  notice  to  all  sane  and  reasonable  folks  that  if  he  describes  them  as 

10  his  goods  they  are  not  another  man's  goods ;  and  if  that  is  reasonable,  if  in  the 
case  of  a  manufacturer  it  would  be  enough  to  say  "  These  are  Brown's  goods," 
and  that  is  notice  that  they  are  not  Reddaway's,  what  does  it  matter  whether 
Brown  makes  them  himself  or  not,  if  there  is  notice  that  they  are  not 
Reddaway" $  ?     Ail  Reddaways  have  to  complain  about  is  goods  being  passed  off 

15  as  Reddaway' s  goods  when  they  are  not  Reddaway' 8  goods.  So  long  as  that  is 
not  done  I  do  not  think  it  matters  to  Reddaways  where  the  goods  come  from. 
This,  however,  is  a  question  of  fact,  and  where,  as  in  the  "  Jam  "  case  I  have 
referred  to,  the  Defendant  has  used  the  Plaintiff's  catch  word,  it  is  not  wholly 
immaterial,  in  arriving  at  the  final  conclusion,  to  remember  that  the  Defendant 

20  is  a  retailer  and  the  Plaintiff  a  manufacturer. 

Under  these  circumstances  I  am  of  opinion  that  an  injunction  ought  not  to 
go  against  the  use  of  the  words  "  Frictionless  Engine  Packing  Company,  Tid. "  ; 
but  at  the  same  time  I  do  not  mean  to  say  there  is  an  absolute  right.  It  might 
be  that  if  a  circular  like  this  were  sent  out,  with  the  words  "  Camel-hair  "  in 

?f>  very  large  print,  and  " Frictionless  Engine  Packing  Company,  Ld."  in  very 
small  print  above,  a  jury  might  come  to  the  conclusion  that  was  not  a  fair  way 
to  distinguish  the  goods  from  the  Plaintiff's  goods.  All  that  the  Court,  in  my 
opinion,  ought  to  do  is  to  say  that  if  an  honest  reasonable  man  uses  his  name  as 
a  distinguishing  mark  to  distinguish  his  goods  from  another  trader's  goods  that 

JjU  is  enough. 

The  result  is  that  I  shall  grant  an  injunction  in  the  terms  of  Reddaway  v. 
Banham  to  restrain  the  Defendants  from  using  the  words  "  Camel-hair "  in 
connection  with  belting  manufactured  or  sold  by  them  and  so  on,  so  as  to  cover 
this    case  or  any  other  case  where  it  is  not  in  fact  manufactured  by  the 

35  Plaintiffs. 

I  do  not  think  there  is  any  question  about  costs.  I  do  not  think  I  can  divide 
the  costs.    I  think  the  Defendants  ought  to  pay  the  costs  in  this  case. 

Mr.  Maberly. — I  should  ask  that  the  injunction  might  be  specific  as  to 
"  Karmal." 

40      Hall,  V.C.— Yes,  certainly,  "  Karmal "  as  to  belting. 
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In  the  High  Court  op  Justice. — Chancery  Division. 

Before  Mr.  Justice  Buckley. 

July  4th,  1902. 

R.  J.  Elliott  &  Co.,  Ld.  v.  Hodgson. 

Action  to  restrain  passing-off. — Motion  for  interlocutory  injunction. — Dis-  5 
tinctive  shape  of  Plaintiffs1  goods  imitated. — Injunction  claimed  granted  in 
part. 

A  Company,  which  manufactured  and  dealt  in  cigars,  had  acquired  a 
reputation  in  connection  with  cigars  of  a  distinctive  shape,  which  consisted  in 
the  cigars  being  flat-ended,  and  they  sold  these  cigars  under  the  name  of  10 
"Bull-dog"  cigars,  and  in  boxes  bearing  the  word  "Bull-dog"  and  tlie 
picture  of  a  bull-dog;  the  cigckrs  themselves  hud  no  bands  on  tfiem.  The 
Company  commenced  an  action  against  a  person  who  was  selling  cigars  of  the 
same  sliape  and  witlwut  bands  under  the  name  of  "  Turnbull "  cigars  in  boxes 
bearing  that  word  and  the  picture  of  a  bull  thrown  down  by  a  man,  and  15 
claimed  an  injunction,  Jirst,  to  restrain  the  sale  by  the  Defendant  of  his 
cigars  in  his  boxes ;  and,  secondly,  an  injunction  to  restrain  him  from  selling 
cigars  made  in  t?ie  Plaintiffs*  distinctive  shape  without  clearly  distinguishing 
his  cigars  from  the  Plaintiff^  cigars.  Tlie  Plaintiffs  moved  for  an  interlocu- 
tory injunction  to  the  above  effect.  20 

Held,  that  the  boxes  were  sufficiently  distinct,  but  that  the  cigars  might  be 
sold  apart  from  the  boxes  so  as  to  mislead  purcJiasers,  and  that  the  Plaintiffs 
were  entitled  to  the  second  injunction  claimed  until  the  trial. 

On  the  9th  of  June  1902  JR.  J.  Elliott  A  Co.,  Ld.,  commenced  an  action 
against  J.  C.  S.  Hodgson,  claiming  (1)  an  injunction  restraining  the  Defendant,  25 
his  servants  and  agents,  from  selling  or  offering  for  sale  or  dealing  with  any 
cigars  made  in  such  form  and  put  up  in  such  boxes  of  such  shape  and  with 
such  devices  of  lettering,  packing,  and  the  like,  as  to  be  calculated  to  represent 
or  induce  the  belief  that  such  cigars  were  of  the  Plaintiffs9  manufacture,  and 
generally  from  passing  off  as  and  for  the  Plaintiffs1  goods  cigars  not  manu-  30 
factored  by  the  Plaintiffs ;  (2)  an  injunction  restraining  the  Defendant,  hi* 
servants  and  agents,  from  selling  or  offering  for  sale  or  dealing  with  any  cigars 
made  in  the  distinctive  shape  adopted  by  the  Plaintiffs,  namely,  "  bull-nosed  " 
or  "  flat-ended  "  and  "  cylindrical  "  throughout,  without  clearly  distinguishing 
such  cigars  from  the  cigars  made  by  the  Plaintiffs.  35 

The  Plaintiffs  moved  for  an  interlocutory  injunction  to  the  above  effect. 
The  facts  sufficiently  appear  in  the  judgment  printed  below. 
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Astbury,  K.C.,  and  A.  B.  Shaw  (instructed  by  James  Mellor  and  Coleman, 

agents  for  Learoyd  <k    Co.,  Huddersfield)  appeared  for  the  Plaintiffs  ;    H. 

Johnston    (instructed    by  Andrew,    Wood,    and   Purves)    appeared  for    the 

Defendant. 

5      Astbury,  K.C.,  for  the  Plaintiffs. — The  Plaintiffs'  cigars  are  of  a  special  shape  ; 

one  end  of  them  is  snub-nosed,  or  bull-nosed,  and  they  are  called  "  Bull-dog." 

They  have  had  a  very  large  sale,  especially  in  Yorkshire.     The  boxes  are  of  an 

exceptional  shape  for  British  cigars,  and  have  diagonal  stencilling  on  them,  and 

the  Defendant's  boxes  are  similar  in  these  respects.     [The  labels  were  then 

10  compared.]     The  Defendant  makes  his  cigars  of  the  same  shape  as  the  Plaintiffs 

make  theirs.     If  the  cigars  were  put  in  the  bar  boxes  used  in  public  houses  it 

would  be  impossible  to  distinguish  the  Defendant's  from  the  Plaintiffs'.     The 

Defendant  went  to  makers  who  owned  the  name  Turribull,  but  used  it  for 

quite  different  cigars,  and  so  got  the  use  of  it  on  cigars  like  the  Plaintiffs' 

15  cigars.    The  DefenJant  filed  no  trade  evidence,  but  he  says  that  the  snub-nosed 

shape  was  known  before  and  is  not  distinctive  of  the  Plaintiffs'  cigars.    The 

instances,  however,  which  he  cites  break  down.    This  is  a  case  ot  the  nature  of 

Lever  v.  Goodwin  (4  R.P.C.  492),  where  the  Defendant  is  supplying  retailers 

with  the  means  of  committing  a  fraud.     The  Plaintiffs  would  be  satisfied  with 

20  the  second  injunction  claimed. 

Johnston,  for  the  Defendant. — The  Plaintiffs  cannot  obtain  a  monopoly  of  a 
certain  shape  of  cigar.  The  claim  that  the  shape  is  identified  with  the 
Plaintiffs'  cigars  is  an  indirect  claim  of  such  a  monopoly.  The  Defendant 
only  sells  his  cigars  in  boxes,  and  those  are  quite  distinct  from  the  Plaintiffs' 
25  boxes.  There  is  no  evidence  of  deception.  Cigars  are  only  sold  from  bar 
boxes  by  the  price. 

BUCKLEY,  J. — First",  as  regards  the  boxes,  the  Plaintiffs  make  and  sell  cigars, 
and  they  sell  them  in  a  box,  which  I  have  here,  of  a  shape  which  is  not 
uncommon,  having  on  it  a  device,  on  a  sheet  of  paper  which  is  stuck  on,  of  a 
30  bull-dog,  labelled  "  Bull-dog,  superior,"  and  there  is  a  picture  of  a  bull-dog. 
The  top  of  the  box  is  stamped  "  Bull-dog,  superiores,  R.  J.  E.  &  Co.,"  and  the 
word  "  Bull-dog  "  is  put  transversely  and  obliquely  on  two  sides  of  the  box. 

The  Defendant  makes  and  sells  cigars,  and  he  sells  them  in  a  box,  which,  as 
regards  shape,  is  identical  with  that  of  the  Plaintiffs.  His  box  bears  a  pictorial 
35  device  on  a  sheet  of  paper  pasted  on,  bearing  the  words  "  Ye  Turnbull,"  and 
having  the  picture  of  a  bull  which  has  been  thrown  by  a  man,  described  as  a 
Viking,  who  is  holding  it  by  its  horns.  On  the  top  of  the  box  is  the  stencilled 
figure  of  a  bull,  again  thrown  on  the  ground,  in  practically  the  same  way  as  the 
pictorial  representation,  and  over  the  bull  are  written  the  words  "Ye  Turnbull." 
40  On  two  sides  of  the  box  are  the  words  "  Turnbull "  stencilled  obliquely  across 
the  sides  of  the  box. 

I  think  the  Plaintiffs  fail  so  far  as  they  ask  for  any  relief  against  the  sale  of 
cigars  in  that  box  as  likely  to  be  confused  with  their  box.  There  is  nothing 
common  between  the  two,  as  it  strikes  me,  except  three  things  ;  first,  the  shape  of 
45  the  box — that  is  not  at  all  uncommon.  Secondly,  that  the  word  "  bull "  occurs 
in  "  Bull-dog  "  in  the  one  case,  and  "  Turnbull  "  in  the  other.  I  think  that  is 
very  far-fetched.  I  do  not  think  that  would  mislead  anybody.  The  third  point 
is,  that  the  word  "  Turnbull "  in  the  one  case — and  "  Bull-dog  "  in  the  other  is 
put  obliquely  across  the  box,  and  not  straight.  I  do  not  think  there  is  anything 
50  in  that.  There  is  a  marked  distinction  in  the  fact  that  there  is,  in  the  first 
place,  the  difference  of  words — Bull-dog  "  and  u  Turnbull  "  ;  and,  in  the  next 
place,  there  is  a  totally  different  pictorial  representation — in  the  one  case  a 
bull  dog,  and  in  the  other  a  bull  in  the  grasp  of  a  man.  In  the  third  place, 
you  have  got  the  bull,  in  the  **  Turnbull "  case,  stencilled  on  the  top  of  the  box. 
55  I  do  not  think  there  is  any  possibility  of  deception  as  regards  the  box.  The 
first  part  of  the  notice  of  motion,  which  asks  for  an  injunction  as  regards  that, 
I  therefore  think  fails. 
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The  second  paragraph  is  directed  to  this.  It  appears  that  the  Plaintiffs  make 
their  cigars  in  a  shape  which  is  called  "bull-nosed"  or  "flat-ended,"  and  is 
"  cylindrical "  throughout.  I  need  not  describe  the  particular  way  in  which  the 
construction  is  effected — the  material  thing  is  what  it  looks  like  when  it  is  finished. 
It  looks  "  flat-ended  "  or  "bull-nosed  "  and  "  cylindrical "  throughout.  Major  Hirst  5 
whose  evidence  I  have  read,  says  in  paragraph  3  (he  being  a  cigar  manufacturer 
and  tobacco  and  cigar  dealer) :  "  I  have  carefully  examined  a  box  of  the  Plaintiffs* 
"  *  Bull-dog '  cigars  with  the  *  Turnbull '  cigars  which  I  am  informed  have  been 
"  recently  placed  on  the  market  by  the  Defendant,  and  have  no  hesitation  in 
"  stating  that  the  'Turnbull'  cigars  in  question  are  a  dead  copy  of  the  Plaintiffs'  10 
"  *  Bull-dogs.'  In  particular  the  shape  of  the  cigars  are  identical,  and,  with  the 
"  exception  of  the  Defendant's,  I  have  never  known  any  other  than  the  '  Bull- 
"  *  dogs '  with  a  flat  or  snub-nosed  end."  The  Plaintiffs  give  other  evidence 
similar  to  that.  All  that  the  Defendant  says  in  answer  is  this.  He  says  it  is 
not  a  fact  that  the  Plaintiffs'  manufacture  is  the  only  one  of  this  kind  ;  there  15 
are  two  others  ;  there  is  the  "  Martemadd  "  cigar  which  is  similar,  and  there  is 
the  "  Turnbull,"  which  was  manufactured  for  many  years  by  a  firm  of  Aviss 
BrotJiers,  of  Coventry.  I  think  he  is  wrong  as  to  both  those  instances.  The 
"  Martemadd  "  cigar  is  not  a  snub-nosed  cigar  ;  it  is  not  cylindrical  throughout, 
or  cylindrical  in  any  part  of  its  manufacture.  It  is  more  or  less  rectangular  or  20 
square  in  section,  and  it  is  sold  as  a  cigar  with  a  waistband  on  it,  marked 
"  Martemadd,  Registered,  Borneo  Brand."  As  regards  the  "  Turnbull "  cigar, 
I  confess  I  am  rather  surprised  that  the  Defendant  refers  to  that  at  all ;  because 
there  is  as  regards  that,  a  good  deal  which  excites  one's  suspicion.  It  appears 
that  there  was  a  "Turnbull"  cigar  which  was  sold  before  the  Defendant  25 
•commenced  his  manufacture,  but  they  were  not  sold  in  boxes  of  the  shape 
which  he  has  adopted,  and  they  were  not  of  the  form  which  he  has  adopted, 
and  they  bore  a  waistband  which  he  has  not  adopted.  They  were  banded 
"  Rothschild,  Regalia,  FJor  Fina."  The  Defendant  seems  to  have  gone  to  the 
parties  making  that,  and  to  have  adopted  the  same  device  of  the  bull,  30 
but  as  to  the  box,  he  has  altered  the  shape,  and  he  has  dropped  the  waist- 
band, and  he  has  adoped  the  Plaintiffs'  shape  of  cigar.  I  arrive  at  this 
conclusion,  that,  although  the  Defendant  is  selling  in  boxes  which  are  not 
capable  of  being  mistaken,  he  is  enclosing  in  the  box  a  cigar  which  is  capable 
of  being  mistaken,  and  which  will  be,  on  the  evidence,  likely  to  be  mistaken  35 
when  it  is  taken  out  of  the  box.  It  is  perfectly  common  knowledge  that  cigars 
are  frequently  taken  out  of  their  boxes,  and  placed  in  what  are  called  bar 
boxes  ;  but  then  the  Defendant  says,  "  I  am  aware  of  that,  and  I  therefore  send 
"  to  my  buyers  a  label  '  Ye  Turnbull '  in  order  that  they  may  stick  it  on  their 
"  boxes."  I  do  not  think  that  is  enough.  I  think  the  Defendant  ought  to  do  40 
more  than  that.  He  ought  not  to  send  out  goods  which,  by  the  purchaser  from 
him,  may  be  so  sold  as  to  mislead  the  ultimate  purchasers  {see  Lever  v.  Goodwin). 
He  says  he  sends  out  his  cigars  unhanded,  but  they  are  of  such  a  shape  and  form 
as  to  be  readily  capable  of  being  mistaken  for  the  Plaintiffs'  cigars,  and  I  think 
he  ought  to  be  enjoined  from  so  selling  tbem  unless  he  effectually  distinguishes  45 
them.  He  may  do  that  by  putting  his  band  "  Ye  Turnbull "  round  the  cigars 
themselves.  1  think  the  Plaintiffs  are  entitled  to  an  Injunction,  which  should 
be  in  the  terms  of  the  second  paragraph  of  the  notice  of  motion,  "  from  selling  or 
"  offering  for  sale  or  dealing  with  any  cigars  made  in  the  distinctive  shape 
"  adopted  by  the  Plaintiffs,  namely,  bull-nosed,  or  flat  ended  and  cylindrical  50 
"  throughout,  without  clearly  distinguishing  such  cigars  from  the  cigars  made 
"  by  the  Plaintiffs."  I  grant  that  injunction  and  the  costs  will  be  costs  in 
the  action. 
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In  thb  Judicial  Committee  op  the  Privy  Council, 

Before  Lord  HALSBURY,  L.C.,  and  LORDS  Macnaghten,  Davey, 

Robertson,  and  Lindley. 

July  11th  and  23rd,  1902. 

5      Dominion  Cotton  Mills  Company,  Ld.  v.  General  Engineering 

Company  of  Ontario,  Ld. 

Canadian  Patent. — British  Patent  for  same  invention. — Expiry  of  British 
Patent  before  the  end  of  the  term  for  which  the  Canadian  Patent  was  granted. — 
Canadian  Patent  Act,  section  8,  and  Canadian  Act,  55  and  56   Victoria, 
10  chapter  24,  section  1. 

On  the  1st  of  March  1892  J.  applied  in  Canada  for  a  Canadian  Patent  and 
in  England  for  a  British  Patent  foi*  the  same  invention.  On  the  12th  of  July 
1892  the  British  Patent  was  granted  for  14  years  from  the  1st  of  March 
1892,  and  on  the  15th  of  October  1892  the  Canadian  Patent  was  granted  for 

15  18  years  from  that  date.  On  the  1st  of  March  1897  the  British  Patent  expired 
for  non-payment  of  fees.  On  the  1st  of  September  1898  the  owners  of  the 
Canadian  Patent  brought  an  action  for  infringement  thereof,  and  the 
Defendants,  among  other  things,  pleaded  that  before  the  commencement  of  the 
action  the  Canadian  Patent  had  expired  by  reason  of  the  expiration  of  the 

20  British  Patent.    At  the  trial  judgment  was  given  for  the  Defendants  on  the 

last-mentioned  ground.     The  Plaintiffs  appealed  to  the  Supreme  Court  of 

Canada,  which  reversed  the  judgment  below.     The  Defendants  appealed  to  the 

Privy  Cov/ncil. 

Held,  that  the  Canadian  Patent  expired  as  soon  as  the  British  Patent 

25  expired,  and  that  the  judgment  of  the  Supreme  Court  should  be  reversed  with 
costs,  and  the  judgment  of  the  Lower  Court  restored. 

On  the  1st  of  September  1898  an  action  was  brought  in  the  Exchequer  Court 
of  Canada  by  the  General  Engineering  Company  of  Ontario,  Ld.,  as  Plaintiffs, 
against  the  Dominion  Cotton  Mills  Company,  Ld.,  and  the  American  Stoker 

30  Company,  as  Defendants.  The  Plaintiff  Company  were  the  sole  registered 
legal  owners  of  Canadian  Letters  Patent  No.  40,700,  dated  the  15th  of  October 
1892,  granted  to  Evan  William  Jones,  of  Portland,  Oregon,  in  the  United  States 
of  America,  for  the  period  of  18  years,  for  certain  new  and  useful  improvements 
in  boilers  and  other  furnaces  described  in  the  Specification  attached  thereto. 

35  This  Patent  was  duly  assigned  to  the  Plaintiffs  on  the  28th  of  February  1898. 

3  D 


522  REPORTS  OF  PATENT,  DESIGN,        [Sept.  10, 1902. 

Dominion  Cotton  Mills  Company,  Ld.  v.  General  Engineering  Company 

of  Ontario,  Ld. 

The  Defendants,  the  ^m^rican  Stoker  Company,  were  manufacturers  of 
mechanical  furnaces  for  use  in  connection  with  steam  boilers,  and  the 
Dominion  Cotton  Mills  Company  were  the  owners  of  mills  and  factories  in 
which  a  number  of  such  furnaces  were  used. 

The  Plaintiffs  in  their  Statement  of  Claim  alleged  that  the  furnaces  made  and  5 
used  by  the  Defendants  infringed  their  Patent,  and  they  claimed  an  injunction, 
delivery  up  of  infringing  furnaces,  damages,  and  costs. 

The  action  was  tried  in  the  Exchequer  Court  of  Canada  before  Burbidge,  J., 
who,  on  the  14th  of  .June  1899,  gave  judgment  in  favour  of  the  Plaintiffs, 
finding  that  their  Patent  was  valid,  and  had  been  infringed  as  alleged.  10 

On  the  10th  of  January  1900  the  Defendants  obtained  an  Order  foi  a  new 
trial,  and  liberty  was  given  to  the  Defendants  to  amend  their  Defence  by 
alleging  that  the  Patent  had  become  void  by  expiry  at  the  time  of  the  alleged 
infringements  and  prior  to  the  institution  of  the  action. 

The  Amended  Statement  of  Defence  denied  infringement,  and  alleged  (in  15 
paragraph  15)  that  the  Plaintiffs'  Patent  had  become  void  by  reason  of  the 
expiration  and  determination  of  two  foreign  Patents  for  the  same  invention 
which  were  in  existence  prior  to  the  Canadian  Patent  (No.  40,700),  namely,  the 
British  Patent  (No.  4014  of  1892),  which  expired  on  the  1st  March  1897,  and 
the  Italian  Patent  (No.  31,380  of  the  General  Register,  Vol.  26,  and  No.  387  of  20 
the  Register  of  Patents,  Vol.  01 ),  which  expired  by  the  non-payment  of  annuities 
on  the  30th  of  June  1895,  and  the  term  of  which  Italian  Patent  expired  on  the 
31st  of  March  1898. 

To  the  amended  Statement  of  Defence  the  Plaintiffs  delivered  an  amended 
Reply  and  Demurrer.  25 

By  their  amended  Reply  the  Plaintiffs  alleged  (inter  alia)  : — "  (3)  The 
"  Plaintiffs  say  that  Letters  Patent  No.  40,700  were  applied  for  before  either 
"  Italian  Patent  No.  31,380  or  British  Patent  No.  4014  in  said  amended 
"  Statement  of  Defence  mentioned  were  granted,  and  the  expiration  or  lapse 
"  thereof  in  no  way  affects  the  terms  of  said  Letters  Patent  No.  40,700.  (4)  30 
44  The  Plaintiffs  say  that  the  invention  patented  by  said  Italian  Patent 
"  No.  31,380  is  not  for  the  same  invention  as  that  for  which  Letters  Patent 
"  No.  40,700  were  granted.  (f>)  The  Plaintiffs  further  say  that  neither  the 
"  British  Patent  No.  4014  nor  the  Italian  Patent  No.  31,380  have  expired  within 
44  the  meaning  of  section  8  of  the  Patent  Act."  35 

The  action  was  retried  before  Burbidge,  J.,  in  the  Exchequer  Court  on 
the  28th  March  1900.  At  the  trial  the  following  dates  were  (except  as  to  the 
grant  of  an  American  Patent)  proved  or  admitted  : — 

1892    1st  March        Canadian  application. 

„       1st  March       Italian  „  40 

„       1st  March        British  „ 

„       1st  March        American  Patent  granted  to  E.  W.  Jones. 

„    .  19th  March     Italian  grant  of  Patent. 

„       12th  July        British  grant. 

„       15th  October Canadian  grant.  45 

1895    15th  October Italian  dues  in  default. 

1897    1st  March        British  dues  in  default. 

On  the  7th  of  May  1900  the  Exchequer  Court  gave  judgment  in  favour  of  the 
Defendants  on  their  amended  Defence,  holding  that  the  Canadian  Patent  had 
expired  with  the  expiry  of  the  British  and  Italian  Patents.  W 

From  this  judgment  the  Plaintiffs  appealed  to  the  Supreme  Court  of  Canada. 

The  appeal  was  heard  on  the  2nd,  3rd,  and  4th  of  October  1900  before 
Justices  Tascherau,  Gwynne,  Sedgwick,  King,  and  Qirouard. 

On  the  7th  of  December  1900  the  Supreme  Court  allowed  the  appeal  with 
costs,  thus  reversing  the  judgment  of  the  Court  below  on  the  new  trial  and  55 
restoring  the  original  judgment  below.    The  Supreme  Court  (Tascherau  and 
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Oirouardy  JJ.,  dissenting)  held  that  the  governing  date  was  that  of  the  applica- 
tion for,  and  not  (as  contonded  by  the  Plaintiffs)  that  of  the  grant  of  the 
Canadian  Patent.  The  Canadian  Patent  was,  therefore,  adjudged  to  be  valid, 
and  in  full  force  and  effect. 
5  The  Defendants  appealed  from  this  judgment  to  the  Privy  Council.  By  their 
Case  on  Appeal  they  submitted  that  the  judgment  of  the  Supreme  Court  was 
wrong  and  should  be  reversed,  for  the  following  reasons : — "  (1)  That  the 
44  Canadian,  American,   British,  and  Italian  Patents  were  all  for  the    same 

u  invention.      (2)    The    Canadian    Patent    had    expired    on    the    lapse    a*\ 

10  "  expiration  of  the  British  and  Italian  Patents.  (8)  According  to  the  true 
"  interpretation  of  section  8  of  the  Patent  Act,  and  section  1  of  55  &  56  Vic,  c. 
"  24,  the  Canadian  Patent  expired  at  the  earliest  date  at  which  any  foreign 
"  Patent  expired.  (4)  If,  according  to  the  true  interpretation  of  the  said 
"  sections,  a  foreign  Patent  must  oxist  at  the  date  of  the  grant  of  the  Canadian 

15  "  Patent,  the  American,  Italian,  and  British  Patents  so  existed.  (5)  If, 
"  according  to  the  true  interpretation  of  the  sections,  a  foreign  Patent  must 
"  exist  at  the  date  of  the  application  for  the  Canadian  Patent,  the  American 
41  Patent  so  existed.  (6)  The  British  Patent  was  a  foreign  Patent  within  the 
"  meaning  of  section  8  of  the  Patent  Act,  and  section  1  of  55  &  56  Vic,  c.  24 

20  "  (Canadian  Statutes).  (7)  The  judgment  of  the  Supreme  Court  of  Canada 
"  was  wrong,  and  wrongly  interpreted  the  said  sections,  and  should  be 
44  reversed." 

The  Respondents  (the  Plaintiffs),  by  their  Case,  submitted  (inter  alia)  : — "  (17) 
44  That  the  existent  foreign  Patent  referred  to  in  the  latter  part  of  the  clause  in 

25  "  each  of  the  enactments  in  question  is  a  foreign  Patent  of  the  class  referred  to  in 
44  the  earlier  part  of  the  clause  1,  and  existent  at  the  date  of  the  filing  of  the  appli- 
"  cation  for  the  Canadian  Patent,  and  that  the  date  of  expiration  of  such  foreign 
*4  Patent  so  referred  to  is  the  date  of  the  expiration  of  the  term.  (18)  Even 
"  assuming  the  expiration,  within  the  meaning  of  the  clause,  of  the  British  or 

30  "  the  Italian  Patent,  such  expiration  did  not  affect  the  Canadian  Patent,  because 
"  neither  of  these  Patents  was  a  Patent  of  the  class  referred  to  in  the  earlier 
u  part  of  the  clause,  and  in  existence  at  the  date  of  the  Canadian  application. 
"  (19)  The  Respondents  further  submit  that  the  Italian  Patent  was  not  for  the 
"  same  invention,  and  also  that  it  had  not  expired  within  the  meaning  of  the 

35  "  clause,  and  that  it  does  not  affect  the  Canadian  Patent.  (20)  The  Respondents 
14  further  submit  that  the  British  Patent  is  not  a  foreign  Patent,  and  also  that  it 
44  had  not  expired  within  the  meaning  of  the  clause,  and  that  it  does  not  affect 
44  the  Canadian  Patent."  The  Respondents  submitted  that  the  judgment  of  the 
Supreme  Court  should  be  affirmed  for  the  following,  among  other,  reasons  : — 

40  4*  (1)  Because,  on  the  true  construction  of  the  relevant  enactment  in  question, 
44  the  Canadian  Patent  could  not  be  determined  by  the  expiration  of  the  British 
44  or  of  the  Italian  Patent,  neither  of  which  were  in  existence  at  the  date  of 
44  the  application  for  the  Canadian  Patent.  (2)  Because  neither  the  British  nor 
44  the  Italian  Patent  is  a  Patent  within  the  meaning  of  the  relevant  enactment. 

45  "  (3)  Because  neither  the  British  nor  the  Italian  Patent  had  expired  within 
44  the  meaning  of  the  relevant  enactment.  (4)  Because  no  question  can  be 
44  raised  on  this  appeal  as  to  the  alleged  United  States  Patent ;  and  even  if  it 
44  could  be  raised  the  existence  of  that  Patent  would  not  be  effective  to  produce 
"  the  determination  of  the  Canadian  Patent." 

50  Clause  8  of  the  Revised  Statutes  of  Canada,  c.  61,  in  force  up  to  the  9th  of 
July  1892,  is  as  follows  in  the  English  and  French  versions  : — 

44  (8)  No  inventor  shall  be  entitled  to  a  Patent  for  his  invention  if  a  Patent 
44  therefor,  in  any  other  country,  has  been  in  existence  in  such  country  for  more 
44  than  twelve  months  prior  to  the  application  for  such  Patent  in  Canada ;   and 

55  "  if  9  during  such  twelve  months,  any  person  has  commenced  to  manufacture  in 
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_*•  Canada  the  invention  for  which  such  Patent  is  afterwards  obtained,  such 
"  person  shall  continue  to  have  the  right  to  manufacture  and  sell  such  article, 
44  notwithstanding  such  Patent ;  and  under  any  circumstances,  if  a  foreign 
"  Patent  exists,  the  Canadian  Patent  shall  expire  at  the  earliest  date  at  which 
44  any  foreign  Patent  for  the  same  invention  expires.    (35  Vic,  c.  26,  s.  7.)"         5 

"  (8)  Ancun  inventeur  n'aura  droit  au  Brevet  pour  son  invention,  s'il  existe 
"  d6ji  dans  un  autre  pays,  un  BrevSt  pour  cette  meme  invention  depuis  plus  de 
"  douze  mois  lorsqu  *il  fait  sa  demande  en  Canada ;  et  si,  dans  le  cours  de  ces 
"  douze  mois,  quelque  personne  a  commence  a  fabriquer  en  Canada  Tobjet  pour 
44  lequel  le  Brevet  est  pris  ensuite,  elle  conservera  le  droit  de  fabriquer  et  vendre  10 
44  cet  objet,  nonobstant  le  Brevet ;  et  lorsque  l'invention  aura  ete  brevet£e  a 
44  l'^tranger,  le  Brevet  Canadien  prendra  fin,  dans  tous  les  cas,  en  mSme  temps 
"  que  le  Brevet  etranger  qui  expirera  le  premier.    (35  Vic,  c  26,  Art.  7.)" 

Clause  1  of  55  &  56  Vic,  c.  24  (Canada),  in  force  the  9th  of  July  1892,  is  as 
follows  in  the  English  and  French  versions  : —  15 

"  (1)  Section  8  of  the  Patent  Act,  c  61  of  the  Revised  Statutes,  is  hereby 
44  repealed  and  the  following  substituted  therefor  : — 

"  (8)  Any  inventor  who  elects  to  obtain  a  Patent  for  his  invention  in  a 
"  foreign  country  before  obtaining  a  Patent  for  the  same  invention  in  Canada, 
44  may  obtain  a  Patent  in  Canada  if  the  same  be  applied  for  within  one  year  20 
"  from  the  date  of  the  issue  of  the  first  foreign  Patent  for  such  invention  ;  and 
44  if,  within  three  months  after  the  date  of  the  issue  of  a  foreign  Patent,  the 
"  inventor  gives  notice  to  the  Commissioner  of  his  intention  to  apply  for  a 
"  Patent  in  Canada  for  such  invention,  then  no  other  person  having  commenced 
44  to  manufacture  the  same  device  in  Canada  during  such  period  of  one  year,  25 
44  shall  be  entitled  to  continue  the  manufacture  of  the  same  after  the  inventor 
44  has  obtained  a  Patent  therefor  in  Canada,  without  the  consent  or  allowance  of 
44  the  inventor ;  and  under  any  circumstances,  if  a  foreign  Patent  exists,  the 
44  Canadian  Patent  shall  expire  at  the  earliest  date  on  which  any  foreign  Patent 
44  for  the  same  invention  expires."  30 

44  (1)  L'article  huit  de  P  Acte  des  Brevets,  c.  61,  et  un  des  Statuts  R6vis6s,  est 
44  r6voqu6,  et  remplac£  par  le  suivant : — 

44  (8)  Tout  inventeur  qui  aura  prefer^  prendre  un  BrevSt  pour  son  invention 
44  dans  un  pays  Stranger  avant  de  la  faire  breveter  en  Canada,  pourra  prendre 
44  un  Brevet  en  Canada,  s'il  en  depose  la  demande  dans  le  cours  d'une  annee  a  35 
44  compter  de  la  date  de  la  delivrance  du  premier  Brev&t  obtenu  par  lui  a 
44  P6tranger  pour  cette  m£me  invention ;  et  si,  dans  les  trois  mois  de  la 
44  delivrance  du  Brevet  Stranger,  Tinventeur  donne  avis  au  Commissaire  de  son 
44  intention  de  prendre  Brevet  en  Canada  pour  son  invention,  il  ne  sera  permis 
44  a  aucune  autre  personne  ayant  commence  a  fabriquer,  en  Canada,  dans  l'annee  40 
44  ci-dessus,  la  chose  inventee,  de  continuer  k  le  faire,  apr&s  que  Tinventeur  aura 
44  obtenu  Brevet  pour  son  invention  en  Canada,  sans  le  consentenent  ou  la 
44  permission  de  celui-ci ;  et  lorsque  l'invention  aura  Ate  brevStee  k  l'etranger, 
44  le  Brevet  Canadien  prendra  fin,  dans  tous  les  cas,  en  meme  temps  que  le 
44  Brevdt  Stranger  qui  expirera  le  premier."  45 

The  appeal  came  on  for  hearing  on  the  11th  of  July  1902  before  LORD 
Halsbury,  L.C.,  and  Lords  Maonaqhtest,  Davby,  Robertson,  and 
Lindley. 

Moulton,  K.C.,  and  Loehnis  (instructed  by  Bompas,  Bischoff,  Dodgson,  Coxe9 
and  Bompas)  appeared  for  the  Appellants  ;  Blake,  K.O.,  and  Boss  (instructed  50 
by  S.  V.  Blake)  appeared  for  the  Respondents. 

Moulton,  E.C. — It  is  admitted  that  the  Appellants  have  infringed  if  the  Respon- 
dents had  a  valid  Patent  after  the  expiry  or  lapse  of  the  European  Patents.    The 
Judge  of  first  instance  found  that  all  the  Patents  are  for  identical  inventions. 
It  is  clear  from  the  Canadian  Patent  Acts  that  no  Canadian  Patent  can  be  valid  55 
after  the  expiry  or  lapse  of  any  identical  foreign  Patent.    For  this  purpose  a 
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British  Patent  is  a  foreign  Patent,  and  in  this  case  it  is  immaterial  to  consider 
any  except  the  British  Patent.  The  words  "  and,  under  any  circumstances,  if  a 
"  foreign  Patent  exists,  the  Canadian  Patent  shall  expire  at  the  earliest  date  on 
"  which  any  foreign  Patent  for  the  same  invention  expires,"  are  unambiguous.  The 
5  enactment  pleads  better  than  I  could,  and  the  words  "  under  any  circumstances" 
leave  no  loophole.  The  intention  is,  not  unreasonably  in  view  of  the  exceptional 
length  of  Canadian  Patents,  that  when  any  other  country  becomes  free  to  enjoy 
the  unrestricted  benefit  of  a  Patent  Canada  should  also  become  free. 
Blake,  K.C. — The  argument  advanced  on  this  occasion  is  different  from  that 

10  on  which  the  Appellants  formerly  relied.  According  to  the  present  argument 
it  is  enough  to  show  that  at  any  period  in  the  life  of  a  Cana  Han  Patent  a  foreign 
Patent  came  into  being,  and  afterwards  lapsed  or  expired,  and  then  it  follows  that 
the  Canadian  Patent  dies  also.  The  French  version  of  the  Act  does  not  bear 
out  this  argument  as  to  interpretation,  and  throws  another  light  on  the  intention 

15  of  the  Legislature  :  "  Et  lorsque  Tinvention  aura  ete  brevStee  a  Tetranger,  le 
"  Brevdt  Canadien  prendra  fin,  dans  tous  les  cas,  en  meme  temps  que  le  Brevet 
"  etranger  qui  expirera  le  premier."  The  section  on  which  the  other  side  rely 
is  that  of  the  later  Patent  Act,  which  is  not  retroactive,  and  is  more  favourable 
to  their  case  than  the  earlier  Act.    The  concluding  words  of  the  section  in  each 

20  Act  are  identical,  but  if  the  preceding  part  of  the  section  be  referred  to  for  the 
purpose  of  interpretation  the  effect  of  the  two  Acts  is  not  the  same. 

Having  heard  the  arguments  their  Lordships  reserved  judgment,  which  was 
delivered  on  the  23rd  of  July. 
Lord  LlNDLBY. — The  question  raised  by  this  appeal  is,  simply,  what  is  the 

25  true  construction  of  the  last  clause  of  section  8  of  the  Canadian  Patent  Act 
chapter  61  of  the  Revised  Statutes  of  Canada  as  amended  by  section  1  of  the 
Canadian  Act  55  and  56  Victoria,  cap.  24.  This  Act  came  into  operation  on 
the  9th  of  July  1892,  and  applied  to  all  Canadian  Patents  granted  after  that  date. 
The  section  as  amended  is  as  follows  : — "  Any  inventor  who  elects  to  obtain  a 

30  "  Patent  for  his  invention  in  a  foreign  country  before  obtaining  a  Patent  for  the 
"  same  invention  in  Canada,  may  obtain  a  Patent  in  Canada,  if  the  same  be 
"  applied  for  within  one  year  from  the  date  of  the  issue  of  the  first  foreign 
"  Patent  for  such  invention  ;  and  if  within  three  months  after  the  date  of  the 
"  issue  of  a  foreign  Patent  the  inventor  gives  notice  to  the  Commissioner  of  his 

35  "  intention  to  apply  for  a  Patent  in  Canada  for  such  invention,  then  no  other 
"  person  having  commenced  to  manufacture  the  same  device  in  Canada  during 
"  such  period  of  one  year,  shall  be  entitled  to  continue  the  manufacture  of  the 
"  same  after  the  inventor  has  obtained  a  Patent  therefor  in  Canada,  without  the 
"  consent  or  allowance  of  the  inventor ;    and,  under  any  circumstances,  if  a 

40  "  foreign  Patent  exists,  the  Canadian  Patent  shall  expire  at  the  earliest  date  on 
"  which  any  foreign  Patent  for  the  same  invention  expires." 

The  material  facts  and  dates  are  as  follows : — On  the  1st  of  March  1892  a 
Mr.  Jones,  an  American,  obtained  a  Patent  in  the  United  States  for  "  Improve- 
"  ments  in  boiler  and  other  furnaces."    On  the  same  day  Mr.  Jones  applied  in 

45  Canada  for  a  Canadian  Patent,  and  in  England  for  a  British  Patent  for  the  same 
invention. 

On  the  12th  of  July  1 892  the  British  Patent  was  granted  for  14  years  from 
the  1st  of  March  1892,  but  its  duration  for  that  period  depended  upon  the 
payment  of  the  necessary  fees. 

50  On  the  15th  of  October  1892  the  Canadian  Patent  was  granted  for  18  years 
from  15th  of  October  1892. 

On  the  1st  of  March  1897  the  British  Patent  expired,  the  fees  necessary  for 
keeping  it  subsisting  not  having  been  paid. 
On  the  1st  of  September  1898  the  owners  of  the  Canadian  Patent,  who  are 

55  Respondents  in  this  appeal,  brought  an  action  against  the  Appellants  for 
infringing  that  Patent,  and  the  Plaintiffs  were  successful  and  obtained  judgment 
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in  the  action.  Afterwards  the  Defendants  in  the  action  obtained  leave  to 
amend  their  pleadings  in  order  to  plead  that  before  the  commencement  of  the 
action  the  Canadian  Patent  had  expired  by  reason  of  the  expiration  of  the  British 
Patent,  and  also  by  reason  of  the  expiration  of  an  Italian  Patent  to  which, 
however,  it  is  unnecessary  now  to  allude.  A  new  trial  was  directed,  and  took  5 
place  before  Mr.  Justice  Burbidge,  who  had  tried  the  action,  and  judgment 
was  given  for  the  Defendants,  who  are  the  present  Appellants,  on  the  ground 
that  the  amended  Defence  was  proved.  From  this  decision  (which  is  referred 
to  as  the  judgment  of  the  Exchequer  Court)  the  Plaintiffs  appealed  to  the 
Supreme  Court,  and  the  judgment  was  reversed.    Hence  this  appeal.  10 

It  is  common  ground,  and  their  Lordships  concur  in  the  view,  that  a  British 
Patent  is  a  foreign  Patent  within  the  meaning  of  the  Canada  Patent  Act ;  and 
that  the  British  Patent  and  the  Canadian  Patent  were  for  the  same  invention, 
and  thai  the  former  expired  in  March  1897.  •  The  whole  question,  therefore, 
turns  on  the  meaning  and  legal  effect  of  the  words  "  under  any  circumstances  if  15 
"  a  foreign  Patent  exists  the  Canadian  Patent  shall  expire  at  the  earliest  date  on 
"  which  any  foreign  Patent  for  the  same  invention  expires." 

The  words  "if  a  foreign  Patent  exists"  invite  the  question  : — When  ?    What 
time  is  referred  to  ?    The  Supreme  Court  have  held  (by  a  majority)  that  these 
words  refer  to  the   date   of  the   application  for  the  Canadian  Patent  ;    the  20 
Exchequer  Court  held  that  they  referred  to  the  date  of  the  grant  of  the  Canadian 
Patent.    This  last  construction  is  sufficient  for  the  Appellants  in  this  particular 
case,  but  their  Counsel  contended  that  even  this  construction  is  too  narrow,  and 
that  the  words  refer  to  any  time  during  the  continuance  of  the  Canadian 
Patent,  the  duration  of  which  is  made  to  depend  on  the  earliest  termination  of  25 
any  foreign  Patent  for  the  same  invention.    Their  Lordships  are  of  opinion  that 
this  wider  construction  of  the  words  is  the  true  one.     They  are  unable  to 
discover  any  sufficient  reason  for  putting  any  more  restricted  meaning  on  the 
words.    The  language  is  clear  and  imperative.    Their  Lordships  can  only 
understand  it  as  declaring  that,  under  all  circumstances,  as  soon  as  any  foreign  30 
Patent  for  the  same  invention  expires,  the  Canadian  Patent,  if  then  existing, 
shall  expire  also.    They  can  find  no  limit  as  to  time  except  that  the  foreign 
Patent  must  both  exist  and  expire  after  the  Canadian  Patent  has  been  granted, 
and  before  it  has  ceased  from  any  other  cause.    The  French  version  of  the  Act 
is,  if  possible,  even  clearer  than  the  English  version.    Both,  however,  express  35 
the  same  meaning. 

The  Supreme  Court  were  naturally  influenced  by  a  prior  decision,  of  their 
own  on  section  8  as  it  stood  in  its  original  shape.  In  DrescJwl  v.  Auer 
Incandescent  Light  Manufacturing  Company  (28  Supreme  Court  Reports, 
page  608,  and  6  Exchequer  Court  Reports,  page  55)  it  was  held  that  similar  40 
words  in  the  original  section  referred  to  the  date  of  the  grant,  and  that  a  foreign 
Patent  obtained  subsequently  to  the  grant  of  a  Canadian  Patent  and  expiring 
during  its  continuance  did  not  affect  its  duration.  Their  Lordships  do  not 
think  it  necessary  to  reconsider  that  case  ;  but,  assuming  it  to  have  been  correct, 
having  regard  to  section  8  as  it  then  stood,  they  are  unable  to  concur  in  the  45 
view  that  in  section  8  as  it  now  stands  the  date  of  the  application  has  become 
the  date  to  which  the  last  clause  applies. 

Their  Lordships  will  therefore  humbly  advise  His  Majesty  to  reverse  the 
Judgment  of  the  Supreme  Court  with  costs  to  be  paid  by  the  Respondents,  and 
to  restore  the  judgment  of  the  Exchequer  Court.  50 

The  Respondents  must  pay  the  costs  of  this  appeal. 
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Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Clifton  Rubber  Company,  Ld. 


In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Joyce. 


June  25th,  1902. 


Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Clifton  Rubber  Company,  Ld. 

5      Patent.— Action  for  infringement.— Motion  by  Defendants  to  restrain  circular 
sent  out  by  Plaintiffs.— Alleged  contempt  of  Court.— Motion  dismissed. 

In  November  1901  the  Dunlop  Pneumatic  Tyre  Company,  Ld.,  commenced 
an  action  against  the  Clifton  Rubber  Company,  Ld.,  to  restrain  them  from 
infringing  Welch's  Patent  (No  14,563  of  1890)  by  the  sale  of  Wapshare  tyres. 

1(J   In  April  1902  the  same  Plaintiffs  commenced  a  second  action  against  the  same 
Defendants  on  the  same  Patent.    About  the  same  time  the  Plaintiffs  issued  the 
following  circular  :— "  Notice.— The  Dunlop  Pneumatic  Tyre  Company,  Ld. 
44  are  advised  that  the  tyre  now  being  sold  under  the  name  of  the  Wapshare 
44  tyre  is  an  infringement  of  the  Letters  Patent  held  by  them.    An  action  has 

15  "  already  been  brought  against  the  Clifton  Rubber  Company,  Ld.,  in  respect  of 
41  their  sale  of  such  tyres,  and  the  public  are  warned  that  similar  actions  will  be 
44  brought  against  any  person  found  manufacturing,  selling,  or  using  such  tyres. 
44  Since  the  above  notice  first  appeared  certain  cycle  dealers  have  been  discovered 
44  selling  the  said  tyres  and  actions  have  accordingly  been  brought  against  them." 

20  Thereupon  the  Defendants  served  on  the  Plaintiffs  a  notice  of  motion  to  restrain 
the  Plaintiffs  until  trial  or  further  Order  from  publishing  the  circular,  or,  in 
the  alternative,  for  a  writ  of  sequestration.  The  Plaintiffs  subsequently  con- 
solidated and  set  down  for  trial  their  said  actions,  which  were  tried  by 
Kekewich,  J.,   on  the   llch,   12th,  and   13th  of  June  1902,  and  resulted   in 

25  judgment  for  the  Defendants  on  the  ground  of  non-infringement  (ante,  page 
433).    From  this  judgment  the  Plaintiffs  served  notice  of  appeal. 

The  motion  was  heard  on  the  25th  of  June  1902,  when  the  only  Order  asked 
for  was  that  the  Plaintiffs  should  pay  the  costs. 
D.  M.  Kerly  (instructed  by  Lumley  and  Lumley)  appeared  for  the  Applicants  • 

30  Moulton,  K.C.,  and«7.  C.  Graham  (instructed  by  J.  B.  andF.  Purcliase)  appeared 
for  the  Respondents. 

Kerly  for  the  Applicants.— In  April  1900  the  Plaintiffs  commenced  an  action 
against  the  Wapshare  Tube  Company,  Ld.,  for  infringement  of  the  Welch's 
Patent,  which  action  came  on  for  hearing  before  Buckley,  J.,  who  found  that 

35  there  was  no  infringement,  and  gave  judgment  for  the  Wapshare  Tube 
Company,  Ld.  (17  R.P.C.  453).  The  Plaintiffs  appealed,  but  ultimately 
abandoned  their  appeal,  and  it  was  by  consent  dismissed  with  costs.  The 
Plaintiffs  afterwards  commenced  an  action  against  a  customer  of  the  Wapshare 
Company.    The  customer,  under  his  contract  with  the  Wapshare  Company 
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then  called  upon  them  to  defend  the  action,  but  this  they  were  unable  to  do, 
and  the  Plaintiffs  recovered  judgment  against  the  customer.  For  some  time 
after  this  no  one  would  take  up  the  tyre  until  the  Clifton  Rubber  Company, 
the  Defendants,  bought  the  interest  of  the  Wapshare  Company  and  began  to 
make  the  tyre  which  is  in  question  in  the  present  action.  [The  facte  as  above  5 
set  out  were  then  stated  and  the  circular  read.]  The  Defendants  then  served  a 
notice  ot  motion  for  an  interim  injunction  to  restrain  the  Plaintiffs  until  trial 
or  further  Order  from  publishing  the  circular,  or,  in  the  alternative,  for  a  writ 
of  sequestration.  In  response  to  this  notice  of  motion  the  Plaintiffs  consolidated 
and  set  down  their  two  actions  of  November  and  April  against  the  Clifton  10 
Rubber  Company.  [JOYCE,  J.,  inquired  why  the  Defendants  had  not  moved 
to  stop  the  first  action  for  want  of  prosecution  and  to  stay  the  second  action 
because  it  was  for  the  same  cause  of  action  as  the  first.]  The  Defendants  were 
under  a  misapprehension.  They  first  made  an  experimental  tyre  in  respect  of 
which  they  supposed  the  first  action  was  brought,  and  then  subsequently  put  15 
a  marked  tyre  on  the  market.  The  Defendants  thought  the  Plaintiffs  were 
going  to  try  the  question  of  both  tyres,  but  it  turned  out  on  getting  into  Court 
that  the  second  action  was  brought  on  the  same  tyre  as  the  first.  The  Plaintiffs 
refused  to  fight  the  question  of  the  marked  tyre,  and  fought  the  action  on  the 
experimental  tyre.  The  actions  having  now  been  tried,  the  Defendants  did  not  20 
ask  for  any  Order  on  the  motion  except  that  the  Plaintiffs  should  pay  the  costs. 
Although  it  was  fair  for  a  Plaintiff  in  a  Patent  action  to  warn  the  public,  he 
must  not  warn  them  with  intent  to  frighten  them,  as  such  a  proceeding  would 
be  a  contempt  of  Court.  \Qaulard  and  Gibbs  v.  Lindsay  (4  R.P.C.  189),  and 
Fenner  v.  Wilson  (10  R.P.C.  283)  were  referred  to.]  25 

JOYCE,  J. — I  am  not  really  calling  upon  you,  Mr.  Moulton,  except  to  know 
the  case  which  you  wished  to  cite. 

Moulton,  K.C. — It  is  Dunlop  Pneumatic  Tyre  Company  v.  New  Seddon 
Pneumatic  Tyre,  Ac,  Co.  (14  R.P.C.  332).  There  an  injunction  was  granted 
by  Kekewich,  J.,  but  the  Court  of  Appeal  unanimously  reversed  his  decision.       30 

Joyce,  «7. — That  went  on  section  32  ? 

Moulton,  K.C. — Yes.    It  is  either  section  32  or  nothing. 

JOYCE,  J. — The  Defendants  have  not  brought  their  case  within  section  32, 
because  you  have  brought  the  action  and  you  are  bond  fide  prosecuting  it.     I  do 
not  think  you  can  make  anything  of  this,  Mr.  Kerly.    It  is  only  a  question  of  35 
costs. 

Moulton,  K.C. — They  will  be  the  Plaintiffs'  costs  ?  It  has  been  well  settled 
that  the  only  defence  that  a  Patentee  has  got  is  to  warn  the  public ;  but,  on  the 
other  hand,  he  must  not  do  it  if  he  is  trying  to  keep  out  of  Court.  In  this  case 
there  was  nothing  of  the  sort.  40 

JOYCE,  J. — I  do  not  see  why  the  Plaintiffs  were  not  entitled  to  say  this.  I 
think  it  has  been  well  considered  and  well  settled  by  Counsel,  and  I  do  not 
see  why  they  should  not  say  it.  Mr.  Kerly,  I  think  your  clients  must  pay  the 
costs. 


Vol.  XI3L,  No;  27.]         AND  TRADE  MARK  OASES.  52§  * 


In  the  Matter  of  the  Registered  Trade  Marks  of  Bass 

BatcUff  A  Gretton,  Ld. 


In  the  Court  of  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Roher,  and  Mathew. 


July  25th,  26th,  28th,  and  29th,  1902. 


In  the  Matter  of  the  Registered  Trade  Marks  of  Bass  Ratcliff  & 

Gretton,  Ld. 


Registered  Trade  Marks. — Motion  to  rectify. — Trade  Marks  ordered  to  be 
expunged. — Appeal. — Judgment  below  reversed. — Appeal  allowed  with  costs. 

In  1876  Bass  &  Co.  registered  a  label  for  beer  on  which  was  (inter  alia)  the 
device  of  a  diamond  and  the  words  "  Trade  Mark "  upon  such  device.     They 

10  subsequently,  in  the  same  year,  registered  the  device  of  a  diamond  with  the  words 
"  Trade  Mark"  upon  it  as  a  separate  mark,  and  in  1883  Bass,  Ratcliff  & 
Gretton,  Ld.,  who  had  succeeded  to  the  business  of  Bass  &  Co.,  registered  the  device 
of  a  diamond  without  the  words  "  Trade  Mark  "  on  it.  This  device  was  registered 
in  black,  the  other  diamond  being  coloured  red  on  the  Register.     These  Trade 

15  Marks  were  registered  as  old  marks.  In  1901  Bass,  Ratcliff  &  Gretton,  Ld. 
{hereinafter  called  the  Plaintiffs)  commenced  an  action  against  John  Davenport  & 
Sons9  Brewery,  Ld.  (hereinafter  called  the  Defendants)  to  restrain  them  from 
using  a  red  device,  which  the  Plaintiffs  contended  was  in  substance  a  diamond, 
upon  their  show  cards.  The  Plaintiffs  alleged  that  this  device  was  an  infringement 

20  of  the  above-mentioned  diamond  Trade  Marks.    This  action  was  dismissed  with 

costs.    The  Defendants  moved  to  rectify  the  Register  of  Trade  Marks  by  striking 

off  the  Trade  Marks  on  which  the  Plaintiffs  relied  in  their  action  and  certain 

other* Trade  Marks,  including  tfa  label  registered  in  J870%  on  the  grounds 

3  B 


Stt  REPORTS  OF  PATENT,  DESIGN,  [Not.  S,  190*. 

In  the  Matter  of  the  Registered  Trade  Maria  of  Bate 
Ratcliff  A  Oretton,  Ld. 

{among  others)  that  the  device  of  a  diamond  was  common  to  the  trade  at  the 
date  of  the  registration  of  the  Plaintiffs'  Trade  Marks,  and  that  the  registered 
label  was  calculated  to  deceive  because  by  putting  the  words  "  Trade  Mark  "  on 
the  diamond  there  was  a  statement  to  the  public  that  what  was  claimed  a*  the 
Trade  Mark  was  the  diamond  and  nothing  else,  aWiough  the  whole  label  wot  § 
registered,  and  that  this  was  deceptive.  It  was  held  that  the  Defendants' 
motions  succeeded  on  both  the  above  grounds,  and  an  Order  for  rectification 
was  made  with  costs. 

The  Plaintiffs  appealed. 

Held,  that  the  Plaintiffs'  device  of  a  diamond  was  not  common  to  the  trade  10 
and  was  properly  registered,  and  that  no  one  could  be  misled  or  injured  by.  the 
words  "  Trade  Mark  "  as  they  appeared  on  the  Plaintiffs'  labels,  and  that  the 
appeals  on  both  motions  should  be  allowed  with  costs. 

Be  Trade  Marks  of  the  Apollinaris  Company,  Ld.  (5  R.P.C.  189)  discussed. 

On  the  let  of  January  1876  Bass  &  Co.  registered  under  No.  2  for  Burton  jj 
ales,  brown  beers  and  stoats,  the  subjoined  Trade  Mark,  18  years  user  before 
the  31st  of  December  187S  being  claimed. 


On  the  17th  of  January  1876  Bass  &  Go.  registered  under  No.  915  for  Burton 
alas,  brown  beers  and  stouts  the  subjoined  Trade  Mark,  11  years,  wmex- before 
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the  15th  of  January  187fi  being  claimed.    This  mark  as  deposited  for  regis- 
tration was  coloured  red,  and  bo  appears  upon  the  Register. 


On  the  24th  of  March  1883  Bass,  RatiliffJs  Gretton,  Ld.,  who  had  succeeded 
to  the  business  of  Bass  &  Co.,  applied  to  register  under  No.  31,837  for  beer  the 
ft  subjoined  Trade  Mark,  25  years  user  before  the  22nd  of   March  1883  being 
claimed. 


This  mark,  as  deposited  for  registration  and  as  it  appears  upon  the  Register, 
was  and  is  as  above.  Bass,  Bateliff  &  Gretton  also  registered  a  number  of 
other  labels  comprising  the  device  of  a  solid  diamond,  but  it  is  not  deemed 

10  necessary  to  reproduce  them  here  for  the  purpose  of  this  report.  In  1901  Bass, 
Bateliff  A  Gretton  (who  are  hereinafter  referred  to  aB  the  Plaintiffs)  commenced 
an  action  against  John  Davenport  <k  Sons'  Brewery,  Ld.  (hereinafter  referred 
to  as  the  defendants)  claiming  an  injunction  to  restrain  them  from  infringing 
Trade  Mart's  Nob.  915  and  31,837.    The  Defendants  were  using  on  their  show 

15  cards  t  red  device  which  the  Plaintiffs  alleged  was  a  diamond* 
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In  the  Matter  of  the  Registered  Trade  Marks  of  Base 

Ratcliff  A  Qretton,  Ld. 


The  Defendants  served  two  notices  of  motion  for  the  rectification  of  the 
Register  of  Trade  Marks  by  removing  therefrom  Trade  Marks  Noe.  2,  915,  and 
31,837  and  the  other  Trade  Marks  hereinbefore  referred  to,  and  thereupon 
Orders  were  made  that  these  motions  should  stand  over  and  come  on  with  the 
trial  of  the  action,  and  that  the  Defendants  should  within  certain  dates  deliver  5 
full  Particulars  as  to  all  grounds  of  objection  to  the  said  Trade  Marks  then 
within  their  knowledge,  and  the  Defendants  were  to  be  at  liberty  to  add  to  such 
Particulars  any  facts  subsequently  discovered;  such  addition  to  be  made  not 
later  than  21  days  prior  to  the  trial  of  the  action,  and  any  evidence  given  by  the 
Defendants  in  support  of  the  motion  was  to  be  limited  to  Particulars  delivered  10 
within  such  fixed  periods.  In  pursuance  of  this  Order  Particulars  were  delivered 
by  the  Defendants ;  these  Particulars,  so  far  as  they  were  relied  on  at  the  trial, 
and  so  far  as  they  related  to  Trade  Marks  Nos.  2,  915,  and  31,387,  were  in  effect 
as  follows  : — As  to  No.  915  :  That  the  device  of  a  diamond  was  on  the  17th  of 
January  1876  (being  the  date  of  the  registration  of  the  said  Trade  Mark)  in  15 
common  use  in  the  trade.  As  to  No.  31,837  :  That  the  device  of  a  diamond 
was  on  the  24th  of  March  1883  (being  the  date  of  the  registration  of  the  said 
Trade  Mark)  in  common  u6e  in  the  trade.  As  to  No.  2 :  That  the  same  was 
calculated  to  deceive  the  public,  and  that  the  device  of  a  diamond  (which  was 
the  most  conspicuous  and  essential  particular  in  such  Trade  Mark)  was  on  the  20 
date  of  the  registration  of  the  said  Trade  Mark  common  to  the  trade.  Parti- 
culars with  the  names,  addresses,  and  dates  of  the  firms  or  persons  who  were 
using  the  device  of  a  diamond  in  respect  to  goods  similar  to  those  of  Bass, 
Ratcliff  &  Oretton  prior  to  and  at  the  dates  of  the  registration  of  the  three 
Trade  Marks  respectively,  were  given  as  follows  : —  25 


Since 

about 

1 

«7.  A  R.  Tennant    ...        ...        ... 

Well     Park     Brewery, 
Glasgow. 

i 

1851 

2 

Ind,  Coope  A  Co.  (now  Ind9  Coope, 
A  Co.,  Ld. 

Burton-on-Trent 

1856 

3 

T.  Robinson  (trading  as  T.  Robin- 
eon  A  Co.). 

Maidstone         

1863 

4 

J.  Russell  A  Son  (now  Russells  A 
Wrangham,  Ld.). 

Malton    ... 

1863 

5 

W.  J.  Rogers  (now  W.  J.  Rogers. 
Ld.). 

Bristol     ... 

1864 

6 

Carter  A  Son  (now  The  Leeds  and 
Wakefield  Breweries,  Ld.). 

Wakefield          

1865 

7 

J.  Button  (trading  as  Button  A  Co.) 
now  Lucas,  Blackwell  A  Ark- 
ivright,  of  Leamington. 

Warwick           

1865 

8  * 

Chandler  A  Co.  (now  Chandler's 

Wiltshire  Brewery, 

1866 

•  Wiltshire  Brewery,  Ld.). 

Hackney  Road,  Lon- 
don. 

9 

P.  A  R.  Phipps  (now  P.  Phipps  A 

Northampton    ... 

1866 

Co.,  Ld.). 

' 

10 

J.  W.  Clinch  (now  Clinch's  Brew- 

Douglas,  Isle  of  Man  ... 

1868 

ery  Co.,  Ld.). 

• 

■ 

30 
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« 

Since 

about 

11 

John  Tyrer  A  Son 

Hanover  Street,   Liver- 

1868 

12 

Charles  AsKby  A  Go.  (now  Ashby's 
Staines  Brewery,  Ld.). 

pool. 
Staines    ... 

• 

1870 

13 

W.  Edmonds,  junr.  A  Co. 

Edmunds  Street,  Liver- 

1873 

14 

E.  Brooks  (now  E.  A  J.  Brooks)  ... 

pool. 
Hill    Street,    Peckham, 
London. 

1874 

15 

R.   0.  Randall  (now  JR.  A    W. 
Randall). 

Great  Dunmow,  Essex... 

1874 

The  Applicants  stated  that  they  did  not  put  forward  the  above  list  as  being 
in  any  way  exhaustive  or  complete,  but  it  contained  the  best  particulars  the 
10  Applicants  were  able  to  give  at  the  then  present  time. 
Further  Particulars  were  delivered  as  follows  : — 

"  The  following  are  Particulars  of  the  names  and  addresses  of  persons  who 
44  have  used  for  many  years  past  in  connection  with  beer  other  than  that  of 
"  the  Plaintiffs'  (a)  the  device  of  a  diamond,  (b)  the  word  *  diamond '  with  dates 
15  "  of  such  users  known  to  the  Defendants  (Applicants)." 


16 
17 


W.  Tong  A  Sons  (now  W.  Tong  A 

Sons,  LdX 
E.  Dawes  &  Sons  (now  T.  Phillips 

A  Co.,  Ld.). 


Diamond  Brewery, 
Deane  Road,  Bolton. 

Diamond  Brewery, 
Dover. 


Since 
about 


1850 

not 
known* 


20 


25 


30 


In  reply  to  a  letter  from  the  Plaintiffs'  solicitors,  the  Defendants4  solicitors 
subsequently  furnished  specimens  of  the  "  device  of  a  diamond  "  as  alleged 
to  have  been  used  by  almost  all  the  firms  and  persons  named4  above.  These 
consisted  of  double  and  single  diamonds  in  outline,  diamonds  included  in 
labels,  and  a  number  of  diamond  shape  devices  with  or  without  other  matter. 
Most  of  these  had  been  registered  as  Trade  Marks,  and  some  had  not. 

The  action  and  the  motions  came  on  before  Mr.  Justice  Kekewich  on  the 
25th  of  November  1901,  when  it  was  arranged  that  the  trial  of  the  trial  of  the 
action  should  be  taken  first.  The  action  was  accordingly  tried  and  dismissed 
with  costs.*    The  two  motions  were  then  heard  together. 

A  number  of  witnesses  were  called  in  support  of  the  motions,  who  gave 
evidence  as  to  the  user  of  diamond  marks  by  the  majority  of  the  persons 
mentioned  in  the  Applicants'  Particulars,  and  Certificates  of  the  registration  of 
the  Trade  Marks  registered  by  such  persons  were  put  in. 


*  Ante,  pige  189. 
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For  Messrs.  Bass  A  Co.  one  witness  was  called,  E.  R.  Stoiie,  who  deposed 
that  the  marks  relied  upon  by  the  Applicants  were  not  capable  of  being 
mistaken  for  Bass  A  Co.'s  solid  red  diamond. 

Certificates  of  the  registration  of  the  following  Trade  Marks  in  Class  43  were 
put  in  by  Messrs.  Davenport  A  Son : —  5 


No.  of 
Trade 
Mark. 


Date  of 
Registration. 


User  claimed. 


Registered  by 


639 

3320 

3385 

13,966 

3695 

3.765 

7926 

7927 

12,922 

15,299 

25,619 


12th  of   January 
1876. 

4th  of  March  1876. 


20th  of  November 
1877. 

3rd    of    January. 

1878 
8th  of  March  1876. 

11th    of     March 

1876. 
4th  of  July  1876. 

Do. 
14th    of    August 

1877. 
20th  of  September 

1878.       " 
1st   of    February 

1881. 


11  years  before  9th 
of  February  1876.. 

10  years  before  Feb- 
ruary 1876. 

6  years  before  Feb- 
ruary 1876. 

Do. 

25      years      before 
March  1876. 

12  years      before 
January  1876. 


3  years  before 
August  1877. 

10  years  before  Sep- 
tember 1878. 

17  years  before 
November  1880. 


Carter  A  Sons  (subsequent 
proprietors,  Leeds  and 
Wakefield  Breweries,  Ld.). 

Chandler  A  Co.  (subsequent 
proprietors,     Chandler's  10 
Wiltshire  Brewery,  Ld.). 

Charles  Ashby  A  Co.  (regis- 
tration expired  20th  of 
November  1891). 

Do.  (expired  do.).  15 

J.  and  JR.  Tennant. 


W.  J.  Rogers. 

Ind,  Coope  A  Co. 

Do. 
Richard  George  Randall. . 

John  Tyrer  A  Son 

J.  Russell  A  Son.  • 


20 


Nos.  639,  3765  and  15,299  as  registered  are  set  out  on  p.  535. 

An  Order  was  made  on  both  motions  expunging  all  the  Respondents9  Trade 
Marks  from  the  Register.  The  learned  Judge  held  that  the  device  of  a  diamond  25 
was  commoii  to  the  trade  and  could  not  properly  be  registered  as  a  Trade  Mark  by 
the  Respondents,  and  that  the  labels  were  deceptive  because  of  the  use  of  the 
words  u  Trade  Mark"  thereon.*  Bass,  Ratcliff  A  Oretton  appealed  from  this 
Order. 

MouUon,  E.C.,  John  Cutler,  E.C.,  and  Schiller  (instructed  by  McKenna  A  Co.)  30 
appeared  for  the  Appellants ;  Warmington,  E.C.,  Neville,  E.C.,  and  Sebastian 
(instructed  by  J.  Westcott,  as  agent  for  Wright  and  Marshall,  of  Birmingham) 
appeared  for  the  Respondents. 

The  motion  for  removing  Trade  Marks  Nos.  915  and  31,837  (the  diamond 
marks)  was  first  taken.  35 

MouUon,  K.C.,  for  the  Appellants. — These  marks  were  registered  under  the 
Act  of  .1875.  Messrs.  Bass*  case  is  very  simple.  They  took  their  Trade  Mark  very 
early,  a  simple  red  diamond,  which  was  distinctive.     If  you  are  early  in  th* 


«* 


*  Jhfr,  page  143. 
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field  yon  can  have  distinctiveness  in  a  Trade  Mark  without  complexity.     The 
issue  is  whether  the  device  was  common  to  the  trade  on  the  17th  of  January 


1876,  when  No.  915  was  registered.    There  is  no  finding  that  any  of  the  marks 
set  np  against  Messrs.  Bass  conflicted  with  theirs.    The  only  evidence  is  the 


5  other  way.    The  teat  of  whether  a  mark  has  become  publici  juris  is  given  by 
Msllish,  LJ.,inFordy,Foster  (L.R.  7  Ch.  628).   Messrs.  Bass' claim  under  their 


registration  is  for  their  device  simpliciter.     In  none  of  the  marks  set  np  against 
;  us  is  there  a  simple  solid  diamond  by  itself.     [Romeb,  LJ.— Would  the  ubo  of 
a  diamond  in  outline  invalidate  the  register  of  Bass'  solid  diamond  ?]   Certainly 
10  not.  '  i     ■        - 
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John  Cutler,  K.C.,  followed. — When  this  motion  was  launched  an  Order  was 
.  made  that  the  Applicants  should  give  Particulars  of  their  grounds  of  objection, 
•arid  the  Particular  that  they  gave,  which  gives  rise  to  the  issue  now  being  tried, 
was  in  these  words :  "  That  the  device  of  the  diamond  was,  on  the  17th  of 
"  January  1876,  being  the  date  of  the  registration  of  the  said  Trade  Mark,  in  5 
"  common  use  in  the  trade."  That  is  the  issue  that  we  come  here 
to  meet.  With  regard  to  that,  not  only  is  the  burden  of  proof  on  the  Applicants, 
but  when  the  Applicants  are  attacking  a  Trade  Mark  which  has  been  on  the 
Register  for  so  many  years  (26  years  this  mark  has  been  on  the  Register)  we 
submit  the  evidence  that  is  adduced  by  them  that  it  is  common  to  the  10 
trade  must  be  carefully  scrutinized.  As  to  the  evidence  here  two  remarks  may 
be  made.  The  marks  which  are  put  against  us  are  put  in  two  ways  :  first  of  all 
as  registered  Trade  Marks,  which  most  of  them  are ;  and,  secondly,  they  are 
put  against  us  as  iparks  that  have  been  in  fact  used ;  that  is  to  say  they  are 
relied  upon  independently  of  the  registration.  Now,  with  one  solitary  15 
exception,  all  the  registered  Trade  Marks,  which  are  put  against  us,  were 
registered  subsequent  to  the  17th  of  January  1876  ;  but  the  mere  registration  of 
a  Trade  Mark  after  the  17th  of  January  1876  cannot  affect  our  right  to  go  on 
the  Register  on  the  17th  of  January  1876.  Then  as  to  the  evidence  of  user. 
In  some  cases  there  is  evidence  of  user  long  anterior  to  the  17th  of  January  20 
1876,  but  such  user  is  not  proved  to  have  continued  up  to  the  17th  of  January 
1876.  So,  too,  in  the  case  of  many  marks  that  have  been  put  forward  against 
us,  the  evidence- only  proves  them  to  have  been  used  subsequently  fo  the  17th 
of  January  1876.  Any  evidence  of  that  sort,  I  submit,  is  totally  irrelevant. 
[ROMER,  L.J. — I  suppose  the  registration  of  a  Trade  Mark  as  having  been  used  25 
prior  to  the  passing  of  the  Act  is  some  evidence,  is  it  not,  that  it  #was  in  fact  so 
used  ?]  Application  for  registration  of  a  Trade  Mark  is  no  evidence  of  the 
user  of  a  Trade  Mark  (Orr  Ewing  v.  Johnson,  L.R.  13  C.  D.  434),  except  under 
section  75  of  the  Act  of  1883,  which  originally  provided  that  registration  should 
be  deemed  equivalent  to  public  use,  and,  as  amended,  provides  that  application  30 
for  registration  shall  be  deemed  equivalent  to  public. use  of  the  Trade  Mark; 
but  that  has  been  held  to  be  addressed  only  to  the  time  of  registration,  and  to 
substitute  the  application  for  anterior  user  and  reputation  (Batfs  Trade  Mark, 
.15  RlP.C.  539).  Then,  as  to  section  96  of  the  Act  of  1883/  [The  section  was  read.] 
[RoMER,'Zr.t/. — That  does  not  seem  in  terms  to  make  the  certificate  evidence  of  35 
the  fact  of  user.]  No  ;  the  certificate  is  only  evidence  of  the  contents  ;  here 
it  only  says  that  old  user  was  claimed.  [Rombr,  L.J — The  certificate  shall 
be  evidence  of  the  entry  having  been  made  and  of  the  contents  of  the  entry, 
"  and  of  the  matter  or  thing  having  been  done  or  left  undone."]  The  last  of 
course  refers  to  a  certificate  of  refusal.  The  certificate  is  not,  under  section  96,  in  40 
itself,  evidence  of  anything  beyond  the  fact  that  the  Trade  Mark  was  registered 
— that  the  entry  was  made  on  the  Register.  It  is  evidence  of  the  entry  and 
of  whatever  is  stated  by  the  entry,  and  the  entry  states  in  these  cases  user  for 
so  many  years  having  been  claimed.    It  is  merely  evidence  of  this  claim. 

Warmington,  K.C.,  and  Neville,  K.C.,  for  the  Respondents. — If  Messrs.  Bass  45 
were  content  with  a  block  diamond  simpliciter,  and  did  not  harass  other  traders 
who  have  outline  diamonds,  whether  filled  in  with  other  matter  or  not,  the 
argument  of  the  other  side  would  be  intelligible ;  but  Bass  A  Go.  have  claimed 
a  monopoly  of  all  diamonds,  outline  or  solid,  and  whether  there  is  anything 
within  the  diamond  or  not.     In   Worthington's  case    (L.R.  14  C.  D.  8)  they  50 
raised    a    similar    contention    with    regard    to    their    triangle.      [VAUGHAN 
.  Williams,  L.J. — That  was  on  a  question  of  registration.    It  does  not  alter  the 
character  of  Bass'  Trade  Mark.]    In  Turners  case  (11  R.P.C.  37)  the  registra- 
,  tion  of  a  mark  for  rum,  which  was  not  simply  a  diamond,  was  opposed  by 
'  Messrs.  Bass  as  registered  owners  of  Trade  Mark  No.  915. '  [ROMER,  £*/!— The  55 
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Judge  there  thought  Turney's  was  not  a  &ona  y&fe  application.]  [Hodson, 
Tessier  &  CoSs  Trade  Mark  (86  L.T.  N.S.  189)  was  also  referred  to.]  In 
considering  whether  a  Trade  Mark  ought  to  have  been  registered,  the  way  in 
which  it  has  been  used  is  material  as  showing  the  effect  of  allowing  it  to  remain 
5  on  the  register.  [Vaughan  Williams,  L.J.,  referred  to  the  Gheseborough 
Manufacturing  Company's  Trade  Mark  (ante,  page  342)  and  read  a  passage 
from  the  judgment  (ante,  353,  line  32).]  [Romer,  L.J. — Ought  we  not,  on 
questions  of  fact,  to  make  every  reasonable  intendment  against  you  ?]  We 
admit  that  the  onus  is  upon  us,  but  we  say  we  have  discharged  it.     We  have 

;JD  the  best  evidence  that  we  could  have  from  the  best  source  in  the  contention  set 
up  by  Messrs.  Bass  from  time  to  time  that  some  of  the  marks  we  rely  on  were 
calculated  to  deceive.  We  say  this  is  an  admission  ;  we  do  not  say  that  it  is  an 
estoppel.  In  six  cases  Messrs.  Bass  have  successfully  interfered  with  the 
marks,  by  actions  or  by  procuring  agreements  as  to  user.    In  1896,  Bass  wrote 

4j6  to  Clinch  claiming  a  diamond  in  skeleton  or  otherwise.     This  is  the  best 

evidence  of  similarity  between  the  two  marks,  and  it  would  be  dangerous  to 

•disregard  it.     [ROM BR,  LJ. — It  is  merely  a  contention.]    But  their  contention 

is  right.     Having  registered  a  diamond  they  could  stop  all  other  diamonds. 

[ROMER,  £./.— I  do  not  see  it  in  the  case  of  old  marks.]     Having  regard  to  the 

20  marks  used  by  Clinch,  Chandler,  Tennant,  Ind  ana  Coope,  Rwsell  A  Sons, 
Rogers,  Leeds  and  Wakefield  Breweries,  Simmons,  Phipps,  Tyrer*,  Ashby, 
Randall,  and  Tong,  we  submit  that  Bass'  diamond  was  not  a  distinctive  device 
.within  the  meaning  of  the  Trade  Marks  Act,  1875.  It  is  not  what  they  used 
but  what  they  put  on  the  Register  that  must  be  distinctive.     They  put  a 

,2$  diamond  on  the  Register — not  a  red  diamond,  as  colour  was  not  recognised  by 
the  Act  of  1875.  Many  persons  were  using  a  diamond  at  that  date  so  it  could 
not  be  distinctive. 

No  reply  was  called  for. 

Vaughan  Williams,  LJ. — This  is  an  appeal  from  a  decision  of  Mr.  Justice 

iSp  Kekewich,  who  has  made  an  Order  taking  certain  Trade  Marks  of  Messrs.  Bass 
off  the  Register.  This  judgment  has  been  supported  in  the  argument,  on  behalf 
of  Messrs.  Davenport  Jt  Sons,  on  iwo  grounds.  The  first  of  those  grounds, 
however,  is  of  such  a  character  that,  if  we  think  there  is  nothing  in  that  first 
ground,  the  question  as  to  the  second  ground  does  not  really  arise. 

3$  I  will  deal  now,  in  the  first  instance,  with  this  first  ground.  •  It  is  said  that 
the  mark  of  Messrs.  Bass,  which  has  been  spoken  of  in  this  case  as  "  the  diamond 
"  mark,"  ought  not  to  have  been  registered  at  all,  because  at  the  time  of  the 
registration  the  mark  was  not  really  distinctive — not  distinctive  because  it  was 
common  to  the  trade. 

(40  Now  a  great  many  points  have  been  raised  in  this  case  by  Mr.  Warmington 
and  Mr.  Neville,  and  I  wish  to  say,  speaking  for  myself,  that  as  to  some  of  the 
points  of  law  raised,  and  particularly  as  to  some  of  those  which  have  been  raised 
by  Mr.  Neville  to-day,  if  it  was  necessary  to  decide  those  points  I  should  have 
to  give  the  matter  more  consideration.    Take,  for  instance,  his  contention  as  to 

,$5  the  effect  of,  what  I  may  call,  for  shortness,  the  rule  or  principle  that  registra- 
tion does  not  protect  colour.  It  is  not  said  that  that  is  expressed  in  the  Act  of 
Parliament  itself  or,  in  terms,  in  the  Rules ;  but  undoubtedly  there  are  dicta  to 
that  effect,  and  we  have  had  the  advantage  of  an  explanation  from  Mr.  Parker 
as  to  how  this  rule  or  principle  came  about — came  about,  that  is,  in  practice. 

♦50  Again,  another  point  as  to  which  I  should  require  more  consideration  before 

I  could  decide  it  is  the  question  raised  by  Mr.  Neville  as  to  whether  or  not, 

where  there  is  a  registration  of  an  old  Trade  Mark,  and  user  of  such  old  Trade 

,  Mark,  and  there  is  another  similar  Trade  Mark  which  has  not  been  registered 

by  some  other  person,  the  one  who  does  register  could  sue  in  any  shape  the  one 

%&5  who  has  not  registered,  although  he  may  have  used  his  Trade  Mark  for  a  longer 
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time  than  the  one  who  did  register.  Again,  I  say,  as  to  that  I  do  not  wish  to 
express  any  opinion.  It  is  not  necessary  in  my  view  for  the  decision  of  this 
case.  In  substance  the  ground  upon  which  Messrs.  Davenport  have  to  support 
the  removal  of  this  diamond  Trade  Mark  from  the  Register  is  that,  at  the  time 
of  registration,  it  was  not  distinctive  because  it  was  in  common  use.  5 

Now  whether  it  was  distinctive  or  not  seems  to  me  to  be  a  question  of  fact.  I  do 
not  at  all  assent  to  the  proposition  that  because  Messrs.  Bass  have  registered  in 
black  a  solid  diamond,  or  the  figure  of  a  diamond,  that  would  make  every  Trade 
Mark  which  included  a  diamond  an  infringement  of  the  Trade  Mark  of  Messrs. 
Bass.  I  think  you  would  have  always  to  compare  the  two — that  is,  the  regis-  10 
tered  Trade  Mark  and  the  alleged  infringement — and  see  whether  the  one  so 
resembles  the  other  as  to  be  likely  to  cause  confusion  or  to  mislead.  In  the 
present  case  it  is  said  that  immediately  before  the  registration,  in  1876,  of  this 
solid  diamond,  there  were  in  use  in  the  trade  such  a  number  of  diamonds  for  the 
purpose  of  marking  beer,  or  beer  of  this  character,  that  the  diamond  bad  15 
become  in  common  use. 

It  seems  to  me  that  when  one  has  to  ask  oneself  that  question,  one  is  only 
■really  putting  to  oneself  the  original  question  in  a  different  form.  The  original 
question,  as  I  call  it,  is — aye  or  no,  is  Messrs.  Bass'  mark  of  the  simple  diamond 
distinctive  ?  Then,  in  order  to  judge  whether  it  is  distinctive,  you  must  look  3ft 
at  the  other  Trade  Marks  which  it  is  alleged  were  in  use  at  that  time.  I  do  not 
know  that  they  need  be  actual  marks.  Probably  they  could  not  very  easily  be 
Trade  Marks  if  they  were  very  similar  and  used  by  several  persons — three  or 
four  or  whatever  the  number  might  be — because  they  might  indicate  apparently 
any  one  of  those  four  manufacturers  of  beer ;  but  you  have  to  compare  the  2b 
simple  diamond  Trade  Mark  as  used  by  Messrs.  Bass  before  they  registered 
with  the  marks  which  were  in  use  at  that  time. 

I  do  not  think  it  necessary  to  go  to  each  of  these  Trade  Marks  in 
succession.  I  am  for  the  present  moment  leaving  out  of  consideration 
Messrs.  Ind  and  Coope,  and  I  am  only  dealing  with  the  others ;  but  I  may  80 
say  of  nearly  every  one  of  then)  that  they  are  very  complex  marks  and 
very  complex  figures,  and  it  is  impossible  to  say  that  the  simple  diamond  and 
nothing  more  of  Messrs.  Bass,  whether  in  red  or  otherwise— and  a  fortiori  if 
in  red — c<?uld  be  confused  with  these  very  complex  marks.  I  take  Tyrer*s  as 
an  example.  "John  Tyrer  &  Son  "  is  put  on  a  band  acroas  a  square  on  end,  or  35 
a  diamond  of  that  sort,  and  then  there  is  a  crown  on  it,  and  there  is  written, 
"  London  Invalid  Stout — Hanover  Street,  Liverpool.*'  I  leave  the  address  out 
of  consideration ;  but  if  you  take  the  crown,  and  the  band  across  it,  and  the 
words  printed  on  it,  "London  Invalid  Stout,"  it  is  impossible  to  suppose  that 
that  could  be  confused  with  the  simple  diamond  of  Messrs.  Bass.  I  merely  40 
take  them  as  they  come.  I  turn  to  the  next  one,  Ashby  A  8ons\  with  an 
anchor  in  the  middle  of  a  diamond,  and  a  band  across  a  sort  of  oval.  Then 
there  is  Randall's — that  is  the  flitch  of  bacon  upon  a  sort  of  board  which  has 
some  400  little  squares  upon  it.  It  is  impossible,  again,  to  say  that  that  could 
be  confused  with  Messrs.  Bass'  simple  label.  You  may  say  the  same  of  45 
Chandlers'.  With  regard  to  Chandlers\  as  I  understand  it,  Chandlers  really 
abandoned,  if  they  ever  used,  their  simple  red  mark  as  early  as  1873.  By  that 
time  they  had  arrived  at  their  more  complex  mark. 

•  Then,  if  one  once  arrives  at  the  conclusion  that  the  Trade  Marks  which  were 
in  use  at  the  time  of  the  registration  by  Messrs.  Bass,  and  at  the  date  of  the  50 
coming  inttf  force  of  the  Act  of  1875,  were  all  so  different  from  the  mark 
registered  by  Messrs.  Bass  that  they  could  not  be  confused,  I  cannot  myself  see 
how  the  presence  of  a  diamond  in  each  one  of  those  marks,  as  a  part  of  a 
complex  figure,  can  possibly  justify  one  in  saying  that  the  diamond  mark  had 
become  common  to  the  trade.    In  my  understanding,  to  say  that  the  diamond  5» 
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mark  had  become  common  to  the  trade  is  merely  another  way  of  Baying  that  it 
ceased  to  be  distinctive.  That  is  the  question  which  one  has  to  ask  and 
answer.  Has  it  ceased  to  be  distinctive  ?  Mr.  Justice  Kekewich  thinks  so.  As 
I  understand  his  judgment,  he  came  to  the  conclusion  that  these  marks,  upon 
5  the  user  of  which  it  is  alleged  that  the  simple  diamond  has  become  common  to 
the  trade,  were  not  so  like  the  Trade  Mark  of  Messrs.  Bass — that  is,  not  so  like 
the  simple  diamond — that  any  confusion  could  have  occurred  ;  and  if  once  you 
arrive  at  that  conclusion  it  seems  to  me  impossible  to  say  that  the  diamond 
mark  of  Messrs.  Bass  has  ceased  to  be  distinctive  at  all. 
10  Under  these  circumstances  it  seems  to  me  that  this  judgment  is  wrong,  and 
that  we  ought  to  say  that  the  Trade  Mark  of  Messrs.  Bass  was  properly 
registered  at  the  time  when  it  was  registered.  That  is  the  only  point  now, 
because  it  is  not  sought  to  take  the  Trade  Mark  off  the  Register  upon  any  other 
ground,  and  in  my  view  this  appeal  ought  to  be  allowed,  and  allowed  with 
15  costs  here  and  below. 

Romer,  L.J. — I  am  of  the  same  opinion. 

I  am  not  at  present  convinced  that,  in  considering  whether  certain  old  marks 
are  to  be  held  common  to  the  trade,  or  open  to  the  trade,  for  purposes  of  regis- 
tration, all  consideration  of  questions  of  colour  should  be  omitted.  I  will  say 
20  no  more  about  that,  because  we  have  not,  as*  it  appears  to  me,  to  decide  this  case 
on  considerations  of  colour ;  but  I  wish  to  leave  any  question  of  that  kind  open 
for  further  consideration  when  it  arises. 

In  the  present  case  I  will  assume,  in  favour  of  the  Respondents  to  this  appeal, 
that  you  must  omit  all  considerations  of  colour,  apart,  of  course,  from  the  plain 
85  black  and  white ;  and,  so  dealing  with  the  case,  then  the  question  is  whether 
what  Messrs.  Bass  Jt  Oo.  registered  was  properly  registered  as  an  old  Trade 
Mark  under  the  Act  of  1875  ?  .  It  is  said  not,  because  it  is  alleged  that  that  old 
Trade  Mark  w$s  not,  at  the  time  of  the  passing  of  the  Act,  and  at  the  time  of 
registration,  distinctive,  so  as  to  form  the  good  subject  of  a  Trade  Mark  ;   and  it 
30  is  said  it  was  not  distinctive  because  it  was  common  or  open  to  the  trade.    Now 
that  is  a  mere  question  of  fact,  and  it  might  be  sufficient  to  say  that,  on  the 
evidence,  I  come  to  the  conclusion  that  this  Trade  Mark  was  not  common  or 
open  to  the  trade.    But  I  desire  to  make  a  few  more  observations  about  the  case 
and  about  the  evidence. 
85      The  mark  in  question  is  a  very  well  known  mark,  and  it  is  remarkable  for  its 
simplicity.     We  all  know  that  it  has  been  used  for  a  great  many  years,  as 
appears  from  the  evidence,  and  has  not  been  challenged.  Messrs.  Bass  &  Co.  have 
been  registered  as  the  owners  of  it  for  over  26  years,  and,  as  far  as  I  am  aware, 
it  has  not  been  attacked  until  the  present  application  was  made.    I  think  it 
40  might  fairly  be  said  that  after  such  a  long  uninterrupted  user,  and  after  the 
Trade  Mark  has  been  for  so  long  a  time  registered  without  attack,  every  reason- 
able intendment  ought  to  be  made  by  the.  Court  in  support  of  the  registration. 
In  the  first  place,  it  appears  to  me  that  Messrs.  Bass  A  Co.  ought  not  to  be  put, 
with  regard  to  this  Trade  Mark,  in  a  worse  position  because  of  its  age  and  its 
45  simplicity ;  and  I  should  desire  to  say  that  the  owner  of  an  otherwise  undis- 
puted old  Trade  Mark,  if  of  a  simple  form,  is  not  to  be  held,  of  necessity,  to 
have  had  his  Trade  Mark  made  common  to  the  trade  because  subsequent  traders 
have,  for  the  same  class  of  goods,  used  without  being  stopped  what  I  may  call  a 
complicated  Trade  Mark,  or  complicated  Trade  Marks,  containing  as  one  of  their 
50  elements  a  copy  of  the  old  simple  mark.     The  question  ought  to  be,  as  it 
appears  to  me,  in  each  case,  when  you  are  considering  two  old  marks,  is  the  one 
substantially  the  same  as  the  other  for  the  purposes  of  a  Trade  Mark,  so  that  the 
two  marks,  regarded  as  Trade  Marks,  are  substantially  undistinguishable  in  the 
trade?     I  think  that  is  the  principle  on  which  you  ought  to  come  to  th6 
§5  consideration  of  smch  a  question  as  we  have  to-deal  with  in  this  ease*    I  should 
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like  to  observe  also  that  when  yon  are  considering  such  a  question  as  I  am 
referring  to,  as  between  two  old  Trade  Marks,  the  consideration  that  yon  ought 
to  apply  is  not  of  necessity,  the  same  as  when  you  have  to  consider  a  new  mark 
coming  for  registration  for  the  first  time,  and  its  being  opposed  by  an  old  Trade 
Mark.  It  appears  to  me  that  different  considerations  may  well  apply  to  the  5 
second  class  of  case  to  what  would  apply  to  the  first 

With  these  observations  let  me  refer  shortly  to  the  details  of  the  evidence 
in  the  present  case,  which  is  said  to  show  that  Messrs.  Bass'  Trade  Mark 
became  common  or  open  to  the  trade.  Take  one  example — Tong  A  Co.'s 
Trade  Mark,  which  is  said  to  be  the  user  of  substantially  Messrs.  Bass  A  Co.'s  jq 
old  Trade  Mark.  That  was  a  case  where  Tong  A  Co.  used,  as  part  of  a  show  card, 
something  in  the  form  of  an  elongated  diamond  in  which  was  written  the 
words,  w  Diamond  Brewery,  Bolton,"  with  a  lion  in  the  centre,  and  two 
diamonds  of  a  small  character  placed  inside  the  bigger  one.  Now,  in  the  first 
place,  regarding  the  show  card  as  a  whole,  could  it  be  said  that  it  was  capable  of  15 
being  confused  in  the  market  with  Messrs.  Bass  A  Co.'s  well-known  Trade 
Mark  ?  In  my  opinion,  not  of  necessity,  at  any  rate ;  and  I  should  not  say 
that  the  user  of  that  as  a  Trade  Mark  would  be  regarded,  for  the  purpose  I  am 
now  considering,  as  substantially  a  user  of  Bass  A  Co.'s  simple  Trade  Mark. 
And  the  label  which  Tong  A  Co.  used,  if  you  look  at  it,  was  even  more  20 
distinctive  than  the  show  card.  The  label  used  consisted  of  a  circular 
placard  with  "  William  Tong,  Diamond  Brewery,  Bolton,"  round  it ;  then 
a  very  distinctive  sort  of  scroll  in  black  with  white  crosses  upon  it,  and 
above  that  you  do  find  a  diamond  with  a  lion  in  its  centre.  Now  could  that 
really  fairly  be  said  to  be  a  user  of  Messrs.  Bass  A  Co.' 8  simple  diamond  as  a  25 
Trade  Mark  ?  In  my  opinion  it  could  not  be  said  so.-  It  certainly  could  not 
be  said  so  as  against  Messrs.  Bass  A  Co. 

Then,  to  pass  on  to  "  Rogers  A  Co.,  Bristol."    They  used  as  a  label  some- 
thing, to  my  mind,  perfectly  distinctive  from  the  Plaintiffs1  simple  Trade 
Mark.    True,  as  part  of  it,  it  contained,  if  you  looked  carefully  into  it,  a  square,  30 
or  you  might  call  it  a  diamond,  with  the  letters  A.  E.  inside  the  diamond  or 
square.    Taken  as  a  whole,  can  that  be  said  to  be  substantially  the  user  of  the 
Bass  Trade  Mark,  likely  to  cause  confusion,  or  substantially  the  use  of  the 
same  Trade  Mark,  as  against  Bass  A  Co.  ?    I  should  answer,  "  Certainly  not " ; 
and,  as  a  matter  of  fact,  when  you  try  to  find  out  what  has  been  done  by  35 
Rogers  A  Co.  in  that  case  by  way  of  actual  user  of  the  Trade  Mark,  having  had 
my  attention  called  to  the  cross-examination,  and  having  carefully  considered 
it,  I  can  only  say  that  the  evidence  on  the  whole  is  far  from  satisfying  me 
that  Rogers  A  Co.  or  the  owners  of  that  label  ever  used  as  a  Trade  Mark 
the  diamond  with  the  letters  A.  K.  upon  it.    I  come  to  the  conclusion  on  the  40 
cross-examination  as  a  whole  that  they  used  nothing  but  the  letters  A.  E. 
without  the  diamond  at  all. 

\  To  pass  on  to  another,  "  Phipps*  Northampton  Ales,"  which  I  believe  was 
also  called  a  "  Diamond  Brewery,"  they  appear  to  have  used  in  invoices, 
headings,  and  letters  certain  elongated  diamonds  for  the  purpose  of  describing  45 
different  qualities  of  their  ale  or  beer ;  and  they  used  a  stencil  plate  simply, 
as  I  gather  from  the  evidence,  for  the  purpose  of  denoting  quality.  Can  that 
be  said  to  be  a  user  of  the  Appellants'  Trade  Mark  ?  I  think  I  must  answer, 
"  Certainly  not." 

Then  there  was  an  arrangement  made  with  Ind>  Goope  A  Co.  Now  as  to  SO 
Indy  Goope  A  Co.,  in  the  first  place,  it  does  not  appear  on  the  evidence  that 
Ind,  Goope  A  Go.  ever  used  a  diamond  simpliclter  as  a  Trade  Mark  at  all ;  but, 
even  if  they  had,  that  would  only  make  one  user  in  addition  to  Messrs.  Bass  A 
f}o.  But,  besides  that,  you  find  an  agreement  between  the  two  firms,  and  U 
appears  that  their  user  had  been,  so  far  as  the  diamond. had  been  used  at  98  5J 
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by  Ind,  Coqpe  A  Co.,  of  such  a  kind  as  not  really  or  substantially  to  clash  with 
Messrs.  Bass  A  Co.  At  any  rate,  even  if  it  had,  or  might  have  clashed  partially, 
they  entered  into  an  agreement  to  prevent  its  clashing  in  future  and  to  prevent 
any  difficulty  in  registration.  I  cannot  see,  having  carefully  considered  that 
5  agreement,  that  it  in  any  way  supports  the  view  that  Messrs.  Ind,  Coope  A  Co. 
or  Messrs.  Bass  A  Co. — and  I  am  only  concerned  with  the  latter — regarded  the 
diamond  as  being  common  to  the  trade.  On  the  contrary,  the  conclusion  I 
should  come  to  would  be  that  they  regarded  it  as  being  nothing  of  the  sort,  but 
.  as  something  which  was  peculiar,  if  not  to  Bass  A  Co.,  at  any  rate  to  Bass  A  Co. 

10  and  Ind,  Coope  A  Co.,  and  which  they  could  regulate  as  between  themselves. 

Need  I  go  through  the  other  cases  ?  It  appears  to  me  not.  Clinch's  had  the 
form  of  a  diamond  cut  up  into  a  variety  of  minute  divisions  with  letters  all 
over  it,  coupled  with  a  sort  of  Isle  of  Man  three  legs,  but  with  the  legs  termi- 
nating, not  in  feet,  but  in  fists.    I  cannot,  for  myself,  see  how  it  can  possibly  be 

15  said  that  that  was — assuming  it  was  substantially  used  in  this  country — a  user 
of  Bass  A  Co  J  8  simple  diamond  Trade  Mark. 

TennanVs  case  need  only  have  a  similar  observation  made  to  it,  with  this 
further  observation — that  they  appear  to  have  used  their  Trade  Mark  purely 
for  the  Havannah  market,  there  being  no  user  in  this  country  at  all. 

20  In  the  Leeds  and  Wakefield  case  there  are  two  diamonds  put  one  above  the 
other  with  a  broad  band  between  and  another  as  a  part  of  a  more  general 
arrangement.  Button  A  Co.,  Tyrer  A  Sons*  and  Ashby  A  Co.  all  really  may 
be  dealt  with  together.  If  you  look  at  Ashby  A  Go's  diamond,  so  called,  the 
essential  part  of  that  to  my  mind  was  the  lion  inside  ;  and  certainly  I  cannot, 

25  regarding  this  as  a  question  of  fact,  say  that  these  users,  or  any  of  the  other 

users — I  have  not  referred  to  all  the  cases  brought  before  us — relied  on  by  the 

Respondents  in  this  case,  show  or  establish  that  Bass  A  Co?s  Trade   Mark 

has  become,  or  ever  did  become,  common  to  the  trade.    On  the  contrary,  I 

.    hold  and  find  the  exact  contrary.    I  think,  therefore,  that  the  appeal  should 

30  be  allowed. 

MATHEW,  LJ. — I  am  of  the  same  opinion.    It  is  clear  to  my  mind  that  this 
diamond,  as  registered  by  Messrs.  Bass  A  Co.,  was  a  distinctive  device.    It  had 
the  merit  of  being  simple  and  striking,  and  a  device  readily  remembered. 
Now,  with  all  the  research  there  has  been  in  this  case,  we  have  not  had  laid 

35  before  us  any  device  having  any  real  resemblance  to  the  diamond  registered  by 
Messrs.  Bass  A  Co.  The  trade  appears  to  have  well  understood  the  rights  that  a 
Trade  Mark  gives ;  but  lawyers  have  attempted  to  upset  Messrs.  Bass'  Trade  Mark 
on  the  ground  that  there  is  to  be  found  in  other  devices  employed  in  the  trade 
from  time  to  time  a  diamond,  and  it  is  said  that  that  diamond  destroys  the  ' 

40  validity  of  the  registration  of  Messrs.  Bass  A  Co.  But  when  we  come  to  look 
at  the  devices — extravagant  and  extraordinary  devices  some  of  them — in  which 
these  diamonds  appear,  they  have  no  real  resemblance  whatever,  and  would 
appear  at  the  time  when  they  were  adopted  not  to  have  been  intended 
(whatever  intendment  might  be  made  afterwards),  at  any  rate,  to  infringe  the 

45  rights  of  Messrs.  Bass  A  Co.  But  it  is  said  that  these  diamonds,  part  of  complex 
and  totally  different  designs,  deprive  Messrs.  Bass  A  Co.  of  the  right  of  regis- 
tration, and  have  converted  their  simple  and  effective  Trade  Mark  into  what  is 
publici  juris,  and  what  now  belongs  to  the  whole  trade.  I  can  have  no  doubt 
whatever  that  the  judgment  pronounced  by  my  learned  brothers  here  is  entirely 

50  right,  and  that  this  appeal  must  be  allowed  with  costs. 

The  motion  to  expunge  No.  2  and  the  other  label  marks  was  then  proceeded . 
with. 

Moulton,  E.O. — In  the  centre  of  label  No.  2  there  is  the  diamond  Trade  Mark, . 
as  to  which  the  Court  has  just  decided.     On  that  diamond  are  the  words 
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*  Trade  Mark."  The  first  reason  for  which  the  learned  Judge  took  off  this 
label  was  that  he  said  it  was  deceptive,  because  he  had  decided  the  diamond 
was  not  a  Trade  Mark,  and  therefore  the  words  "  Trade  Mark  "  were  deceptive* 
but  that  is  now  disposed  of.  Then  he  decided  against  the  label  for  a  reason 
depending  on  a  very  peculiar  decision  of  the  Court  of  Appeal  in  the  5 
Apollinaris  case,  which  I  shall  have  to  meet.  This  case  is  reported  in 
8  Patent  Cases,  at  page  137,  and  at  page  142  there  is  a  picture  of  the  mark. 
It  is  a  large  label,  with  "  Friedrichshall,"  and  in  the  centre  there  is  a  disc ; 
underneath  that  are  the  words  "  Trade  Mark."  The  Court  held  that  that  would 
lead  a  person  to  believe  that  the  disc  was  the  Trade  Mark,  and  that  it  would  10 
deceive  the  public  because  they  would  think  that  the  label,  as  a  whole,  was  not 
protected.  Of  course  that  is  a  decision  merely  on  a  question  of  fact  with  regard 
to  this  particular  label,  but  I  have  never  been  able  to  follow  the  reasoning.  [A 
passage  from  the  "  Apollinaris "  case  was  then  read,  page  164,  lines  33  to  57.] 
[Vaughan  Williams,  LJ. — Do  you  quarrel  with  the  conclusion  that  the  15 
words  "  Trade  Mark,"  as  printed  on  the  "  Friedrichshall "  label,  look  as  if  they 
were  meant  to  describe  that  disc  and  nothing  else  ?]  No.  Certainly  I  think 
they  were  meant  to  do  that.  [Vaughan  Williams,  LJ. — Having  got  so  far, 
never  mind  whether  it  is  done  for  the  purpose  of  deception  or  not ;  it  suggests, 
does  it  not,  that  the  rest  of  the  label  is  not  a  Trade  Mark  ?]  No.  [Romer,  LJ.  20 
— Why  should  we  assume,  as  against  Bass  &  Co.,  that  the  words  "  Trade  Mark  " 
here  mean  that  the  diamond  alone  is,  for  the  purpose  of  this  mark,  to  be  regarded 
as  the  only  Trade  Mark.  The  words  are  in  the  very  centre  of  the  label.]  That 
is  my  point.  [ROMBR,  LJ. — Is  there  any  other  case  following  this  ?]  It  has 
been  three  times  discussed  in  Court.  Look  at  what  is  written  round  the  edge  25 
of  the  label :  "  This  label  is  issued  only  by  Bass  &  Coy  It  is  claimed  as  an 
old  mark  with  18  years  user.  The  consequence  is  that  you  must  look  back  for 
its  impropriety  to  the  time  when  it  was  started,  and  what  could  have  been 
fairer  than  for  Bass  Jt  Co.  to  put  forward  this  label,  with  their  diamond  in  the 
centre,  just  as  they  had  used  it,  with  Bass  &  Co?s  signature  underneath,  and  a  30 
notification  to  the  world  that  it  is  only  issued  by  them  ?  Now  it  is  suggested 
that  the  label  ought  to  be  taken  off  because  it  is  calculated  to  deceive. 
[Rombr,  LJ. — Was  the  Apollinaris  case  a  case  of  an  application  for 
registration  ?]  No  ;  it  was  an  application  to  remove  the  mark.  [Vaughan 
Williams,  Lj. — In  the  Apollinaris  case  the  Court  decided  the  question  35 
of  fact  in  a  particular  way  on  the  evidence  before  them.  Why  should 
we  have  a  discussion  here  whether  that  was  right  or  not  ?  It  is  a 
question  of  fact,  not  a  question  of  law.]  [Mathew,  LJ. — A  pure  question 
of  fact.] 

Neville,  E.C. — There  is  no  evidence  on  this  point ;  it  rests  wholly  on  the  labels.  40 
Two  of  these  labels  are  new  marks  and  the. rest  are  old,  but  the  Trade  Mark 
of  the  diamond  is  put  on  all  in  the  way  that  you  have  seen.  The  point,  as  I 
understand  it,  is  this.  Of  course  primarily  you  have  what  I  admit  is  a  pure 
question  of  fact ;  that  is,  a  question  whether  the  words  "  Trade  Mark  "  on  the 
diamond  are  intended  to  apply  to  the  diamond  alone  or  whether  they  are  intended  45 
to  apply  to  the  whole  of  the  label,  and  therefore  do  give  information  to  the 
public  that  the  whole  of  the  label  is  a  registered  Trade  Mark.  When  the  label 
is  examined  and  the  user  is  considered  there  cannot  be  any  real  doubt,  because, 
first  of  all,  we  are  dealing  with  a  mark  which  was  used  for  some  time  before 
1875,  and  we  are  dealing  with  a  diamond  which  has  always  been  insisted  upon  50 
as  Bass'  mark.  When  you  take  that  diamond  mark  in  conjunction  with  the 
statement  at  the  top,  "  This  label  is  issued  only  by  Bass,  Ratcliff  A  Gretton7 
"  Ld."  I  think  you  are  driven  to  the  conclusion  that  the  statement  upon  the 
face  of  the  label  is  this  :  "  This  is  a  label  issued  by  Bass  A  Co.  containing  their 
"Trade  Mark,  a  diamond/9    If  that  is  so,  of  course  on  the  facts  it  is  the  same  55 
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case  as  that  of  the  Apollinaris  Company.  Then  it  is  said  that  the  further 
decision  of  the  Court — that  is  to  say,  that  it  was  deceptive — is  also  a  question  of 
fact  It  is  perhaps  in  a  way,  but,  on  the  other  hand,  it  is  an  inference  drawn 
h^the  Court  from  the  facts,  and' it  is  an  expression  of  the  view  of  the  Court  of 
&.  Appeal  of  the  obligations  imposed  upon  the  owner  of  a  Trade  Mark  under  the 
Act  of  1875  and  the  subsequent  Acts ;  that  is  to  say  that,  finding  as  a  fact, 
affecting  that  case  only,  that  "  Trade  Mark  "  was  intended  to  apply  to  the  disc, 
they  said  if  you  have  a  Trade  Mark  label,  the  whole  of  which  is  protected 
under  the  Act,  and  you  select  a  part  of  it  and  upon  that  make  the  allegation 

10  that  that  is  the  Trade  Mark,  you  are  then  depriving  the  public  of  information 
they  are  entitled  to — that  is,  what  your  real  Trade  Mark  is.  [Rombb,  LJ. — 
I  can  understand  that  possibly  there  may  be  cases  in  which  you  can  draw  such 
an  inference,  but  why  you  should  infer  because  the  words  "  Trade  Mark  "  mean 
on  a  label  that  a  particular  part  of  that  label  is  in  itself  a  separate  subject  of 

15  Tirade  Mark — why  you  should  be  able  to  infer  from  that  of  necessity  that  the 
whole  label  is  not  a  Trade  Mark  I  cannot  see.]    [Mathew,  LJ. — Nor  can  I.] 
[ROMBR,  LJ. — I  want  to  point  out  this,  which  seems  to  me  to  a  certain  extent 
to  be  overlooked.    When  you  speak  of  calculated  to  deceive,  you  must  mean, 
reasonably  calculated  to  lead  to  some  injury.    Suppose  it  was  an  innocent 

30  deception.  Now  I  can  give  an  example.  We  all  know  that  beautiful  picture — 
for  it  is  a  beautiful  picture— of  a  girl  and  boy  whose  heads  are  close  together. 
If  you  look  at  it  close  it  looks  like  the  heads  of  a  boy  and  a  girl ;  you  stand  back  and 
it  is  a  skull.  There  is  a  case  of  deception  in  one  sense,  but  who  would  be  in- 
jured by  it  ?    When  you  say  calculated  to  deceive,  there  must  be  likely  to  be 

25  some  substantial  injury.  When  you  say  that  the  words  "  Trade  Mark  "  were 
likely  to  injure,  what  mental  process  is  likely  to  be  gone  through  by  the  person 
who  does  think  that  the  Trade  Mark  refers  in  this  case  to  the  diamond  only  ? 
To  be  injured  yon  must  suggest  that  he  would  think  that  the  rest  might  be 
imitated  with  impunity  ;  otherwise  he  is  not  injured.    I  quite  agree  if  you  put 

30  the  word  "  Trade  Mark"  on  a  portion  which  is  not  a  Trade  Mark,  and  thereby* 
lead  him  to  believe  that  you  are  claiming  that  when  you  had  no  right  to  it  as  a 
separate  Trade  Mark,  a  person  may  be  injured.  He  may  be  led  to  suppose  that 
you  have  a  greater  right  than  he  has  ;  but  otherwise  where  is  the  injury —unless 
you  follow  it  on  and  say  he  will  be  led  to  believe  that  what  is  left  may  be 

35  imitated  with  impunity.  Now  can  anybody  look  at  this  label  and  suppose  that 
any  person  who  was  led  to  suppose  that  "  Trade  Mark  "  meant  the  diamond, 
would  think  that  he  could  imitate  the  rest  with  impunity  ?  Just  look  at  it ; 
"  Bass  A  Co.  This  label  is  issued  only  by  Bass,  Ratcliff  A  Qretton"  with 
Bass  A  Co.  underneath.    Who  was  injured  ?    In  all  this  time — 26  years — not 

40  a  person  comes  forward  and  says  he  is  injured,  or  could  be.  Would  any 
sensible  man  say  that  he  would  be  injurod  ?]  I  submit  that  when  your 
Lordships  have  once  arrived  at  the  fact  that  the  "  Trade  Mark  "  refers  to  the 
diamond  alone — which  I  think  you  must  do  in  the  present  case — then  the  rest 
of  the  "  Apollinaris  "  case  on  this  point  was  an  inference,  and  of  course  it  is 

45  very  desirable  that  the  inference  should  be  uniform  when  it  is  drawn  by  the 
Court  of  Appeal.  [Romer,  LJ. — But  if  one  cannot  help  thinking  that  it  is 
going  to  lead  to  a  great  injustice  and  hardship  then  it  is  time  it  was  reviewed, 
and  it  is  only  as  a  decision  on  a  question  of  fact  that  it  can  be  reviewed.] 
I  will  only  draw  your  attention  to  one  thing,  which  I  think  your  Lordships 

50  ought  to  see.  It  is  a  small  matter  it  is  true,  but  technically  the  label  is  wrong 
in  this  sense — that  it  is  said  to  be  issued  only  by  Bass,  Ratcliff  A  Gretbm,  Ld.r 
and  it  is  said  to  be  a  label  which  was  used  for  years  before  1875  with  that  upon 
K»  That  is  impossible,  because  the  firm  was  not  Bass,  Ratcliff  A  Qretlon  until 
after  the  time  when  the  user  is  alleged.    [Romeb,  LJ, — I  do  not  think  anybody 

55  is  Jikely  to  be  deceived  by  that.]    I  do  not  know  that  they  ar^ 
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Vaughan  Williams,  LJ.—l  do  not  think  that  the  position  of  the  words 
"  Trade  Mark  "  on  this  diamond  can  mislead  anyone  or  do  any  harm,  and  that- 
is  all  that  it  is  necessary  to  decide. 

Romer,  L.J. — I  should  like  to  say  a  few  words  about  this  case,  because  our 
decision  may,  and  probably  will,  have  an  effect  hereafter  on  other  cases.  5 

I  am  bound  to  say,  speaking  for  myself,  I  do  not  like  the  decision,  on  the  point 
we  are  now  considering,  of  the  Appeal  Court  in  the  Apollinaris  case.  Of 
course,  I  should  be  bound  by  that  decision  if  it  was  a  decision  on  a  question  of 
law,  but  I  do  not  consider  it  was  a  decision  on  a  question  of  law.  I  think  it 
was  a  decision  on  a  question  of  fact,  and,  being  a  decision  on  a  question  of  fact,  10 
we  aro  not  bound  by  it  where  the  facts  of  the  particular  case  before  us  are  not 
precisely  the  same— and  they  are  not  the  same  here.  Personally,  I  am  bound 
to  say  that  I  should  not  have  oome  to  the  same  conclusion  as  a  question  of  'fact 
as  the  Court  of  Appeal  did  on  this  point  in  the  Apollinaris  case,  but  really 
that  is  immaterial.  15 

I  should  like  to  say  a  few  words  on  the  principle  of  a  case  like  this.  It 
cannot  be,  to  my  mind,  that  in  every  case  the  printing  of  the  words  "Trade 
"  Mark  "  on  a  Trade  Mark  label,  without  more,  would  be  something  calculated 
to  deceive.  It  cannot  be  wrong,  on  a  label  intended  to  be  used  as  a  Trade 
Mark,  to  state  that  it  is  a  Trade  Mark ;  and  you  may  put  the  words  "  Trade  20 
"  Mark  "  on  a  label  so  as  to  denote  that  the  whole  is  intended  to  be  included  by 
those  words.  Ton  must  put  it  somewhere  on  the  label,  and  why  you  are  to 
assume,  because  it  is  on  some  particular  portion,  of  necessity  in  every  case  that 
that  particular  portion  alone  is  intended  to  be  designated  by  the  words  I  cannot 
see.  You  may  possibly  assume  it  in  some  particular  circumstances.  I  do  not  25 
doubt  that,  but  I  can  only  say  that  it  ought  not  to  be  assumed  in  every  case, 
whenever  you  see  the  words  "  Trade  Mark  "  on  a  label,  that  it  must  be  intended 
solely  to  refer  to  the  particular  part  of  the  label  on  which  it  is  placed.  Take 
the  particular  case  we  have  before  us  of  this  Bass  label.  Suppose  the  words 
"  Trade  Mark"  had  been  on  the  ornamental  rim  that  you  have  round  it ;  would  30 
anybody  suppose,  or  would  it  be  a  natural  inference,  that  Bass  A  Co.  really 
meant  that  the  rim  was  the  Trade  Mark  ?  No.  Therefore  1  think  it  is  clear 
that  you  cannot  lay  down  as  a  general  rule  that,  whenever  the  words  "  Trade 
"  Mark  "  appear  on  a  label,  they  must  be  intended  to  denote  the  particular  part 
on  which  they  are  individually  placed.  35 

In  the  present  case  I  do  not  know  that  I  need  really  say  more  than  this.  The 
words  "  Trade  Mark  "  are  here  in  the  centre  of  the  label,  and  I  do  not  even 
know  why  I  should  be  bound  to  assume  that  the  words  "Trade  Mark"  are' 
intended  to  apply  to  the  diamond,  but  they  may  apply  in  this  case,  and  I  will 
assume  that  they  do.  But  what  then  ?  In  every  case  of  a  label  where  the  40 
words  "  Trade  Mark  "  are  put  upon  a  particular  portion  of  it  to  denote  that  that 
portion  is  a  Trade  Mark,  is  it  of  necessity  a  case  where  the  Court  is  bound  to 
hold  that  the  label  is  one  calculated  to  deceive  ?  In  my  opinion,  no.  It  may 
be,  if,  for  example,  the  part  which  it  is  alone  intended  to  refer  to  is  not,  in  fact, 
the  subject  of  a  separate  Trade  Mark.  I  think  then  it  would  be  calculated  to  45 
deceive,  because  it  would  lead  any  person,  or  an  ordinary  person,  reading  it,  to 
suppose  that  the  owner  of  the  label,  as  a  whole,  had  a  specially  greater  right 
than  he  really  had,  as  against  the  public;  but  if  there  is  a  separate  Trade 
Mark  for  the  part  of  the  label  which  is  designated  by  the  words  "  Trade  Mark," 
why  is  it  to  be  assumed  in  every  case  that  the  words  are  to  be  treated  as  50 
calculated  to  deceive  ?  As  I  have  pointed  out  already  in  the  course  of  the 
argument,  it  is  not  sufficient  to  say  "  calculated  to  deceive."  Ton  must  show 
that  it  is  calculated  reasonably  to  injure  somebody — to  lead  them  to  do  some 
act,  or  abstain  from  doing  some  act,  which  may  possibly  injure  them.  Now 
there  may  be  a  deception,  as  I  have  pointed  out  in  the  course  of  the  argument  15 
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perfectly  innocent,  which  would  injure  nobody.  If  there  were  an  innocent 
deception  that  ought  not  to  be  a  ground  for  removing  a  Trade  Mark.  The  fact 
is,  you  ought  to  see  in  each  case  whether,  assuming  the  words  "  Trade  Mark  " 
to  refer  to  a  particular  portion  of  the  label,  there  would  be,  in  the  first  place,  a 
5  natural  inference  that  the  rest  of  the  label,  or  the  label  as  a  whole,  was  not  a 
Trade  Mark.  Well,  in  the  first  place,  speaking  for  myself,  I  refuse  to  take  it  as 
a  natural  or  necessary  inference  in  every  case,  from  the  fact  that  a  particular 
portion  of  a  general  label  is  in  itself  designated  as  "  Trade  Mark,"  that  the 
whole  of  the  label  is  not  a  Trade  Mark.     It  is  not,  to  my  mind,  in  every  case 

10  that  such  a  conclusion  ought  to  be  drawn;  and  you  ought  to  go  further,  and 
you  ought  to  ask  in  each  case,  could  anybody  suppose,  from  the  particular  facts 
of  the  case,  that  there  is  any  substantial  likelihood  of  injury  ? 

Now  the  matter  could  not  be  better  illustrated  thaii  by  the  case  we  have 
before  us.    Look  at  this  very  Bass'  Trade  Mark.    If  anyone  were  led  to 

15  suppose  that  the  word  " Trade  Mark9'  here  referred  to  the  diamond  alone, 
would  it  be  a  natural  inference  for  him  to  suppose  that  he  might  with  impunity 
imitate  or  disregard  the  rest  of  the  label  ?  I  should  say,  "  Certainly  not."  He 
could  not  possibly  be  injured.  There  could  be  no  such  deception  as  would  injure 
any  ordinary  reasonable  human  being,  and  on  that  ground  alone  I  should  have 

20  thought  you  could  not  say  there  was  such  an  intention  to  deceive,  or  that  the 
label  itself  was  so  calculated  to  deceive,  as  to  justify  you  in  saying  that  the 
label  was  an  improper  subject  of  a  Trade  Mark  on  that  ground. 

I  should  like  again  to  say  .that,  where  words  like  "  Trade  Mark,"  which  do  not 
of  necessity  mean  the  only  Trade  Mark,  are  capable  of  being  used  innocently, 

25  I  should  have  thought  that  there  would  be  a  natural  presumption  in  favour  of 
innocence,  and  you  ought  not  to  assume  deception  intended,  or  deception  as 
likely  to  result,  unless  it  is  a  very  necessary  inference.  I  cannot  see  that  in 
every  case,  as  I  have  said,  the  designation  of  a  particular  portion  of  a  Trade 
Mark  with  the  words  "Trade  Mark"  would  justify  you  in  holding  that  there 

30  is  deception  because  it  implies  that  the  rest  is  open  to  the  trade,  or  is  not  the 
subject  of  a  Trade  Mark  at  all.  There  ought  to  be  a  presumption  iirfavour  of 
fairness  and  honesty,  and  that  applies  especially  to  the  present  case,  seeing  that 
here  this  Trade  Mark  has  been  in  use  and  been  registered  for  all  this  number 
of  years,  and  no  person  has  ventured  to  come  forward  either  to  say  that  anybody 

35  has  been  injured  or  could  possibly  be  injured.  I  refuse  to  draw  the  inference 
that  anybody  could  be  injured — in  fact  I  am  perfectly  certain  that  he  could  not — 
and  therefore  I  think  the  appeal  on  this  point  ought  to  be  allowed. 

Mathbw,  L.J. — I  am  of  the  same  opinion.    This  is  a  question  of  fact,  and 
the  less  said  about  it  by  the  Court  the  better. 

40  Moulton,  K.C. — The  appeal  yrill  be  allowed  with  costs,  and  the  Comptroller's 
costs  will  be  paid  by  the  Respondents  ? 

-  Vauqhan  Williams,  L.,/.— Yes. 


3  F 
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In  the  High  Court  op  Justice.— King's  Bench  Division. 

Before  Mr.   Justice   Ridley. 
June  17th,  1902. 

In  the  Court  op  Appeal. 

Before  The  Master  op  the  Rolls  and  Lord  Justice  Cozbns-Hardy.     5 

Jnly  21st  and  28th,  1902, 

Dunlop  Pneumatic  Tyre  Company,  Ld.  v.  Hubbard  Patents  and 

Tyre  Syndicate,  Ld. 

Patent.— Action  for  infringement. — Validity  admitted. — Interim  injunction. 
—Offer  to  keep  an  account  not  sufficient.  10 

Elwes  v.  Payne  (L.R.  12  CD.  468)  distinguished. 

The  D.  P.  T.  Co.,  Ld.,  and  the  P.  T.  Co.,  Ld.,  as  owners  of  a  Patent  for 
improvements  in  pneumatic  tyre  valves  (Woods'  Patent,  No.  4175  of  1891) 
brought  an  action  for  infringement  against  the  H.  P.  aivd  T.  Syndicate, 
claiming  the  usual  relief  and  costs  as  between  solicitor  and  client.  The  Defence  15 
was  that  the  Defendants  were  bond  fide  purchasers  from  a  firm  dealing, 
apparently  in  a  legitimate  maimer,  in  tyre  fittings  made  by  the  Plaintiffs. 
An  interim  injunction  was  granted  by  Ridley,  J.,  and  against  this  Order  live 
Defendants  appealed. 

Held,  that  the  Plaintiffs  had  made  out  a  prima  facie  case  which  had  not, been  go 
rebutted  by  the  Defendants,  and  that  the  injunction  was  Hghtly  granted. 

The  appeal  was  dismissed. 

In  1891  Letters  Patent  (No.  4175)  were  granted  to  Charles  Henry  Woods  for 
u  Improvements  in  or  relating  to  inflated  tyrea  of  wheels  for  bicycles,  tricycles, 
"  and  other  road  vehicles."  25 

On  the  2nd  of  June  1902  the  Dunlop  Pneumatic  Tyre  Company,  Ld.,  and 
the  Pneumatic  Tyre  Company,  Ld.,  as  assignees  and  owners  of  this  Patent, 
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commenced  an  action  for  infringement  against  Hubbards'  Patents  and  Tyre 

Syndicate,  Ld.,  claiming  the  usual  relief,  and  costs  as  between  solicitor  and 

client. 

An  application  was  made  to  the  Master  in  Chambers  for  an  interim  injunction, 

5  and  two  affidavits  were  filed  in  support.    The  affidavit  of  F.  Q.  H.  Lewis,  a 

bicycle  dealer,  proved  the  sale  to  him  by  the  Defendants  of  a  cycle  tyre  and 

valve  marked,  as  an  exhibit,  H.  S.  1.    The  second  affidavit  was  by  Frank  Cyril 

Baisley,  manager  of  the  Patent  Department  of  the  Durilop  Pneumatic  Tyre 

Company,  Ld.,  in  which  he  proved  the  Plaintiffs'  title  to  Woods'  Patent ;  that 

10  he,  the  deponent,  had  inspected  the  valve  sold  to  Lewis  ;  that  it  was  not  of  the 

Plaintiffs'  manufacture  nor  sold  with  their  authority ;  and  that  it  was  an 

infringement  of  the  Patent  sued  upon. 

In  answer  to  this,  John  Hubbard,  described  as  a  bicycle  expert,  by  affidavit 
on  behalf  of  the  Defendants,  stated  that  the  Defendants  purchased  the  valve 
15  produced  from  W.  and  A.  Bates,  of  121,  Stamford  Street,  Blackfriars, 
dealers  in  valves  and  other  tyre  fittings,  as  being  a  valve  manufactured  under 
license  from  the  Plaintiffs.  Valves  of  the  kind  in  question  were  freely  bought 
and  sold  in  the  open  market,  and  Messrs.  Bates  were  extensive  and  apparently 
lawful  dealers  in  such  fittings. 
20  The  Summons  was  adjourned  by  the  Master  in  Chambers  for  hearing  before 
the  Judge  in  Chambers. 

On  the  13th  of  June  1902  the  adjourned  Summons  came  on  for  hearing  before 
Phillimore,  J.,  sitting  in  Chambers,  who  further  adjourned  the  same  for 
the  Plaintiffs  to  file  their  evidence  in  reply.  On  the  application  of  the  Defen- 
25  dants  his  Lordship  directed  Mr.  Baisley  and  Mr.  Hubbard  to.  attend  for  cross- 
examination,  and  recommended  that  the  evidence  of  Messrs.  Bates  should  be 
obtained  by  one  side  or  the  other. 

On  the  17th  of  June  a  f  urtner  affidavit  was  sworn  by  F.  C.  Baisley,  in  which 
he  denied  that  Bates  had  any  license  from  the  Plaintiffs  to  manufacture  valves 
30  of  the  kind  marked  H.  S.  1,  and  also  denied  that  valves  similar  to  those  were 
freely  sold  in  the  market.  An  affidavit  of  the  same  date  was  sworn  by  Walter 
Tees,  managing  clerk  to  the  Plaintiffs'  solicitors,  showing  that  Messrs.  Bates 
had  denied  by  letter  that  they  sold  anything  but  licensed  valves,  and  also 
denied  that  the  valve  marked  H.  S.  1  was  sold  by  them.  Messrs.  Bates  refused 
35  to  ffive  evidence. 

On  the  same  date,  the  17th  of  June,  the  Summons  was  heard  by  RIDLEY,  J. 
F.  C.  Baisley  was  called  as  witness  for  the  Plaintiffs  and  cross-examined. 
At  the  end  of  this  cross-examination  Ridlby,  J.,  intimated  that  the  Plaintiffs 
had  made  out  their  case,  and  that  the  Defendants,  on  the  other  hand,  hftl 
40  shown  no  defence ;  and  that  there  was  no  need  for  further  witnesses  nor  for 
re-examination  of  Mr.  Baisley.    He  made  the  usual  Order  for  an  injunction 
pending  the  trial  of  the  action  on  the  Plaintiffs  giving  the  usual  undertaking 
as  to  damages.    The  question  of  costs  was  reserved.  , 

The  Defendants  appealed. 
45      On  the  21st  of  July  the  appeal  came  on  for  hearing  before  COLLINS,^/?., 
and  Mathbw,  L.J.,  but  was  adjourned  to  the  28th  of  July,  when.it  wag  heard 
by  Collins,  MM.,  and  Cozbns-Hardy,  LJ. 

Bousfield,  K.C.,  and  Cordon  (instructed  by  Edwards  and  Cohen)  appeared 
for  the  Appellants;  A.  J.   Walter  (instructed  by  J.  B.  and  F.  Purchase) 
50  appeared  for  the  Respondents. 

Since  the  Order  for  injunction  had  been  granted,  affidavits  were  filed  on 
behalf  of  the  only  two  Companies  who  had  a  license  to  manufacture  from  the 
Plaintiffs,  denying  that  the  valve  H.  S.  1  had  been  made  by  them. 
For  the  Defendants^  a  joint  affidavit  by  Hybbard  and  Flatten  was  also 
55  filed. 
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Bousfield,  K.C.j  and  Gordon. — For  the  Plaintiffs  to  succeed  in  an  action  for 
infringement  they  most  prove  not  merely  a  sale  of.  the  article  which,  they 
aliego,  infringes,  but  also  that  it  was  not  made  by  themselves  or  their  .agents 
or  licensees  {Betts  V.    Willmott,  L.R.,  6  Chancery  Appeals,  239;   18  W.R. 
946).    In  this  case  it  is  impossible  for  the  Plaintiffs  to  prove  that  the  valves  5 
sold  by  the  Defendants  were  not  of  their  own  or  their  licensees'  manufacture. 
Many  of  the  valves  made  by  the  Plaintiffs,  at  least  those  for  export,  are  only 
marked  on  a  nut  for  which  the  Defendants  have  no  use,  and  which  they  take 
off  and  cast  aside.     We  produce  valves  made  by  the  Plaintiffs  and  purchased 
by  the  Defendants  from  which  the  nuts  marked  with  their  name  have  been  in  10 
the  ordinary  course  thus  removed,  and  it  is  impossible  for  anyone  to  say  by 
whom  they  were  made.    The  Plaintiffs  have  no  sufficient  system  of  marking, 
but  rely  on  peculiarities,  which  they  are  afraid  to  set  out  on  cross-examination. 
[COLlilNS,*  M.R. — They  are  not  bound  to  disclose  their  private  marks.    We 
must  deal  with  this  on  the  basis  of  some  assumption.    Either  you  have  been  15 
infringing  the  Plaintiffs'  Patent  or  you  have  not.    If  you  have  been  infringing 
their  Patent  the  Order  stands.    If  not,  why  do  you  object  to  giving  an  under- 
taking ?    Tou  can  make  certain  of  getting  the  genuine  article  by  buying  from 
the  licensees.]     If  we  gave  an  undertaking,  and  afterwards  by  accident  infringed, 
a  motion  might  be  made  to  commit  some  of  our  directors  for  contempt.    If  we  20 
give  an  undertaking  to  deal  only  with  the  licensees  we  should  tie  ourselves  to 
a  few  houses  and  so  get  worse  terms.    We  wish  to  deal  with  the  dealers.    It  is 
a  question  of  convenience,  and  an  injunction  and  an  undertaking  of  the  kind 
required  come  to  the  same  thing.    It  is  enough  that  we  should  offer  to  keep  an 
account  {Blum  v.  Payne,  L.R.  12  C.  D.  468).    Are  we  to  give  an  undertaking  25 
which  puts  us  on  inquiry  and  obliges  us  to  ascertain  that  the  marks  on  articles 
sold  by  the  dealers  are  not  forged  ?    The  Plaintiffs'  marks  are  put  on  in  such  a  way 
that  the  ptiblic  cannot  discriminate  between  genuine  and  other  articles.    Some  of 
the  evidence  consists  of  affidavits  on  information  and  belief  without  stating  the 
bource,  and  is,  therefore,  irregular  ( Young  v.  Young  Manufacturing  Company,  30 
L.R.  (1900),  2  Ch.  753).    As  the  application  was  for  an  interim  injunction, 
bona  fides  and  good  intentions  on  the  part  of  the  Defendants  are  important,  and 
should  be  considered.    Messrs.  Bates  are  a  well-known  firm,  and  it  is  well  known 
that  they  have  been  lawful  dealers  in  goods  manufactured  by  the  Plaintiffs.    It 
would  impede  business  if  in  dealing  with  them  purchasers  had  constantly  to  35 
exhibit  suspicion  and  keep    demanding  from  them  their  credentials.    The 
Defendants  bought  from  these  reputable  dealers  at  a  price  which  included  the 
royalty.    As  in  Betts  v.  Willmott,  the  facts  would  not  justify  an  injunction 
even  in  final  proceedings. 

No  reply  was  called  for.  40 

Collins,  M.R. — This  is  an  appeal  against  a  decision  of  Mr.  Justice  Ridley 
granting  an  interim  injunction  at  the  instance  of  the  Plaintiffs  until  the  hearing 
of  the  case.  The  charge  against  the  Defendants  is  that  they  are  selling  valves 
which  constitute  an  infringement  of  the  Plaintiffs'  Patent  rights,  being 
manufactured  neither  by  the  Plaintiffs  themselves  nor  by  their  licensees  under  45 
their  licence. 

It  seems  to  me  that  the  only  point  in  question  here  is  one  of  fact,  because  if 
the  Defendants  are  in  point  of  f&et  selling  valves  as  and  for  the  Plaintiffs, 
which  are-  not  manufactured  by  them  or  under  their  licence,  they  are 
undoubtedly  infringing  the  Plaintiffs'  Patent,  and  ought  to  be  restrained.  50 

How  does  the  evidence  stand  ?  It  seems  to  me  that  the  evidence  of  the 
expert  called  by  the  Plaintiffs— the  Plaintiffs'  manager,  who  thoroughly  under- 
stands the  business — is  perfectly  clear  upon  the  point.  He  does  not  speak 
from  information  and  belief,  but  from  actual  knowledge,  and  taking  one  of 
these  valves  bought  from  the  Defendants,  he  affirms  positively,  without  any  55 
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misgiving  at  all,  that  that  is  not  a  valve  made  by  them,  or  under  their  licence. 
Then  afterwards  at  a  later  stage  the  only  persons  who  have  the  licence  of 
the  Plaintiffs,  have  each  of  them  made  an  affidavit,  and  they  also  swear  in 
terms— they  are  all  experts  and  they  speak  positively — that  the  valve  in 
5  question  was  not  made  by  any  of  them.  That  is  the  evidence  for  the  Plaintiffs, 
who  have  to  show,  and  who  have  shown  a  prima  facie  case  of  infringement. 
How  is  it  met  ?  The  Defendants  meet  it  by  saying  that  this  is  a  very  hard 
case  ;  that  they  bought  from  Messrs.  Bates;  that  they  had  every  reason  to 
suppose  that  Messrs.  Bates  were  selling  them  nothing  but  licensed  valves ;  but  they 

10  are  unable  to  affirm,  and  very  properly  they  do  not  affirm,  that  the  valve  in 
question  is  one  made  by  the  Plaintiffs  or  their  licensees.  Then  Messrs.  Bates, 
who  have  been  invited  on  both  sides  to  make  an  affidavit,  have  refused  to  give 
an  affidavit,  but  they  have  said  under  their  hand  that  they  make  nothing 
but  licensed  valves,  and  that  this  valve  was  not  bought  from  them.    That 

15  seems  to  me  a  suggestion  on  their  part  that  this    valve   is   not    a    licensed 

valve.    Whether  or  not  they  made  it  is  not  material  in  this  case,  because 

whether  the  Defendants  bought   it  from    Messrs.    Bales    or   not,  the  *  only 

question  is  whether  it  is  an  infringing  valve. 

There  is  no  other  evidence  except  that  of  mere  belief  on  the  part  of  John 

20  Hubbard,  one  of  the  principal  witnesses  for  the  Defendants.  He  says  this  : — 
"  I  do  not  in  fact  know  by  whom  the  slid  valve  wai  manufactured,  but  I  am 
"  informed  and  believe  that  it  was  manufactured  by  a  firm  of  makers  licensed 
"  as  aforesaid."  That  is  the  high-water  mark,  it  seems  to  me,  of  the  evidence  for 
the  Defendants  as  against  the  positive  statement  by  the  expert  witness  of  the 

25  Plaintiffs  that  the  valve  in  question  was  not  made  by  them  or  under  their 
licence.  Hubbard  &oea  not  even  say  by  whom  he  was  informed.  So  it  really 
comes  to  this,  that  there  is  about  as  strong  a  prima  facie  case  made  as  you  could 
have  of  the  fact  of  infringement,  and  under  those  circumstances  the  learjaed 
Judge  granted  the  injunction. 

30  This  is  not  in  any  way  analogous  to  the  last  cited  case,  the  "  Market "  case,* 
where  the  right  was  in  question,  and  until  the  right  was  decided  the  Court 
thought  it  would  be  unfair  to  restrain  one  of  the  parties  from  doing  that  which 
it  might  turn  out  to  be  his  right  to  do.  Here  there  is  no  question  of  right. 
The  validity  of  the  Patent  is  not  in  question.    The  only  point  is  whether  what 

35  the  Defendants  are  selling  is  covered  by  the  licence  or  not.  On  that  point  the 
evidence  is  all  one  way.  In  this  caso  it  seems  to  me  that  the  learned  Judge  was 
perfectly  right  in  granting  the  injunction  that  he  has  granted,  and  the  appeal 
must  be  dismissed. 

Cozens-Hardy,  LJ.—I  agree. 

*  Slices  v.  Payne  L.E.  12  Ch.  D.  468. 
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In  the  High  Court  of  Justice.— Chancery  Division. 


Before  Mr.  Justice  Kekbwich. 


July  30th,  1902. 


Wardroper  v.   George  Gibbs,  Ld. 


Patent. — Infringement.  —  Validity. — Novelty.  —  Subject-matter. — Anticipa-  5 
lion. — Patent  held  invalid. 

In  1898  a  Patent  was  granted  to  W.for  "Improvements  in  attachment*  for 
"corsets,"  consisting  of  an  abdominal  belt  composed  of  two  or  more  parts 
provided  with  vertical  stiffening  ribs,  at  each  side  of  tJie  top  of  which  were 
eyelet  holes  through  which  safety  pins  could  be  fastened  to  attach  the  belt  to  a  \q 
corset.  In  1902  W.  commenced  an  action  against  a  Company  for  infringing 
the  Patent.  The  Defendants  denied  infringement,  and  attacked  the  validity  of 
the  Patent  on  the  grounds  of  want  of  novelty  and  want  of  subject-matter.  They 
also  alleged  various  anticipations  by  divert  Specifications,  and  by  cases  of 
public  manufacture  and  sale.  j5 

Held,  that  altlwugh  the  Plaintiff  was  entitled  to  the  credit  of  having  improved 
upon  articles  tliat  were  in  the  market  before,  and  although  the  Defendants  had 
distinctly  and  intentionally  copied  tJie  alleged  invention,  yet  there  was  not 
invention  which  tJie  Court  could  recognise ;  that  substantially  the  same  thing 
had  been  in  the  market,  either  patented  or  within  common  knowledge  and  20 
common  use,  for  some  years  prior  to  1898 ;  and  that  tJie  Plaintiff's  Patent  was 
therefore  invalid.    Judgment  was  given  foi*  the  Defendants  with  costs. 

In  1898  Letters  Patent  (No.  11,430  of  1898)  were  granted  to  Annie  Wardroper 
for  "  Improvements  111  attachments  for  corsets." 

The  Complete  Specification  was  as  follows : — "  This  invention  relates  to  an  25 
"  improved  abdominal  belt  designed  to  be  attached  to  and  used  in  conjunction 
"  with  corsets,  to  enable  more  pressure  to  be  exerted  for  drawing  in  the  figure 
44  than  can  be  obtained  by  means  of  corsets  alone. 

44  The  invention  will  be  readily  understood  by  reference  to  the  accompanying 
44  drawings,  in  which  : — Figure  1  illustrates  the  improved  belt  attached  to  a  30 
44  corset,  and  shows  the  mode  in  which  the  same  is  worn.    Figure  2  is  a  view 
44  on  a  larger  scale  showing  a  mode  of  connecting  the  front  ends  of  the  belt  by 
44  means  of  lacing.    Figure  3  is  a  corresponding  view  to  Figure  2  showing  a 
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"  mode  of  securing  the  ends  of  the  belt  by  means  of  hook  and  eye  fastenings. 
"  a  is  the  abdominal  belt  which  is  formed  of  elastic  webbing  or  other  suitable 
"  material  and  is  in  the  present  instance  made  of  two  parts  united  at  their  front 
"  and  rear  ends.  At  the  back  the  connection  between  the  two  parts  may 
5  "  advantageously  be  effected  by  lacing,  whereas  at  the  front  the  ends  may  either 
"  be  laced  together  as  at  &  Figure  2,  or  be  connected  by  hook  and  eye  fastenings 
"  as  at  e,  Figure  3,  the  eyes  being  secured  in  a  strip  of  material  d.  e  e  are 
"  stiffening  ribs  of  any  suitable  material  which  are  sewn  onto  or  Into  the 
"  fabric  of  the  belt  or  band.      It  is  important  that  these  strips  should   be 

10  "  arranged  at  the  points  where  the  belt  is  attached  to  the  corset  (as  shown) 
"  either  vertically  or  approximately  go,  in  order  to  enable  them  to  effectually  ■ 
"  resist  creasing  of  the  band. 

"  In  the  example  shown  in  Figure  3  the  length  of  the  band  may  be  varied 
"  slightly,  if  necessary  to  adjust  the  degree  of  tightness  or  pressure,  by  merely 

15  "  letting  out  or  drawing  iu  the  lacing  at  the  back. 


"  //  are  eyelet  holes  which  are  arranged  in  pairs  at  the  upper  edge  of  the 
"  belt  or  band,  and  are  adapted  to  allow  safety  pins  g  to  be  passed  through  them 
"  for  the  purpose  of  effecting  the  attachment  of  the  corset,  which  latter  may 
"  have  corresponding  eyelets  formed  on  it.  ThiB  arrangement  is  extremely 
20  "  simple  and  convenient,  but  obviously  any  other  suitable  mode  of  fastening 
"  the  belt  or  band  to  the  corset  may  be  employed,  or  the  attachment  may  be 
"  made  permanent  by  sewing  if  desired.  The  two  holes  /  of  each  pair  are 
"  situated  on  opposite  sides  of  the  stiffening  ribs  e  so  that  the  safety  pins 
"  embrace  the  said  ribs,  and  the  latter  thus  act  at  the  points  where  creasing  is 
most  likely  to  occur. 

"  The  result  of  the  attachment  in  the  manner  described  is  that  the  belt  la 
effectually  prevented  from  shifting  upward  around  the  waist  and  is  kept 
securely  in  its  proper  position  without  creasing. 

"  Moreover  instead  of  being  made  in  two  parte  as  in  the  example  shown,  the 
belt  or  band  may  be  made  of  any  desired  number  of  parts  laced  or  otherwise 
secured  together,  and  if  desired  in  Bach  a  manner  that  the  length  of  the  belt 
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30 


953  REPORTS  OF  PATENT,  DESIGN,  [Nov.  5, 1902. 

Wardroper  v.  George  Gibbs,  Ld. 

"or  band  may  be  easily  varied  to  regulate  its  prepare  on  the  abdomen.  In 
44  addition  to  this  the  belt  or  band  instead  of  unfastening  at  only  one  place  may 
44  be  made  to  unfasten  at  each  side." 

The  Patentee  claimed:—"!..  An  attachment  for  corsets  consisting  of  an 
M  abdominal  belt  composed  of  two  or  more  parts  provided  with  stiffening  ribs  5 
"  arranged  substantially  as  described  for  the  purpose  specified.  2.  A  corset 
"  attachment  of  the  kind  referred  to  in  the  preceding  claim,  having  eyelet  holes 
"  at  each  side  of  the  ribs  for  the  reception  of  safety  pins,  substantially  as 
"  described  and  for  the  purpose  specified.  3.  A  corset  attachment  constructed 
44  substantially  as  described  with  reference  to  the  accompanying  drawing  for  10 
44  the  purpose  specified." 

In  November  1901,  the  Patentee  commenced  an  action  against  George 
Gibbs, Ld.,  for  infringement  of  the  Patent,  claiming  the  usual  relief. 

By  her  Particulars  of  Breaches  the  Plaintiff  alleged  that  the  Defendants  had, 
at  divers  times  previously  to  the  commencement  of  the  action  and  subsequently  15 
thereto,  infringed  her  Patent  by  manufacturing  and  selling  binder  belts  or 
corset  attachments,  which  were  the  same  as,  or  only  colourably  different  from 
the  corset  attachment  described  in  the  Specification  of  the  Patent;  and  die 
complained  of  certain  binder  belts  or  corset  attachments  sold  by  the  Defendants 
to  two  several  named  persons  in  October  and  November  1901 ;  and,  by  further  20 
Particulars  of  Breaches,  she  alleged  that  each  of  the  three  claiming  clauses  of 
her  Patent  had  been  infringed  by  the  Defendants. 

The  Defendants  denied  that  the  Plaintiff  was  the  first  and  true  inventor,  or 
that  the  alleged  invention  was  novel  or  useful,  and  they  denied  that  they  had 
infringed.  25 

By  their  Particulars  of  Objections  they  alleged  as  follows  : — "  (1)  The  Plaintiff 
"  was  not  the  true  and  first  inventor  of  the  alleged  invention  described  and 
"  claimed  in  the  claiming  clauses  of  the  said  Letters  Patent.  (2)  The  said 
"  alleged  invention  was  not  new,  but  had  been  published  in  this  realm  by  the 
"  deposit  in  the  Patent  Office  Library,  prior  to  the  date  of  the  said  Letters  30 
44  Patent,  of  the  following  Specifications  of  Letters  Patent : — (a)  No.  3617,  dated 
44  the  9th  of  September  1879,  and  granted  to  Ann  Maria  Cave ;  (b)  No.  13,478, 
"  dated  the  22nd  of  October  1886,  and  granted  to  Leonard  George  Crowle ; 
"  (c)  No.  17,389,  dated  the  29th  of  September  1892,  and  granted  to  Elizabeth 
44  Crowle ;  (d)  No.  1 2,728,  dated  the  29th  of  June  1893,  granted  to  Stephen  35 
44  Fielder ;  (e)  No.  22,833,  dated  the  29th  of  November  1895,  and  granted  to 
Ai  Ethel  Spydre  Browett ;  (/)  No.  2229,  dated  the  24th  of  October  1896,  and 
"  granted  to  the  Plaintiff.  The  Defendants  will  rely  upon  the  whole  of  each  of 
44  the  above  Specifications  as  anticipating  all  the  claims  of  the  said  Letters 
44  Patent.  (3)  The  said  alleged  invention  had  been  published  prior  to  the  date  40 
"of  the  said  Letters  Patent  by  the  public  manufacture  and  user  within  this 
44  realm  in  this  paragraph  mentioned : — (a)  By  the  public  manufacture  and 
"  sale  by  the  Defendants,  at  their  works  at  the  address  in  the  writ  in  this  action 
44  mentioned,  for  upwards  of  20  years  prior  to  the  said  date ;  (b)  by  the  public 
44  manufacture  and  sale  by  C.  A.  Johnstone,  21  Top  of  St.  Peter's  Gate,  and  45 
44  Bridlesmith  Gate,  Nottingham,  for  upwards  of  19  years  prior  to  the  said  date  ; 
44  (c)  by  the  public  manufacture  and  sale  by  Mrs.  Doody,  of  205  Sherlock  Street, 
44  Birmingham,  for  many  years  prior  to  the  said  date  ;  (d)  by  the  public  manu- 
44  facture  and  sale  by  the  Misses  Stevens,  at  265  Broad  Street,  Pendleton,  for 
44  many  years  prior  to  the  said  date  ;  (e)  by  the  public  manufacture  and  sale  by*  50 
44  J.  S.  Haywood,  at  Castle  Gate,  Nottingham,  in  the  year  1876  and  thereafter 
44  for  some  time  prior  to  the  said  date,  of  abdominal  belts  Bimilar  to  those 
44  described  and  claimed  in  the  said  Letters  Patent,  and  provided  with  stiffening 
44  ribs  similar  to  those  described  in  the  said  Letters  Patent.  (4)  The  said  alleged 
44  invention  was  not  useful.  (5)  The  said  alleged  invention  was  not  good  55 
44  subject-matter  for  valid  Letters  Patent.    The  Defendants  will  rely  hereunder 
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M  upon  the  matters  set  forth  in  paragraphs  (2)  and  (3),  and  upon  the  public 
"  general  knowledge  at  the  date  of  the  said  Letters  Patent  of  corset  and 
"  abdominal  belt  manufacturers  concerning  the  construction  of  and  methods  of 
"  attachment  of  abdominal  belts,  and  the  means  for  securing  the  same  in 
5  "  their  proper  position  without  creasing  by  stiffening  ribs." 

Cowle's  Patent  (No.  13,478  of  1886)  was  for  the  combination  with  a  corset  of 

an  elastic  belt  in  two  pieces  sewn  on  to  the  corset,  and  preferably  united  round 

the  body  by  lacing  back  and  front. 

Fielder's  Patent  (No.  12,728  of  1893)  was  for  a  similar  belt,  made  "  practically 

10  "  immovable  in  any  direction  "  by  clips  and  side  straps  engaging  with  holdfast* 

on  the  corset. 

Browetfs  Patent  (No.  22,833  of  1895)  was  for  an  abdominal  belt  extending 
only  partly  round  the  body,  its  upper  part  being  made  to  tuck  within  the  corset 
and  prevented  from  riding  upwards  by  means  of  hooks  or  stops,  whereby  thq 
15  necessity  for  understraps  was  obviated. 

The  Plaintiff's  own  earlier  Patent  (No.  2229  of  1896)  was  for  a  belt  in  two 
parts,  with  pairs  of  eyelet  holes  in  the  upper  edge,  whereby  it  could  be  fastened 
to  the  corset  with  safety-pins. 
The  action  came  on  for  trial  on  the  30th  of  July  1902. 
20  T.  Terrell,  K.C.,  and  A.  F.  Peterson  (instructed  by  Hasties)  appeared  for  the 
Plaintiff  ;  A.  Cole/ax  (instructed  by  Jaques  A  Co.,  agents  for  Jaques  &  Co.  of 
Birmingham)  appeared  for  the  Defendants. 

T.  Terrell,  K.C.,  opened  the  Plaintiff's  case.— The  invention  of  the  Plaintiff 
was  the  new  rigidity  given  to  this  corset  attachment  by  making  the  ribs  vertical. 
25  instead  of  diagonal,  and  by  the  fastening  with  a  safety-pin  through  the  two 
eyelet  holes  at  each  side  of  the  top  of  each  rib.  The  utility  of  this  invention 
lay  in  the  stiff  detention  of  the  belt  by  the  attachment  at  these  particular  points 
of  its  top  edge,  so  that  it  did  not  ride  up  on  the  body  of  the  wearer.  There  haa 
been  a  very  large  and  increasing  trade  in  this  invention  since  1898. 
30  Annie  Wardroper,  the  Plaintiff,  gave  evidence  in  support  of  her.  case,  and 
was  followed  by  J.  L  Craig  and  Sarah  Sloddon,  trade  witnesses. 

Evidence  was  given  for  the  Defendants  by  G.  M.  Gibbs,  managing  director  of 
the  Defendant  Company,  who  said  that  the  single  eyelet  holes  in  .the  Defendants' 
goods  were  put  as  stops  to  prevent  the  bones  forcing  their  way  upwards,  as  they; 
35  naturally  tended  to  do,  through  the  material,  and  for  no  other  purpose.    Even 
if  safety-pins  were  put  through  such  single  holes  (which  was  not  intended)  to. 
attach  the  belt  to  the  corset,  there  would  be  no.  rigidity  in  such  attachment/ 
Before  and  always  since  1884  the  firm  now  represented  by  the  Defendant 
Company  had  made  abdominal  belts  in  two  parts,  with  substantially  perpen-! 
40  dicular  stiffening  ribs,  such  belts  being  intended  to  be  attached  to  the.  corsets 
by  pinning,  or  stitching,  or  hooking  ;   in  the  last  case  the  belt  being  tucked; 
under  the  hooks.    In  cross-examination  this  witness  admitted  that  the  Plaintiff's . 
belt,  when  put  on  the  market  as  a  new  article,  "  performed  that  function  in  a' 
u  better  manner."    J.  H.  Heywood,  Jessie  Stevens,  and  C.  A.  Johnstone,  also. 
45  gave  evidence  in  support  of  the  Defendants'  case,  to. show  that  the  alleged, 
invention -of  the  Plaintiff  had  been  anticipated.  ... 

At  the  close  of  the  evidence,  .     : 

Kekewich,  J.,  said  that  at  present  he  did  not  see  any  invention,  and  therefore  L 
called  on  Counsel  for  the  Plaintiff  to  argue  on  jbhe  validity,  of  the  Patent.     ! 
50-     Terrell,  K.C.— The  Plaintiff's  invention,  although  a  Bmall  thifcg,  perforate  an 
old  function  in  a  better  manner,  and  that  is  enough  for  subject-matter.     The/ 
evidence  of  anticipation  is  insufficient,  for  in  no  case  is  a.  belt  produced  in  . 
support  of  statements  based  on  mere  recollection. 

Colefax,  for  the  Defendants,  was  not  called  upon.  .    . 

5{>      Kekewich,  /.—The  Plaintiff  has  brought  out  what  appears  from  the  evidence 
and  from  the  sales  to  be  a  thing  which  seems  to  be' highly  appreciated  and. to  . 

3  o 


564  REPORTS  O*1  PATEtft,  DESIGN,         |Nov. 5, 1901 


Wardroper  v.  George  Gibbs,  Ld. 


be  nsef  ul  to  those  who  want  to  wear  such  a  thing,  and  she  is  entitled  to  all  the 
eredit  of  having  improved  upon  articles  that  were  in  the  market  before,  and  to 
have  hit  the  taste  and  convenience  of  those  who  require  to  wear  those  articles, 
and  I  have  no  doubt  myself  that  the  Defendants — if  it  is  an  invention — have 
distinctly  and  intentionally  infringed  it.  I  think  it  would  have  been  far  more  5 
honest  on  their  part  to  have  acknowledged  at  once  that  they  had,  seeing  the 
advantages  of  the  Plaintiff's  article,  copied  it  as  nearly  as  possible,  perhaps 
making  some  alterations  which  might  have  been  an  improvement  and  might 
have  hit  the  public  taste.  They  have  not  elected  to  do  that.  I  think  it  would 
have  been  much  more  to  their  credit  if  they  had,  but  they  are  entitled  accord-  10 
ing  to  my  Judgment,  to  succeed  on  the  ground  that  there  was  no  invention 
which  this  Court  can  recognise,  and  further — which  really  is  perhaps  saying  the 
same  thing  in  other  words — that  there  has  been  substantially  the  same  thing  in 
the  market,  either  patented  or  within  common  knowledge  and  common  use,  for 
some  years  prior  to  1898.  The  essence  of  the  invention,  as  1  understand  it  from  15 
Counsel  and  from  Mrs.  Wardroper  herself,  is  in  having  upright  ribs  with  the 
point  of  attachment  immediately  above  the  upright  ribs.  It  is  distinctly  proved 
that  these  belts — whether  you  call  them  abdominal  belts  or  corset  attachments, 
or  by  what  other  name  is  immaterial — have  been  made  with  upright  ribs  ;  not 
always,  but  at  any  rate  sometimes  with  upright  ribs.  It  has  not  been  proved,  20 
as  far  as  I  understand  the  evidence,  that  the  point  of  attachment  in  these  older 
belts  was  at  any  time  above  the  upright  rib.  No  doubt  there  is  a  certain 
convenience  which  has  been  explained,  in  having  the  point  of  attachment  at 
that  place,  but  in  all  these  belts  which  have  been  made  for  the  purpose  of 
attachment,  there  was  a  possibility  of  attaching  them  there  or  elsewhere ;  and  25 
I  cannot  myself  think  that  it  comes  within  the  limit  of  invention  in  the  strict 
sense  of  the  word  to  attach  this  belt  at  that  point  at  the  top  of  the  upright  rib 
instead  of  elsewhere.  There  is  nothing  new  whatever,  and  it  is  not  pretended 
that  there  is  anything  new,  in  the  method  of  attachment  In  fact  Mrs. 
Wardroper  takes  care  in  her  Specification  to  tell  us  that  they  may  be  attached  30 
either  by  safety  pins,  or  by  sewing,  or  in  any  other  way,  so  that  it  is  really  a 
question,  as  regards  that,  of  the  precise  point  where  the  attachment  is  to  take 
place.  Seeing  that,  for  at  any  rate  20  years,  belts  have  been  made  for  the 
purpose  of  being  attached  to  corsets,  and  that  they  hfeve  been  attached,  and 
attached  in  different  ways,  I  cannot  myself  think  that  there  is  any  invention  in  35 
saying  that  they  should  be  attached  in  any  particular  place,  though  there  may 
be  great  advantage  in  having  that  done.  Of  course  Mr.  Terrell  says  you  are 
performing  an  old  function  in  an  improved  and  better  manner.  To  the  letter 
that  is  true.  There  is  an  improvement  in  the  old  function  by  shifting  the  point 
of  attachment  from  any  other  place  to  the  top  of  the  upright  rib,  but  I  cannot  40 
think  myself  that  that  comes  within  the  rule,  or  that  it  can  be  regarded  as  an 
invention  such  as  is  protected  in  this  Court.  Then  whether  I  go  to  the  Letters 
Patent — taking,  for  instance,  as  perhaps  the  most  apposite  one  Leonard  George 
Growle  of  1886 — or  to  the  common  knowledge,  which  I  have  hail  proved  by 
more  than  one  witness,  it  seems  to  me  that  unless  the  Patent  is  to  be  protected  45 
on  tha  particular  ground  which  has  been  argued,  you  have  all  these  belts,  with 
substantially  the  same  thing  manufactured  here,  there,  and  everywhere.  Some 
point  has  been  made  of  their  not  having  been  made  separately  from  the  corsets : 
that  is  to>aay,  one  witness  said  they  were  generally  sewn  on — they  were  not 
sold  Attached  to  the  corsets  ;  they  were  sold.  &r  the  purpose  of  being  attached.  50 
The  thing  has  been  known  in  the  market  evidently  at  any  rate  for  20  years, 
long  before  1898,  that  is  to  say,  a,  belt  intended  to  be  attached  to  the  corset, 
a  belt  which  was  fastened  either  in  the  way  in  which  the  Plaintiff's  is  by  lacing 
or  buckles,  or  in  some  other  way,  and  which  was  intended  to  be  fastened  to  the 
corset  in  some  way  or  another.  That  brings  us  really  back,  as  I  said  just  now,  55 
to  this.    It  is  really  one  point  looked  at  from  two  different  aspects.    It  is  the 
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same  point  over  again.  The  Patentee  seems  to  have  added  nothing  to  the 
common  knowledge  of  mankind  except  an  advantage  which,  to  my  mind,  is  not 
invention.  The  result  is  that  the  Plaintiff  must  trust  to  the  success  of  her 
goods  in  the  market,  and  I  cannot  sustain  the  validity  of  the  Patent.  There 
5  will,  therefore,  be  judgment  for  the  Defendants  with  costs,  and  they  will  have 
a  Certificate  for  the  Particulars  to  the  following  extent :  1 ;  2  (b)  (d)  (e)  and 
(/);  3(a)(6)  and(*)s  4;  and  5. 


Before  Thb  Solicitor-General. 
August  6th,  1902. 
10  In  the  Matter  op  J.  &  J.'s  Application  for  a  Patent. 

Opposition  to  the  grant  of  Patent  on  the  grounds  (a)  that  the  invention  had 
been  obtained  from  the  Opponent ;  and  (b)  that  the  invention  had  already 
been  patented  on  an  application  of  prior  date. 

Held,  on  appeal,  by  the  Law  Officer,  that  tl\e  Opponent,  having  no  interest 
25  in  the  prior  Patent,  was  not  entitled  to  be  heard  upon  the  second  ground, 
although  he  was  a  lawful  Opponent  upon  the  first  ground. 

The  grant  of  a  Patent  was  opposed  upon  the.  grounds  (1)  that  the  invention 
had  been  obtained  from  the  Opponent;  and  (2)  that  the  invention  h»<}  t>$eji: 
patented  upon  an  application  of  prior  date. 
20      The  Opponent  appealed  from  the  decision  of  the  Comptroller  allowing  the 
Patent  subject  to  certain  amendments  of  the  Specification. 

Fulton  appeared  as  Counsel  for  the  Appellant,  and  Walter  as  Counsel  for  the 
Respondents. 
The  Solicitor-General,  after  dismissing  the  appeal  upon  the  first  ground, 
25  refused  tohear  the  Appellant  upon  the  second  ground  as  he  had  no  interest  in 
the  prior  Patent.  He  held  that  an  Opponent  is  not  entitled  to  oppose. upon 
the  ground  of  prior  patenting  unless  he  can  show  an  interest  in  on#  of  the 
Patents  upon  which  such  further  ground  of  opposition  is  based. 
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Before  The  Solicitor-General. 

August  6th,  1902. 

In  the  Matter  of  an  Application  for  a  Patent  by  A.  B. 

Opposition  to  the  grant  of  a  Patent  on  the  ground  that  the  invention  had  been 
already  patented. — Collusive  Opposition. — The  Law  Officer's  jurisdiction  to  5 
direct  tl\e  sealing  of  Patent  under  section  12,  subsection  (3)  (a)  of  Mie  Patents,  Ac. 
Act.— -Direction  to  seal  refused. 

This  was  an  application  to  the  Law  Officer  for  a  direction  to  authorise  the 
sealing  of  a  Patent,  the  normal  time  for  sealing  allowed  by  section  12  of  the  Act 
of  1883  having  expired.  10 

The  application  had  been  unsuccessfully  opposed  (ante  p.  403),  but,  as  the 
parties  did  not  appear  before  the  Comptroller  or  the  Law  Officer,  and  the 
circumstances  of  the  opposition  suggested  that  it  was  a  collusive  one,  the  Law 
Officer  announced  that  he  would  not  give  a  direction  to  seal  a  Patent,  until  he 
had  heard  an  explanation  of  the  matter  from  the  Applicant  or  his  agent.  15 

The  agent  appeared  in  support  of  the  application  for  a  direction.  He 
explained  that  the  Applicant's  corresponding  German  application  had  been 
reported  against  by  the  German  Examiner,  on  the  ground  that  it  was  anticipated 
by  the  Opponent's  Specification.  The  Applicant  and  Opponent  were  associated 
in  carrying  out  certain  works,  and  the  opposition  was  entered  for  the  purpose  20 
of  determining  the  rights  of  the  two  parties.  An  application  for  a  Patent  had 
been  made  in  the  United  States,  and,  in  order  that  the  Patent  granted  upon 
that  application  should  be  valid,  it  was  necessary  to  delay  the  grant  of  the 
Patent  in  this  country.  The  agent,  who  acted  for  both  parties,  encouraged  from 
this  point  of  view  the  filing  and  progress  of  the  Opposition.  25 

The  Opposition  was  filed  at  the  last  possible  moment,  and  an  extension  of 
time  was  obtained  by  the  Opponent  in  which  to  leave  evidence  ;  no  evidence 
was,  however,  filed,  and  neither  party  attended  before  the  Comptroller. 
Nevertheless  an  appeal  was  lodged,  but  no  one  attended  before  the  Law  Officer, 
although  an  attempt;  had  been  made  by  correspondence  to  obtain  a  postponement  30 
of  the  hearing  of  the  appeal. 

Sir  EDWARD  Carson,  S.G.,  was  of  opinion  that,  as  the  delay  had  not  been 
caused  by  an  Opposition,  but  had  been  purposely  brought  about  for  an  ulterior 
object,  he  had  no  jurisdiction  under  section  12  (3)  (a),  and  he  therefore  declined 
to  give  a  direction  that  a  Patent  should  be  sealed.  .  35 

Note. — A  second  and  similar  case  came  before  the  Solicitor-General  on 
the  same  day,  in  which  the  Applicant  appeared  in  person,  and  explained 
that  he  had  throughout  acted  on  the  advice  ot  his  agent.  In  this  case  also  a 
direction  to  seal  was  refused. 
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In  the  High  Court  of  Justice.— Chancery  Division. 
Before  Mr,  Justice  Swinfen  Eady. 
July  17th,  lgth,  21st,  and  22nd,  and  August  12th,  1902. 

*  *        « 

Abel  Morrall,  Ld.  v.  T.  Hessin  &  Co.. 

5  Trade  name.— Action  to  restrain  passing-off. — "Morrall's  Neddies"  and 
"  Mogg's  Needles" — Fraudulent  purchase  of  goodwill  of  business  for  the 
colourable  purpose  of  acquiring  manufacturer's  name.— Injunction. 

The  Plaintiffs  and  their  predecessors  had  carried  on  the  business  of  needle 
manufacturers  for  about  a  hundred  years  under  the  style  of  "Abel  Morrall," 

10  rind  their  needles  had  acquired  a  great  reputation  and  were  sold  and  bought  as 
"Abel  Morrall's,"  or  "A.  Morrall's,"  or  "  Morrall's,"  or.  "Morrall's  Needles," 
as  was  admitted  by  the  Defendants  during  the  trial.  In  1891  the  Plaintiffs 
purchased  the  goodwill  of  the  business  of  Joseph  Mogg  and  Joseph  John 
Richard  Mogg,    trading  under    the   styles   of  "Joseph    Mogg  &  Co."  and 

15  *  Joseph  J.  R.  Mogg  &  Co.,"  and  the  market  for  the  needles  now  sold  by  the 
Plaintiffs  under  these  names  was  in  Ireland  and  Scandinavia,  where  they 
were  well  known  as  "Mogg's  Needles"  In  1900  the  Defendant,  who  had 
started  business  in  1898  in  the  same  neighbourJiood,  purchased  for  681.  from 
one  Jabez  Yardley  Morrall,  a  man  in  a  small  way  of  business,  his  goodwill  and 

20  stock-in-trade,  the  latter  having  been  just  valued  at  &6l.%  tlxe  deed  of  assignment 
binding  him  not  to  authorise  his  name  to  be  used  for  tlie  purpose  of  a  needle 
manufacturer  by  any  other  person  or  persons.  In  1897  by  a  similar  trans- 
action the  Defendant  had  purchased  from  one  William  Mogg  his  machinery 

•  «... 

with  the  goodwill  of  his  business  and  use  of  his  name,  it  appearing  that  beyond 

25  the  manufacture  of  crochet-hooks  he  did  nothing  to  needles  beyond  packing  them 

in  paper.    The  Plaintiffs  having  brought  an  action  against  the  Defendants  for 

an  injunction  and  other  relief. 

Held,  that  the  purchases  from  Jabez  Yardley  Morrall  and  William  Mogg  were 

not  bonft  fide  transactions,  but  were  colourable  devices  for  giving  tlie  Defendant 

30  some  appearance  of  weight  to  use  their  names,  in  order  that  by  using  surnames 

where  different  initials  were  insufficient  to  distinguish  the  goods  and  businesses 

he  might  obtain  trade  intended  for  the  Plaintiff^ ;  and  that  this  was  sufficient 

fraud  to  enable  the  Court  to  inquire  into  the  motives  of  such  transactions  even 

-where  it  has  been  the  man's  own  name  thai  has  been  purchased,  irrespective  of 

35  goodwill.    Ah  injunction  was  granted  to  restrain  the  Defendant  from  carrying 

on  business  under  the  name  of  J.  Y.  Morrall  or  W.  Mogg  &  Co.,  or  any  other 

name  calculated  to  represent  that  the  Defendant  was  carrying  on  the  Plaintiffs' 

business;         ■   * 

3  H 
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Abel  Morrall,  Ld.,  carried  on  a  business  which  for  a  hundred  years  had  been 
conducted  under  the  name  of  "  Abel  Morrall"    This  business  was  that  of  needle 
manufacturing,  which  was  conducted  in  a  number  of  grades,  of  which  the  follow- 
ing is  a  description  : — The  persons  who  constitute  the  first  of  the  three  grades  are 
described  as  needle  stampers,  or  occasionally  as  needle  makers,  and  their  part  f> 
of  the  process  consists  in  stamping  and  making  the  eye  in  wire  belonging  to 
manufacturers,  after  which  the  needles  are  returned,  in  a  soft  condition,  to  the 
manufacturer,  for  the  further  processes  to  be  carried  out.     Needle  stampers 
are  mere  workmen  who  do  the  first  rough  work  for  the  manufacturers.    The 
persons  who  constitute  the  next  grade  are  described  as  manufacturers  of  needles  10 
u  in  the  plain."    Such  persons  employ  workmen  or  out- workers,  who  carry  out 
the  different  processes  of  perfecting  the  stamped  needles  up  to  and  including 
the  stage  of  scouring,  and  then  pack  them  in  brown  paper  parcels  containing 
1,000  or  2,000  needles.     In  some  cases  they  do  this  for  the  higher  grade  of 
manufacturers  as  their  employes.     In  other  cases  they  do  this  on  their  own  15 
account,  and  then  sell  the  needles  in  the  plain  in  brown  paper  parcels,  but  never 
labelled,  to  small  manufacturers,  who  cannot,  or  do  not,  usually  make  their  own 
needles  throughout.    There  are  a  few  of  such  so-called  manufacturers  in  the 
Redditch  district,  but  their  number  is  rapidly  decreasing.     Neither  the  needle 
stampers  nor  the  needle  manufacturers  "  in  the  plain  "  come  into  contact  or  20 
have  anything  to  do  with  the  public.    When  the  needles  have  passed  through 
their  hands  and  are  "  in  the  plain  "  they  are  not  finished  or  ready  for  use,  and 
are  not  sold  to  the  public  in  that  state  ;  nor  are  they  labelled  or  got  up  under 
the  name  of  the  needle  stamper  or  manufacturer  "  in  the  plain,"  but  are  simply 
passed  on  to  the  manufacturer  in  order  that  he  may  finish  them  and  sell  them  25 
to  the  public  on  his  own  name  and  reputation.    The  persons  who  constitute 
the  third  or  highest  grade  are  the  only  persons  who  are  known  as  manufacturers. 
They  receive  the  needles  "  in  the  plain  "  from  the  manufacturers  "  in  the  plain," 
and  then  have  them  finished,  done  up  into  small  packets,  containing  usually  6, 
12,  or  25  needles,  and  labelled  by  their  own  employes,  after  which,  and  not  30 
before,  the  needles  are  ready  to  be  sold,  and  are  sold,  to  the  public.     The  two 
lower  grades  of  makers  work  exclusively  for  the  trade.     The  manufacturers 
who  constitute  the  highest  grade  exclusively  supply  the  public,  and  are  alone 
known  to  the  public,  who  purchase  needles  from  them  in  reliance  upon  their 
names  and  Trade  Marks,  and  reputation.  35 

On  the  13th  of  December  1901,  Abel  Morrall,  Ld.,  commenced  an  action 
against  T.  Hessin  A  Go.  (the  trading  name  of  Andrew  Douglas  Charles), 
claiming  the  relief  hereinafter  stated. 

The  tacts,  as  found  by  the  learned  Judge  in  his  considered  judgment  on  the 
trial  of  the  action,  were  as  follows  : — In  the  year  1891,  Abel  Edgar  Morrall  was  40 
the  proprietor  of  a  very  old-established  business  of  a  needle  manufacturer, 
which  had  been  carried  on  by  him  and  his  predecessors  for  about  100  years  at 
Studley,  near  Redditch,  under  the  style  of  Abel  Morrall.     On  the  30th  of 
September  1891,  he  purchased  the  goodwill  of  the  business  of  Joseph  Mogg  and 
Joseph  John  Richard  Mogg,  needle  manufacturers,  which  had  been  carried  on  45 
at  Redditch  for  a  considerable  period  under  the  styles  or  firms  of  "Joseph 
"  Mogg  &  Co."  and  "  Joseph  J.  R.  Mogg  &  Co."  and  part  of  which  business 
dated  from  the  year  1846.    All  these  businesses  were  acquired  by  the  Plaintiff 
Company  at  its  formation  in  1898.     Abel  MorralVs  needles  acquired  a  great 
reputation.    They  were  labelled  and  sold  by  Abel  Morrall  as  "  Abel  MorralVs,"  50 
or  "A.  MorralVs,"  but  were  described  in  many  dealers'  catalogues  simply  as 
"  MorralVs,"  and  were  asked  for  by  tailors  and  the  trade  as  "MorralVs  Needles"; 
and  it  was  conceded  by  the  Defendant  (after  various  important  trade  witnesses 
had  been  called  for  the  Plaintiffs)  that  he  could  not  further  contest  the  fact 
that  when  «*  MorralVs  Needles  "  were  asked  for  it  was  meant  and  intended  that  55 
the  needles  of  the  Plaintiffs  should  be  supplied,  and  no  others.    The  market  for 
the  needlep  of  the  Plaintiff  Company  and  their  predecessors,  sold  under  the 


Vol.  XIX.,  No.  2$.]         AND  TRADE  MARK  OASES.  559 


Abel  MorraU,  Ld.  v.  T.  Hessin  A  Co. 


label  of  J.  Mogg  A  Co.,  or  Joseph  Mogg  A  Co.,  is  in  Ireland  and  Scandinavia, 
where  they  are  well  known,  and  are  asked  for  as  "  Mogg's  Needles/'  and  they 
are  the  only  needles  in  Ireland  so  known.     Persons  in  Ireland  asking  for 
"  Mogg' 8  Needles  "  would  mean  and  intend  the  Plaintiffs'  needles  and  no  others. 
5  The   Plaintiff  Company  also,  upon  its  incorporation,  took  over  the  business 
of  Lewis  and   Bat/Us,  of    Redditch.      The   Plaintiffs'  premises  at  Studley 
are  known   as  "Priory  Works,"  and  their  premises  at  Redditch  as  "Clive 
Works";    the  latter  have  an  entrance  in   Edward  Street,   Redditch.      The 
Plaintiffs'  business  is  one  of  the  largest  in  the  needle  trade.    The  Plaintiffs1 
10  claim    in    this    action    was    for   an    injunction    to    restrain    the    Defendant 
from  carrying  on  business  as  a  needle    manufacturer   under  the  name  or 
style  of  "«7.   Y.  MorraU,"  or  u  W.  Mogg  A  Co."  and  from  passing  off  the 
Defendants1  goods  as  or  for  the  Plaintiffs'  goods.     The  Defendant,  Andrew 
Douglas  Charles,  commenced  business  at  Redditch  in  1893,  under  the  style  of 
15  "  T.  Hessin  A  Co"    The  name  Hessin  had  been  used  for  many  years  by  his 
father,  Andrew  Charles,  of  Birmingham,  a  smallware  merchant.     The  father 
dealt  in  needles,  and  they  were  branded,  by  his  direction,  "  Hessin' 8  Needles." 
The  Defendant  sold  his  needles  as  "  HessMs  Needles  "  until  a  transaction  took 
place  in  the  year  1900,  which  the  Defendant  claims  entitles  him  to  sell  needles 
20  under  the  name  of  "*/.   Y.  MorraU."     It  appears  that  one  Jabez   Yardley 
MorraU  was  formerly  an  employe  of  Henry  Milward  A  Sons,  and  left  them 
in  the  year  1879,  and  in  Edward  Street,  Redditch,  started  a  small  business  of 
making  needles  for  other  manufacturers,  and  also  kept  a  beerhouse,  "The 
"  Seven  Stars,"  at  Hedley's  Cross,  about  a  mile  froni  Redditch.    In  the  year  1889 
25  he  stated  that  he  started  manufacturing  "all  through  "  ;  that  is,  he  partly  made 
needles  for  the  trade  down  to  and  including  the  stage  of  making  "  in  the  plain," 
as  it  is  called,  which  excludes  the  last  process  of  polishing  and  putting  up  in 
packets  for  the  market.    He  also  started  the  business  of  "  a  needle  manufacturer," 
which  includes  polishing  and  putting  up  needles  into  proper  packets  and 
30  labelling  them  ready  for  sale.    He  also  carried  on  there  the  business  of  a  needle 
tool  maker.    The  business  there  carried  on  by  J.  Y.  MorraU  was  not  successful. 
He  became  involved  in  money  difficulties.    In  April  1900,  Thomas  Neasom,  an 
auctioneer  and  valuer,  of  Redditch,  was  instructed  by  the  solicitor  and  bank 
manager  to  make  a  valuation,  on  behalf  of  the  creditors,  of  everything  which 
35  J.  Y.  MorraU  possessed.    He  accordingly  attended  at  Edward  Street,  Redditch, 
where  such  business  as  there  was  was  carried  on,  and  at  Dog  Tail,  Crabb's  Cross, 
Redditch,  where  J.  Y.  MorraU  lived.    J.  Y.  M(/rrall  met  him  and  gave  him 
facilities  for  making  his  valuation.    This  was  on  the  4th  of  April  1900.     He 
had  two  boxes  of  steel  tools  for  stamps  and  presses  valued  at  4/.,  and  nothing 
40  else  whatever  connected  with  the  needle  trade.     The  stamps  and  presses  in 
connection  with  which  the  steel  tools  were  used  belonged  to  the  landlord.     He 
denied  that  he  had  any  wire,  any  needles  wholly  or  partly  manufactured,  or 
anything  else  whatever  connected  with  the  needle  trade.     J.  Y.  MorraU  was 
called  by  the  Defendant,  and  said  that  when  Neasom  came  he  had  some  needles 
45  u  in  the  bright "  in  stock  in  his  needle  cupboard,  and  that  Neasom  did  not  ask 
him  if  he  had  any  needles ;  but  he  admitted  that  Neasom  was  sent  to  value  all 
his  property  and  that  no  needles  were   disclosed,  and  I  cannot  accept  his 
evidence  that  he  then  had  any  needles  at  all,  finished  or  unfinished.     The  rest 
of  J.  Y.  MorralVs  property  consisted  of  an  aged  cow,  a  heifer,  a  spring  trap 
50  and  another  trap,  an  old  brown  pony,  some  harness,  a  rake,  and  a  pig-trough. 
These  things,  together,  were  valued  at  32/.  4*.,  the  tools  at  4/.,  making,  together, 
367.  48. ;  but  there  was  rent  owing  at  each  place— 3/.  lbs.  and  11/.  5*. — making, 
together,  15/.    Deducting  this  from  the  36/.  is.  there  was  a  balance  of  21/.  4*., 
and  no  more,  available  for  the  creditors.    This  was  J.  Y.  Morrall's  position  on 
55  the  4th  of  April.    The  Defendant  said  that  in  the  previous  month  J.  Y.  MorraU 
had  called  on  him  and  said  that  he  was  in  monetary  trouble,  and  asked  the 
Defendant  if  he  was  prepared  to  buy  his  business,  and  that  he  told  hiin  to  offer 
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it  to  the  Plaintiff  Company,  and  that  if  he  did  not  care  to  go  to  the  Plaintiffs 
himself  he  had  better  send  Bomeone  else.    Certainly  the  business  was  offered  to 
the  Plaintiffs,  when  Mr.  Lewis  pointed  out  that  /.  Y.  MorraU  had  no  J>"^ness, 
and  that  he  would  not  give  half-a-crown  for  it.    On  the  12th  of  May  1900,  the 
Defendant  agreed  to  buy  the  business  for  68*.  7s.  Id.,  and  paid  21. 10s.  deposit,  5 
and  the  transaction  was  completed  by  a  deed  of  assignment  dated  the  21st  of 
May  19(XX     The  68J.  Is.  Id.  was  made  up  of  two  items,  namely,  5/.  17s.  Id. 
owing  to  the  Defendant  from  J.  Y.  MorraU,  and  621. 10s.  cash.   The  Defendant 
stated  that  he  arrived  at  the  621. 10s.  by  taking  J.  Y.  MorraXPs  stock  of  needles 
at  252.,  21.  for  a  needle  cupboard,  10  guineas  for  an  engraved  copper  plate,  and  IQ 
the  balance  for  goodwill.    The  deed  of  assignment  contains  a  provision  that 
J.  Y.  MorraU  shall  not  in  future  carry  on  the  business  of  a  needle  manufacturer 
in  the  town  of  Redditch,  or  within  200  miles  of  it,  and  will  not  authorise  his 
name  to  be  used  in  any  way  for  the  purpose  of  any  such  business  in  any  part 
of  the  United  Kingdom  by  any  person  or  persons  other  than  Andrew  Doiiglas  15 
Charles,  the  Defendant,  his  executors,  administrators,  or  assigns ;   but  subject 
to  the  proviso  that  J.  Y.  MorraU  shall  and  may  work  for  the  trade  as  a  tool 
maker  and  stamper. 

With  respect  to  the  name  "  Mogg,"  and  a  claim  by  the  Defendant  to  describe 
himself  as  "  successor  to  W.  Mogg  in  Co.?  the  facts,  as  stated  in  the  judgment,  20 
were    as   follows :— One     Walter   Mogg,    now   carrying    on    business    as   a 
provision  dealer  at  Reading,  was  formerly  manager  of  the  fishing  tackle  depart- 
ment of  Holyoake  &  Co.,  and  had  afterwards  a  tobacco  shop  where  he  sold 
groceries,  and  also  started  a  business  of  crochet-hook  manufacturer.     He  was 
called  as  a  witness  by  the  Defendants,  and  admitted,  on  cross-examination,  that  25 
he  did  not  manufacture  needles  ;  that  he  did  not  do  any  stamping,  pointing,  or 
finishing  of  needles  ;  in  fact,  that  he  did  nothing  to  needles  but  pack  them  in 
paper  ;  but,  however,  made  and  sold  crochet-hooks.    He  himself  stated  that  he 
was  allowing  his  trade  to  lapse  when  the  Defendant  came  along,  and  for  the 
sum  of  11.  he  parted  with  (to  use  his  own  expression)  "  the  whole  bag  of  tricks     39 
to  the  Defendant,  including  machinery  which  had  cost  him  between  40/.  and 
50/.     The  Defendant  took  a  receipt  from  Mogg  for  the  11.  in  the  following 
words :— u  Messrs.  Hessin  &  Co.,  bought  of   W.  Mogg  plant  of  machinery.  - 
(apparently  meaning  "  plant  and  machinery  "),  "  tools,  &c,  connected  with  the 
"  business  hitherto  carried  on  by  him  under  the  name  or  style  of  W.  Mogg  A  35 
«*  Co.,  needle,  crochet-hook,  &c.,  manufacturer,  of  Redditch,  in  the  county  of 
«  Worcester,  also  together  with  the  good-will  of  said  business,  use  of  name, 
"  labels,  &c,  and  all  and  everything  appertaining  thereto,  for  the  sum  of  11, 
*<  Received  and  signed  this  24th  day  of  May  1897,  W.  Mogg" 
The  action  came  on  for  trial  before  Mr.  Justice  SwiNFBN  Eady.  .46 

T.  Terrell,  K.C.,  and  Sebastian  (instructed  by  King,  Wigg  A  Co.,  agents  for 
Alfred  Kerwood,  of  Redditch)  appeared  for  the  Plaintiffs ;  Eve,  K.C.,  an^ 
27.X.  Wilkinson  (instructed  by  Long  and  Gardiner,  agents  for  George  Whxt*. 
worth  Hobxon,  of  Droitwich)  appeared  for  the  Defendant. 

Terrell,  E.O.,  having  opened  the  Plaintiffs'  case,  witnesses  were  called  on  45 
"  their  behalf,  including  George  Lewis,  managing  director  of  the  Plaintiffs ;  A bel 
Edgar  MorraU,  chairman  of  the  Plaintiffs,  who  sold  the  business  to  the  Com- 
pany in  1891,  having  inherited  it  from  his  father ;  Joseph  John  Richard  Mogg, 
who  deposed  as  to  the  facts  concerning  "  Mogg's  Needles " ;  Thomas  Neqson, 
auctioneer  and  valuer  at  Redditch  ;  William  McBain,  a  tailor  at  Aberdeen,  tp  50 
whom  agents  of  the  Defendant  in  Aberdeen  had  sold  a  packet  of  the 
Defendant's  needles  bearing  the  name  "J.  Y.  MorraU"  on  the  packet  in 
response  to  an  order  for  "  MorralVs  "  needles. 

The  following  needle  manufacturers  gave  evidence  as  to  the  repute  of  the 
Plaintiffs'  needles  and  the  customs  of  the  trade  :—  William  Henry  Yeomans,  of  55 
Morris  and  Yeomans,  Redditch ;  Edgar  Hansford,  of  Jarrett  and  Ransford, 
Birmingham  \  Charles.  Frederick- Mil  ward,  of  Henry  MilwardA  Sons,  Ldv 
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Redditch;   Harold  Stock  Bartlett,  of  William  Bartlett  &  Sons,  Redditch ; 

Richard  RideorU  Beard,  of  Kirby,  Beard  Jk  Co.,  Birmingham;   and  Alfred 

Ernest  Shrimpton,  of  A.  Shrimpton  A  Co.,  Redditch. 

The  witnesses  for  the  Defence  included  Andrew  Douglas  Charles,  trading 

5.  as  T.  Hessin  A  Co.;    Jabez    Yardley    Morrall ;    William   Mogg,    and    the 

following  needle  manufacturers: — F.   E.    CrutchUy,   of   Grutchley   Brothers, 

Stroud;  Arthur  Lay  ton,  of  C.  Laight  A  Co.,  Redditch;    William  Burston, 

of     William   Burston    &    Son,    Redditch ;     Cliarles    Court,    of    Redditch ; 

and  John  Strachan,  of  Aberdeen,  who  disputed  the  evidence  of    William 

10  McBain. 

Eve,  K.C.,  and  Wilkinson,  for   the  Defendant.— Like  the  Plaintiff  Company 

we  have  bought  the  benefit  of  the  names  "  Morrall "  and  "  Mogg  "  from  men 

engaged  in  the  manufacture  of  needles  who  in  fact  owned  those  names  :  the 

.Court  will  not  go  into  the  question  of  motive  or  the  circumstances  of  such 

15  purchase  (per  Rigby,  L.J.,  in  Jamieson  v.  Jamieson,  15  R.P.C.  169).    There 

need  not  necessarily  be  a  goodwill  sold  with  the  right  to  use  the  name.    If 

there  is  any  risk  with  the  name  "  Morrall "  (which  we  deny)  it  has  to  be  run. 

As  to  the  name  "  Mogg,"  there  was  nothing  wrong  in  our  transaction  with 

W.  Mogg,  or  in  our  having  since  called  ourselves  u successors  to  W.  Mogg" 

20  [Swinfbn  Eady,  J.— But  you  claim  the  right  to  put  "  Mogg "  on  sewing- 

needles  which  W.  Mogg  never  made  or  supplied  ?]    " Mogg's  Needles"  are 

sold  only  in  Ireland  and  Scandinavia,  where  we  have  never  sold  a  needle ; 

moreover,  we  do  not  claim  the  right  to  sell  sewing-needles  under  the  name  of 

"  Mogg  "  simply.    [Swinpbn  Eady,  J. — Then  you  must  amend  your  pleading 

25  by  saying  so.     Terrell,  K.C.,  objected  to  such  an  amendment,  as  the  original 

pleading  was  unambiguous  and  throughout  the  Defendants  had  claimed  to 

use  the  name  "  Mogg  "  in  respect  of  all  the  goods.] 

Terrell,  K.C.,  in  reply. — The  broad  principle  applicable  to  these  cases  is  stated 
by  Lord  Halsbury,  L.C.,  in  Reddaway  v.  Banfiain  (13  R.P.C.  218  ;  L.R.  (1896) 
30  A.C.  199)  to  be  this — that  "  nobody  has  any  right  to  represent  his  goods  as  the 
44  goods  of  somebody  else."    But  the  law  laid  down  in  the  cases  must  be  dis- 
entangled from  their  facts,  and  each  case  of  this  kind  must  be  decided  on  its 
merits.    In  Valentine  Meat  Juice  Company  v.  Valentine  Extract  Company, 
Ld.  (17  R.P.C.  673)  Lord  Alverstone,  L.C.J.,  referred  to  the  law  laid  down  in 
35  Reddaway  v.  Banham,  and  Collins,  L.J.,  at  page  687,  said  :  "  If  the  thing  which 
"  he  (the  Defendant)  sells  has  come  to  be  known  in  the  market  as  meaning 
"  something  made  by  somebody  other  than  himself  it  is  impossible  for  him  U> 
"  sell  it  simpliciter  by  that  name,  although  it  be  his  own,  without  misleading 
"  purchasers."    [3WINFEN  Eady,  J. — Is  there  any  case  in  which  the  assignee 
40  has  been  restrained  from  carrying  on  business  in  the  same  way  as  his  assignor  ? 
Could  you  have  restrained  J.  Y.  Morrall  here  ?]     Yes,  just  as  C.  R.  Valentine 
was.    [Swinfbn  Eady,  J. — Then,  how  do  you  get  over  Turton  v.  Turton 
(L.R.  42  CD.  128),  for  it  was  the  man's  own  name  there  ?]     But  in  that  qase 
the  evidence  was  that  he  was  not  doing  it  in  such  a  way  as  to  deceive. 
45  [Swinfkn  Eady,  J.,  referred  to  Brinsmead  y,  Brinsmead  (L.R.  (1897)  1  Ch. 
45,  406).]    Here  it  has  been  admitted  during  the  trial  that  the  Plaintiffs9 
needles  are  known  not  only  as  " Abel  MorraWs"  but  ** MorralVs"  simply, 
and,  as  one  witness  said,  "  you  pay  4s.  for  the  name."    It  has  also  been 
admitted  that  we  have  sold  our  needles  as  "  Mogg's  "  in  Ireland,,  and,  whether 
$0  he.  has  sold  needles  as  "Mogg's"   or  not,  the  Defendant  has  said  on  his 
billheads,  "  manufacturers  of  needles  "  and  "  successors  to  W.  Mogg,"  which  is 
a  user  of  the  name.    The  Court  will  look  at  intention  in  such  a  case,  where 
there  is  a  great  reputation  proved  where  not  admitted  and  where  there  is 
an  irresistible  inference  from  the  facts  that  the  Defendant  bought  the  two 
55  names  (for  68Z.  and  11.,  goodwills  included)  for  the  purpose  of  making  an 
unfair  use  of  them,  so  as  to  get  the  Plaintiffs'  business. 
Judgment  was  reserved,  and  delivered  on  the  12th  of  August  1902. 
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SwiNFBN  E ADY,  J.,  having  stated  the  first  part  of  the  facts  set  out,  ante,  pages 
558  to  560,  line  18,  continued  : — The  question  at  once  arises,  was  this  a  bond 
tide  sale  and  purchase  of  a  genuine,  though  small,  business,  or  was  it  merely  a 
colourable  device  to  enable  the  Defendant  to  obtain  some  shadow  of  title  to  use 
the  name  of  «  Morrall "  (although  in  combination  with  the  initials  4t  J.  Y.")  5 
in  markets  where  **  MorralVs  Needles  "  were  well  known,  although  the  name 
of  J.  Y.  Morrall  had  never  been  heard  of,  and  so  enable  travellers,  and  others, 
to  sell  and  pass  off  the  Defendant's  needles  as  u  MorralVs  Needles"  to  the 
intent  that  they  might  be  purchased  as  and  for  the  Plaintiffs'  needles,  and  that 
the  Defendant  might  thereby  obtain  trade  intended  for  the  Plaintiffs  ?  10 

What  are  the  facts  ?    J.    F.  Morrall  certainly  did  possess  a  very  small 
business  indeed  as  a  needle  manufacturer,  having  for  some  few  years  sold 
needles  put  up  in  packets  bearing  his  name  u  J.  Y.  Morrall "  ;  his  principal 
business,  however,  was  as  a  needle  stamper  and  tool  maker  for  the  trade  ;  the 
entire  trade  done  by   J.  Y.  Morrall  in  goods  sold  on  credit  as  a  needle  15 
manufacturer  for  the  last  eight  years  was  with  nine  customers,  and  amounted 
to  an  aggregate  gross  total  of  51/.,  of  which  151.  was  a  bad  debt.    In  addition  to 
this,  J.  Y.  Morrall  had  sold  some  labelled  goods,  bearing  his  name  and  label 
for  cash,  principally  to  hawkers  and  pedlars  who  called  and  took  away  the 
goods,  and  of  which  transactions  there  was  no  record.    J.  Y.  Morrall  stated  that  20 
his  cash  trade  in  finished  needles  was  at  one  time  as  much  as  100/.  a  year  gross, 
upon  which  the  profit  would  be  20  per  cent,  or  20J.,  but  I  am  not  satisfied  that 
his  cash  sales  amounted  to  anything  like  this  sum.    The  Defendant  admitted 
that  at  the  date  of  the  purchase  the  actual  quantity  of  finished  needles  was 
very  small,  20s.  or  30*.  worth,  and  in  odd  quantities ;  that  he  did  not  look  25 
through  any  account  books  of  J.  Y.  Morrall  previously  to  the  purchase  ;  but 
after  he  had  done  trade  to  the  amount  of  about  15/.  he  had  the  green  card 
("A.D.C.  11")  printed  with  the  words  "J.   Y.  MorralVs  Celebrated  Needles" 
in  large  letters,  and  sought  to  justify  the  use  of  the  word  "  Celebrated "  as 
applied  to  needles  made  by  him,  and  sold  under  the  name  of  "  J.  Y.  Morrall "  30 
upon  the  ground  that  the  word  was  a  trade  description.     The  Defendant   did 
not  send  out  any  circular  to  the  few  customers,  whose  names  appeared    in 
J.  Y.  MorralVs  books,  that  he  had  acquired  the  business,  but  says  that  he  has, 
in  fact,  done  some  business  with  five  of  them  since  the  purchase.  J.  Y.  Morrall 
to  all  outward  appearance  continues  his  trade  in  almost  the  same  way  as  before  35 
the  sale  to  the  Defendant.    The  witness,  Charles  Harrison,  sees  him  from  the 
office  window  at  work  as  a  needle  stamper  and  tool  maker  as  heretofore  ;  he 
appears  in  the  local  Redditch  Directory  for  the  present  year  at  page  79  as 
"  J.   Y.  Morrall,  Needle-maker,  Edward   Street,"  and  in  the  same  work  at 
page  50,  advertises  as  "  J.  Y.  Morrall,  Tool-maker,  and  maker  of  all  kinds  of  40 
"  small  sewing  needles,  Edward  Street,  Redditch,"  although,  according  to  the 
Defendant,  J.  Y.  Morrall  was  only  entitled  after  the  sale  of  his  business  to 
work  in  the  needle  trade  as  a  tool  maker.    J.  Y.  Morrall  does  not  take  the 
same  view,  and  deposed  that  he  still  carries  on  business  as  a  needle  maker,  and 
makes  all  kinds  of  small  sewing  needles,  beginning  with  stamping  process  45 
No.  6,  and  ending  with  the  filing  and  heading  process  No.  10.    And  he  appears 
to  carry  on  this  business  in  his  old  place  of  business  in  Edward  Street  openly 
and  without  interruption  by  the  Defendant,  although  the  Defendant  alleges 
that  this  is  a  portion  of  the  business  which  he  purchased. 

The  Defendant's  father  assists  the  Defendant  financially  in  his  business,  and  50 
has  contributed  about  half  the  capital  employed  therein;  the  Defendant, 
however,  repudiated  the  authority  of  his  father  to  write  letters  on  his  behalf, 
and  said  that  the  letter  which  was  put  to  him  in  cross-examination,  written  by 
his  father  on  the  8th  February  1901,  to  the  Plaintiffs,  and  putting  the  price  of 
5,000/.  on  the  son's  business  was  so  written  without  authority.  The  father  was  55 
in  Court  during  the  trial,  but  was  not  called.  The  Defendant  also  denied  any 
knowledge  of  the  very  significant  advertisement  for  a  traveller  inserted  by  his 
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father,  and  I  do  not  consider  that  this  advertisement  was  brought  home  to 
the  Defendant  in  any  way,  and  I  accept  the  Defendant's  denial  of  any  authority 
to  his  father  to  write  the  letter  mentioning  the  price  of  5,0001.  The  Defendant 
did,  however,  after  the  purchase  from  J.  Y.  Morrall,  employ  one  Booker  as 

5  his  traveller ;  Booker  was  a  person  who  the  Plaintiffs,  from  their  line  of  cross- 
examination,  were  evidently  anxious  to  see  in  the  box,  and  who  was  in  Court 
during  the  trial,  but  was  not  called  by  the  Defendant.  It  was  after  his  visit  to 
Aberdeen  that  the  Defendant  began  selling  there  his  needles  labelled 
"J.  Y.  Morrall,"  and  the  witness,  McBain,  went  to  a  shop  there,  and  asked 

10  for  MorraWs  "  Betweens,"  meaning  the  Plaintiffs',  and  was  supplied  with 
J.  Y.  MorralVs  fc<  Betweens,"  this  was  a  clear  case  of  deception,  and  in  my 
opinion  clearly  proved.  The  use  of  the  initials  "  J.  T. "  is  quite  insufficient  to 
distinguish  the  Defendant's  goods,  and  prevent  their  being  sold  and  passed  off 
as  the  "  Celebrated  MorraWs  Needles."    The  Defendant  stated  that  he  wanted 

15  to  use  some  other  name  than  "  Hessin"  as  that  name  was  identified  with  cheap 
goods,  and  that  if  a  traveller  came  from  him  trading  as  "  T.  Hessin  A  Co."  the 
customer  at  once  said  :— *  Oh,  that  is  Andrew  Charles,  and  the  goods  he  sells 
"  are  of  a  cheap  class  ;  "  moreover,  the  wholesale  buyers  would  refuse  to  buy 
goods  with  any  name  of  "  Hessin  "  on  them,  looking  upon  Hessin  more  as  a 

20  competitor.  This  shows  clearly  that  it  was  another  name,  not  another  business, 
which  the  Defendant  was  anxious  to  acquire,  and  he  could  readily  have  taken 
for  trade  purposes  without  objection  his  own  name  of  Douglas,  trading  as 
Douglas  A  Co.,  or  any  other  name  not  known  in  the  needle  trade  ;  and  if  he 
really  wanted,  as  he  suggested,  to  make  famous  some  name  in  the  needle  trade, 

25  it  is  curious  that  he  tried  to  purchase  a  well-known  name  in  the  same  trade 
already  made  famous  by  someone  else. 

I  have  no  difficulty  whatever  in  arriving  at  the  conclusion  that  the  purchase 
of  any  business  from  J.  Y.  M(rrrall  was  colourable  only  ;  there  was  no  real  or 
substantial  business  of  any  value  for  sale,  or  any  business  connection  worth 

30  having ;  the  sale  was  a  mere  pretext  or  colourable  device  for  giving  to  the 
Defendant  Borne  appearance  of  right  to  use  the  name  "  Morrall "  in  order  that 
the  Defendant  might  obtain  trade  intended  for  the  Plaintiffs,  and  be  enabled 
to  pass  off  his  goods  as  and  for  the  Plaintiffs',  as  can  readily  be  done,  and  in  one 
instance  was  proved  to  have  been  done. 

35  The  Defendant's  Counsel  insisted  that  the  Defendant  had  bought  the  legal 
right  to  use  the  name  of  J.  Y.  Morrall ;  that  his  motive  in  so  doing  was 
immaterial ;  and  that  as  a  matter  of  law  it  was  not  necessary  that  there  should 
have  been  any  goodwill  to  accompany  the  sale  of  the  name  ;  that  the  Defendant 
had  bought  the  right  to  use  the  name  of  "  J.  Y.  Morrall "  from  one  who  owned 

40  that  name,  and  could  legally  sell  the  right  to  use  it;  and  that  unless  the 
Plaintiffs  could  show  that  something  was  being  done  by  the  Defendant  to  cause 
deception,  independently  of  and  beyond  the  mere  user  of  the  name,  they  were 
not  entitled  to  succeed  in  this  action.  I  am  quite  unable  to  accept  this  view. 
As  Sir  George  Jessel  pointed  out  in  Mercliants  Banking  Company  of  Lotidon 

4">  v.  Merchants  Joint  Stock  Bank,  9  Chancery  Division,  at  page  563,  any  person 
may  use  his  own  name  for  the  purpose  of  trade,  and  also  any  fancy  name  he 
choose.  But  it  was  also  pointed  out  in  the  same  case  that  what  the  law  did 
prevent  was  fraud,  it  prevented  a  man  from  carrying  on  business  in  such  a  way 
as  to  represent  that  his  business  was  the  business  of  another  man. 

50  In  Valentine  Meat  Juice  Company  v.  Valentine  Extract  Company,  Ld., 
17  Patent  Reports,  page  679,  the  action  was  for  passing  off,  and  the  main 
defence  set  up  was  that  the  basis  of  the  claim  for  passing  off  was  the  identity 
of  the  name  of  the  Defendant  with  the  name  of  the  Plaintiffs,  and  that  so  long 
as  the  Defendant  used  his  own  name,  and  that  was  the  real  source  of  the 

55  deception,  his  position  could  not  be  impugned.  The  present  Master  of  the  Rolls 
at  page  686  absolutely  dissented  from  that  proposition.  He  had  also  pointed 
out  during  the  course  of  the  argument  that  the  fact  that  a  person  has  used  his 
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own  name  does  not  shield  him,  if  the  effect  of  that  use  is  to  mislead.  Croft  v. 
Day  in  7  Beavan,  page  84,  is  an  illustration  of  this,  where  a  real  Day  and 
a  real  Martin  were  restrained  from  trading  under  the  name  of  Day  and 
Martin,  as  makers  of  blacking,  because  it  was  a  manufacture  of  the  well- 
known  firm  of  Day  and  Martin.  The  reason  for  the  injunction  being  5 
that  the  name  of  "  Day  and  Martin "  had  been  adopted  for  the  purpose 
ttf  representing,  and  holding  out  to  the  public,  that  it  was  the  old  firm  of 
Day  and  Martin. 

Again,  in  Massam  v.  Thorley's  Cattle  Food  Company,  in  14  Chancery 
Division,  at  page  757,  it  was  stated  by  Lord  Justice  James  that  there  is  no  law  Jo 
to  prevent  a  man  assuming  any  name  he  likes,  but  it  was  also  laid  down  in  the 
same  case  at  page  7t>l,  that  if  a  man,  having  the  name  of  TJiorley,  has  carried  on 
the  manufacture  of  cattle  food  in  such  a  way  that  by  the  name  "  Thorlnf* 
"  Cattle  Food,"  is  meant  the  manufacture  of  that  man,  then  the  second  TJiorley, 
or  man  who  assumes  that  name,  must  take  care  so  to  conduct  his  business  as  15 
not  to  be  mistaken  for  the  original  TJiorley,  and  if  he  carries  on  his  business  so 
as  to  be  mistaken,  he  must  be  restrained  from  doing  it. 

Considerable  light  is  thrown  upon  the  real  position  of  the  Defendant  in  the 
present  case  by  bearing  in  mind  that  his  so-called  purchase  of  the  right  to  use  the 
name  of  Morrall  followed  upon  bis  purchase,  or  alleged  purchase,  of  the  right  to  20 
use  the  name  of  Mogg.    I  have  already  dealt  with  the  Plaintiffs'  sale  of  Mogg's 
needles  in  Ireland  and  Scandinavia.    The  Defendant  claims  the  right  to  describe 
himself  as  :  "  Successor  to  W.  Mogg  A  Co."  and  has  a  rubber  stamp  for  printing 
those  words.     [His  Lordship  here  stated  the  second  part  of  the  facts,  as  set  out 
above,  ante,  page  560,  line  21,  and  continued] : — The  Defendant  made  an  attempt  25 
to  show  that  in  1897  W.  Mogg  was  carrying  on  business  as  a  needle  manufacturer, 
but  this  attempt  failed.    The  Defendant  has  not  yet  actually  sold  goods  under 
the  name  of  "  W.  Mogg  &  Co.,"  but  he  claims  the  right  to  do  so.    He  stated  that 
he  bad  sold  some  crochet-hooks  to  seven  persons  who  had  been  customers  of 
W.  Mogg  for  these  articles  previously.    He  admitted  that  he  knew  as  far  back  30 
af  1892  that  the  Plaintiffs'  needles  were  known  in  Londonderry,  and  the  North 
of  Ireland  generally,  as  "Mogg's  Needles,"  and  also  in  Norway.      He   had 
himself  in  May  1897  commenced  the  manufacture  of  crochet-hooks,  and  the 
machines  which  he  purchased  from  Mogg  were  those  of  which  he  was  in  need 
for  his  own  business,  and  he  stated  that  the  bargain  was  a  very  good  bargain  35 
for  him.    Although  the  Defendant  has  taken  a  receipt  so  as  to  include  goodwill 
and  use  of  name,  I  am  satisfied  that  this  is  not  the  case  of  a  real  genuine  btmd 
fide  sale  of  a  goodwill,  but  a  purchase  of  machines  for  11.,  with  words  added  to 
the  receipt  to  give  some  colour  to  the  Defendant  using  the  name  of  Mogg  in 
the  needle  trade.    Such  a  user  will  enable  the  Defendant  to  pass  off  needles  in  40 
Ireland  and  Scandinavia  as  "  Mogg's  Needles."    Stamping  invoices  and  forms 
with  the  words  :  "  Successor  to   W.  Mogg  A  Co.,"  will  readily  enable  the 
Defendants'  needles  to  be  sold  and  passed  off  in  Ireland  as  Mogg's  needles,  and 
so  if  a  similar  name  be  used  on  the  labels.    And  although  the  Defendant's    . 
Counsel  in  Bumming-up  his  case  offered  so  to  amend  his  pleadings  as  not  to  45 
claim  the  right  to  sell  sewing  needles  under  the  name  of  W.  Mogg  A  Co.,  the 
pleadings  as  they  stand  do  claim  this  right,  and  the  Defendant  by  his  evidence 
endeavoured  to  support  it,  and  I  must  deal  with  the  case  on  this  footing.    The 
result  is  that  I  must  grant  an  injunction. 

*  My  decision  in  no  way  affects  the  right  of  persons  to  carry  on  business  in  50 
their  own  names,  or  any  other  names  lawfully  assumed  or  acquired  bond  fide 
'with  the  goodwill  of  an  existing  business.  My  judgment  is  based  on  fraud,  and 
on  the  fraudulent  attempt  to  purchase  the  right  to  use  two  surnames  well  known 
in  the  needle  trade  where  different  initials  are  insufficient  to  distinguish  the 
goods  and  businesses,  and  where  all  the  surrounding  circumstances  show  clearly  55 
that  the  sole  object  was  to  enable  the  Defendant's  goods  to  be  passed  off  as  and 
for  the  Plaintiffs',  which  object  has  already  been  achieved, 
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The  form  of  the  injunction  will  be — an  injunction  to  restrain  the  Defendant* 
Andrew  Douglas  Charles,  trading  as  T.  Hessin  &  Co.,  from  carrying  on  any  business 
as  a  needle  manufacturer  under  the  name  or  style  of  "  J.  Y.  Morrall "  and 
**  W.  Mogg  A  Co.,"  or  either  of  them,  or  under  any  other  name  or  style,  so 
5  arranged  or  combined,  as  by  colourable  imitation  or  otherwise,  to  be  calculated 
to  represent  or  lead  to  the  belief  that  the  Defendant  is  carrying  on  the  Plaintiffs* 
business,  and  an  injunction  to  restrain  the  Defendant,  his  servants,  workmen, 
and  agents,  from  in  any  manner  passing  off,  or  enabling  or  assisting  others  to 
pass  off,  the  Defendant's  goods  as  or  for  the  Plaintiffs'  goods,  and  an  Order  for 
10  delivery  up,  on  oath,  as  asked  for  in  paragraph  4  of  the  prayer  of  the  Statement 
of  Claim.    The  Defendant  must  pay  the  costs  of  the  action. 


Before  The  Judicial  Committee  op  the  Privy  Council. 

Present:  Lords  Macnaghten,  Davey,  Robertson,  and  Lindley. 

July  &3rd,  1902. 

£5  In  the  Matter  of  Thompson's  Patent. 

Patent.  —  Petition    by   original  Patentee.  —  Utility.  —  No  remuneration.  — 
Foreign  Patents. — Prolongation  for  seven  years. 

On  the  22nd  of  October  1888,  Letters  Patent  (No.  15,159  of  1888)  were  granted 
to  James  Coulthred  Thompson,  of  London,  for  an  invention  of  "  A  mechanical 

20  "  fuze  for  causing  the  explosion  of  shells  and  indicating  the  number  of 
"  revolutions  performed  *  and  distances  traversed  by  projectiles."  The  Patent 
remained  vested  in  the  Patentee,  who  presented  a  Petition  for  prolongation. 

The  Petition  stated  (inter  alia)  as  follows  : — u  (1)  That  previous  to  the  grant 
"  of  the  Patent  the  Petitioner,  at  considerable  cost  and  labour,  invented  and 

25  "  perfected  a  mechanical  device,  viz.,  a  vane,  applicable  to  use  with  a  fuze,  for 
"  causing  the  explosion  of  shells  or  projectiles  during  flight  at  any  pre- 
44  arranged  distance  from  the  gun.  (2)  That  such  invention  is  of  great  public 
"utility,  and  applied  to  suitable  mechanism  will  obviate  the  disadvantage  of 
44  uncertainty  in  action  incidental  to  all  time  fuzes,  and  that  its  use  is  also 

30  "  unattended  with  the  danger  of  accidental  and  premature  explosion  to  which 
44  other  fuzes  are  liable.  (3)  That  in  proof  of  the  merit  of  the  invention  the 
u  Directors  of  the  Maxim  Nordenfelt  Company,  Ld.,  readily  took  up  the  fuze 
44  when  it  was  first  brought  under  their  notice,  and  their  successors,  Messrs. 
"  Vickers,  Sans*  and  Maxim,  Ld.,  are  still  carrying  out  costly  experiments  to 

35  "  prove  its  value.    Some  of  the  greatest  living  authorities  on  ballistics  have 
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always  controlled  and  managed  these  Companies.     (4)  That  consequent  on 
the  nature  of  the  invention  and  the  impossibility  of  experiments  being  made 
"  privately,  when  yonr  Petitioner  patented  his  device  of  the  vane — the  essential 
"  and  important  element  of  his  invention — the  best  means  of   applying  it 
u  practically  to  a  faze  remained  to  be  determined.    Its  value,  as  a  means  to  an  5 
"  end*  would,  however,  at  once  be  apparent  to  any  artillerist.    (5)  This  master 
"  Patent  has  therefore  extended  over  years  which  have  been  devoted  to  obtaining 
"  some  experience  of  the  tremendous  forces  developed  in  modern  artillery  and 
"  their  consequences,  concerning  which  there  are  no  reliable  data,  and  on  which 
"  subject  the  best  authorities  differ  in  opinion.    (6)  After  the  idea  of  the  vane  10 
"  was  conceived  it  was  submitted  to  the  War  Department,  and  two  trials  were 
"  permitted  at  Shoeburyness  to  test  its  working.    These  trials  being  encouraging, 
"  a  fuze  in  practical  form  was  produced  by  your  Petitioner,  and  two  additional 
"  trials  were  allowed  and  again  carried  out  at  Shoeburyness  in  March  and  June, 
"  1889,  respectively.      The  results  were  not  altogether  satisfactory,  and  on  15 
"  authority  for  a  further  trial  being  requested  it  was  only  conceded  with  the 
"  stipulation  that  it  must  be  the  last  experiment  at  the  Government  range. 
u  (7)  Tour  Petitioner  felt  that  one  further  experiment  was  not  sufficient  to  test 
"  his  invention.    The  difficulties  of  manufacture  were  so  numerous  and  the 
"  expense  was  also  so  great  that  he  found  himself  compelled  to  suspend  his  20 
"  experiments  and  endeavour  to  obtain  assistance  in  perfecting  and  introducing 
4*  the  fuze.    He  consequently  applied  to  the  Maxim  Nordenfelt  Company,  and 
"  arranged  with  that  firm  to  carry  on  the  experiments  under  a  license,  agreeing 
44  to  give  the  Company  the  sole  right  of  manufacturing  the  fuze  on  payment  of 
a  royalty  on  any  sales  effected,  but  your  Petitioner  still   retaining    the  25 
ownership  of  the  Patent.     For  this  concession  your  Petitioner  received  no 
remuneration,  but  the  Company  undertook  to  relieve  him  of  any  further 
expenses  in  connection  with  the  experiments  and  sale  of  the  fuze.    (8)  It  was 
not  until  May  1890  that  further  trials  were  possible.    Experiments  then  con- 
"  tinued  until  1894,  during  which  time  nine  trials  took  place,  with  encouraging  30 
"  results,  although  under  conditions  not  favourable  to  a  complete  test  of  the 
"  fuze,  consequent  on  the  want  of  a  proper  range.    The  Company  placed  a  field 
"  gun  on  one  of  the  river  steamboats,  which  then  proceeded  to  the  mouth  of 
"  the  Thames,  and  the  fuzes  were  fired  to  sea.    (9)  About  this  time — the  latter 
u  end  of  1894— objection  was  raised  that  the  mechanism  of  the  fuze  to  which  35 
"  the  vane  was  applied  was  unstable  and  therefore  dangerous,  and  this,  with 
"  other  reasons,  led  to  the  experiments  being  for  a  time  suspended.    (10)  Yonr 
"  Petitioner  then  accordingly  designed  another  mechanical  arrangement  to 
explode  the  fuze  for  use  with  the  vane,  and  also  introduced  an  automatic 
"  locking  device  to  prevent  the  setting  of  the  fuze  shifting  on  shock  of  discharge.  40 
u  These  inventions  were  patented  on  the  26th  of  June  1895  (No.  12,380).     In 
44  the  meantime  a  Provisional  Specification  (No.  3276  of  1895)  was  abandoned. 
"  A  subsequent  Provisional  Specification  (No.  2294  of  1896)  was  also  abandoned. 
"  It  should  perhaps  be  here  stated  tbat  your  Petitioner  has  invented  and 
"  patented  (No.  23,208  of  J  899)  another  automatic  locking  device  for  fuzes,  45 
u  which  has  been  applied  to  the  present  Service  time  and  percussion  fuze,  and 
"  and  is  now  under  consideration  by  the  War  Department.    This  last  mentioned 
"  Patent  is  not  under  the  control  of  the  Vickers,  Sons,  and  Maxim  Company,  Ld^ 
"  by  virtue  of  the  license  they  hold  (as  successors  to  the  Maxim  Nordenfelt 
"  Company,  Ld.)  covering  the  other  Patents  referred  to    in  this  Petition.  50 
"  (11)  In  June  1896  experiments  were  resumed.    The  Company  in  the  mean- 
"  time  had  become  possessed  of  a  range.    It  was,  however,  a  land  range  only— 
41  at  Eynsford — where  it  was  impossible  to  recover  fuzes  after  firing,. and  there- 
"  fore  the  cause  of  any  failure  of  the  fuze  in  action  that  occasionally  happened 
"  could  not  be  traced,  as  the  fuze  on  impact  was  always  destroyed.    (12)  During  55 
"  the  years  1896-1899,  thirty-seven  trials  were  made  at  Eynsford,  and  the  best 
"  endeavours  were  made  by  your  Petitioner  to  detect  errors  by  careful  observation. 
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"/The  errors  were  never  very  great  and  sometimes  altogether  absent,  but  the 
".occasional  variations  were  sufficient  to  prevent  the  faze  being  regarded  as 
"  ^perfect.  (13)  After  the  aforementioned  trials  it  was  felt  that  the  only  means 
"  of  arriving  at  a  satisfactory  solution  of  the  difficulties  which  beset  the  question 
5  "/Would  be  to  apply  to  the  War  Department  for  authority  to  fire  a  few  fuzes  at 
44  Shoeburyness,  over  water,  for  recovery.  Application  was  accordingly  made 
44  for  the  necessary  permission.  This  was  obtained,  and  on  the  19th  of  November 
"  1900,  ten  rounds  were  fired  to  sea  at  high  water,  and,  on  the  fall  of  the  tide, 
44  four  of  the  fuzes  were  recovered.    The  experience  thus  obtained  led  to  a  slight 

10' u  modification  of  one  of  the  internal  parts  of  the^f  uze,  and  authority  was  sought 
"for  a  further  trial  under  the  same  conditions.  On  its  being  granted,  twelve 
"  fuzes  were  fired  on  the  5th  of  July  1901.  Nine  of  these  fuzes  were  recovered 
44  and  so  little  damaged  that  your  Petitioner  was  able  to  detect  a  slight  fault  in 
14  the  construction,  which  fault  has  now  been  remedied,  and  he  believes  leaves 

16  "  the  fuze  perfect.  Twelve  improved  fuzes  were  therefore  manufactured,  and 
44  permission  for  further  trials  at  Shoeburyness  was  again  obtained.  The  11th 
44  of  October  1901  was  appointed  for  firing  these  fuzes,  but  a  thick  fog  on  that 
44  day. prevented  the  experiments  being  carried  out,  and  the  fuzes  were  left  with 
44  the  Superintendent  of  Experiments  at  Shoeburyness,  to  be  fired  on  the  first 

20  4<  favourable  opportunity.  This  opportunity  has  not  yet  occurred,  and  the 
44  twelve  fuzes  are  still  awaiting  trial.  (14)  Throughout  the  whole  of  theoe 
44  years  your  Petitioner  continually  endeavoured  to  get  the  necessary  experi- 
44  ments  pressed  forward.  He  was,  however,  always  assured  by  the  Company 
44  that  the  best  was  being  done,  and  that  the  great  and  obvious  difficulties  in 

25  *4  experimenting  with  artillery  were  solely  responsible  for  any  delay.  (15)  A 
44  mechanical  fuze  for  exploding  shells  has  been  the  want  of  artillerists  for 
44  several  decades.  So  far  no  inventor  has  so  nearly  attained  success  as  your 
44  Petitioner,  and  it  is  only  now,  when  he  is  on  the  eve  of  producing  a  reliable 
44  mechanical  fuze,  that  he  can  begin  to  look  forward  to  some  return  for  the 

30  u  amount  of  thought  and  labour  which  he  has  for  many  years  devoted  to  the 
44  subject.  (16)  The  invention  of  the  vane  is  patented  in  several  foreign 
44  countries,  and  the  lapse  of  the  English  Patent  will  result  in  the  loss  of  your 
44  Petitioner's  rights  in  some  of  those  countries." 

A  table  of  the  various  foreign  Patents  giving  their  respective  numbers  and 

35  dates  of  grant  followed. 

A  statement  of  accounts  was  submitted,  which  purported  to  show  that  the 
Petitioner  had  expended  about  1002.  and  had  been  reimbursed  nil. 

-  Appended  to  the  Petition  was  the  following  addendum  : — 44  With  reference 
44  to  the  statement  made  in  the  preceding  paragraph  13,  line  31,  et  seq.,  your 

40  "  Petitioner  has  received,  since  the  foregoing  was  printed,  a  communication 
44  from  VickerSy  Sons,  and  Maxim,  Ld.,  dated  the  15th  of  April,  1902,  as 
44  follows : — 4  With  reference  to  your  visit  here  a  few  days  ago,  we  beg  to 
4  4  inform  you  that,  having  written  to  Shoeburyness  and  Woolwich  on  the 
44  4  subject  of  firing  the  12  mechanical  fuzes,  we  find  that  they  were  duly  tried 

45  "  4  on  the  9th  of  January  last,  but  evidently  through  an  oversight  the  report 
44  4  was  not  sent  to  us.9  In  an  interview  your  Petitioner  has  since  had  with  a 
44  representative  of  the  firm,  he  was  told  that  this  information  was  obtained 
44  verbally  by  a  gentleman  in  the  employment  of  the  firm,  but  that  no  official 
44  communication  of  the  fact  had  yet  been  received  from  the  War  Department." 

50  The  Petitioner  appeared  in  person  ;  Sir  R.  Finlay,  A.G.,  and  Sutton  appeared 
for  the  Crown. 

The  Petitioner  referred  to  the  1887  edition  of  the  Official  "  Treatises  on 
44  Ammunition  "  to  indicate  the  state  of  the  art  in  respect  of  fuzes  when  he 
first  obtained  protection  for  his  invention  and  to  explain  the  method  of  pre- 

55  paring  the  present  Service  fuze.  He  contended  that  these  quotations  showed 
that  there  was  room  for  great  improvement  in  the  manufacture  of  fuses  for 
explosive  projectiles.    Since  then  no  advance  bad  been  made  in  the  art.    The 
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mechanical  faze  which  was  the  subject  of  his  Patent,  and  which  had  now  been 
perfected,  removed  nearly  all  the  objections  to  which  a  chemical  fuze  is  liable. 
Its  range  was  unlimited,  and  synchronised  with  the  range  of  the  gun.  It  had 
no  danger-point,  was  automatic  in  its  action,  no  safety  pins  had  to  be  withdrawn 
or  nuts  screwed  down,  and,  until  the  fuze  was  in  flight,  it  remained  unarmed.  5 
The  time  which  had  elapsed  since  the  grant  of  the  Patent  had  been  spent  in 
experimenting,  as  forces  were  encountered  for  which  no  data  existed.  These 
experiments  accounted  for  the  delay  in  working  the  invention,  and  resulted  in 
the  elimination  of  defects.  No  profits  had  been  made.  The  Petitioner  cited 
Stoney's  Patent  (5  R.P.C.  518).  10 

S.  V.  Dardier,  manager  to  Vickers,  Sons,  and  Maxim,  gave  evidence  as  an 
expert  in  favour  of  the  Petitioner,  whose  opening  statement  he  bore  out  as  to 
the  great  value  of  the  invention  and  the  difficulty  and  delay  in  carrying  out  the 
necessary  experiments. 

Sir  B.  Finlay,  A.G.,  for  the  Crown. — It  is  quite  true,  as  the    Petitioner  15 
alleges,  that  this  is  an  invention  which,  in  its  very  nature,  is  attended  with 
many  difficulties  as  regards  the  making  of  experiments.    It  is  an  invention 
which  takes  much  time  to  perfect,  and  is  capable  only  of  occasional  use.    If 
its  utility  could  ever  be  established  of  course  there  might  be  a  great  field  before 
it.    The  mere  fact  that  it  has  not  yet  come  into  use  does  not  prove  it  to  be  30 
devoid  of  utility.    Inquiries  have  been  made  with  regard  to  this  Patent,  and 
I  am  informed  that  there  are  considerable  possibilities  as  to  the    use    of 
mechanical  fuzes  somewhat  on  the  principle  suggested  by  the  Patentee.    On 
the  other  hand,  I  must  draw  attention  to  this — that  the  experiments  have  not 
been  so  conclusive  and  satisfactory  as  the  Petitioner  contends.    The  War  Office  25 
conducted  experiments  in  1888  and  1889  at  the  instance  of  the  Petitioner,  with 
the  result  that  they  declined  to  make  any  further  experiments  at  the  public 
expense.    He  then  went  to  Messrs.  Victors,  Sons,  and  Maxim,  and  in  1892  ' 
Messrs.  Vickers,  Sons,  and  Maxim  became  sole  licensees  under  the  Patent. 
Since  1892  everything  that  has  been  done  was  done  by  them,  and  the  result  of  30 
their  experience  is  that  they  decline  to  concur  in  the  application  for  prolongation. 
With  regard  to  the  accounts,  strict  proof  by  the  Petitioner  is  not  required,  as 
it  is  not  contended  that  he  has  made  any  profit.    As  to  the  allegation  in  general 
terms  in  the  Petition  that  foreign  Patents  will  expire  if  the  Patent  here  is  not 
prolonged,  that  is  a  circumstance  to  which  your  Lordships  may  give  some  35 
weight.    On  the  point  of  utility  Southby's  Patent  (8  R.P.C.  433  ;  L.R.  (1891) 
A.C.  432)  was  cited. 

Lord  MACNAGHTBN. — Their  Lordships,  having  considered  the  matter,  propose 
to  recommend  His  Majesty  to  extend  the  Patent  for  seven  years. 
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In  thh  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Byrne. 
March  14th  and  July  3rd,  4th,  and  28th,  1902. 

In  thb  Matter  of  the  Registered  Trade  Mark  of  Maurice  . 
5  *  John  Hart. 

* 

Trade  Mark  registered  for  the  whole  of  a  doss. — User  for  part  of  the  class. — 
Non-user  in  respect  of  other  goods  in  the  class,  but  dealing  in  these  by  the  owner 
of  (he  Trade  Mark. — Bona  fide  intention  to  use. — Abandonment. — Limitation 
to  part  of  class. 

10  H.  waa  the  owner  of  a  Trade  Mark  registered  in  1880  for  the  whole  of 
Class  42— that  is  for  "Substances  used  as  food,  or  ingredients  in  food  "  He 
used  it  for  part  of  the  class,  but  not  for  condensed  milk,  in  which  food  substance 
Tie  dealt  under  other  Trade  Marks.  Recently  H.  decided  to  use  his  mark,  a 
conventional  Red  Rose,  for  condensed  milk.    The  A.  8.  C.  M.  Co.,  desiring  to 

15  register  a  Red  Rose  device  which  they  had  been  using  far  condensed  milk,  were 
unable  to  do  so,  ox  H.'s  mark  was  still  on  the  Register  for  the  whole  of  Glass  42. 
They  accordingly  moved  to  have  the  mark  expunged,  or  limited  by  excluding 
condensed  milk  from  the  goods  for  which  it  was  registered. 

Held,  that  the  Register  should  be  rectified  by  excluding  condensed  milk  from 

20  the  goods  for  which  the  Trade  Mark  was  registered. 
Edwards  v.  Dennis  (L.R.  SO  Ch.  D.  454)  discussed. 

On  the  6th  of  October  1880,  a  Trade  Mark  (see  next  page)  was  registered  under 
No.  22,206  for  substances  used  as  food,  or  as  ingredients  in  food,  in  Class  42, 
by  Ja&ib  S.  Gates,  of  and  on  behalf  of  the  firm  of  H.  K.  and  F.  B.  Thurber  A  Go. 

25  On  the  22nd  of  April  1901,  Maurice  John  Hart  took  an  assignment  of  this  and 
certain  other  Trade  Marks,  together  with  the  goodwill  of  a  certain  business 
On  the  6th  of  March  1902,  the  Anglo-Swiss  Condensed  Milk  Company  gave 
notice  of  a  motion  that  the  Register  of  Trade  Marks  might  be  rectified  by 
expunging  therefrom  the  Trade  Mark  No.  22,206,  or,  in  the  alternative,  by 

30  excluding  "  Condensed  Milk  "  from  the  specification  of  goods  in  respect  of 
which  the  same  was  registered. 

The  motion  came  on  for  hearing  on  the  14th  of  March  1902,  and  was  then 
ordered  to  go  into  the  witness  list,  each  party  to  produce,  for  cross-examination, 
such  of  the  witnesses  who  had  made  affidavits  as  the  other  side  should  give 

85  notice  to  produce,  and  each  party  to  be  at  liberty  to  adduce  further  evidence, 
viva  voce.  The  motion  ultimately  came  on  for  hearing  before  Mr.  Justice 
BYRNE  on  the  3rd  of  July  1902. 

3  K 
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Rowden,  K.C.,  and  Sebastian  (instructed  by  McKenna  A  Go.)  appeared  for 
the  Applicants ;  Levett,  K.C.,  and  Griffith  Jones  (instructed  by  Newton  G. 
Driver)  appeared  for  the  Respondent ;  and  R.  J.  Parker  appeared  for  the 
Comptroller-General. 

The  facts  of  the  case  were  thus  stated  by  Mr.  Justice  Byrne  in  his  judgment : —  5 
"  The  Applicants,  the  Anglo-Swiss  Condensed  Milk  Company,  who  deal  only  in 
"  condensed  milk  in  tins,  have  for  about  17  years  past  continuously  used  in 
"  connection  with  one  quality  of  their  goods,  a  label  with  the  words (  Condensed 
"  c  Milk/  the  device  of  a  red  or  pink  rose  with  two  buds  and  leaves,  after  nature, 
"  and  the  words  '  Rose  Brand.1  And  they  have  advertised  in  their  price  lists  10 
"  these  goods  under  the  denomination  '  Rose  Brand.9  Some  millions  of  tins 
"  have  been  sold  with  these  labels.  On  the  12th  September  1901,  the  Applicants 
"  applied  to  register  their  mark  in  Class  42  in  respect  of  condensed  milk,  stating 
"  the  essential  particulars  to  be  the  device  and  the  word  ( Rose,9  disclaiming  any 
"  right  to  the  exclusive  use  of  the  added  matter,  and  stating  that  '  The  entry  of  15 


Red  Rose 


"  *  the  mark  upon  the  Register  shall  not  affect  the  right  of  any  owner  of  the 
"  *  name  "  Rose  "  to  the  use  of  that  name  or  the  foreign  equivalent  thereof.*  The 
"  Comptroller  declined  to  proceed  with  such  registration  without  the  consent  of 
"  the  Respondent,  Hart  (who  trades  as  Field  &  Co.),  on  the  ground  of  the 
"  existence  upon  the  Register  of  a  Mark,  No.  22,206,  consisting  of  a  conventional  20 
"  or  geometrical  quasi  floral  device  with  the  words  '  Red  Rose.'  The  application 
"  for  this  Mark,  No.  22,206,  is  dated  the  6th  October  1880,  and  registration  was 
"  duly  effected  for  Class  42,  for  '  Substances  used  as  food  or  as  ingredients 
"  '  in  food,'  in  the  name  of  Jacob  S.  Gates,  of  and  on  behalf  of  the  firm  of  H.  K. 
"  andF.  B.  Thurber  <t  Co.  At  the  same  time  five  other  marks  were  similarly  25 
41  registered,  all  for  goods  in  Class  42,  containing  other  devices  and  the  words 
"*  Yellow  Rose,*  'Tube  Rose,1  'White  Rose,1  * Favourite,'  Perfection,'  and 
"  'Lily  of  the  Valley,'  respectively.  All  such  title  to  these  Marks  as  existed  on 
•«  the  22nd  April  1901,  the  date  of  the  assignment  to  the  Respondent,  Hart, 
"  became  duly  vested  in  him.    The  Respondent  has  declined  to  consent,  and  the  so 
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"  Applicants  now  move  to  rectify  the  Register  by  expunging  Mark  22,206,  or, 
"  in  the  alternative,  by  excluding  condensed  milk  from  the  specification  of 
44  goods  in  respect  of  which  the  same  is  registered.  The  Comptroller  appears 
"  by  Counsel  and  supports  the  application,  but  he  and  the  Applicant  do  not 
5  u  insist  upon  an  Order  to  expunge  but  will  be  satisfied  by  an  Order  in  the  latter 
"  alternative.  The  Respondent's  predecessors  in  title  sold  varieties  of  canned 
"  goods,  such  as  fruit,  meat,  vegetables,  fish,  cereals,  and,  amongst  other  things, 
44  condensed  milk.  It  is,  however,  admitted  that  they  never  used  the  4  Red 
"  *  Rose '  mark  in  connection  with  condensed  milk.    Besides  selling  condensed 

10  "  milk  purchased  with  other  marks  upon  the  tins,  they  used  two  marks  of  their 
"  own,  'Favourite'  (registered  at  the  same  time  as  'Red  Rose')  and 'Stag,' 
"  in  connection  with  such  goods.  When  Hart  took  an  assignment  in  April 
44 1901,  he  did  so,  as  he  swears,  for  the  purpose  (amongst  others)  and  with  the 
44  intention  of  putting  upon  the  market  a  brand  of  condensed  milk  with  the 

15  *  Trade  Marks  of  Thurbers,  Ld.y  his  predecessors  in  title,  and  he  proves  that  he 
44  did  actually  negotiate  for  a  supply  of  condensed  milk  which  was  offered  as 
44  to  be  supplied  labelled  or  unlabelled,  or  with  a  label  of  HarVs  design, 
44  without  extra  charge,  at  a  date  anterior  to  the  receipt  of  a  letter  from  the 
44  Applicants,  dated  the  31st  October  1901,  which  he  states  was  the  first  notice 

20  u  he  ever  had  of  the  Applicants'  user  of  the  4  Rose '  label,  which  they  desire  to 
44  register.  Hart  also  deposes  that  as  soon  as  satisfactory  arrangements  are 
44  completed,  and  this  motion  disposed  of,  he  shall  carry  out  his  contemplated 
44  intention  of  selling  condensed  milk  under  the  series  of  the  4  Red* Rose'  Trade 
44  Marks.     Mr.  Richards,  who  has  been,  since    1879,  connected    in    business 

25  "  with  the  respective  predecessors  in  title  of  the  Respondent,  Hart,  gave  evidence 
44  that  he  had  no  knowledge  of  the  user  by  the  Applicants  of  their  4  Rose '  label 
44  until  the  beginning  of  November  1901.  This  fact  may,  no  doubt,  be  attribut- 
44  able  to  the  fact  that  the  4  Red  Rose '  mark  was  never  used  for  condensed 
44  milk,  so  that  competition  did  not  arise." 

30  Rowden,  E.C.,  and  Sebastian. — This  Trade  Mark  has  never  been  used  by  the 
Respondent  and  is  dormant.  The  case  is  entirely  covered  by  authority.  For 
Hart  to  say  now  that  he  is  prepared  to  use  the  "  Red  Rose  Brand  "  for  milk  is  in 
reality  a  fraud  upon  us.  A  recent  case  in  point  is  that  of  Re  the  Trade  Marks  of 
Suier  Hartmann  and  Rahtjen's  Composition  Company,  Ld.  (ante,  page  42).    In 

35  that  case  the  Company  were  owners  of  two  Trade  Marks,  registered  for  the  whole 
of  a  class.  On  a  motion  by  an  Applicant,  who  had  been  refused  registration  of  a 
mark  for  certain  goods  in  that  class,  the  registered  Trade  Marks  were  limited  to 
the  goods  for  which  they  were  actually  used  by  the  Company.  That  decision, 
in  principle,  followed  Edwards  v.  Dennis  (L.R.  30  Ch.  D.  454)  and  Hargreaves 

40  ▼.  Freeman  (8  R.P.C.  *37  ;  L.R.  (1891)  3  Ch.  D.  39).  The  Respondent's  prede- 
cessors had  not,  at  the  time  of  registration,  a  bond  fide  intention  of  using  this  mark 
on  condensed  milk,  nor  was  there  any  real  user  of  the  mark  before  or  since  regis* 
tration.  On  that  ground,  under  section  90  of  the  Patents,  Designs,  and  Trade 
Marks  Act,  the  Applicants  are  entitled  to  have  the  Register  rectified.      (Re 

45  the  Trade  Marks  of  John  Bait  in  Co.,  15  R.P.C.  266  and  534 ;  L.R.  (1898) 
2  Ch.  432.)  According  to  section  70,  "  A  Trade  Mark,  when  registered,  shall  be 
44  assigned  and  transmitted  only  in  connection  with  the  goodwill  of  the  business 
44  concerned  in  the  particular  goods,  or  classes  of  goods,  for  which  it  has  been 
44  registered,  and  shall  be  determinable  with  that  goodwill."    Hart  was  not  in 

50  a  position  to  say  he  bought  the  "  Red  Rose  Brand  "  in  connection  with  a  good- 
will in  condensed  milk.  [Byrne,  J. — In  your  interpretation  you  seem  to  add 
the  words  "and  used  " — u  the  particular  goods,  or  classes  of  goods,  for  which  it 
44  has  been  registered  and  used."]  There  cannot  be  a  goodwill  in  condensed 
milk  which  never  existed.    Goodwill  implies  user,  and  mere  registration  is  not 

55  equivalent  to  user.  (Re  BaWs  Trade  Marks.)  The  important  fact  in  Bait's 
case  was  not  non-sale  but  non-user.  [Byrnb,  J. — What  Mr.  Justice  Romer 
emphasised  in  his  judgment  was  the  absence  of  a  bond  fide  intention  to  use  in 
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the  class.]  He  was  following  Edwards  v.  Dennis.  [On  the  point  of  expunging 
a  mark  from  the  Register,  reference  was  made  to  Sebastian  on  Trade 
Marks,  and  to  Kerly  on  Trade  Marks.]  [BYRNE,  J.— I  am  not  aware  of 
any  case  in  which  it  was  held  that  a  dormant  mark  could  be  struck  off  the 
Register  on  the  ground  of  deceit.]  The  reasoning  of  the  Court  of  Appeal  in  5 
BaWs  case,  per  Lindley,  M.R.,  seems  to  answer  that.  He  said  :  "  The  Appli- 
"  cants  are  parties  aggrieved ;  for  the  Trade  Mark  they  desire  to  have  registered 
"  is  kept  off  the  Register  by  reason  of  the  presence  on  it  of  the  marks  of 
"  J.  Bait  &  Co.  The  entry  of  these  marks  is  4  an  entry  made  without  sufficient 
44  4  cause  in  the  Register.'  We  are  not  disposed  to  put  a  narrow  construction  on  10 
44  this  expression,  nor  to  read  it  as  if  the  word  4  made '  were  the  all-important 
44  word,  and  as  if  the  words  '  made  without  sufficient  cause '  were  made  without 
44  sufficient  cause  at  the  time  of  registration,  so  as  to  be  confined  to  that  precise 
44  time.  If  an  entry  is  at  any  time  on  the  Register  without  sufficient  cause, 
44  however  it  got  there,  it  ought,  in  our  opinion,  to  be  treated  as  covered  by  the  15 
44  words  of  the  section.  The  continuance  there  can  answer  no  legitimate 
44  purpose  ;  its  existence  is  purely  baneful  to  trade,  and,  in  our  opinion,  in  the 
44  case  supposed,  the  Court  has  power  to  expunge  or  vary  it."  So  here,  Harfs 
dormant  Trade  Mark,  it  is  submitted,  is  baneful  to  trade,  and  the  Court  has 
power  to  expunge  or  vary  it.  With  regard  to  the  successive  assignments  20 
of  Hart' 8  Trade  Mark,  it  is*  submitted  that  one  assignment  was  by  a  mortgagee 
who  never  used  and  purported  to  convey  as  owner,  and  that  his  title  and  that 
of  subsequent  assignees,  who  claimed  through  him,  was  bad.  We  do  not  desire 
to  have  the  mark  expunged,  but  we  shall  be  satisfied  if  the  registration  is 
limited  so  as  to  exclude  condensed  milk.  25 

The  following  witnesses  who  had  made  affidavits  in  support  of  the  Appli- 
cants were  then  cross-examined  : — William  Thomas  Bilson,  London  manager 
of  the  Anglo-Swiss  Condensed  Milk  Company  ;  George  Foxon,  an  employe  of 
the  same  Company  ;  and  Andrew  Ferguson  Fryer,  a  former  clerk  to  one  of  the 
assignees.  30 

Edward  Richards^  a  dealer  in  canned  goods,  Maurice  John  Hart,  and  Thomas 
Palmer ;  also  a  dealer  in  canned  goods,  were  the  witnesses  called  for  the 
Respondent. 

R.  J.  Parker. — Traders  cannot  be  expected  to  search  and  know  the  Register, 
and  the  public  should  be  protected  against  dormant  Trade  Marks.  They  are  85 
inconsistent  with  a  trader's  common  law  right  to  his  unregistered  Trade  Mark, 
acquired  in  ignorance  of  a  similar  dormant  mark  on  the  Register.  [Levett, 
K.C. — He  could  himself  register.]  That  is  no  reason  for  depriving  him  of  his 
common  law  right.  Here  there  was  18  years'  user.  If  someone  else  can  then 
come  and  claim  a  superior  right  because  he  previously  registered  a  similar  40 
brand  the  trader  is  injured  and  the  public  deceived.  [BYRNE,  J. — Before  he 
had  notice  Hart  had  a  bond  fide  intention  to  actually  use  this  mark.]  It  could 
not  te  bond  fide  when  he  knew  it  would  rob  another  person.  [BYRNE,  «7. — 
Suppose  three  months  before  he  had  actually  commenced  to  use.  Would  that 
make  no  difference  ?]  Possibly.  [Byrne,  J. — There  is  no  difference  between  45 
about  to  commence  and  has  just  commenced.]  It  was  never  intended  when 
the  Trade  Marks  Act  was  passed  that  a  man  should  register  and  then  lie  by  and 
take  after  a  lapse  of  years  the  benefit  of  another's  reputation.  Bait's  Trade 
Marks  ought  to  be  followed  and  the  mark  limited. 

Levett,  K.C.,  and  Griffith  Jones. --Edwards  v.  Dennis  does  not  apply  50 
to  this  case,  as  there  the  parties  traded  in  entirely  distinct  goods,  but 
here  both  the  Applicants  and  the  Respondent  deal  in  condensed  milk.  It 
cannot  be  expected  that  a  man  must  continually  and  every  day  keep  on 
using  his  Trade  Mark  at  the  peril  otherwise  of  losing  his  rights.  [BYRNE,  J. — 
Without  requiring  so  much  one  might  expect  a  reasonable  user.]  The  55 
original  registration  was  made  bond  fide  by  a  firm  which  dealt  in.  condensed 
milk  ;  there  has  been  a  continual  bond  fide  user  since  for  articles  in  the  same 


Vol.  XIX.,  No.  29.]      AND  TRADE  MARK  OASES.  573 


In  the  Matter  of  the  Registered  Trade  Mark  of  Maurice  John  Hart. 

class  as  condensed  milk  ;  there  has  been  a  bond  fide  dealing  in  condensed  milk  ; 
and  there  was  a  bond  fide  intention  on  the  part  of  the  present  owner  of  the 
44  Red  Rose  "  mark  before  this  matter  was  ever  heard  of  to  use  it  in  connection 
with  condensed  milk.  Therefore,  Re  BaWs  Trade  Marks  does  not  apply.  The 
5  mere  lapse  of  years  does  not  affect  HarVs  rights  as  no  abandonment  has  been 
proved.  There  was  never  abandonment  by  which  alone  a  bond  fide  registration 
can  be  lost. 

Rowden,  K.C.,  in  reply. — The  principle  we  assert  is  that  user  is  essential. 
The  fact  that  the  Respondent's  predecessors  sold  condensed  milk  under  another 

10  than  the  "  Rose"  brand  is  against  him,  as  it  shows  that  they  did  not  intend 
to  use  it.    That  was  done  for  20  years,  and  is  probably  in  itself  evidence  of 
abandonment. 
Judgment  was  reserved  and  delivered  on  the  28th  of  July  1902. 
Byrne,  «/.,  after  stating  the  facts  stated,  ante,  pages  570  and  571,  continued  : — 

15  The  circumstances  of  the  present  case  differ  from  the  circumstances  in 
Edwards  v.  Dennis  in  this  respect — that  the  business,  the  goodwill  whereof 
has  been  assigned  to  the  Respondent  Hart,  was  a  business  which  included  the 
sale  of  condensed  milk,  whereas  in  Edwards  v.  Dennis  the  business  of  the 
Respondents  did  not  include  dealing  in  the  description  of  goods  in  respect  of 

20  which  the  Applicant  sought  to  have  the  Register  rectified.  The  first  point  for 
consideration  is  whether  or  not  the  principle  applied  in  Edwards  v.  Dennis 
ought  to  be  acted  upon  in  a  case  where  the  goods  of  a  particular  description  in 
Class  42  have  been  sold,  but  never  in  connection  with  the  Trade  Mark  in 
question.    It  is,  I  think,  clear  on  the  facts,  not  only  that  there  was  no  user  of 

25  the  mark  in  connection  with  condensed  milk,  but  that  there  could  not  have 
been  any  immediate  intention  so  to  use  the  mark  when  it  was  originally 
registered.  If  there  was  ever  any  vague  original  intention  of  the  kind  (in 
support  of  which  there  is  no  evidence)  it  was  not  acted  upon  and  was  given  up, 
as  is  shown  by  non-user  and  subsequent  user  of  other  marks  for  the  same 

30  description  of  goods. 

There  is  no  such  difference  between  the  provisions  of  the  Act  of  1875,  which 
was  the  Act  considered  in  Edwards  v.  Dennis,  and  the  provisions  of  the  Acts 
now  in  force  as  to  render  that  case  inapplicable  as  an  authority.  It  follows  that, 
notwithstanding  the  fact  that  after  the  expiration  of  five  years  from  the  date  of 

35  registration  such  registration  is  conclusive  evidence  of  right  to  the  exclusive 
use  of  the  mark,  it  does  not  preclude  an  application  to  remove  if  it  ought  not 
originally  to  have  been  placed  there.  I  have  not  to  deal  with  a  case  where 
there  has  been  some  de  facto  user  of  the  mark  in  respect  of  the  particular 
goods,  nor  with  a  case  where  a  mark,  having  been  used  in  connection  with 

40  certain  goods,  the  business  has  been  or  is  about  to  be  extended  to  the  sale  of 
other  goods  within  the  class  for  which  registration  has  been  effected,  and  I  can 
see  that  different  considerations  may  well  arise  in  varying  circumstances.  But 
confining  myself  to  the  facts  of  the  present  case,  first,  registration  of  the  mark 
for  a  whole  class,  then  user  of  the  mark  for  some  goods  in  that  class,  sale  of  other 

45  goods  in  the  same  class  for  more  than  20  years,  always  in  connection  with  other 
marks  and  never  in  connection  with  the  mark  in  question,  I  can  only  come  to 
the  conclusion  that  in  respect  of  the  last-named  articles  there  never  was,  at  the 
time  of  registration,  any  such  intention  to  use  the  mark  as  to  bring  the  case 
within  the  principle  requiring  de  facto  user  or  immediate  intention  to  use  the 

50  mark  in  connection  with  a  particular  description  of  goods  at  the  time  of  registra- 
tion to  entitle  a  man  to  be  on  the  Register  in  respect  of  such  goods.     1  think  that 
the  case  of  In  re  BatVs  Trade  Mark  (L.R.  (1898)  2  Ch.  432)  supports  the  view 
I  take. 
This    renders    it    unnecessary    to    decide   the    question    of   abandonment, 

55  and  I  will  only  say  that  this  must  be  a  question  of  intention,  as  was  pointed 
out  by  Mr.  Justice  Ohitty  in  Mouson  v.  Boehm  (L.R.  26  Ch.  D.  398),  and  I  should 
feel  great  difficulty  in  holding  that  where,  as  in  the  present  case,  the  only  user 
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relied  on,  so  far  as  concerns  the  particular  goods,  is  that  evidenced  .by  the  mark 
having  been  five  years  on  the  Register,  there  has  been  no  abandonment,  when, 
for  more  than  15  years  subsequent  to  such  five  years,  and  prior  to  the  assign- 
ment to  the  Respondent,  there  had  been  no  user,  but  a  sale  of  the  description  of 
goods  with  user  of  other  and  different  marks.  5 

,  •  I  think  that  the  Register  ought  to  be  amended  by  excluding  condensed  milk 
from  the  class  of  goods  for  which  the  mark  stands  on  the  Register.  I  have  not 
sufficient  material  before  me  to  enable  me  to  place  any  greater  .limitation  npon 
the  class,  unless  the  Respondent,  for  his  own  protection  against  possible 
subsequent  applications,  desires  it,  in  which  case  I  will  assist  him.  10 

I  .am  not  quite  sure  whether  he  has  ever  sold  anything  excepting  canned 
goods ;  otherwise,  if  he  has  only  sold  canned  goods,  it  occurred  to  me  that 
it  would  be  rather  for  his  advantage,  if  it  is  to  be  amended  at  all,  that  it  should 
be  confined  to  canned  goods  ;  but  there  was  some  corn  or  hominy,  and  I  think 
goods  of  that  class  were  not  sold  in  tins,  so  I  do  not  propose  to  limit  it,  unless  15 
he  desires  it,  more  than  in  the  way  I  have  stated. 

The  Respondent  must  pay  the  costs  of  this  application,  including  those  of  the 
Comptroller. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice   Buckley.  20 

August  1st  and  6th,  1902. 

In  the  Court  op  Appeal. 

Before  Lords   Justices   Vaughan   Williams   and   Mathew. 

August  11th,  1902. 

Army  and  Navy  Co-operative  Society,  Ld.  v.  Army,  Navy,  and  Civil  25 
Service  Co-operative  Society  op  South  Africa,  Ld. 

Trade  name.— Name  of  Limited  Company.— Motion  for  interlocutory  injunc- 
tion.—Probability  of  deception.— Delay.— Injunction  granted. — Form  of  Order. 
— Appeal  dismissed  on  agreed  terms. 

The  Army  and  Navy  Co-operative  Society,  Ld.,  which  liad  been  incorporated  30 
for  SO  years,  commenced  an  action  against  a  recently  incorjjorated  Company 
called  Army,  Navy,  and  Civil  Service  Co-operative  Society  of  South  Africa,  Ld., 
to  restrain  it  from  using  that  name,  andmpvedfor  an  interlocutory injunction. 
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Held,  by  Buckley,  J.,  that  the  Defendants'  name  was  calculated  to  deceive, 
and  that  a  delay  of  three  months  since  the  incorporation  of  the  Defendant 
Company  was  sufficiently  explained.  An  interlocutory  injunction  was  granted, 
hut  words  zvere  directed  to  be  inserted  in  the  Order  permitting  the  Defendant 
5  Company  to  use  its  name  for  a  short  period  provided  it  added  that  it  had  no 
connection  with  the  Plaintiff  Company. 

The  Defendants  appealed. 

On  the  hearing  of  the  appeal  the  Defendants  undertook  to  change  their  name 
to  Naval,  Military,  and  Civil  Service  Co-operative  Society  of  South  Africa,  Ld., 
10  and  the  appeal  was  dismissed  with  costs,  the  hearing  of  the  motion  being  treated 
as  the  trial. 

The  Army  and  Navy  Co-operative  Society,  Ld.,  commenced,  on  the  26th  of 
July  1902,  an  action  against  a  Company  called  •'  Army,  Navy,  and  Civil  Service 
"  Co-operative  Society  of  South  Africa,  Ld.,"  to  restrain  it  from  using  or  carrying 

15  on  business  under  that  name,  or  any  other  name  which  included  the  name  of 
the  Plaintiff  Company,  or  was  similar  to,  or  so  nearly  resembled  the  same,  as  to 
be  calculated  to  deceive. 

The  following  facts  are  taken  from  the  first  part  of  the  judgment  of 
BUCKLEY,  J. : — "  In  the  year  1871  there  was  registered  in  this  country  a 

20  <k  Company  by  the  name  of  the  lArmy  and  Navy  Co-operative  Society,  Ld.1  It 
"  has  carried  on  business  ever  since,  for  the  last  30  years  or  more,  and  its  offices 
"  are  at  105,  Victoria  Street,  Westminster.  It  has  a  depot  at  Plymouth,  it  has 
"  branches  at  Bombay  and  Calcutta,  and  it  does  business  with  South  Africa  to 
"  some  extent — not  a  trivial  extent ;  there  is  evidence  that  for  a  period  of  six 

25  "  months  the  trading  amounted  to  3t>,000/.  The  Plaintiffs  say,  not  that  they  have 
"  a  branch,  but  that  they  have  agents  in  Cape  Town,  Port  Elizabeth,  and  East 
"  London.  Also,  many  years  ago,  there  was  formed  in  this  country  a  Company 
"  by  the  name  of  the  *  Civil  Service  Co-operative  Society,  Ld.,'  and  that  has 
"  carried  on  business  ever  since.    On  the  24th  of  April  of  this  year  (1902)  there 

30  "  was  incorporated  the  Defendant  Company  by  the  name  of  the  Army,  Navy, 
"  and  Civil  Service  Co-operative  Society  of  South  Africa,  Ld." 

The  Plaintiff  Company  gave  notice  of  motion  for  an  interlocutory  injunction, 
"  That  the  Defendant  Company,  Army,  Navy,  and  Civil  Service  Co-operative 
"  Society  of  South  Africa,  Ld.,  may  be  restrained  until  the  trial  of  this  action, 

35  "  or  until  further  Order  by  the  Order  and  injunction  of  this  Honourable  Court, 
"  from  using  or  carrying  on  business  under  their  present  name  of  Army,  Navy, 
"  and  Civil  Service  Co-operative  Society  of  South  Africa,  Ld.,  or  under  any  other 
"  name  which  includes  the  name  of  the  Plaintiff  Company,  or  which  is  similar 
"  to  or  only  colourably  different  from  the  name  of  the  Plaintiff  Company,  or  so 

40  "  nearly  resembles  the  same  as  to  be  calculated  to  deceive  the  public,  or  to 

m  "  induce  the  belief  that  the  business  carried  on  by  the  Defendant  Company  is 

"  the  business  carried  on  by  the  Plaintiff  Company,  or  in  any  way  connected 

"  therewith,  and  from  issuing  any  prospectus  or  form  of  application  for  shares  in 

"  the  Defendant  Company  to  any  of  the  shareholders  in  the  Plaintiff  Company 

45  u  without  a  memorandum  or  statement  printed  thereon  to  the  effect  that  the 
"  Defendant  Company  and  their  business  are  not  in  any  way  connected  with 
"  the  Plaintiff  Company  or  their  business." 

The  motion  came  on  before  Mr.  Justice  BUCKLEY  on  the  1st  of  August,  when, 
on  the  Defendant  Company  undertaking  not  to  issue  any  more  prospectuses  or 

50  allot  any  more  shares,  it  was  ordered  to  stand  over  until  the  6th  of  August, 
leave  being  given  to  amend  by  adding  the  Civil  Service  Society,  Ld.,  as 
co-Plaintiffs,  which,  however,  was  not  done.  The  motion  came  on  for  hearing 
before  Mr.  Justice  BUCKLEY  on  the  6th  of  August. 
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H.  Terrell,  K.C.,  and  Elgood  (instructed  by  Tyrrett-Lewis,  Lewie,  and 
Broadbent)  appeared  for  Plaintiffs ;  Buckmaster,  K.C.,  and  George  Cave 
(instructed  by  Milner  and  Bickford)  appeared  for  the  Defendants. 

BUCKLEY,  J.,  after  stating  the  facts  as  stated,  ante,  page  575,  continued : — 
Now  the  law  on  this  matter,  I  think,  is  reasonably  plain,  after  the  numerous  5 
decisions  that  there  have  been.    If  a  person,  using  his  own  name  and  adding  to 
it  some  true  statement  of  fact  as  that  his  brothers  or  his  sons  are  his  partners 
in  business,  trades  under  the  name  of   "  Turton,  Sons  &  Co.,"  or  "  Turton, 
"  Brothers  &  Co.,"  or  something  of  that  kind,  being  a  true  statement  of  fact  that 
his  name  is  "  Turton"  and  that  his  sons  or  brothers  are  his  partners,  the  law  \q 
does  not  allow  anybody  to  restrain  him  from  using  his  own  true  name  and 
making  a  true  statement  of  fact  as  to  what  is  the  constitution  of  his  firm  (that 
was  the  decision  in  Turton  v  Turton*)  ;  except,  I  think,  that  after  the  decision 
of  the  House  of  Lords  in  Reddaway  v.  Banham,\  that  may  be  required  to  be 
modified  to  this  extent,  that  if  the  name  so  used  though  true  in  point  of  fact  J5 
being  the  use  of  the  man's  own  name  or  the  firm  name,  has  acquired  a  secondary 
meaning  in  which  it  is  not  true,  then  it  is  possible  that  he  might  be  restrained 
from  using  it ;  because  as  Lord  Macnaghten  said  in  Reddaway  v.  Banham,  the 
value  of  the  firm's  name  in  that  supposed  state  of  things  would  really  lie  in  its 
duplicity  in  that  it  bore  a  secondary  meaning  in  which  it  was  untrue.    That  is  a  go 
class  of  cases  where  a  man  is  using  his  own  name,  with  or  without  an  addition 
which  is  true.     But  the  case  with  which  I  have  to  deal  is  not  of  a  name  which 
is  the  person's  own  name  or  a  mere  statement  of  fact,  but  is  a  case  of  the 
assumption  of  a  name  at  the  will  of  the  person  using  it.    When  anybody  goes 
to  register  a  Company  under  the  Companies  Acts,  he  may  take  such  name  as  he  25 
is  minded  to  take,  unless  he  is  precluded  by  section  20  of  the  Act  through 
some  similarity  to  an  existing  name.    Therefore  the  case  with  which  I  have  to 
deal  is  one  in  which  the  Defendants  have  chosen  to  take  a  particular  name  ; 
they  have  assumed  that  name  and  they  are  entitled  to  do  so,  unless  they  are 
doing  something  which  is  wrong.  30 

Now  in  what  case  would  it  be  wrong  ?  The  Plaintiffs  have  no  right  to  the 
words  "Army  and  Navy,"  or  the  words  "Co-operative  Society,"  or  any 
combination  of  those  words.  Their  right  lies  in  this,  that  they  may  sue  if  a 
defendant  is  fraudulently  adopting  a  name  for  the  purposes  of  pretending  that 
his  trade  is  their  trade,  and  if  he  be  not  fraudulent  at  all,  still  the  Plaintiffs  35 
may  sue  "  in  property  "  if  he  is  adopting  a  name  the  result  of  which  will  be 
that  the  defendant  will  be  taking  the  Plaintiffs1  property  in  the  sense  that 
persons  will  go  to  the  defendant  to  trade  with  him  when  they  meant  to  go  to 
the  Plaintiffs,  meaning  to  trade  with  them.  Whether  the  fancy  name  adopted 
is  one  which  will  have  that  result  or  not  is  purely  a  question  of  fact  in  all  these  40 
cases,  and  in  the  present  case  the  question  to  be  examined  is,  as  a  matter  of 
fact,  have  the  Defendants  taken  this  name  either  fraudulently  or  so  as  to 
infringe  the  Plaintiffs'  rights  of  property  ? 

Now  the  Defendants  say,  fraud  there  is  none  ;  that  their  trade  is  going  to  be 
in  South  Africa  and  the  Plaintiffs'  trade  is  not  in  South  Africa.  In  saying  that,  45 
they  seem  to  me  to  overlook  one  rather  patent  fact,  that  the  Plaintiffs'  head 
place  of  business  is  at  105,  Victoria  Street,  Westminster,  and  the  Defendants' 
office  in  this  country  is  at  25,  Victoria  Street,  Westminster,  It  may  very  well  be, 
of  course,  that  persons  who  are  wishful  and  desirous  of  ordering  goods 
for  South  Africa  may  write  to  Victoria  Street,  Westminster,  to  order  them,  and  50 
may  send  their  orders  to  the  Defendants'  office  when  they  meant  to  send  them 
to  the  Plaintiffs'  office.    I  have  no  evidence  before  me  addressed  to  trading : 


•  L.E.  42  CD.  128. 

t  13  B.P.C.  218  ;  L.B.  (1896)  A.C.  199. 
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the  Defendant  Company  has  not  got  as  far  as  that  yet ;  but  the  evidence  before 
me  is  confined  to  this,  that  the  Defendants  in  May  issued  a  prospectus,  and  on 
that  they  got  applications  for  a  little  over  18,000  shares ;  in  July  they  issued 
another  prospectus  and  upon  that  they  got  applications  for  a  further  25,000 
5  shares,  and  in  July  the  Plaintiffs  received  a  number  of  letters  from  persons 
obviously  written  in  the  belief  that  the  Company  in  which  they  were  invited  to 
apply  for  shares  had  something  to  do  with  the  Plaintiff  Company.  In  some 
cases  they  sent  to  the  Plaintiff  Company  their  applications  for  shares  in  the 
Defendant  Company :  in  other  cases  they  wrote  to  the  Plaintiff  Company  and 

10  said  :  "  Please  apply  my  deposit  with  you  to  pay  for  the  shares ;  "  in  others, 
they  simply  wrote  for  information  to  ask  whether  the  Defendant  Company  was 
an  offshoot  or  an  offspring  of  the  Plaintiff  Company  or  not ;  but  there  is 
evidence  of  probability  of  deceit  to  that  extent,  that  persons  have  written 
thinking  that  the  Defendant  Society  was  connected  with,  or  an  offshoot  of,  or 

15   had  something  to  do  with  the  Plaintiff  Society. 

Beyond  that,  1  have  to  examine,  as  a  question  of  fact,  what  will  be  the  result 
of  the  trading  ?  The  name  of  the  Plaintiff  Society  is  very  well  known  ;  the 
name  of  the  Civil  Service  Co-operative  Society  is  very  well  known  ;  and  it  may 
very  well  be  that  persons  who  are  intending  to  trade  with  either  one  of  those 

20  two  Societies,  of  which  the  Plaintiffs  are  one,  may  suppose  that  this  Society  is 
constituted  by  an  amalgamation  of  those  two  well-known  Societies. 

Upon  that  I  have  the  authority  of  the  House  of  Lords  in  the  case  of  the 
Manchester  Brewery  Company  v.  North  CJieshire  and  Manchester  Brewery 
Company  (L.R.  (1899)  App.  Cas.  83),  to  say  that  it  is  a  question  for  me — if  one 

25  saw  this  name  what  inference  would  one  draw  ?  Lord  Halsbury  went  so  far  as 
to  say  that  that  was  a  question  on  which  no  witness  would  be  entitled  to  say 
anything,  because  it  was  the  very  question  the  House  itself  had  to  decide.  I 
should  answer  that  question  by  saying  that  there  is  every  probability  that 
people  would  think  that  this  Defendant  Society  was  arrived  at  by  some 

30  amalgamation  or  some  agreement  come  to  between  those  two  well-known 
Societies.  But  then  I  am  pressed  with  this  by  the  Defendants,  and  rightly  so, 
that  in  Sawnders  v.  Sun  Life  Assurance  Company  of  Canada  (L.R.  (1894) 
1  Ch.  537),  an  injunction  was  refused ;  but  when  you  look  at  that  case,  it 
seems  to  me,  so  far  from  being  an  authority  in  the  Defendants'  favour  it  is 

35  really  against  them,  because  the  facts  there  were  that  the  Sun  Life  Assurance 
Company  of  Canada,  who  were  the  Defendants  in  the  action,  were  a  Company 
who  had  existed  by  that  name  for  more  than  11  years  past,  and  had  been 
incorporated  by  that  name  in  Canada,  and  what  they  were  doing  was  simply  to 
come  to  England  and  to  extend  their  business  to  life  assurance  business  in 

40  England  ;  and,  in  other  words,  it  was  a  case  falling  within  the  Turton  v.  Turton 
class  of  cases.  The  Defendants  were  coming  to  this  country  making  a  true 
statement  of  fact,  that  they  were  the  Sun  Life  Assurance  Company  of  Canada, 
and  they  were  not  taking  a  name  at  all.  They  were  coming  here  11  years  after 
they  had  been  incorporated  by  that  name,  and  seeking  to  obtain  business  here 

45  by  that  name ;  and  therefore  the  learned  Judge  came  to  the  conclusion  that 
they  acted  perfectly  honestly,  and  were  entitled  to  use  their  own  name  just  as 
much  as  Mr.  Turton  was  entitled  to  use  his  own  name. 

That  is  not  the  state  of  things  I  have  to  deal  with  here.  1  have  to  deal  with 
the  case  of  a  Company  that  assumes  this  name  for  the  first  time.     Why  did  it 

50  assume  names  so  well  known  as  these  ?  Why  did  it  take  its  offices  in  Victoria 
Street  ?  With  what  result  has  it  done  those  two  things  ?  Whether  it  did  so 
fraudulently  or  not,  it  seems  to  me  that  the  result  of  that,  upon  the  evidence 
before  me  and  the  conclusions  1  should  draw  myself  from  the  form  of  the 
name,  would  be  to  lead  me  to  this,  that  there  will  be  a  confusion  between  the 

55  Defendants  and  the  Plaintiffs  in  the  matter  of  trade,  and  that  there  will  be  an 
interference  with  the  Plaintiffs'  right  of  property — not  the  property  in  the 
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words  at  all,  bat  the  property  in  the  expectation  that  customers  who  deal  with 
them  may  deal  with  the  Defendants,  in  the  intention  all  the  time  of  dealing 
with  the  Plaintiffs. 

For  these  reasons  I  arrive  at  the  conclusion  that  the  Plaintiffs  are  entitled  to 
an  injunction.  5 

I  have  considered  whether  their  delay  from  May  to  July  ought  to  make  any 
difference  in  their  obtaining  an  interlocutory  injunction.  Upon  the  whole  I 
think  not.  It  seems  that  what  took  place  in  May  was  that  there  was  little 
response  to  the  prospectus,  and  the  Plaintiffs,  not  being  in  a  hurry,  thought 
probably  the  thing  would  come  to  nothing,  and  did  not  take  steps  at  that  time  ;  10 
they  did  not  want  to  rush  into  litigation.  Directly  the  further  prospectus  was 
issued  in  July  and  came  to  their  notice,  as  it  did  on  the  19th  of  July,  they  then 
took  action,  and  the  writ  was  issued,  I  think,  on  the  26th.  I  think  they  are  not 
too  late  in  applying  for  an  interlocutory  injunction. 

I  also  bear  this  in  mind,  that  in  granting  this  injunction  I  am  not  interfering  15 
with  any  going  business  or  anything  of  that  kind.    There  is  no  established 
business  at  present,  and  therefore  I  am  not  interfering  with  any  question  of 
that  kind. 

I  arrive,  therefore,  at  the  conclusion  that  the  Plaintiffs  are  entitled  to  an 
Order.  20 

After  some  discussion  on  the  form  of  the  Order  the  learned  Judge  granted  an 
injunction,  but  directed  a  proviso  to  be  added  to  the  Order  giving  the  Defendant 
Company  leave  to  use  their  then  present  name  provided  there  was  added  to  it, 
"  but  this  Company  has  no  connection  with  the  Army  and  Navy  Co-operative 
" Society,  Ld"  This  leave  to  be  for  a  fortnight,  and  if  within  that  fortnight  25 
notices  were  issued  by  the  Defendant  Company  convening  a  meeting  for  the 
purpose  of  changing  their  name,  then  the  leave  was  to  be  continued  for  a 
further  fortnight. 

The  Defendants  appealed.    In  addition  to  the  Counsel  who  appeared  below 
Warmingtoh,  K.C.,  appeared  for  the  Appellants.  30 

Warmington,  K.C. — The  two  names  are  different — the  Army  and  Navy 
Co-operative  Society,  Ld,,  is  the  Army  and  Navy  Stores,  Victoria  Street. 
The  Defendants  are  the  Army,  Navy,  and  Civil  Service  Co-operative  Society  of 
South  Africa,  Ld.,  and  they  are  a  new  Company  started  to  do  business  in 
South  Africa — not  in  England  at  all.  The  Defendant  Company's  offices  are  at  35 
25,  Victoria  Street,  because  the  Company  which  promoted  this  Company 
and  numerous  other  Companies  has  its  offices  there,  and  on  the  fifth  floor  there 
are  25  Companies  who  have  their  registered  offices  there.  The  Defendant 
Company  do  not  attach  any  value  to  the  registered  offices  being  there,  and 
are  willing  to  change  them  at  any  moment.  The  objection  that  the  Plaintiffs  40 
take  is  this — they  put  in  evidence  through  their  secretary  23  or  24  letters,  some 
of  which  show  that  the  writers  of  them  were  writing  to  the  Plaintiff  Company 
thinking  that  the  Defendant  Company  had  some  connection  with  the  Plaintiff 
Company,  and  asking  advice  with  regard  to  it.  But  there  is  not  a  shred  of 
evidence  that,  so  far  as  business  is  concerned,  there  is  likely  to  be  any  confusion.  45 
But  some  of  the  shareholders  of  the  Plaintiff  Company  think  there  is  some 
connection.  These  persons  have  received  a  prospectus,  and  it  is  clear  from  the 
prospectus  that  anyone  who  read  it  would  see  there  is  really  no  connection. 
I  submit  that,  upon  the  decisions  of  the  Courts,  if  there  is  an  intent  to  make  a 
distinction,  as  there  is  here  on  the  part  of  the  Defendants,  the  injunction  should  50 
not  go.  In  order  to  show  our  intention,  we  are  quite  willing  to  change  the 
position  of  the  words  "  South  Africa"  and  put  the  words  "  South  African  "  at 
the  commencement  of  our  title  and  call  it  the  u  South  African  Army,  Navy, 
44  and  Civil  Service  Society"  .  The  Plaintiff  Company  have  no  branch  in  South 
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Africa,  although  they  have  agents  there.  [MATHBW,  LJ. — The  question  is 
whether  people  may  not  be  misled.]  The  question  is  whether  the  title  is  one 
which,  if  adopted,  is  calculated  to  deceive  persons  trading  with  that  Company 
into  thinking  they  are  trading  with  the  other.  [VAUGHAN  WILLIAMS,  L.J., 
5  referred  to  the  North  Clieshire  and  Manchester  Brewery  Company  v.  Man- 
chester Brewery  Company  (L.R.  (1899)  A.C.  83).]  There  the  Defendant 
Company  was  coming  into  a  new  area  in  direct  competition  with  those  who 
were  complaining  of  the  name,  and  it  was  because  the  Defendant  Company 
were  doing  the  same  trade  in  the  same  area  that  their  name  was  held  calculated 

10  to  deceive.  [Vaughan  Williams,  LJ.— 1  suppose  the  Army  and  Navy 
Co-operative  Society  do  supply  officers  and  other  members  of  the  Society  even 
when  they  are  in  South  Africa  ?]  I  should  think  so,  but  their  trade  is  not  in 
South  Africa — their  trade  is  here.  [MaTHEW,  LJ. — Is  there  no  way  out  of  it 
by  rechristening  this  Society  to  satisfy  everybody  ?    You  have  not  got  to  work 

15  yet  ?]    No,  we  have  not. 

Terrell,  K.C.— The  Defendants  must  change  their  name.    The  learned  Judge 
stayed  execution  for  a  month  in  order  to  enable  them  to  do  that. 
Vaughan  Williams,  LJ.— What  change  do  you  suggest  ? 
After  some  further  discussion  the  name  of  "  Naval,  Military,  and  Civil 

20  "  Service  Co-operative  Society  of  South  Africa,  Ld.,"  was  agreed  upon. 

Warmingion,  K.C. — The  directors  of  the  Defendant  Society  feel  that  there 
are  suggestions  of  bad  faith  in  the  judgment.    I  have  spoken  to  my  learned 
friend  and  he  says  he  makes  no  imputation  of  bad  faith. 
MATHEW,  LJ. — There  is  no  ground  for  it  whatever. 

25       Warmington,  K.C— Of  course  we  shall  want  a  month  to  change  the  name. 
Terrell,  K.C. — The  learned  Judge  gave  them  a  mouth  ;  the  Order  as  to  the 
month  will  date  from  to-day  ? 
Vaughan  Williams,  LJ.— Yes. 
The  Order  made  by  the  Court  of  Appeal  was  as  follows  : — "  This  Court  doth 

30  ««  order  that  the  Defendants,  Army,  Navy,  and  Civil  Service  Co-operative 
44  Society  of  Smith  Africa,  Ld.,  be  perpetually  restrained  from  using  or  carrying 
44  on  business  under  their  present  name  of  Army,  Navy,  and  Civil  Service 
ifc  Co-operative  Society  of  South  Africa,  Ld.,  or  under  any  other  name  which  so 
"  includes  or  is  so  similar  to,  or  only  colourably  different  from,  the  name  of  the 

35  «  Plaintiff  Company,  or  so  nearly  resembles  the  same  as  to  be  calculated  to 
"  deceive  the  public,  or  to  induce  the  belief  that  the  business  carried  on  by  the 
44  Defendants  is  the  business  carried  on  by  the  Plaintiffs  or  in  any  way  connected 
44  therewith.  And,  the  Defendants  by  their  Counsel  undertaking  to  call  a 
44  meeting  of  their  members  for  the  purpose  of  changing  the  Defendants'  name 

4=0  "  to  the  Naval,  Military,  and  Civil  Service  Co-operative  Society  of  South  Africa, 
•4  Ld.,  it  is  ordered  that  the  restraint  imposed  by  this  Order  be  suspended  for  a 
44  month.  And  it  is  ordered,  that  the  Defendants  do  pay  to  the  Plaintiffs  their 
44  costs  of  this  action  and  the  costs  of  this  appeal,  such  costs  to  be  taxed  by  the 
44  Taxing  Master.    And  it  is  ordered,  that  all  further  proceedings  in  this  action 

45  «  be  stayed  except  for  the  purpose  of  enforcing  the  said  restraint,  and  for  that 
44  purpose  the  parties  are  to  be  at  liberty  to  apply  as  there  may  be  occasion." 
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July  14th,  15th,  16th,  and  17th,  and  October  30th,  1902. 


DA  VIES  v.  Curtis's  and  Harvby,  Ld. 


Patent. — Action  for  royalties. — Agreement. — Independent  invention.  5 

D.  was  the  inventor  of  a  new  gunpowder  for  blasting  purposes,  afterwards 
known  as  "  Argus "  powder,  in  respect  of  which  a  Provisional  Specification 
was  lodged  in  April  1898.  In  January  1899  an  agreement  was  made  between 
D.  and  C.  H.  &  Go.,  Ld.,  by  which  G.  H.  <t  Co.  agreed  to  pay  D.,  during  tJie 
continuance  of  the  agreement,  royalties  on  the  manufacture  of  the  "  Argus  "  jq 
powder,  and  it  was  provided  that  improvements  in  and  additions  to  D.'s  invention 
should  be  within  the  agreement.  G.  and  otJiers  were  afterwards  granted  Letters 
Patent  in  respect  of  another  gunpowder  which  afteitvards  came  to  be  known 
as  "  Bulldog  "  powder.  G.  H.  A  Go.  proceeded  to  manufacture  and  sell  this 
"  Bulldog  "  powder.  D.  thereupon  brought  an  action  for  royalties  under  the  15 
agreement,  contending  that  "Bulldog"  was  identical  in  composition  with 
"  Argus"  powder,  or,  alternatively,  was  an  improved  modification  of"  Argus" 
and  was  subject  to  the  agreement. 

Held,  that  the  use  of  lignite  instead  of  ordinary  charcoal  as  the  source  of 
carbon  in  the  composition  of  the  "  Argus "  powder  was  of  the  essence  of  the  20 
Plaintiffs  patented  invention;  and  that  the  Defendants  in  manufacturing 
"  Bulldog  "  powder  without  using  lignite  were  only  doing  what  all  the  world 
were  entitled  to  do  and  witlwut  infringing  D.'s  Patent;  and  that  such 
manufacture  did  not  come  within  the  agreement ;  and  also  thai  "  Bulldog " 
powder  was  not  an  improvement  in  or  addition  to  the  "  Argus  "  invention.  25 

The  action  was  dismissed  with  costs. 

Curtis's  and  Harvey,  Ld.,  carried  on  the  business  of  gunpowder  manufac- 
turers at  (among  other  places)  the  Karnes  Gunpowder  Mills  in  the  Kyles  of 
Bute,  and  Leyshon  Davies  was  the  manager  of  their  factory  there.  In  March 
1898  Davies  invented  a  new  gunpowder  for  blasting  purposes,  which  became  30 
known  as  "  Argus "  powder.  An  application  for  a  Patent  in  respect  of  this 
powder  was  made  on  the  26th  of  April  1898,  and  a  Provisional  Specification  was 
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lodged  by  Leyshon  Davies  and  Charles  William  Curtis.  On  the  25th  of 
January  1899  the  Complete  Specification  was  lodged,  and  on  the  6th  of  Jane 
1399  a  Patent  was  granted  to  Leyshon  Davies  and  C.  W.  Curtis  for  the  said 
invention. 
5  The  Complete  Specification  of  this  Patent  was  as  follows  : — "  This  invention 
44  has  for  its  object  to  provide  an  inexpensive  and  practically  flameless  explo- 
"  sive,  suitable  for  blasting  purposes,  especially  in  mines  where  the  production 
"  of  flame  is  objectionable  and  also  for  guns  and  other  small  arms.  The 
"  improved  explosive  is  composed  of  a  mixture  of  nitrate  of  potash  and  carbon 

10  "in  the  form  of  lignite  or  brown  coal  in  the  proportion  of  about  85  per  cent. 
44  of  the  former  to  14  per  cent,  of  the  latter  in  which  is  or  may  be  added  about 
44 1  per  cent,  of  sulphur.  We  have  found  that  the  quality  of  lignite  best 
"  suited  for  this  purpose  is  such  that  the  volatile  matter  in  it  does  not  exceed 
44  forty  per  cent,  nor  fell  below  thirty  per  cent,  of  its  weight  and  the  per  centage 

15  "  of  ash  ranges  from  about  seven  to  ten  per  cent.  In  case  the  lignite  in  its  natural 
44  condition  does  not  conform  to  these  requirements  it  may  be  subjected  to  a 
44  carbonising  operation  at  a  very  low  temperature  in  order  to  bring  it  into  the 
44  desired  condition,  but  it  will  be  understood  that  these  proportions  may  be 
44  subject  to  some  variation  according  to  the  exact  purpose  for  which  the  powder 

20  "  is  to  be  used.  The  explosive  should  be  prepared  in  the  manner  employed  in 
44  the  manufacture  of  gunpowder,  to  which  it  is  akin,  but  the  operation  of 
44  glazing  may  be  omitted.  The  explosive  may  be  prepared  and  used  in  the 
44  loose  granular  form  or  may  be  made  up  into  cartridges  and  fired  like 
44  ordinary  (44  black  ")  gunpowder."    The  claim  was  for 44  An  improved  explosive 

25  "  compounded  as  hereinbefore  described." 

On  the  13th  of  January  1899  an  agreement  was  made  between  Curtis*  s  and 
Harvey,  Ld.  and  Leyshon  Davies  whereby,  after  referring  to  the  application  for 
the  Patent,  Curtis**  and  Harvey,  Ld.  agreed  to  pay  during  the  continuance  of  th» 
agreement  to  Davies  a  royalty  of  20  per  cent,  upon  all  the  net  profits  which 

30  they  might  realise  by  the  sale  of  powder  manufactured  under  such  Patent. 
The  agreement  contained  provisions  for  ascertaining  such  net  profits  and  for 
the  keeping  of  accounts  and  also  a  provision  that  Curtis's  and  Harvey,  Ld.  and 
Davies  would  during  the  continuance  of  the  Patent,  so  long  as  it  was  being 
worked  on  joint  account  under  the  agreement,  communicate  and  explain  to  each 

35  other  any  improvements  in  or  addition  to  the  said  invention  which  might  be 

within  or  which  might  thereafter  come  to  their  knowledge  and  that  all  such 

improvements  and  additions  should  be  deemed  to  be  covered  by  and  included 

in  the  agreement  unless  otherwise  specially  arranged  in  writing. 

On  the  25th  of  March  1899,  Charles  Herbert  Curtis  and  others  applied  for 

40  and  obtained  a  Patent  for  an  improvement  in  the  manufacture  of  gunpowder 
and  blasting  cartridges. 

The  Complete  Specification,  which  was  lodged  on  the  3rd  of  August  1899, 
was  as  follows : — 
44  The  invention  relates  to  an  improvement  in  the  manufacture  of  gunpowder 

45  M  ordinarily  so  called  and  of  blasting  cartridges  made  from  gunpowder  whereby 
44  the  use  of  this  explosive  is  rendered  safe  for  use  in  dangerous  coal  and  other 
44  mines  without  fear  of  ignition  or  explosion  of  dust  or  gas. 

41  The  superiority  of  ordinary  blasting  powder  for  coal  getting  as  compared 
44  with  higher  explosives  has  long  been  admitted  owing  to  its  comparatively 

50  u  slow  and  consequently  spreading  action,  but  its  use  has  been  curtailed  in 
44  gaseous  and  fiery  mines  because  of  its  liability  to  cause  disaster  by  reason  of 
'•  the  heat  or  flames  evolved.  For  some  time  we  have  given  considerable 
44  attention  to  this  subject  and  have  come  to  the  conclusion  that  if  the  heat  of 
44  combustion  or  explosion  of  the  charge  could  be  utilized  for  the  evolution  of  a 

55  "  flame  destroying  gas  such  as  CO*  or  the  resolution  of  a  solid  into  a  liquid  or 
44  gaseous  form  the  gunpowder  could  be  rendered  safe  and  we  applied  this 
44  principle  in  our  Patents  Np,  22$  of  1898, 675(5  of  1898,  and  12,404  of  1898. 
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44  We  have  found,  that  potassium  nitrate  commonly  called  saltpetre  can  be 
"  used  in  place  of  oxalate  of  ammonia  or  bicarbonate  of  soda  or  bicarbonate  of 
44  potash  as  the  cooling  agent  in  a  cartridge  constructed  in  the  manner  described 
44  in  the  Specification  of  our  said  Patent  No.  232  of  1898  but  the  additional 
44  potassium  nitrate  used  as  a  cooler  is  not  an  explosive  and  does  not  appreciably  5 
"  add  to  the  strength  of  the  gunpowder.  We  have  also  found  that  the  cooling 
"  charge  of  potassium  nitrate  may  be  incorporated  with  the  powder  in  the 
"  process  of  manufacture.  When  the  excess  of  potassium  nitrate  is  so  incor- 
"  porated  the  addition  of  the  cooler  is  very  simply  effected  in  the  course  of 
"  manufacture  by  merely  altering  the  proportions  of  the  constituents  of  the  10 
44  powder. 

44  In  carrying  out  our  invention  by  the  last  described  method  we  make  a  gun- 
44  powder  consisting  of  the  ordinary  ingredients  but  in  which  the  potassium 
44  nitrate  must  be  in  not  less  proportion  than  83  96  of  the  whole  weight.  This 
44  increase  in  the  proportion  of  potassium  nitrate  necessitates  a  reduction  in  the  15 
44  proportion  of  charcoal  and  sulphur  which  enter  as  constituents  into  the 
44  gunpowder.  We  find  that  it  is  desirable  to  diminish  the  proportion  of 
44  sulphur  rather  than  that  of  charcoal.  For  example  we  may  reduce  the 
44  sulphur  to  as  low  a  proportion  as  1 96  of  the  total  weight  of  the  gunpowder  or 
44  less  or  even  omit  it  in  some  forms  of  our  new  powder  with  a  good  result.  20 
44  The  balance  whatever  it  may  amount  to  will  consist  of  charcoal  and  we 
44  employ  for  this  purpose  any  of  the  kinds  of  charcoal  usually  employed  in  the 
44  manufacture  of  gunpowder  selecting  the  particular  kind  to  be  used  in  the 
44  manufacture  of  any  particular  powder  for  technical  reasons  such  as  are  well 
44  understood.  *  25 

44  The  manufacture  of  our  improved  blasting  powder  is  conducted  in  the 
44  ordinary  way  of  manufacturing  gunpowder  and  substantially  the  resulting 
4*  difference  in  the  composition  of  the  powder  is  that  it  contains  potassium 
44  nitrate  in  considerable  excess.  The  excess  of  potassium  nitrate  serves  not 
44  only  by  its  absorption  of  heat  to  reduce  the  temperature  of  the  gases  produced  30 
44  by  the  explosion  but  also  by  providing  an  excess  of  oxygen  in  the  cartridge 
44  to  promote  the  complete  oxidation  of  the  products  of  the  combustion  and  to 
44  prevent  the  liberation  of  inflammable  gases  such  as  heated  carbon  non-oxide 
44  and  also  to  avoid  the  formation  of  the  inflammable  form  of  potassium  sulphide. 

14  The  excess  of  potassium  nitrate  is  ascertained  by  calculating  its  proportion  35 
44  to  the  actual  carbon  present  in  the  charcoal  and  is  represented  by  the  balance 
44  left  over  after  providing  sufficient  oxygen  fully  to  oxidise  the  carbon. 

44  As  the  charcoal  in  our  powder  is  made  from  wood  and  carbonised  as  fully 
44  as  that  for  ordinary  gunpowder,  there  is  but  a  very  moderate  amount  of 
44  volatile  matter  evolved  from  it  on  being  heated.  What  oxygen  and  hydrogen  40 
44  are  present  are  nearly  (though  not  absolutely)  in  the  proportion  in  which  they 
44  exist  in  water  and  it  is  not  necessary  therefore  to  draw  on  the  oxygen  of  the 
**  saltpetre  or  other  extraneous  sources  for  oxidation  purposes  beyond  what  is 
44  necessary  fully  to  oxidise  the  carbon  and  therefore,  as  stated  above,  the  excess 
44  of  potassium  nitrate  acts  as  a  cooling  agent  and  prevents  any  stray  particle  of  45 
**  carbon  from  escaping  either  wholly  or  partially  unoxidised. 

44  It  is  impracticable  to  use  a  charcoal  containing  the  highest  percentage  of 
44  carbon  attainable  because  owing  to  its  hardness  and  therefore  excessively  slow 
44  combustibility  such  a  charcoal  is  not  suited  to  the  manufacture  of  our  blasting 
44  gunpowder.    Subject  however  to  this  we  use  a  charcoal  which,  whilst  being  50 
44  readily  combustible,  contains  only  a  moderate  amount  of  volatile  matter. 

44  If  any  considerable  quantity  of  inflammable  hydro  carbons  were  present 
44  (and  especially  any  free  hydrogen  as  is  the  case  with  some  carbonaceous 
u  materials)  it  would  have  a  tendency  to  produce  one  or  other  or  both  of  the 
44  following  effects.  That  is  to  say,  it  would  reduce  the  available  excess  of  55 
44  saltpetre  or  it  would  be  evolved  on  the  explosion  unchanged,  and  on  coming 
44  into  contact  with  the  atmospheric  oxygen  in  a  highly  heated  condition  would 
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44  instantly  burst  into  flame.  In  any  case  it  would  be  a  source  of  danger  tending 
"  in  the  one  event  to  diminish  the  quantity  of  saltpetre  available  for  cooling 
**  and  in  the  other  event  generating  flame,  or  both  these  evils  may  be  produced. 
44  We  therefore  make  choice  of  our  charcoal  with  a  view  to  these  among  other 
5  "  considerations  and  whilst  selecting  any  particular  charcoal  upon  general 
"  technical  grounds  we  are  careful  not  to  employ  any  such  variety  as  yields 
44  upon-  combustion  any  considerable  quantity  of  inflammable  vapour.  It  is 
44  therefore,  according  to  our  experience,  a  sound  general  rule  to  avoid  such 
"forms  of  charcoal  as  yield  more  than  about  22%  to  25%  of  volatile  matter 

10  "  when  strongly  heated  in  a  current  of  coal  gas  or  hydrogen. 

44  Our  improved  blasting  powder  can  not  only  be  used  in  the  ordinary  meal 
44  or  granular  form,  but  it  has  the  great  advantage  of  being  safe  and  available 
44  for  use  in  gaseous  and  fiery  mines  when  conlpressed  into  pellets." 
The  claims  were  : — 44  1.  A  blasting  powder  compounded  as  herein  specified  in 

15  "  which  an  excess  of  saltpetre  calculated  to  be  not  less  than  is  hereinbefore  men- 
44  tioned  in  proportion  to  the  carbon  present  is  incorporated  in  the  manufacture  of 
44  the  gunpowder  with  a  suitable  charcoal  substantially  as  hereinbefore  described. 
44  2.  A  blasting  powder  compounded  as  herein  specified  in  which  an  excess  of  salt- 
44  petre  calculated  to  be  not  less  than  is  hereinbefore  mentioned  in  proportion 

20  "  to  the  carbon  present  is  incorporated  in  the  manufacture  of  the  gunpowder 
44  with  a  suitable  charcoal  and  a  small  proportion  of  sulphur  substantially  as 
44  hereinbefore  described.  3.  The  use  in  a  cartridge  constructed  in  the  manner 
44  described  in  the  Specification  of  our  said  Patent  No.  232  of  1898  of  potassium 
44  nitrate  as  the  cooling  agent  in  place  of  oxalate  of  ammonia  as  hereinbefore 

25  "described." 

Curti8*8  and  Harvey,  Ld.,  began  to  sell  gunpowder  made  under  this  Patent 
by  the  name  of "  Bulldog "  powder.  L.  Davies  thereupon  commenced  an 
action  against  them. 

The  Statement  of  Claim  concluded  as  follows  :— 4i  (13)   The  Plaintiff  there- 

30  "  fore  says  that  the  said  4  Bulldog'  powder  is  substantially  and  in  fact  identical 
44  with  the  said  '  Argus '  powder,  and  practically  undistinguishable  therefrom. 
44  (14)  Since  the  date  of  the  last-mentioned  Letters  Patent  the  Defendants  have 
44  ceased  to  sell  the  powder,  invented  by  the  Plaintiff,  under  the  name  of  4  Argus ' 
44  powder,  but  have  sold  large  quantities  thereof  under  the  name  of  *  Bulldog  * 

35  u  powder,  yet  the  Defendants  in  breach  of  the  said  agreement  have  not  paid  to 
44  the  Plaintiff  the  said  agreed  or  any  proportion  of  the  net  profits  realised  by 
44  them  from  the  sale  of  the  said  powder,  and  have  failed  to  render  to  the 
44  Plaintiff  any  accounts  in  respect  thereof.  (15)  Alternatively,  the  Plaintiff  says 
44  that  the  said  4  Bulldog  *  powder  is  the  result  of  improvements  in  or  additions 

40  "  to  the  said  invention  as  mentioned  in  the  said  agreement,  yet  the  Defendants 
44  did  not  communicate  or  explain  the  same  to  the  Plaintiff,  and  in  breach  of  the 
44  said  agreement  have  applied  for  and  obtained  Letters  Patent  in  respect  of  such 
44  improvements  or  additions  without  the  assent  or  concurrence  of  the  Plaintiff, 
44  and  in  breach  of  the  said  agreement  have  not  paid  to  the  Plaintiff  the  said 

45  "  agreed  or  any  proportion  of  the  net  profits  realised  from  the  sale  of  the  said 
44  powder,  and  have  failed  to  render  to  the  Plaintiff  any  accounts  in  respect 
44  thereof."  The  Plaintiff  claims  : — "  (1)  An  account  of  the  sales  by  the 
44 Defendants  of  the  said  4 Bulldog'  powder,  and  of  the  profits  realised 
44  therefrom ;  (2)  payment  of  the  sum  which  may    be  found  due  from  the 

50  "  Defendants  to  the  Plaintiff ;  (3)  damages  for  breach  of  the  said  agree- 
44  ment ;  (4)  a  declaration  that  the  said  4  Bulldog '  powder  is  identical  with 
44  the  said  4  Argus '  powder  invented  by  the  Plaintiff,  or,  alternatively,  that  the 
44  same  is  the  result  of  an  improvement  in  or  addition  to  the  Plaintiff's  said 
44  invention  ;  (5)  an  injunction  restraining  the  Defendants  from  selling  the  said 

55  u  powder  without  accounting  to  the  Plaintiff  for  the  profits  made  and  payment 
44  of  his  due  proportion  thereof  to  the  Plaintiff ;  (6)  such  further  or  other  relief 
44  as  the  nature  of  the  caee  may  require," 
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The  action  came  on  for  trial  before  Mr.  Justice  WALTON. 

Cripps,  K.C.,  and  Roskill  (instructed  by  Ashurst,  Morris,  Crisp  is  Co.) 
appeared  for  the  Plaintiff;  Fletcher  Moulton,  K.C.,  T.  Terrell,  K.C.,  and 
J.  W.  Gordon  (instructed  by  McKenna  &  Co.)  appeared  for  the  Defendants. 

The  following  statement  of  the  facts  of  the  case  is  taken  from  the  judgment  5 
of  the  learned  Judge : — "  In  December  1896  an  Order  was  made  by  the  Home 
"  Secretary,  under  the  Coal  Mines  Regulation  Act,  1896,  that  no  explosive 
"  should  be  allowed,  when  used  in  coal  mines,  which  had  not  satisfied  certain 
"  conditions  specified  in  such  Order,  and  the  effect  of  this  Order  was  to  prevent 
"  the  use  in  coal  mines  of  the  ordinary  blasting  powder,  which  had,  up  to  that  10 
"  time,  been  manufactured  by  the  Defendants.     The  object  of  the  Order  was  to 
"  secure  the  use,  for  blasting  purposes  in  coal  mines,  of  explosives  which  would 
"  not  create  heat  or  flame  liable  to  cause  ignition  or  explosion  of  dust  or  gas  in 
"  the  mines.    On  the  3rd  of  August  1897,  the  Defendants  sent  a  circular  letter 
"  to  their  several  works,  and  amongst  them  to  the  Karnes  Gunpowder  Mills,  in  15 
"  which  they  called  attention  to  the  action  of  the  Home  Secretary,  and  stated 
"  that  it  was  evident  that  unless  something  was  done  their  trade  in  blasting 
44  gunpowder  would  be  very  seriously  crippled,  and  that  they  wished  the 
"  managers  of  their  works  at  once  *  to  make  experiments  with  a  view  to  pro- 
"  '  ducing  a  blasting  powder  more  likely  than  the  ordinary  quality  to  pass  the  20 
44  '  Government  tests.1    On  receipt  of  this  letter  the  Plaintiff,  Mr.  Davies,  began 
"  to  make  experiments  in  order  to  carry  out  the  wishes  of  the  Defendants.    The 
"  result  of  these  experiments  was  that  the  Plaintiff  produced  a  powder  which 
"  he  called  '  Argus '  powder,  composed  of  a  mixture  of  nitrate  of  potash  or  salt- 
44  petre  and  carbon  in  the  form  of  lignite  or  brown  coal,  in  the  proportion  of  26 
44  about  85  per  cent,  of  the  former  to  14  per  cent,  of  the  latter,  to  which  was 
"  added  about  1  per  cent,  of  sulphur.     An  application  for  Letters  Patent  in 
('  respect  of  the  invention  of  this  powder  was  made  on  the  26th  of  April  1898, 
"  and  a  Provisional  Specification  (No.  9546  of  1898)  was  lodged  on  the  26th  of 
44  April  1898  by  the  Plaintiff,  jointly  with  Mr.  Charles  William  Curtis,  and  30 
"  provisional  protection  was  obtained  for  this  invention.    Ordinary  gunpowder, 
44  as  previously  manufactured  by  the  Defendants  and  others,  though  varying 
44  somewhat  in  its  composition,  may  be  taken  to  bave  been  composed  of  75  per 
"  cent,  of  nitrate  of  potash  or  saltpetre,  15  per  cent,  of  charcoal,  and  10  per  cent. 
44  of  sulphur.    When  the  Plaintiff  commenced  his  experiments  upon  receiving  35 
44  the  letter  of  the  3rd  of  August  1897,  his  object  was  to  produce  a  powder 
44  which  would  explode  with  little  or  no  flame,  and  his  first  idea  was  that  in 
"  order  to  reduce  the  flame  the  sulphur  should  be,  as  far  as  possible,  left  out  in 
44  the  composition  of  the  powder.    As  early  as  the  year  1885  the  Plaintiff  had 
44  been  experimenting  with  lignite  as  a  substitute  for  ordinary  charcoal  in  the  40 
44  manufacture  of  gunpowder.    Lignite  is  a  natural  substance  which  is  found  in 
44  the  earth  in  beds  of  considerable  thickness,  and  in  very  large  quantities  in 
44  some  parts  of  Europe.    Its  formation  appears  to  have  been  similar  to  that  of 
44  coal.    It  is  a  natural  carbonaceous  substance,  in  character  something  between 
44  peat  and  coal.    It  is  sometimes  called  4  brown  coal/     It  seems  clear  that  if  45 
4(  lignite  could  be  used  as  a  substitute  for  ordinary  charcoal  in  the  manufacture 
44  of  gunpowder  a  considerable  economy  would  be  effected.     The  result  of  the 
44  Plaintiff's  experiments  in  1897,  and  in  the  early  part  of  1898,  was  the  coin- 
44  position  of  a  powder  in  which  the  sulphur  was  practically  left  out,  the 
44  proportion  of  saltpetre  was  increased,  and  lignite  was  substituted  for  ordinary  50 
44  charcoal.    The  Plaintiff  discovered  that  in  this  powder  he  had  an  explosive 
44  which,  on  explosion,  emitted  very  little  flame,  as  compared  with  that,  emitted 
44  by  ordinary  blasting  powder — that  it  was  practically  a  flameless  explosive." 

Cripps,  K.C. — There  is  no  question  here  about  the  validity  of  the  Patent. 
The  case  depends  on  two  points,  one  being  the  construction  of  the  agreement  55 
between  the  parties,  and  the  other  the  scientific  question  which  arises  in 
connection  with  that  construction,    In  the  development  of  the  blasting  powder 
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Industry  it  was  very  necessary  for  Curtis1 8  and  Harvey  to  obtain  a  good 
blasting  or  mining  powder  as  distinct  from  a  shooting  powder,  and  two  real 
requisites  were  aimed  at  by  inventors  for  this  purpose,  viz.,  smallness  of  flame, 
so  that  the  risk  of  explosion  should  be  less,  and,  secondly,  slowness  in  com- 
5  bustion,  so  that  what  was  blasted  should  be  rent  rather  than  broken.  The 
Plaintiff  solved  this  problem  by  inventing  the  "Argus"  powder  which  he 
patented.  That  powder  consisted  almost  solely  of  saltpetre  and  carbon, 
sulphur  as  an  ingredient  being  almost  eliminated.  An  arrangement  was  then 
made  between  the  inventor  and  Curtis' s  and  Harvey,  that  so  long  as  they 

10  manufactured  that  class  of  powder  he  was  to  have  certain  royalties.  The 
"Argus"  powder  was  placed  by  the  Home  Office  on  the  list  of  permitted 
blasting  powders,  and  for  some  time  it  was  successfully  made,  and  had  a 
considerable  sale,  though  apparently  some  samples  had  an  amount  of  sulphur 
in  them  beyond  what  was  permitted  by  the  Home  Office.    That  was  a  mere 

15  matter  of  detail  in  the  manufacture  which  could  easily  have  been  set  right, 
but  meanwhile  Curtis's  and  Harvey  had  lodged  a  Specification  for  what  we 
say  is  an  identical  powder  called  the  "  Bulldog."  Our  case  is  that  "  Bulldog" 
being  "Argus"  under  another  name  we  are  entitled  whilst  they  are 
manufacturing    "  Bulldog "    to    the    benefit    of    our    agreement   as   regards 

20  royalties. 

Dr.  Robert  Lacey  Tatlockn  Professor  Dewar*  and  James  Miln  Thomson 
(manager  of  the  Royal  Gunpowder  Factory  at  Waltham)  gave  expert  evidence 
in  support  of  the  Plaintiff's  case.  Leyshon  Davies,  the  Plaintiff,  also  gave 
evidence. 

25      The  witnesses  called  for  the  Defendants  were  Oscar  Quttmann,  chemist,  Dr. 

Bernard  Dyer,  Thomas  Curtis,  and  Arthur  Copley  Pearcy,  directors  of  the 

Defendant  Company,  and  Arthur  Hamilton  Durnford,  their  assistant  manager 

at  Hounslow. 

Moulton,  K.C.,  and    Terrell,  K.O. — This  action  is  based  on  an  agreement, 

30  but  the  important  fact  is  that  that  agreement  is  based  on  an  invention  defined 
by  a  Specification.  By  saying  u  based  on  "  it  is  not  meant  to  suggest  that 
improvements  and  additions  are  not  included.  The  preamble  to  the  agreement 
recites  the  invention  and  the  grant  of  Letters  Patent  to  Leyshon  Davies  and 
C.  W.  Curtis,  and  then  proceeds :  "  Whereas  it  is  proposed  that  Curtis' s  and 

35  "  Harvey,  Ld.,  shall,  if  they  find  it  profitable  so  to  do,  work  the  said  invention." 
Right  through  the  agreement  they  speak  of  "  the  said  invention,"  and,  therefore, 
the  first  thing  to  do  to  get  any  idea  of  the  legal  relations  of  the  parties  is  to 
ascertain  what  is  "the  said  invention."  [Walton,  J. — It  is  not  quite  the  same 
as  if  the  whole  thing  was  set  out  in  the  contract  and  there  was  no  Patent.] 

40  Not  the  same,  but  here  it  can  be  shown  that  at  the  time  the  parties  fully 
realised  what  was  "the  said  invention"  and  meant  the  said  invention. 
Clause  10  of  the  agreement  is  as  follows : — "  If  any  of  the  said  Patent  or 
"  Patents  shall  not  be  granted,  or,  having  been  granted,  shall  at  any  time  be 
"  found  to  have  been  anticipated  or  otherwise  invalid,  then  all  rights  of  the 

45  "  said  Leyshon  Davies  under  this  agreement  shall  cease  in  respect  of  any  Patent 
"  refused  or  found  to  be  invalid."  The  agreement  must,  therefore,  be  construed 
on  the  assumption  of  the  validity  of  the  Letters  Patent.  The  only  thing  patent- 
able in  Leyshon  Dairies'  invention  was  the  use  of  lignite  as  distinct  from 
charcoal  in  the  composition  of  the  "  Argus  "  gunpowder.    The  elimination  of 

50  sulphur  from  gunpowder  had  not  the  element  of  novelty,  and  every  possible 
combination  of  proportions  of  carbon  and  saltpetre  had  already  been  tried  and 
written  about  so  that,  as  regards  gunpowder,  such  proportions  are  not  patent- 
able. The  Plaintiff  never  treated  proportions  as  of  the  essence  of  his  invention. 
The  essence  was  the  use  of  lignite,  and  the  true  construction  of  this  agreement 

55  is  that  the  Defendants  agreed  with  him  to  purchase  and  use  a  Patent  which 
was  for  lignite.  As  the  Defendants  have  not  used  lignite  in  their  "  Bulldog  " 
powder  the  action  must  fail. 

3  L 
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Cripps,  K.O.,  in  reply  submitted  that  the  essence  of  the  Plaintiff's  invention 
was  the  preponderance  of  saltpetre.  Lignite  meant  only  charcoal  in  the  form 
of  lignite,  and  it  was  not  open  to  anyone  to  appropriate  the  invention  by 
substituting  for  charcoal  in  the  form  of  lignite  its  chemical  equivalent  known 
to  be  such  at  the  date  of  the  grant  of  the  Patent.  In  NobeVs  Explosives  5 
Company  v.  Anderson  (11  R.P.C.  115  and  12  R.P.C.  164),  the  properties  of 
insoluble  as  distinct  from  soluble  nitro-cellulose  were  not  known  at  the  date 
of  the  grant,  which  distinguishes  that  case  from  the  present  case.  He  referred 
also  to  Heath  v.  Unwin  (10  M.  &  W.  684 ;  13  M.  &  W.  583 ;  1  W.P.C.  551 ; 
2  W.P.C.  216,  236),  and  to  Bateman  and  Moore's  Patent  (Macrory's  Reports  at  10 
page  116).  [Moulton,  K.C.  referred  to  Curtis  v.  Piatt  (L.R.  3  Ch.  D.  135).]  The 
Defendants1  ••Bulldog"  powder  is  either  an  infringement  of  the  Plaintiff's 
Patent,  or  it  is  within  the  language  of  the  agreement  nothing  more  than  an 
improvement  of  the  Plaintiff's  invention. 

Walton,  J. — The  Defendants  in  this  action  are  manufacturers  of  gunpowder,  15 
and  carry  on  business  at,  amongst  other  places,  the  Karnes  Gunpowder  Mills,  in 
the  Eyles  of  Bute.    The  Plaintiff  was  a  joint  manager  of  the  Karnes  Gunpowder 
Mills.    An  important  part  of  the  Defendants'  business  was  the  manufacture  of 
gunpowder  for  blasting  purposes. 

The  action  is  brought  upon  an  agreement  dated  the  13th  of  January  1899  20 
made  between  the  Plaintiff  and  the  Defendants,  by  which  after  reciting  that 
the  Plaintiff  had,  jointly  with  Charles  William  Curtis,  obtained  provisional 
protection  for  an  invention  for  improvements  in  the  manufacture  of  gunpowder 
on  the  26th  of  April  1898,  and  that  it  was  proposed  that  the  Defendants  should, 
if  they  found  it  profitable  so  to  do,  work  the  said  invention  upon  the  terms  of  25 
such  agreement,  it  was  agreed  that  the  Defendants  would,  during  the  continu- 
ance of  the  agreement,  pay  the  Plaintiff  a  royalty  of  20  per  cent,  upon  all  the 
net  profits  which  they  might  realise  by  the  sale  of  powder  manufactured  under 
the  Letters  Patent  for  such  invention. 

The  Plaintiff  alleges  that  the  Defendants  have  manufactured  certain  powder  30 
which  they  call  "  Bulldog "  powder,  and  that  such  powder  was  manufactured 
under  the  Letters  Patent  referred  to  in  the  agreement  and  claims  that  he  is 
entitled  to  a  royalty  of  20  per  cent,  on  the  net  profits  realised  by  the  Defen- 
dants from  the  sale  of  such  powder.    There  is  an  alternative  claim  by  which 
the  Plaintiff  alleges  that  under  the  agreement  of  the  13th  of  January  1899  all  35 
improvements  in,  or  additions  to,  the  invention  referred  to  in  such  agreement 
should  be  deemed  to  be  and  included  in  the  terms  of  the  agreement,  and  that 
the  "  Bulldog  "  powder  was  the  result  of  improvements  in  or  additions  to  such 
invention.    In  answer  to  the  Plaintiff's  claim,  the  Defendants  say  that  the 
"Bulldog"  powder  was  not  manufactured  under  the  Letters  Patent  for  the  40 
invention  referred  to  in  the  agreement  of  the  13th  of  January  1899,  and  they 
deny  that  it  was  the  result  of  an  improvement  in  or  addition  to  such  invention. 
(After  stating  the  facts  of  the  case  as  stated,  ante,  page  584,  line  6,  the  learned 
Judge  continued)  : — The  Plaintiff  of  course  arrived  at  his  result  by  experiment. 
I  am  satisfied  upon  his  evidence  that  he  worked  upon  the  theory  that  the  safety  45 
which  he  was  arriving  at  was  to  be  gained  primarily  and  mainly,  by  dispensing 
with  the  use  of  sulphur.     I  am  also  satisfied  that  he  discovered,  or  thought  he 
had  discovered,  that  it  largely  contributed  to  the  safety  of  the  composition  for 
use  in  mines,  to  substitute  lignite  for  charcoal  in  the  manufacture  of  the  powder. 
One  important  reason  for  this  substitution,  no  doubt,  was  economy  but  apart  50 
from  this,  the  Plaintiff  says  that  his  object  in  substituting  lignite  for  charcoal 
as  ordinarily  prepared,  was  to  obtain  a  charcoal  richer  in  volatile  matter,  parti- 
cularly hydrogen,  on  account  of  its  flame  reducing  propensities  ;  and  of  a  softer 
texture  and,  therefore,  less  liable  to  give  off  sparks  than  charcoal  prepared  to 
the  same  analysis  by  the  artificial  process.    The  Plaintiff  may  have  been  right  55 
or  wrong,  but  the  view  that  the  use  of  lignite  in  the  composition  of  blasting 
power  in  the  place  of  an  ordinary  charcoal,  even  though  the  chemical  analysis 
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of  such  charcoal  and  its  ultimate  chemical  elements  were  the  same  as  those  of 
the  lignite,  might  afford  advantages  in  the  way  of  safety,  certainly  received 
considerable  confirmation  from  the  fact,  which  appears  to  me  to  be  clearly 
established,  that  the  physical  structure,  as  distinguished  from  ultimate  chemical 

5  analysis,  of  the  carbonaceous  ingredient  used  in  the  composition  of  a  gun- 
powder, may  very  materially  affect  its  behaviour  as  an  explosive.  It  has  been 
discovered,  and  discovered  by  experiment  only,  that  very  different  results  may 
be  obtained  by  the  use  of  different  forms  of  charcoal,  as,  for  example,  charcoal 
prepared  from  straw,  from  cork,  from  soft  woods,  and  from  hard  woods. 
10  I  have  come  to  the  conclusion,  on  the  evidence  before  me,  that  the  Plaintiff 
in  arriving  at  his  result,  in  the  form  of  what  he  called  the  u  Argus"  powder, 
attached  considerable  importance,  not  merely  to  the  practical  omission  of 
sulphur,  but  also  to  the  use  of  lignite  as  the  source  of  carbon.  It  is,  I  think, 
sufficiently  clear  that  in  the  course  of  his  experiments,  he  also  found  that  for 

15  purposes  of  safety  it  was  useful,  in  supplying  the  place  of  the  sulphur  which  he 
practically  omitted,  to  increase  the  percentage  of  saltpetre,  and  to  leave  the 
percentage  of  the  carbonaceous  ingredient  unchanged.  It  appears  doubtful 
whether  the  Plaintiff  regarded  this  increase  in  the  percentage  of  saltpetre  as 
essential  to  the  safety  of  his  "  Argus  "  powder  for  use  in  coal  mines.    It  is  not 

20  unimportant  to  observe  that,  after  the  Provisional  Specification  for  the  "Argue  " 
powder  was  filed  on  the  26th  of  April  1898,  it  was  necessary  to  get  the  powder 
included  in  the  list  of  explosives  permitted  to  be  used  by  the  Home  Secretary  ; 
and  it  was  so  included  by  an  Order  made  on  the  23rd  of  December  1898.  In 
this  Order  the  powder  is  described  as  consisting  in  every  100  parts  of  not  more 

25  than  82  parts  and  not  less  than  79  parts  of  pure  saltpetre  with  not  more  than 
20  parts  and  not  less  than  17  parts  of  charcoal,  and  not  more  than  one  part  and 
not  less  than  a  half  part  of  sulphur.  Comparing  this  with  the  Provisional 
Specification,  we  find  there  the  percentages  are  about  85  per  cent,  of  saltpetre, 
14  per  cent,  of  lignite,  and  about  one  per  cent,  of  sulphur.    It  thus  appears  that 

30  in  the  permitted  list  the  proportion  of  saltpetre  as  compared  to  the  carbonaceous 
ingredient  is  very  much  less  than  in  the  Provisional  Specification ;  so  much 
less  indeed  that,  according  to  the  evidence  of  Mr.  Guttmann,  which  I  see  no 
reason  for  rejecting,  there  was  no  such  excess  of  saltpetre  in  the  powder  as 
described  in  the  permitted  list  as  could  afford  any  element  of  safety.     The 

35  Plaintiff  was  undoubtedly  responsible  for  the  description  in  the  permitted  list, 
and  this  makes  me  somewhat  doubtful  whether  the  Plaintiff  realised  at  the 
time  the  importance  of  the  excess  of  saltpetre  as  affecting  the  safety  of  the  powder. 
I  may  add  here,  to  prevent  any  mistake,  that  in  the  permitted  list,  the  carbon- 
aceous ingredient  was  at  the  Plaintiff's  request  described  as  "  charcoal,9'  and  not  as 

40  "  lignite,"  because  the  list  would  be  published,  and  he  was  anxious  to  keep 
secret  his  discovery  of  the  advantage  of  using  lignite  instead  of  ordinary  char- 
coal until  his  Complete  Specification  was  filed,  and  Letters  Patent  issued.  For 
the  reasons  which  I  have  mentioned,  and  upon  the  evidence  before  me — to 
which  I  do  not  think  it  necessary  to  refer  in  greater  detail — I  have  come  to  the 

45  conclusion  that  the  use  of  lignite  instead  of  ordinary  charcoal  as  the  source  of 
carbon  in  the  composition  of  the  "  Argus "  powder  was  of  the  essence  of  the 
Plaintiff's  invention. 

The  Provisional  Specification  having  been  filed  on  the  26th  of  April  1898, 
the  u  Argus  "  powder  having  been  included  in  the  permitted  list  by  the  Order 

50  of  the  23rd  of  December  1898,  it  was  not  until  the  26th  of  January  1899  that  the 
Complete  Specification  was  filed.  Whether  or  not  the  Plaintiff  at  this  time 
realised  the  importance  of  the  excess  of  saltpetre  as,  in  itself  and  independently 
of  the  use  of  lignite,  affording  a  factor  of  safety,  there  is  certainly  no  express 
reference  to  it  in  either  of  the  Specifications.    Of  course,  the  proportions  are 

55  given,  but  the  significant  feature  of  the  Complete  Specification  is  that  the  claim 
is  for  a  powder  composed  of  saltpetre  and  lignite  with  or  without  a  small 
percentage  of  sulphur.    It  is  not  for  a  composition  of  saltpetre  and  lignite  or 
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some  other  source  of  carbon  with  a  chemical  analysis  similar  to  that  of  lignite. 
There  is  no  doubt  that  the  claim  was  deliberately  and  advisedly  limited  to  a 
powder,  in  the  composition  of  which  the  source  of  carbon  used  was  to  be 
lignite.  It  is  true  that  in  the  Complete  Specification  it  is  stated  that  the  lignite 
used  should  contain  from  30  to  40  per  cent,  of  volatile  matter,  and  that  if  in  5 
any  case  it  does  not  conform  to  this  requirement  in  its  natural  condition,  it  may 
be  carbonised  at  a  low  temperature  to  bring  it  to  the  desired  condition.  But 
this  does  not  alter  the  fact  that  the  composition  for  which  protection  was 
claimed  was  one  in  which  lignite,  and  nothing  but  lignite,  is  the  source  of 
carbon.  10 

I  have  already  pointed  out  the  importance,  for  many  purposes,  attached  to  the 
physical  structure  of  the  charcoal  or  source  of  carbon  in  the  manufacture  of 
gunpowder;  and  to  the  importance  attached  to  the  use  of  lignite  by  the 
Plaintiff  himself  in  aiming  at  the  composition  of  the  "  Argus  "  powder.  But 
apart  from  this  he  had  another  reason  for  making  it  an  essential  part  of  his  15 
claim  that  lignite,  and  lignite  only,  should  be  used  as  the  source  of  carbon.  It 
is  admitted  on  all  hands  that  there  could  not  in  the  year  1898  be  any  possible 
novelty  in  any  proportions  in  which  the  ingredients  were  used  in  the  manu- 
facture of  gunpowder.  Dr.  '1'atlock,  a  witness  called  for  the  Plaintiff,  said  that 
there  is  scarcely  a  conceivable  proportion  of  the  ingredients  of  gunpowder  20 
which  has  not  been  experimented  upon  and  published  during  the  last  100  or 
150  years.  It  is  admitted  also  that  there  is  no  novelty  in  the  manufacture  of 
gunpowder  from  saltpetre  and  charcoal  without  sulphur.  As  early  as  the 
14th  of  April  the  Plaintiff  was  advised  that  it  was  impossible  to  prevent  anyone 
making  powder  of  saltpetre  and  charcoal  in  any  proportions  with  or  without  25 
sulphur.  I  think  there  is  no  doubt  that  the  Plaintiff  used  lignite,  because  he 
thought  it  afforded  great  and  novel  advantages,  and  he  limited  his  claim  to  a 
powder  in  the  making  of  which  lignite  was  the  source  of  carbon,  because  he 
knew  that  it  was  only  by  such  a  limitation  that  he  could  obtain  any  valid 
protection.  I  have,  therefore,  come  to  the  conclusion  that  the  use  of  lignite  30 
was  of  the  essence  of  the  Plaintiff's  invention  as  described  by  him  in  his 
Specification  and  also  of  his  Patent. 

Now,  if  this  is  so,  the  question  remains  whether  gunpowder  made  under 
the  "  Bulldog  "  Specification,  in  the  composition  of  which  lignite  is  not  used, 
is  substantially  gunpowder  as  described  in  the  "  Argus  "  Specification.  The  35 
"  Bulldog  "  powder  appears  to  have  been  the  result  of  experiments  made  at 
the  Hounslow  works  of  the  Defendants  by  their  manager  there,  who  had 
received  a  copy  of  the  circular  letter  of  the  3rd  of  August  1897.  The 
Provisional  Specification  for  the  " Bulldog"  powder  was  filed  on  the 
25th  of  March  1899.  The  essential  feature  in  the  "  Bulldog "  Specification  is  40 
the  proportion  in  which  the  saltpetre  and  charcoal  are  used.  The  high 
proportion  of  saltpetre  allows  an  excess  over  and  above  what  is  required 
for  completely  oxidising  the  carbon  in  the  charcoal,  and  this  excess,  as 
explained  in  the  "  Bulldog  "  Specification,  acts  as  a  cooler  which  reduces  the 
temperature  of  the  gases  produced  by  the  explosion.  But  the  important  45 
feature  for  the  present  purpose  of  the  "Bulldog"  Specification  is,  that  in 
the  composition  of  the  powder  for  which  protection  is  then  claimed,  any 
suitable  source  of  carbon  may  be  employed.  Lignite  is  not  mentioned  in  the 
Specification. 

It  may  be  very  doubtful  whether  the  "  Bulldog  "  Patent  is  a  valid  Patent.  50 
But  that  is  a  question  which  I  have  not  to  decide.  Nor  have  I  to  decide 
whether  the  "Argus  "  Patent  is  a  valid  Patent.  By  the  terms  of  the  agreement 
between  the  Plaintiff  and  the  Defendants,  upon  which  this  action  is  brought, 
they  mutually  agree  that  they  will  not  dispute  the  validity  of  the  "  Argus  " 
Patent.  I  assume  that  the  use  of  lignite  as  the  source  of  carbon  in  the  55 
"Argus"  powder  afforded  such  an  element  of  novelty  as  would  make  the 
composition  claimed  a  new  invention.    But  in  my  judgment  a  powder  in 
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the  manufacture  of  which  lignite  is  not  used  is  not  a  powder  manufactured 
under  the  " Argus"  Patent  within  the  meaning  of  the  agreement  of  the 
13th  of  January  1899. 
It  further  follows,  in  my  judgment,  that  if  lignite  was  the  essence  of 
b  the  "  Argus  "  invention,  a  powder  in  the  manufacture  of  which  some  other 
source  of  carbon  and  not  lignite  is  used,  is  not  an  improvement  in  or  an  addition 
to  the  "  Argus "  invention.  In  my  opinion  the  Defendants  in  manufacturing 
"  Bulldog  "  powder  without  using  lignite,  are  doing  only  that  which  all  the 
world  is  entitled  to  do  and  without  any  infringement  of  the  "  Argus  "  Patent, 

10  assuming,  of  course,  that  such  is  a  valid  Patent.  I  do  not  think  that  the 
Defendants  undertook  by  their  agreement  to  pay  a  royalty  to  the  Plaintiff  on 
gunpowder,  which  neither  Plaintiff  or  Defendants  by  virtue  of  the  "  Argus  " 
Patent  (assuming  it  to  be  good)  could  prevent  anyone  else  from  making. 

I  may  add  that  although  at  first  sight  one  might  suspect  that  the  "  Bulldog  " 

15  powder  was  suggested  by  the  "Argus"  Specification,  this  was  not  alleged  by 
the  Plaintiff  and  was  no  part  of  the  Plaintiff's  case.  The  Defendants  were 
prepared  to  call  evidence  to  show  that  the  "Bulldog"  Patent  was  an  inde- 
pendent invention,  but,  as  Mr.  Cripps  said  that  ,he  did  not  make  it  any  part  of 
his  case  that  the  "  Bulldog  "  powder  was,  in  fact,  suggested  by  the  "  Argus  " 

20  Specification,  the  evidence  was  not  called.  Probably  it  would  have  been 
irrelevant. 

I  have  examined  the  evidence  carefully  to  determine  whether  the  Plaintiff's 
rights  have  been  substantially  infringed,  and  whether  there  has  been  any 
unjustifiable  evasion  by  the  Defendants  of  this  agreement,  but  I  have  felt 

25  compelled  to  come  to  the  conclusion  that  the  Plaintiff's  case  has  not  been  made 
out.    Therefore  there  will  be  judgment  for  the  Defendants  with  costs. 

It  has  just  occurred  to  me  to  add  this.  Of  course,  in  whfft  I  have  said,  this 
is  involved,  that  if  the  Defendants  made  gunpowder,  as  they  might  under  the 
"  Bulldog  "  Specification,  using  lignite,  that  would  be  a  gunpowder  on  which 

30  the  Plaintiff  would  be  entitled  to  a  royalty. 


A  stay  of  execution  was  granted  for  three  weeks,  and  if  an  appeal  was 
lodged  within  that  .time,  then  until  the  appeal  was  disposed  of. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Farwell. 
October  31st,  November  1st,  3rd,  and  4th,  1902. 

Ripley  v.  Griffiths. 

% 
Action  for  passing-off ?. — "  Oval  Blue" — Claim  in  respect  of  words  describing  5 

shape  but  not  in  respect  of  tlie  sliape  itself — Actual  deception. — Insufficient 

discharge   of  burden    of  proof — Catching    or  "trap"    orders. — Injunction 

refused. 

The  Plaintiff  had  for  many  years  manufactured  laundry  blue  made  up  in 
oval  blocks  or  cake§,  and  until  a  few  years  ago  no  other  maker  of  laundry  blue  jq 
had  put  blue  on  the  market  in  oval  shape.     The  Plaintiff  alleged  tliat  as  a 
result  of  this  and  oj  the  quality  of  his  goods  and  of  his  extensive  advertising 
the  public  and  the  trade  had  come  to  call  and  know  his  blue  as  "  Oval  Blue" 
and  that  "  Oval  Blue "  meant  "  Ripley's   Oval  Blue "  and  no  other.     The 
Defendant  was  a  retail  grocer  who  had  previously  been  a  customer*  of  the  15 
Plaintiffs  but  wos  now  selling  laundry  blue  made  up  in  similar  blocks  or 
cakes  by  another  manufacturer  and  labelled  "Bobby  Blue"     Hie  Plaintiff 
alleged  that  blocks  of  this  latter  blue  had  been  fraudulently  passed  off  by  the 
Defendant  upon  purchasers  sent  by  him  with  written  or  verbal  orders  for 
"  Oval  Blue"  and  lie  claimed  relief  on  the  footing  that,  apart  from  any  20 
question  of  shape,  the  words  "  Oval  Blue"  signified  laundry  blue  of  only  his 
manufacture. 

Held  (Z)  that  the  principles  enunciated  by  Lord  Davey  in  Cellular  Clothing 
Company,  Ld.  v.  Maxton  and  Murray  (15  R.P.C.  681 ;  L.R.  {1899)  A.C.  326) 
applied  to  the  present  case ;  (2)  that  the  Plaintiff  had  not  sufficiently  discharged  25 
the  burthen  of  proving  that  words,  purely  descriptive  and  in  common  use  in  the 
English  language  and  accurately  describing  the  article,  had  been  acquired  by 
him  by  evidence  that  he  alone  for  several  years  had  made  the  article  in  the 
shape  so  described  by  the  words  under  which  it  was  sold ;  (5)  that  no  personal 
fraud  or  intentional  deception  on  the  part  of  the  Defendant  had  been  proved;  30  ' 
(4)  that  on  the  conflict  of  testimony  as  to  the  purchases  the  evidence  given  on 
behalf  of  the  Plaintiff  was  not  entitled  to  credit ;  and  therefore  (J)  that  the 
action  wholly  failed  and  must  be  dismissed  with  costs. 
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Per  Farwbll,  «7. — "  If  you  want  the  Court  to  rely  upon  the  testimony  of 
*  persons  trapping,  when  they  have  completed  their  trap  and  have  got  the 
"  victim  in  it,  the  least  they  can  do  is  to  tell  him  that  that  is  the  occasion  that 
u  they  are  going  to  give  evidence  about  in  Court,  so  that,  then  and  t?iei*e,  he  may 
5  "  be  able  to  recall  and  recover  his  recollection  of  the  circumstances  and  be  ready 
"  to  give  his  account  in  Court,  so  that  tl\e  Court  should  not  be  asked  to  rely  upon 
"  the  testimony  of  the  witnesses  for  the  Plaintiff  on  the  ground  that  tlie  Defendant 
"  cannot  possibly  remember  what  took  place" 

The  Plaintiff,  Richard  Ripley,  had  for  many  years  carried  on,  at  Liverpool,  a 

10  business  in  which  the  principal  article  of  manufacture  was  blue  of  a  special 
quality  for  laundry  purposes.  By  his  Statement  of  Claim  he  alleged  that  he 
had  sold  such  laundry  blue  made  up  in  small  cakes  or  blocks  as  "  Oval  Blue  "  ; 
that  in  connection  with  such  sales  he  had  used  two  Trade  Marks,  viz.,  the  words 
4<  Oval  Blue,"  registered  in  1876,  and  the  representation  of  an  oval  cake  or 

15  block,  registered  in  1884,  and  had  extensively  advertised  the  article  both  as 
"  Ripley's  Oval  Blue  "  and  as  u  Oval  Blue  "  ;  and  that  his  blue  had  come*  to  be 
known  as  "  Oval  Blue,"  with  a  high  reputation  for  excellent  and  even  quality 
under  that  name,  and  to  be  recognised  in  the  wholesale  and  retail  markets  as 
denoting  the  blue  of  his  manufacture. 

20      The  Plaintiff's  blue  had  long  commanded  a  large  and  ready  sale  throughout 
the  United  Kingdom,  being  sold  by  retail  grocers  and  chandlers  at  one  half- 
penny per  cake  or  block.    The  evidence  showed  that  the  customers  for  it  were 
almost  entirely  women,  servants,  and  children. 
The  Defendant,  Martha  Griffiths,  widow,  was  a  retail  dealer  at  Liverpool, 

25  who  had  for  many  years  dealt  with  the  Plaintiff  as  a  purchaser  from  him  of  his 
"  Oval  Blue."  In  February  1902,  some  time  after  she  had  ceased  to  purchase 
the  Plaintiff's  blue,  she  sold  laundry  blue  in  similar  cakes  or  blocks,  but  not  of 
the  Plaintiff's  manufacture,  in  response,  as  the  Plaintiff  alleged,  to  orders  for 
"  Oval  Blue." 

30  On  the  6th  of  March  1902,  the  Plaintiff  accordingly  commenced  this  action, 
claiming  "a  perpetual  injunction  to  restrain  the  Defendant,  her  servants, 
employees,  and  agents,  from  selling,  or  supplying,  or  offering  for  sale,  or 
passing  off,  any  laundry  blue  not  of  the  Plaintiff's  manufacture  as  or  for 
"  •  Oval  Blue ' ;  an  account  of  profits  or  damages,"  and  other  relief. 

35       The  Defence  denied  the  alleged  passing-off,  and  alleged  that "  the  name  '  Oval 
"  '  Blue '  is  not  distinctive  of  the  Plaintiff's  goods,  which  are  described  and  sold 
"  by  the  Plaintiff  under  the  name  of  '  Ripley's  Oval  Blue.' " 
The  action  came  on  for  hearing  on  the  31st  of  October  1902. 
Butcher,  K.C.,  and  Waggett  (instructed  by  Chester  A  Co.,  agents  for  Nicholson 

40  and  Pemberton,  Liverpool)  appeared  for  the  Plaintiff ;  Upjohn,  K.C.,  and 
Whinney  (instructed  by  Monro,  Slack  and  Jepps,  agents  for  John  Watson, 
Liverpool)  appeared  for  the  Defendant. 

Butcher,  K.C.,  for  the  Plaintiff. — The  Plaintiff  originally  designed  the 
particular    shape    for    blue,  and    the    result    has    been    that    "  Oval    Blue " 

45  means  "  Ripley's,"  the  name  having  become  attached  by  long  user.  But 
here  the  Plaintiff  makes  no  complaint  about  the  shape  per  se,  beyond 
observing  that  it  is  the  fact  of  the  shape  and  size  of  the  blue  sold  by  the 
Defendant  being  identical  with  his  own  that  makes  possible  the  "  passing-off  " 
of  which  he  does  complain.    The  Plaintiff  claims  the  right  to  the  name 

50  "  Oval  Blue." 

Evidence  was  given  by  the  Plaintiff  himself  as  to  his  course  of  trade,  and  in 
cross-examination  he  admitted  that  during  recent  years  a  few  makers  (e.g., 
Albert  Laundry  Manufacturing  Company,  Zetterquist,  Pierce  Duff,  Gillett, 
Bandy,  and  Johnson  (some  of  whom  were  referred  to  in  the  case  of  Ripley  v. 


u 
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Bandy?  decided  in  1897)  had  put  on  the  market  small  quantities  of  laundry 
bine  made  np  in  similar  blocks  of  oval  shape.    Evidence  was  also  given  for  the1 
Plaintiff  by  wholesale  chandlers  ( W.  Baker i,  of  Liverpool ;  John  Wilson,  of 
Liverpool ;  J.  Appleyard,  of  Leeds ;  and  A.  Turner,  of  Leeds),  who  knew  of 
no  other  blue  of  oval  shape  than  the  Plaintiff's,  and  by  u  Oval  Blue  "  understood  5 
the  Plaintiff's  to  be  meant ;  also  by  a  number  of  retail  chandlers  from  Liverpool, 
Leeds,  and  London,  including  H.  R.  Eagle,  of  Liverpool,  who  had  lately  retired 
from  a  business  in  which  he  had  built  up  six  separate  shops,  in  each  of  which 
he  had  himself  served  purchasers.    He  deposed  that  the  Plaintiff's  was  the  only 
blue  of  oval  shape  demanded  because  of  its  high  repute,  and  said  that  "  they  10 
"  find  out  by  experience  which  is  the  best  blue.    A  housekeeper  beginning  as  a 
u  married  woman  would  naturally  want  to  try  first  one  and  then  the  other,  and 
u  she  by  experience  finds  out  which  one  is  the  best."    The  evidence  of  all  these 
retailers  was  to  the  effect  that  purchasers  asking  for  "  Oval  Blue  "  meant  to  get, 
and  were  supplied  with,  the  Plaintiff's  blue,  which  was  only  occasionally  asked  15 
for  as  "  Ripley's  Oval  Blue."     Mrs.  Davidson,  a  laundress,  deposed  that  being 
dissatisfied,  15  years  ago,  with  another  blue,  she  had  taken  to  "  Oval  Blue,"  and 
had  since  used  it,  not  knowing,  until  a  few  days  previously,  the  name  of  the 
maker,  viz.,  Ripley,  but  knowing  it  "  as  a  special  make  of  blue."    Evidence  was 
given  as  to  the  alleged  passing-off  by  several  girls  in  the  employment  of  the  20 
Plaintiff  as  clerks  or  factory  hands,  who  deposed  to  four  occasions  in  the  month 
of  February  1902,  when  the  Defendant's  daughter  served  them,  in  response  to 
orders  for  "  Oval  Blue,"  with  blue  made  up  in  an  oval  shape  by  a  manufacturer 
named  Nixey,  and  bearing  the  words  "  Bobby  Blue  "  on  a  label  fixed  to  one  flat 
side  of  the  block.    Their  evidence  was  as  to  one  written  order  and  three  verbal  25 
orders  for  "  halfpenny  worth  of  '  Oval  Blue,'  "  and  in  the  case  of  the  written 
order,  two  of  these  witnesses  said  that  the  account  for  sundry  articles,  from 
which  they  read  out  the  items  separately,  was  at  their  request  "  settled  "  by 
Miss  Griffiths,  who  signed  it  as  paid  after  striking  through  an  item  next  to  the 
"  Oval  Blue  "  which  she  had  not  been  able  to  supply.    These  witnesses  further  30 
asserted  that  Miss  Griffiths  deliberately  placed  the  cakes  of  blue  face  down- 
wards, so  as  to  conceal  the  words  "  Bobby  Blue."     This  was  denied  by  Miss 
Griffiths,  and  there  was  also  a  conflict  of  evidence  as  to  other  details  of  these 
transactions. 

The  Plaintiff  was  recalled  and  produced  large  bundles  of  written  orders  for  35 
"  Oval  Blue  "  addressed  to  his  firm  by  customers  from  London  and  many  large 
provincial  towns,  the  orders  being  taken  from  several  years  at  random  since 
1886  ;  and  John  W.  Whale,  who  had  travelled  in  London  for  the  Plaintiff  for 
fifteen  years  and  now  called  on  125  customers  per  week,  deposed  to  receiving 
verbal  orders  for  "  Oval  Blue,"  by  which  the  customers  meant  *• RipUxfs"  40 

Waggett  for  the  Plaintiff.— The  questions  are  (1)  whether  "  Oval  Blue  "  is 
distinctive  of  Ripley's  laundry  blue  ;  and  (2)  whether  what  the  Defendant  has 
done  has  infringed  the  right  of  the  Plaintiff,  if  he  has  such  right  ?  The 
Plaintiff  first  wedded  together  "  oval "  and  "  laundry  blue,"  with  the  result 
that  during  nearly  thirty  years  the  public  has  come  to  call  his  blue  "  Oval  Blue."  45 
He  does  not  here  claim  the  shape,  but  he  is  not  disentitled  to  relief  because  the 
word  that  he  claims  happens  to  be  the  name  of  a  shape.  The  value  of  such  a 
secondary  meaning  may  be  legally  acquired  notwithstanding  that  the  result  is 
practically  a  monopoly  of  the  name  (Thompson  v.  Montgomery,  8  R.?.C.  361 ; 
L.R.  (1891)  A.C.  217  ;  per  Lord  Herschell,  at  page  219  ;  Reddaway  v.  Banham,  50 
13  R.P.C.  218  ;  L.R.  (1896)  A.C.  199  ;  Powell  v.  Birmingham  Vinegar  Brewery 
Company,  14  R.P.C.  720 ;  L.R.  (1897)  A.C.  710  ;  Cellular  Clothing  Company, 
Ld.  v.  Maxton  and  Murray,  15  R.P.C.  581  ;  L.R.  (1899)  A.C.  326 ;  and  Royal 
Worcester  Porcelain  Company  v.  Locke,  ante,  page  479  ;  per  Byrne,  J.,  at  page 
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489).  With  regard  to  the  actual  passing-off  here  alleged  and  proved,  it  is 
necessary  in  these  cases  to  give  "  trap  orders  "  (per  Byrne,  J.,  in  uarr  <k  Sons 
v.  Crisp  A  Co.,  Ld.,  ante,  page  497,  at  page  499).  Even  if  the  Defendant  was 
mistaken  and  intended  no  fraud,  yet  something  was  supplied  which  was  not  in 
5  fact  "  Oval  Blue,"  and  she  must  suffer  for  having  an  instrument  of  fraud  in  her 
possession.  It  is  true  that  the  Plaintiff  failed  in  Ripley  v.  Bandy  (14  R.P.O. 
591),  although  that  action  was  dismissed  without  costs  ;  but  that  was  an  action 
on  the  shape,  and  here  his  case  is  that  in  the  retail  trade  "  Oval  Blue  "  means 
his  blue,  and  this  is  put  in  issue  by  the  Defendant  on  her  pleading. 

10  For  the  Defence  Miss  Griffiths,  on  behalf  of  her  mother,  the  Defendant, 
alone  gave  evidence,  denying  the  alleged  passing-off,  but  admitting  that 
Nixey's  "  Bobby  Blue "  in  oval  blocks  had  been  on  sale  in  her  shop  from  a 
date  prior  to  February  1902,  and  that  the  present  action  was  being  fought  for 
the  Defendant  at  Nixey's  expense.    No  trade  witnesses  were  called  on  behalf 

15  of  the  Defendant. 

Upjohn,  K.C.,  and  Whinney,  for  the  Defendant,  were  not  called  upon. 
Farwbll,  J*. — This  is  an  action  brought  by  Mr.  Ripley,  who  claims  to  have 
the  exclusive  right  to  the  use  of  the  words  "  Oval  Blue,"  and  he  sues  the 
Defendant  on  the  ground  that  she  has  passed  off  goods  not  being  of  his  manu- 

20  facture  as  his  goods  by  selling  the  same  in  answer  to  orders  for  "  Oval  Blue." 

The  principles  upon  which  the  Court  acts  in  such  cases  are  really  so  well 

settled  that  it  is  hardly  necessary  for  me  to  refer  to  them  at  all.    This  is  a  case  of 

the  usual  kind — an  appeal  to  the  Court  to  protect  a  man  from  having  his  property 

affected  by  somebody  else  passing  off  goods  not  being  his  goods  as  his  goods. 

25  The  two  issues  of  fact — and  these  cases  are  really  all  questions  of  fact — that  I 
have  to  determine  are,  first  of  all,  do  the  words  "  Oval  Blue  "  mean  Ripley 's 
manufacture  and  nothing  else  ?  Secondly,  if  so,  has  the  Defendant  by  herself 
or  her  agent — in  this  case  it  is  her  daughter  in  her  shop — in  fact  passed  off 
goods  not  being  the  Plaintiff's  goods  as  his  goods  ? 

30  Now  it  is  to  be  remembered  that  the  Plaintiff  in  this  case  is  relying  simply 
upon  the  words  "  Oval  Blue."  There  is  no  question  of  Trade  Mark ;  there  is 
no  question  of  get-up  or  the  general  appearance  of  the  article  sold.  It  is 
simply  that  the  words  "Oval  Blue,"  according  to  the  Plaintiff's  case,  mean 
Ripley's  blue  and  nothing  else.    The  article  sold  is  blue,  which  is  a  well- 

35  known  laundry  material,  and  that  is  the  only  name  describing  it.  The  articles 
are  sold  in  oval  form.  It  is  an  absolutely  accurate  description  of  the  goods  as 
sold  both  by  the  Plaintiff  and  also,  in  this  particular  case,  by  the  Defendant,  in 
that  the  goods  that  she  sold  were  oval  cakes  made  of  blue — put  shortly, 
"  Oval  Blue."    The  Plaintiff,  therefore,  has  set  himself  the  task  of  showing  that 

40  he  has  acquired  the  two  common  words  in  the  English  language,  "  Oval  Blue," 
which  accurately  describe  the  article  sold,  as  his  own  property.  It  appears  on 
the  evidence  that  no  one  has  sold  blue  in  the  oval  form  down  to  within  a  few 
years  ago— it  is  not  very  clear  on  the  evidence,  probably  seven  or  eight  years 
ago — except  the  Plaintiff.    The  Plaintiff  began  to  sell  blue  in  ovals  a  good  many 

45  years  ago — I  think  25  or  so  ;  at  any  rate,  a  very  considerable  number  of  years 
ago— and  for  a  great  number  of  years  he,  and  he  only,  sold  blue  in  oval  shape. 
In  the  year  1896,  I  think  it  was,  he  brought  the  action  of  Ripley  v.  Bandy 
(14  R.P.C.  591)  before  Mr.  Justice  Kekewich,  claiming  the  oval  shape,  and 
failed.    It  appears  from  the  report  that  the  learned  Judge,  if  the  reporter  is 

50  correct,  made  a  finding  of  fact  on  an  issue  which  was  not  before  him,  and  the 
Plaintiff  has — perhaps  one  can  hardly  be  surprised — taken  advantage  of  that  to 
publish  it  on  his  circulars.  I  do  not  think  the  learned  Judge  really  ever  meant  to 
decide  anything  of  the  sort ;  but,  be  that  as  it  may,  it  has  nothing  to  do  with 
the  case  before  me,  because  I  determine  the  case  on  the  facts  before  me. 

55  With  regard  to  the  question  as  to  the  possibility  of  the  acquisition  of  two 
Words  common  to  the  English  language,  I  desire  to  read  and  adopt  the  statement 
in  Lord  Davey's  speech  in  the  House  of  Lords  in  the  case  of  the  Cellular 
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Clothing  Company,  Ld.  v.  Maxton  and  Murray  (15  R.P.C.  581 ;  L.R.  (1899) 
A.C.  326).  It  is  to  be  borne  in  mind  that  this  case  came  after  Reddaway  v. 
Banham  (13  R.P.C.  218 ;  L.R.  (1896)  A.C.  199),  a  case  which,  to  my  mind,  is  a 
case  by  itself  altogether.  It  turned  on  the  personal  frand  of  which  the  Defen- 
dant was  convicted,  and  the  finding  of  the  Jury,  which  really  was  based  on  the  5 
admission  ont  of  the  Defendant's  own  mouth,  in  his  own  letters.  Further,  as 
Mr.  Ujyohn  pointed  out  to  me  yesterday,  it  turned  on  the  fact  that  although 
"  Camel-hair  Belting  "  did  in  fact  describe  the  article  made,  as  appeared  from 
Lord  MacnaghUm's  speech,  nobody,  in  fact,  knew  it  until  that  case.  It  was  not 
supposed  that  it  was  made  out  of  camel  hair  at  all.  I  desire  to  adopt  this  10 
passage  of  Lord  Davey  to  which  I  have  referred  as  stating  far  more  forcibly  and 
lucidly  than  I  can  the  principles  which  seem  to  me  to  be  most  valuable  and  impor- 
tant to  be  borne  in  mind : — "  There  are  two  observations  which  must  be  made :  one 
"  is  that  a  man  who  takes  upon  himself  to  prove  that  words,  which  are  merely 
"  descriptive  or  expressive  of  the  quality  of  the  goods,  have  acquired  the  15 
"  secondary  sense  to  which  I  have  referred,  assumes  a  much  greater  burden — 
"  and,  indeed,  a  burden  which  is  not  impossible,  but  at  the  same  time  extremely 
"  difficult,  to  discharge — a  much  greater  burden  than  that  of  a  man  who  under- 
"  takes  to  prove  the  same  thing  of  a  word  not  significant  and  not  descriptive, 
u  but  what  has  been  compendiously  called  a  '  fancy  *  word.  The  other  obser-  20' 
"  vation  which  occurs  to  me  is  this :  that  where  a  man  produces  or  invents,  if 
"  you  please,  a  new  article  and  attaches  a  descriptive  name  to  it — a  name  which, 
*'  as  the  article  has  not  been  produced  before,  has,  of  course,  not  been  used  in 
"  connection  with  the  article — and  secures  for  himself  either  the  legal  monopoly 
"  or  a  monopoly  in  fact  of  the  sale  of  that  article  for  a  certain  time,  the  evidence  25 
"  of  persons  who  come  forward  and  say  that  the  name  in  question  suggests  to 
"  their  minds  and  is  associated  by  them  with  the  Plaintiff's  goods  alone  is  of  a 
*"  very  slender  character,  for  the  simple  reason  that  the  Plaintiff  was  the  only 
"  maker  of  the  goods  during  the  time  that  his  monopoly  lasted,  and  therefore 
u  there  was  nothing  to  compare  with  it,  and  anybody  who  wanted  the  goods  30 
u  had  no  shop  to  go  to,  or  no  merchant  or  manufacturer  to  resort  to  except  the 
"  Plaintiff."  Then  he  refers  to  Lord  Justice  Fry's  decision  in  Siegert  v. 
Findlater  (L.R.  7,  Ch.  D.  801).  In  the  present  case  the  Plaintiff  produced  an 
old  article  which  he  sold  in  an  oval  shape.  Nobody  else  for  years  sold  it  in  the 
oval  shape.  Other  manufacturers  have  sold  blue  in  squares  and  in  circular  35 
form.  It  is  in  evidence,  and  it  seems  to  me  to  be  only  common  sense  and  what 
you  would  expect,  that  the  public  ask  for  the  blue  which  has  been  sold  in  the 
oval  shape  as  u  Oval  Blue ; "  the  blue  which  has  been  sold  in  the  squares  as 
"  Square  ; "  and  the  blue  which  has  been  sold  in  circular  shape  as  "  Circular." 
To  say  that  I  can  draw  from  that  any  inference  during  the  period  nobody  else  40 
made  the  oval-shaped  blue  except  the  Plaintiff  would  be  going  in  the  teeth  of 
what  Lord  Davey  said  with  such  force  in  his  speech. 

Now  I  will  consider  shortly  the  evidence  which  has  been  given  in  the  case. 
I  will  pass  over  Mr.  Ripley  because,  of  course,  he  takes  the  view  of  his  own  case 
which  one  would  expect.     I  will  only  pause  to  observe  that  his  last  answer  in  45 
his  examination-in-chief  was  that  **  *  Oval  Blue '  means,  in  the  trade,  my  blue 
"  of  this  size  and  shape."    He  does  not  say  "  to  the  public  at  large."    That  was 
in-chief  too,  and  not  in  cross-examination.     Moreover,  this  also  appears  from 
his  examination,  and  also  from  the  bundle  of  exhibits,  and  advertisements,  and 
notices,  and  so  on,  with   which  he  has  flooded  Liverpool,  that  on  all  the  50 
documents  the  name  "  Ripley  "  appears.     I  do  not  think  there  is  any  single 
document,  so  far  as  I  know — at  any  rate  my  attention  has  not  been  called  to 
any — in  which  the  name  Ripley  does  not  appear  as  well  as  the  words  "  Oval 
"  Blue,"  and  he  says,  in  cross-examination  :'  "All  my  blue  has  had  'Ripley** 
"  *  Oval  Blue  *  on  it — never  made  without  these  words."     He  began  by  calling  55 
some  wholesale  trade  witnesses  from  Liverpool.     There  was  a  Mr.  Baker,  who 
says  ;  "  There  is  only  one  *  Oval  Blue,1  that  is,  Ripley's.     If  you  Sent  any  other 
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u  they  would  send  it  back."  In  cross-examination  he  says :  44  I  have  never 
44  seen  any  oval-shaped  blue  but  Ripley's.  We  stock  no  other  but  Ripley's" 
Now,  what  is  the  value  of  the  evidence  of  a  man  with  regard  to  words  like 
44  the  oval  shape  "  when  he  has  never  stocked  any  other,  and  is  himself  a  man 
5  who  stocks  and  sells  the  Plaintiff's  goods  ?  The  same  observation  applies  to 
Mr.  John  Wilson,  the  next,  who  is  also  a  wholesale  man.  44 1  stock  Ripley's 
44  only.  There  are  no  other  oval  cakes. "  Then  the  next  one  was  Mr.  Eagle. 
He  is  a  chandler  who  retired  six  months  ago.  44  Customers  asked  for  4  Oval 
44  4  Blue '  when  they  could  remember  the  name.  •  At  first  it  was  asked  for  as 

10  «* « blue  with  the  dolly  on  it.1 "  Then  he,  in  cross-examination,  also  says : 
44 1  have  never  stocked  any  blue  of  oval  shape  except  Ripley's.  Customers 
"  would  ask  for  4  Oval  '  to  distinguish  it  from  Reckitfs  4  Square.'  I  stocked 
44  both.  If  they  asked  for  *  Oval  *  I  gave  them  Ripley's ;  if  they  asked  for 
44  4  Square '  I  gave  them  Rechitt's.     I  certainly  have  not  heard  that  Reckitts 

15  «*  claim  the  word  *  square,'  nor  do  I  suppose  they  could  successfully  do  so."  The 
next  man  was  Mr.  Hughes*  a  tallow  chandler.  He  says  :  44 1  sell  4  Oval  Blue.9 
44  Customers  ask  for  *  Oval  Blue.'  I  supply  Ripley's  in  answer.  I  am  rarely 
44  asked  for  4  Ripley's  Oval  Blue.'  I  stock  no  oval-shaped  blue  but  Ripley's.  A 
44  customer  buys  oval-shaped  blue  and  likes  it,  and  then  asks  next  time  for 

20  "*Oval  Blue.'  Customers  ask  for  4Oval  Blue' — hardly  ever  'Ripley's  Oval 
44  4  Blue.' "  Then  the  next  one,  a  Mr.  Lovering,  also  stocks  no  blue  in  oval 
shape  except  Ripley's.  Then  the  next  one,  Mrs.  Bertha  Edmunds,  was  formerly 
a  chandler  for  six  years,  and  left  off  two  years  ago.  She  used  to  manage  the 
shop.     44  The  only  oval-shaped  blue  we  stocked  was  Ripley's,  and  4  Dollies ' 

25  "  (round)."  She  is  put  forward  as  a  customer  now  because  she  has  retired 
from  the  trade  for  two  years.  44 1  ask  for  4  Oval  Blue  '  to  distinguish  it  from 
44  any  other,  and  I  want  the  only  4  Oval  Blue  '  that  I  know  of,  namely,  Ripley's." 
Naturally.  Then  the  next  one  is  Sarah  Ann  Starkey,  and  she  is  a  laundry 
woman  ;  and  she,  if  my  recollection  serves  me  rightly,  is  the  only  person  not 

30  connected  with  the  trade,  either  now  or  in  the  past,  who  is  called  to  represent 
the  outside  public.  She  says  :  4%  I  have  known  4  Oval  Blue '  for  2U  years."  I 
think  I  am  wrong.  There  was  another  witness  of  that  kind,  namely,  Mrs. 
Davidson.  Mrs.  Starkey  is  a  laundry  woman  ;  she  has  known  44  Oval  Blue  " 
for  20  years,  and  it  means  Ripley's.    44 1  never  saw  any  other  oval-shaped  blue 

35  **  but  Ripley's.  I  never  heard  of  any  4  Oval '  made  by  any  one  else."  Applying 
all  this  to  Lord  Davey's  speech,  what  value  is  the  evidence  of  people  who  do 
not  know  of  any  other  44  Oval  Blue  "  ?  The  confusion  is  between  the  words 
•*  Oval  Blue  "  and  the  shape,  and  the  Plaintiff  is  really  indireptly  trying  to  get 
the  shape,  and,  in  fact,  has  directly  tried  to  get  it  as  well,  by  his  efforts  to 

40  secure  the  words  44  Oval  Blue."  The  next  witness,  Esther  Hannah  Davidson, 
is  a  widow  and  a  laundress.  She  is  called  to  show  that  44  Oval  Blue  "  is 
synonymous  with  4*  Ripley,"  and  she  said  in-chief :  44 1  did  not  know  who  made 
44  it  when  I  tried  it.  Until  last  Friday  I  never  knew  who  made  it.  All  those 
44 15  years  I  bought 4  Oval  Blue '  in  small  pickets,  and  I  never  noticed  the  name 

45  a  on  it."  What  value  the  evidence  of  that  lady  is,  to  show  that  44  Oval  Blue  " 
means  44  Ripley"  it  is  difficult  to  see.  She  bought  the  oval  shape.  Unless  Mr. 
Ripley  can  secure  to  himself  a  monopoly  in  the  oval  shape,  I  do  not  see  how 
her  evidence  can  possibly  assist  him.  In  cross-examination  she  said  :  "  I 
u  identify  it  by  the  shape.    I  know  nothing  of  Ripley." 

50  I  will  pass  over  the  evidence  on  the  second  issue,  because  the  evidence  began 
again  on  the  first  issue  on  a  subsequent  day — Monday.  John  Appleyard,  a 
wholesale  drysalter,  was  called.  He  had  been  in  the  trade  for  22  years.  His 
statement,  in  cross  examination,  was  this :  "  I  have  never  seen  another  oval- 
44  shaped  blue  in  the  trade.      I  never  saw  4  Bobby  Blue '  before  to-day  " — 

55  u  Bobby  Blue  "  being  a  blue  made  in  oval  shape — **  I  know  of  no  other  blue 
u,  than  Ripley's  called  4  Oval  Blue,'  or  sold  in  packets  made  in  oval  shape.  If 
44  there  were  any  other  blue  in  oval  shape  other  than  Ripley's  in  Leeds  I  should 


596  REPORTS  OF  PATENT,  DESIGN,        [Dec  17, 1902. 


Bipley  v.  Griffiths. 


"  have  heard  of  it."  Then  Mr.  Turner  was  also  a  wholesale  grocer  at  Leeds, 
who  says  :  u  I  stock  no  other  blue  of  oval  shape ;  I  never  have.  I  have  never 
"  heard  of  any  other  blue  of  oval  shape  than  Ripley's."  Again,  the  evidence  of 
Mr.  Flockton  is  to  the  same  effect :  "  I  do  not  think  any  of  the  customers  know 
"  anything  about  Ripley.  That  means  the  general  public."  Then  the  next  one  is  5 
Mr.  George  Albert  Derby  :  "  I  know  no  other '  Oval  Blue.'  I  know  no  other  oval 
shape  but  Ripley's.  We  stock  round,  square,  and  oval.  Customers  ask  for 4  Oval 
*  Blue '  and  expect  to  get  the  blue  of  oval  shape — Ripley's"  I  pause  to  remark  for 
a  moment  that "  Customers  ask  for  'Oval  Blue'  and  expect  to  get  the  blue  of  oval 
"  shape  "  proves  too  much,  because,  if  it  proves  anything  at  all,  it  proves  that  the  oval  10 
shape  is  the  thing  which  denotes  Mr.  Ripley's  manufacture,  and  not  the  words 
"  Oval  Blue  "  ;  and  he  has  abandoned,  and  very  wisely  abandoned,  any  attempt 
to  set  up  a  claim  to  the  oval  shape  as  a  monopoly.  Then,  Mr.  George  Alfred 
Bennett  is  to  the  same  effect.  His  attention  was  called  to  an  advertisement  and 
his  remark  upon  it  was  :  "  The  advertisement  tells  you  to  look  out  for  the  oval  15 
"  shape,  and  that  is  how  I  understand  it — the  oval  shape."  This  gentleman  has 
seen  other  oval-shaped  cakes.  "  I  have  had  other  cakes  of  oval  description,  but 
"  I  never  stocked  any  blue  of  oval  shape  but  Ripley's,  except  two  small  parcels 
"  five  or  six  years  ago,  one  parcel  from  Zetterquist " — a  gentleman  whose  name 
appeared  in  the  litigation  before  Mr.  Justice  Kekewich,  to  which  I  have  already  20 
referred — "  and  the  other  one  was  a  man  called  Johnson  " — who,  I  think,  gave 
up  dealing  with  the  witness  about  14  years  ago.  Mr.  Kingsmill,  in  cross- 
examination,  says :  "  There  are  several  different  shapes.  They  are  called  by 
"  names  denoting  the  shapes.  As  a  rule  people  ask  for  blue  by  the  shape — 
"  round,  square,  oval,  &c.  There  are  more  than  four  shapes  asked  for — there  25 
"  are  half  a  dozen.  Customers  ask  for  them  by  the  name  of  the  shape ;  that  is 
"  how  they  know  what  they  want.  I  know  of  no  other  make  of  oval  shape 
"  except  Ripley's.  We  have  no  other."  Then,  in  re-examination,  he  says : 
"  Reckitts'  make  a  round  ;  Colman's  also,  but  not  Johnson.  When  customers 
"  want  a  round  I  should  give  them  any  round  that  was  handiest.  There  are  30 
'*  several  makes  in  squares.  If  asked  for  a  square  I  should  ask  which  they 
"  wanted.  Reckitt's  is  the  only  circular  I  know  of,  and  I  stock  it."  Then 
another,  Mr.  Derby ,  says  he  knows  the  "  Oval  Blue,"  which  is  an  oval  shape, 
made  by  Ripley's.  "  If  asked  for  a  halfpenny  '  Oval  Blue '  we  should  give  them 
"  Ripley's."  Then  he  says,  in  cross-examination :  "  I  stock  no  blue  of  oval  35 
"  shape  except  Ripley's.  Customers  ask  for  '  Oval  Blue '  by  the  shape,  and  I 
"  know  by  the  shape  they  ask  for  exactly  what  they  want."  Mr.  Edward 
Fleetwood  says  :  "  I  have  never  known  any  other  blue  in  oval  shape.  I  should 
"  give  a  customer  asking  for  circular  Reckitt's.  As  I  stock  no  other  square  I 
"  should  give  Reckitt's ;  oval,  I  should  give  Ripley's."  Mr.  William  Joseph  40 
Derby  is  an  oilman  in  Stepney.  He  knows  no  other  blue  of  oval  shape  except 
Ripley's.  He  sells  it  in  farthing  packets  as  well  as  halfpenny  packets.  He 
stocked  no  other  blue  but  Ripley's.  Then  the  last  witness  of  all  was  Mr. 
Charles  Remon,  who  is  also  an  oilman.  "  I  have  no  other  *  Oval  Blue '  to 
"  supply  than  Ripley's.  I  never  heard  of  any  other  oval-shaped  blue.  Ripley's  45 
"  is  the  only  oval  we  keep.  If  I  were  asked  for  a  three-farthing  square  I  should 
"  supply  Reckitt's ;  if  1  were  asked  for  a  halfpenny  square  I  should  supply 
"  DanieVs." 

That  is  all  the  evidence  on  that  issue,  and  to  my  mind  it  stops  very  far  short 
of  the  discharge  of  that  burden  which  Lord  Davey  says  is  not  impossible  but  50 
extremely  difficult  to  discharge,  and  which  Lord  Shandy  in  the  same  case, 
evidently  thought  was  practically  impossible  to  discharge,  namely,  to  show 
that  words,  purely  descriptive  and  in  common  use  in  the  English  language, 
accurately  describing  the  article  sold,  can  be  acquired  by  a  man  on  the  evidenoe 
that  he  has  alone  for  several  years  made  articles  of  that  shape  and  sold  them  55 
under  those  words.  It  seems  to  me  that  on  that  issue  the  Plaintiff  entirely 
fails,  and  has  not  made  out  his  claim  to  a  monopoly  of  the  words  "  Oval  Blue.* 
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Then  there  is  the  second  issue.  As  regards  the  second  issue,  it  is  rather 
serious  from  this  point  of  view,  that  the  Plaintiff  charges  the  Defendant  with 
actual  personal  fraud  in  having  actively  concealed  the  cakes  that  she  was  selling 
by  deliberately  turning  them  face  downwards  on  to  the  counter  so  as  to  cover 

5  the  words  "  Bobby  Blue  "  which  anybody  seeing  would  at  once  recognise,  and 
would  know  that  it  was  not  Ripley's  "  Oval  Blue,"  because  Ripley's  name 
appears  on  his  packets.  The  first  observation  I  have  to  make  is  that,  as  far  as 
1  can  see,  the  Defendant  has  no  sort  of  motive  to  be  guilty  of  any  such  fraud  at 
all.    She  told  me  in  the  box  that  it  was  no  more  profitable  to  her  to  sell  "  Bobby 

10  "  Blue  "  than  to  sell  Ripley's  blue.  She  made  the  same  amount  of  profit  out  of 
either.  She  also  told  me  that  Mr.  Ripley  had  been  threatening  people  in 
Liverpool,  and  that  she  knew  of  it — I  think  she  had  had  a  notice  herself  ;  at 
any  rate,  it  had  come  to  her  knowledge  that  he  had  been  threatening  actions 
against  persons  who  sold  as  "  Oval  Blue "  any  blue  which  was  not  his,  and, 
3  Hike  a  wise  person,  she  did  not  at  all  desire  to  be  involved  in  litigation  ;  in  fact, 
on  the  correspondence  before  the  action,  the  Defendant  was  quite  willing  to 
undertake  not  to  sell,  when  "  Oval  Blue  "  was  asked  for,  anything  but  Ripley's 
if  she  was  let  alone  ;  but  that  would  not  content  Ripley,  who  insisted  on  getting 
an  undertaking  from  her  that  she  would  not  sell  any  oval-shaped  blue  except 

20  his.  The  result  is  that  this  action  was  brought.  It  appeared  in  cross-examina- 
tion that  the  action  is  being  defended  at  the  instance  of  a  rival  manufacturer. 
I  can  only  say  that  I  am  glad  that  the  action  has  been  fought  out  properly,  and 
that  it  has  not  been  at  the  expense  of  a  small  tradesman  who  has  sold  four 
half -penny  worths  or  five  half -pennyworths — there  is  a  conflict  of  testimony  as  to 

25  whether  it  is  four  or  five — of  this  blue. 

The  question  depends  upon  the  credibility  of  the  witnesses.  Mr.  Ripley  is 
in  the  habit  of  sending  some  of  his  female  employees  about  to  buy  his  blue,  and 
see  whether  they  have  anything  else  passed  off  on  them  as  his  blue.  The 
instances  are  three  of  verbal  testimony  and  one  with  a  document.    Now,  as 

30  regards  all  of  them,  I  desire  to  say  this :  Of  course,  one  looks  with  a  certain 
amount  of  suspicion  always  on  a  trap  set,  because  it  is  quite  obvious  that  people 
go  there  with  the  intention  of  successfully  trapping,  and  they  are  apt — possibly 
unconsciously,  but  at  any  rate  they  are  apt — to  set  their  trap  in  the  way  that 
traps  are  usually  set,  so  that  it  will  not  be  seen.    I  think,  when  people  intend 

35  to  rely  upon  evidence  of  this  sort,  the  least  they  can  do  is,  when  they  have  got 
their  evidence  complete,  to  call  the  attention  of  the  people  they  have  convicted 
to  the  fact,  in  order  that  he  or  she  may  have  a  recollection  of  the  circumstances 
and  may  be  able  to  recall  them  when  appearing  in  the  witness  box.  To  say 
that  anybody  can  possibly  recollect  the  sale  of  one  halfpenny  cake  of  blue 

40  weeks  after,  or  even  days  after,  seems  to  me  to  be  almost  preposterous,  and,  in 
fact,  so  much  so  that  I  had  a  long  cross-examination  yesterday  directed  to  the 
point  that,  inasmuch  as  there  was  nothing  to  call  to  the  recollection  of  the 
Defendant  the  particular  case  of  the  document,  she  could  not  contradict  the 
witnesses  on  the  other  side.    I  can  only  say  that,  to  my  mind,  that  is  not  a  fair 

45  way  of  getting  up  a  case  by  setting  traps.  If  you  want  the  Court  to  rely  upon 
the  testimony  of  persons  trapping,  when  they  have  completed  their  trap  and  have 
got  the  victim  in  it,  the  least  they  can  do  is  to  tell  him  that  that  is  the  occasion 
that  they  are  going  to  give  evidence  about  in  Court,  so  that,  then  and  there,  he 
may  be  able  to  recall  and  recover  his  recollection  of  the  circumstances  and  be 

50  ready  to  give  his  account  in  Court,  so  that  the  Court  should  not  be  asked  to 
rely  upon  the  testimony  of  witnesses  for  the  Plaintiffs  on  the  ground  that  the 
Defendant  cannot  possibly  remember  what  took  place.  Further,  the  document 
relied  upon  was  written  out  and  read  out  by  the  person  setting  the  trap,  in  the 
shop,  to  the  young  woman.    The  ordinary  course  would  be  to  ask  her  to  make 

55  out  a  bill.  If  you  had  got  the  bill  made  out  in  the  Defendant's  handwriting,  or 
in  her  assistant's  handwriting,  there  would  be  a  very  different  state  of  circum- 
stances.   As  it  is,  I  h^ve  to  do  the  best  I  can  with  the  testimony  before  me. 
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The  Defendant's  assistant,  Miss  Griffith*,  appeared  to  me  to  be  a  very 
straightforward,  honest  young  woman,  who  gave  her  testimony  in  an  admirable 
manner.  I  see  no  reason  whatever  for  convicting  her  of  the  disgraceful 
conduct  which  is  imputed  to  her  by  the  Plaintiff's  witnesses.  She  is  said  to 
have  deliberately  turned  this  parcel  of  blue  face  downwards,  and,  not  only  that,  5 
but  when  it  fell  off  some  article  or  other,  as  to  which  there  is  a  conflict  of 
testimony,  she  picked  it  up  again  and  hurriedly  turned  it  down  again  with  its 
face  downwards — obviously  part  of  a  scheme  to  pass  off  what  she  knew  was  not 
the  article  asked  for,  so  that  these  people  should  take  it  and  be  satisfied.  As 
regards  the  Plaintiff's  witnesses,  I  am  not  satisfied  with  their  statements.  They  10 
did  not  give  their  evidence  in  a  way  that  commended  itself  to  my  mind  at  all. 
I  have  to  do  the  best  I  can  in  this  conflict  of  testimony.  It  is  not  at  all  a 
pleasant  duty  to  have  to  say  that  you  do  not  believe  people,  but  it  does  appear 
to  me,  having  regard  to  the  extraordinary  way  in  which  they  behaved  under 
cross-examination,  and  the  stories  that  they  told  under  cross-examination,  that  15 
I  cannot  place  any  reliance  upon  their  testimony  which  will  countervail  the 
testimony  of  Miss  Griffiths.  I  cannot  believe  that  they  really  called  her  atten- 
tion to  the  fact  that  they-  were  asking  for  "  Oval  Blue  "  so  that  it  reached  her 
intelligence,  and  that  she  knew  that  she  was  selling  to  them  something  which 
was  not  Ripley's  "  Oval  Blue,"  but  was  "  Bobby  Blue."  I  accept  her  testimony,  20 
and  I  think,  having  regard,  of  course,  always  to  the  fact  that,  as  regards  the 
lapse  of  time,  there  was  nothing  particular  to  call  it  to  her  recollection  beyond 
the  letter,  which  was  written,  I  think,  some  ten  days  or  a  fortnight  afterwards 
—of  course  there  is  the  infirmity  of  the  human  recollection — but,  having  regard 
to  the  fact  that  she  had  no  interest  in  selling  " Bobby  Blue"  rather  than  25 
Ripley's  blue,  that  she  was  to  my  mind  obviously  honest  and  straightforward, 
that  there  is  no  sort  of  ground  for  the  imputations  which  were  made  of  personal 
fraud  or  intentional  deception  against  her,  and  having  regard  to  the  way  in 
which  the  Plaintiff's  witnesses  gave  their  evidence  in  cross-examination,  I 
accept  Miss  Griffiths'  testimony,  and  I  reject  tho  testimony  of  the  Plaintiff's  30 
witnesses. 

The  result  is  that  the  action  wholly  fails  and  must  be  dismissed  with  costs. 


Vol.  XIX.,  No.  29.]     AND  TRADE  MARE  CASES.  599 


Webb  Lamp  Company,  Ld.  v.  Thomas  Atkinson  (trading  as  the 

Health  Filter  Company). 


In  the  High  Court  op  Justice.— -Chancery  Division. 


Be/ore  Mr.  Justice  Buckley. 


September  3rd  and  November  12th,  1902. 


Webb  Lamp  Company,  Ld.  v.  Thomas  Atkinson  (trading  as  the 
5    •  Health  Filter  Company). 


Patent. — Action  for  infringement. — Splash  preventer. — Injunction  granted 
with  costs,  the  Defendant  not  appearing  at  the  trial. — Inquiry  as  to  damages 
and  certificate  of  validity  refused. 

Where  the  infringement  of  Letters  Patent  was  proved  but  the  Defendant, 
10  after  delivering  a  Defence,  did  not  appear  at  tlie  trial  to  speak  to  the  anticipation 
by  eleven  prior  Specifications  referred  to  in  his  Particulars  of  Objections , 

Held,  that  although  the  Plaintiffs  were  entitled  to  an  injunction  restraining 
infringement  and  to  the  costs  of  the  action,  an  inquiry  as  to  damages  and  a 
certificate  of  validity  ought  not  to  be  granted. 

15  -sin  1895  Letters  Patent  (No.  19,250  of  1895)  were  granted  to  Alexander  Schram 
for  "  Improved  means  for  preventing  water  spray  in  connection  with  cocks  and 
u  pumps." 

The  invention  was  a  splash-preventer  in  the  form  of  a  nozzle  which,  when 
screwed  on  to  an  ordinary  tap,  caused  the  water  passing  through  it  to  issue  in  a 

20  smooth  rod-like  column  and  fall  without  spreading  or  splashing  on  to  a  flat 
surface  below. 

The  Plaintiffs,  the  Webb  Lamp  Company,  Ld.%  were  the  owners,  by  divers 
mesne  assignments,  of  this  Patent,  and  on  the  13th  of  August  1901  they  com- 
menced an   action  against   Thomas  Atkinson  (trading   as  the  Health  Filter 

25  Company)  for  infringement,  claiming  the  usual  relief. 

The  Plaintiffs  moved  for  an  interlocutory  injunction,  but  on  the  Defendant 
undertaking  to  keep  an  account  the  motion  was  ordered  to  stand  over  to  the 
trial.  On  the  3rd  of  September  the  Plaintiffs  moved  in  the  Vacation  Court 
to  commit  the  Detendant  for  contempt  for  issuing  a  circular  which  gave  a 

30  misleading  account  of  such  interim  Order.  The  Vacation  Judge  made  an 
Order  restraining  the  further  issue  of  the  circular  $nd  ordered  the  Defendant 
to  pay  the  cost*  of  the  n*otjoi*T 
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Webb  Lamp  Company,  Ld.  v.  Thomas  Atkinson  (trading  as  the 

Health  Filter  Company). 

Pleadings  were  delivered,  and  the  Plaintiffs  by  their  Particulars  of  Breaches 
complained  of  the  dale  in  August  1901  of  a  "splish-preventer  "  infrjfafing  their 
Patent  to  one  John  P.  Jones,  trading  in  London  as  the  Reliance  rubber  and 
Hardware  Company. 

The  Defendant,  by  his  Defence,  denied  the  infringement,  and  pleaded  that  5 
"  the  alleged  invention  was  not  new,"  putting  forward  eleven  prior  Specifications 
of  divers  persons  as  anticipations  in  his  Particulars  of  Objections. 

The  action  came  on  for  hearing  on  the  12th  of  November  1902,  when  the 
Defendant  did  not  appear.  Russell  Clarke  (instructed  by  R.  H.  Behrend) 
appeared  for  the  Plaintiffs.  10 

John  P.  Jones  and  also  a  director  of  the  Plaintiff  Company  proved  the  sale,  in 
August  1901,  of  the  alleged  infringement,  and  Dr.  Sidney  Williamson,  con- 
sulting chemist,  of  Chancery  Lane,  London,  deposed,  as  a  result  of  elaborate 
experiments,  that  in  all  essential  particulars  the  Defendant's  nozzle  was  the 
same  as  the  Plaintiffs',  and  that  there  was  no  anticipation  of  the  Plaintiffs1  15 
Patent  in  any  one  of  the  eleven  Specifications  mentioned  in  the  Particulars  of 
Objections. 

Russell  Clarke,  for  the  Plaintiffs,  asked  for  an  injunction,  an  inquiry  as  to 
damages,  and  a  certificate  of  validity.  [Buckley,  J. — Ought  I  to  grant  such 
a  certificate  when  no  one  appears  to  speak  to  the  Objections  ?]  The  Defendant  20 
has  fought  up  to  the  trial,  and  has  put  the  Plaintiffs  to  the  cost  of  expensive 
experiments.  Further,  the  Defendant  has  not  paid  the  costs  as  ordered  on  the 
3rd  of  September.  It  may  be  that  the  granting  of  a  certificate  will  have  the 
effect  of  improving  the  Plaintiff'* position  for  any  subsequent  proceedings.  If  the 
Defendant  had  now  appeared  and  the  infringement  was  then  likewise  proved,  25 
the  Plaintiffs  would  have  been  entitled  to  full  relief.  The  Court  will  not 
deprive  innocent  Plaintiffs  of  this  further  relief  by  reason  of  the  Defendant  not 
appearing. 

BUCKLEY,  J. — I  grant  an  injunction  to  restrain  the  Defendant  from  infringing ' 
the  Letters  Patent  No.  19,250  of  1895,  with  the  costs  of  the  action.    On  the  80 
materials  before  me  I  ought  not,  I  think,  to  direct  any  inquiry  as  to  damages,  or 
to  certify  that  the  validity  of  the  Patent  came  in  question. 


3  hl05  OhS  171  770 


r 


mmmmmm 


